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AUDBBS  V.  OlUJXJJfD. 
DmUM  SoMwAa  ea,  1880. 

Id  a  Q.,  177. 

1.  A  olaim  tor  >  switoh  ItkTliig  Mrt^n  okpabilitiM,  without  nfcrawe  to  the 
iam  or  instmnunitailitiw  whereby  thoee  eepMbUlUea  or  Ametioiis  an  c 
oonvtnied  to  be  for  the  oombliution  of  1  nrtrn  mon  tetlttne  whanhj  the  redted 
elfoota  or  fimctiana  are  pradooed. 

S,  When  the  scope  of  the  Invention  ie  preoiielfuoertedued,luigiiege  employed  In  the 
olaim  of  broader  uKniflcation,  or  •noh  that  a  literal  eonatmetlon  thereof  wodU 
give  a  claim  of  wider  range,  !■  manifeitly  in  oontrarention  of  the  epiitt  aa  well 
•■  the  term*  of  the  etatnte,  whiohreqnlrei  the  InTentor  to  partlenlarif  point  oat 
and  dietinetly  olabn  the  put,  improrement,  or  oomblnation  wUoh  he  olalma  aa 
bia  InTentiOD  oi  diaooreiy. 

3.  Good  piaotiee  reqniiee  that  the  epeoiflcation  and  dalnu  in  a  patent  ihall  mean  Jnat 
what  they  aeem  to  mean — that  they  ehall  be  free  from  aobignity. 

Bbfb&bhos  from  the  Bxamiuer  for  inatnititions. 


AppuoATiOH  nf  Or.L.  Aoders  filed  Jiaroh  31, 1879.*  Ap^ioatitm  <tf 
E.  F.  Qilliluid  filed  December  2, 1S78. 

Mr.  A,  PolUtk  for  ADders. 

Mr.  0.  Bradford  for  QiUUand. 
Uasble)  Commiuioner: 

This  case  oomes  before  me  by  refereaoe'  f^nin  the  Examiner  for  in- 
stra^tHiB  both  as  to  the  form  of  the  claim  and  also  as  to  the  farther 
proceedings  to  be  taken  therein. 

On  June  16, 1880,  an  interference  was  declared  between  Uie  applioa* 
tions  of  Gilliland  and  (George  L.  Anders.  This  interference  was  de- 
eded in  fbvor  of  Gilliland  on  the  record  October  30, 1880.  The  rale 
(Bale  95)  declares  that— 

B^ste  the  deelaratlon  of  interfeienoe  aU  prellmlnaiy  qneationa  mnat  ha  aettied  Itr 
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the  Primary  KTwnliwr,  and  tlM  imut  lUHt  be  ebuly  doflned.  Tlie  iaTeatioti  wUek  ta 
to  fiHB  the  tntiitMt  «f  the  «aatt«T«tv  mofet  be  decided  to  iM  paUutable,  Mtd  the  oUm* 
ti  the  mepeetlTe  pwOei  But  be  pat  in  neh  eondltloD  that  they  wUl  not  raqnlre  altora- 
tion  aftei  Oie  iBteiftnnce  ihaU  have  been  Anallj  deefded,  onleM  the  teetinwoy  addneed 
upon  tbe  trial  ehall  neoetaitate  or  Juetuy  ench  obwige. 

Under  UieM  oircQinRtatioee  the  Bxaminer  now  in  charge  of  tlie  oUwa — 
not  the  Ezamindr  who  dedared  tlie  interferenoe — has  smif^t  instnfe' 
tienH  as  to  the  fiuther  prooeediDgs  to  be  taken  with  the  following  olaim, 
to  wit: 

A  Bwitch  adapted  to  fimn  a  tapport  for  a  telephone,  uid  operated  by  the  wei|tht  at 
the  telephone  to  throw  tbe  latter  ont  of  ciienit,  bnt  capable,  wham  the  telephone  Ja 
removed,  of  two  further  inovemenle,  diatiiiot  faun  each  other,  by  one  of  which  a  oob- 
neetlon  may  be  eBtabUehed  between  the  telephone  and  the  telephonee  at  Um  statione 
on  one  ilde,  n-htle  by  the  other  a  oonneetloa  may  be  eetabUahed  between  the  tele- 
phone and  thoee  on  the  other  aide. 

This  ie  a  claim  for  the  switch  having  certain  capabilities  withont  ref- 
eren(!e  to  the  inechauiBia  or  instarameutalities  whereby  those  capabili- 
ties or  fnuctious  aie  obtained. 

After  an  attentive  conaideration  of  the  arguments  snbiuitted  by  oonu- 
Httl  on  behalf  of  Gilliland,  I  am  compelled  to  say  I  do  not  think  that  this 
claim  can  be  maintained.  Certainly  not,  except  it  be  construed  to  refer 
to  instramentalities  whereby  the  fiinctioBS  referred  to  may  be  perfMHued. 
Indeed,  it  was  practicnlly  admitted  at  the  hearing  tbat  this  was  the 
vase.  A  iininber  of  aathorities  were  r^erred  to  by  oonnsel,  showiof; 
that  he  who  is  flrttt  to  make  a  given  machine  as  an  entirety  is  entitled 
to  invoke  a  very  wide  lunge  of  equivalents,  and  may  at  the  same  time 
have  chuiuR  bixtad  enough  to  cover  a  nKMle  or  principle  of  operation  in 
machiiiury,  in  which  case  the  scope  of  the  invention  may  include  obtain 
cowbiuatioiia  the  parts  or  elements  of  which  were  not  known  at  the 
time  of  the  production  of  the  original  machine.  0pon  this  point  there  is 
uo  controversy,  as  it  is  nndonbtedly  tme  that  he  who  is  first  to  invent 
or  discover  may  in  terms  have  a  broader  claim  than  one  who  is  mecetj 
.  an  improver.  Mr.  Justice  Clifford,  in  delivering  the  opinion  of  the  Sa- 
preme  Conrt  in  the  case  of  MitokeU  v.  Tilgham  (10  Wall.,  3S7),  says : 

It  ban  always  been  held  that  a  patent  embraoee  nothing  more  than  the  Impraremeut 
deecTibed  and  cloimed  aa  new,  and  that  any  one  wlio  afterward  dlaooTera  a  method  of 
BoconipHnhiug  tbe  lame  object,  snbtitautiBlly  and  eierntially  differinft  fhun  the  one 
dcecribed,  has  a  right  to  nae  and  vend  it  to  othen  to  l)e  need. 

Mr.  Chief  Justice  Taney,  in  (yReiUy  v.  Morae  (IS  How.,  119),  said: 

Whoever  dieco Tern  tlial  a  eertain  usefiil  mult  will  be  pn>dnced  in  imy  Art,  maolilne, 
manufttctnie,  or  compoaltion  ol  matter  by  tbe  iiee  of  cattiiin  meane  U  entitled  t<i  n 
potent  for  It,  provided  be  Bpeolflea  tbe  means  be  neee  (n  a  ownuar  eo  fbll  and  exact  thnt 
iwy  one  skilled  In  the  eotence  to  which  it  appeTtaluscan.by  using  the  means  he  apecl- 
lies,  withont  any  addition  to  or  enbtractiou  fh>ui  them  protlnoe  precleely  tbe  Tcenlt 
bedeecribes.  And  if  this  cannot  be  done  by  tbe  means  he  deeoribea  the  patent  is  void ; 
and  if  it  can  be  done,  then  tbe  patent  ooofnra  on  him  the  ezclnHiye  right  to  ose  th« 
means  he  epeolHea  to  prodnbe  the  reanlt  or  efl)Mt  be  deecribes,  and  nothing  mere ;  nnd 
It  mrices  no  differenoe  in  this  reqiecl  wluther  the  effect  Is  prodnead  by  ehMnlo«l 
agency  or  combination,  or  by  the  application  of  dlsooverie*  or  prlneiples  in  natantl 
pb^loiopby  known  or  unknown  befen  his  Invention,  or  by  macbiueiy  acting  altogeth^ 
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npoa  ncohMilaal  priwlptM.  In  eltiira«Mebemntd«SM4h«UMaMtMrMtdpfae«M, 
«a  ftbove  montloDed,  sbA  th«  mid  It  aeeampIMMi;  and  aii7  «■«  maj  iMrfcUy  ■««■«. 
piteb  tbs  MUM,  and  withoat  iafMnifing  tlie  patast,  If  ke  naaa  maana  rabatanllallj 
Aifferwit  frmn  tliaae  dMcriI>«d. 

If  the  claim  now  before  me  be  constmed  aooordioff  to  tbe  f<n«golng 
decistonSgitoao  only  meao  the  oombination  of  iiistrameatalities  whereby 
the  reuted  afliaota  or  ftinfiti<niB  are  prodTiced;  and  if  tbU  applicant  be 
the  flmt  to  h»T«  wsoomplished  these  resolta  the  nuige  of  eqnivaleata  will 
midoabtedly  indnde  saoh  means  as  are  kno«n  at  preseat  to  be  adapted 
to  the  pnrpoee  and  others  not  now  known  of  like  character  which  may 
be  invented  not  esHBtially  different  from  the  means  shown  and  de- 
scribed by  this  aiiplioaot.  If  the  soope  of  the  claim  can  be  no  greater 
than  above  mentioned  nndw  any  oiroamataooeB,  whatever  words  are 
nsed,  lan^age  having  a  broader  signiflcatiou  in  tbe  claim,  or  snch  that 
a  literal  constrootion  thereof  would  give  a  claim  of  wider  muge,  is  man- 
ifestly in  contravention  of  the  xpirit  as  well  as  the  terms  of  the  statnt«, 
which  requires  the  inventor  before  he  shall  receive  a  patent  to  make 
application  thei-efor  in  writing,  and  that  he  shall  iiartieularly  point  ont 
and  distiiiotly  claim  the  pai-t,  improvement,  or  combination  which  he 
claims  as  his  invention  or  discovery. 

I  am  aware  tliat  patents  having  claims  lilie  the  one  ondw  oonsidera. 
tion  have  beoa  sastained  when  the  specittcation  has  been  tnfflciently 
detette  to  fbrnish  Information  as  to  the  exact  invention ;  hot  in  no  case 
has  a  claim  of  this  character  been  sustained  withont  oonstraotion  anch 
aa  befere  altnded  to — that  is,  »  constmction  of  the  ordinary  meaning  of 
the  tcnsB  oaed,  so  as  to  make  the  claim  as  a  whole  embrace  only  the 
partienlar  thing  prodaoed  by  the  inventor  and  snch  others  as  might  be 
fomd  to  be  its  equivalent.  Tbi»  has  been  done  for  tlie  purpose  of  sav- 
ing to  merltoriooB  inventors  the  benefits  of  their  invention.  The  fiu>t 
that  patents  of  this  kind  have  been  saved  by  the  liberality  of  the  oonrt 
malces  it  no  less  an  error  to  grant  patents  with  snch  claims. 

JoB^ce  Woodruff^  in  tbe  case  of  Monk  v.  Dodge  <£  Steeenion  Jfonn- 
/M^tMrimg  Coti^ai^f  (Fish^  562),  says,  referring  to  claims  like  tbe  one 
before  me: 

ExMinlnailaii  .of  tlwM  olaima  at  onee  snggiiatB  not  only  that  tbaj  are  largely  i«p«tl. 
tiona,  bnt  that,  if  accepted  in  tlieir  looad  generality,  tb«y  atn  liabk  to  two  oriti- 
cisaaa:  thejan  rery  largely  olaiiu  to  a  raealt  whieb  ia  not,  for  w, patentable ;  or, 
aecMidlf .  they  are,  moat  of  tltem,  in  their  terms  broad  enough  to  cover  auy  and  evray 
mode  or  tneaiu  by  whicli  certain  Hpeuitied  odrantage*,  or  alleged  advantage*,  in  the 
conalnetion  of  a  combined  rake  and  roeler  can  bu  ieeamd,  wbieh  is  too  bread  to  be 
■oatateed.  V  thia  oonatniction  of  the  claim  is  to  be  avoided,  it  moat  be  by  conatrii- 
ing  ttM  elalmain  tbe  light  of  the  previona  apflciHoatiou  and  nMdifled  by  the  wonla  in 
laeh elidm  "mbiitantiaUy  aa dSMjiibed. " 

Ooofl  practice  reqnires  that  the  si)eciflcatioa  and  claims  in  a  patent 
shaB  mean  just  what  they  seem  to  mean — that  they  be  free  from  ambi- 
gui^.  Mr.  Jnstico  Miller,  delivering  the  <^inion  of  the  Supreme  Court 
in  ttw  caae  of  MerriU  v.  Yeomaiu  «t  at.  (11  O.  O.,  972),  very  pertinratJy 
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n*  gmwUi  of  the  patent  «y*t«iii  Is  th*  laat  qwirteT  pf  *  oentnry  In  thii  ocmntej 
hM  wtclwd  k  itase  in  lU  pwgiw  where  the  T*riot7  and  mairDitiide  of  the  intonati 
{SrolTad  tequlm  aoenracj,  precialon,  and  eare  In  Ou  prepantlon  at  all  the  piften  oo 
wUeh  the  patent  la  fixmded.  It  la  no  longer  a  aoaroely-TMOgnleed  prinolple  atrng- 
^Ing  for  *  fitothold,  but  it  U  in  organlaod  ajatam  with  well-Mttl<>d  rolMi,  aapporting 
Iteelf  ftt  onee  hj  ite  ntiUty  and  by  the  wealth-whieh  U  cteatoa  and  oommMidk  Tfae 
deTdoped  and  ImproTed  eonditiDa  of  the  patent  law,  and  of  the  prlneiplea  wUoh  gar- 
en  the  oxdlndTe  right*  eonltored  b^  It,  Imtb  no  exenae  for  ambignona  langdage  or 
TSfua  daaoilptiMiB.  The  pnbUe  ahonld  not  be  depdTod  of  right*  anppoeed  to  bdong 
to  It  widiMit  being  daulf  told  what  it  la  that  llmita  thee*  rlghta.  The  genln*  of  the 
liiTeptor  ocmatantlf  making  ImproTcnente  in  exUtIng  pateola— a  pmooa*  whleh  girea 
to  the  patent  afetem  Ite  greateatTslne— ahonld  not  boreatralned  by  vagoe  and  Indrf- 
nlto  deaeriptiona  of  elalma  In  oxltHng  patent*  from  the  ealntary  uid  neoeaaary  right* 
of  Imptoring  On  that  whleh  hM  alMody  been  Invented.  It  aaen*  to  n*  that  noiUiig 
•an  be  mcwe  Jnat  and  fkir,  both  to  the  patentee  and  to  the  pnblio,  than  that  Uie  iMner 
■hoald  nnderatand  and  oorreotly  deaoribe  Jnat  what  he  ba*  InTented  and  for  what  he 
olaima  a  patent. 

The  applioation  of  OQUlaDd  is  retomed  to  tlie  Ezammer,  vho  will  re- 
qniie  the  applicant  to  ao  deflDe  and  limit  his  claim  as  to  point  oat  there- 
in the  means  whereby  he  accomplishes  the  Sanctions  described,  and  vill 
be  gnided  in  this  and  other  like  oases  by  the  foreguini;  opinion. 


Beix  v.  Brooks. 

Decided  JanMrg  18,  ISUl. 
19  O.  O,,  390. 

1.  The  discovery  of  defect,  acrompanied  by  oxiicriment*  of  a  character  tUffernkt  from 
those  which  lead  to  the  obtaiuiacnt  of  the  deeired  tomedy,  ia  not  snch  a  etm- 
ception,  in  contomplation  of  law,  iw  an  inventor  can  nse  In  giving  origin  to  bi* 
ntllmate  Invention. 

!.  The  earliest  date  thnt  can  be  aealgiJod  to  the  oonceptioa  of  an  invention  ia  the  time 
when  the  idru  or  theory  has  beun  determtnpd  npon  nnd  well  settled,  and  noth- 
ing remains  but  to  cnuBiHtciitly  follow  it  up  and  give  it  eiubudiment. 

3.  Testimony  inrefentucetoexpunmentB  und  redaction  to  practice  In  fbreign  ooi)ntries, 

nbetlicr  the  invention  be  that  of  an  American  citizen  or  foreigner,  iainooiupe- 
teut  and  iiiailniissiblo,  the  Gi^viaed  Statutea  of  the  United  Btatea  proeenbtng  alt 
other  evidence  of  invention  abroad  tliuo  that  tlenved  from  patents  oi  print^ 
pnblicatioua. 

4.  No  class  of  pereon*  being  prefemid  In  the  gfaotof  patents  in  this  country,  an  Amer- 

ican uitiKen  who  inventa  and  pat^^uls  ubiiMttl  can  have  no  more  liberality  in  the 
oouBtruction  of  the  law  than  a  foreign  sulgect,  ho  a*  to  ]tenuit  him  to  go  behind 
the  date  of  hi*  foreign  patent  and  prove  the  netual  date  of  invenUon  or  redne- 
ck The  character  of  evidence  required  by  the  Of&oe  to  establish  the  fact  of  InTontion 

ia  the  same  as  it  is  intbe  courts. 
6.  The  doctriDL' that  the  dnte  of  tbo  enrollment  of  the  final  Bpeeifieation  ia  to  be  re- 
garded in  this  connlry  as  the  liate  of  the  English  jtatent  reiterated. 

ApfkAIi  from  the  Examiners-iu-Chiefl 

r,o,i,,-,-,ih,.GoOglc 
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uttextebbnoxs. 


Apfuoation  of  Alexaader  G.  Bell  filed  December  20, 1878.  AppU- 
eatioD  of  Darid  Brooks  filed  Maiob  4, 1878. 

jr«Hr«.  A.  PoUoi  and  J.  J.  Storrow  for  Bell. 
Jfawn.  Eowvm  <£  Bon  for  Broolu. 

HABBLB,  CtmmtHfOTMT.-  , 

The  object  of  tbe  inventioa  in  coatrovavy  is  to  oreroome  tiie  hluiDg 
or  rattling  noise  in  the  telephone  dne  to  indnotion  from  earth-oorrents 
and  neighboring  telegr^h- wires  when  the  telephone  is  need  with  a  single 
wire  and  gronnd-eonnectionB.  Both  applicants  devised  means  for  over- 
comiDg  this  djfflcalty,  as  specified  in  the  following  interfering  claim : 

The  oombiDAtlon  of  a  tolepbooe-win,  or  » t«legnph-wii«  naed  tel«plu>nio*llr,  with 
ma  •dditioDftl.wire  runulDg  parallel  with  the  laid  telephone-wire  and  in  oloae  prox- 
imity thereto,  bat  inealsted  therefrom,  the  wire  being  oonneoted  »t  each  end  to  oom- 
plete  the  metallio  circuit. 

The  gist  of  theisane  thna  defined  resides  in  the  anBogement  of  the 
two  wires ooDstitatiag  the  metallic  telephone-circuit  "in  close  proxim- 
ity" to  each  other,  and  it  is  immaterial  whether  the  said  wires  run  in 
close  proximity  in  practically  straight  lines  or  are  twisted  aroand  each 
other,  in  ^iew  of  the  equivalent  nature  of  the  two  airaiigements,  a« 
described  in  the  apecificatious  of  the  respective  parties  to  this  interfer- 
ence. 

Bell  being  the  junior  applicant  in  the  Offlctf,  and  consequently  bearing 
tiie  burden  of  proof,  the  first  series  of  inquiries  will  be  as  to  his  original 
f^nception  of  the  invention  and  its  completion  or  reduction  to  practice. 
He  testifies  that  in  the  autumn  of  1876  he  had  some  discassions  as  to 
the  strange  noises  the  telephone  emitted  under  certain  circumstances; 
that  in  ^November  of  the  same  year  he  carried  on  a  number  of  experi- 
ments on  telegrai>h-line8;  that  he  suggested  to  a  Mr,  Watkins  experi- 
ments for  the  purpose  of  .obviating  the  disturbing  eCfectB,  they  believ. 
ing  that  the  disturbance  was  du'e  to  either  a  battery  that  was  common 
to  theii'  wire  and  a  number  of  tetegriiph-wires,  or  leakage  through  com- 
mon grounds  i^om  other  wires  or  induction  from  telegraph-wires  passing 
along  the  same  poles  with  theirs;  that  tbcy  obtaiued  the  use  of  a  sepa- 
rate battery  for  their  tele[ilione-line,  but  did  not  discover  any  sensible 
ditt'erence  in  tlie  noise  pniduccd  by  the  Jlorse  operating;  that  he  sug. 
gested  to  Watkins  tliat  a  iiietalliu  circnit,  using  for  the  rehirn-wire  the 
neighboring  wire  to  theii'S,  would  completely  meet  tbe  necessities  of  the 
ca8e,bntapoii  oxjieriment I'uund  that  there  was  still  no  sensible  dimiun- 
tioniu  tlie  intensity  of  the  sounds  canseil  by  tbe  Morse  operating;  that 
further  experiments  were  resorted  to  uiider  different  arrangements,  but 
the  distai-bing  noises  were  about  as  loud  as  before,  if  not  a  little  louder; 
that  notices  of  these  exi>erimeiits  came  out  in  the  Bostou  uew8pai>erH 
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Monday,  Kovember  37, 1876.  He  ftirther  tostiflea  thftt  h«  was  Borprised 
witii  the  re«nlt«  he  had  obtataed,  and  begtai  to  sospeot  that  there  muiit 
be  some  other  oaoae  for  the  soonds  produced  In  the  t«lephoDe  hy  Morse 
operatiug  upon  neighboring  wires  than  any  that  bad  been  discussed, 
for  it  appeared  to  him  tliat  if  the  sounds  were  doe  to  iudnctifm  the  me- 
tallic (droait  should  have  obviated  the  difficulty;  that  daring  the  next 
few  moutha  he  made  nnmeroos  ezporiments  upon  telegraph-wiree,  and 
wherever  it  was  possible  to  obtain  the  use  of  two  wires  he  tried  the 
cdEBct  of  a  metallic  oiniuit,  but  the  results  were  always  the  same  as  thoM 
obtained  on  ^Torember  26, 1676,  Further,  that  he  is  confident,  if  the 
■ounds  were  due  to  indnotion,  Idiey  could  be  obviated  by  the  use  of  a 
metallic  eirooit,  but  foiling  to  overcome  them  by  that  means  he  began  to 
suspect  they  were  not  due  to  induotiou  at  all,  but  to  leakage ;  that  dur- 
ing the  winter  of  1876-^77  he  did  not  devote  mooh  time  or  tjionght  to 
tiiis  snlfiect,  his  attention  being  mainly  directed  to  his  telephone  proper; 
bat  he  iutended,  as  soon  as  be  oould  have  a  little  leisore,  to  inveetigate 
very  ftilly  the  whole  sabjeot  of  indnotion.  Here  his  inveetigBtitms  and  ex- 
perim^its  ended  in  this  country.  He  went  to  Europe  in  the  summer  ot 
1877,  arriving  in  Ulasgow  August  15  of  that  year.  He  fhrtfacr  testifies 
that  he  immediately  tiiereafter  took  np  seriously  the  study  of  indnction, 
and  about  the  end  of  August,  1877,  came  to  see  that,  in  order  to  oven»me 
the  di&culty,t\ed%re€tttndrehir%mfm^ould1>epla«td<UaqKaidltUmott 
from  any  wire  from  wJtieh  inimition  proeeeded,  and  oontinaed  giving  t^e 
subject  Ms  thought  and  car^d  consideration  until  his  Mrival  in  Loo- 
don  in  September,  1877;  that  he  there  experimented  privately  in  hia 
lodgings,  arranging  the  telephone-wires  at  difibrent  dlstmoes  from  the 
diatnrbiug  wire  and  noting  the  comparative  eJkem;  that  he  twisted  the 
return  wire  around  the  direct  wire  and  found  no  sound  firom  the  tele- 
phone, even  when  the  disturbing  wire  was  placed  in  contact  wit^  the  . 
twisted  arrangement;  that  these  last-named  experiments  were  made  in 
September,  1877.  November  20, 1877,  he  filed  his  specification  in  the 
English  Patent-Office. 

Bell's  testimoDy  as  to  the  character  of  his  experiments  in  this  coantry 
is  corroborated  by  Watkins,  who  participated  iu  some  of  them,  and  tes* 
tified  that  Bell  told  him  it  was  necessary  that  the  metallic  circuit  should 
be  on  the  same  line  of  poles;  tiiat  he  was  informed  that  one  of  the  lines 
be  and  Bell  worked  over  ran  through  several  cables  between  Boston 
and  yew  York,  and  that  he  preaumed  the  cables  were  of  the  ordinary 
constmetion  used  fi>r  crossing  rivers,  Ac.;  that  on  October  27,  1877, 
after  Bell's  departure,  he  tried  on  experiment'  on  the  telephone  com- 
pany's aerial  cable  which  ran  over  the  Brooklyn  sttspension  bridge,  and 
found  the  articnlation  in  bis  telephone  perfisctly  aodible.  Bell  himself^ 
however,  does  not  say  anything  about  the  arrangement  or  location  ot' 
tbe  wires  constitnting  his  metallic  circnit  in  his  experiments  before  he 
went  abroad,  except  that  he  was  iufbriMd  1^  the  operators  present  that 
the  two  wires  were  on  the  some  series  of  poles  and  were  adjoining  wires. 
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The  testimoiir  of  BelTs  oOaa:  witaessw  Is  mainly  IrreleTant  and  inoon- 
petent,  relating  to  experiments  made  by  themselveH  mdepeudent  of 
BelL 

Brooks'B  testimony  will  alBO  be  briefly  oonsideied.  He  testifleB  liiat 
in  jQne  of  1877  he  witnessed  experiments  with  telephones  in  the  general 
agent's  offloe  of  the  Pennsylvania  BaUroad  Company  at  West  Pbiladel- 
phiai,  and  took  notioe  of  the  rattiUng  and  distarbing  sounds,  which  were 
tiien  attribatad  to  indnotare  distorbanoe ;  that  in  July  of  that  year  he 
made  an  experiment  upon  wires  inclosed  in  a  pipe  immersed  in  water. 
Connecting  one  of  the  wires  at  each  terminal  of  the  line  to  the.  gronnd 
he  placed  a  telephone  in  the  cironit,  and  found  the  rattling  to  be  the 
same  as  in  the  case  of  overiiead  wires ;  that  he  then  used  a  return- wire 
to  oonplete  the  cipcoit  instead  of  the  eaitii,  and  found  freedom  fW>m  all 
indootion  distorbanoes;  that  the  wires  nsed  were  slightly  twisted  to 
keep  them  together;  that  in  September  following  cables  were  made,  and 
two  of'  the  wkes  fbrming  the  same  were  closely  twisted  fbr  telephone 
purposes;  that  in  October  of  the  same  year  he  wentiuto  a  series  of  ex- 
perimMitB  witii  tibe  telephtme  npon  the  twisted  wires,  nnng  them  as  a 
metallic  (dnmtt,  the  line  being  abont  foTty-flve  hundred  feet  in  length, 
and  observed  no  rattling  or  disturbing  sounds;  then  used  in  similar 
manner  two  wiree  that  were  not  twisted,  and  fonnd  no  difference ;  that 
early  in  Kovember  he  made  experiments,  and  nsed  two  telephone- wires 
that  were  twisted  and  two  that  were  not  twisted,  except  as  was  neoes- 
aary  to  keep  them  iu  the  torm  of  a  rope,  and  there  was  no  discovery,  of 
apeeial  advantage  iu  fbvor  of  either  wrangement  over  the  other. 

Witnesses  Miles  and  Sogers  testify  that  they  twisted  the  wires  for 
Mr.  Brooks  in  August,  1877,  while  he  went  west 

Boohe  testifies  that  he  saw  a  teleplione  at  his  place  of  business  on 
Brooks's  undergroond  wire  October  14, 1877,  and  that  telephones  have 
been  in  operation  ever  since. 

Brooks,  jr.,  testifies  to  sering  the  cable  being  made  in  his  other's 
shop  io  Jnly,  1877,  and  that  his  father  explained  the  theory  of  the  in- 
vention to  him  in  the  same  month ;  also  that  he  was  present  at  one  end 
of  t^e  line  at  the  October,  1877,  experiment.  Other  witnesses  testify 
to  the  expwiment  with  the  telephone-circuit  in  the  cable  as  having  taken 
place  in  October,  or  prior  to  Xovember  18, 1877. 

It  thus  appears  that  Brooks  at  least  evidenced  the  conception  of  the 
invention  in  July,  1877 ;  that  about  the  Ist  of  August  he  caused  cables 
to  be  made  containing  twisted  wires  for  use  as  a  telephonic  circuit  to 
neutralise  induction,  and  tiiait  about  the  middle  of  October  telephones 
were  worked  sucoesefally  on  this  twisted  circoit. 

The  issue  in  this  interi^nce  requiring  that  the  insulated  wires  be 
uranged  "in  close  proximity"  to  each  other,  it  is  considered  that  these 
oonditjons  were  complied  with  by  Brooks  in  his  twisting  together  of 
the  wires.  Moreover,  bis  twisting  together  of  two  wires  and  U^ng 
them  parallel  with  another  wire  or  wires  would  cause  them  to  be  prae> 
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tieall;  "equidistant"  from  aaid  'VJre  or  wirea — th«  result  upon  wblch  so 
mnch  stress  bas  beien  laid  by  Bell's  coansel. 

There  is  nothing  in  Bell's  ovn  testimony  or  the  entire  record  of  the 
ease  showing  that  prior  to  his  departnie  for  Enrope  he  had  conoeiTed 
uythlng  beyond  the  idea  that  a  metallic  circoit  mounted  on  the  same 
■eries  of  poles  and  in  ooBneetion  with  a  telephone  ironld  obviat«  Uie 
tlien  vell-bnown  defects,  the  same  idea  being  old  in  connection  vith 
telegTaph-instrqments^  The  necessity  fbr  placing  the  wires  coustitnting 
tiie. metallic circnit  "inclose  proximity''  or  " eqaidiBtant "  from  the 
disturbing  wire  had  not  then  occnrred  to  him.  This  arrangement  did 
not  snggest  itself  according  to  his  own  testimony,  nntil  about  the  end 
of  Angnst,  1877,  when  he  was  in  England.    In  regard  to  this  he  swears : 

I  did  not  Bee  until  the  laat  week  in  Angmt,  1S77,  that,  in  order  to  oocompUsb  thi*- 
lesnlt — nentialfzBtion — it  was  neceMary  that  the  irires  shoold  be  equidiatant  from  tlw 
distiHbiiiK  wires. 

Also  that  (pages  18  and  19) — 

The  impTovemsntB  In  the  arrangenieDt  that  I  devised  in  England  were  (1)  to  pike* 
tbe  direct  and  retnm  wires  oIom  together,  that  the  telephoue-wireB  ahonld  alwaya  be 
■o  very  mnoh  nearer  to  one  another  tJien  they  wei«  to  any  at^oining  wires ;  (3)  to 
twiat  the  direot  and  return  wiiea  aronnd  one  another,  bo  thej  ahould  be  absolutely 
equidistant  ftom  the  disturbing  wires. 

Also,  in  answer  to  cross-question  24,  he  testified,  among  other  things, 
that  "  I  considered  it  necessary  to  use  some  special  means  to  insure  this 
result — neutralizing  the  currents — and  therefore  abandoned  the  method 
used  on  the  26th  of  November,  1876,"  which  was  tested  in  this  country. 

In  addition  to  these  admissions  under  oath,  the  strongest  presumption 
that  he  did  not  conceive  of  the  invention  covered  by  the  issue  prior  to 
his  departure  from  this  country  furises  from  the  fact  that  he  never  prac- 
tically tested  a  metallic  circnit  in  which  the  wires  were  arranged  in  any 
special  manner  nntil  after  his  arrival  in  Great  Britan,  i^hen,  as  soon  aa 
l^e  proper  thought  did  occur  to  him,  he  gave  it  special  tests,  and  soon 
after  applied  for  his  British  patent. 

There  is,  moreover,  no  evidence  presented  of  the  tests  made  by  Bell 
while  abroad,  and  it  would  be  immaterial  in  tbe  present  ease  if  there 
were,  since  he  does  not  claim  to  have  conceived  and  rednced  to  prac- 
tice the  invention  covered  by  the  issue  until  the  latter  part  of  August^ 
1877.  Brooks,  on  the  other  hand,  claims  it  as  early  as  Julj'  of  the  same 
year.  Therefore,  if  I  were  to  decide  the  question  upon  the  testimony 
of  t^e  parties  themselves,  priority,  it  seems,  should  be  awarded  to 
Brooks.  However,  there  is  another  aspect  in  which  Bell's  status  must 
be  considered,  viz :  Can  the  evidence  of  what  he  did  toward  the  com- 
pletion of  his  invention  in  Great  Britain  be  treated  as  competent  and 
admissible  under  the  Bevised  Statutes  of  the  United  States,  or  must 
the  date  of  his  foreign  patent  be  considered  as  the  date  of  his  inveu. 
tdou  in  the  interference  pi'oceeding  between  himself  and  Brooks  f  I  do 
not  deem  it  necessary  to  enter  u]>on  a  leughty  discussion  of  this  ques- 
tion, siuce  the  practice  of  the  OSBce  in  denying  tbe  admissibility  erf  eri- 
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doDoe  of  tbia  chantctor  has  been  uniform,  and  I  we  no  reaaon  ftor  dia* 
torbing.  It  in  tiiia  case,  yeither  do  I  find  -any  deoiaion  of  the  ooorta 
intimBting  that  this  Offloe  would  bejostifled  in  reoeiTing  a  lover  grade 
or  BTideuoe  in  the  grant  of  patents  vhere  there  is  a  controTeray  tiian 
t^e  ooorta  iroold  in  sastainiog  them.  The  ooorta  are  the  expoaitora  of 
tbe  patent  lav,  and  it  is  Incnmbent  npon  this  OAoe  to  reftise  patents 
upon  evldenoe  vhioh  the  cotirta  woold  oonsider  sniBoient  to  invalidate 
tiiem. 
Section  4886  of  the  Bevised  Statatea  pioTidea  that— 

Any  person  who  baa  ioTentod  or  diiooTSMd  U17  new  kud  nMhl  wt,  niAoltiiie,  mai^ 
■&otiii«,  or  composition  of  matter,  or  maj  naw  »nd  DMflil  improvement  Qttttot,  not 
kBnm  or  need  by  othen  in  tUa  eonntry,  and  not  patented  or  d«Mlbed  ia  Mir  pTlnt«d 
pnUioUoa  In  thia  or  hit  fbnlgn  eonntry  before  hie  iuTentlon  or  diaoorMT  thSMtf 
IM9  obtain  a  patent  tbemfor. 

Thus  the  onl;  inftamation  of  a  foreign  invention  vhich  the  lav  reoog- 
niaes  as  a  bar  to  a  patent  in  this  ooontry  is  that  obtained  UirooghtL  j>at- 
ent  or  publicatiott.  Ko  other  evidenoe  of  an  jnventioa  in  a  fot«lgn 
etMJXtry  can  be  received  nnder  the  law.  The  foot  that  an  invention  has 
been  made  abroad  by  an  Amerioan  citizen,  who  has  also  taken  a  foreign 
patent,  will  not  jnstiiy  a  dilFerent  f>r  more  liberal  conatmotitHi  of  the 
law.  The  language  of  the  section  above  quoted  is  addressed  to  "any 
person  vho  has  invented,"  &c.,  wid  this  inelodes  Amerioan  dtizens  as 
well  as  foreigners,  neither  class  being  preferred  in  the  granting  uf  pat 
ents  for  inventions  made  either  In  this  oonntry  or  abroad.  There  is  no 
reason  why  Amerioan  inventors  who  dioose  to  obtain  patents  abroad  be- 
fore doing  so Intheir  own  oeontry  should  be  placed  npon  a  difliBrent plat- 
torm  Ihsa  fbrelgntffS.  If  tiiey  ^hibit  tills  preference  ftor  fordgn  oonn- 
tariea,  tad  give  liieni  the  first  information  respecting  their  inventions  and 
tiie  first  opportoni^  of  n«ug  them,  the  law  makes  no  distinction  in  their 
bvor  as  ag^nst  an  inventor  who  makes  his  first  efforts  at  home.  The 
statute,  therefore,  igaoriBgotherevid«ioeof  foreign  invention  than  that 
eoming  throngfa  the  medinm  of  patents  or  printed  pnblloationB,  and  this 
whether  the  inventor  be  an  American  or  foreigner,  it  is  incnmbent  upon 
an  bibunalfi  of  this  Offloe  to  do  the  sune. 

I  oenoor  in  Coaimissi<mer  Leggetfs  views  (tf  this  matter  as  expressed 
in  the  case  of  Tucker  v.  J>ar>it  [2  O.  O.,  224): 

A  deTibe  «xistliig  in  a  foreign  country,  aniesi  it  baa  t>eeu  patented  or  desoribea  in  a 
printed  pnblioMioii,  ao  that  thtm  is  no  reaaonable  probability  that  it  may  be  known 
hem,  iat^no  benefit  to  the  pablio  uf  this  coaatry.  The  law  proceeda  alt4)gether  upon 
the  xrtyaai  that  the  inrentoi  oonAre  a  benefit  on  the  piiblio  here,  and  It  ipeotally  ea- 
(MDragea  and  proteota  him  for  that  reaaon.  A  foreign  inventor,,  whether  a  oiliavu  of 
the  United  Btatea  or  not  ia  immaterial,  can  only  benefit  the  pnbtio  here  by  publuhing 
Ui  invention  here.  Ilie  original  inventor  first  to  prodnce  his  invention  In  (his  coun- 
ty, either  by  inventing  It  hem  or  by  bringing  it  with  him  from  abroad,  ia  the  Hiat  t« 
hare  done  an  act  oapahle  of  working  a  benefit  to  the  public  here,  and  the  one  to  be 
Mwarded  by  a  patent.  It  follows  that  evidence  of  any  act  not  coming  within  the 
limitation  would  not  be  pertinent  to  an  iaane  npon  a  queation  of  priority  of  Inventlow 
•al  dtanld  not  be  admitted. 


10  DHisiom  or  the  ooimusioirEs  of  pathttb. 

Ab  ftiztlier  Mulioative  of  Uie  oumDt  of  aotli«ity  apm  tlie  qnestion  at 
the  inadmiBsibitity  of  endence  in  iaterfermioea  of  irbftt  one  of  the  par 
tiea  haa  done  in  another  oonntey  toward  reducing  the  contested  inven- 
taon  to  praotioe,  I  may  refer  to  Carr  v.  IkmiAt,  (3  <).  G.,  440);  Smith  v. 
Bmrter  (7  O.  G.,  1);  Ohambtn  9t  al.  v.  i>im(Ni»  «t  ai.  (10  O.  G.,  78S} ; 
La»td«r  T,  OrotoeU  «t  •!.  (16  O.  G.,  405);  Z%muw  v.  Seete  (17  O.  G,,  195). 

The  eariieet  date,  Uiei6fl[>re,  that  can  be  giren  to  Bell's  invention  U 
the  date  of  the  enrollment  of  the  final  speoifloation  of  bu  English  pat- 
ent^ U^  18, 1878.  Horn  v.  MorUm,  1  Fish.,  086;  J.  CocAroM,  0.  D., 
1S09,  p.  60;  Wetttm  v.  WhitSy  8  O.  G.,  1196;  OlMmhen  v.  Dmmmm,  10 
O.  G.,  788. 

Broosks's  testimony,  vhitdk  is  oorrob(»ated  l^  other  witnesses,  shorn 
that  he  had  the  iorention  in  controversy  in  sncoeasfiil  operation  daring 
the  month  of  October,  1877. 

From  considerationB  of  Jostioe,  pablio  policy,  obedience  to  the  law,  and 
in  accordance  wiUi  the  nniflorm  practice  of  the  Office,  the  decision  of 
the  Examiners-in-Ghief  most  be  oyerraled  and  priority  of  invenlaon 
awarded  to  Brooks. 


Bbattn  &  Co.  V.  Blaokwell. 

Dnelitd  FOruttft  9,  1881. 
19  O.  a,  481. 

1.'  TIm  Supreme  Conrt  of  the  United  States  ItuvlDg  decided  In  the  oMe  of  matti  Skttm 
T.  SUrHtu,  Stmt  t.  WUItmtm,  and  Same  t.  JMhmhi  it  al.  (16  0. 0.,  909),  that  tlw 
■tatntee  relating  to  trade-niarlu  Oknnot  be  upheld  aa  valid  and  conatitntiotial, 
none  Till  be  legiateied  except  Id  CkTOi  of  suoli  penona  ••,  notwithitanding 
moh  deoiaioD,  make  application  and  TOltmtaiil;  pay  the  fee  beietofiiTe  reqnired. 

S.  The  Seoretary  of  the  Interior  having  determined,  In  view  of  the  deoiiion  referred 
to,  that  it  ia  not  within  the  provlnoe  of  the  Coimnieaioner  of  Patcmta  to  decide 
betveen  conflicting  or  interfering  a^lioationa  for  n^tntton,  no  qnertion  of 
priority  of  right  will  heieoftor  be  deoided  bj  the  Office. 

3.  All  iuteiferenoee  now  pending  in  trade-mark  caeoe  are  diaMlved. 

4.  Applicants  for  registration  of  'trade-marks  wiU,  aa  heretofore,  be  nolifled  of  tb» 

above-cited  decision  of  the  Supreme  Conrt,  and  if  after  enoh  notifioation  the  Kp- 
pUoant  persists  in  his  demand,  and  tlie  proposed  sobJeot-mattsT  be  finind  to    . 
oonatitnte  a  proper  trade-mark,  the  application  will  be  eonaldamd  wltliMit  !»• 
ference  to  an;  pending  application  or  prior  regiitrsition. 

HOTIOK  to  dissolve  interference. 


Application  of  J.  B.  Braon  &  Co.  filed  Angnst  21, 1880,    Trade* 
mark  of  W.  T.  Blackwell  registered  Janaaiy  3, 1871. 

Mettn.  A.  H.  Evana  d;  Co.  for  Brann  &  Ca 

JfM*i-«.  Merriam  0;  Fuller  aud  ifr.  W.  A.  Slmtrjf  tor  BlaokweU. 

MARnLS,  CommiMionar : 
On  Korember  18, 1880,  motion  was  made  by  W.  I.  Blackwell  to  di«* 
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mlvB  the  interfeienee  d«clwed  between  the  legistered  tnule-iutrk  of 
BltMkvell  and  the  application  of  Bmno  Jk  Co.,  and  dismisa  the  appBea- 
lion  of  the  latter  for  regiatratioo  of  a  trade-marlE  on  the  following 
groondfi: 

PiT*t.  TbM  the  Ottee  has  no  JnriadietioD  to  MiterUia  m  applleatlon  ta  a»  ngte- 
tntioD  of  a  tnd«-niM'k.  SMond.  That  It  hw  no  jniiadietloa  to  dMslan  an  lnt«te- 
onee  in  mattera  of  tnd«-markB.  Thizd.  That  It  ha*  na  JniiadtotioB  to  a^Ji^ia  ^m 
tjfteatlon  arialug  in  an  iMnferenee  n  deelaiwL 

At  the  hearing  of  eaid  moticm  it  was  nrged  that  tiie  Supreme  Oonrt 
of  the  XInited  States  had  decided  that  "the  itatnte  rehtting  to  trflde- 
marka  owtnot  be  upheld  in  whc^e  or  in  part  as  TaUd  and  oonatita- 
tJonaL"  It  was  also  urged  Otat,  inaamnoh  as  thwe  was  no  Matate  re^ 
lating  to  trade-marks  now  in  foroe,  the  Oommiasiotier  of  Patents,' 
wkoae  Jnzisdlotion  ia  entiitiy  omiferred  by  statate,  can  have  no  Jnrladlo- 
tion  of  tiiie  aalifeot-mattar  of  trade-maika,  and  ouinot  entertain  an  appli- 
cation foe  the  registration  thereof. 

Decision  was  rendered  on  the  same  date,  den^ng  the  motion,  for  the 
following  reasons: 

First,  that  the  pmstioe  of  OOm  wa*  antlioriied  by  ttie  Seoretair  of  tba  lotwioT ; 
and,  Mwsid,  thattheJorladiotioD  wMchtheOaoetakNlaattheieqiiMtof  tbeappli- 
saatt,  with  Aill  notioe  of  the  dooiaton  of  the  Sapnnu  Coact. 

Thereupon  Blackwell  petitioned  the  Secretary  of  the  Interior  todireot 
a  disctmtinnanoe  of  the  proceedings  before  this  Office.  Said  petitimi  was 
r^rred  to  this  Office  for  repor^  and  on  November  21, 1880,  report  was 
made,  giving  the  reasons  for  continaing  the  practice  of  receiving  appli- 
eationa  for  the  registration  of  Irade-marks  and  determining  the  ri^ta 
•f  parties  to  aoch  registratiim.  Upon  oonsideratitHi  of  eaid  petition,  to- 
other with  the  r^iort,  the  following  decision  was  rendered  by  Uie  Sec- 
ntary  of  the  Interior : 

DHFtUTMBMr  OF  THX  limuoB, 

ffiukiwsUm,  ./MMtrf  M,  1B81. 

Sir  :  I  hare  vtoMani  the  petition  of  W.  T.  Blackwell  of  NoTember  21  laat,  tn  which 
ha  reqneeti  me,  Id  afltet,  to  diieet  a  diioontinnance  of  eertain  pioceediaga  noir  pesd- 
fag  in  tbePatmt  Offlee. 

ToniKport  thenon  of  tha96tbof  November  laat  foUrteU forth  theftatai  of  the 
fcoetadiDga  eomplained  o£  It  !•  imaeBMiary  to  reolte  the  fitote  in  the  caae  ezeapt  to 
mj  that  an  Intateenos  waa  deebtnd  between  the  appHeation  made  bj  Brans  A  Co. 
and  a  eartlfleate  of  the  ptte  rnftitratlnw  of  a  trade-maA  iMoad  to  BlaokwriL 

My  latter  of  Norcmber  99, 1879,  nfflolaiitlj  determtaiei  the  qoeatton  at  iaine.  It  )■ 
ttue  rtated  that  any  ana  who,  netwithataoding  the  deoialoB  of  the  Snpmme  Conrt, 
TohiatBiUyniaheaapplleatkm  to  have  a  trade-mark  refiatned,  and  paya  the  fbe,  ihall 
be  ptmdttad  to  reeeire  a  oeitlfleate  of  regiatratlon. 

I  do  net  think  It  ia  wltUn  the  province  of  tiie  Commlnioner  of  Patenta  to  deoida 
between  eonfllotlng  w  InterAolnf  appUeationa  fbr  eertlilcatea  of  registration  of  a  toade- 
■ark. 

Iftbateiaany  donbt  on  this  point  in  my  letter  of  IToVBmber  92,  18t9, 1  deaire  tore- 
■tve  l^  and  inatnot  yon  hereafter  not  to  put  any  appHoatlui  In  IntKftnMa  or  five 
my  daeMon  inviiriving  the  qneation  of  prionty  of  right  between  appUoaoti  or  thoaa 
^Aa  hava  already  (eofivad  eerttfloatea  ot  rBgiatratfam. 

Tea  wfK  Mtt^  aU  thoae  who  apply  to  have  their  derion  and  trndB-aarka  M|^*Ned 
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irf  thedeoiaion  of  tlui  Supmiiw  Court  koown  m  th»  "trads-nutrk  omm,"  to  be  found 
jn  100  United  SUtM  Beporta,  S!,  mud  alio  that  no  decidon  m  to  priority  of  rightwUl  b« 
decided  hj  the  CommiiaioiieT ;  that  hii  function  is  merely  to  register  devieea  and  trad*. 
uiAikB  In  the  order  of  application. 

In  the  ipecUl  cuo  to  which  my  attention  has  been  drawn  of  the  luter&Mace  be- 
tween fiiann  A  Co.  and  W.  T.  Blaokwell,  I  direct  yoa  M  annul  all  Inteibrenoe  pro. 
ceedingB  in  your  Offlee  between  tlie  partita. 
Yeiy  reepeotlbUy, 

C.  8CHDBZ, 

Stentarg. 
Tbe  Commiadoner  of  Patents. 

As  tlie  practice  of  the  Office  in  relation  to  the  tegistration  of  trade- 
uarka  baa  been  va  sapposed  conformity  with  the  iostractionftcoiitaiited 
In  the  letter  of  the  Secretary,  of  the  Interior,  dated  November  32, 1879, 
Thich  instTaotioiis,  it  appears,  were  not  properly  nnderetood,  or,  if  prop- 
erly understood,  are  now  modifteil,  so  that  hereafter  applications  for 
trade-marks  can  no  longer  be  pnt  iu  interference  either  with  pending- 
applications  or  with  trade-marks  heretofore  retcistered,  the  tlecision  of 
this  OfSce  refusing  to  dissolve  such  interference  is  set  aside  and  the 
motion  to  dissolve,  as  originally  made,  is  granted. 

In '  compliance  with  the  diructioiis  contained  in  the  deeisiou  of  tbe 
Secretary  all  interferences  now  pending  in  trade-mark  cases  are  hereby 
dissolved. 

In  applications  now  pending  before  tbe  Examiner  of  Trade-Marks, 
and  in  all  applications  which  shall  hereafter  be  made,  that  ofScer  is  in- 
structed not  to  declare  an  interference  between  the  same  and  pending 
applications  or  an  ontstanding  registered  trade-mark. 

'Hereafter,  on  receipt  of  an  application  for  tbe  registration  of  a  trade- 
mark, notice  will  be  given  applicEiut  of  the  decision  of  the  Supreme 
Conrt  of  tbe  Unit«d  States,  as  beretotbre,  and  if  after  such  notice  the 
applicant  still  requests  that.t^e  application  may  be  considered,  and  if 
it  shall  be  found  to  contain  proper  subject-matter  for  a  tratle-mark,  reg- 
istered as  such,  the  application  will  then  be  considered  without  refer- 
ence to  any  pending  application  or  to  any  registered  trade-mark. 


Ex  PARTE  tfKlNKBB  BT  AL. 

Dtei4td  Mardi  T,  1881. 

19  O.  G.,  t»2. 

I.  The  Btalut«  mul  the  decisions  of  the  conrta  require  that  dn  applicant  shall  fiitly 
and  olenrly  describe  h[B  invention,  and  that  he  sbalt  distinctly  claim  tbe  part 
or  improvement  made  by  him ;  but  when  he  has  done  this  tlie  Office  can  requite 
uuClung  more  in  that  regard  of  him. 

3.  AcomblnatinniBanaasemblngeofpartn,  either  new  or  old,  so  cO'acting  either  Bimul- 
taneoualy  or  suMessivoly  fls  to  prodnte  a  unit.iry  retinlt. 

3.  A  patentable  combination  delliicfl.  ^  , 

Google 
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4.  It  is  not  necoMary  to  apboUy  In  ft  eombinatton  the  oonneoting  at  opentlnK  mMluuu 

iun  anlwB  oUim  ia  made  therato,  bat  only  the  pkrticolar  put  oi  paita  of  wbioh 
ioTention  ia  etainied. 

5.  Tbe  well-aettlml  prmctice  of  the  Office  ahonld  not  be  ohanged  unleaa  sohHi|^isAbai>- 

Intely  neceeaary.    Stability  In  praottce  ia  oa  eeaential  aa  atabillty  in  the  l»w, 

Affbal  from  Priniar;  Examiner. 

Afpucaxioh  ()f  Saieyou  Skiimer  et  al.,  filed  Deoember  12, 1879. 

Me»«ri.  Eili  tt  OooHttle  for  the  applicanta. 
Mabblb,  CoMmisBioner: 

Appeal  is  taken  in  this  case  from  the  deoision  of  the  Primary  Exam- 
iner, holding,  flret,  that  applicanta'  epeciflcation  does  not  aaffloienti; 
desGsibe  the  inventtmi ;  aeoond,  that  the  olaima^we  v^^ne  and  indefinite. 

tTpon  a  oarefiil  conaideration  of  the  spedflcation  I  am  satisfied  that 
the  Bzuniner's  exoeptiona  thereto  are  well  tf&en,  and  that  the  same 
should  be  amended  in  ttie  partioalars  mentioned  by  him.  The  olgeoticm 
taken  by  the  Bxaminer  to  tiie  olaiats  it  on6  vbloh  apj^es.  to  each  of 
them  ^be,  and  I  sltall  thoefbre  ikSsp  only  to  the  flrBf,  which  reads  as 
foUofrs: 

Tb«  eombiuctteo,  tubtlMitlall;  aa  before  wt  forth,  of  tti»  moT^le  weft-holden  at 
tha.two  UdM  ttttj^  IqoH^ ted  tile  weft-wrlw  eooMmeted  with  a  kasd  wbleh  la  both 
fDiksdMiAiwdud^,inieMbrth«fl]Uii|^aaUot«clkttb)-«ppoaiteddM  *» 

botb  introdaded  Into  the  diede  bj  the  aaa»  wtA-eknier. 

In  his  aoswer  tct  the  r«wons  frf' appeal  ihe  Exwniner  sttMes : 

Ilia  Mt-andrntoodtliattluitaia'aBr  diSeieneeaT  opinicnL h  to  the  «zt«nt  of  the 
eomblBSlf^n  vhlohciteotittte  renikMt.'fi«th  in  uy  |iartionlBr  elUni  brtiraea  the  vf- 
plioAntt"  and  the  EzaiQiBer,  ra  that  than  la  anjdlfltocnoe  of  oiQplon  m  t^fwheSift. 
^e  devioea  aetoany  natand  in  anoli  olaima  are  of  thwuelraa  equAle  <^  pndnetng  tbe 
icanUa  wt  forth  theratn.  The  diStataoo  ii  not  aa  to  the  aetnai  e^UoaOnui  or  ilw 
opoatiTaMaB  of  ike  oombliiatlona  clamed  which  wonki  relMe  to  lis  ntiU^,  b«t  ti  aa 
toQMfbmoftbeelaibi— aato  whatleoctaallyneeeNHTtobCeiEpretMdthraetn.  All 
the  olaima  of  the  appUoatiou  aie  iDTolved  in  thla  appeal.  Eaeli  claim  la  fafr.  a  ooh> 
binatioa,  and  the  ol^ectiou  ia  that  only  certain  of  the  Ingredlenta  i^  inch  comblnatkw 
are  UMoed  therein,  aad  that  the  othen  are  aonght  to  be  impliedly  tnelnded  by  tlie 
word*  "sabataatiallyM  described"  and  the  like  phraaea,  which  leare  the  cloiiaathem- 
•elTea  vague  and  inde&iite. 

The  real  (Afjeotion  of  the  Examiner  to  the  above-mentioned  claim  is 
thwt  it  is  vague  and  indefinite^  because  no  means  are  mentioned  for 
operating  Hie  devices  claimed,  and  hence  that  sooh  operating  mechanism 
most  beinfiorred.  The  statutes  requires  that  an  inventor,  before  he 
shaU  receive  a  patent  for  his  invention  or  discovery,  in  his  application 
AaH  give  a  "  desoription  of  the  same  and  of  tibe  manner  and  process  of 
making,  oonstmoting,  componnding,andnsingit  in  such  fiill,  clear,  eon- 
oae,  aibd  exact  terms  aa  to  enable  any  person  skilled  in  the  art  or 
sdenoe  to  which  it  appertains  or  with  which  it  is  moat  nearly  connected 
tomakafemutraot,  ocHnponnd,  and  use  the  sune,  and  in  oase  of  a  madiine 
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MplBin  tbe  prineiple  thereof  uid  me  best  mode  In  which  he  haa  con- 
tanipkted  ^^ylng  ^at  jnincii^  m  aa  to  distisgtiuh  it  from  other  in- 
TMitloiu;  and  be  Aonld  partionlaily  point  oot  aad  distinoUy  cltum  the 
part,  impteTemeiit,  or  oombinatiMi  vfaioh  he  oli^ins  as  his  isTwtion  or 
diaoDTeiy.* 

In  referring  to  the  leqairementB  of  tte  atatato  above  qaotad,  Hr.  Jm- 
tioe  Hiller,  hi  delivering  ttie  (^»iiu<m  of  the  Ooart  in  the  case  of  MmriU 
V.  TeoHuma  et  oL  (11  O.  6.,  970),  said: 

ItegTOwtt  «f  tliepatoit  ayatamiii  thelMt  qiurtcrof  ■oantoi^lntUteoBntijIuB 
rekobed  a  atage  in  its  progmw  when  the  Tuiel]>  and  nu^nltiidie  of  the  InumitB  iu- 
Tolred  require  occnrao;,  pMoialon,  and  oare  in  the  pieparatim  of  alt  the  papen  on 
-which  the  patent  ia  founded.  It  !■  no  longer  a  •oKroely-noOfnlMd  pilnejple  ■trnggling 
for  a  foothold,  but  It  la  an  orftantied  sjatem  with  weU-aettled  nile%  aapportiBg  Itwlf 
at  onoe  by  itt  ntillt;  and  b;  the  wealth  wUah  it  create*  and  oommaada.  The  derol* 
oped  andimpttiTed  condition  of  the  pfttent  lawandof  theprinolplMwUehgo*«mUM 
exolnaiTe  rights  couferred  by  it  leave  no  exooae  for  arabignona  language  at  vagoe  de- 
acnptiona.  The  public  ahontd  not  be  deprived  of  rightaaappoaed  to  belong  tt^twltlt- 
niit  bfiing  clearly  tuld  what  it  is  that  limits  thine  righta.  ^le  genioi  iif  the  tnrentor 
dmiflwitlf  making  improveuieuts  in  exiating  patent^-a  proceas  which  gives  to  the 
(latent  syatem  Ite  greatest  value — ihonld  not  be  reatraloed  by  vagne  and  indefinite  de- 
Mriptiona  of  olainia  in  existing  patents  ftom  the  aalntaiy  and  naetaaary  right  of  in. 
jirovf ng  on  that  which  boa  already  been  invented.  It  aeeuu  to  tu  that  nothing  oho  be 
inoreJuBt  and  fair,  both  to  the  patentee  and  to  the  pnblic,  than  that  the  fonnershontd 
nnderstand  and  correctly  deacribe  Juat  what  he  baa  invented  and  for  what  be  olaiius 

Id  referring  to  the  same  subject,  Mr.  Justice  Bradl^,  in  delirering 
tbe  opinion  of  the  Coort  in  the  case  of  Tke  Kej/ttone  Bridge  Oompm^  v. 
The  Phanix  Iron  Company  (12  O.  G^  980),  said : 

Since  the  act  of  1836  the  patent  lawaieqoiretluit  an  applicant  for  a  patent  shall  not 
only  by  a  ipecifloation  in  writing  Ailly  explain  his  invention,  but  that  he  "shall  par- 
tionlarl;  specify  and  point  out  the  part,  improvennent,  oroomtiination  which  he  olaioia 
na  hia  own  Invention  or  discovery."  This  provision  was  inserted  in  the  law  for  tlie 
pnrpose  of  relieving  the  conrta  from  Ihe  duty  of  aaoertaining  the  exact  inTentiou  of  tbe 
patentee  by  inference  and  coi|}eotnre,  derived  from  a  laborious  examination  of  previous 
inventiona  and  a  oumparison  thereof  with  that  claimed  by  him.  This  duty  is  now  ctuit 
upon  the  Patent  OiHoe.  TberehJselaim  is,  oris  supported  to  be,  examined,  aoriitiniEed. 
limited,  and  made  to  conform  to  what  he  ia  entitled  to. 

If  any  doubt  existed  before  as  to  the  reqairemeuts  of  the  statute  that 
an  applicant  must  distinctly  and  specifically  describe  and  point  out  the 
nature  and  object  of  his  invention,  ita  manner  of  construction  or  com- 
position, the  way  and  manner  in  which  it  may  be  used,  and  the  beneficial 
results  t^eieby  gained,  such  doubt,  after  what  ban  been  said  by  the  em- 
iiient  jurists  from  whose  decisions  quotations  have  been  made,  cut 
no  longer  exist.  If  the  government  grants  a  right  or  privilege  to  any 
person  and  nndertabes  to  protect  that  person  in  the  eiyoyiiient  of  that 
right,  it  ia  within  ita  province  to  say  upon  what  terms  and  conditioDS 
that  right  or  privilege  may  be  acquired.  These  terms  and  conditions 
are  set  forth  in  the  statate,  so  far  as  it  is  deemed  necessary  in  a  general 
ctatate  to  prescribe  them,  and  it  must  be  considered  that  the  law-making 
power,  in  so  doing,  has  not  exceeded  that  which  is  jasl  and  reaaonaMe 
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ftff  all.  Tbt  applioatloii  dT  tlie  nqniranenia  thtu  made  to  partioiilar 
cases  will  ottea  be  diiEaient,  acoording  to  the  utdenBtandiTig  and  oiHn- 
prebenaicHi  of  the  person  or  persoDs  whose  duty  it  is  to  dedde  wheflier 
the  etatate  has  been  oompUed  with.  These  differeooee,  hovever,  cannot, 
(ff  aboold  Dot,  be  so  gieat  as  eerioiuly  to  affect  the  right*  at  anj  one. 
A  lUr  and  reasonable  eomi^ianoe  vith  the  lav  is  all  that  shoold  be  le- 
qnired,  A  devioe  or  oompofdtuMi  of  matter  must  be  folly  and  cleaiiy 
deeeribed  and  the  htvenldon  or  inventiCHiH  olalmed  dtfnitely  stated ; 
bat  when  an  appllcuit  has  done  this,  nothing  fhrther  in  that  respect 
oan  be  required  of  him. 

Has  the  applicant  in  this  case,  in  presenting  the  claim  abore  men- 
tioned, done  all  that  the  Btatnte  reqnires  to  secare  a  patent  fi>r  the  in- 
vention therein  claimed  1 

A  combination  within  the  meaning  of  the  patent  law  m^  be  defined 
to  be  a  novel  assemblage  of  pi^ts,  either  old  or  new,  so  coaoting,  either 
nmnltuieons^  or  anocessivel;,  as  to  produce  a  nnitary  resnit.  Ljfnch 
etaLT.  Dtydm  et  al,  C.  D.  1873,  p.  73. 

In  defining  what  ooiobinations  are  patentable,  Mr.  Jostice  Hant,  in 
delhreiing  the  (q[>iniou  of  the  Court  in  the  case  of  Reekemlotfer  v.  J'oftei* 
(10  O.  G.,  71),  and: 

Th«  eomUuation  to  be  pk(eatjil>l«  miut  prodnoe  a  <tiffHT«iit  foree  or  effect  nr  renitt 
In  the  oombined  focoea  or  prooeeeee  from  th«t  giTeo  b;  their  separate  paTtx.  There 
moat  be  a  new  reeitlt  prodnceil  by  tbeir  union.  If  not  m,  it  ii  only  an  aggregation 
of  Beparata  elemeata.  An  instance  and  illoBtration  are  fband  in  the  dlacoTery  that  b; 
tbe  nae  of  salphur  mixed  with  india-rnbber  the  rubber  could  be  vnlcanlxed,  and  thnl: 
wiihont  this  agent  the  mbber  conid  not  be  vulcanized.  Tbe  combination  of  tbe  two 
pnxlnoed  a  leaalt  oc  an  article  entirely  dilferont  from  that  before  in  nie.  Another 
illMtwttwi  m^  be  found  in  the  frame  in  a  •aw-mili  whioh  adTanoee  tiie  log  regnlarly 
to  meet  tbe  WW  and  the  saw  witloh  saws  the  log.  .The  two  co-operate  and  are  simnl- 
taneoiu  in  their  joint  action  of  sawing  thiongb  the  whole  log;  or  iu  tba  sewing-nia- 
chjne,  when  one  part  advances  the  cloth  and  another  part  forma  the  stitchee,  the 
action  being  stunltaneoas in  cuiyiog  on  aconttnonsiewing.  A  stem-winding  watch- 
key  ia  anotlier  Instance.  The  ofBee  of  the  stam  Is  to  hold  the  watch  or  hang  the  chain 
to  tbe  watch.  Tbe  oiBoe  of  the  key  ia  to  wind  it.  Wlien  the  stem  is  made  the  key, 
tbe  Joint  dnty  of  holding  the  eliain  and  winding  the  watch  tk  peifiinDed  by  tlie  same 
inatmment.  A  doable  effeotls  prodnced  or  a  double  duty  perfbnned  by  the  combined 
reanlt.  In  theae  and  niuneroiu  like  casee  tbe  parts  oo-operate  in  prodncing  the  Hnal 
effect,  Bomettmes  simnltaneonsly,  •ometlmea  sooceasiTely.  The  lesnlt  comes  from  the 
ctmbined  effect  of  the  seTeral  parts,  not  simply  bom  the  separate  action  of  each,  anil 
ia  Uierelow  patentable. 

In  delivering  Ids  charge  to  the  jory  in  the  case  of  Forbutk  et  al.  v. 
Oook  «t  of.  (2  Fish.,  6<B8),  Mr.  Jnstice  UiirtiB  laid  down  the  following  mle 
as  to  wltat  it  is  essential  should  be  stated  in  a  combination  claim,  viz: 

To  make  a  valid  claim  for  a  combination  it  is  not  neoeseary  that  the  several  ele- 
mantaiy  pwtsof  the  eombloBtionahonld  actsimnltaneoiuly.  If  those  elementary  partn 
are  ao  airuiged  that  the  saooesaive  action  of  each  contaibntea  to  prodnoe  smoe  one 
practical  lonilt,  whioh  reanit  when  attained  ii  the  pTodnct  of  the  siranltaneons  or 
BDoeewive  action  of  all  the  elementary  parta,  viewed  a«  one  entire  whole,  a  valid 
claim  for  thna  combining  ttioee  elementary  parts  may  be  made.  Nor  is  It  raqnisite  to 
inclode  In  the  claim  for  a  oombinatimi  as  element!  tbeieof  all  parts  of  (he  machine 
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wMch  Te  new  wry  to  tt>  MtJon,  wre  m  Uw;  mft;  be  nndnvtood  m  estering  Into  tlu 
mode  of  oombinng  and  wrwiKiiig  the  elemantt  of  the  oombinatlon.  If  inollned  wins 
ve  oeceuar;  to  the  Motion  of  the  oombhiatioii  apedfied,  bo  are  many  other  parts  of 
the  machine,  and  all  parts  neoeiury  to  the  action  and  combination  apeoifled  might 
be  tatd  to  enter  Jnto  the  mode  of  combining  and  arranging  the  elements  of  the  com- 
bination, but  n«Bd  not  be  and  ought  not  to  be  Inolnded  in  the  eomMnatlon  eWmod. 

Beferring  to  theuune  snbject,  McKennan,  jadge,  in  Uie  case  of  Par- 
ham  V,  The  Anuriaan  -Buttonhols  Oteraeaming  and  Sev)^  MMhin«  Com- 
jxtny  (4  Fieh.,  486),  said: 

The  law  impoaes  ap<m  an  Inventor  the  dnty  Of  dmoriblng  his  invention  in  Bnch  Aill, 
«lear,andexacttemiBtlmt  anyone  skJlledln  the  art  can  makeand  melt.  The  reason  of 
this  reqniieiDent  li  obTions.  It  is  tliattfae  exact  eluraoter  and  pnrpoae  of  the  inven- 
tion  may  l>e  nndeistood,  and  that  the  public  nay  be  enabled  to  ooustraot  and  use  it 
after  the  expiration  of  the  patont.  Hence,  where  an  entire  mitchine  is  claimed,  it  1 
neoeesary  to  describe  all  the  paits  essential  to  its  practical  working  and  km  ;  bat 
where  an  addition  to  an  existing  machine  which  is  hi  Improvement  merely  is  claimed, 
it  is  naoeasary  only  to  deaerlbe  the  elements  oompoeing  the  toipTOTemaat,  with  their 
relations  to  the  other  parte  of  the  machine.  And  this  U  true  of  a  oombination  as  well 
as  of  a  single  mechanioal  device.  An  inv^itor  may  de^oe  his  invention  in  )il»  claim 
oa  he  thinks  proper,  bnt  it  mnst  be  capable  of  operation  when  reduced  to  practice  aa 
he  proposes  to  Dse  it.  If  the  description  clearly  Indicates  the  method  of  its  nae  and 
its  relatiMia  to  the  other  mechanical  elements  operating  with  it,  a  claim  fbr  a  comU.- 
nation  of  part  of  them  is  good,  oltbongh  It  may  not  embrace  some  that  are  easontial 
to  the  operative  efficiency  of  the  combination.  •  •  •  Certainly  a  combination  to 
be  valid  moat  have  the  attribute  of  practical  utility ;  but  this  is  not  to  be  determined 
by  a  reference  to  the  abstract  proctJcabiUty  of  the  elements  claimed  to  compose  it. 
Besort  mnst  be  had  to  the  whole  speciflcation,  and  if  it  Is  therein  properly  described, 
its  relations  to  OMiperative  mechanism  indicated  and  explained,  and  the  method  of  Us 
nse  in  connection  therewith  directed,  and  when  so  used  Is  practically  operative,  it  Ig 
«  good  combination,  and  will  support  a  restricted  claim  fbr  it. 

It  has  been  held,  and  I  think  properly,  that  tlie  phrases  "  sahdlan. 
tiallj  as  described  "  or  ^  subtantlally  as  set  forth  "  have  no  fixed  legal 
meaning,  and  that  they  do  not  render  a  claim  otherwise  indeflnitd  defi- 
nite— in  other  words,  that  if  an  applicant  has  not  in  his  apeciflcation 
properly  laid  the  foondatdon  npon  which  to  predicate  his  cUum,  these 
words  add  notiiing  to  his  claim,  either  by  way  of  explanation  or  other- 
viae.  I^  however,  the  applicant  has  in  his  specification  fiilty  aad 
clearly  dedescribed  his  device  or  composition,  and  folly,  dlstitietly, 
and  clearly  pointed  out  not  only  the  manner  of  the  construction  of  the 
device  or  of  making  the  oompositiou,  bat  also  tlie  way  and  maaner  in 
which  the  device  is  to  be  osed  or  the  oomponnd  made,  thai  saoh  words 
of  reference  are  matwial  and  their  nse  is  jnstiflable  and  proper. 

In  the  case  of  jSeymotir  v.  O»bor%e  (11  Wall.,  54?},  Mr.  JoBtice  OliiEiird, 
in  delivering  the  opinion  of  the  Ooart,  said : 

Where  the  claim  immediately  follows  the  description  of  the  invention  it  may  be  eon- 
stmed  in  oonneotion  with  the  ekplouationa  contained  hi  the  speclfloations,  and  whwa 
it  contains  words  referring  baok  to  the  apeoifloatlauB  it  cannot  properiy  be  ocmstmad 
in  any  other  way. 

The  only  legitimate  concloaion  which  can  be.drawn  £rom  the  deeii- 
ions  a  bove  qnoted  is  that  when  an  applicant  has  ftally,  clearly,  and  ape- 


DECmONS  OF  TBE  CoWnSSIOHKR  OF  PATKNTS.*  17 

^floally  deaoribed  his  iiiTention  and  ita  telation  to  other  elements,  if  In 
«omblnatiou  tiierewtth,  as  well  as  iti  mode  of  operation  and  the  rasnlt 
tiieteby  attained,  and  has  diatiuutly  claimed  the  part  or  parts  of  saoh 
deWoe  invented  by  him,  with  proper  words  of  refisrenoe  to  his  speolfloa- 
tion,  be  has  done  all  that  tlie  law  requires. 

I  am  unable  to  see  how  the  insertion  in  the  above-mentioned  claim  of 
«itlier  of  the  phrases  "with  connecting  meohaniflm"  or  "  with  operating 
mechanism"  wonld  make  it  any  more  definite.  A  claim  drawn  in  that 
■wvy  might  be  more  easily  and  readily  understood  by  those  not  skilled 
in  tiie  art  to  which  the  invention  relates,  bnt  anob  phrases  wonld  not 
limit  the  claim  nor  make  it  more  specific.  If  the  claim  presented  is  now 
indefinite,  It  wonld  be  qnite  as  mnch  so  with  either  of  said  phrases  in- 
serted, becaose  no  particular  connecting  or  operating  mechanism  wonld 
be  specified.  The  law  requires  the  applicant  to  "  particulariy  point  oot 
and  distinctly  claim  the  part,  iminovement,  or  combination  which  he 
claims  as  bis  invention  or  discovery."  He  ia  not  obliged  in  bis  cl^n  to 
specify  elements  in  a  combination  not  invented  or  discovered  by  him, 
either  generally  or  specifically.  It  is  sufficient  as  to  those  elements  to 
Tef^  to  his  specification  where  tbey  are  described  and  their  relation  to 
the  elements  claimed  pointed  out. 

I  have  yet  to'leam  that  there  has  been  any  difficulty,  either  in  the 
-coons  or  elsewhere,  in  ouderstanding  the  scope  and  extent  of  claims 
drawn  in  the  form  in  which  the  one  above  set  forth  is  drawn,  providing 
Um  apedfloation  on  which  tbey  are  predicated  is  full  and  clear;  wid  as 
it  is  not  clidmed  by  the  Examiner  that  any  such  difficulty  exists  in  this 
-case,  bnt,  on  the  contrary,  is  admitted  substantially  that  the  combina- 
tions claimed  are  actual,  operative  combinations,  denying  simply  that 
the  claims  are  in  proper  fbrm,  I  do  not  know  what  good  and  safflcient 
legal  reasons  oonld  be  given  for  requiring  the  applicants  to  amend 
oaid  e\8im  in  accordance  with  his  views.  I  must  bold,  therefore,  that 
the  law  will  be  fblly  complied  with,  so  &r  as  their  application  is  con- 
cerned, when  applicante  have  amended  their  specification  as  required  by 
the  Exfuniner. 

My  attention  has  been  called  to  a  decision  by  Mr.  Commissioner  Fisher 
in  the  case  of  Joseph  Thome  (C.  D.,  1869,  p.  76),  in  which  a  different 
conclusion  is  reached  th>m  the  views  above  expressed.  In  that  case  it 
was  held  that  mention  should  be  made  of  the  combining  or  connectiug 
mechanism  in  a  comlrination  claim.  As  said  decision,  however,  in  its 
reqaireifients  demand'a  more  than  the  statute  as  construed  by  the  conrte 
requires,  and  is  not  in  harmony  with  the  long  and  well-settled  practice 
of  the  Office,  I  caunot  allow  my  action  to  be  governed  by  it.  The  courts 
are  the  best  expositors  of  the  law,  and  when  in  cases  like  this  they  have 
clearly  and  distinctly  decided  what  a  compliance  therewith  is,  nothing 
more  should  be  required.  The  OSBce  for  a  long  time  past  has  sent  forth 
to  the  pnblio  in  its  rules  of  practice,  for  instruction  and  gnidance,  a  form 
of  speeiflcation  and  of  claims,  in  which  a  claim  is  fouhd  in,  all  respects 
2  C  F 
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rimilar  to  tli«  one  mider  oonsidention,  thongli  not  In  iU  piedae  fora 
(see  fimn  13,  cUtim  2).  Th»t  finm  of  olaim  bein^  in  aoeoiduioe  vitb 
the  statate  am  oonstraed  by  tlie  courts,  and  having  been  adopted  by  the 
Offioe  to  guide  ^»pUoaots  in  preparing  their  ^pIioation«,  ehonld  not 
be  changed  except  for  reasons  showing  that  a  ehaoge  Is  abstdnt^  oeo- 
essary.  If  the  statote  is  ebaaged,  ot  the  eoorts  annonnoe  a  different 
rale  frcMu  tliat  beretoftne  given,  ooapliattee  with  anch  statnte  <»  decision 
slMraldbemade;  bat  until  snc^ehaDge  is  made  in  one  of  the  ways  nien- 
titaied  the  pracOoe  of  the  Ottoe  abonld  remain  what  it  now  is.  Stability 
in  practioe  is  as  essmtial  as  stability  in  fh»  law. 
The  dedaicm  of  the  Examiner  on  ttie  seeond  pcrint  is  oremiled. 


SCHUIUCHEB  &  EnunGBB. 

DeeUM  Far«arf  18,  1681. 

19  O.  O.,  791. 

I.  By tlMMt of  Congrew  of  Jnne  18,1874,' the  i*i>rds"«ignivlng,'"'ent,'' and "prinf^ 
■n  daflned  u  sppUc»ble  ooly  to  piol«ri»l  illtutratioiu  or  worica  oonneotMl  iritk 
the  fine  arU,  which  u«  made  r«giBtmble,iu  tbe  LibiMy  of  Coogww. 

t.  Tbewoidi  "print"  and  "Ubel,"  M«inplo;edliiaMlloD  3  of  that  Mtt  to  deflno  mat- 
l«r  regiatrkble  in  tbe  Patent  Office,  uiost  be  ctmstnied  h  Bynoiifmoiu  and  atgni- 
fying  a  priotod  Uble. 

3.  Tha  word  "  pappooae,"  aocompanied  b j  a  pietorial  llliutiatlou,  doM  not  ooma  wlthla 

the  tvnnaof  thedeflniUoD  of  a  label;  and  when  the  aame  U  applied  to  anyUdng 
eiEc«pt  ttiat  which  iti  uanieindioatM  itda  pnrelyAneiftil  and  arbitrary,  and  if  •» 
applied,  as  piopoaed  In  this  oaae,  would  oonrtitnte  a  trade-maA. 

4.  When  a  print  bi  of  snoh  a  eharaotar  that  ila  nee  In  oonnaeMon  with  the  nMrehan- 

dlw  to  whloh  it  la  ^ppUed  ie  aibitoary  or  fimetlU,  iti  msUtnttieo  In  the  Pstent 
OfOoe  aa  a  latMlla  piohibltad. 

5.  Neither  the  tfade-uark  law^  the  eopyright  lawa,  n<s  the  label  law  iqpear  to  hara 

intended  lo  protect  mano&etnren  and  piodnoen  of  lynboU,  oharaoters,  or  d«- 
•Igns  which  will  become  trade-marks  mi  being  applied  to  other  artlelea  of  mer* 


Appeal  from  Uie  Examiner  of  Trade-Marks. 

Jfr,  A.  V,  Brieten  for  the  appellant. 
UAXBUt,  Committimter : 

Applicants  ask  that  the  word^pappoose,"  printed  over  the  represent- 
ation of  a  ta«e,  to  the  branch  of  which  is  saspended  a  basket  containing' 
a  child,  and  fbliage  being  represented  on  either  side  of  the  tzee,"  may 
be  registered  as  a  label.  The  so-called  label  is  said  to  be  intended  tat 
use  in  connection  with'  cigars,  and  is  to  be  applied  to  cigar  boxes,  &c. 

Applicants  claim  to  be  printers,  and  it  is  alleged  for  them  that  tliey 
make  and  sell  printe  of  this  character  to  merchants,  who  apply  the  same 
to  any  goods  in  Which  they  deat 
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In  the  aotof  CoDgraM  entitled  "An  act  to  amend  tiie  law  relating  to 
'P»tenta,trMle-Bifli;)ui,aadeop]rirght8,''  approved  June  lS,1871(toteke 
effect  on  MMlafter  the  lat  day  4^  Aagoat,'  1 87i),  it  U  provided  in  the  third 
aectiov  ittat —    , 

Ad'bi  a^UM)  Mi«r  to  P'o*'"^  IQixitnt^B*  w  woAa  easneoted  with  UM.aJMMto, 
ukdvapctaitaprlalwladMigned  t»Ji«a«»dfor  anyoth«r«tlelMof  mumftotnnihall. 
kB  wt«a«d  nudtt  the  eopj^ti^t  Uv,  bat  »tj  be  nfMend  in  the  Patent  OIRm.  A»4 
the  O— ■Ht'"" "  of  Fatenti  k  Itanbj  «)uurceA  wiA  A*  MparvWdii  «ad  eontml  of 
the  MrttT  W  iegMi7  of  Mid)  priMi  Mr  Ubela,  to  «oallinnltT  with  tba  lefaUtimu  pnt- 
Tided  br  Uv  M  to  eopyri)^  of  pclati,  exeept  tkat  th«n  diaU  be  patd  Aw  neaMmg 
tbotttteof  our  print  or  labd  mt  a  tndi  mark  ds  doUan,  ,wkieli  ahaU  aover  ttieex- 
peaae  «C  AnnUfalng  ae(^y  of  tbBMO(»d,iuidertlieiea]of  tbeCommiMionMoFPatenta, 
to  tbe^Bitr  Mitering  the  wme. 

Congxeas  has  thus  defined  the  words'" fMpwtN^,"  "imt,"  and  'Sprint" 
.  as  applicable  only  to  pictorial  lUastratlonfl  or  works  connected  with  the 
fine  arts,  and  made  those  registxable  with  the  Librarian  of  Congress ; 
and  it  is  provided  that  "no  prints  or  labels  designed  to  be  osed  for  any 
otiier  article  of  mann&ctnre  shall  be  Altered  nnder  tiie  copyright  law, 
bnt  may  be  registered  in  the  Patent  Office." 

Tlie  thing  before  me  is  in  one  sense  a  print.  So  is  any  proper  label  a 
print,  in  the  broad  signification  of  ^e  term ;  bat,  as  befine  stated,  in 
the  constmcdon.  of  ttus  act  thp  wnils  "  print,"  "  cat,"  or  "  engraving  " 
shall  be  applied  only  to  woriu  connected  with  the  fine  arts.  The  words 
"  plint "  or  "  label "  most  therefore  be  ccmstmed  as  referring  to  one  and 
tlie  tame  thing,  viz,  a  printed  label. 

A  label,  aocwding  to  Webster,  is  "a  narrow  slip  of  silk,  paper,  parch- 
ment, Ac.,  affixed  to  anything  denoting  its  oontentA,  ownership,  and  the 
like,  as  the  label  of  a  bottle  or  a  package,  &e."  The  word  "pappooae  " 
and  tlte  pictorial  illnstrat^on  do  not  come  within  the  terms  of  the  defini- 
tion of  a  labd,  and  when  the  same  is  applied  to  anything  except  that 
which  its  name  indicates  it  is  purely  fmcifdl  and  arbitrary,  and  the 
Bune  would,  when  applied  as  proposed  in  this  case  to  oigars  or  the  like, 
eonstitnte  a  trade-mark. 

Hr.  OfHnmissioner  Spear,  in'a  case  like  t^e  one  before  me  (G.  D.  1876, 
p.  6S),8aid: 

I  aadwHaaH  ilut  thaw  priata  01  label*,  wheoeTet  they  aie  Intended  for  nee  witb 
arOda*  of  MSaaftetnm,  nwy  be  ngiatered  In  the  Patent  CMBoe  on  ezaotly  the  same 
tvan  and  rWiHtlnflai  ese^  that  a  iMtgtr  fce  U  paid,  aa  worka  of  art  may  be  regla- 
tMadwUhtheUteaiian  ofCtrngMM. 

Tbte'ts  txne  of  ah  suoh  prints  as  are  in  tliemselves  labels;  bot  when 
tlie  jtiaiU'ai  snoh  ft  ehan^oter  tliat  its  use  in  connection  with  the  arti- 
(de  of  tnH  ht  munifitetnre  i»  pnrely  arbitrary  and  fondfiil,  then  its  reg- 
iftntiM  la  tlie  Patent  Offloe  as  a  label  is  pnriiibited. 

Theamendnoit  to  tlie  patent,  tarade-mark,  and  copyright  act  above 
4Wrted  provides  for  tlHtregistrntion  in  ttie  Patent  OfBoeofjtriate  or  teietf, 
nol  tnnde-marlu,  and  tot  which  a  given  doty  is  reqoired  diibring  from 
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that  of  a  copyright  to  be  re^stered  with  the  Librarian  of  Coagress  and 
from  that  reqaired  for  the  regiatratioa  of  a  trti4e-inark. 

It  ia  urged  that  prints,  cutt,  or  engravings  irhlah  relate  to  the  fine  arts 
may  be  registered  with  the  Librarian  of  Oongress  an  proper  copyright 
matter;  thatarbitrar}' symbols  which  u«  iotended  to  be  used  with  a 
given  article  of  maoiutbctare  may  be  regiatered  in  the  Patent  Office  liu- 
der  the  trade-maik  act,  and  all  other  prints  not  coming  within  either  of 
said  clattses  may  be  registered  as  labels. 

It  is  ftirther  urged  that  aa  the  present  print  or  label  has  not  yet  been 
applied  to  articles  of  manafactnre,  and  is  not  intended  to  be  applied  by 
1^  producers  thereof  and  as  it  neither  relates  to  the  fine  arts  nor  haa 
yet  become  a  trade-mark^  It  must  be  included  in  the  category  of  prints 
Or  labeliL 

I  do  not  agree  with  these  propositions,  as  it  requires  a  decision  that 
OoiigresB  intended  to  provide  for  and  give  protection  to  mauufactarers 
and  prodacera  of  symbols,  characters,  or  designs  wliich  will  become 
trade-marks  upon  being  applied  according  to  the  design  and  intent  of 
the  present  applicant.  If  this  representation  of  a  pappooae,  &c.,  can- 
not be  registered  as  a  trade-mark  in  the  Patent  Office  or  as  a  copyright 
witA  the  Librarian  of  Congress,  no  provision  has  been  made  for  its.  pro- 
tection. In  any  case  it  does  not  come  within  the  provisions  of  the  act 
providing  for  the  registration  of  labels  in  the  Patent  Office. 

The  decisiou  ttf  the  Examiner  fa  affirmed. 

Ex  PARTE  ZAT. 
DeeUM  Mardt  30,  IBtll. 

19  o.  o.,  itse. 

I.  WIMM  tfae  orlglukl  pktettt  to  Invelved  in  intnAmioe,  bot  not  tiie  nlMoe  a^plioa- 
tlM.  H  la  tte  bettor  pnetioe  to  pn«««d  wtth  tlM  •xamliMtioD  of  the  nlMiio  ap- 
pUpatton,  «b4  oiMii  tike  snmnder  and  t»noeV»tl«a  of  the  orlgiul  patent  to 
■nbstitnte  the  relasued  patent  in  itt  plaoe  in  tbe  furtber  treatnent  of  tlie  intet- 

'  S^  The  flltng  of  an  application  bj  one  who  elattna  to  have  made  the  iav«Dtion  before 
t^M  pat«Dtee  or  the  institution  of  a  proceeding  to  tr;  the  iaaae  thus  ralfed  oui- 
BQt  invaii  the  validity  of  the  patent,  and  ahovld  not  be  allowed  toaerre  the 
pnrpoaa  of  abridglDg  the  legal  rights  of  tbe  patentee,  among  which  ia  the  privi- 
lege of  rcTiaing  and  eon«otlDg,  npon  proper  ocoa^on,  his  deAotive  specifleatlon. 

3.  Partienlarly  la  tbia  teue  where  the  reisane  aj^Ieatlon  eontalna  no  olain  to  the  .aDl>- 

jMt-matter  involved  In  the  int«r£etea«e,  as  the  reeult  of  tbe  interfbrenoo  eao 
have  DO  effect  Dpon  tbe  eonaideration  of  the  relaeDe  application. 

4.  Tbeae  ileirB  ue  In  acoordauoe  with  tbe  decree  of  tbe  anpreme  aout  of  the  DlBtilct 

In  tite  er  parte  case  of  Uiomtu  S.  Jfoyall  and  Aa«fc  B.  mtUOM,  mpwtad'  Is 
Ttdnme  11,  Officui.  GAZKm,  page  HOT,  and  are  not  modified  bj  any  vlawa 
expreMed  In  the  m  parte  case  of  PloKf  y.  ;F«Um  ( IK  a  Q.,  p.  837). 

ApFKAL  from  tlie  Primary  Examiner. 

r,o,i,,-,-,ih,.GoOglc 
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APPLVUTioiT  of  Frederic  fi.  Zay  filed  Norember  S,  1880. 

Mr.  jlntAony  FoUok  for  the  applicant 
.Hakble,  Committioner : 

This  ]'b  Ml  appeal  fmm  tlie  action  of  tbe  Frimafy  Bxamiuer  in  ratal- 
in|f  to  proceed  with  the  examination  of  the  iq)plication  of  FndwleB. 
Zay  for  the  reiaaoe  of  bis  Letters  Ffitent  ^o.  112,882,  fbr  i^fOing  at- 
tachments fbr  sewinjr-machines. 

On  Baoember  11, 1879,  a  series  of  interferences  tu  inatitot«d  nnder 
the  rales  then  in  force  between  the  reissue  application  of  ^loroas  8. 
Hnntinj^on  and  various  prior  unexpired  patents.  The  original  patent 
ot  Zay,  npOQ  vhloh  his  present  application  £dt  relasne  is  based,  was 
inclnded  in  cases  I  and  J  of  this  series  npon  snbject-mattor  said  to  be 
shown  and  described  In  bis  patent.  Fending  these  interferences  Zay 
filed  the  present  applioatdon  for  the  reissue  of  his  original  patent,  whioh 
the  Examiner  refhses  to  fhrther  consider  npon  its  merits  nntil  the  con- 
clnsion  of  theint^iference  proceediugo. 

I  am  of  tbe  opinion  that  the  better  practice  in  these  cases  is  to  pro- 
ceed with  the  examinadoD  of  the  reissue  application,  aud  npon  Ae 
surrender  and  cancellation  of  tbe  original  patent  to  substitnte  the  re- 
issued patent  in  its  place  in  the  ftirther  treatment  of  tbe  interference. 
The  filing  of  an  application  by  one  who  claims  to  have  made  the  inven- 
tion before  the  patentee  or  the  institution  of  a  proceeding  to  try  the 
issue  thus  raii^ed  cannot  impair  the  validity  of  tbe  patent,  and  should 
not  be  allowed  to  aerve  the  purpose  of  abridging  the  legal  rights  of  the 
patentee,  among  which  is  tbe  privilege  of  revising  and  correcting,  upon 
proper  occasion,  bia  defective  specification.  The  presamption  that  the 
patentee  is  the  first  and  original  inventor  continues  until  a  contrary 
8t4tte  of  fitote  is  clearly  made  out,  and  up  to  that  time  the  patentee  Is 
entitled  to  tiie  fall  benefit  of  his  patent,  including  the  legal  remedy  of 
reissne.  The  grant  of  a  reissued  patent  pending  the  interference  in  no 
way  forestalls  the  result  of  the  interference  or  prejudges  the  questions 
involved  therein,  while,  on  the  contrary,  the  denial  of  that  privilege 
must  be  based  on  the  expectation  of  some  Aiture  contingeucy  at  var> 
iance  with  the  natural  and  legal  presumptions.  It  is  quite  true,  as 
nrged  by  the  Examiner,  that  the  reissne  proceeding  derives  all  its 
vitality  from  the  original  patent,  and  tliat  it  mast  in  the  sequel  share 
the  same  &te;  but  tliis  very  consideration  leads  to  the  conclusiou  that 
tbe  reissue  proceeding  can  only  be  stayed  by  a  snooessfnl  attack  npon 
the  patent  The  granting  of  tiie  reissued  patent  only  involves  a  fresh 
assertion  on  the  part  of  the  OfBce  of  the  patentee's  right  to  be  consid- 
ered tbe  first  inventor  bo  far  as  it  is  announced,  that  up  to  the  date  of 
the  reissne  uo  mistake  has  been  discovered  in  the  propriety  of  the  migi- 
nal  grant.  An  adverse  decision  of  tbe  luterfbrence  will  operate  to  the 
same  extent  against  the  relsaaed  patent  as  against  the  original,  whDe, 
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if  the  i^resniiiptioii  tbat  tbe  prior  patentee  is  the  first  iuventor  is  found 
to  bo  true  as  a  mstter  of  fiact,  it  may  appear  that  the  Office,  in  deoyin^ 
bis  reissue  applicatioQ,  has  done  him  substantial  Injurf  in  cnrtailiog  in 
tliiit  extent  his  eiyoyment  of  the  exclusive  monopoly  of  bis  invention. 
Tlieae  conclusions  are  in  accordance  with  tbe  decree  of  the  supreme 
court  of  tbe  District  in  the  as  parte  case  of  Tkomat  J.  Mayall  and  Frank 
B.  WiUiams,  reported  in  11  Official  G-azetxs,  1107. 

I  am  aware  tbat  my  predecessor  in  office,  the  late  Acting  Commis- 
sioner, in  the  exparte  case  of  Jesepk  S.  Field,  reported  in  19  Becords  of 
Oommissioner'a  Decisions,  472,  held  that  the  decree  of  the  couii;  in  tbe 
Mayall  case  was  modified  in  resiiect  of  the  matter  under  consideration 
by  the  views  subsequently  expressed  by  the  same  court  in  the  ex  part& 
case  of  Platta  v.  WiUden  {lH  O.  G.,  p.  827).  1  am  unable  to  attach  to 
tiie  ooaolnding  wor^6  of  that  decision  the  force  attributed  to  them  iu 
the  decision  in  Ex  parte  Field.  The  passage  referred  to  is  as  follows : 
It  mnst  be  oaeful  uid  new,  and  miut  otberwjte  b«  treated  like  au  original  applica- 
tion lot  a  patent.  We  think  that  tlie  atattlt«  conflnos  interfeniiicea  to  eaae»  wbere  an 
applicant  olaimi  that  for  which  a  patent  has  been  granted  or  that  which  is  claimed 
or  eao  be  claimed  iu  a  previoun  pendln);  application. 

The  case  was  one  where  a  reissue  application  of  a  prior  patent 
claimed  an  ioTention  shown  iu  a  letter  patent,  and  tbe  whole  discussion 
related  to  tbe  propriety  of  declaring  an  interference  under  these  circum- 
stances. The  question  presented  in  this  case  and  in  the  case  of  Field 
is  entirely  different,  and  relates  to  the  propriety  of  granting  a  ireissue 
application  when  the  original  i>ateDt  is  already  in  interference.  The 
court  held,  and  iu  tbe  passage  quoted  summed  up  their  conclusions, 
tbat  no  interference  should  be  declared  under  certain  circumstances ; 
but  I  do  not  find  it  anywhere  intimated  tbat  tbe  remedy  of  reissue 
should  be  denied  a  patentee  on  the  ground  tbat  the  original  patent  is 
involved  in  a  proceeding  in  tbe  Office,  trom  which  it  may  ultimately  ap- 
pear that  it  was  wrongflilly  issued. 

The  focts  in  the  present  case,  however,  do  not  bring  it  within  tbe 
holding  in  the  case  of  Field,  above  referred  to,  for  it  appears  trom  the 
report  of  tbe  Examiner  that  2ay  has  purposely,  as  it  wookt  Seem, 
avoided  making  any  claim  in  his  reissue  apptication  to  the  subject- 
matter  involTe«I  in  the  interference.  The  result  of  the  interference 
therefore  can  have  no  eftect  uxM>n  the  consideration  of  his  application, 
and  apparently  will  not  aid  tbe  Examiner  in  any  way  in  "  revising  and 
restricting  his  claims."  Tbe  facts  fairly  bring  the  case  within  tbe  rea- 
son of  Bnle  12o. 

The  action  of  the  Printary  Examiner  must  be  reversed,  and  he  is 
directed  to  proceed  with  the  examination  of  Zay's  reissue  application 
u|H)u  its  merits,  and  the  Examiner  will  be  guided  in  future  cases  by  the 
views  herein  expressed. 


b,GoO(^lc 
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Ex  PASTE  Stbabbuboer  &  OO. 

DeciiUd  Ma)  38,  1861. 

90  O.  0.,  155. 

L  Tradb-Habk— EZAUiNATioy. 

Und«r  thn  tndc-mktk  act  of  Ibuch  3, 1^1,  and  tlie  rale*  now  in  foroa,  eznini- 
nation  willl>eni*d«<if  the  prMninptive  la  wfdlueM  of  tbe  trade-mark  propoMdfto 
ragiatiation. 
S.  Saih— Okly  Lawful  H^skb  Eeoisterbd. 

The  prMent  act  exclades  from  registcatloa  prosp»ctiv«  trade-marlu  and  those 
not  used  in  Cireigu  commerce  or  oommeroe  with  tli«  Indian  t^be»4  but  there  baa 
bem  no  sneh  esaential  cliange  in  the  law  bb  to  warrant  the  Office  in  registering  as 
a  trade-mark  matter  which  the  conrte  would  not  regard  as  saah. 

3,  Samk— Desgbiption. 

The  words  "time-keeper"  are  not  the  proper  lubjeot  for  a  trade-mark  for  watches, 
.   tiieir  ouly  offloe  being  to  indicate  the  nature  of  the  'goods  to  which  they  are 
applied. 

4,  CoHPoUND  Tradr-Habkb. 

Proposed  trade-marks  oonsictiug  in  port  of  marks  already  registered  by  others 
ai»  objectioiiable  when  it  appear*  that  they  wonid  be  liable  to  deceive  the  general 
purohaier. 

5,  Oath  as  to  Foriisn  Cohherce. 

Under  section  3  of  the.presenl:  act  the  applicant  will  be  required  to  specify  some 
partisnlar  foreign  or  Indian  tribe  with  wbiuh  he  has  coatmeceialTelatious. 

Apfsal  from  tbe  Primary  Ezaminer. 

Application  filed  April  23, 1881. 

Mr.  A.  F^Uok  for  the  appellant. 
Habble,  Commissioner: 

The  applicants  seek  to  register  as  the  essential  elements  of  their  mark 
the  representation  of  a  locomoti^-e  together  with  the  words  "railway 
time-keeper." 

Tbe  Examiner  objects  to  the  words  "time-keeper"  on  account  of  their 
descriptive  nature,  and  to  the  word  "  railway  "  as  aaticlpated  by  a  prior 
registration: 

With  reference  to  the  words  "time-keeper"  the  applicauts  take  the 
position  that  the  objection  to  the  descriptiTeoess  of  the  proposed  trade- 
mark has  Qo  standing  auder  the  present  trade- mark  act  and  roles  adopted 
in  conformity  therewith.  The  argument,  as  I  anderstand,  is  based 
upon  certain  (jhanges  which  have  been  made  in  the  phraseology  of  the 
present  law. 

The  act  of  Jnly  8,  1870,  provided  thAt— 

Th«  Commiasioner  of  Patenti  shall  not  receive  and  record  any  proposed  trade- mark 
whieh  is  not  and  cannot  become  a  lawful  trade-mark,  6r  which  It  merely  the  name  of 
•  peorson,  drm,  or  corporation,  unaccompauled  by  a  mark  sufflclent  to  diilingnish  it 
from  the  same  name  wliru  lued  by  other  persons.     Sec.  4939,  B.  8. 

Section  3  of  the  act  of  UarcU  3, 1S81,  iiiovides  that "  no  alleged  trade- 
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mark,  shUl  be  registered  untess  the  same  appears  to  be  lawfully  used  as 
snch  by  the  applieant  in  foreiiTQ  commerce  or  commerce  With  Indiao 
tribes,  as  above  meotioned,  or  is  within  the  provision  of  a  treaty,"  &c. 
As  is  veil  known,  the  present  law  was  drawn  np  to  meet  the  views 
expressed  by  the  Supreme  Court  in  the  cases  of  United  State*  v.  Steffem  ; 
8ame\.  Wittemann;  Same  v.  Joknstm  et  al.  (16  O.  G,,990).  In  those 
cases  the  Court  held  that  trade-mark  legislation  can  only  be  had  auder 
what  is  known  as  the  "commerce  clause  of  the  GoDStitation,''  and  that 
only  SQCh  trade-marks  can  be  registered  as  are  iu  actual  use  in  foreign 
commerce.  Accordingly,  the  present  law  makes  no  provision  for  the 
registration  of  prospeclive  trade-marks,  if  they  may  be  bo  called,  or  of 
trade-marks  not  in  dse  in  foreign  commerce ;  bat  in  otiier  respects,  as  I 
read  it,  the  law  is  uncbaiiged.  I  find  in  the  passage  quoted  two  pre- 
requisites named  as  essential  to  a  valid  registration:  first,  that  it  shall 
appear  that  the  proposed  trade-mark  is  lawfully  used  as  sach;  aud^ 
second,  that  it  shall  appear  that  it  is  used  iu  foreign  commerce  or  ia 
commerce  with  Indian  tribes.  It  is  clear  that  the  oath  of  the  applieant 
cannot  establish  the  existence  of  the  first  of  these  conditions,  where  it 
appears,  apou  inspection,  thM  a  proposed  trade-mark  consists  of  words 
in  general  use,  to  which  the  applicant  can  have  no  exclusive  right,  or 
that  the  proposed  trade-mark  is  not,  in  fact,  a  trade-mark  in  contem- 
plation of  law. 

The  txade-mark  rules  now  in  force  and  adopted  in  confoi-mity  with 
the  present  act  foUow  substantially  the  wording  of  the  law  upon  the 
point  linder  discussion,  aud  have  substantially  the  same  effect.  That 
the  construction  of  the  law  here  adopted  is  the  true  one  is  borne  out  by 
examination  of  the  other  provisions  of  the  law. 

The  law  further  provides  that  the  applicant,  in  addition  to  filing  fac- 
similes of  his  proposed  mark,  shall  submit  a  description  of  the  trade- 
mark itself;  that  a  tra^leninrk  shall  not  consist  of  the  mere  name  of 
the  applicant;  that  a  trade-mark  xhall  not  he  registered  which  is  identi- 
cal with  a  registered  or  known  trade-mark,  and  which  so  nearly  re- 
sembles some  other  person's  lawful  trade-mark  as  to  be  likely  to  canse 
conftision  or  mistake  in  the  iiiiiid  of  the  public  or  to  deceive  purchas- 
ers; that  the  Commissioner  of  Patents  shall  decide  the  pYesamptive 
lawfulness  of  chiim  to  the  alleged  trademark;  that  he  shall  investigate 
the  question  of  priority  of  right  between  rival  claimants,  and  that  the 
registering  of  a  trade-mark  shall  be  prima  facie  exidence  of  ownership. 

The  intent  of  the  law  in  requiring  that  the  applicant  shall  file  a  de- 
scription of  the  trade-mark  itself  is  not  to  be  misunderstooil.  It  was 
considered  necessary  that  the  applicant  shonld  point  out  the  exact 
scope  of  his  trade- mark,  discriminating  the  essential  from  the  non-essen- 
tial portions  thereof,  that  the  Commissioner  may  determine  that  the 
subject  proposed  for  regiatrHtion  is  in  fact  a  trade-mark,  that  it  does 
not  clash  with  prior  registrations,  and  that  if  such  be  found  to  be  the 
case  the  qnestion  of  priority  of  right  may  be  properly  detenntned,  and 
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that  the  ftppUcaiA  inay  in  tbe  end  issoe  from  the  Patent  Office  with  a 
prima  faeie  right. 

It  voald  be  anomaloos  in  an  act  purporting  to  give  o(dor  of  title  !» 
confer  apoa  the  officer  admioistering  the  law  jarisdiction  of  other  qnee- 
tions  of  title  and  oot  of  the  fdadtunental  qneetion,  viz.,  whether  or  not 
the  Bnbject- matter  fall  within  the  porview  of  tbe  law, 

I  should  be  relnctant  to  adopt  this  constmcdon  of  the  law  were  th« 
language  leaa  clear  tiian  I  find  it.  I  am  unable,  therefi:»re,  to  agree  with 
the  applicants  that  there  haa  been  such  an  essential  change  in  the  law 
as  to  warrant  the  Office  in  registering  as  a  trade-mark  matter  which 
tbe  eonrts  would  not  hold  to  be  such. 

With  relbreuce  to  the  deacriptiveness  of  the  words  "  time-keeper  *r 
in  Uteii  proposed  application  there  cao  be  little  doubt  Thef  are  in 
iXHnmon  use  as  applied  to  watches,  docks,  and  other  species  of  chro- 
nometers, and  this  I  do  not  nnderstaud  the  applicants  to  deny.  Thb^ 
words  must,  therefore,  upon  fimuliu:  doctrines,  be  erased  &om  tJie  re- 
cital of  the  essential  portion  of  the  mark. 

The  applicants  contend  that  while  the  right  to  the  separate  use  of  the 
word  "railway"  has  been  secured  to  another,  that  it  may  yet  form  a 
part  of  their  compound  trade-mark.  If  the  views  above  expressed  as 
to  tbe  effect  of  the  present  law  and  mlea  are  correct,  tbe  essentials  of 
the  applicant's  mark  can  comprise  no  more  than  tlie  representation  ot 
a  locomotive  with  the  single  word  "railway."  While  I  am  not  prepared 
to  say  that  a  trade-mark  registered  to  another  may  not  be  under  some 
circoniBtaDces  fancifully  and  arbitrarily  compounded  with  other  words 
and  symbols  to  form  a  valid  trade-mark,  I  am  of  the  opinion  that  tbe 
use  of  the  word  "railway,"  even  when  used  In  connection  with  the  rep- 
restnitation  of  a  locomotive,  would  be  confusing  and  deceptive  to  the 
general  purchaser  and  interfere  to  that  extent  with  tbe  rights  already 
secured  to  the  prior  registrant. 

In  the  ease  of  I.  Buth  &  Co.  (10  O.  O.,  164)  it  was  proposed  to  regis- 
ter the  word  "Centennial,"  which  had  already  been  registered  by  an- 
other as  one  of  the  essehtial  elements  of  an  otherwise  lawfid  trade-mark. 
The  Commissioner  said: 

I  do  not,  however,  think  It  a  Mtft  practice  to  peirnit  the  registration  of  »  componnd 
trade-mark  one  of  whose  tUatiagnlsbfng  fMtnree  fau  obe^dy  been  ^ipivpHated  and 
reipetered  b;  another  aa  applied  to  Uie  same  elaas  of  merdiaiuIiM.  Tbe  tendency 
would  be  to  mislead  parchaaers  ai  to  the  true  origin  of  the  article  sold  noder  sncb 
mark,  and  the  policy  of  the  law  la  to  disooantenonce  saeh  a  proceeding. 

Coffffin,  Kidd«r,  <£  Co.  (C.  D.,  vol.  16,  p.  342)  was  referred  to  and  aft* 
proved. 

The  applicants  will  be  required  befbre  registration  to  erase  from  their 
specification  and  facsimiles  all  reference  to  tbe  word  "railway." 

I  approve  also  the  action  of  the  Examiner  in  requiring  the  applioauta- 
to  file  a  new  oath,  which  shall  designate  the  particular  nation  or  Indian 
tribe  in  commerce  with  which  their  alleged  trade-mark  has  been  used- 

Tbe  statute  relating  to  trade-marks  provides,  section  3,  "that it  shall' 
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appear  to  be  lawfitlly  nwd  as  snch  by  tbe  applicant  in  foreign  cfHumerce 
or  oommerce  with  Indian  tribes."  It  is  clearly  within  the  power  (rf  the 
CommtwiOBer,  therefore,  to  require  applicants  to  specify  some  foreign 
uatlOD  or  tribe  with  which  the  applicants  have  commercial  relatloDS  in 
•order  that  it  may  be  made  to  appear  that  -  snch  is  the  ftct.  Sx  parte 
Kepplw  V.  SehmirxmanH,  G.  D.,  May  2, 188X. 
The  action  of  tbe  Exfuniner  is  affirmed. 


LOOKE  V.  Lbtaxlst  KT  JLL. 

90  0. 0.,  eri. 

t.  iHTBRraUtMCK— COSBTBtlCnOlf  OF  THK  ISSUK. 

When  tbe  deohu«tion  of  the  iune  li  aiuceptlble  of  Twriom  intcipretatiMu,  tlwt 
meuilDg  will  be  adopted  whiob  aiutaiiu  tbe  Interfennoe  at  deelSMd,  tmi  wUoh 
U  moat  conBistent  nith  the  apecificationa  of  thep«rtiea. 

3.    COKflTKUCTTIOl*  ALRKADV   PLACED   ON   ISSUE   BY  OFnCK. 

The  patentee  haTlng  a  sepsrale  patent  for  tbe  Invention  which  the  applioant 
contends  U  InfMutt,  and  which  patent  WMUot  tnolndedlnHie  fnteTflH«nce,40on- 
itmctionwMtherebf  placed  apau  the  applicant'*  claim  and  Dpon  the  bnie  which 
it  conolo^Te  on  all  partiee. 

3.  DRLVE-ChaIKB— iMVBKTJON  eXATKB. 

Gathering  the  f nt«ntiona  of  the  parties  from  the  papers  Od  B1«,  without  leferene* 
to  tbe  teatimony  taken  to  affect  the  reinlt  of  the  tnt«rfbrenoe,  it  is  held  that  tbe 
contested  iUTflntion  la  a  chain  link  with  a  oentnl  opening  provided  with  an  open 
hook  whleh  is  adapted,  when  placed  In  an  nnnaoal  poeition,  to  be  oonpled  to  and 
nnconpled  fttun  ethei  eentzally-open  links  withoot  bending  the  hook*. 

Appbai.  from  tbe  Examiners-in-chief. 

DMVi'cnum. 

PxTEVt  of  SylvanoB  D.  Ixwke,  No.  160,107,  granted  February  23, 
18To.  Application  of  Ghriat^^her  yr.  Levtdley  (or  reiuoe  of  Patent  No. 
181,082,  filed  May  22, 1879.  Keissne  patent  of  William  D.  Ewart,  No. 
11,266,  granted  Jnne  15, 1880. 

Mr.  B.  J).  O.  Smith  for  Locke. 
Mr.  H.  S.  DoubleAay  for  Levalley. 
Mr.  J.  N.  MelnUre  for  Ewart. 

Mabble,  Comminnoner : 

The  only  qoestion  of  importance  now  left  in  the  case  is  with  regard 
to  tbe  scope  of  the  issae,  which  is  defined  in  tbe  langnage  of  Leratley's 
claim  as  follows: 

A  c)iain-)ink  having  a  central  opening  and  provided  wltli  an  oilaDhttoU^Mi  thaieou, 
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adapted  lo  be  ooopledkDd  uncoupled  from  otliercentrallfopeu  liaka  vrithottt  bending 
the  hooka,  aiibatautiallf  aa  aat  forth. 

Adopting  the  obvious  reuderiDg  of  tliin  labgnnge,  Ewai't  makes  tbe 
invention  relate  to  the  peculiar  constmctioii  of  the  o]>eu  hook  and  cor- 
responding end  bar,  which  euablea  the  links  to  be  coupled  and  uncoupled 
vhen  placed  in  an  unusual  position  without  bending  the  hooka. 

Levalley,  however,  has  taken  his  testimony  iipou  the  theory  that  the 
gist  of  the  invention  is  tbe  casting  of  the  hook  in  iienuaneDt  fonu  to 
obtain  greater  strength  and  more  noifomiity  in  tbe  length  of  the  links, 
and  be  construes  the  issue  accordingly. 

The  meaning  of  the  issue  upon  Levalley's  constmctloQ  is  obtained  by 
transposing  tbe  order  of  the  words  as  follows: 

A  chain-Unk  having  a  central  opeuiiig  and  provided  with  an  open  hook  caat  thereon 
without  bending  the  hooka,  adapted  to  be  ootipled  and  nnconpled  from  other  oea- 
tiall7-op«n  links. 

Beferriug  to  the  speciflcations  of  tbe  parties,  at  which  the  claims  and 
'the  issue  are  necessarily  bat  an  imperfect  summary,  I  find  no  reason 
for  thus  straining  the  natural  sense  of  the  issue.  !]?he  epeciacation  of 
LevaUey  professedly  relates  Uf  an  improved  oonetmctiou  of  detachable 
links.     Stating  tbe  nature  of  tbe  invention  generally,  be  says : 

The  invention  i«Iat«s  to  that  clua  of  sprocket-wheel  chains  in  which  the  links  are 
lioastnicted  in  soch  nurauer  aa  t«' permit  the  removal  or  iosertiou  of  on«  or  more  Ilnka 
in  the  chain  by  hand  j  and  coDBlats,  in  j>art,  In  a  novel  cooitmctiou  of  link,  hereiit- 
aftei  explained,  whereby  the  liability  of  accidental  wlthdna-al  incideDt  to  auch  cou- 
atraotlon  \b  greatly  diminished,  aa  hereinafter  set  forth. 

The  detailed  description  which  follows  relates  exclusively  to  the  i>ecu- 
liar  construction  of  links,  which  permits  their  ready  removal  Arom  the 
chain  and  prevents  the  aciBdentaL  displacement  of  tbe  parte.  Stating 
the  manner  in  which  his  invention  is  to  be  practiced,  he  says: 

In  (MMinecting  the  links  t^^ether  tbe  front  faces  of  the  liuka,  with  the  euda  reversed, 
are  held  facing  each  other  at  an  angle  of  about  ninety  degrees,  more  or  lees,  the  Apt-  ■ 
tened  portion  b  of  one  link  opposite  to  tbe  spaoe  between  the  hook  and  lip  of  the  other, 
whan  said  bar  b  is  petinitted  to  slip  Into  the  space  left  between  said  Up  and  book, 
after  which  a  ^ght  turn  given  to  either  link  penults  their  being  diaconneoted  until 
they  are  agi^  brought  to  the  exact  position  at  which  they  are  ooimeeted. 

There  is,  it  to  tme,  at  the  end  of  tbe  specificattoii  a  passage  which 
de8Qribe»,  byway  of  amplification,  the  manner  in  which  tbe  hook  port 
of  the  link  is  made : 

The  link  is  east  In  the  fbrm  above  described,  tbe  hook  part  being  formed  by  means 
of  a  core  placed  in  a  mold,  which  also  cbilla  it,  thenby  otrengUuii^og  the  hook  and 
Vteventing  its  being  straightened  or  drawn  out  when  in  oae,  aa  la  sometimaa  doue 
when  tbe  hook  is  made  malleable  and  afterward  bent  into  tbe  required  fbim. 

There  is  nothing  in  the  specification  to  indicate  that  this  manner  of 
casting  the  book  here  recommended  is  essential  to  the  practice  of  the 
iuventiou.  Hore  fetal,  however,  to  the  theory  of  Levalley  is  the  fkct 
that  neither  the  patent  of  Locke  nor  of  Ewart  contains  any  reference  to 
tbe  manner  in  which  the  open  hook  is  formed,  while  both  clearly  desorbibe 
and  d^m  the  pecaliar  joint  which  forms  the  essence  of  the  inventiou 
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upon  Ewart'«  interpretfttion.  These  p»t«DtB,  therefore,  woald  bare  no 
staodiDg  in  the  cODbxtversy  which  Leralley  prc^xwes,  and  the  instita- 
tioa  of  tDch  a  contest  npon  the  part  of  the  Office  would  have  been  a 
mere  Uander. 

There  can  be  little  hesitation  in  choosing  between  the  natnral  inter. 
pretation  of  the  issne,  which  siutains  the  iut£rferenoe  as  declared,  and 
a  forced  eonitraction  of  the  same,  whtcli,  in  effect,  pnta  two  of  the  par- 
ties oat  of  oonrt.  The  original  understanding  of  the  OfBoe  as  to  the 
Batore  of  the  oontroTer^  is  placed  beyond  doabt  1^  the  circnmatancea 
under  which  the  interference  was  declared.  A  patent  was  granted  to 
Ewart  on  October  16, 1877,  for  the  very  invention  which  Levalley  con- 
tends is  now  at  issne,  and  whi^h  was  an  official  annonncemeut,  there- 
fore, that  the  inrentioh  is  not  contiuned  in  Ewart's  1871  patent,  now  in 
controrersy.  In  placing  LeTalley's  reiaaae  application  in  int^erence 
with  the  1874  patent,  ^erefore,  a  constmetiou  was  placed  npon  Lavel- 
'  ley's  claim  and  npon  the  issne  now  before  me'  which  is  conclnsire  upon 
all  parties  to  the  present  emitest.  The  Board,  in  their  opinion,  admit 
the  force  of  this  reasoning,  but  felt  at  liberty  to  go  beyond  the  record 
and  try  the  hypothetical  issne  between  the  rdssne  application  of  Leval- 
ley and  the  1877  patent  of  Ewart,  not  in  controversy. 

Gathering  the  intentions  of  the  parties  tcom  the  papers  on  file,  with- 
out reference  to  the  testimony  taken  to  affect  the  result  of  the  interfer- 
enoe,  I  find  that  the  contested  invention  is  a  cbain-iink  with  a  central 
opmiing  provided  with  an  open  hook  which  is  adapted,  when  placed  in 
an  nnnsnal  position,  to  be  conpled  to  and  uncoapled  from  other  centrally- 
open  links  without  bending  the  hooks. 

The  lower  tribunals  and  the  parties  to  t&e  case  substantially  agree 
that  npon  this  understanding  of  the  issue  Ewart  is  clearly  the  prior  iu- 
ventor.  In  this  state  of  ihcts  I  do  not  think  it  necessary  to  discuss  at 
great  length  the  histoiy  of  the  respective  inventions,  t  have  careftiUy 
examined  the  testimony  in  the  case,  and  am  satisfied  that  Ewart  dis 
closed  the  invention  in  oontroversy  in  June,  1873,  that  he  prosecuted  the 
invention  with  reasonable  diligraice,  and  that  he  perfected  the  invention 
and  practically  operated  the  same  in  the  field  by  June  of  the  following 
year. 

The  testimony  of  levalley  shows  that  he  disclosed  the  invention  in 
October,  1873,  and  that  he  subsequently  took  steps  to  complete  hie  in- 
ventiou  and  made  application  for  his  patent. 

Locke's  application  was  filed  December  12, 1874.  He  has  submitted 
no  testimony,  and  mast  he  restricted  to  his  record  date. 

W.  D.  Ewart,  therefore,  is  adjudged  the  prior  inventor. 


b,Googlc 
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Lbtallbt  p.  Ewabt. 

OteUM  Jnlg  IS,  1681. 

80  O.  O.,  67S. 

PuoK  Imventok— Abakdoked  Expkrimbht. 

lUndom  expwfmenta,  donbtfol  in  iMult,  AbandDued  fitr  fMn,  and  onlj  MTired 
under  the  (troug  Htlmnlne  of  uiother'a  aucoew,  do  not  >fford  the  ohanetei  of  ptoot 
Deaeasuy  to  the  OTerthtoir  of  a  p»t«ut. 

Appbal  from  the  Examiaers-in-Cbief. 


AppiiOATioir  of  Christopher  W.  Levalley  filed  May  26, 1879.  Pat- 
ents of  Wimam  D.  Ewart  of  March  6, 1877,  Ifos.  188,1U,  188,115,  and 
188^16,  filed  IfoTember  20, 1876,  and  196;116. 

JTr.  H.  H.  DovbUdof  for  Levallef . 
Mr.  J.  N.  Melntire  for  Ewart 

Habble,  Committitmer : 
The  subject-matter  iii  iDterfereace  Is — 

1.  A  chain-link  prorided  with  a  projecting  spur  adapted  to  support  a 
carrier. 

2.  A  chain-link  itrovided  with  anf^ulai'  supports  adapted  to  receive 
wid  aastain  a  carrier. 

3.  A  chaiu-link  provided  with  an  upward  pixijectoiu  adapted  to  sup- 
port a  carrier  above  the  plane  of  the  bar  which  connects  the  said  link  with 
au  adjacent  link. 

4.  A  chiun-liDk  provided  with  mi  open  hook  cast  thereon,  Id  combina- 
tion with  a  keeper  adapted  to  prerent  the  escape  of  the  next  link  of 
the  series  &om  the  open  end  of  the  Look. 

The  teatlmony  taken  by  Levfdley  in  the  parallel  case  of  Locke  v.  Le- 
vaiiejf  V.  .fiuwrt  is,  by  stipulation,  introduced  Into  the  present  case. 

An  ezaminatjon  of  the  testimony  shows  that  Levalley  made  several 
sample  links  in  brass  in  the  fall  of  1ST2,  exhibiting  the  various  features 
enumerated  in  the  issues.  These  links,  according  to  one  witness,  were 
«OQpled  into  a  short  chain  and  tested  in  the  workshop,  but  were  never 
put  to  any  practical  use.  This  form  of  chain  was  soou  disccurded,  the 
links  already  made  were  laid  aside  and  lost  or  melted  up,  and  succeed- 
ing styles  of  chain  made  in  the  further  prosecution  of  Levatley's  ex- 
periments exhibited  the  various  defects  which  it  is  now  alleged  these 
links  sucoessftilly  overcame.  Levalley  took  no  step  to  revive  his  in- 
vention until  eight  years  afterward,  when  be  had  become  involved  in 
controversy  with  Ewart's  patents.  All  physical  traces  of  his  invention 
have  in  the  mean  time  passed  away,  and  the  recollection  of  his  witnesses 
is  now  aided  by  lllnstratlve  links,  made  for  the  puiposes  of  the  occa- 
sion.   These  links  show  a  projecting  spur ;  but  it  is  noticeable  that  none 
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of  tl)6  witnesses  referrMl  to  the  spar  in  any  mannef,  nor  sbov  any  ap- 
preciattoD  of  its  use. 

It  is  clear  that  the  spurs  were  never  actnf^Iy  used  to  support  a  car. 
rier,  aud  there  is  no  evidence  that  Leralley  ever  explained  this  feature 
of  the  invention. 

These  random  experiments  of  Levalley,  donbtftal  in  revolt,  abandoned 
for  years,  and  only  revived  under  the  strong  stimnlns  of  Ewarf  s  sne- 
0888,  do  not  afford  the  character  of  proof  necessary  to  the  overthrow 
of  a  patent.  Jndged  by  the  estimation  in  which  the  invention  was  ap. 
parentty  held  by  the  inventor  during  the  long  period  of  neglect  prior 
to  the  pnblication  of  Ewnrt's  invention,  rather  than  by  the  less  reliable 
guide  of  his  present  opinions,  Levalley'a  invention  can  only  raqfc  as  an 
inchoate  and  abandoned  experiment.  Parham  v.  Sewing  Machine  Co.y 
4  Fish.,  468. 

Ewart  has  not  printed  his  testimony,  but  relies  upon  the  prima  facie 
case  presented  by  his  patent. 

I  must  concur  with  the  Examiner  of  Interferences  and  with  the  Board 
that  Levalley  has  tbiled  to  sustain  the  burden  of  proof,  and  Ewart  is 
accordingly  adjudged  the  prior  inventor. 

The  record  in  the  case  will  be  transmitted  to  the  Examiner,  who  will 
determine  how  far  the  claims  of  the  Levalley  application  are  barred  by 
the  iustances  of  public  use  of  the  invention  disclosed  in  the  nnprioted 
-testimony  submitted  in  behalf  of  Ewart. 


Hull  r.  I>owden. 

Veddia  Julg  36,  1861. 

30  O.  G.,  741. 

I.  New  Trial — Bijfficiexcy  of  the  Au.buatioks. 

A  motion  to  rehear  upon  the  Kronndthat  tbe  deoiBion  wm  fonniled  upon  an  er- 
roneous  conception  of  t^.  iMne,  and  was  sgaiuBt  the  weight  of  evidence  addnotd 
on  the  trial,  granted  vherelhe  allegationaof  error  affaoted  every  material  Mnding 
of  the'deciaiou  and  presented  upon  their  face  a  showing  of  manifest  and  material 

3,    iNVENTiON   ISTRrtDL-CKD  BY  AXTESPWEST — APPLICANT   COSCLL'DED  AS  TO     DaTR 
tIFON  IXTBWEBKXCK. 

Where  an  applicant  personally  introdnoed  the  cont«sted  luTentton  into  hts  ap- 
plication by  amendment  under  circumetancei  ghoning  that  he  had  not  preTioiuly 
tbonght  of  the  inventiou,  be  thug  niado  an  ofllclal  record  of  the  origin  of  his  in- 
vention, nhicbmnet  be  taken  aa  a  controlling  fact  ill  filing  the  date  of  his  inven- 
liou. 
3.  Same— May  bb  Evidence  Collatekali-y,.  aj.tiiough  Ministerial  Act  may 

SOT  BE  Krvirwabi.r, 

The  fbroe  of  this  cotemporanaonii  teetlmony  of  the  ioTentor  as  evidence  in  a  col- 
lateral proceeding  in  not  affected  by  the  drcumBtaooethat  ail  questions  toaelilng 
the  propriety  of  tbe  minieterial  act  by  which  the  new  inventima  was  allowed  to 
be  incoqiorated  into  tlieold  application  are  now  closed,        C^(H)<''[c 
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I.  Lamk— IssrE  CoKBiscBD. 

■Wlieie  it  appeared  fitiin  the  speelflcklioiii  of  thepsrllea  Out  tlie  ioventlou  in 
omitTOTeraf  waaaluup  oigauisodlopMveiit  tha  li«atlDgof  the  oil-cluHiiber  and 
to  vent  the  gues  sccnmiilated  In  the  wick-chamber  and  oil-TCBervotri  at  a  ufe 
diHtanee  from  the  flame,  and  the  innewa*  defined  toinclnde,  among  other  featurea, 
a  rtmote  oil-re«ervolr  and  outwar^rxtendiiig  vent-tnbe,  Held  that  auj  lamp  otber- 
wiw  gimilar  would  fall  within  the  «|tiiit  of  the  Invention  and  the  terma  of  the  la- 
me in  whloh  the  oil-ieaervoir  wa«  aeparate  and  ctintinet  from  the  wiek-tabe,  and 
in  which  the  gaoea  from  the  wick-tnbe  and  oil-chamber  are  delivered  h;  VMit- 
tnbes  awaf  frum  and  at  4  safe  distance  from  the  flame  of  the  lamp. 

Motion  for  rehearing. 


Application  of  Jobn  S.  Hull  filed  March  17, 1880.  Application  of 
Edirajd  M.  Lowden  filed  Jaoaary  38,  .1879. 

Mr.  R.  D.  Wittiamt  for  Hall. 

Meatra.  Sej/motw,  Budd^  Wiegandy  and  CarroU  for  Lovden. 

Marblb,  CommUtioner : 

The  motion  asks  for  a  rehearing  of  this  case  uptm  the  ground  that 
the  decision  vas  founded  upon  an  emmeoas  conception  of  the  issue  and 
was  a^inst  the  weight  of  evidence  adduced.  Tlie  allegations  of  error 
affect  every  material  finding  of  the  decision,  and  pieeent  upon  their 
fiice  ft  shoving  of  manifest  and  material  error.  I  have  therefore  care- 
fully reconsidered  the  whole  case,  and  will  now  set  forth  my  oonclnsions, 
withoat  followiDg  in  order  or  discussing  in  detail  counsel's  allegations, 
of  error. 

The  issues  in  controversy  were  defined  by  the  Primary  Examiner,  as 
fbllows: 

1.  In  alamp,  the  eombiaation  of  an  oil-ieaervoir,  a  wiok-reoeptaole  remote  from  the 
reeemrir  and  ooniiected  therewith  by  an  oil-«andnlt,  and  a  vent  oommnuloatlng  with 
the  upper  portion  of  the  chamber  of  the  wick-ieceptacle  and  the  outer  air,  and  extend- 
ing ontwaid  from  the  wlck-reeept«cle,  eubitautiallr  aa  set  forth,  a  aufllcient  diatance 
to  prevent  vapor  iaaaing  therefrom  mingling  with  the  flame. 

2.  In  a  lamp,  the  combination  of  an  oil-re«erToir  having  an  air-vent  in  Ita  upper 
portion,  and  a  wiok -receptacle  provided  with  a  vent-tnbe  extending  ontward,  sab- 
RtaoUally  aa  aet  forth,  to  prevent  vapor  issaing  therefram  mingling  with  the  flame  of 
the  lamp. 

3.  In  alamp,  the  combination  of  an  oil-receptacle,  a  remote  wick-ieeeptacle,  anoil- 
condnit,  and  a  vent-tnbe  conneoting  the  receptacle  and  the  reeerroirr  Bnbetanttally  a» 
■etfmth. 

Both  parties  agree  that  the  purpose  of  the  iuven  tiou,  as  stated  broadly 
in  the  second  issue,  is  to  provide  a  vent  for  the  escape  of  the  explosive 
gases  which  collect  in  the  upper  part  of  the  wick-tube  and  oil-reservoir. 
In  the  first  and  third  issues  the  invention  is  described  as  applied  more 
particularly  to  that  claes  of  lamps,  shown  by  both  parties,  where  a  sep- 
arate receptacle  is  provided  for  the  oil  properly  connected  with  the 
wiek-tnbeby  an  oil-supply  pipe;  and  in  the  third  issue  a  still  more  pai^ 
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ticolar  constmctioa  is;  described,  where  a  single  vent-tube  connects  the 
apper  portions  of  the' vick-tabe  and  oil-reservoir,  and  discbarges  into 
the  air  in  some  manner  not  specified. 

The  style  of  lamp  referred  to  in  the  first  and  third  issues  is  veil  de- 
fined in  the  art  and  is  distinguished  by  the  independent  oil-reservoir. 
The  expression  "remote  oil-reservoir"  is  somewhat  misleading  from  its 
indeflniteneas,  and  does  not  happily  express  the  distinction  in  hand.  It 
is  ulear,  however,  that  the  lamp  derives  its  character  l^om  the  fact  that 
tlie  oil  is  contained  in  a  separate  and  distinct  receptacle  not  in  contact 
with  the  wick-receptacle.  The  degree  of  "remoteness"  must  be  oonaid- 
«red  as  necessiuily  left  to  the  teste  and  judgment  i>f  the  coDstructor. 

In  light  of  the  specifications  of  the  respective  parties  and  the  Btat« 
of  the  art  as  displayed  in  the  patents  referred  to  by  counsel,  the'  term 
"vent-tube  extending  outwardly"  conveys  a  definite  meaning.  A  sub- 
sidiary purpose  kept  in  view  by  both  iuventora  in  venting  their  lamps  was 
to  deliver  the  gases  at  a  safiicient  distance  irom  the  dame  to  prevent 
any  danger  of  explosion.  This  feature  is  not  broadly  uew  in  lamps  of 
tibis  general  character,  and  an  examination  of  the  state  of  the  art  shows 
that  vent-tubes  have  delivered  at  various  point's  in  tbe  top,  side,  and 
base  of  the  lamp  indifferently.  In  view  of  tbe  ffreat  specific  gravity  of 
the  hydrocarbon  vapor^geoerated  in  these  lamps,  a  downward-exteod- 
ing  tube  affords  a  ready  exit  to  the  gases  and  prevents  any  danger  of 
explosion  from  their  mingling  with  the  flames  ofUm  lamp.  Any  vent- 
tube,  therefore,  is  an  "outward-extending  vent-tnbe,"  witJiin  the  spirit 
of  this  invention,  that  leads  away  &om  and  drivers  at  a  safe  distance 
'from  the  flame  of  the  lamp. 

With  this  understanding  of  the  inventions  in  controversy,  I  come  to 
tbe  examination  of  Hull^  exhibits. 

Since  the  hearing  in  this  case  the  large  lamp,  Hull's  Exhibit  "A," 
bas  been  cnt  open  and  its  interior  construction  exposed  to  view.  In- 
spection of  the  lamp  shows  that  the  arrangement  of  the  vent-tubes  dif- 
fers somewhat  from  the  sketch,  Exhibit  "B,"  made  by  Hull,  and  sab- 
Dtitted  in  bis  testimony  to  illustrate  the  operation  of  the^  lamp.  The 
lamp  in  taet  shows  the  arrangement  of  vent-tubes  represented  in  can- . 
eeled  figure  2  of  the  drawing  connected  with  the  1871  application.  The 
lamp,  Hnll's  Exhibit,  1372,  is  of  similar  design.  These  pieces  of  evi- 
dence, therefore,  stand  or  fall  together. 

The  exhibits  and  tbe  canceled  drawings  all  show  a  diatinct  oil-resa*- 
voir  separated  from  a  central  wick-tnbe  by  a  uon-couductiug  air-cham- 
ber, and  remote,  therefore,  from  it  in  the  sense  of  the  issues.  Tbe  wick- 
tnbe  is  vented  by  a  tube,  which,  after  extending  outwardly  a  short  dis- 
tance, leads  downward  to  the  base  of  the  lamp.  A  vent-tube  again  con- 
nects the  apper  portious  of  the  wick-tube  and  oil-reservoir,  as  called  ftu* 
by  the  third  issue,  while  a  couoeeting-tube  receives  the  gases  from  both 
receptacles  and  discharges  them  at  the  base  of  the  lamp.  Canceled  fig- 
ure 3  of  the  1S71  drawings  shows  separate  vent-tiibea  for  the  'wick-tabe 
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Mwl  oil-reservoir,  and  represeuts,  therefore,  a  modified  fonn  of  the  inven- 
tions set  forth  in  the  first  and  secoud  issues. 

Giving  to  tlie  issues  in  this  case  the  reasonable  coostmction  which 
they  most  bear  Then  interpreted  in  the  light  of  Hie  speoifloationB  of  the 
parties,  I  moat  find  tJiat  HaU's  Exhibit  "A,"  HaU's  Exhibit,  1S72,  and 
the  drawingB  connected  with  Ms  1871  application  foroish  ample  proof 
of  Ijie  conception,  diaclosare,  and  completion  by  Hull  (rf  the  inventions 
in  controversy. 

It  is  maintained,  however,  that  these  exhibits  of  HnlTs  are  bat  the 
vestigeB  of  an  abandoned  invention.  After  a  careful  consideration  of 
this  branch  of  the  case,  1  uinst  conolnde  that  the  charge  of  laches  on  the 
part  of  Hall  is  not  sostaioed.  The  invention  which  he  perfected  in  1870 
by  the  coostmction  and  nse  of  the  fall-sized  operative  lamp,  Exliibit  "A," 
he  proceeded  with  dne  diligence  to  disolose  to  the  public  in  his  applica- 
tiou  filed  July  29, 1871.  His  claims  to  the  features  of  Ms  invention  now 
onder  discussion  were  broadly  drawn,  and  were  properly  rtyected  upon 
reference  to  prior  patents.  Not  discoaraged  by  this  repulse,  he  contin- 
ned  to  experiment  upon  this  style  of  lamp,  and  in  the  next  year  made 
his  lamp,  Hall's  Exhibit,  1872,  embodying  the  ideas  in  cootiwersy.  By 
tiie  sacceeding  year  he  had  farther  improved  the  construction  of  the 
lamp,  and  May  23, 1873,  he  hied  a  new  application,  describing  and  claim- 
ing tiie  invention.  For  the  lack  of  saitably-worded  claims  he  snffered  a 
fresh  ngection,  and  again  took  out  his  patent  for  a  minor  improvement. 
Up  to  tlus  time,  bo  f ar  aa  the  record  shows,  his  efforts  had  been  without 
tiie  spar  of  competition.  Learning  subsequently,  however,  of  the  claims 
of  Uie  Zxiwden  patent,  be  preferred  the  present  application  fbr  a  reissae 
of  his  patent  granted  upon  the  1873  application,  i>resenting  his  claims 
in  the  form  adjudged  by  the  Office  to  be  patentable. 

This  is  a  record  of  misdii-ected  energy  rather  than  of  neglect.  \Miile 
the  condnct  of  hie  various  applications  was  apparently  ill  advised,  I 
cannot,  apon  a  careful  review,  discover  any  convincing  proof  that  at 
any  time  he  abandoned  the  pursuit  of  this  invention. 

In  behalf  of  Lowdei^  witnesses  are  pi-oduced  who  testify  that  the  in- 
vention was  completed  by  him  in  May,  1872.  Considerable  doubt,  how- 
ever, is  cast  upon  this  testimony  by  certain  sigiiiflciiut  facts  connected 
with  the  prosecution  of  his  original  application.  Lowden's  original  ap- 
plication was  filed  in  May,  1872,  Neither  the  drawiug  nor  the  model 
filed  with  that  application  showed  a  reuted  oil-reservoir,  such  as  is  es- 
sential to  the  operation  of  his  lamp  on  the  principles  involved  in  the 
present  controversy ;  but,  on  the  other  hand,  in  bis  specification  he  de- 
scribed his  invention  as  ai>erating  in  a  manner  radically  inconaistent 
with  the  theory  of  the  pi-eseut  lamp.  In  April,  1873,  after  controversy 
with  the  Examiner  in  chiirge  of  his  application,  and  ufter  fturther  "ex- 
periment and  investigation."  he  proceeded  to  amend  his  drawing  aad 
reconstruct  his  specifications,  so  as  for  the  first  time  to  set  forth  the 
inventions  now  in  contitiversy.  This  offlpial  record,  made  by  the  in- 
Sep  *-' 
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ventor  Mmeelf,  Trithout  Ihe  inter\'eutioii  of  any  Rttorney,  siieaks  moet 
strongly  a^ust  liia  present  testimony,  nnd  nmst  be  takea  as  ttie  con- 
tioUiDg  fact  iu  fixing  tbe  date  of  bis  iuveDtiou.  The  force  of  this  cotem- 
iwraneous  testiitiouy  of  the  inveiitcr,  as  e^ideuce  iu  a  collateral  proceed- 
ing, is  not  affected  by  the  fact  that  all  questions  (oncliing  the  propriety 
of  the  ministerial  act  by  which  the  new  iavention  was  aUow^  to  be  in- 
coqiorated  into  the  old  application  are  iio»'  closed.  Tbe  action  of  the 
Commissioner  npoD  a  question  of  that  nature  would  be  equally  conda- 
sire  wbererer  the  validity  of  the  patent  was  in  question,  whether  the 
depfutnre  from  the  original  disclosure  iuTolved  "new  niAtt«r''or  not* 
In  view  of  the  dates  now  fixed  for  Hull's  Invention,  it  is  onnecesBU?  to 
discoss  at  any  length  the  testiniony  in  behalf  of  Lowden.  It  is,  in  foct, 
immaterial  whether  his  invention  be  held  to  date  flrom  May,  1872,  or 
'April,  1873,  since  both  dates  are  long  subsequent  to  Hull's  completion 
and  disdosuie  of  the  iuTention. 

After  a  careful  review  of  the  specifications  of  both  parties,  tfa€  state 
of  tbe  art,  and  the  testimony  iu  the  case,  I  am  constrained  to  believe 
that  the  decision  in  this  case  nndnly  limited  the  scope  of  the  inventions 
in  controvemy;  that,  upou  a  reasonable  coiistractiou  of  the  issues  in- 
volved, the  completion  by  Hull  of  the  inventions  iu  controversy,  and  their 
disdoenre  in  the  1671  application,  must  be  held  to  be  made  out  beyond  a 
doubt  J  Uiat  he  prosecuted  the  invention  with  a  diligence  which  waft 
reasonable  imder  all  the  circumstances  of  the  case,  and  that  the  deds- 
ion  th^efore  worked  a  substautial  iqjnry  to  Hull's  rights  as  the  prior 
inventor. 

I  must  therefore  set  aside  the  decision  in  the  case,  imd  ai^udge  Hull 
to  be  tbe  prior  inventor  of  the  inventions  in  controversy. 


Smith  v.  Ddiond. 

Dea^td  Julg  13,  1681. 
30  0.  O.,  742. 

1.  JvsOMEXT  OF  Pkioritv  mot  Sl'spbndbd  to  await  Determihatiom  of  Ex  Pabtx 

QCEsnoMS. 

The  flnal  Jodgmnnt  of  the  Commissioner  upon  the  qneetion  of  priorit;  of  Inven- 
tion will  not  be  anspeuded  to  awMt  the  deterniin*tion  of  at  parit  qneatlons  relat- 
ing to  the  application  of  the  sncoesafiU  party,  not  affecting  in  any  uunner  th« 
rights  of  the  defeated  party. 

3.  Proofs  ukdbr  Sbctiox  Af&A  Heard  bt  Comuisaiosrr  ik  Pmsoif. 

Probfk  ofTored  nnder  section  4cS)4,  SsTJsed  Sutntes,  to  shew  that  delay  in  pMa- 
eoutiuKan  application  has  been  unavoidable,  irillbe  heard  and  detennined  by  tlift 
Commiuioner  in  person. 
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3.  CoNxiNOor?  Afplic*tiox— Us*voiD*i>LR  Dkut. 

Ad  invoitor  flliil  ad  ftpplicRtion  for  »  patent  in  1871.  Sevent-l  commnnioatiotil 
baviiii;  paw«d  between  the  fipplic»DT  ttnd  the  Office,  liio  Application  naa  flnallf 
rajeott^d  DecemWr  W,  1<1TI.  A  iien  H|>ylicutinn  for  tlie  8ainn  iaventiun  vaa  flltsd 
Apnl  9,  li^iO.  The  amilavit  filed  nnder  necti'm  41^,  to  show  that  thin  long  il«la.T 
wa«  nnavoldable,  ahoned  thnt  the  inventor  \rt»,  during  mnch  of  the  intervening 
period,  ii^  atraitened  cironmitanoet,  and  that  he  expreewd  at  various  times  a  de- 
sifa  t«  obtain  his  patrnt,  lint  did  not  hIiow  tliat  he  made  any  efforts  to  that  «ul. 
Htid  that  the  delay  was  not  imaroiilablr ;  that  tlie  second  spplication  vat  not  a 
continiiouH  filing  with  thefbrmer,  Unt  is  liable  to  be  defeatt-d  by  pnblic  ose  of  the 
invention  occurring  more  thantwu  yean  prior  to  its  date  of  Aling. 

Rbpeeencb  from  Primary  Examiner. 


Application  of  Frank  W.  Smith  filed  April  9, 1879.  Patent  No. 
209,872  granted  to  George  H.  Dimoud  November  12,  1^78. 

^fet»r».  Van  Santvoord  and  Baupt  for  Smitti. 
^fr.  Solomon  J.  Qordon  for  Dimond. 

Makblis,  CommiMtoner : 

This  case  comeM  up  on  report  of  the  Primary  Examiner  niM>u  a  refer- 
enue  nnder  Uole  120.    Thef^M  in  the  case  are  briefly  as  follows: 

The  application  of  Smith  was  placed  in  interference  with  the  patent 
of  Diinond,  July  26, 1879.  Dimond  took  no  teatimony,  but  relied  npontais 
record  dateM.  The  Examiuer  of  Interferences  held  tliftt  the  testimony 
snbmitted  in  behalf  of  Smith  plainly  showed  that  he  liad  made  and  com- 
pleted the  invention  long  prior  to  the  appearance  of  Dimond  in  the 
Office,  bat  added  to  his  decieion  the  suggestion  that  the  testimony  sub- 
mitted had  developed  the  existence  of  a  statutory  bar  to  the  grant  of 
Smith's  present  application. 

The  Board  affirmed  the  decision  of  rlieEsaininer  of  Iiiteiferences  npoa 
the  merits  of  the  case,  and  repeated  the  suggestion  that  inquiry  should 
be  made  as  to  the  possible  exiittence  of  a  stntntory  bar. 

Tlie  case  coming  up  for  final  bearing,  I  remaudeji  the  case  to  the 
Primarj'  Examiner  to  report  upon  the  suggestiuii  containefl  in  the  de- 
cisions of  the  lower  tribnnals.  The  Examiner  reported  tiiut  the  record 
of  the  interference  clearly  eHtabliithed  sueh  public  use  of  tlie  invention 
as  would  amount  to  a  statutory  bar  to  the  grant  of  Smith's  present  ap- 
jtlication,  unless  it  should  be  mitde  to  appear  u>  the  Katisfactioii  of  the 
Commissioner  that  Smith's  delivy  in  proseucting  his  former  applicatktii 
for  the  same  invention,  filed  in  1871,  was  unavoidable,  and  that  the 
present  applicatiou  is  a  continuous  filing  therewith.  Acting  ni>on  this 
intimatioii  uf  the  Primary  Examiner,  Smith  snbmitted  certain  affldavite 
to  show  tliat  'tis  delay  in  ])roceeding  with  his  former  application  had 
been  unavoidably  occasioned  by  his  extreme  poverty,  at  the  same  time 
submitting  an  argument  to  sbow  timt  his  itresent  applicatiou  is  to  be 
regardetl  as  ai-enewal  of  the  one  filed  in  JSiI.  C\h)'^[c 
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The  Primary  Giatniner,  reseiring  for  tbe  personal  consideratiou  of 
tbe  Gommiasioner  the  qaestioD  of  coDtJDaons  filing,  reports,  as  before, 
the  existence  of  a  statutory  bar.  Smith,  anticipating  tlie  nature  of  this 
report,  has  in  the  meantime  filed  a  petition  requesting  that  the  case 
be  DOW  disposed  of  upon  its  merits,  leaving  the  ex  parte  qnestions  at 
isaae  Ijetveen  Smith  and  the  Office  to  be  determined  hereafter.  Hiis 
request  of  Smith  I  consider  to  be  reasonable  in  the  present  condition 
of  the  case. 

The  controrerSy  ia  now  ripe  for  final  determinatiou,  do  f^irther  appeal 
can  prolong  the  interference  proceedings,  andtheexjxirfainrestigation 
of  Smith's  rights  can  in  no  way  affect  Dimond's  rights  before  the  Office 
who  is  already  in  ikossession  of  his  patent. 

There  has  been  no  serious  contest  with  regard  to  the  merits  of  this 
case.  Dimond,  as  before  said,  took  no  testimony  in  the  premises,  and 
after  the  adverse  decision  of  the  Examiner  of  Interferences  he  joined 
with  Smith  in  a  request  to  the  Boanl  of  Ezaminers-in-Cbief  that  they 
shonld  affirm  tbe  decision  of  the  Examiner  of  luterfereuees  npou  the' 
merits  jiro/orma.     His  present  appeal  sets  forth — 

That  Suith  man  a  facto  red -sweftt- leather  in  1871,  the  same  as  wt  forth  in  hia  appli- 
rntioa  of  1871;  that  the  sireat-leatheis  manufkotared  by  tbe  said  Smitli  InlSTl  wei« 
bybim  publiclf  offered  fbr  sale  aud  aotnallriold  ta  Tariou  putin  to  be  nsed  in 
hats,  and  vete  ao  uaed  in  1871. 

I  have  examined  the  record  and  find  it  to  be  clearly  made  oat,  as  de- 
cided by  tbe  Examiner  of  Interferences,  by  the  Board  of  Examiners-in- 
Ohief,  and  as  now  virtually  admitted  by  Dimond  in  his  apxieftl,  that  - 
Smith  completed  his  invention  iu  1871,  and  had  it  iu  practical  use  at 
that  time.  ^ 

The  matters  contained  in  the  Examiner's  report  affecting  Simth'a 
right  to  obtain  a  patent  upon  his  present  application  still  remain  to  be 
dis|M>aed  of.  The  action  of  the  Examiner  in  retnrning  the  papers  to  me 
to  pass  upon  the  preliminary  question  as  to  the  continnity  of  the  pres- 
ent application  with  that  filed  in  1871  is  practically  a  suspensicm  of  his 
judgment  upon  the  umtter  contained  iu  the  origiual  reference.  I  find 
that  the  original  application  of  Smith  was  filed  September  4, 1871. 
Several  communications  having  passed  beiweeu  the  applicant  and  the 
Ofiice,  his  application  was  finally  r^ected  December  26,  1871.  The 
present  application  was  filed  April  0, 1879.  This  long-continued  de- 
lay is  attributed  to  the  xwverty  of  the  inventor  and  bis  inability  to  pro- 
cnre  funds  to  prosecute  sucoesstiiUy  bis  r^jeeted  application. 

The  law  ajiplicabte  to  this  case  is  section  32  of  the  act  of  1870  (Bev. 
Btats.,  sec.  4894),  which  reads  as  follows: 

All  appllcationa  fbrpateotB  sball  be  completed  and  pieparedfiir  examination  within 
two  yeaxB  after  the  filing  of  the  applioation,  and  in  defanll  thereof  m  npon  Winn  of 
the  applicant  to  proaecutethe  same  within  two  years  after  anjr  action  tberein,  of  which 
notice  ahall  have  been  given  to  the  applicaut,  they  ehail  be  Teganledoa  abaudonudby 
tbe  partiea  thereto,  nnleoait  be  shown  totheaatisAwtion  of  the  Commiviouer  of  Pat- 
enta  that  Huoh  delay  waa  una  voidable. 
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The  auttiofities  cited  in  behi^of  Smith  {Colgate  v.  Weitem  Unimi, 
Smith  V,  J)eHtal  Vutetmite  Company,  and  others)  to  tibow  th»t  his  dili- 
gence has  been  nasonable,  an4  that  he  has  not  abandoned  the  inven- 
tion, were  cases  nnder  the  law  of  1836,  and  are  therefore  inapplicable 
to  the  present  case.  Under  that  law  an  application  might  be  renewed 
after  a  lapse  of  any.  period  of  time  auless  it  appear  that  tjie  invention 
had  been  in  the  meantime  abandoned  (Bell  v.  Daniel,  1  Bond,  212),  and 
that,  too,  though  the  first  application  had  been  witlidrawn.  Oo^eg 
V.  Eamet,  1  '^^^all.,  317. 

The  present  law  was  devised  to  overcome  tbe  many  evils  which  had 
sprang  np  nnder  this  practice,  and  proAnded  that  all  apjdicatione  filed 
and  rejected  previons  to  the  passage  of  the  law  would  be  presumed  to 
be  abandoned  by  the  parties  at  the  expiration  of  six  months  from  the' 
date  dt  the  passage  of  the  act,  unless  in  the  meantime  they  should  be 
reneved  (section  35,  second  proviso},  and  that  for  the  futare  all  appli- 
cations for  patents  not  prosecnted  within  two  years  after  any  action  there- 
in shall  be  presumed  to  be  abaudone<l  by  the  parties,  nnless  it  shall  be 
sliown  to  the  satisfaction  of  the  Commissioner  of  Patents  that  the  delay 
was  nflavoidabIe>  I  am  not  aware  t^t  this  section  of  the  law  has  aa 
yet  received  judical  attention,  but  I  find  no  difficulty  in  discovering 
the  application  of  the  law  to  the  facts  of  this  case.  It  is  clear  tliat  only 
an  extraordinary  combination  of  circnmstances  could  unavoidably  pre- 
vent an  inventor  from  taking  some  step  in  connection  with  his  applica- 
tion fiur  a  period  of  neariy  eight  years. 

Attaching  fall  credit  to  the  statunent  of  the  afflantit  that  Bmith  was 
oontinaously  in  straitened  circnmstances,  and  that  he  expressed  at 
various  times  his  desire  to  obtain  a  patent  for  bis  invention,  I  do  not 
find  that  at  any  time  he  made  any  serions  efforts  to  obtain  assistance 
in  proscentiDg  his  application,  or  that  it  is  clear,  as  a  matter  of  fact, 
that  it  was  his  constant  intention  to  renew  the  application  or  procure 
a  patent  for  his  invention.  . 

Prom  Smith's  answer  to  cross-question  43  in  the  record  of  interfer- 
ence, and  fh>m  other  portions  of  the  testimony,  I  gather  that  the  filing 
of  the  present  application  is  due  rather  to  a  change  of  purpose  than  to  a 
change  in  his  circnmstances,  and  wa^  occasioned  by  the  discovery  that 
the  invention  was.  of  some  value  in  oonnectiou  with  Bracber's  patents. 

I  must  hold  that  Smith's  application,  filed  in  ISTl,  was  abandoned 
by  operation  of  section  iSOi  of  the  Revisetl  Statntes,  and  that  he  must 
stand  upon  his  present  date  of  flhug. . 

Smith  is  M^jadged  the  prior  inventor  of  the  matters  in  controversy, 
bat  his  application  will  be  returned  to  the  Primary  Examiner,  who  will 
malce  such  deciaitm  upon  the  question  of  public  use  as  the  record  in  the 
case  and  the  views  herein  expressed  shall  require,  subject  to  appeal  in 
leKolar  jonler. 


b,Goo(^lc 


So  DECIBIOMS  OP  THE  COWMISSIOKEB  OF  PATENTS. 

Ex  PASTE  BbIOHAM. 

Dteidt^  A^l  15,  1861. 
20  O.  O.,  691. 

1.  DiBTiKcnoN  BrrwBKN  Labels  akd  Thade-Hahkh. 

The  proper  tett  in  diitinguiihiDg  betireeD  tiade-niBikB  tliat  uvoi  of  deKrip- 
tioQ  and  labels  that  intpeTfectl; describe  is  to  conaider  nhetlier  the  public  will  on 
tbo  whole  regatd  the  mark  aa  an  arbitrarj'  aymbol  denotiug  oiily  the  origin  and 
owuenihip  of  the  goods  or  as  an  adveitiaeiueut  of  Mtme  desirable  quality  of  the 
gooda  tbenue1ve!> 

2.  Same — "Satin  Polish"  a  Label. 

The  words  "Satin  PoliHh"  are  a  genuine,  if  iinperi*ecl,  attempt  to  describe  the 
leading  oharacteriBtic  of  the  goods  to  which  the;  are  attached,  and  may  form  part 
of  a  label  r 


Appeal  from  lUe  Kxauiiuer  of  Trade-Marks. 

APPLIOATIOH  llltMl  Janaarj'  20, 1881. 

Jiff.  W,  E.  Simondg  for  the  applicant. 
Mabble,  CommMsioner: 

The  BxaiDioer  refttses  registration  to  applicant's  label  on  the  gi'ODDd 
that  the  word  "  satin"  as  applied  to  a  polish  for  boots  and  shoes  is  more 
properly  the  subject  for  a  trade-mark  registration. 

The  applicant  alleges  that  the  "Examiner  erred  in  deciding  that  the 
name  '  Satin  Polish'  is  so  fanvifal  in  its  nature  as  to  necessarily  amonnt 
to  a  trade-mark."  The  Examiner  does  not  deny  that  the  word  is  in  some 
respects  suggestive,  bnt  holds  that  if  there  in  "any  descriptiveness  at- 
tached to  the  word  that  it  is  so  very  remote  as  to  be  hut  secondary." 

It  is  often  difficult  to  distinguish  between  trade-marks  that  savor  of 
di-Bcriptioii  and  labels  that  imperfectly  describe  the  goods  to  which  they 
lire  attached.  I  do  not  know  that  the  line  of  separation  has  be«n  or  can 
be  defined  in  general  terms.  It  is  a  matter  of  judgment  in  each  case, 
and  the  proper  test  to  apply,  as  intimated  by  the  Primary  Examiner, 
is  to  consider  whether  the  public  will,  on  the  whole,  regard  the  mark  as 
an  arbitrary  symbol  denoting  only  the  origin  and  ownership  of  the 
goods  or  as  an  advertisement  of  some  desirable  quality  of  the  goods 
themselves. 

The  luster  of  satin  is  well  known  and  may  be  compared  as  well  aa 
anything  else  to  the  gloss  of  the  well-blacked  shoe.  The  word  "satin" 
as  applieil  is  perhaps  as  good  a  description  by  way  of  resemblance  as 
can  conveniently  be  found  of  the  effi'Ct  produced  by  a  fine  article  of  shoe- 
polish,  and  I  am  inclined  to  think  that  a  cuatoiiier  would  lie  led  by  this 
description  of  the  article  to  expect  a  aatiu-like  luster  as  the  result  of  its 
performances.  Whether  this  repiesentation  is  a  true  one  or  not  is  im- 
material so  long  as  it  is  sufficiently  plausible  to  imiMse  upon  the  public. 

The  descriptiveness  of  the  epithet  in  not  so  "remote  as  to  be  but  sec- 
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oudaiy"  io  the  sense  in  ^hicli  that  phrase  was  ased  in  discossing  the 
propriety  of  the  word  "iuvi^rator"  as  a  trade-mark  fbr  bedsteads. 
That  word  was  not  descriptive  of  any  feature  or  effect  of  the  bedstead, 
and  was  only  in  a  fancifol  maimer  descriptive  of  the  sleep  obtained 
thereon.  :Nor  does  the  word  "satin"  refer  generally  to  the  excellence 
of  the  article  like  the  words  "first-dass,"  "standard,"  " piemiam,"  &0, 
The  words  appear  in  their  proposed  application  to  b&a  genaine,  if  imper- 
fBct,  attempt  to  decioribe  the  leading  characteristic  of  the  uticle,  and  I 
think  the  applicant  should  be  allowed  to  retain  them  as  a  part  of  her 
UbeL 
The  decision  of  the  Examiner  is  reversed. 


Ex  PASTE  Lanfbbv. 
Deei^i  SeptwUr  1, 1S81. 
20  O.  0.,  899. 
1.  Bulb  74— Co]rsTRD(nioK. 

Taking  mil  its  proTUiona  Mgether,  it  U  oleulj  the  Intent  of  Bale  74  to  cftll  out 
Bncb  &cts  alone  u  would  mrve  in  legal  eoateni)tlatlon  to  carry  the  date  of  the  ap- 
plloant's  Invention  back  of  the  leferences  cttsd  in  hai. 

i.    SAMK — Iir\'EKT10M   iMPOBTED  IKTO  THU  COUNTRY. 

A  foreign  invention  imported  in  thie  conntiy  and  made  known  to  otben  la  evi* 
deuce  of  invention  nnder  onr  laws,  and,  if  such  invention  he  completed  and  re- 
dnced  to  practice  in  thia  coontry,  ia  of  eqnal  weight  with  a  foreign  patent  to  aap- 
port  the  titk  of  the  inventor  ot  to  bar  a  aubaeqnent  diaoorer«r. 
3.  SAifs— 8«xx— Hat  Sbow  bt  Affidavit  Uxdkk  Hl'uc  74. 

Foreign  applioanta  will  be  permitted,  nnder  Bule  T4,  fotloiriug  the  pCAOtioe  in 
conteeted  eaaea,  to  make  oath  to  facte  showing  that  the;-  have  made  known  or 
practiced,  ot  caneed  to  be  made  known  or  practiotid,  in  tliit  country,  the  completed 
inventlooa  diaoloaed  in  their  appllcationa  prior  to  the  date  of  the  patents  or  publi~ 
cationa  cited  In  bar ;  bat  tbey  oanuot  be  permitted  to  show  that  they  made  or 
need  their  inventiona  in  a  foreign  oonutt;  before  the  date  of  their  foreign  patents 
for  any  pnrpote. 

Rbfbbsbd  tor  instructions. 


Application  filed  June  9, 1879. 

Mr.  A.  PoUoi  fbr  the  applicant. 
Habblb,  C(HRMwn<m«r.- 

Tbis  case  comes  before  me  on  reference  by  the  Examiuers-in-Chief 
for  instnictions  npon  the  point  whether  a  foreign  applicant  can  be  l>er- 
mitted  under  Bule  ^i  to  carrj'  the  date  of  his  iuA'entiou  back  of  bis  own 
foreign  patent  for  the  purpose  of  anticipnting  the  prior  foreign  patent 
of  another  person.  Bnle  74  makes  no  distinction  iti  terms  between  the 
proof  of  a  domeativ  or  foreign  invention,  providing  guuei-ally,  that — 

When  an  orlg^inal  or  reiaane  application  is  rejected  on  referened  to  an  expired  or  mu- 


40  DECISIONS  OP  THE  COMMISSIONER   OP  PATENTS. 

expired  ilom«atie  pMent  which  aalMtMitiftU;  show*  or  deaotibea  but  does  not  olaiin 
the  Ttjected  invention,  or  to  ■  foreign  patent  oc  to  a  printed  poblioatiou,  and  the  ap- 
plicant ahall  niake  oath  to  iacti,  shoiring  a  completion  of  the  invention  l>efare  the 
ttUug  of  the  application  for  the  domeitio  patent,  or  before  the  date  of  the  foreign  pat- 
ent, or  before  the  date  at  which  the  printedpnblleationwaa  made,  »  ■  *  then  the 
patent  or  publication  cited  will  not  bai  the  grant  of  a  patent  to  the  applicant,  exeept 
tipoD  iuterferenee,  at  provided  in  Bnle  94. 

Taking  all  its  provisionH  together  it  is  clearly  the  intent  of  the  role 
to  call  oat  each  facta  alone  as  would  serve  in  legal  oont4nnplatiott  to 
carry  the  date  of  the  applicant's  invention  back  of  the  leferences  cited 
in  bar.    Ex  parte  Oaaner,  17  O.  Q.,  SOI. 

It  is  nov  a  well-established  inle  in  the  Patent  Office  that  in  contested 
cases  a  foreign  inventor  will  not  be  permitted  to  go  behind  his  foreign 
patent  tor  the  purpose  of  showing  that  he  had  previonsly  completed 
and  need  the  invention  in  a  foreign  conntiy.  Twker  v,  JMvia,  2  0, 
G.,  22i;  Smith  v.  Barter,  7  0.  0.,  1;  Chambers  v.  Bimcan,  WiUon  <^ 
Lavder;  C.  D.,  1876,  223;  Thomas  v.  Bern,  17  0.  6.,  198. 

This,  I  nnderstand,  is  all  that  was  decided  in  the  case  oi  Lauder  v. 
CroweU  et  al.  and  in  the  other  esses  where  tJie  expression  is  used  that 
a  fbreign  inventor  will  not  be  permitted  to  go  behind  the  date  of  his  for- 
eign patent  The  mere  practice  of  an  iuventiou  abroad  eonstitates  no 
bw  to  the  grant  of  a  patent  for  an  invention  subsequently  made  in  this 
coantry.    B.  8.,  sec.  4923. 

It  cnlDnothave  been  the  intent  of  Bale  74,  therefore,  to  permit  a  for- 
eign inventor  to  obtain  a  patent  in  au  ex  parte  proceeding  by  mak- 
ing oath  to  facts  in  regard  to  the  completion  and  use  of  the  invention 
abroad  which  would  be  deemed  irrelevant  upon  an  iasue  of  priority  be- 
tween such  foreign  inventor  and  the  references  cited.  It  la  well  set- 
tled, however,  that  a  foreign  inventor  involved  in  interference  in  the 
Patent  OfSce  will  be  permitted  to  establish  the  ti-ue  history  of  his  in- 
vention so  far  as  it  appears  that  the  invention  has  been  patented  or 
pnblished  abroad  or  has  been  introduced  into  this  country.  A  foreign 
invention  imported  into  this  country  and  made  known  to  others  is  evi- 
dence of  invention  uuder  our  laws,  and,  if  such  invention  be  completed 
and  reduced  to  practice  in  this  country,  is  of  equal  weight  with  a  for- 
eign pateut  to  snpi>ort  the  title  of  the  inventor  or  to  bar  a  subse<]nent 
discoverer. 

An  inventor,  whether  domestic  or  foreign,  wonld  not  be  concluded  jn 
court,  nor  in  a  contested  case  in  this  Office,  by  the  date  of  his  foreign 
patent  from  showing  the  date  of  the  introduction  of  his  invention  into 
this  country,  and  there  is  no  authority-  of  law  for  discriminating  against 
a  foreign  inventor  in  the  ex  parte  conduct  of  his  application. 

Foreign  applicants  -will  be  permitted,  therefore,  under  Bule  74,  follow- 
ing the  practice  in  contested  cases,  to  make  oath  to  facta  showing  that 
they  have  made  known  or  practiced,  or  caused  to  be  tottde  known  or 
practiced,  in  this  eountrj-  the  completed  invention  disclosed  in  their  ap- 
plications prior  to  the  date  of  the  patents  or  publications  cited  in  bar; 
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bat  tbey  eannot  be  i>ermitteit  to  sliow  that  they  made  or  used  their  io- 
TentioQB  in  a  forei^  connti?  before  the  date  of  llkeit  foreignjpstenta 
for  fuiy  pnrpoae. 


Ex  PASTE  FBIBBBKO  &  WOBXUX. 

D»eideiOetobtr&,  1601. 

30  O.  6.,  1164.  ■ 

Tkadk-Mabk. 

Tba  Dune  of  a  peiaon  in  connMitioii  with  other  darka  inaj  torta  pfoper  Mibjaet- 
nutter  for  tnuls'inark  i^iatntlion  b^  th«  toiutneu  ai 

Appeal  Arom  the  Examiner  of  Trade-Marks. 


Application  filed  Aupwt  22, 1881. 

Meaara.  Abraham  &  Mayer  attorneys  for  the  applicants. 
Mabble,  ConmiB»i(mer : 

Appeal  is  taken  fh>m  the  decision  of  the  Examiner  of  Trade-Marks 
in  reAiaing  to  register  as  a  trade-mark  sabject-matter  described  as 
follows : 

Thewonla  "J.  A.  Bowen"uid  the  arbitntrjr  s^mbola  of  a  shield  on  which  iaemVla- 
loned  Ih«  anai  of  the  United  States.  These  have  generallf  been  ananged  aa  ehowu 
;»  th«  actiompaayiiig  fao-siniile,  the  words  "  J.  A.  Bowea,"  in  a  curved  Une,  forming 
the  npper  part  of  a  circle  and  the  word  ''  Bonrbon,"  in  an  inverted  curved  line,  fonii- 
ing  the  lower  part  of  a  circle,  ^tween  these  words  is  the  representation  of  a  fancy 
shield  npbn  which  appears  the  Stars  and  Stripee,  that  form  the  oonventlonal  armorial 
healings  of  the  UniMd  States  of  America;  bnt  the  word  "Bonrbon"  may  be  omited 
without  materially  altering  the  charaot«r  of  onr  trade-mark,  the  essential  features  of 
vhich  are  the  wiirdB"J.  A.  Boa'en"incounectiou  with  the  shield  having  em blasoued 
thereon  the  Stars  and  Stripes,  that  form  the  conventional  armorial  bearings  of  the 
United  States  of  America,  the  whole  gnrmnndml  by  a  plain  ciicnlar  border. 

'  It  la  stated  in  the  application  that  this  alleged  trade  mark  has  been 
contiuaonsly  nsed  in  the  business  of  the  applicants  as  a  trade-mark  on 
Thisky  since  the  year  1857.  The  application  was  rejected  by  thft 
Examiner  because  applicants  refused  to  erase  tbereftom  the  words  "J. 
A.  Bowen,"  the  attorneys  of  applicants  having  admitted  that  he  wbs 
the  person  whom  the  applicants  sncceeded  in  basiness.  The  Examiner's 
objection  to  the  registration  of  said  tnule-mark  is  statnd  as  follows: 

Their  use  of  this  name  is  evidently  intended  to  inform  the  public  of  the  fact  that 
they  are  the  successors  in  bHsinesi  of  J.  A.  Boweii,  and  are  now  engaged  in  the  dis- 
tillation of  lifjuors  formerly  sold  undiT  bis  name.  It  would  seem  to  the  Examiner 
that  this  is  simply  n  transfer  of  "good- will,"  and  nothing  more. 

A  trade-mark  is  an  arbitiary  character  or  characters  without  special 
meaning,  adopted  by  persons,  firms,  or  corporations  for  the  purpose  of 
iileutifyiag  the  gootls  manufactured  by  them  or  of  which  they  have  the 
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sule.  Persons  have  the  right  to  adopt  any  device  or  form  of  words 
possessing  these  characteristics  as  their  trade-marks  so  long  as  public 
propriety  is  not  violated;  It  may  be  tme  in  this  case,  sis  it  is  in  many 
cases,  that  the  name  of  a  person  associated  with  a  particular  trade  or 
bosioess  carries  with  it  the  good-will  of  the  establishment  with  which  he 
was  connected.  If  it  is  the  good-will  simply  that  is  soaght,  then  it 
should  not  be  registered  as  a  trade-mark ;  bnt  if  the  name  of  a  person 
possessing  the  characteristics  of  a  trade-mark  iu  itself,  not  an  applicant, 
is  adopted  by  twy  person,  firm,  or  corporation  to  identify  their  partic- 
nlor  goods,  I  see  no  good  reason  why  it  may  not  be  used  as  a  trade-mark 
and  be  re^atered  as  such.  On  the  contrary,  there  are  many  reasons 
why  it  may  be  so  used.  Tfaelongnaeofthenameof  a  particular  person 
wiUi  a  particular  class  of  goods  mauH&ctured  by  that  person,  or  in  his 
name,  serves  to  identify  those  goods  as  particularly  as  any  other  char- 
acter, device,  or  collection  of  words.  This  is  all  that  is  required  to 
make  It  a  legal  trade-mark.  Whether  persona  other  than  the  person 
whose  name  is  used  have  the  right  to  use  such  name  is  another  ques- 
tion. In  this  case  it  is  claimed  that  the  applicants  have  used  this  name 
^th  the  device  mentioned  as  their  trade-mark  npon  their  goods  dnce 
the  year  1S57.  This  is  sufficient  j»-ima/ac»e  e^ideuee  of  their  legal  right 
to  use  it. 

The  decision  of  the  Examiner  is  overruled,  and  the  certificate  of 
registration  will  issue  in  due  course. 


Ex  Parte  Livingston. 

Deeiitd  Xoembtf  S9, 1861. 

80  0.0.,  1T47. 

1.  Application  Abahdoned  ukdkr  Operatiok  or  Sectiox  4897  Sbvisbd  Stat- 
utes MO  Bab  to  Subsequknt  Applicationb. 

AppUcfttioua  for  patenta  will  be  hereaftei:  euuniaed  without  iefer«iiM  to  former 
applloktioUB  forfeited  and  ftbandoned  bj  operation  of  teotion  4897  Revised  StatatM. 
3.  Affidavits  Be^uibbd  that  the  Jwentcoet  has  not  m  thr  Mean  Tike  bbkn 
IN  Public  Use  for  more  than  Two  Yeabs. 

To  ovenjome  any  prasnmpllon  ariaiug  under  section  4886  Revised  Statntes,  that 
tbe  tnrention  was  In  public  use  piiur  to  tLe  filing  of  the  fornier  application,  appli- 
cants will  Im  required,  before  the  iwuance  of  their  patents,  to  famish  attdavita 
showing  that  tbe  invention  lias  not  been  in  pnbUu  use  more  tlian  two  yeara  prior 
to  the  filing  of  their  htter  appUcHtions. 
3.  A  "Benbwbd  Affucatiox,"  Rbpbhred  Tn  in  Section  4897  Revised  Stat- 
utes,   IS  A  COSTINUATIOX  OK  THE   FoKMER  APPUUATIOX. 

In  denominating  tbe  second  application  called  for  by  section  489T  a  "renewed 
application,"  it  is  expriiesi.v  dcclm-ed  in  norde  that  admit  of  no  other  meauing 
thatsneb  application  is  to  be  regarded  ash  contiuaatiou  or  renewal  of  tbe  fonser 
jiroceediug. 
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4.  A   "WiTHHEU)"  Appucatiox  I>t»CKtuiNATisn  vnou  A  "RKJBCTKU"  OB  AN 

"Abjixdosbd"  ArrucATioK. 

The  "  nithlieli] "  npplication  refen-ecl  In  in  lliiH  Hectiou  is  «iii  generl*,  liaving  nei- 
ther the  iucidenta  of  a  rejected  norxiiHiianilouednppIItniliiD.  Ii  in  an  application 
held  in  abefance  and  liable  to  )«  rcvivKl  n|iiiii  the  ]>fiynient  nf  a  new  l^e,  and 
odI;  l>ecomai  abandoned  after  the  expiration  of  ttro  yeara,  reckouiiin;  ttom  the 
date  of  dHowtmoe. 

5.  ABA?Ii>ONIHNT   OF   A^f  APPUCATIOK  KUT  AK   AuAXDOSXVXT  OF   AN  iKVEXTiON 

UNDitB  Suction  481(7  Eeviscd  Statltbs. 

The  doctrine  may  now  be  rnuaiilered  an  well  established  that  the  abandoumeut 
of  an  eppliaadoH  is  not  of  Itaelf  proof  that  the  applicant  has  abiudoned  his  iHri>a- 
Hon,  and  the  preanniption  arisiujc  theref]i)in  to  that  effect  is  Aveicome  wlieu  the 
applicant  haa  manifested  hia  intention  of  further  proMcnting  hia  inventioD  by  fli- 
iug  and  proaecating  an  application  for  a  patent ;  and  there  la  nothing  in  the  na- 
ture'if  an  application  abandoned  under  the  oi<eratiou  of  aectiou  4897  which  niakea 
It  a  valid  auticipationof  a  Bubaeqiient  Inventor  or  which  niakeeit  proof  aa  agatu^t 
the  applicant  himielf  of  the  abandonment  of  hix  invention. 

6.  8KcnON8  48M  AND  48in  BbTIBKIi  StaTITKS  LIMIT  THR  LtFX  OF  THR  APPU<^A- 

TIONS   Al^OKK — APPLICATI0>r8    SUBSEQUE.VTLV    FiLKD    WILL    HK    DKFEATBO    KY 

lNTBii\'EMiKa  Public  Usk  of  mokk  tha.v  Twi>  Vbak^. 

It  reiulta,  therefore,  that  aeclioua  STj  and  'J-i  of  the  law  of  1S7I),  wbieh  have  I*- 
«onie  eectioDs  4894  and  4S9T  of  the  Revised  Slatntea,  were  deaigiied  to  establish  a 
nniform  limit  of  two  years  to  the  life  of  the  several  claaeea  of  applications  referred 
to  therein,  oompelUng  the  varioaa  atiplicants,  af>«r  that  period  of  neglect,  to  lilo 
new  and  independent  applioatioua,  »liich  are  liable  to  be  defeated  by  any  statn- 
toty  bar  that  may  have  arisen  in  the  : 

Appeal  tVom  Primai-y  Exaitiiiier. 


Metsr*.  C.  H.  Waiert  <£•  Co.  for  the  applicftut. 
Makblb,  Commimoner: 

This  appeal  raises  the  questiou  as  to  the  tigbt  of  aa  iuveutor  to  pros- 
ecute nn  upplicatiou  for  a  patent  filed  more  thao  two  years  after  the 
date  of  allowauoe  of  a  former  application  for  the  same  inveutioo  for- 
feited for  noQ-paymeot  of  the  &aal  fee.  Sectiou  4^T,  Revised  Statutes, 
provides : 

Any  penon  who  has  an  intercit  in  an  invention  or  discover)-,  whether  as  ia^-entor, 
diacoverer,  or  assignee,  for  which  k  patent  was  entered  to  iasne  upon  the  jwynteut  of 
the  final  tee,  bat  who  faila.to  make  payment  thereof  within  six  muntlu  from  the  time 
at  which  it  was  paused  and  allowed,  and  notice  thereof  was  sent  to  the  applicant  or 
his  agent,  ahall  have  a  right  to  make  an  application  for  a  patent  for  auoji  iDventlon  or 
diacovery  the  same  aa  in  the  case  of  an  original  application.  BHt  nok  seMNiI  applica- 
tion M«*i  it  madt  Kilkim  Iwo  fsart  ^r  the  aUoira»u  of  tin  sriffnal  ajip/Jcarioa.  But  no 
person  shall  be  held  responsible  in  damages  for  the  maniiTHctnre  or  oae  of  any  article 
or  thing  for  which  a  patent  was  ordered  to  ixsiie  under  such  reuewed  application  prior 
to  the  issne  of  the  patent.  And  upon  the  hearing  of  renewed  applicatioue  preferred 
nnder  this  section  abandonment  shall  be  considered  aa  a  question  of  fact. 

In  the  absence  of  any  authoritative  constrnctiou  of  the  law,  the  opin- 
iou  seems  to  have  prevailed  quite  geiienilly  in  the  pi'ofession  tliat  the 
irords  which  I  have  italicized  in  the  above  quotation  by  implicntion  for. 
bid  the  Goumiwioner  to  entertain  any  appliciition  for  an  iuvention  filett 
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more  tbaD  two  yean  after  the  date  of  allowaoce  of  a  former  applicatiou 
for  the  same  inrentioii.  Viewed  in  this  light  the  section  in  question  is 
anomalans  in  setting  a  limitJttioa  npon  the  fundamental  right  of  an  in- 
ventor nnder  the  patent  laws  to  obtain  a  patent  for  his  new  and  nsefal 
invention.  This  anomaly  is  rendered  the  more  striking  by  the  liberal 
constmction  now  generally  placed  upon  the  analogons  proviBions  of 
section  4884,  relating  to  a  for  less  meritorious  class  of  applications. 
From  this  comparieon  it  wonld  appear  that  an  inventor  who  haa  sncceaa- 
fiilly  passed  the  ordeal  of  examination,  and  whose  invention  has  been 
ac^ndged  new  and  nsefal  to  the  pnblic,  will  be  forever  barred  ftt>m  ob- 
tuning  protection  for  the  same  after  a  delay  of  two  years  in  performing 
an  act  not  relating  at  all  to  the  merits  of  his  case,  while  a  dilatory  ap- 
plicant, who  has  failed  to  complete  his  application  or  to  prosecute  the 
same  within  two  years  after  an  adverse  action  therein,  will  be  permitted 
to  re-present  hia  invention  to  the  Office  and  ni^  his  claims  anew  at  any 
time  thereafter. 

The  statement  of  Mr.  Acting  Commissioner  Doollttle,  in  the  ease  of 
P.  J.  Hardy  (1877,  C.  D.,  110),  that  this  discrimination  has  existed  in 
the  law  for  fourteen  years  is  clearly  erroneous  in  point  of  fact,  and  the 
argument;  so  far  aa  it  is  based  upon  that  statement,  falls  to  the  groniid. 
As  a  matter  of  fact,  the  prorisious  which  have  now  become  respectively 
sections  489 1  and  4897  were  simnltaneously  enacted  in  the  law  of  187U, 
and  I  tiiink  that  there  are  clearly  indications  in  the  law  that  both  sec- 
tions were  conceived  in  the  same  spirit,  though  relating  to  diffei-ent 
classes  of  cases. 

I  am  the  more  fovorably  inclined  to  the  appeal,  as  it  is  now  generally 
recognized  that,  any  law  must  be  deemed  harsh  and  ntyust  which  for- 
ever consigns  a  meritorious  invention  to  the  secret  archives  of  the  Office, 
and  which  will  only  permit  its  dieclostire  to  the  public  upon  its  mn- 
vention  by  a  subsequent  inventor.  Illiberal  as  such  a  provision  would 
be,  however,  it  was  nndoubteilly  the  law  ftom  March  3, 1863,  to  the 
time  of  the  consolidation  of  the  patent  laws  in  1870. 

The  act  of  1803  provided  that  if  the  final  fee  was  not  paid  within  six 
months  from  the  date  of  the  allowance  the  patent  wonld  be  withheld, 
"  and  the  invention  therein  described  become  public  property  as  against 
the  applicant  therefor." 

The  amendatory  act  of  June  S."!,  1864,  extended  the  privilege  of  pay- 
ing the  final  fee  and  receiving  the  patent  to  any  person  iiaving  an  inter- 
est in  the  invention,  whether  as  inventor  or  assignee. 

In  the  amendatory  act  of  March  3, 1863,  first  appeared  the  langnage 
of  the  present  law  authorizing  the  inventor  or  assignee  to  file  a  new 
applicatiou  for  the  invention  within  two  years  after  the  date  of  allow- 
ance. 

In  the  consolidation  of  the  patent  laws  in  18T0,  however,  the  provis- 
ions of  the  act  of  1863,  that  upon  the  ttorfeiture  of  the  application  the 
"  invention  shall  become  public  projierty  as  against  the  applicant  th«re' 
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for,"  vas  omitted,  tttereby  leaving  the  iDventor  free  by  implicatioii  to 
i-eaasert  bis  claim  to  the  exclusive  ei^oyment  of  the  inveotioii  in  a  new 
MidindependeDt  application. 

As  further  ahowing  the  intent  indicated  by  this  omission,  the  conclud- 
ing provisions  of  the  second  proviso  of  section  35  of  the  law  of  1870  were 
at  the  time  of  the  general  revision  added  to  the  body  thereof,  which  has 
become  the  section  (4897  of  the  Bevised  Statutes)  tinder  consideration. 
The  provision  referred  to  is  as  follows : 

UpOD  tlk«Ii««iiiigof  •Dch  renewed  kpplicBtiousBbandoumeBt  shall  be  coostdeied  as 
a  (ineatiou  of  fact. 

The  concluding  provision  of  the  body  of  section  35  was  also  modi- 
fied in  the  revision,  and  no,w  reads: 

But  no  penoD  aball  be  held  TMpoiwible  nniler  such  renewed  applioation  prior  to  the 
jtun*  of  the  patent. 

The  signiflcanoe  of  tlie  term  "renewed  application,"  here  introduced 
into  this  section  of  the  statute  as  defining  the  nature  of  the  new  applica- 
tion referred  to  in  the  preceding  pai-t  of  the  section,  is  not  to  be  mis- 
taken.   The  second  proviso  of  section  35  was  as  follows : 

A»ipf«vid»d'f»rAeT,  That  wben  an  appUoatioii  fors  patent  haa  been  rejected  or 
withdraiTD  prior  to  the  poeeage  of  thli  act  the  applicant  Bliall  bare  six  months  tcom 
the  date  of  snch  paaxage  to  renew  biit  application  or  to  flle  a  new  one,  and  if  he  omit 
t«  do  either,  his  appUeatian  shall  be  held  tu  bare  beeu  abandoned.  Upon  the  hearing 
<kf  snch  renowed  appUoations  alM^nilonmsnt  shall  be  considered  aa  a  matter  of  fact. 

Here,  as  in  the  section  under  consideration,  it  ie  expressly  declared 
that  the  inventor  shall,  in  certain  cases,  flle  a  new  application ;  but 
under  the  conditions  specified  in  the  act  the  new  application  was  in 
practice  accepted  as  a  continuance  of  tlie  former  application,  was  called 
a  "renewed  application,"  and  ei^oyied  all  the  ad\'antages  incident  to  the 
earlier  date  of  filing. 

The  '-renewed  application,"  however,  did  not  originate  with  the  law 
of  1870.  The  law  rather  was  a  limitetion  of  rights  which  tlie  patent«e 
had  previonsly  ei^oyed  by  A~irtne  of  a  long  line  of  decisions  iti  the  Su- 
I>reine  and  circuit  courts. 

In  ascertaining  the  time  when  public  use  began  to  run  against  the 
patentee  under  the  provisions  of  the  laws  of  1836  and  1839,  the  courts 
followed  a  princ^le  which  may  be  stated  as  follows :  Where  an  Inventor 
has  once  disclosed  his  invention  to  the  Patent  Office  and  manifested 
hia  intention  to  obtain  a  patent  therefor  by  duly  filing  an  applica- 
tion for  a  patent,  any  subsequent  application  filed  by  him  for  the  same 
invention  will  be  deemed  obtein  contann  or  renewal  thereof,  unless  snch 
first  application  has  been  in  the  mean  time  abandoned  in  t^t  or  by  opera- 
tion of  law.  Godfrey  v.  Eamet,  1  Waft.,  317 ;  Bell  v.  Daniela,  1  Bond, 
213}  Stiver  v.  Braunsdorf,  7  Blatebf.,  521;  J<mea  v.  Setcall,  3  O.  G., 
630 }  JoAiwoM  V.  J'a«««Mft,  5  Fish.,  198 ;  Colgate  v.  Wettem  Union  Tele- 
grt^X  Company,  14  0.  G.,  443 ;  Goodyear  Dental  Company  v.  Willie,  7  O. 
G.,  43;  Henry  v.  Fraiieeetown  Soapetone  Company,  9  O;  G.,  408;  U.S. 
R'ifl*  and  Cartridge  Company  v.  Whitney  Arma  Company,  11  O.  G.,  573. 
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In  other  words,  it  iB  immaterial  upon  n'liat  particular  set  of  applica- 
tion-papers tile  jiateiit  issues,  provided  there  has  been  a  coiitmuons 
intention  to  obtain  a  patent  for  the  inveiitiou  disclosed  in  the  original 
applicatiou,  I  know  of  no  recent  decisions  or  provisions  of  law  which 
render  this  doctrine  obsolete  at  the  present  day.  The  courts  would 
nudonbtedly  regard  a  new  applicatiou  filed  within  the  life  of  an  origi- 
nal ap))lication  limited  by  section  4894  of  the  Revised  Statutes  as  a 
renewal  of  the  original  ai^plication,  unless  the  facts  of  the  case  showed 
an  intention  to  sever  the  two  pi-oeeedings.  I  am  accordingly  unable  to 
see  why  it  should  be  presumed,  even  in  the  absence  of  the  preseut  ex- 
pressed declaration  to  the  contrary,  that  the  new  applicatiou  called 
for  by  section  1897  is  not  to  be  regarded  as- a  renewal  and  continuation 
of  the  former  proceedings.  The  section  does  not  contemplate  any  bi-eak 
in  the  continuity  of  the  inventor's  purpose  to  obtain  a  patent,  since  it 
specifies  the  manner  in  which  he  shall  proceed  to  obtain  bis  patent.  !(; 
does  not  declare  that  the  first  application  is  abandoned,  which  is  the 
language  uniformly  employed  in  other  sections  of  the  law  where  it  is 
the  pnrpose  to  sever  the  connection  between  the  old  application  and  the 
new.  It  would  be  nunecessarily,  and  therefore  improperly,  extending 
the  penalty  of  the  statute  to  assume  that  a  "withheld"  a]iplicatio&  is 
an  al>audoned  application  in  the  sense  that  an  inventor  may  not  ^are 
the  advantage  of  the  earlier  date  of  filing.  As  already  appears,  w  iii- 
ventor  may  of  his  own  accord  re-present  bis  invention  in  a  new  appli- 
cation withont  thereby  abandoning  his  old  one  in  this  aenseof  the  term, 
and  I  see  no  reason  for  assuming  that  any  more  serious  consequences 
are  entailed  by  a  law  which  merely  enforces  this  added  tax  upon  a  sloth- 
fid  inventor. 

I  regard  the  words  "renewed  application,"  added  to  the  law  at  the 
time  of  the  revision,  as  declaratory  of  the  sole  effect,  as  now  explained, 
which  the  general  language  of  the  first  part  of  the  section  conld  have  bad 
when  construed  in  light  of  well-establisbed  doctrinea  In  denominating 
the  second  application  a  "  renewed  application'*  it  is  expressly  declared^ 
in  words  that,  so  far  as  I  am  aware,  admit  of  no  other  meaning,  that 
such  application  is  to  be  regarded  as  a  continuation  or  renewal  of  the 
former  proceeding.  In  constming  the  law  it  would  be  manifestly  im- 
proper to  disregard  the  well-settled,  not  to  say  technical,  meaning  which 
these  terms  have  acquired  by  long  usage  in  the  uonrts,  and  would  in- 
volve, moreover,  the-  inconsistency  of  attaching  different  meanings  to 
the  same  words  in  what  may  now  be  considered  as  the  body  of  sectiou 
36  of  the  law  of  1870,  and  in  the  second  provision  thereof.  Tlie  introt 
dnction  of  these  terms  into  the  statute  is  none  the  leas  effective  that  the 
general  language  of  the  first  part  of  the  section  stands  unchanged.  It 
is  a  well-settled  mle  of  constructiou  that  general  and  comprehensive 
language  in  one  part  of  a  statute  is  necessarily  limited  by  the  more  spe- 
cific provisions  occurring  in  another  part  of  the  same  statute.  Fotter'K 
Dwarris  on  Statntes  and  Gonatitntionx,  188. 
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"  Thus  in  the  constmction  of  tap.  9  of  tlie  statate  of  Glaacester,  '  Piircltiv  e*t,  qite 
ttN?  ajtpeale  loil  dimttu,'  ^cl,  this  clause,  takeii  by  itself,  is  geueral,  aod  literally,  aa  soma 
bare  takea  it,  extendeth  to  all  appeals,  as  of  death,  robbery,  rape,  felony,  &.a.;  but 
fx  anttcedenlUHU  tt  eoMttgutntibvi  fil  ojitinia  ialtrprtlatio  and  all  tlie  antecedent  cljin8e» 
do  ciHi'cem  the  death  of  man  (mnrder);  it  was  therefore  held  that  the  appeals  of  rob- 
bery, npe,  felony,  &,c.,  are  not  within  this  act."    Ibid,  18?. 

Statutes  are  to  be  interpreted  bo  as  to  give  effect  to  all  the  word» 
tlieieiu,  If  snch  interpretation  be  reasonable.  United  States  v.  Btusetty 
2  Story,  38&. 

The  first  part  of  tbe  aectioD,  tfaen,  when  rendered  in  fall,  ticeordin^ 
to  the  intent  of  the  lei^slator,  would  i«tid : 

Any  penon  in  interest  *  *  *  ghall  have  a  right  to  make  a  renewed  Bpplioation 
for  ft  patent  for  sncli  invention  or  discovery  the  ume  as  in  caae  of  an  original  applica- 
tion, bnl  aneh  second  (rmrimd)  applicKtton  ninst  be  made  within  In-o  feon  tiler  the 
allowance  of  the  orif(insl  application. 

Approaching  the  consideration  of  thia  section  from  another  point  of 
view,  I  find  that  the  practice  of  the  Office  has  beea  in  one  importAnt 
panicnlar  uniformly  cousisteot  with  the  views  now  expressed.  From 
the  first  the  OfiQce  has  accepted  the  payment  of  a  new  fee  and  a  request 
that  the  patent  isane  npon  the  old  papers  as  a  sufficient  new  filing  or 
refiling  within  the  spirit  of  the  law.  This  is  in  effect  a  revival  of  the 
old  application  or  a  refiling  upon  i>aymeqt  of  a  new  fee.  For  it  cannot 
be  SDpposed  that  the  oath  of  invention  attached  to  one  application  can 
support  a  patent  granted  upon  another.  James  ffeginbotliam,  8  O.  G., 
337.  A  similar  practice,  I  am  informed,  wa«  permitted  in  refiling  "  yritb' 
drawn"  applications  renewed  auder  the  provisions  of  section  36,  second 
proviso,  law  of  1870.  Aside  from  the  significance  of  this  practice  as  a 
(WDtemporaneoas  constmotion  of  the  law  by  those  who  participated  in 
Owning  it,  the  practice  is  the  only  one  by  which  effect  can  be  given  to 
the  words  of  the  statute  which  extend  to  auignen  the  privilege  of  filing 
new  applications  within  two  years.  In  continuation  of  the  spirit  d  tlie 
act  of  1864,  which  enabled  an  assignee  to  perfect  the  application  by 
IMyment  of  tlie  final  fee,  the  assignee  is  now  permitted  to  make  pay- 
ment of  a  new  fee  in  aid  and  contiuiiation  of  an  application  already 
filed.  Id  tbis  way  alone  can  any  special  meaning  be  attached  to  this 
provision  additional  to  and  n&t  inconsistent  with  other  equally  binding 
I>roTisions  of  the  law.    Sec.  6,  law  183? ;  sec.  4895,  Rev.  State. 

If  the  views  now«xpressed  as  to  the  status  of  the  second  application 
called  for  by  section  4897  are  correct,  it  is  dear  that  the  section  declares 
in  effect  that  a  "withheld"  application  is  nti  generis^  having  neither 
the  incidente  of  a  rtgected  or  abandoned  application,  but  that  it  is  an 
application  held  in  abeyance  and  liable  to  be  revived  upon  the  payment 
of  a  new  fee,  and  that  such  applications  will  only  become  abandoned 
after  the  expiration  of  two  years,  reckoning  from  the  date  of  allowance. 
Like  section  4891,  it  limite  the  life  of  the  application  to  two  years  after 
the  last  action  of  the  Office,  but  operates  npon  a  different  class  of  appli- 
cations, and  introduces  the  new  principle  that  after  a  certain  period  of 
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neglect  an  additional  t»x  will  be  imposed  npon  the  inventor.  In  patt- 
ing flrom  tibese  conclnsions  to  the  consideration  of  the  effect  of  the  final 
abandonment  of  an  application  under  this  section,  npon  an  application 
anbaequeutly  filed  we  come  npon  well-trodden  ground. 

In  admioisteriDg  the  law  of  1870  the  Office  in  the  first  iostanoe  took 
the  position  ttiat  inrentors  whose  applications  were  abandoned  by  oper- 
ation of  Beotion  32  and  of  the  second  proviso  of  section  35  had  exhausted 
their  rights,  and  were  forever  debarred  ftom  prosecuting  independent 
applications  for  the  same  invention.  The  Office,  however,  having  form- 
ally adopted  the  doctrine  announced  by  the  Sopreme  Court  in  the  case 
of  Broum  v.  Guild  <£  Selbg  (6  O.  G.,  392),  tttat  abandoned  appUcations 
form  no  bar  to  the  grant  of  a  patent  to  other  inventors,  a  general  recon- 
sideration was  had  as  to  the  propriety  of  rejecting  the  same  inventor 
npon  reference  to  his  own  abandoned  application.  It  was  finally  held 
with  reference  both  to  section  32  and  the  second  proviso  of  section  36 
that  a  statute  which  merely  discontinues  all  proceedings  under  a  par- 
ticular application  cannot  by  any  jost  rule  of  constmctiou  be  enlarged 
to  operate  a  forfeiture  of  the  invention  contained  therein  and  make  the 
abandoned  application  a  bar  to  the  grant  of  a  patent  in  face  of  the  rul- 
ing of  the  Supreme  Court.  Ex  parte  Oolding,  8  0.  G.,  141 ;  Ex  parte 
ComptoH,  9  O.  G.,  5. 

I  do  not  think  it  necessary  at  this  time  to  review  at  length  the  argu- 
ment npon  which  this  conclusion  is  based.  The  doctrine  may  now  be 
cousldeted  as  well  established  that  the  abandonment  of  an  application 
is  not  of  itself  proof  that  the  applicant  has  abandoned  his  inrMttton,  and 
any  presumption  arising  therefrom  to  that  effect  is  overcome  when  the 
applicant  has  manifested  his  intention  of  farther  prosecutiug  his  inven- 
tion by  filing  a  fresh  application  for  a  patent  This  subsequent  ap- 
pli  cation,  however,  will  derive  no  a<lvautage  liroDi  the  former  proceed- 
ing, bnt  will  be  liable  to  be  barred  by  iolsrveaing  pnblic  ose.  The  &jy 
plication  of  these  principles  to  the  cose  of  an  application  abandoned  un- 
der the  provisions  of  section  4897  is  ob\iou8.  Tliere  is  nothing  in  the 
nature  of  an  application  abandoned  under  this  section  of  the  law  which 
makes  it  a  valid  anticii>ation  of  a  subsequent  inventor,  uor  which  makes 
it  proof  as  apainst  the  applicant  himsel^of  the  abandonment  of  his  in- 
vention. 

I  find,  therefore,  that  sections  35  and  32  of  the  law  of  1870  (which  have 
become  sections  4804  and  4894  of  the  Revised  Statutes)  were  designed  to 
establish  a  uuiform  limit  of  two  years  to  the  life  of  the  several  classes 
of  nppUcations  referred  to  therein,  compelling  the  various  applicants 
after  that  period  of  neglect  to  file  new  and  independeut  applications, 
which  are  liable  to  be  defeated  by  any  statutory  bar  that  may  have 
arisen  in  the  mean  time. 

The  interpretation  of  the  section  now  arrived  at  has  the  merits  of 
being  reasonable  in  itself  and  harmonions  with  the  spirit  of  patent  leg- 
islation as  displayed  in  the  other  provisions  of  the  law.    It  is  to  be  re- 
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menibered  that  the  section  deals  with  a  nmitorionB  claas  of  appUoatioUf 
presenting  inventioiis  which  have  already  receiTed  the  fitrorable  oon- 
sideration  of  the  Office.  lu  limttiDg  the  life  of  such  applicatioDS  to  A 
period  of  six  moDths  the  law  would  bear  aiiequally  apou  snob  applica- 
tions as  compared  with  those  of  seemingly  less  merit  Adling  under  the 
provisions  of  section  4891  of  the  Revised  8tatat«8.  In  fbrthenutce  of 
pablic  interests,  however,  it  may  be  considered  rensonable  to  snbject 
the  inventor  to  an  additional  tax  npon  his  application  after  the  expira- 
tion of  that  period  of  delay.  This  is  a  provision  apparently  well  calca- 
lated  to  spar  the  tardy  inventor  and  basten  tbe  disclosure  to  the  pnblio 
of  the  iuventionu  which  bave  been  deemed  of  safflcient  importance  to 
warrant  the  grant  of  a  patent.  It  is  eqnally  dear,  however,  that  no  ap- 
plication filed  more  than  two  years  after  the  date  of  allowance  of  the 
former  aipplioation  for  the  same  invention  oan  derive  any  support  flrom 
the  former  proceedings,  which  bave  become  outlawed  by  the  operation  of 
the  section  under  consideration.  Such  applications  will  be  examined, 
therefore,  with  sole  reterence  to  the  state  of  the  art  at  the  later  date 
of  ^ing. 

To  overcome  any  presumption  arising  under  section  1886  of  the  Re- 
vised Statutes  that  tbe  invention  was  in  pnblio  use  prior  to  tbe  filing 
of  the  former  application,  applicants  will  be  required,  before  the  issn- 
ance  of  their  patents,  to  famish  affidavits  showing  that  the  invention 
has  not  been  io  public  tise  more  than  two  years  prior  to  the  filing  of 
tbdr  later  applications.  Under  these  restrictions  applications  for  pat- 
ents will  be  cot^dered  without  reference  to  former  applications  aban- 
doned by  operation  of  section  4S97  of  the  Bevlsed  Statutes. 


SX  FABTB  KlTSON. 

Dteidtd  Mttmitr  20, 1681. 

SO  O.  O.,  1750. 

1.  Practice— Combination  Ciaim— Uxsebbtood  Elbhrnts.  , 

It  ia  well  Mttled  ttutt  it  it  aot  neoeMwy  to  iuolnde  in  tbe  olidm  for  the  combi> 
nation  M  element*  thereof  all  parte  of  the  maahlne  which  are  neccMary  to  ita 
twtion,  save  u  they  may  be  nndentood  as  eutering  into  the  mode  of  oombiniog 
•nd  urauging  the  elemeate  of  tiA  combinatian. 

2.  BAMB — DUTT  OP  EXAHINSRB. 

li  is  the  duty  of  Primary  Examiners  to  confoim  their  practice  to  the  known 
and  exprMMd  riewB  of  the  Commintouer,  nhether  they  agree  with  their  own 
TiewB  or  not,  and  there  la  no  esonee  for  adhering  to  a  praotioe  which  bai  be«n 
overmled  on  appeal. 

3.  DisAPPKoviL  ExpRsesBD  or  Hultiplyixo  Formal  AcnoKS. 

Disapproval  expreaaed  of  the  practice  of  maltiplying  actions  on  casea  on  qnea- 

tiona  of  mere  form  withoot  at  tlie  same  time  touching  the  merita  of  the  case. 

Snob  practice,  while  it  may  be  claimed  to  be  aeoordhig  to  the  letter  of  Bale  63,  ia 

certainly  not  in  accordance  with  ita  apiiit.  ^  -  i 

4  OP  l..O(V^IC 
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L  COHPLanmna  aks  OPBRATivKKKas  or  Combotatioii  go  to  thk  Hkbits. 

Qneatioiw  aa  to  whethar  olklins  oontun  or  emhnoa  oomplele  uid  operktive 
combinatiMU,  and  whetber  the  drawing  anfflcienllj  illiutiaUe  the  inTeBlion  de- 
scribed and  eUimfld,  go  to  the  merits  of  tbe  oaae. 

Appeal  tmai  the  primary  examiner. 


Applioatioit  filed  Hay  21, 1880. 

Mr.  L.  C.  Eice  for  the  applicant. 
Habble,  Vommitiioner : 

'  This  case  is  appe^ed  from  the  decision  of  tlie  Primary  Exi^iner, 
holding,  firat,  tliat  the  first,  second,  fonrth,  and  fifth  claims  are  incom- 
plete and  the  sohject-matter  thereof  inoperatiTe  by  reason  of  the  omis- 
sion of  tbe  feeding-apron  or  means  for  feeding  the  cotton  to  the  grasp- 
ing-rolls ;  second,  that  the  feeding-apron  for  feeding  the  cotton  to  the 
grasping-rollB  ahoald  be  illnstrated  in  the  drawing  and  dewribed  in 
the  specification. 

It  is  to  be  noted  that  the  title  of  the  invention — to  wit,  cotton-opener — 
establishes  its  identity  as  ttelonging  to  a  class  of  well-known  machines, 
in  which  the  ordinary  feature,  if  not  the  universal  method,  of  convey- 
ing the  cotton  to  the  mechanism  of  the  macbiDe  is  by  an  endless  apron. 
This  feature,  then,  being  common  in  machines  of  this  character,  as  well 
as  in  other  machines  in  which  tbe  material  to  be  operated  upon  is  con- 
tinuously fed  forward,  it  seems  to  me  that  it  is  unnecessary  either  to 
inclnde  it  in  the  claim,  to  describe  it  in  the  spedfioation ,  or  to  illnstrata- 
It  in  the  drawing,  as  It  is  immaterial  by  what  means  the  cotton  is  fed 
forward  to  the  machine.  The  operator  may  feed  it  to  tiie  grasping- 
rolls  by  hand,  or  It  may  be  fed  to  the  rolls  by  the  apron,  or  by  other 
means,  and  in  either  case  the  operation  of  tbe  essential  parts  of  the 
machine  wonld  not  be  modified  iu  any  degree. 

Applicant's  invention  relates  to  an  Improvement  of  tbe  operating 
mechanism  of  a  cotton-opener,  and  does  not  extend  to  the  feeding-apron, 
which  he  has  not  changed  or  attempted  to  change,  and  which  performs 
precisely  tbe  same  fanction  in  this  machine  that  it  does  in  any  other. 
His  claims,  then,  begin  with  his  improvements,  leaving  the  usual  and 
necessary  appendages  for  feeding  the  cotton  to  the  machine  to  be 
understood.  It  is  well  settled  that  it  is  not  necessary  to  inclnde  in  a 
ola!m  for  a  combination,  as  elements  thereof,  all  parts  of  tbe  machine 
which  are  necessary  to  its  action,  save  as  they  may  be  understood  as 
enterifag  into  the  method  of  combining  and  arranging  the  elements  of 
the  combination.  I  have  considered  this  question  and  expressed  my 
opinion  thereon  in  case  of  Ex  parte  Skinner  (19  O.  Q,,  662],  and  a 
proper  regard  for  my  views  as  there  expressed,  and  supported  by  tbe 
authorities  r^erred  to  and  quoted,  ahoald  have  rdieved  applicant  of 
tbe  necessity  for  this  appeal. 
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Id  the  present  case,  as  in  tbe  case  of  Skinner,  the  qnestion  before  me 
really  goes  to  the  merits  of  the  case,  and  is  properly  appealable  in  the 
first  instance  to  the  Board  of  Examiners-in-Ohief  I  entertained  the  ap- 
peal in  the  Skinner  case,  however,  principally  for  the  reason,  as  nrged, 
of  the  necessity  for  some  decision  which  might  serve  as  a  guide  in  ftiture 
eases  iu  which  the  same  qnestion  might  arise — that  is  to  say,  to  lay 
down  a  mie  of  practice  as  far  as  practicable  upon  a  subject  aboat  which 
there  had  been  mtu-e  or  less  dissatis&ction  and  complaint.  It  is  the 
dnty  of  the  Examiner  to  conform  his  practice  to  the  known  and  ex- 
pressed vievs  of  the  Commissioner,  whether  they  agree  with  his  own 
views  or  not,  and  there  is  no  excnse  for  adhering  to  a  practice  which 
has  been  overruled  on  appeal. 

This  case  was  filed  Hay  21, 1880,  and  it  was  not  nntil  May  2, 1881,  on 
the  seventh  consideration  of  the  case,  that  it  was  discovered  that  a 
model  was  necessary  to  enable  the  Examiner  to  understand  the  inven- 
tion. I  have  not  experienced  any  difflcnity  in  understanding  the  con- 
stmctioii  and  operation  of  the  machine  from  the  description  and  draw- 
ing without  the  aid  of  a  model,  and  am  therefore  of  the  opinion  that 
experts  or  persons  skilled  in  the  art  would  have  no  trouble  in  nnder- 
atanding  it  without  a  modeL  There  is  therefore  no  need,  in  my  judg- 
ment, of  a  model.  In  this  connection  I  must  express  my  disapproval 
of  the  practice  of  multiplying  actioDS  on  eases  on  questions  of  mere  form 
withqat  at  the  same  time  touching  the  merits  of  the  case.  Snc^.  prac- 
tice, while  it  may  be  claimed  to  be  according  to  the  letter  of  Bule  63,  is 
«ertainly  not  in'accordtmce  with  its  spirit  In  the  present  case,  for  ex- 
ample, seven  actioua  have  been  made,  all  confined  to  questions  which 
iuvolve,  more  or  less,  the  merits  of  the  case  certainly  involve  the  right 
«f  the  applicant  to  a  patent  upon  an  application  having  all  of  the  statu- 
tory prerequisites  to  constitute  the  same,  and  in  no  one  of  these  actions 
was  Uiere  any  information  given  by  or  through  which  the  applicant  eoold 
judge  of  the  propriety  or  necessity  for  altering  the  specification  and  claims 
except  the  ipse  dixit  of  the  Examiner  that  it  mnst  be  done. 

Section  1903  of  the  Revised  Statutes  provides  tbat — 

WheDsveron  exmuiDatton  auy  claim  for  a  pmteiit  it  KJectedtbeCommiauonershill 
BOtity  tbe  applicant  thereof,  giving  him  biieflythereamnnforauoh  rejection,  together 
wirh  mcb  Infinmation  ftDd  referencea  as  may  be  nseMI  Id  JadglDg.tbe propriety  of  re- 
newing hie  ivplie»tli»  ■»  of  altering  bia  ipeciflcation,  See. 

The  matters  of  form  leforred  to  and  contemplated  in  Bole  63  are  soch 

date  to  putting  the  case  in  condition  to  go  to  the  Examiner ;  such, 

jistanoe,  as  the  filing  of  a  drawing  in  coses  capable  of  illustration, 

tf  an  oath  to  complete  the  application,  or  to  amend  specification  and 

iuis  which  are  utterly  incoherent  and  incomprehensible,  or,  in  other 

rds,  an  utter  absence  of  compliance  with  the  prerequisites  of  an  appli  • 

Hon  nnder  the  law.    If  all  the  Examiner's  objections  had  been  stated. 

his  first  letter,  the  applicant  might  hare  been  able  by  a  single  amend- 

.entto  remove  them,  whereby  he  would  not  only  be  saved  tbe  trouble 
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of  making  other  ameudmentB  and  tbe  conaeqneut  delay  in  getting  what- 
ever patent  he  may  be  entitled  to,  bnt  the  bosiQeaa  of  the  Office  woald 
be  fEkcilitated  and  the  Examiner  would  be  able  to  devote  moie  time  to 
the  examination  of  other  cases.  The  qneetionfl  u  to  whether  tbe  elaima 
contain  or  embrace  complete  operative  combinati<mB,  and  whether  the 
drawing  sufficiently  illustrates  the  invention  described  and  claimed,  go 
to  the  merits  of  the  case. 

The  appeal  is  therefore  dismissed. 

The  .Examiner  is  instructed  to  conform  hie  practice  in  tbe  treatment 
<rf  this  case  to  the  views  herein  expressed,  and  minre  particalarly  ex- 
pressed in  the  case  of  Sliinner,  referred  to. 


Ex  PARTS  Adbiancs,  Platt  &  Oo. 

DtcUtd  2fofemltr  29, 1881. 

20  0.  O.,  1380. 

1.  TKAt»-HuiK— Name  of  Afflicamt. 

Th«  Dune  of  the  penon,  finn,  or  oorporation  doea  DOt  aoqalre  an  wbltrary  alg- 
nifloance  byasaoolatioii  with  an  otliemlae  valid  trade-mark,  and  eannot  therefiws 
be  incliided  bs  aa  euential  ftetare  of  sach  trade-mark. 

2.  Same— Sair— E8MBMTUI.  asd  NoM-EasEHTUX. 

It  is  dednoible  both  tcom  the  act  of  18T0  oud  from  the  pieaent  law  that  othera 
ma;  nae  with  impmiity  the  name  of  the  regutrant,  either  by  itaelf  or  in  oonaeotion 
with  other  arbitraiy  sjmbbli  than  thoM  leonred  by  the  regjatratlon,  bnt  that  the 
■ymbol  itaelf  cannot  be  naed  by  others  in  any  connection.  Thi*  distinctlm]  may 
be  expressed  by  the  words  ''material"  and  '■immaterial"  or  "eaBential"  aad 
"  non-essential,"  according  to  the  phraseology  preferred. 

Appeal  &om  the  Primary  Examiner. 


Application  filed  March  30, 1881. 

Meaara.  A.  M.  Smith  £  Oo.  for  the  applicants. 
Mabbls,  Commiaaionm': 

Applicants  seek  to  register  as  a  trade-mark  in  this  case  the  word 
"Adriance,"  which  is  the  samame  of  one  of  the  members  of  the  flrm^ 
together  with  the  symbolical  representation  of  the  upper  half  of  a  cog- 
wheel. 

Appeal  is  taken  £rom  the  action  of  the  Primary  Examiner  in  reflis- 
ing  to  permit  tiie  applicants  to  include  the  proper  name  "Adrianoe  "  as 
an  essential  portioux>f  tbe  mark. 

Prior  to  the  tiade-mark  act  of  July  8, 1870,  there  was  some  oncertainty 
in  the  decisions  of  tbe  courts  as  to  a  trader's  right  to  the  exclusive  use 
of  his  name  as  a  trade-mark  apou  bis  goods.  It  has  been  held,  however, 
as  a  general  nile,  that  every  one  is  entitled  to  the  ^ona  fid*  use  of  his 
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ova  uame  in  connectioD  witb  liU  bosiaeas.    Burge»8  v.  Burgets,  17  Fnr^ 
ii&i;  Clark  v.  Clark,  25  Bar.,  76 ;  Faber  v.  IW>«r,  49  Bar.,  327. 

In  many  iiiBtancea  traders  have  been  ei^oioed  froiu  osiug  a  rivaPa 
name  to  the  pr^adioe  of  hia  trade.  Brooi^n  White  Lead  Oompanjf  v, 
Maaury,  25  Bar.,  116.  In  some  ioBtaoces  peraons  hare  been  enjoined 
from  asing  their  own  names  under  circamstanceB  showing  an  intention 
to  defrand  others  of  the  fruits  of  their  skill  and  repotation.  JHxoii 
Cmeible  Company  v.  OMgenhmm,  2  Brewster,  321 ;  Croji  r.  Day,  7  Bear., 
M;  Syke»  v.  Sykei,  3  B.  &  0.,  541.  The  statute  referred  to,  hoirever, 
Thile  leaving  tlie  question  of  what  constitutes  a  lawful  trade-mark  pre* 
«ieely  where  it  was  at  common  lav,  expressly  declares  that  for  the  pur- 
poses of  registration  in  the  Patent  OCBce  it  shall  not  consist  of  a  mere 
name  of  a  person,  Arm,  or  corporation  nnacoompanied  by  a  mark  suffi- 
cient to  distiugaish  it  from  the  same  name  when  used  by  others.  Under 
tliis  statute  no  mere  name  was  registrable  as  a  trade-mark,  with  the  ex- 
ception of  those  in  use  as  such  prior  to  the  passage  of  the  act.  India 
Subber  Comb  Company,  8  O.  G.,  005 ;  Rubber  Olotkinfi  Company,  10  O. 
G.,  1011.  lu  the  practice  under  this  statute  the  Office  called  upou  the 
applicant  for  registi-ation  to  discriminate  between  the  essential  and  the 
non-essential  featnres  of  his  trade-mark,  baaiog  this  reqnirement  upou 
the  provision  of  the  law  reqniring  an  applioaiit  for  registration  of  a  trade- 
mark to  file  a  description  thereof.  Volta  Belt  Company,  8  O.  O.,  144. 
Under  the  law  and  practice  as  thus  understood  it  bus  been  cnstomuy ,  I 
believe,  to  exclude  applicants'  names  from  the  I'ecital  of  the  essential 
portioua  of  the  mark.  Commissioner  Leggett  early  annonuced  that  ' 
while  names  of  persons,  firms,  or  corporations  may  be  used  in  trade- 
marks, provided  they  are  accompanied  by  original  devices  to  which 
others  have  not  an  equal  right,  in  sach  case  the  original  devices  really 
become  the  trade-marks.    Datoet  v.  Fanning,  2  O.  O.,  27. 

It  ii  the  oproion  of  the  ablMt  Jnrist*  that  a  penou'n  uanM  OKWot  b«  on  DMeutlal 
«leiiieiitofh1itTad«-mark,  ftDdsiiDhiBtheMttl«dpi«oticeoftbePat«ut  Office.  Bipwn 
AH  Trade-HarkB,  paragnplu  197-306. 

The  n*me  ftod  corporation  cannot  be  regu^od  or  rugiatered  aa  an  eueutlal  part  of 
the  mark.    EtparU  AleUe  F.  Poirritr,  maniMoript  decisiOD*,  Jnly  S4,  1^79. 

Reference  is  made  by  the  appellants  to  the  peculiar  phraseology  of 
the  act  of  1870  as  sapportfor  the  position  that  when  the  name  of  a  per- 
son or  firm  is  accompanied  by  a  mark  sufficient  to  distinguish  it  from 
the  same  name  when  used  by  others  the  name  itself  may  become  au  es- 
sential portion  of  the  mark.  I  am  nnable  to  see  the  force  of  this  position. 
The  law  clearly  makes  a  distinction  between  the  name  and  the  mark 
(tratle-mark)  which  accompanies  it,  and  it  is  therefore  clearly  evasive 
of  the  law  to  place  both  name  and  mark  upon  the  same  footing  and  to  regard 
«ach  as  equally  essential.  Ex  parte  Pace,  Talbott  <&  Co.,  IC  O.  G.,  909. 
The  effect  of  the  law,  as  it  seems  to  me,  was  to  aniiouuce  what  is  clearly 
deducible  from  the  decisions  of  tiie  courts,  that  the  applicant's  name  is 
matter  ofdescriptiou  which,  in  the  absence  of  proof  ttiat  it  has  become 
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alftwfal  trade-mark,  others  vbo hare  an  equal  right  Aay  use.  TheftUl 
text  of  the  law  would  have  been  that  no  mere  deaoriptiTe  or  general 
term,  ae  mere  name  of  the  perBOn,  llrm,  &c.,  nnaooompaoied  by  a  marfe^ 
shall  be  registered;  bnt  while  t^e  principles  relating  to  the  use  of  de- 
scriptive  terms  generally  are  well  established  and  therefore  not  refmed 
to  spedfleally  in  the  act,  there  was  supposed  to  be  some  nocertaint?  at 
omnmoD  law  as  to  the  status  of  a  manafactorer'a  name.  The  ver^  em- 
phasls  of  the  law,  therefore,  in  specially  prohibitiag  snoh  names  from 
legistzatioa  Is  laid  hold'  of  aa  an  argument  to  avoid  it.  The  law  haa 
deuly  made  that  distinction  between  proper  names  which  others  may 
have  eqnal  right  to  nse  and  trade-marks,  which  has  always  been  leoog- 
nized  by  the  conrts  aa  existing  between  descriptive  matter  in  general 
and  arbitrary  symbols,  and  which  in  the  Patent  Office  is  expressed  by 
tiie  terms  "  eaaential "  and  "  ntm-essential.''  It  is  dedncible  both  from 
the  act  of  1870  and  from  the  present  law  that  others  may  nse  with  im> 
pnnity  the  name  of  the  registrant,  either  by  itself  or  in  connection  with 
other  arbitrary  symbols  than  those  secnred  by  the  registratioD,  bnt  that 
the  symbol  itself  cannot  be  nsed  by  others  in  any  connection.  This  dis- 
tinction may  be  expressed  by  the  words  "material"  and  "immaterial,** 
or  "essential"  and  "non-essential,'*  according  to  the  phraseology  pre- 
ferred. 

In  the  case  of  JB»  parte  Famum  d;  Co.,  18  O.  O.,  412, 1  had  oocasioa 
to  hold  that  a  geographical  term  acqaired  oaarbitrary  significance  ftvm 
association  witii  an  arbitrary  symbol ;  and  in  the  present  case  I  ftol  con- 
strained to  hold,  l^  parity  of  reasoning,  that  the  name  of  the  persoUr 
firm,  or  corporation  does  not  acquire  an  arbitrary  signification  by  asso- 
ciation with  an  otherwise  valid  trade-mark,  and  cannot  therefore  be  in- 
dnded  as  an  essential  feature  of  snch  trade-mark.  This  conclnsion,  I 
tbJnk,  will  be  fonnd  to  be  in  harmony  with  the  decisions  of  the  courts 
so  fin  as  they  are  applicable  to  the  snbjeot.  An  examination  of  the 
authorities  wUl  show  that  in  ttiose  cases  where  the  mauufactuxer'H  name 
has  been  associated  in  ose  with  an  arbitrary  symbol  the  courts  have 
auiformly  reftised  to  ei^tun  others  who  had  an  eqnal  right  from  osiug 
the  name  alone,  and  have  disregarded,  as  Immaterial,  changes  in,  altera* 
tiona,  or  Amissions  of  the  name  where  the  nse  of  the  symbol  has  been 
retained;  and,  in  short,  have  treated  the  use  of  the  symbol  aa  the  teat 
of  infringement  and  the  symbol  itself  as  the  vital  portion  of  the  mark. 
Amoikeag  Manufacturing  Company  v.  Spear,  2  Sand.,  605 ;  Boardman 
V.  Meriden  Print  Company,  35  Conn., 402;  Walton  v.  Orowtet,  3  Blatchf.^ 
440 ;  MilUngton  v.  Fox,  reported  in  Cox's  Trade- Mark  Oases,  338;  Bur- 
nett  V.  Phalon,  9  Beav.,  192 ;  Fitridge  v.  Merchant,  4  Abb.  Pr.,  158;  Bavi* 
V.  Kendall,  2  B.  I.,  569;  Upton  on  Trade-Marks;  Knott  v.  Morgan,  2  Keen, 
213. 

1  am  aoable  to  see  any  force  in  the  point  raised  by  connsel  that  the 
word  "Adriance"  is  not  the  full  name  of  the  firm,  but  only  of|  one  mem- 
ber of  the  fimi.    This  fact  does  not  establish  for  the  name  an  arbitrary 
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oluuracter  nor  confer  upon  the  flnu  anexclnaiTeriglitto  oie  it  M  agiinst 
other  persons  of  that  name. 
The  decision  of  the  Bxaminer  is  ftfflrmed. 


Ex  PABTB  BANOBOFT  AXD  TrfoSITE. 


ao  0.  Q.,  less. 

1.  DiTimov  or  Afpucatioh— Wobds  or  trb  LAW—AxaLB  iNVnmoir. 

The  ttit  ooiutraetion  of  bmUoh  4686  U  tliat  ui  InTention  or  dlMovcay  for  wUeh 
•Ji  inventor  nuf  notHvt  a  patant  it  a  itogte  inTonthm  or  Oaewrttj,  not  MvtraL 

2.  Bahb— DiscsmoiT  or  CoHHiMioinn. 

What  U  >  dngle  InTeotion  !■  left  to  the  offleen  wboM  dsty  it  la  to  «KMato  tha 
law  to  deteiniiDe. 
S.  Sajcb— Hackutb  ahd  Pkoddct  Ikupaxablt  ComncRD. 

With  i«ape«t  to  the  Joinder  of  a  machine  and  nuHiiilkctnm  In  a  tln^  patwit, 
the  trae  mle  is  that  let  fbrth  in  Sx  part«  fflatWHok  (IB  0.  O.,  4H),  aa  foUowat 
"  If  the  maottlne  Mid  the  mannfttetnie  are  m  relatod  that  the  fbimer  eannol 
operate  withont  prodnelug  the  latter,  and  the  latter  ean  onlj  be  podneed  ^^J  tb* 
fonuer,  hoth  majr  be  nulted  in  one  patent ;  bat  thia  ie  an  exoeptlon  to  the  general 
role,  -which  ftobids  the  joinder  of  Uiemaehine  and  itaprodnot  inmeappUeatioa." 
4.  SAJia— Dkiu.  ahd  Mkchamish  rox  liAJLaa  Sipahats  DrvxiiTioira. 

A  drill  and  the  taeahaolmi  by  whioh  It  ie  made  held  to  be  two  diatinet  and  lep- 
aratoinTentiona,  It  appearing  that  the  drill  eaa  1m  made  by  o1~ 
that  described  In  the  application. 

INTEXLOCUTOXT  APPEAL. 


AppuoATion  filed  Anenfit  11, 1880. 

Mr.  ffenry  Baldwin,  jr.,  attorney  fin  the  applicants. 
Habble,  Comfnit»i<m«r : 

Appeal  ia  taken  from  the  decision  of  the  Prtmary  Examiner  requiring 
a  division  of  the  application  beoanse  it  embraces  two  separate  and  dis- 
tinct inTentions,  viz,  a  drill  and  the  mechanism  b;  which  the  same  may 
be  made. 

The  application  contains  ten  daims,  the  first  relating  to  the  drill  and 
the  other  nine  to  the  devices  and  mechanism  for  prodacing  the  same. 
It  is  claimed  on  behalf  of  applicants  that  in  reality  bat  one  iurention 
is  set  forth  in  thp  application,  btscanse  it  is  said  the  mechanism  described 
eannot  be  used  without  producing  the  drill,  and  the  drill  is  the  neces- 
sary product  of  the  mechanism.  I  am  nnable  to  arrive  at  such  a  con- 
clusion. The  drill  in  itself  is  an  article  of  mannf^tare,  and  as  such  may 
be  used  for  the  purpose  intended.  The  conception  of  this  drill  was  in- 
dependent of  any  means  for  producing  the  same.  The  applicants  worked 
out  the  role  or  form  by  which  it  might  be  produced  before  they  conceived 
of  the  mechanism  for  producing  it.    Whether  or  not  tibey  did  make  a 
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drill  of  tbis  kind  before  tliey  bad  iiiveiit«d  tlie  nieclianism  for  pro<luciiig 
it  does  Dot  appear;  but  it  is  clear  to  iny  mind  tliat  tlie  iiiventiou  of  tlie 
drill  tras  complete  before  any  mechanUm  was  made,  or  <»>uld  have  been 
made,  to  produce  it;  otherwise  the  iureutioo  of  the  inecliaiii»m  would 
have  been  an  effort  witbout  puri>OHe,  Necessarily,  in  devisiug  uieana 
for  prodacing  the  drill,  they  had  in  mind  the  drill  ae  it  is  now  showu. 
Such  beiug  the  caae  it  is  clear  that  there  are  two  inventious,  which  were 
made  at  different  and  distinct  times. 

The  only  question,  then,  for  consideration  is  whether  or  not  these 
two  inventions  can  be  properly  and  legally  embraced  iu  one  patent. 
The  Btatnte  provides  (section  4886)  that — 

Any  peNOD  vho  has  inventod  or  discovered  auy  uew  and  nsefal  art,  maohiiif ,  mauu- 
&ctiu«,  or  compMitiou  of  matter,  oranyuen-audDsefulimproTOraDnttlieerof,  not  kDOWU 
at  used  by  others  in  tliis  countiT',  and  □otpateatedordescribed  in  any  printed  publies- 
tiOD  inthlaor  any  foreign  country,  before  hia  invention  or  discovery  thereof,  and  not  in 
public  nse  or  on  sale  for  more  than  tno  yeant  iirior  to  bisappUcation,  nnleea  the  aanie 
is  proved  to  have  been  abandoned,  may,  upon  payment  of  the  fees  ,reqnired  by  law, 
and  other  dne  proceedings  had,  obtain  a  patent  therefor. 

It  will  be  observed  tbat  the  wonls  defining  the  Bubtects-matter  of  in- 
vention are  all  in  the  singular  number,  as  "  art,  machine,  manufacture, 
or  composition  of  matter,  or  any  new  and  useful  improvement  thereof.** 
The  fair  constfuction,  I  think,  of  this  statute  is  that  an  invention  or 
discovery  for  which  a  ]>erson  may  receive  a  patent  ia  a  single  invention 
or  discoveiy,  not  several,  lu  other  words,  that  but  one  invention  or 
discovery  may  be  embraced  in  the  same  pateut.  What  is  a  single  in- 
vention or  discovery  is  left  to  the  officers  whcse  duty  it  is  to  execute  tlie 
law  to  determine.  For  a  patent  embracing  such  invention  or  discovery 
as  the  law  contemplates  certaiu  fees  are  prescribed.  Had  Congress  in- 
tended that  different  inventions  might  be  embraced  iu  the  same  patent, 
tbeidui'al  instead  of  the  singular  number  would  have  been  used  in  place 
of  the  word8'"art,  machine,  manufacture,  or  composition  of  matter," 
and  undoubtedly  a  different  scale  of  fees  would  have  been  prescrilted. 

Various  opinions  have  been  expressed  by  my  predecessors  as  to  what 
constitutes  a  single  invention  or  discovery.  It  has  been  held,  and  as  I 
think  properly,  that  a  die  and  its  product,  a  pi-ocess  and  its  product, 
the  different  parts  of  the  same  machine  co-operating  to  produce  a  unit- 
ary result,  aud  a  machine  and  its  product  are  respectively  sometimes 
one  and  the  same  invention,  and  therefore  may  be  included  iu  the  same 
pateut.  The  true  rule  in  the  latter  case,  I  think,  was  properly  stated 
by  my-  predecessor,  Mr.  Commissioner  Paine,  in  the  case  of  Ex  parte 
WiHtherlUih  (16  O.  G.,  40i),  as  follows : 

If  the'  machine  and  the  manufacture  are  so  related  that  the  former  cannot  operate 
without  prodncing  the  latter,  and  the  latter  can  only  lie  produced  by  the  ibimer,  both 
may  be  nutted. iu  one  patent;  but  this  ia  an  exception  to  the  general  mie,  which  fbr- 
bids  the  Joinder  of  the  machine  and  its  product  in  one  application. 

The  rule  above  stated  also  applies  in  the  case  of  a  die  and  its  product 
or  a  process  and  its  product.  It  is  only  when  the  product  can  be  pro- 
*aced  by  the  die  or  the  process  that  the  die  and  ita  product  or  tlie  pro> 
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ce:«s  and  its  product  can  be  considered  oue  and  the  same  iuYention.  !■ 
a  case  There  difterent  parte  of  ft  inacbine  may  be  embraced  In  the  sam* 
^latent  they  may  be  bo  embntced.  only  becaaee  they  help  to  malce  np 
one  entire  whole.  In  all  the  caaea  decided  by  my  predeoeuon  vhidi 
I  hare  been  able  to  Hud  the  idea  of  a  siugle  iuvention  was  always  keiit 
in  view.  Different  opinions  have  been  expressed  as  to  what  ooostitatM 
a  BiDgle  inrention ;  bnt  I  have  beeii  niiable  to  find  that  it  has  been 
held  that  two  distinct  and  independent  inventions  oan  be  embraced  In 
one  patent. 

I  am  aware  that  the  coorts  have  sastained  patents  where  two  inven- 
tious  embraced  therein  were  made  to  accomplish  the  same  end  and  pur- 
pose. See  Wyeth  et  al.  \.  SUme  et  ah,  1  Story,  273.  Also,  ])at«nta 
containing  an  invention  which  might  be  aiqilied  in  different  ways.  See 
Bogg  et  tU.  v.  Emerton,  and  cases  otied,  U  How.,  437.  It  is  also  tme 
tbat  the  conrts  have  sometimes  snalalned  patents  which  ought  never 
to  hare  been  granted,  in  order  to  protect  the  rights  of  parties. 

My  attention  has  been  called  to  the  fact  that  intents  have  been  is- 
aned  for  a  process  and  product;  a  machine,  process,  and  product,  «id 
a  machine  and  product;  and,  as  I  think,  in  many  cases  improperly. 
TLe  &ict  that  the  courts  will  sustain  i>atents  in  order  to  protect  the 
lights  of  parties,  or  that  patents  have  been  improperly  issued,  fhr> 
nishea  uo  ml£  of  action  for  this  0£Bce.  The  only  rule  which  can  prop- 
erty govern  any  person  charged  with  the  execntion  of  the  law  is  the 
law  itaelf ;  and,  as  aaid  by  Mr.  JnHtice  Storj-  in  the  ca»>e  of  Wyeth  tt  ai. 
v.  8tom  et  al.,  above  cited,  *'  when  this  is  strictly  construed  it  is  wisely 
conatmed."  I  am  nnable  to  appredate  the  anggestiona  made  npon  the 
argnment  about  pablio  policy  or  the  policy  of  the  law  {»  connection 
with  the  issuing  of  i>atentB.  The  law  has  no  policy  other  than  that 
expressed  in  itself  and  that  policy  is  to  give  to  every  iiersou,  upon  his 
complying  with  its  terms,  all  the  rights  and  privileges  contemplated 
therein.  It  certainly  is  not  the  jwlicy  of  the  law  to  give  to  a  person 
any  more  than  is  authorized,  although  a  fair  and  liberal  construotJtni 
should  be  made  of  it  in  respect  to  his  rights.  If  there  is  any  policy  in 
the  taw  it  is  to  allow  all  persons  whom  the  law  recognizes  an  proper  ap- 
plicants fbr  patents  for  inventions  the  right  to  devise  ways  and  means, 
mechanic^  or  otherwise,  for  practicing  or  xirodncing  anything  and 
everything  naeftil  and  beneficial  to  man.  This,  I  think,  is  best  done 
when  the  pardoulor  thing  invented  or  discovered  is  embraced  in  oue 
patent-. 

In  this  case  it  is  not  denied,  in  feet  it  is  admitted,  that  this  drill  oan 
be  protlnced  by  other  mechanism  than  that  described  in  this  applica- 
tion.   Counsel  for  applicant  say : 

We  hava  ftirther  derieed  ipecUil  meclaniHiii  for  ^flag  drills  tblt  foim,  bnt  Iwv« 
■hun-n  tiMt  the  fbrm  may  be  given  by  other  roeaiM  than  the  mecbanUm  clamed. 

Such  being  the  case,  I  think  the  decision  of  the  Examiner  was  oor- 
tect,  and  therefore  affirm  the  same.  ,-~         t 
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IB  0.  G..  ei. 
1.  BriMued  Letttn  Fataat  No.  4,090,  of  Joiw  14, 1870,  granted  to  H«Mk  BBll,d«dftmd 
to  be  Invftlld,  it  being  foe  r  ndloklly  dUbrait  InTenUoii  ftom  thftt  ooTHod  br 
the  originftl  pktent. 
e.  To  dettnninewoiinitelrtlis  extent  of  the  Indention  MOiind  by  uiyndMiHdlatten 
pUent  the  Mate  of  the  art  a*  the  time  tbe  origiiul  patent  waa  granted  miut  bo 
oomddered. 
S.  BeiMoed  Lettom  Patent  No.  6,397,  of  April  80, 1976,  .granted  to  Dnnoan  HoKenito, 
if  Talid,  mnat  leoelTe  a  very  limitod  eonttmotloii,  in  view  of  tbe  Hoom  Ball 
patent  of  IfM  and  the  Jennfaon  patrat  of  f^bnatr  1, 18M,'  Ho.  M^. 

Affbal  ttom  tbe  Gircait  Court  of  the  tJnited  StAtM  for  the  Saatem 
District  of  Miasoori. 

Mr,  B,  H,  Parki*ton  fbr  the  appellant. 
Mr.  Sdward  Bogd  for  the  appellee. 

Mr.  Justice  Sr&ona  delivered  the  opioion  of  the  court: 
The  bill  of  the  complainant  is  fonnded  apon  two  patents,  the  first  of 
which  is  a  reissne  granted  to  Hosea  Ball  on  the  Uth  day  of  Jane,  1870^ 
and  extended  for  seren  years  ftvm  September  23, 187d.  The  oriffiual 
letters  vere  granted  to  Ball,  September  23, 18S6,  for  an  alleged  "new 
and  Qseftil  improvement  in  ovene."  This  patent  was  anrrendered  and 
TdBsiied  October  12, 1869,  and  again  on  the  Uth  of  Jane,  1870.  The 
second  patent  set  forth  in  the  bill  was  granted  to  Uary  Ann  Elisabeth 
HcKensie  on  the  1st  of  May,  1860,  also  "for  a  new  and  osefbl  improre- 
ment  in  ovens."    It  was  sorrendered  and  relssoed  April  19, 1870,  reis- 
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aaed  again  April  20,  1875,  assi^ed  to  Dnncao  McKeuzie,  March  24, 
1874,  and  extended  for  seven  years  from  Hay  1, 1874.  By  sundry  as- 
signments these  extended  leissaes  hare  become  the  property  of  the 
comphtinant,  and  it  is  of  alleged  infringements  of  these  latest  reisaoes, 
«zteDdbd  as  they  were,  that  the  plaintiff  comphuns. 

Among  the  defenses  set  up  by  the  defendant  is  oue  that  strikes  at  the 
ralidily  of  the  reissue  of  tJie  Ball  iwtent.  It  is  insisted  that  the  reissue 
is  not  for  the  same  inventioD  as  that  for  which  the  original  patent  was 
granted,  but  is  "for  more  and  other  matters  and  things  than  those  of 
which  he  was  the  original  aud  first  inrentOr,  and  more  than  were  de- 
scribed or  indoded  in  the  specification  attached  to  said  original  patent 
franted  to  him,  or  shown  in  the  drawing  attached  thereto,  or  in  the 
model  forming  part  of  the  applicatioD  for  said  patent" 

It  is  hardl}  necessary  to  say  that  if  the  reissue  is  in  fact  what  the 
answer  aUeges  it  to  be,  if  it  is  not  for  the  same  invention  as  that  de- 
acribed  or  shown  in  the  specification  of  the  original  patent  or  in  the 
drawings  or  model  accompanying  it,  and  if  this  clearly  appears  &oni  a 
comparison  of  the  two  patents,  the  original  aud  the  reissne,  then  the 
reissue  is  invalid.  The  question  is  not  a  new  one  in  this  Court.  It  was 
before  as  in  the  recent  case  of  Ball  r.  Langlet  et  al.,  decided  at  this  term, 
]n  which  we  held  the  reissne  to  be  void.  We  eziiressed  oar  opinion  in 
that  case  that  in  the  original  specification,  drawing,  or  model  of  Ball'a 
patent  there  was  no  hint  of  conducting  the  prodoots  of  combustion  &om 
a  fire-chamber  under  or  bdow  an  ov£n  directly  into  or  through  the  bak- 
ing-chamber, but  that  what  was  claimed  or  exhibited  was  conducting 
the  beat  or  other  products  of  combustion  into  fines  leading  &om  the  fire- 
chamber,  and  exterior  to  the  baking-chamber,  toward  the  chimney,  and  i 
permitting  do  access  to  the  interior  chamber  or  the  oven  except  through 
perforations  in  its  sides  or  back  walls.  By  ttiat  arrangement  the  oven  | 
was  principally  heated  by  radiation  from  its  sides,  aud  not  at  all  by  ra- 
diation directly  from  the  fire-chamber;  but  the  reissue  was  for  a  very 
different  arrangement.  It  claimed  au  invention  for  passing  the  heat  or 
products  of  combustion  directly  from  the  fire-chamber  into  the  oven,  not 
by  any  circuitous  route,  bat  immediately  through  apertures  in  the  bot- 
tom of  the  oven,  as  well  as  indirectly  through  the  perforations  la  the 
aide  fines.  This  we  regarded  as  radicidly  different  from  the  original 
iuventton,  as  new  matter,  for  which  the  reissue  was  unauthorized.  "We 
have  seen  in  this  case  no  reason  for  changing  the  opinion.  The  Ball  re- 
issue, therefore,  is  held  to  be  invalid,  aud  its  fhrther  consideration  may 
be  dismissed  from  the  case. 

We  pass,  then,  to  a  consideration  of  the  MoKenzie  patent — the  only 
one  that  confers  any  rights  upon  the  plaintiff.  The  original  was,  as  ws 
have  seen,  granted  on  the  lat  day  of  May,  18C0.  There  have  been  twd 
reissues,  the  first  granted  April  19, 1870,  and  the  second  April  20, 1875{ 
after  an  extension  had  been  allowed. 

The  invention,  as  described  in  the  patent,  consists,  first,  in  the  coin 
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binatioii,  in  an  oven  for  baking  bread  and  otlier  aabstances,  of  the  fol- 
lowing dements;  "Afaroaeeorflre-ptace  (oneorinoTe),abttkio;-Gham- 
ber  arranged  above  sncb  famace  or  fire-place  and  In  direct  commnnioa- . 
tion  therewith,  and  a  rotating  reel  located  within  said  baking -chamber 
and  provided  with  gravitatiug  paos  or  Bbelves  arranged  or  hnng  around 
the  shaft  of  said  re«l  ttma  rods  attached  to  the  end  plates  or  anus  there- 
ot,"  by  which,  as  tbe  specification  declares,  the  patentee  produced  » 
"continnonsly-baking  oven,  in  which  the  bread  or  other  sabstanoes  are 
subjected  to  the  direct  action  of  the  gaseoos  prodnctn  of  oombneition, 
ascending  &om  the  lover  portion  ch*  bottom  of  the  oven;"  seoond,  "in 
au  arrangement  uf  fines  or  openings  oommonioating  from  tlie  flre-ttlaoe 
or  fire-places  with  the  baking-chamber  directly  throcgh  the  floor  of  the 
latter;"  and,  third,  "  in  certain  combinations  and  arrangements  of  ezlt- 
fiuea  *  *  for  seooring  a  proper  circulation  of  the  gasA>nB  prodaets 
of  combustion  throngh  the  ovea  or  baking-chamber  both  when  baklngr 
and  lighting  the  fire." 

Having  thus  stated  generally  the  nature  and  otrjeot  of  his  invention^ 
the  patentee  proceeded  te  describe  the  ooostrootiou  and  arrangement* 
by  which  tbe  oven  Is  heated.  From  the  back  of  each  ftimaoe  or  flre> 
place  a  fine  is  constructed  extending  horizontally  to  the  rear  end  of  tJie 
oven.  From  the  fire-places  and  along  those  fines  a  series  of  openings 
is  made  through  the  fioor  of  the  oven,  commooioating  with  its  interior. 
Between  tiie  two  furnaces,  and  extending  ftom  the  &ont  to  the  rear  of 
tlie  oven,  directly  nnder  the  floor,  another  flse  is  constmcted  eommnni- 
eating  with  a  vertical  fine  at  the  rear  of  tke  oven,  which  leads  to  tlie 
chimney.  In  this  latter  horizontal  flue  there  are  openings  into  the  bak- 
ing-chamber at  its  ftont  and  rear,  which  may  be  dosed  by  valves  oper- 
ated from  the  front.  This  flue  is  the  exit-flae,  by  means  of  which  the 
gaeeons  products  of  oombbstiou  escape  from  the  oven  through  the  valv- 
ular (^tenings.  In  the  center  of  the  top  of  the  oven  there  is  also  a  valv- 
ular opening,  communicating  by  a  horizontal  flue  with  the  vertical  fine 
that  leads  to  the  chimney,  which  is  also  an  exit  for  tbe  prodaets  of  com- 
bnstion. 

Having  thns  described  the  arrangements  for  heating  Uie  oven,  the 
speciftcation  next  proceeded  to  set  forth  the  arrangements  for  the  reel 
wit2i  ita  gravitating  pans  or  shelres.  These  it  is  onuecessary  to  notice 
partienlarly. 

The  specification  claims  five  combinations,  the  first  of  which  only  is 
charged  to  have  been  infringed  by  the  defendants.    It  is  as  follows: 

The  eombliiktion  of  the  following  jlemsntB,  to  wit :  m  fiimBoe  or  flro-plaoe  (aae  or 
Bwie),  «  baklng-obBmber  arranged  kbaTeanohftiTiiMe  or  flre-pUoe  and  in  dlraet  eom- 
ouinlofttioii  tberewith,  and  »  ratatiag  rael  located  within  aaid  bkkLng-ohftmber  and 
l>n>Tided  with  graTitatiiig  poiiB  oi  Bhelvea  amngedorhnngaronnd  the  shkfb  of  BolA 
nel  from  rod*  kttaohed  to  Ote  end  plates  or  snua  theieof,  eulMtaatlklly  u  and  for  the 
fwtpoae  deaoribed. 

To  determine  accurately  the  extent  of  tbe  invention  secured  by  this 
patmt}  the  state  of  the  art  at  the  time  when  the  original  patent  was 
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granted  (Hay  1, 1860)  most  be  considered.  Before  that  time  ovens  were 
well  koown,  and  they  had  been  oonstmcted  with  a  baking-ohantber,  a 
flre-plaoe  or  ftirnaoe  (one  or  more)  arranged  immediately  onder  the  cham- 
ber, and  nith  a  rotating  reel  located  within  the  chamber  and  revolving 
aronnd  a  horizontal  shaft,  the  reel  provided  with  gravitating  shelvea 
iir'pana  inspended  on  rods  attached  to  its  arms.  Some  of  these  ovena 
were  arranged  so  that  a  portion  of  the  heated  prodncte  of  comboation 
should  pass  into  and  throngb  the  baking-ehamber,  though  indirectly, 
by  a  drcnitona  route.  Sudi  was  the  Carrot  oven,  patented  in  France  in 
1640,  and  notably  the  oven  patented  to  Hoeea  Ball  in  1856.  And  the  Jen- 
nison  oveo,  in  use  in  the  spring  of  18S9,  and  patented  February  1, 1859, 
iras  coDBtroeted  so  as  to  admit  the  prodnots  of  combustion  directly  from 
the  fire  or  Ajmaoe  into  the  baking-oliambeT.  It  is  obvious,  therefore, 
that  if  the  UoKeuzle  patent  can  be  soBtained  at  all  it  must  receive  a 
Tery  limited  constmction.  The  element  of  the  combinatiou  which  re- 
lates to  the  oommnnication  between  the  fiimace  or  flr6-plaoe  and  the 
Interior  of  the  oven  mnst  be  restricted  to  the  pe<iuliar  stractnral  arrai^e- 
ment  by  which  the  products  of  combustion  are  admitted  into  the  bak- 
ing-chamber. 

They  are  admitted,  as  we  have  seen,  throogh  openings  in  the  arch  or 
top  of  the  furnace,  and  through  the  floor  of  the  oven  along  the  flues 
extending  rearward  fh>m  the  fbmace  to  the  back  part  of  the  oven.  Bat 
the  oven  has  a  floor  which  separates  it  fiwm  the  flre-chamber.  The 
conmiunication  with  the  baldng-chamber  is  by  means  of  flues,  Abort  it 
may  be,  bnf  admitting  the  products  of  combustion  into  the  b^iug- 
chamber  only  at  intervals,  and  always  near  the  side.  Manifestly  neither 
snch  an  arrangement  nor  uiything  equivalent  to  it  Is  found  in  the 
■  defendants'  ovens. .  In  them  the  bottom  of  the  baking-chamber  is  not 
separated  by  any  partition  or  diaphragm  from  the  flre-chamber  or  ftir- 
naoe, and  there  aie  no  flnes  to  conduct  the  generated  heat  into  the 
chamber.    The  charge  of  Infringement  is  therefore  not  sustained. 

The  decree  of  the  circnit  court  dismissing  the  bill  is  alflrmed,  with 
costs. 


[Sapnae  Ooan  of  (bs  TTBltod  SUrtM.) 

The  BwAm  Tubbiks  amd  JLiKUPAOTUBino  Company,  Appbllant, 
V.  Lasd. 

DteUtd  Dteember  U,  1860. 
19  0.  0.,6S. 
1.  BelNiwd  Jj&Uwca  PatMt  Ko.  6,1M,  gnntod  Norcmber  19, 18TS,  to  An  M.  Swain, 
■Migttot  to  tlia  Swkln  Torbiiia  Company,  for  linproTeineiit  tai  w»ter-wb«»la, 
oomtniAd  ftnd  Ita  clftlma  rettrloted  to  the  dlttinct  Itmitfttlon  of  tiie  iiiTimtJoa  In 
the  original  {Wtont, 
9.  Tbe  law  ftathMiilng  raiMoM  of  patent*  wm  never  Intended  to  allow  the  aoope  of  a 
patent  to  be  enlaiged  Ki  a*  to  include  and  embraoe  WJtblnitaiattenaad  thin^ 
that  wen  not  embnwed  In  tiw  wisljial  larentloa. 
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3.  Cbrinu  Im^raparl^  made,  or  wUeh  kad  beoi  niads  too  bnmi,  mftf  be  iMtarioted, 

and  mlatakes  inadTertently  mada — not  enois  of  Jadgment — msj  be  oorrectod. 

4.  k  reiMiie  oaa  only  be  granted  fiir  tha  aame  inTOntlon  wblob  wm  DrlglnBlly  patented. 

To  ihow  that  the  patentee,  before  obtaining  Ua  miglnal  patent,  bad  made  and 
diwe  all  those  things  which  it  ie  piopoaed  to  embrace  in  or  eover  by  Uw  lelMoed 
patmt  i»  nothing  to  the  porpoee. 

5.  Any  exteniian  of  a  ntMoed  patent  bejond  the  aoope  of  the  inToution  set  forth  and 

fiUrif  indioated  in  tiw  original  ^ecJ&oation,  dnwingi,  and  ntodel  would  t>e  fktal 
to  the  patent  itMl£ 
Afpkai.  bom  the  circalt  court  of  the  United  States  for  the  diBtriot 
of  MasaaoboBetts. 

Mr.  John  8.  Abbott  (Um)  Mr.  M.  W.  BoardtMm  for  the  appellimt 
Mr.  0.  K  Mitekelt  for  the  appellee. 

Hr.  Jo8tic«  Beablbt  delirored  the  opinion  of  the  conrt: 
The  appellantB  in  this  case  filed  a  bill  against  the  appellee,  alleging 
that  the  latter  had  infrinf^  certain  letters  patent  owned  by  the  appel- 
lants, which  had  been  granted  to  Asa  H.  Swain  on  the  15th  of  Mt^t 
1860,  for  a  new  and  improved  water-wheel,  and  which  had  bften  aor- 
ren^ered  and  reissued  on  the  19th  of  Noreiuber,  1872.  The  bill  sought 
an  account  of  profits,  damages  for  the  infringement,  and  a  perx>etaal 
iitJRnction  against  farther  use  of  the  alleged  invention.  The  defendant 
filed  an  answer  denying  Infriugement,  and  assailing  the  patent  of  the 
complainants  on  verioos  gronnds,  sach  as  prior  discovery  and  inveniaon 
by  other  persons,  illegality  of  the  new  issae,  &c.  Proofs  having  been 
taken  and  the  cause  heard,  the  circuit  conrt  dismissed  the  bill  on  the 
grannd  that,  according  to  the  tme  construction  of  the  patent  sued  on, 
the  defendant  did  not  infringe. 

It  was  conceded  that  if  the  reissued  patent  should  be  construed  liter- 
erally,  withont  restraining  the  generality  of  its  claims  by  a  reference  to 
the  original  patent,  the  wheels  made  by  the  defendant  would  be  an  in- 
fringement ;  bnt  the  court,  in  view  of  the  state  of  the  art  at  the  date  of 
Swain'H  invention,  and  of  the  distinct  liniitAtion  of  that  invention  In 
the  original  patent  to  a  wheel  of  specific  constnictiou  and  form,  consid- 
ered itself  bonnd  to  construe  the  claims  of  the  reissued  patent  in  ac- 
cordance with  such  limitation,  in  order  to  avoid  the  conclusion  that  it 
was  for  another  and  different  invention  from  that  originally  patented. 
From  a  careM  examination  of  the  evidence  in  the  case  we  are  satisfied 
that  this  was  the  most  favorable  view  that  could  have  been  taken  for 
the  complainants.  A  (Amparison  of  the  original  letters  patent,  inclad- 
ing  the  drawings  and  model,  with  the  reissued  patent  makes  it  very 
evident  that  the  latter  is  the  result  of  an  effoit  to  enlarge  the  scope  of 
the  patent  so  as  to  include  and  embrace  within  it  matters  and  things 
tliat  were  not  embraced  in  the  original  invention,  The  original  speci- 
ftcattou,  drawings,  and  model  all  agree  in  describing  a  specific  wheel  and 
iMociated  apparatus  as  the  subject  of  the  invention  secured  by  the  let- 
ten  patent.    They  distinctly  describe  a  wheel  with  its  floats,  each  made 
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of  a  single  piece  of  metal,  having  tfaeir  fiace  sides,  where  the  water  strikes, 
of  a  paratx^oitlal  form,  with  their  bottoms  formed  by  revDlviDg  the  corves 
on  their  axes,  and  arranged  in  a  particular  direction  to  receive  the  water 
fh>m  the  guides,  and  having  the  rim  of  the  wheel  covering  the  floats  so 
cnr^'eil  as  to  force  the  water  down  rapidly  in  the  lower  curved  parts  or 
bottoms  of  the  floats,  the  water  being  torned  down  between  the  curb 
and  wheel  and  lower  curb ;  they  describe  an  annular  chamber  sitaated 
above  and  outside  of  the  wheel,  with  slots  in  its  bottom  to  receive  and 
steady  the  guides  wheD  raise<I  with  the  gate,  and  which  is  filled  with 
water,  fbrming  a  sort  of  staflBng-box;  they  describe  a  cylindrical  gate, 
below  t^e  annular  chamber  snrroiinding  the  cnrb  below  the  wheel,  pro- 
vided at  top  with  a  flange  to  which  the  guides  are  attached,  and  which 
is  opened  by  being  lowereil  to  let  the  water  into  the  wheel  through  the 
guides,  and  is  shnt  by  being  raised  np  to  the  bottom  of  the  aiiualar 
chamber;  lastly,  they  describe  a  i>articu]ar  contrivance  for  adjusting 
the  wheel  on  its  step,  which  is  of  no  consequence  in  the  disposal  of  tbe 
present  case.  Substantially,  this  is  the  entire  description :  the  wheel, 
fiirmed^nd  made  as  stated;  the  annular  chamber;  the  cylindrical  gate 
with  the  guides  attached  to  its  fiange,  and  the  contrivance  for  adjusting 
the  wheel  on  the  step.  There  is  also  a  description  of  the  inclosing  case 
and  curbs  and  tbe  machinery  for  raising  and  lowering  tbe  gate  and  tbe 
wheel;  but  these  part«  have  nothing  to  do  with  the  controversy. 

The  claim  of  the  patent  was  threefold :  first,  for  the  annular  chamber, 
with  slots  in  the  bottom  to  receive  tbe  guides;  secondly,  the  combined 
arrangementofthe  guides,  thecylindrical  gate,  and  the  annular  chamber, 
as  unitedly  related  to  the  wheel;  thirdly,  the  stop  arrangement.  Here 
we  have  a  clear  and  distinct  specificAtion  of  an  iuvention,  and  of  tbe 
particnlar  machinery  which  is  its  sabject-matter.  The  wheel  is  nut 
claimed,  either  as  to  i&  form  or  fashion  or  mode  of  operation ;  nothing 
is  claimed  but  the  annnlar  chamber,  the  peculiar  gate-and-guide  ar- 
rangement, and  the  step  ac^nstment,  none  of  which  things  are  in  con- 
troversy in  this  aoit. 

But  a  change  comes  over  the  scene.  The  patent  becomes  the  prop- 
erty of  a  corporation  that  mannfactnres  wheels ;  a  monopoly  of  tbe 
business  ia  very  desirable;  other  manufacturers  make  turbine  wheels 
approaching  somewhat  in  appearance  to  that  described  in  Swain's  pat^ 
ent.  The  usoal  remedy  in  such  cases  is  resorted  to.  A  reissue  of  the 
patent  is  sought,  with  expanded  claims,  safflcientiy  general  and  com- 
prehensive to  embrace  a  wide  monopoly  of  structnre,  uid  to  shut  np 
competeting  establishments.  In  this  way  the  pat«nt  laws  have  been 
made  the  instminents  of  great  iujastice  and  oppression.  The  real  ob- 
ject and  design  of  a  reissue  of  a  patent  has  been  abused  and  subverted. 
1%e  intent  of  the  law  was  to  allow  a  correction  to  be  made  "  trheuever 
a  patent  is  inoperative,  or  invalid,  by  rcajwn  of  a  defective  or  insnfflcient 
description  or  specification,  or  by  reason  of  tbe  itatentee's  claiming  in 
his  specification  as  his  owd  invention  more  than  he  haa  a  right  to  olaint 
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as  new ;  and  when  the  error  has  ariaeu  by  iuadvertency,  accident,  at 
mistake-  and  without  any  ftaudnlent  or  deceptive  intention."  Them 
iH^the  words  of  the  law  granting  the  right.  It  was  never  intended  tID 
allow  a  patent  to  be  enlarged;  but  to  allow  the  correction  of  mistakes' 
inadvertently  committed,  and  the  restriction  of  claims  which  had  been 
improperly  made,  or  which  had  been  made  too  broad— jnBt  the  contrary 
of  that  which  has  come  to  be  the  practice.  In  a  clear  case  of  mistake— 
Dot  error  iu  judgment — the  patent  may  undoubtedly  be  enlarged ;  bat 
that  should  be  the  exception,  not  the  rule ;  whereas  the  enlargement  of  • 
claims  haa  become  the  rule,  and  their  contraction  the  exception. 

These  remarks  are  well  illustrated  in  the  case  before  us.  We  have 
shown  what  was  the  original  invention  described  and  claimed.  After 
the  lai>8e  of  twelve  years  and  a  half  the  patentee  (or  rather  his  corpora- 
tioii  iissignee)  discovei-s  that  through  inadvertence  and  mistake  his 
specification  is  wrong  and  needs  correction,  and  a  reissue  is  obtained 
with  eleven  different  claims.  These  claims  are  quite  different  from  those 
of  the  original  patent,  and  are  intended  to  give  to  the  present  proprietors 
ft  large  and  valuable  monot*oly.    Here  are  some  of  the  claims : 

1.  A.  w&ter- wheel  the  fioate  of  which  have  a  discharge-Una  extemUiig  from  the  crown 
at  their  iuner  e&ge  to  the  lower  outer  edge  of  the  wheel. 

2.  The  combination,  iu  a  water-wheel,  of  o  erowo,  hanil,  and  floate  hnving  their  dia- 
charge-Iine  exteuding  from  the  crown  nt  their  innei  e<lge  to  the  lower  onter  vdge. 

:t.  Tlie  cnmbinatioQ.  iii  a  water-wheel,  of  a  crnnnaDdAontshaving  their  disoliarge- 
liuc  nxt<^iding  &om  the  crown  at  their  inner  eilge  to  the  lower  outer  edge. 

'>.  A  water-wheel  having  nu  ett'ective  inward  Hun-  and  discluirge  of  part  of  the  wa- 
ter and  an  efi'ectivo  downward  flow  and  discharge  of  i)art  of  the  water  eiiunltaneonsly 
iu  one  wlieel,  whereby  the  effective  area  nf  discliiirge  \e  increased  withont  Inoreaiing 
the  diami-t«r  of  the  wheeL 

Here  is  a  sweping  generalization,  wliioh,  b^ken  literally,  would  give 
to  the  patentee  a  monopoly  of  all  water- wheels  having  simultaneously 
an  effective  inward  and  downward  flow  and  discharge,  whatever  might 
be  the  shape  of  the  floats  or  of  the  crown.  This  was  certainly  not  the 
invention  described  or  suggested  in  the  original  patent.  Tlie  invention 
of  a  wheel  was  not  claimed  at  all.  A  wheel  was  described,  bnt  it  was 
a  wheel  made  after  a  particular  pattern  or  form,  and  adjusted  to  a  par- 
ticular apparatus  for  the  reception  and  discharge  of  tlie  water.  Its 
buckets  were  described  as  paraboloidal ;  its  rim  over  the  backets  curved 
downward  and  inward,  so  as  to  force  the  water  down  rapidly  in  the 
lower  carved  parts  or  bottoms  of  floats.  So  intimation  is  given  that  a 
wheel  ofadiSlerontform  would  answer  the  purposesof  the  invention.  The 
deftiudanta  do  not  copy  either  of  these  features  in  their  wheels.  Their 
Hoata  are  not  paraboloidal,  bnt  waving.  The  rim  is  not  ciuved  down- 
wfurd  and  inward,  but  is  horizontal.  It  is  very  apparent  why  the  claim 
has  been  generalized  as  it  has  been.  The  patentees  desire  to  sccui-c 
tbe  monopoly  of  every  center-vent  wheel  of  whatever  shape  or  foiw 
which  discharges  the  water  both  inwardly  iu  the  center  of  the  wheel 
and  downwardly  Stom  the  bottoms  of  the  floats  beneath  the  wheel ;  but 
5  o  p 
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that'  would  be  a  new  inventioD,  very  differeot  from  what  was  described 
and  elainted  in  the  origloal  patent.  To  warrant  this  exteasion  of  the 
claim  the  specification  of  the  reissued  patent  contains  material  Tariatioa 
from  that  of  the  miginal,  fi«qnently  stating  ttiat  a  particnlar  part  may 
be  constmcted  thus  and  so,  when  tlie  original  required  it  to  be  thas  and 
so.  It  speaks  of  >'  tho  npper  horizontal  edge  of  the  Soats,"  when  no  such 
thing  is  mentioned  in  the  original ;  but  on  the  contrary  the  rim  over  the 
floats  was  described  as  curving  inward  and  downward,  and  as  being  so 
curved  for  a  special  purpose  and  effect.  Instead  of  correcting  inadvertent 
mistakes  in  the  specUication,  which  rendered  the  patent  inoperative  and 
void,  the  pretended  corrections  are.  evidently  intended  to  widen  the 
scope  of  the  patent  and  to  make  it  embrace  more  than  it  did  at  flrst.  So 
far  as  description  went  the  original  specification  was  as  perfect  as  the 
new  one. 

The  mistake  of  the  patentee  or  his  asi^igus  seems  to  hare  been  in  sui>- 
posiug  that  be  was  entitled  to  have  inserted  in  a  reiB8U0d  patent  aR 
that  he  might  have  ai)pl{ed  for  and  hitd  inserted  in  bis  original  pat«ut. 
The  api»ellants  produced  on  the  argument  exhibits  tending  to  show  that 
the  patentee  before  obtaining  his  original  patent  had  made  and  done  all 
those  things  which  are  embraced  in  or  covered  by  the  reissued  patent. 
If  this  were  tme,  it  would  be  nothing  to  the  pnrpose.  A  reissne  can  oidy 
be  granted  for  tJie  same  invention  which  was  ■  originally  patented.  If 
it  were  otherwise,  a  door  would  be  opened  to  the  admission  of  the 
gi'eatest  frauds.  Claims  and  pretensions  shown  to  be  unfounded  at  the 
time  might,  after  the  lapse  of  a  few  years,  after  a  change  of  officers  ia 
the  Patent  Office,  the  death  of  witnesses,  and  the  dispersion  of  docu- 
ments, be  set  up  anew  and  a  reversal  of  the  first  decision  obtained 
without  an  appeal  and  without  any  knowledge  of  the  previous  investi- 
gations on  the  subject.  Ifew  light  breaking  in  upon  the  patentee  as 
the  progress  of  improTement  goes  on,  and  as  other  inventors  enter  the 
field,  and  his  monopoly  becomes  less  and  less  necessary  to  the  pnblio, 
might  easily  generate  in  his  mind  an  idea  that  his  invention  was  really 
more  broad  and  comprehensive  than  had  been  set  forth  in  the  sped&- 
oation  of  his  patent.  It  is  easy  to  see  how  such  new  light  would  nat- 
urally be  refieoted  in  a  reissue  of  the  patent,  and  how  unjust  it  might  be 
to  third  parties  who  had  kept  pace  with  the  march  of  improvement. 
Hence  there  is  no  safe  or  jnst  rnle  bnt  that  which  confines  a  reisaned 
patent  to  the  same  invention  which  was  described  or  indicated  in  the 
original. 

Since,  therefore,  any  extension  of  the  i«issned  patent  beyond  the 
scope  of  the  invention  set  forth  and  fairly  indicated  in  the  original  speci- 
fication, drawings,  and  model  would  be  fatal  to  the  patent  itself,  we 
think  that  the  appellants  ought  to  be  satisfieil  with  the  course  takeit  by 
the  circuit  jod£fl  in  BO  construing  the  patent  with  reference  to  tiiose 
original  tests  as  to  restrain  and  confine  the  intent  and  meaning  of  the 
claims  within  legitimate  and  admissible  Imunds ;  and,  so  construed,  there 
' "  no  plausible  pretense  that  the  defendant^is  gn  ilty  of  an  inftiDgeiDi^it 
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If  the  appellanta  insist  on  the  broad  oonstnictioD  of  the  claims  in  the 
new  patent,  they  most  take  the  risk  of  bein^  met  with  preTions  achieve- 
ments in  the  aame  line  of  improvemeut,  which  may  rery  serioasly  en- 
danger the  validity  of  their  patent  Several  stmctures  hare  been  pro- 
duced on  the  hearing,  antedating  the  invention  of  Swain,  of  which 
it  will  be  very  difflcnlt  to  contend  that  they  do  not  embrace  the  princt* 
pal  feature  in  Swain's  wheel  «ongbt  to  be  appropriated  by  him. 

If  the  eviden*^  with  regard  to  Stowe's  wheclH,  conatmctcd  in  1837, 
1841,  and  1850,  is  to  be  relied  on,  it  ie  not  a  salBcient  answer  to  say  that' 
they  were  merely  spout- wheels,  and  were  never  nsed  under  water  as  tur- 
bines. They  are  substantially  the  same  wheel  as  Swain's,  and  whether 
nsed  as  turbines,  or  only  under  the  operation  of  a  apout,  they  anticipate 
his  structure.  The  mere  change  of  use  by  placing  them  in  a  different 
position  with  regard  to  the  water  is  not  patentable. 

The  Temple  whe^l,  the  Whitney  wheel,  and  the  Greenleaf  wheel  all 
conduct  the  water  in  the  same  lines  that  Swain's  does,  ftom  its  entrance 
into  the  wheel  to  its  final  departure  &om  it  j  and  if,  on  an  investigation 
of  dates,  we  should  find  that  either  of  these  wheels  antedated  Swain's 
invention,  we  should  probably  be  forced  to  the  oonclusiou  that  they  each 
contained  the  fundamental  element  of  a  simnltaneous  inward  and  down- 
ward flow  and  discharge  of  water  through  the  wheel,  which  the  appell- 
ants claim  as  the  principle  of  Swain's  invention. 

We  do  not  deem  it  necessary  to  go  into  a  more  partlcnlar  examina- 
tion of  the  evidence  at  this  time.  We  have  examined  it  carefully,  and 
have  come  to  the  conclusion  that  the  view  taken  of  the  case  by  the  cir- 
cuit conrt  was  as  favorable  to  the  appellants  as  they  could  reasonably 
ask. 

The  decree  is  afiSrmed. 


(CiOtBd  StatM  Clnatt  Conrt-^actban  DMrtet  of  aUBo!*.] 

BoBDisoir  ET  Ai,.  V.  Sutter  et  al. 

DeeiOtd  Ootcber  Term,  1880. 

19  o.  0.,  vr. 

1.  The  irord  "tight,"  nsed  in  the  olaim  to  qualify  the  wooden  tohacoo-holdiug  vewel, 
HMto  mean  aalBcieDtly  tight  to  Bubserve  the  purpoaea  to  be  occoupliihed  hy 
the  iDTeutiou. 

S.  Crerioea  or  openings  \a  the  wooden  tobaoco-holder  uiaing  from  defective  meehaui- 
oal  coDBtnictioD,  if  not  large  enough  to  defeat  the  operatlona  of  the  doTioe,  will 
not  i«lieve  the  apparatnafrom  the  charge  of  in&lngement. 

X  The  patent  shawl  an  organized  appacatus  coDsisting  of  aateam  and  irater  oonti^- 
ing  chamber  and  a  wooden  tob<cco-holder  apeoially  oonatrnoted  fl>r  that  porpoae 
BDspended  in  aaid  chamber.  The  defendanta  employ  the  eteam  and  water  eon- 
taiuing  chamber,  but,  inittead  of  usiug  a  wooden  tobacco-holiler  specially  made 
for  that  pnrpoae,  nue  for  oontaialog  the  tobacoo  in  the  chamber  the  ordlntuy 
wooden  tobaceo-caae  in  which  leaf  tobacco  comee  packed ;  Btld  to  be  an  lnfHiif»- 
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Mmtr»,  MitndMy,  SvarU  &  Aicock  for  ttie  oomplaiuants. 
Me»tri.  Banning  <£  Banninjf  and  Mr.  Adolpk  Motet  for  the  UefBtid- 
ants. 

Blodoett,  J.  : 

This  is  a  suit  for  inAingemeDt  of  letters  patent  granted  by  the  United 
Slat«8  to  complainant,  Abraham  Kobinson,  on  the  10th  dayof  Jane,  1879, 
for  an  improved  apparatns  for  resweadng  tobacco. 

The  defense  set  up  is,  first,  that  defendants  do  not  infringe  oomplain- 
ants'  patent ;  second,  that  complainants'  patent  is  void  for  want  of  dov- 
elty. 

It  seems  from  the  proof  that  in  the  manipulation  of  tobacco  it  is 
deemed  very  desirable  to  obtain  a  dark  uniform  color  in  the  leaf,  espe- 
cially of  that  to  be  used  for  cigar- wrappers;  that  in  the  natural  sweating 
which  the  leaf  undergoes  in  the  ordinaij  process  of  curing  it  is  left 
8i>otted,  or  sifme  leaves  will  be  darker  than  others,  and  the  process  of 
i-CHweatiug  is  intended  to  bring  the  tobacco  to  a  dark  and  uniform  color. 

Itobinsoo  claims  to  have  discovered  that  tobacco  can  be  successfully 
resweated  by  packing  the  leaves  closely  in  a  mass  iu  a  woo<leii  box  or 
tub  made  substantially  tight,  except  so  far  as  the  pores  of  the  wood 
will  admit  vapor  or  moisture  to  slowly  percolate,  through  the  wood  and 
difitiise  itself  with  the  mass  of  leaf  from  a  body  of  warm  water  and  ex- 
panded steam  contained  in  an  outer  tank  or  chamber  surrounding  the 
tobacco- holder,  the  process  to  continue  from  three  to  eight  days,  accord- 
ing to  the  mass  of  tobacco  to  be  operated  upon.  The  apparatus  which 
he  devised  for  this  purpose,  and  which  is  covered  by  his  patent,  con- 
sists 1  First,  of  a  tank  or  chamber  adapted  to  bold  a  body  of  water  and 
sufficiently  tight  to  hold  expanded  steam,  or  steam  generated  or  let  into 
the  cbamber  at  a  very  low  pressure.  The  model  presented  here  cousistA 
of  a  tuuk  which  is  water-tiglit  at  the  bottom  and  substantially  water  or 
steam  tight  above,  with  the  tobacco-bolder  let  into  it  and  suspended  by 
a  rim  ui>on  the  edge,  the  holder  being  made  tight,  as  described;  bat 
the  patentee  docs  not  restrict  himself  to  this  precise  form  of  conetmc- 
tiou.  Second,  a  tobacco-holdei  in  which  this  mass  of  leaf-tobacco  is 
plac^,  which  tobacco-holder  is  placed  or  suspended  inside  of  the  tank 
or  chamber.  Third,  a  steam-generator  for  producing  steam,  by  which 
the  water  in  the  chamber  is  t«i  be  warmed  and  steam  generated,  whereby 
a  warm  humid  atmosphere  is  kept  constantly  about  the  tobacco-holder, 
and  tlie  warm  moisture  gradually  diffused  through  the  tobacco  in  the 
holder. 

The  size  and  capacity  of  the  apparatus  is  wholly  within  the  control 
of  the  0}>erator.  It  is  obvious  that  the  water  tank  or  chamber  ninst  be 
for  practical  purposes  large  enough  to  contain  the  tobacco-holder  and 
give  a  space  underneath  the  holder  for  water  and  a  space  above  the 
water  and  around  the  holdei-  for  steam  to  diffdse  itself,  so  as  to  wrap 
the  tobacco-holder  iu  the  wet  steam  or  moisture — ^that  is  to  s^,  the 
tank  most  be  large  enough  to  contain  the  tobacco-holder,  giving  a  water- 
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space  nndenieath  tuid  a  space  about  the  tobacco-holder  around  which 
steam,  can  be  circolated.  The  tobacco-holder  is  made  comxtaratavely 
tight,  so  as  to  preTent  the  steam  from  coming  in  direct  contact  vith 
the  tobacco;  but  enough  moisture  is  found  to  be  admitted  tlirougb  the 
poi«s  of  the  wood,  in  connection  with  the  warmth,  to  secure  the  process 
of  resweating. 

The  heater  or  steam-generator  is  placed  outside  the  chamber,  and  its 
only  function  is  to  supply  the  necessary  heat,  which  may  be  done  by 
passing  ateam  into  the  water  only,  or  steam  may  also  be  let  into  the 
chamber  above  the  water,  if  desired. 

The  device  used  by  defendants  operates  npon  precisely  the  same  prin- 
ciple as  that  of  complainanta — that  is,  it  has  a  tank  or  chamber  within 
which  the  tobacco-holder  is  placed.  The  bottom  of  the  tank  is  supplied 
with  water  which  ie  heated  by  an  outside  steam-generator  or  heater; 
and  the  only  difTerence  between  the  two  devices  of  the  complainants 
and  the  deftudants  is  tliat  the  defendants'  tobacco-holder  is  not  made 
tight,  so  as  to  exclude  moistore  except  through  the  pores  of  the  wood, 
the  defendants,  in  practice,  using  the  ordinary  tobacco-oases  in  which 
leaf-tobacco  comes  packed  to  hold  the  tobacco  during  their  process  of 
resweating.  In  other  words,  the  defendants  open  the  doors  in  their 
tank  and  slide  the  ordinary  tobacco-case  full  of  tobacco  into  this  steam- 
box,  and  allow  it  to  remain  thei-e  until  the  tobacco  has  become  resweated, 
which  is  in  no  respect  different  &om  the  process  of  Itobinsou,  except  as 
hereafter  noted ;  but  it  is  claimed  that  this  is  a  substantial  difference, 
because  it  is  insisted  that  complainants'  claim  requires  their  tobacco- 
holder  to  be  tight,  while  the  defendants'  tobacco-holders  are  not  Hght. 

I  think,  however,  the  word  "  tight,"  as  used  in  his  claim,  is  to  be  con- 
Btrued,  in  the  light  of  his  specifications,  as  meaning  sufficiently  tight  to 
snbserve  the  purposes  to  be  accomplished.  The  tenn  as  used  here  must 
be  held,  I  think,  to  mean  comparatively  or  approximately  tight — close 
Buongh  to  exclude  an  excess  of  steam  or  moisture  and  open  or  porous 
eaongh  to  allow  the  warm  moisture  to  sweat  or  percolate  into  the  to- 
bacco-holder, so  as  to  warm  and  moisten  its  coiitents;  and  it  would  seem 
that  slight  crevices  or  openings  arising  from  defective  mechanical  con- 
Btmction,  if  not  large  enough  to  admit  steam  iu  snch  quantity  or  vol- 
ume as  to  wet  the  tobacco,  would  not  violate  this  patentee's  rule  of  cou- 
stmction. 

The  patentee,  as  I  have  already  said,  provides  by  his  speciflcataons 
the  kind  of  tank  he  requires  for  liis  process.    He  says; 

It  in  nMd  to  sodeD  the  leaves  of  (obaccu,  kh  ix  well  knonii,  in  onlerto  prepare  thrm 
for  beiuK  inMinfactnreil  lalo  cIkms  ami  olher  niuiiufactnred  gooilB  anil  to  bring  nut  a 
KMiil  and  nn)forni«olor.  This  has  been  iloiw  beretnfi>re  in  viirioua  wa.vB,  Mid,  luiioug 
olhgn,  bv  dompeiuDg  tlie  leu  vex  and  ux|>inuu|;  tliinii  to  beat  while  in  tliat  eoilditiou. 

The  o1iJM:t  of  tliii  iiivciitiou  is  to  pmvide  iiiipruved  ini'niui  for  exiHwhii;  the  leaves 
lo  llie  action  of  iiteftm  for  tile  pntposes  above  set  forth ;  an<l  to  that  eud  ni.v  invention 
rniisjgtiofatoliBcco-boldinKvoMui  inailuof  u*n<i<lHnttlcioiit1y  iKironHtoiiiirniittbeiiteiim 
In  |i«rcolate  tbrangb  it,  iu  combinatiou,  Bnlistautially  as  lieroinatiter  deHcrilied,  with 
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ft  rteMD-gMiAnrtiiig  »ppantiu  aod  •  steHti-mMivlDjc  ohamber  ■nnoimdiiig  the  veMel 
for  coutklnlug  the  tobMco. 

I  tm  ftWftre  thst  the  general  Uraotiirftl  plui  of  the  ftppftntai  heretnBAer  desoribed 
liold,  Mid  Idonottbenfonhenlntend  toolftimtheMmeindepeiideiitljof  fttobftcco- 
MOeiviiiK  veaeel  made  of  wood  soffloieatljr  porotu  M  pennit  the  iteBin  to  peroolAte 
thioagh  It,  ae  and  for  the  pnrpoaei  wt  foKb,  the  lald  wooden  veanl  oonatitnting,  ai 
I  believe,  an  Improvement  npon  the  apparatna  heretofore  In  nte,  for  the  reaaon  that, 
In  employing  wood  loatead  of  metal  in  the  oonstniotion  of  eald  reewl,  the  tobaooo  ia 
preyented  flwm  being  tainted,  and  may  be  kept  oontinnallfmoiat  by  the  action  of  th« 
■team,  Initead  of  being  merely  heated  and  aweated  by  it,  or  ateamed  only  by  the  gan- 
eration  of  ateam  lu  the  aame  veaael  aontalilng  the  tobaooo,  It  being  ebvlona  that,  if 
the  tobaoco-reoeivlug  veaael  be  made  of  metal,  m  heretofoie  in  devloea  of  thla  claaa, 
the  steam  in  an  outer  annonnding  veaael  woald  merely  beat  the  tobaooo  and  awe^t  it 
withont  Imparting  new  molatore  to  It.  Neither  do  I  here  Intend  to  olaim  the  prooeae, 
•a  enoh,  of  ateaming  tobaiKio. 

'  *  '  C  is  a  tight  wooden  veaael  for  receiving  the  tobacuo  to  be  treated.  Thia 
veaael  ahould  beprovided  witha  tlght-fltting  oover,  a.  I  make  the  veaael  C  of  wood, 
■a  an  CMentlal  feature  of  my  invention,  in  order  that  the  ateam  may  sweat  or  peroo- 
late  throngh  itfrom  the  tank  B,  and  aothatthetobacoo  will  not  be  tidnted  by  contact 
with  metaL  The  veaeel  C  is  snongh  amaUer  than  the  tank  B  to  be  loqiended  in  the 
latter  and  leave  auannulaispaoe,!,  between  thetwo,ae  wall  asaepaoenndemeath  the 
bottom  of  the  veael  C,  as  ihown.  ,  i 

It  is  obvious  that  this  inventor  meant  to  have  tbe  "tobacco-holder," 
as  he  calls  the  box  C,  sufficiently  opeu,  either  through  the  pores  of  the 
wood  or  interstices  between  the  staves  or  boards,  so  that  steam  would 
slowly  percolate  throngh,  and  not  that  a  strong  jet  of  steam  should 
paas  throngh  any  one  crevice  or  opening  so  as  to  be  condensed  on  the  i 
tobacco  and  wet  it,  but  that  it  should  slowly  percolate  through  the  i 
pores  of  tbe  wood  and  maintain  a  steady  low  degree  of  warmtti  inside  i 
the  holder  and  upon  the  leaves.  This  was  the  evident  purpose  of  the  i 
inventor  in  the  devicewhich  be  has  presented.  It  is  true  the  inventor,  ■, 
in  his  claims,  says : 

I  claim— 

1.  The  apparatiiH,  anbstautially  asdeacribecl,  for  treating  tobacco,  to  wit ;  the  tight 
veasel  or  tank  B,  the  tight  veasel  C,  made  of  wood  and  enspended  in  the  tank  B,  and 
a  etewu  generator  or  heat«r,  all  combined  and  operated  together  substantially  as  »nd 
for  the  pnrpose  epecided. 

S.  The  combination  of  tbe  boiler  A,  the  tight  tank  B,  mode  of  wood,  the  tight  ves- 
sel C,  mode  of  wood  and  suspended  i  u  the  tank  B,  and  the  pipes  D  and  E,  entering  the 
tank  B  and  the  boiler,  al)  arranged  and  operating  substantially  as  and  for  the  purpose 
specified. , 

The  "  tight  vessel  G,"  as  described  and  referred  to  in  the  claim,  must 
mean  the  "tight  vessel  C  described  in  the  specifications,  and  no  other, 
aud  that  means  simply  one  comparatively  or  approximately  tight— one 
tight  enough  to  exclude  a  large  jet  of  steam,  aud  at  the  same  time  open 
enough  to  admit  the  percolation  of  steam  through  it. 

It  is  obvious  that  what  this  inventor  wished  to  accomplish  was  to 
moisten  his  tobacco  without  wetting  it.  Vow,  literally,  a  thing  which 
is  moist  may  be  said  to  be  wet ;  but  there  is,  after  all,  a  practical  differ- 
ence between  wet  tobacco  and  moist  tobacco,  which  is  of  great  conse- 
quence in  the  manufacture  of  this  commodity  and  to  the  snccess  of  this 
process,  and  oomplaiuaut  intended  by  his  mechanism  to  obtain  by  meui'* 
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of  bis  poroos  tobacco-holder  jut  that  decree  of  warmth  and  noistore 
Thlch  wonldcausetheresweatingof  the  leaves,  80  as  to  secure  an  equal 
distribntdon  of  the  coloring-matter,  and  perhaps  of  the  essential  oil  of 
tlie  tobacco,  throngb  the  whole  contents  of  the  mass  aabjected  to  tiie 
proceas,  so  as  to  make  it  nearly  faomogeneons  in  color  and  quality.  If, 
tbei-efbre,  it  was  the  intention  and  a  necessary  part  of  patentee's  devioe 
that  the  tobacco-holder  should  be  open  or  porona  enoagh  to  admit  moist- 
Di-e,  I  do  not  think  defendants  can  be  (flowed  to  infringe  by  using  a 
tobacco-holder  a  little'  more  porous  or  open.  The  eas^itial  feature  of 
eoniplaiuanf  s  invention  consists  in  subjecting  the  mass  of  leaf  tobacco 
to  moisture  and  heat  in  a  comparatively  close  woodeo  box  fi>r  a  suffi- 
cient time  to  have  it  undergo  the  process  of  resweatiog ;  and  it  is  do 
answer  to  complainants'  charge  of  inMngement  of  his  patent  to  say 
that  defendant's  box  is  not  quite  so  tight  as  that  which  complainant 
deems  desirable  or  necessary  for  the  moat  sati^aotory  operation  of  his 
dence.  I  conclude,  then,  that  the  defendant's  device  manifestly  in  its 
mode  of  construction  and  operation  infringes  tlie  complainants'  patent. 

The  next  and  last  question  to  be  considered  is  as  to  the  novelty  of 
eotuplainants'  device. 

Two  devices  for  steaming  tobacco  are  shown  is  the  proof— one  the 
Oppelt  patent  of  June  16, 1874,  and  the  other  the  Wfihderoth  patent  of 
1878.  An  examination  of  these  mechanisms  shows  them  both  to  be 
literally  tobacco-steamers.  They  consist  of  metal  tanks,  within  which 
was  a  metal  tobacco-liolder,  into  which  the  steam  was  to  be  directly 
admitted,  and  the  proof  shows  that  they  do  not  produce  the  results 
secnred  by  the  complainant^s  invention.  Contact  with  the  metal 
taiuts  and  injures  the  tobacco  operated  upon,  and  the  free  admission 
of  Kteam  wets  and  to  some  extent  cooks  the  tobacco.  The  porous  wooden 
tobacco-holder  devised  by  Bobinsou  seems  from  the  proof  to  stimulate 
that  slow  fermentatiou  and  actiou  in  the  constituent  elements  of  the 
leaf  which  is  required  to  make  the  whole  mass  homogeneous,  and  it 
would  seem  that  this  cannot  be  done  with  either  the  Oppelt  or  Wend- 
eroth  devices.  I  therefore  conclude  that  there  is  uo  proof  in  this  case 
which  should  be  allowed  to  defeat  this  patent  for  want  of  novelty. 

There  will  be  an  order  for  the  iiguuction,  as  prayed,  and  reference  to 
the.maater  to  assess  damages. 


[Dniud  StM«  Cironlt  Contt— Dlitiiat  of  New  JerMy .] 

Ttxeb  et  al.  v.  Cbahe. 

Decided  Ootobar  Term,  ItiSO. 

19  0.  O.,  188. 

1'  la  a  eait  for  mfringement  of  ReisiiQed  Letters  Puteut  Mo.  6,609,  granted  Aagust  24, 
1876,  to  Stunnel  W.  Tyler,  for  an  improi-enient  in  harvesters,  two  defeusea  wenj 
Mtnp:  flrat,  wankof  iioTelty;  BeooQd,tliMdef^dant'Bma(iliinedidn< 
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%.  MM  Ibat  the  pattaiteo's  devioe  of  placing  the  geuing  and  ■bftfts  that  imporC  tbe 
motioii  U>  tbe  ontton  apon  a  rigid  common  support  or  frame  formed  ia  one 
piece,  to  correct  Iha  practical  defeota  of  twlating  and  ^arpln);  in  existing  two- 
wheel  machines,  ii  Biutaina'ble. 

3>  That  defendant'a  machine,  having  two  wheals  'nith  connecting  axle  and  contain- 
ing the  solid  piece  or  fterae  mode  of  a  ungle  oaating  for  the  aupport  of  tbe  in- 
tertoediate  draft  and  gearing  enstained  by  tbe  axle,  iliS'ering  only  from  the 
mechanism  of  the  patentee's  in  having  the  eolid  piece  directly  and  not  medi- 
ately attached  to  the  axle  of  the  wheels,  is  an  infHngement. 

Mr.  Clarenoe  A.  Setetard  and  Mr.  Thomas  H.  Dodge  for  tbe  complain- 
ants.. 
Mr.  Benjamin  F.  Thuraton  aiid  Mr.  J,  C.  B,  Woodt  for  ttie  defendant. 

If DCON,  J. : 

This  is  a  sait  for  tbe  infrlDgemeut  of  extended  aud  reissued  letters 
patent  numbered  6,609,  and  ditted  An^st  24, 1S75.  Tbe  original  let- 
ters patent,  granted  to  Samuel  W.  Tyler,  one  of  tbe  coinplaioanta,  are 
numbered  30,661,  and  dated  November  13, 1S60. 

Tbe  bill  alleges  tbat  tbe  defendant  haa  infriugeti  tlie  third  and  foartb 
claims  of  tbe  complainants'  patent,  which  are  as  follows : 

3.  In  a  two-wheel  harveating-maohine  having  iin  axle  coiinecting  the  wheels,  a  sup- 
port for  the  driving  mechanism  of  the  cnttcrs,  maile  in  one  piece,  the  neight;  of  n-hich 
aud-that  of  the  driving  mechanism  of  the  cntter  Leing  arranged  between  the  main 
wheels  and  snstained  by  the  axle  thereof,  snhstantially  as  described,  and  for  the  pnr- 
poee  Mt  forth. 

4.  Tbe  piece  D,  which  snpportfi  the  iutenueiliate  shafta  and  gear-wheels,  tion- 
■tmotod,  snbstaaCially  as  described,  to  form  a  shield  trom  the  under  side  to  tbe  .crank' 
shaft  e,  Bobstantially  as  BpeciAed. 

Tbe  answer  of  tbe  defendant  admits  that  lie  has  made  sale  withiu  tbe 
jurisdiction  of  tbe  court  of  divers  barvesters  which  were  mannfactnred 
and  consigned  to  bim  for  sale  by  the  9prague  Mowing  Macbine  Com- 
pany, a  foreign  corporation,  but  claims  tbat  tbe  said  machines  were 
lawfully  constructed  under  divers  letters  patent  owued  by  tlie  company 
or  under  which  the  said  company  was  licensed. 

Tbe  defenses  rebed  upon  at  tbe  bearing  were  two :  first,  tbat  com- 
plainants' patent  was  void  for  want  of  novelty;  second,  tbat  the  de- 
f^daut's  machine  did  not  infringe. 

1.  What  is  tbe  complainants'  invention,  or  at  least  tbat  portion  of  it 
which  it  is  claimed  the  defendant  infringes !  It  relates  te  improve- 
mentfi  in  harvesters.  Tbe  evils  or  defects  of  tbe  existing  machines  that 
be  endeavored  to  guard  agaiifbt  and  remedy  arose  fixiiu  tbe  wooden 
fhunes  and  the  liability  of  "the  gears  nnd  their  sbaft-jonmals  to  be- 
come cramped  and  bound  in  their  action  by  springing,  warping,  or 
wringing  of  tbe  frame."  To  prevent  this  be  provides  tliat  all  tbe  gear- 
ing and  shafts  which  communicate  motioii  from  the  main  gear-wheels 
or  driving-wheels  and  axle  thei'eof  to  tlie  cutter  shall  be  borne  on  a 
rigid  common  support  or  fhuno  cast  or  formed  in  one  piece,  which  con- 
sisted of  a  cjist-iron  supjioii;,  D,  formed  in  one  piece;  and  tbat  portion 
of  the  said  snpi>ort  D  t)etween  tbe  pinion  and  pitman-oranb  is  bollowecL 
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out  to  receive  the  sbatt  0,  or  is  made  oonvex  on  one  side  and  concave 
on  tlie  other,  with  a  horizontal  projeoti<Mi  on  each  aide  of  tbe  concavity, 
in  order  not  only  to  give  Btrength  to  the  frame  with  a  email  amount  of 
materifd,  but  also  to  afford  a  ^ield  to  prevent  the  grass  or  grain  from 
nndemeatli  winding  iut>and  the  shaft  and  dogging  it. 

At  the  date  of  the  complainants'  invention  the  evidence  riiows  that 
Qiere  were  two  kinds  of  harveBters  or  mowers  in  ose— one  having  twct 
driving  or  traction  wheels  to  aid  in  oommnnioating  motion  to  the  cut- 
ting apparatns,  and  the  other  only  one,  Qte  additloDBl  wheel  in  the  last- 
recited  machine  acting  simply  as  a  enpport  to  keep  the  frame  in  an  up- 
right position,  Tyler  took  the  existing  two-wheel  machine  and  aimed 
to  correct  the  practical  defects  of  twisting  and  warping  by  placing  the 
gearing  and  shafts  that  impart  the  motion  to  the  cutters  upon  a  rigid 
oommon  support  or  fiwne  formed  in  one  piece,  as  above  stated. 

The  defendant  says  tiiat  this  does  not  constitute  invention ;  that  the 
two-wheeled  machine  was  old,  as  is  shown  in  tlw  Anitman  and  HiQer 
patent  (defendant's  Exhitnt  A) ;  that  the  solid  jriece,  acting  as  a  support 
for  the  driving  mechanism,  was  applied  by  Russell  to  a  one-wheeled 
machine  before  the  date  of  Tyler's  invention  (deftodant's  Exhibit  O), 
Mid  tiiat  tlieir  combination  in  a  single  machine  exhibits  mechanical 
■kill  only,  and  is  not  the  subject  of  a  patent. 

The  counsel  fttr  the  oomphunants  eodeavor  to  meet  this  objection  in 
two  ways,  each  of  which,  if  snccessflil,  is  a  complete  answer.  They 
{nsist  (1)  that,  although  the  Russell  patent  antedates  the  compIiuDant»% 
Tyler  was  in  fiuit  the  original  and  first  inventor  of  the  meebltniam 
which  it  is  alleged  he  took  frtmi  the  Bnssell  machine.  But  if  the  testi- 
mony fiiila  to  satisfy  the  court  that  Tyler's  invention  was  older  than  the 
Bussell  patent,  then  (2)  they  claim  that  a  new  and  useful  result  has 
been  produced  by  the  combination  of  old  instrumentalities,  and  that 
while  ttie  result  is  not  patentable  the  combination  is  wbieli  secures  it. 

WiUi  regard  to  the  first  point,  I  am  inclined  to  think  that  the  weight 
of  the  testimony  anstains  the  oomplaioauts'  contention.  It  will  be  ob- 
served that  this  is  not  a  contest  between  Tyler  and  Bnssell  as  to  which 
first  made  the  invention,  although  it  would  seem  from  the  drift  of  the 
defiandant's  evidence  tluit  such  was  his  impression.  In  a  suit  for  in- 
fringement the  patent  act  allows  as  a  defense  anticipation  by  other  let- 
ters patent  or  by  a  printed  pnbli<»tion,  and  when  the  former  is  set  up 
tiie  complainant  is  permitted  to  show,  if  he  can,  that  the  date  of  the 
aetu^  invention  was  older  than  the  date  of  the  contestiug  patent;  but 
no  emphasis  is  laid  upon  the  inqnirj-  into  the  time  whcu  tiie  inventor 
<tf  .the  alleged  prior  patent  first  made  his  invention. 

The  date  of  the  Bussell  patent  is  October  12,  1858.  What  evidence 
has  been  adduced  to  show  that  Tyler's  invention  was  prior  1 

William  H.  Tolliurst,  an  experimental  machinist,  model  nnd  jiattem 
maker,  s^s  that  in  tlie  first  part  of  the  year  185^  he  built  patterns  for 
a  ftdl-aized  harvesting-machine  for  Mr.  Tyler  frt>iii  <lrawings  that  had 
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been  made  in  1867 ;  th»t  early  in  1859  he  constructed  a  model  &oni 
these  patterns,  the  model,  patterns,  and  drawings  all  ooataining  the 
solid  frame  on  which  the  iatenoedlate  gefuiog  between  the  driving- 
wheels  and  oatting  apparatus  is  moanted,  aad  which  is  the  device  tiiat 
the  defendant  chargea  l^Ier  with  incorporating  into  hie  machine  from 
BoBsell's  patent.  The  witness  testafles  that  he  has  no  interest  in  tiie 
pending  oontToversy,  and  his  testimony  is  as  (dear  and  reasonably  defi- 
nite as  oonld  be  expected  from  one  who  is  np^kking  of  transactions 
which  took  place  twenty  years  before.  He  is  sabstantially  confirmed 
in  these  dates  by  other  witnesses  for  the  complainants — to  wit,  Uoorse, 
March,  MoFarland,  and  Boss. 

Bat,  in  addition  to  this  defense  of  a  prior  patent,  the  defendant  fdso 
sets  np  the  patentee  Biissell  as  a  person  who  had  prior  knowledge  of 
the  invention  covered  by  the  l^ler  patent.  What  was  the  diaracter 
and  extent  of  his  knowledge  as  shown  by  the  evidence  t 

Bnssell  was  called  as  a  witness  by  the  defendant.  Having  his  atten- 
tion  called  to  his  Letters  Patent  No.  21,777,  granted  October  12,  1858, 
and  to  the  specifications — ^wherein  they  state:  "A  represents  the  main 
fhune  of  a  mower.  This  frame  is  of  cast  metal,  oast  in  a  single  piece," 
&e. — and  being  referred  particularly  to  the  solid  fr«me,  he  is  asked : 

Q.  4.  When  did'  yon  flnt  oonccdve  the  inTentian  T— A.  I  made  up  my  mind  in  the 
spring  of  ltl&7  thai  there  had  got  to  M  &  solid  frame,  and  in  June  IKiT ;  that  waa  the 
time  we  vrere  ontting  hay,  and  that  wan  the  time  I  made  my  c&loulationa  how  I  ironld 
make  thia  frame— I  mean  the  wlid  frame.  What  caused  me  to  think  more  of  it  at  that 
time  waa  the  trouble  I  found  in  the  warping  and  twiating  of  the  wooden  frame  I  was 
nsing.  I  had  eeveral  talks' at  that  time  about  the  arrangement  of  this  frame.  ■  *  ■ 
I  liad  aketchea  showing  the  form  of  my  solid  frame,  anbstantlally  aa  shown  in  the  draw- 
ings of  the  Bnaaell  patent. 

Q.  0.  When  did  yon  commence  to  maun&ctnre  or  get  ready  to  manufaotnre  the  ma- 
flhine  you  speak  of  having  the  solid  framej  when  did  yon  have  a  machine  completed 
'  having  a  splid  frame,  and  when  waa  the  model  made  to  be  sent  to  the  Patent  Office  T — 
A.  WeU,  I  comraenced  to  manafaoture  the  friU-eixed  machines  in  DeoemlieT,  1957.  I 
cannot  glre  the  exact  date  when  I  bad  a  machine  completed.  All  I  can  say  is,  I  had 
several  machines  completed  dnring  the  winter,  Itefore  the  ipring  opened.  I  made  a 
model  like  defendant's  exhibit  "BiiMell  mower"  immediately  after  that  agreement 
was  signed  betweeo  me  and  Blake,  Bernard  3c  Co.  (date  of  agreement  Angust  5,1867). 
Then  there  was  a  second  model  made,  cast  from  the  same  pattern  that  was  sent  to 
Washington.     That  waa  made  in  the  winter  of  18G7-'6e. 

Q.  10.  Did  you  or  not  ever  use  one  of  your  machines  having  the  solid  frame  In  the 
field,  or  do  you  know  of  such  use  by  otheisf — A.  Well,  I  have  used  them,  and  I  have 
known  others  to  nse  them.  The  arstbayiug  season  that  they  were  in  use  was  in  18S8 
— I  mean  tbe  first  year  that  the  solid  frame  was  in  nse. 

And  on  croasexaminattoti  he  thinks  it  was  in  June,  1868,  that  the 
fii'st  machine  was  used  ou  the  &nn  of  either  Thomas  Motley  or  Richard 
S.  Fay.  He  took  them  there  to  see  how  they  worked.  He  does  not 
know  what  became  of  tlie  machines  after  that;  thinks  he  may  have 
sold  two  of  them;  but  tlie  drawings  and  machine  from  which  the  model 
'be  Tyler  invention  was  oonstmcted  were  prior  to  this  date.    OSie 
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former  -was  made  in  1857  and  the  latter  in  the  early  port  of  18S8,  aad 
both  anticipated  the  public  nse  of  the  BiuHell  invention,  if  snoh  pablio 
nae  ooold  be  held  to  be  anything  more  than  experiment. 

Saoh  »  view  of  the  testimony  which  accords  to  Tyler  priority  of  in> 
vention  of  the  solid  frame  di8i>osea  of  the  qaeation  of  laclc  ot  norelty 
and  relieves  me  trom  considering  the  other  propositions  of  the  oomplain> 
ants — that,  if  all  the  elements  of  the  combination  are  old,  the  patent 
nevertheless  is  anstainable  npou  the  new  and  nsefttl  reaalte  wfaloh  have 
followed  the  new  combination.  But  nnder  this  head  it  may  be  proper 
to  observe  t^at  the  long  nnqoeetioned  validity  of  ^e  patent,  its  exten- 
sion and  reissae,  all  make  a  ationg prima/aoie  case  fbr  the  oomplainante; 
and  when  to  these  facts  are  added  the  utility  of  the  combination  which 
the  testimony  dlsoloees  and  the  acknowledged  incorporation  (rf  the  solid 
frame  into  the  defendant's  n^^hine  in  order  to  avoid  or  correct  the  de- 
fecto  ot  twisting  and  warping  which  Tyler  found  in  existing  organisa- 
tions at  the  time  of  his  invention,  It  seems  qnite  clear  that  the  complain- 
ants' claim  in  this  respect  is  not  unwarrantable. 

2.  The  only  remaining  question  is  that  of  infringement. 

The  defendant's  machine  has  two  wheels,  with  an  axle  connecting  the 
wheels.  It  contains  the  solid  piece  or  frame,  made  of  a  single  casting, 
for  the  support  of  the  intermediate  draft  and  gearing,  and  is  arranged 
between  the  main  wheels  and  is  sustained  by  tjie  axle.  It  differs  from 
the  mechanism  of  tiie  complainant's  only  in  dispensing  with  the  use  of 
the  rectengular  wooden  fhune  A  A'  B  B',  which  the  Tyler  patent  de- 
scribes as  a  medium  of  support  between  the  solid  &ame  and  the  axle. 
Whether  the  machine  was  made  more  or  less  efScient  in  operation  by  the 
use  or  jion-us^of  such  a  support  is  not  an  important  inquiry.  The  de- 
fendant cumot  relieve  himself  firom  the  charge  of  infiingem^it  by 
directly  and  not  mediately  attaching  his  solid  piece  to  the  axle  of  the 


There  must  be  a  decree  for  the  comploina&ts,  and  a  reference  for  sn 
account  according  to  the  prayer  of  the  bill. 


[United  8tM«i  Cinnii  Court- Boutben  Dlttriot  of  Haw  Tork.) 

BLAOE  ET  AL.  .  V.   WlLSOH. 

BtMed  October  28,  1S80. 

19  O.  G.,  130. 

Mr.  T.  H.  HdaaU  for  the  pitdutifl's. 

Mr.  J.  B.  8i/pker  and  Mr.  E.  Patterson  for  the  defendant. 
Blatohfobd,  J. : 

In  all  material  matters  necessary  to  be  considered  by  the  court  in 
disposing  of  the  motion  for  a  preliminary  ii^nnotion  herein,  this  case 
does  not  differ  from  the  cases  before  Jadge  Butler.    It  seems  to  me 
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proper  to  deny  this  motion  on  the  ground  that  the  ii^aT;  likely  to  result 
to  tiie  plaiotiSb  ftom  denying  it  will  be  vei^  mnob  less  than  that  which 
will  be  suffered  by  the  defendant  and  Hr,  Stoddard  if  it  ia  granted. 
The  iqjnry  to  the  plaintiffi  to  be  considered  is  an  iqjoiy  only  in  respect 
of  the  sale  of  the  pamphlets  aside  trom  the  unoydopedia.  The  iiynry 
to  be  oonaidered  on  the  other  side  is  an  ii^nry  affecting  certainly  the 
sale  of  a  TOlnme  of  the  encyclopedia,  and  probably  the  sale  of  many 
seta  of  the  entire  encyclopedia.  On  tbeae  points  my  yiews  concur  with 
those  at  Jndee  Batler. 

The  right  to  nse  the  copyrights  in  question  to  prevent  the  reprint  of 
their  subject-matter  in  this  country  in  the  encyclopedia  is  not  &ee  fhun 
doubt  on  the  fticts  shown,  and  on  the  whole  ewe  the  defendanf  s  poaitioa 
is  one  having  strong  equities,  requiring  that  the  case  shonld  be  heard 
on  Ml  proofe  before  any  controlting  dispocsitiou  of  auy  of  the  qaeatious 
iuToived  in  it  is  made. 


(United  SIMM  Clioidt  Conrt— KorOietB  DiMrict  ornilBol*.) 

WASHraUBN  &  MOEN  Manupactubiptg  Compaht  bt  al.  d.  Haish, 
Washburn  &  Moen  Makupactueing  Compaht  v.  Same. 

Dteidtd  D«eemi»  IS,  1860. 
19  O.  G.,  173. 

1.  Ad  Bssignment  parporting  to  oonvey  all  the  right,  title,  and  interett  Id  letters  pat- 

ent "  excepting  thirty-twoorthirty-threecountieB,  heretofore  sold  and  Bssigued,"- 
withoot  designating  the  couutleB  thus  prevloasly  Bolil,  id  not  bo  t»r  ambignoaaT 
tw  that  nothing  p&saeg  Uiereby,  the  reeervktloa  beingHachaalgospftble  of  being 
made  certain  by  competent  evidence,  HhowiDg  what  coantiee  hare  been  aetuUy 
conveyed. 

2.  The  action  of  the  Patent  OfBce  in  Telssning  a  patent  to  asaigDeea  raisea  a  preanmp- 

tiOD  of  title  in  the  awlgnees  named,  and  if  the  defendant  vriehes  to  raise  tiie 
qneetiou  aa  to  whether  a  reservation  contained  in  an  alignment  iaeluded  tbe 
temtoiy  in  coutroverHy,  he  ihonld  have  raised  it  JD  bis  answer,  or  at  least  hav* 
pnt  in  proof  tending  to  show  snch  f^t. 

3.  Evidence  almost  wholly  made  npof  the  recollections  of  witneMeeTCvivedaflwrth* 

lapse  of  man;  yeaiB,  and  contradicted  in  most  instances  liy  Mxplicit  testlmonjr 
of  other  eqnally  credible  witneaees,  leave,  so  much  donbt  as  to  the  aotnal  exist- 
ence of  the  device  as  to  make  it  unsafe  to  defeat  a  patent  on  the  groond  i>t 
public  use  thos  songlit  to  be  eBtablitthed. 

4.  Evidence  of  the  state  of  the  art  showing  the  prior  ezlatene«  of  analogous  devices 

for  snbatAntially  the  same  purpose,  but  not  folly  exhibiting  the  devices  pateiit«d, 
openttxiB  to  narrow  the  field  for  the  exercise  of  inventive  facalt;  and  limit  the 
range  of  the  patents. 

5.  A  device,  in  onler  to  be  patentable,  must  be  the  resnlt  of  invention,  bot  the  mere 

mechanical  adaptation  of  old  things  to  new  Daee  is  not  nanally  invention,  nsless 
ill  combination. 

6.  Invention  appearing,  the  law  does  not  attempt  to  measure  Its  extent  or  degree. 

7.  Utility  issnggeKtivii  of  originality,  nuit  the  fact  of  the  acceptance  of  a  device  or 

combination  liy  the  public  and  putting  it  into  extensive  nse  is  accepted  as  evi- 
di-iicn  thnt  it  was  the  product  of  iuvcntion. 
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8.  An  inventor  may  in  U*  reiaane  apeeifloatiou  nuke  hie  deteiiptlon  mon  full  Mtd 

-  aeeante ;  but  he  nimt  not  BubBtBotisllr  change  it  lo  m  to  dAMribe  uiothet  de- 
vice or  cover  ftnjthing  not  iu  the  original. 

9.  The  originat  patent  wm  for  "the  method  of  providing  the  wirea  of  b,  wire  (enoe 

with  a  aeriee  of  Bpnr- wheels,"  and  a  reisBoe  was  obtained  for  a  "fence-wire  pro- 
vided with  apnnforthe  pnrpooe  apecifled";  BM,  not  tobeadepartniefromtlM 
original  invention,  the  only  change*  in  the  tpeoitlcation  eOTvlnft  merely  to  giT« 
point  or  direotion  to  the  invention  claimed. 
10.  Hatter  ao  deeorlbed  in  the  original  epecifloation  that  it  might  have  been  claimed 
in  the  original  patent  ma;  proper];  be  elaimed  in  the  reiHsne. 

Mea»r».  Oobwm  «£  Thaeker^  Mr.  Tlumat  H.  Doiffe,  Mei»rt.  OfflM  d  Totrle, 
and  Mr.  B.  F.  ThurtUm  fbr  the  oomplaiiianta. 

Mr.  Otorge  Pajfon,  Mr.  If.  C.  Oridtey,  Mr.  Aibert  H.  WaVter,  and 
Menr».  Mw^Aag  d:  Enarta  tar  the  defendaDt 

Drumkoitd  and  BLODaBTT,  JvAget: 

These  are  two  of  a  series  of  foorteeD  cases  brooght  by  the  plamtifb 
open  the  chancery  side  of  this  court  for  ao  iqjanction  and  damages  by 
reason  of  the  alleged  infringement  by  defendant  of  certain  patents  owned 
by  the  complainants  relating  to  barbed  fence-wire..  By  the  first  snit 
'  tiie  plundfb  allege  that  they  are  the  owners  of  the  following  patents 
issaed  by  the  United  States :  1,  Patent  No.  67,117,  issaed  July  23, 1867, 
to  WiUiatn  D.  Hnnt,  and  reissued,  So.  6,976,  March  7, 1876,  to  Charles 
Kennedy,  assignee  of  William  D.  Huntj  2,  Patent  No.  150,683,  issued 
May  12, 1874,  to  Joseph  F.  (rlidden,  and  reissued,  'So.  6,S13,  February 
«,  1876,  to  said  GUdden ;  3,  Patent  Ko.  66,182,  dated  Jane  25, 1868,  is- 
sued to  Ijuden  B.  Smith,  and  leissaed,  So.  7,136,  dated  May  23, 1876; 
4,  Patent  So.  167,11M,  dated  November  24, 1874,  isHued  to  J.  F.  Olid- 
den,  all  <tf  which  patents,  it  is  charged,  have  been  doly  assigned,  by 
mesne  aaaignments,  to  the  plaintiffs,  the  Washburn  &  Moen  Manufac- 
turing Uompany  and  Isaac  L.  Ellwood. 

The  patents  involved  in  the  second  suit  are  as  follows :  1,  Patent  No. 
74,369,  issued  to  Michael  Kelly,  dated  February  11, 1868,  and  reissued, 
No,  6,962,  dated  February  9, 1876 ;  2,  Pat«nt  No.  84,062,  dated  Novem- 
ber IT,  1868,  issaed  to  Michael  KeL^,  and  relsaned,  No.  7,036,  dated 
April  4, 1876 ;  3,  Patent  No.  163,965,  issued  to  Chules  Kennedy,  dated 
Angoat  11, 1874,  the  title  to  all  of  which  patents  has,  it  is  claimed,  been 
by  mesne  assignment  &om  the  respective  patentees,  duly  vested  in  the 
complainant,  the  Washburn  &  Moen  Manufacturing  Company. 

The  defenses  set  up  are — 

1.  A  denial  of  the  patentability  of  the  devices  in  question,  beeanse 
frmn  the  state  of  the  art  it  only  required  mechanical  skill,  and  not  in- 
ventive genius,  to  construct  them. 

2.  A  denial  of  the  validity  of  said  pat^its  for  want  of  novelty,  on  the 
gronnd  that  barbed  wire  has  been  publicly  known  and  ased  long  prior 
to  the  alleged  inventions. 

3.  A  denial  of  the  validity  of  the  several  r^ssued  patNitef|'fi>r  the 
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i«BBoii,  it  is  insisted,  that  the  inTentions  now  olsimed  by  the  reissnea 
are  DOt  ftiuDd  in  the  original  speciflcatdons,  drawings,  and  modtlfl.  - 

4.  That,  even  admitting  the  validity  of  the  letters  patent,  the  de- 
fendant does  not  inMnge  the  same,  nor  any  of  them. 

6.  A  denial  of  the  complainants'  title  to  the  Hunt  patent  and  their 
right  to  maintain  this  suit  npon  the  title  shown. 

With  regard  to  the  last  point  named — raising  theqneBtion  of  title  to 
the  Hunt  patent — it  is  anfflcient,  we  think,  to  say  that  the  objection 
comes  too  late  to  be  considered  npon  the  merits  of  the  cause.  In  the 
assignment  by  Hnnt  of  his  interest  in  the  original  patent  be  purports 
to  convey  all  his  right,  title,  and  interest  in  the  said  letters  patent  "  ex- 
cepting thirtj'-two  or  thirty-three  connties,  heretoftne  sold  and  assigaed,*^ 
not  designating  the  counties  thns  previoasly  sold  and  assigned;  and  the 
defendant  insists  that  tbe  conveyance  by  Hnnt  is  so  far  ambiguous  as 
that  nothing  passes  by  this  assignment,  because  it  is  uncertain  what 
oonnties  were  so  reserved  or  had  been  previously  conveyed.  We  think 
it  enough  to  say  that  this  reservation  is  snch  as  is  capable  of  being  made 
oertain  by  competent  evidence,  showing  what  oonnties  bad  been  actually 
conveyed  by  Hunt.  The  bills  allege  that  certfdn  counties  in  certain 
States  were  the  ones  upeu  which  tbe  exception  operated,  and  the  an- 
swers do  not  traverse  or  deny  this  allegation.  Besides  this,  since  the 
assignment  from  Hunt  was  made,  this  patent  has  been  reissoed  to  Hunt's 
assignee,  and  we  think  it  most  be  presumed  that  the  title  was  flilly  ex- 
hibited to  the  Patent  Office  at  tbe  time  of  such  reissae— at  least  that  a 
reissue  to  the  assignee  of  Hnnt  raises  a  presumption  of  title  in  iiie  as- 
signee. If  the  defendant  wished  to  raise  the  question  as  to  whetiter  the 
reservation  included  the  territory  now  in  controversy,  he  should  have 
raised  it  by  his  answer,  or  at  least  have  pat  in'  proof  tending  to  show 
that  tbe  title  to  some  i>art  of  the  territory  involved  in  this  snit  was  not 
conveyed  by  the  original  assignment  from  Hunt. 

A  large  mass  of  testimony  has  been  pat  into  the  cases  beuing  npon 
the  question  of  novelty  and  tbe  state  of  the  art  at  the  time  these  inven- 
tions  are  claimed  to  have  been  made.  The  defendant  has  iutrodaced 
volominona  proofia,  tending  to  show  the  public  nise  of  barbed  wire  for 
fencing  purposes  long  prior  to  any  of  these  alleged  inventions.  We  will 
not  take  the  time  to  examine  these  proofs  in  detail,  but  dispose  of  that 
branch  of  the  case  by  sajring  that  these  proofs  fiul  to  satisfy  ns  that 
barbed  wire  for  fencing  purposes  had  ever  been  publicly  known  or  nsed 
prior  to  these  inventions  in  snch  manner  as  to.defeat  these  inventions 
for  want  of  novelty.  We  do  not  intend  to  be  understood  as  intimating 
that  the  witnesses  who  have  testified  to  the  various  instances  of  the  use 
of  barbed  wire  for  fencing  purposes  have  been  gnitty  of  intentional 
false  8wearing,-but  simply  to  say  that  this  proof,  which  is  almost  wholly 
made  up  of  the  recollections  of  witnesses  revived  after  the  lapse  of  many 
years,  and  contradicted  an  it  is  in  most  instances  by  tbe  explicit  testi- 
mony of  other  equally  credible  witnesses,  leaves  so  much  donbt  as  to 
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the  aotnalexiBtenoeoftbefieTudoiu  barbed-wire  fences,  or  any  of  them, 
M  to  make  it  at  least  onsafe  gnmnd  on  wbiob  to  defeat  a  patent  The 
role  aa  to  the  degree  of  proof  reqnired  to  defeat  a  patent  by  showing 
prior  use  is  well  stated  in  the  following  anthoritleB : 

In  dyffln  v.  Ogden  (18  Wal.,  120),  the  opinion  having  been  deUvered 
by  Hr.  Joatice  Swayne,  it  is  s^d : 

The  iDTentioD  or  dlsoOTtiiy  relied  npon  aa  ■  daftaiue  naet  Iiats  been  complete  and 
capable  of  pradaolog  the  remit  soDght,  aad  tills  mnat  be  diown  by  the  deAndMit. 
The  botden  of  proof  iwta  npon  him,  Hid  vntj  reaaonable  donbt  ihonld  be  reeolved 
kgaiiut  him. 

So,  too,  Judge  Wheder,  in  the  ease  of  Webtter  Loom  CompoHg  v.  Sig- 
9JM(16  0.G.,  676),  says: 

The  bnrden  of  proof  resta  npon  the  defendant  to  ahow  bejood  any  fair  donbt  the 
prior  knowledge  and  aae  nt  np. 

In  ifoiM  T.  Underwood  (I  fisher,  17S),  Judge  Sprague  said: 

How  invariable  ia  it  that  after  a  great  iuTention  has  been  brought  before  the  world, 
hae  become  known  to  tlie  pnbiic,  and  been  pnt  in  form  to  be  naefal,  Uiat  people  ilart 
np  in  variona  plaoea  and  declare  that  they  invented  the  same  thing  long  before.  The 
cotton-gin  and  ether  discovery  are  llltutraliions  in  point ;  and  otheis  of  similar  char- 
acter might  t>e  added  Indeflnitely.  These  pret«Dded  prior  inventoia  had  thonght  of 
aoeh  a  thiog;  that  tliey  had  the  conception  of  aoch  a  thing,  perhaps;  bnt  they  bad 
UBTBT  carried  it  to  the  extent  of  makingit  of  practical  ntlUtj,ao  that  tlie  world  oonld 
obtain  puasesaion  of  it.  Bnt  when  they  find  that  another  has  completed  that  which 
they  had  began  tliey  are  astonislied  that  they  did  not  see — think  they  mnst  bare  seen 
all  that  is  necemary— and  olaisi  chat  they  have  invented  it.  After  having  seen  what 
has  been  done  the  mind  is  very  apt  to  blend  the  snbseqnent  Infhrmation  with  prior  . 
reoolleottons  and  oonftiM  them  together,  ftopheoy  after  the  event  ia  eaay  prapheey. 
I  think  tbat  this  la  one  of  the  oaaea  in  which  several  of  the  witnesses  have  been  Jed 
into  the  illaaion  of  believUiK  that  they  knew  before  what  they  have  learned  or  been 

The  same  learned  jndge,  in  Hoyden  v.  Suffolk  ManK/aeturing  Conpany 
(4  Fisher,  103),  said: 

Where  an  invention  of  any  nsethl  machine  or  stmolnre  or  an  improvem«it  in  any 
machine  is  shown  to  have  been  made,  and  it  is  songht  to  he  Invalidated  by  lut  old  ma- 
chine made  years  ago,  the  Jury  should  exwmlne  the  testimony  and  the  evldenoe  with 
cam  and  caution,  so  as  to  he  satisfied  that  that  which  is  said  to  have  existed  wim  act- 
nally  and  aabstantlally  the  same. 

The  mle  of  law  is  a  reaaonable  one.  At  all  events,  it  is  a  mle  of  law  that  a  party 
that  sets  np  snch  an  old  instrmnent  tbat  has  passed  away  has  npon  him  the  burden  of 
satisfying  the  jnry,  npon  a  preponderance  of  evidence,  thfttlt  ia  anbataotially  the  same 
■s  what  has  taken  plaod  before  the;  will  set  aside  the 'patent. 
So,  in  €hodifiear  v.  Smf  (2  Wallace,  jr.,  283),  Mr.  Jastioe  Oner  says: 
It  is  naaally  the  case  when  any  valuable  discovery  is  made  or  any  new  machine  of 
great  ntUity  baa  been  Invented  that  the  attention  of  the  public  baa  been  tnmed  to 
that  subject  previously,  and  that  many  persons  have  been  making  researches  anil  ez- 
patimenta.  ■  <•  •  Many  experiments  may  have  been  nnsncoeaafally  tried,  conii  iig 
very  nev',  yet  falling  abort  at,  the  desired  reentt.  They  have  produced  nothing  iKne- 
Beial.  The  Invention,  when  perfected,  may  truly  be  said  to  be  the  culminating  point 
of  many  experiment-s,  not  on^  of  the  inventor,  bnt  by  many  others.  He  may  have 
litoftted  IniUreotly  by  the  nnanceesaftal  ezperimeuta  and  fallniea  of  others ;  bnt  It  gives 
thsai  aa  tight  to  dalm  a  aboie  of  the  honor  or  the  profit  of  the  sncoessfhl  Inventor. 
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The  teBtimoDy  as  to  the  state  of  the  art  ehows  that  feDCe-Tire  and 
vjre  fences,  and  virefi  for  saoh  porpoeee,  composed  of  two  ot  more 
Btrands  twisted  or  laid  together,  were  old  at  the  time  these  iuTeotorB 
entered  the  field ;  also,  Uiat  fences  Jiad  been,  long  l>efoTe  Hunt's  Inven. 
tion,  armed  with  spikes  or  other  sharp  prqjeoting  points,  for  the  pnr- 
pose  of  making  them  more  efifeotire  in*  resisting  the  encroaohmcDts  <^ 
uiimals  or  other  iutmders.  Indeed,  the  thorn  hedges,  which  have  been 
used  almost  from  time  immemorial,  are  in  one  sense  only  a  barbed  fence, 
their  effectiveness  as  a  barrier  arising  mainly  ftom  the  natural  thorns 
or  spars  with  which  the  hedge-slmibs  are  armed.  It  must  be  conceded, 
botii  ttma  the  prooft  in  these  oases  and  &om  tbose  conimoo  Uusts  within 
the  knowledge  and  observation  of  all  intelligent  persons,  that  the  idea 
of  fhmighing  a  fence  or  wall  with  some  kind  of  sharp  spikes  or  priokers 
is  old.  The  ordinary  picket  fence,  the  device  of  spikes  on  area-railings 
to  prevent  loungers  from  leaning  against  tiiem,  the  pladng  of  broken 
glass,  pottery,  or  sharp  stones  or  spikes  npon  the  tops  of  walls  to  pro- 
tect fruit-gardens,  are  well-known  illnstrationa  of  what  we  refer  to. 
The  most  that  can  be  said  of  these  old  devices  as  applicable  to  these 
patents  is,  that  they  narrow  the  field  for  the  exercise  of  inventive  fac- 
ulty and  limit  the  range  of  the  patents. 

In  this  connection  it  is  proper  to  consider  briefiy  the  objection  that 
these  devices  are  not  patentable  from  the  fact  that,  in  view  of  what  was 
well  known  in  the  same  direction,  it  did  not  reqoire  inventive  genins  to 
make  any  of  the  devices,  involved  in  these  patents,  but  that  only  me- 
chanical skill  was  requisite  to  adapt  old  devices  to  this  new  use. 

There  is  no  doubt  that  a  device,  in  order  to  be  patentable,  most  be 
the  result  of  invention.  The  mere  mechanical  adaptation  of  old  things  to 
new  OSes  is  not  nsaally  invention,  unless  in  combination^  and  yet  it  is 
extremely  difficult  in  many  cases  hj  say  just  where  the  inventive  fiio- 
nlty  asserts  itself  as  the  controlling  force.  And  the  authorities  fiir- 
uish  us  no  satisfactory  test  to  apply  and  determine  this  question.  Al- 
tliough  tJiere  is  usnally  little  difficulty  in  determining  as  a  matter  ot 
fact  in  each  case  whether  a  devloe  is  ot  is  not  in  some  degree  the  result 
of  invention,  if  there  is  any  invention  required,  then  the  law  will  not 
attempt  to  measure  its  extent  or  degree.  If,  for  inetence,  the  proof  had 
shown  that  wire  provided  with'  barbs,  spurs,  or  prickers  was  a  well, 
known  article  used  for  other  purirases  than  fencing,  there  would  be  no 
difficulty  in  saying  that  it  did  not  require  invention  or,tJie  exercise  of 
the  inventive  fitculty  to  substitnt«  it  for  fencing  pnriioses  in  place  of 
plain  wire  which  had  been  used  before;  but  we  cannot  say  that  the  in- 
ventive or  creative  focnlty  is  not  required  in  devising  a  mode  by  which 
plain  f^nce-wire  can  be  armed  with  spnrs,  so  as  to  m^e  it  available  as 
a  more  effective  fencing  material.  The  proof  does  not  show  that  such 
wire  was  known  and  applied  to  other  uses.  TSo  one,  so  far  as  this  rec- 
ord shows,  had  made  or  used  it  before  for  any  other  purpose;  so  that, 
to  our  minds,  it  seems  quite  tdear  that  it  required  invention  to  devise 
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and  prodDce  a  barbed  wiie  which  oonld  be  practically  used  for  fenciiif 
porpoHCS.  In  the  abfienoe  of  any  other  test,  the  conrts  have  seemed  to 
assume  that  the  fact  of  the  acceptance  of  a  neir  device  or  combina- 
tion by  the  public  and  patting  it  into  eztCDsive  use  was  evidenoe  that  it 
vos  the  product  of  invention;  or,  as  one  of  the  counsel  for  plaintiff  ez- 
preesed  it,  "utility  is  suggestive  of  originality." 

In  Smith  V.  Goodyear  Dental  VuleaniU  Company  (3  Otto,  486)  Mr. 
Justice  Strong  said : 

Undoubtedly  the  result  or  oonseqnenees  of  a  ptoceu  or  manulaotun  lOBy  in  aome 
oasM  be  legHded  m  «f  importance  when  the  inquiry  1b  whether  the  procew  or  mannfuit- 
■ire  eihibita  invention,  thought,  and  ingennity. 

Webster  on  the  subject  of  patents,  page  30,  says : 

The  utility  of  the  change  as  ascertained  by  its  oonseqnencei  is  the  real  practical  test 
of  thesufBclencyof  an  iuTeotion,  and  since  the  one  cannot  eiiBt  wlthont  the  other,  the 
existence  of  the  one  may  be  presumed  on  proof  of  the  exlatenoe  of  the  other- 
Where  the  ntility  isprored  to  exist  in  any  degree  a  laffloieDcy  of  invention  to  snpp<wt 
the  patcmt  mnst  be  presnmed.  We  do  not  say  the  single  fact  that  a  derloe  has  gono 
inlogenoral  nas  and  has  displaced  other  devices  which  had  previoosly  been  employed 
ior  analogons  naea  establishes  in  all  cases  that  the  later  device  involves  a  patentable 
invention.  It  may,  however,  always  be  considered,  and  when  the  other  Cuts  in  the 
«aae  leave  the  qnestion  in  donbt  it  is  snffleient  to  tnm  the  scale. 

So  in  Eppinger  v.  Bieheg  (14  Blatohford,  307)  Judge  Shipman  said : 

Two  facta  exist  in  tliis  case.  One  is,  that  an  importiuit  improvement  has  been  at> 
tuned.  The  seoond  is,  that  the  improvement  is  in  a  staple  article  which  has  been 
maanfaotnred  in  this  oonntry  for  a  long  seriea  of  years.  •  •  •  The  ntility  of  'tho 
patented  utiele  has  been  evlnoed  by  its  large  s»lee.  ■  *  •  The  inventor  evidently 
gave  to  the  pnblio  an  article  which  it  wanted,  and  which  it  haduot  previously  known. 
Witbont  giving  to  the  general  use  of  the  invention,  as  a  test  of  ItB  patentability,  any 
gieat«r  importance  than  the  Supreme  Conrt  in  the  case  of  Smilk  v.  Coodimir  Dental 
rslaanite  Compang  (above  quoted)  indicate  Aonld  be  given  to  this  circnmstance,  I  am 
«f  the  opinion  that  the  tacts  in  the  caaefhlly  establish  the  conclusions:  (1)  That  how- 
ever simple  (he  change  in  the  method  of  uianofactnre  apparently  may  have  been,  yet 
it  waa  a  change  which  requlMd  invention  for  its  accomplishment ;  (2)  That  the  im- 
piovement  resulting  from  the  changed  method  of  manufacture  has  been  so  great  that 
the  articio  which  is  produced  is,  within  the  meaning  of  the  patent  act«,  a  new  and  ow- 
M  article  of  manufacture. 

Ur.  Jnstice  Shepley  s^d,  in  the  case  of  I$aa€»  v.  Abranu  (14  O.  G., 

S62): 

A  change  in  the  form  of  a  maohlue  or  Inatnuneot,  thoagh  alight,  tf  it  works  a  sno- 
«e«iAil  result  not  befbre  aoeomplished  in  a  similar  way  In  the  art  to  which  it  Is  ap- 
plied or  in  any  other,  Is  patentable. 

Judge  Shipman  said,  in  StaaUy  Works  v.  Sargent  (8  Blatchford,  346) : 

utility  is  not  an  Infallible  test  of  originality.  The  patent  law  requires  a  thing  (o 
^  new  as  well  as  ntehl  In  order  to  entitle  It  to  the  protection  of  the  statute.  To  be 
new  in  the  sense  of  the  act  it  must  be  the  product  of  original  thought  or  inventiTO 
•kin,  and  not  a  mere  foimal  or  mechanical  change  of  what  was  old  and  well  known ; 
hnt  the  eHeot  produced  by  the  change  ii  often  an  appropriate,  though  not  a  control- 
hug,  consideration  in  determining  Uie  character  of  tb«  change  itself. 

Tested  by  the  rule  of  ntility  here  suggested,  this  record  abundantly 

(hows  that  the  device  in  qnestion  has  been  accepted  by  the  public  to 

6  c  p  C\h)>;;[c 
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sn  extent  'whlcb  has  hardlj'  h«retofore  followed  -tfae  most  eacceasfiil  in- 
ventlona.  Ita  ntility  moBt  be  considered  as  a  conceded  &ct.  From 
That  baa  alread;  been  developed  it  is  clear  that  it  baa  made  pcedbla 
the  caltivatiou  of  the  eztenaire  prairies  of  the  West,  the  pampas  at 
Braxil,  and  the  steppes  of  Russia,  where,  beftoe  the  introdnction  of  thiii 
cheap  mode  of  fencing,  it  was  itnpoesible;  and  it  has  even  to  a  great  ex-: 
tent  already  superseded  the  nse  of  wooden  (boces  in  the  timbered  por-j 
tion  of  the  country;  and  the  qaestion  is,  to  whom  bnt  these  inventorsi 
is  the  pablio  indelQted  for  this  widely  nsefttl  device! 

The  third  objection — that  the  reissues  are  Invalid — involves  a  con-' 
sideration  of  the  original  patents  in  their  order,  and  those  patents  a» 
tbey  now  stand  amended  and  reissaed.  The  Hunt  patent  of  Jniy  23,1 
1867,  was  for  his  method  of  "providing  the  wires  of  a  wire  fence  with! 
a  seriefl  of  spur- wheels."  The  reissue  is  for  "a  fence- wire  provided  witt^ 
spurs  for  the  purpose  specified."  In  other  words,  what  Hnnt  at  first! 
claimed  as  his  invention  and  obtained  a  patent  for  was  bis  special  model 
of  arming  the  wires  of  a  wire  fence  with  spar- wheels  or  bubs;  bnt  in  his 
reissue  he  claimed  as  bis  invention  a  barbed  fence-wire  as  a  ueiv  article' 
of  mRnnfacture,  and  it  is  u-gned  that  while  he  may  have  be^  the  first 
to  place  tills  particolar  kind  of  spnr  or  barb  on  a  ftooe-wire,  aud  may: 
have  been  entitled  to  a  patent  for  such  speciflo  device,  yet  he  nowhere' 
claimed  to  be  the  inventor  ofbarbed  or  spurred  wire  as  8ach,juid  there- 
fore  his  broad  claim  in  the  reissne  should  not  have  been  allowed  aad 
cannot  be  sustained. 

It  is  not  deemed  Decessary  to  attempt  here  any  ftill  discussion  of  the 
law  in  regard  to  the  reissue  of  patents.  It  is  enough  to  state,  as  a  gen-: 
eral  mle,  that  what  is  claimed  in  the  reissne  must  be  found  in  the  origi-! 
nal  specifications,  drawings,  and  models — ^that  is,  "  no  new  matter  can' 
be  introduced  into  the  specifications."  The  invention,  as  claimed  in  the 
reissue,  mnst  be  found  properly  described  in  the  original  specifications.' 
In  the  language  of  the  Supreme  Ckmrt  in  Powdvr  Compans  v.  Powder 
Wo»-*a  (8  Otto,  138): 

The  Bpeolflonllou  iD&y  b«  ameaded  go  m  to  make  it  more  clear  and  disttnat,  tba  el«iw 
may  be  modified  m  aa  to  make  it  more  conformable  to  the  exact  rlghte  of  ttie  patentee, 
bnt  the  InTeDtion  must  be  the  aame.  So  partionlar  ii  the  law  on  Ibis  nhjeat  that  it 
la  declared  that  no  new  nuMter  ahall  be  introdDced  into  the  Bpeolfloatlon.  This  priH 
hibldon  i«  geneial,  lelating  tg  all  patents,  and  by  "new  matter"  we  rappoae  to  b« 
meaut  new  snbatantiye  matter,  inch  aa  wonid  have  the  eSbct  of  chaQglng  the  inven- 
tion or  of  introducing  what  might  be  the  anbject  of  another  application  for  a  pateuk 
The  danger  to  be  provided  againit  waa  the  temptation  to  amend  a  patent  ao  aa  t«i 
cover  improvementH  which  might  hare  come  into  nae  or  might  have  been  ioTMitod  bjl 
otherB  after  its  laane.  The  legislatore  was  willing  to  ooneede  to  the  patentee  the  right 
to  amend  hia  apecificatiou  ao  oa  fnlly  to  deacribe  and  claim  the  Tery  loventJoa  a^ 
tempted  tobesecnred  by  hia  original  patent,  and  which  waa  not  fbllyaeonred  tlieireby 
In  conseqnenoe  of  inadvertence,  accident,  or  miitake,  bnt  waa  not  willing  to  giv«  him 
the  right  to  patch  ap  his  patent  by  the  addition  of  other  Inventions,  which,  tboDgh 
tiiey  might  be  his,  had  not  been  applied  for  by  him,  or,  if  applied  fbr,  had  been  ab«nri 
doned  or  waived.  (.    (n")>'>[(.'  ' 
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So  in  Rtasell  v.  Dodge  (3  Otto,  463)  Hr.  Justice  Field  aaid; 

And  BB  a  reisaue  oaii  out;  be  graoted  for  tbe  wine  inventloa  embraoed  b;  tho  origi- 
nal patent,  the  ipeolfication  could  not  be  BObataiitially  ohanged,  either  by  the  addi> 
tiuQ  of  nev  matter  or  the  omlMlon  af  important  partianlars,  so  aa  to  enlarge  ttie  toope 
of  tlie  invention  as  originall;  claimed.  A  defective  apeuilicatiom  conld  be  rendered 
more  definite  and  certain,  so  m  to  embraoe  the  claim  made,  or  the  olaim  caold  be  wo 
modified  as  to  corrwpand  with  the  epeoification. 

The  doctrine  of  these  anthorities  is,  that  the  inrentor  may  in  his  speci- 
fications OB  the  reissue  make  his  description  more  fall  and  accurate;  bat 
he  must  not  substantially  change  it  so  as  to  describe  another  device  or 
cover  anything  not  in  the  original. 

It  would  seem  from  the  speciflcation  and  testimony  of  Hunt  that  his 
idea  of  the  mode  of  utilizing  his  device  was  for  the  user  to  purchase  the 
spnrs  and  fix  them  upon  such  of  the  wires  composing  his  feuce  as  he 
thought  desirable;  but  experience  demonstrated  that  the  value  of  the 
inveution  consisteid  not  in  teaching  each  fence-builder  how  to  barb  his 
own  wire,  but  in  the  introduction  of  barbed  wire  as  an  article  of  mann- 
fiictiire,  and  in  finishing  to  the  consumer  the  manafoctored  arti<de 
ready  for  use  without  fiiriiher  need  of  mecbanieal  skill  or  the  use  of  tools 
to  fit  it  for  its  purpose  beyond  the  single  actoffosteningittotheposts. 
It  can  hardly  need  evidence  or  argument  to  prove  that  Hnnt^s  device  is 
much  m<H«  accurately  described  as, "  barbedfenoe-wire  "  than  as  a  meUiod 
of  barbing  wire;  and  if  he  was  the  first  to  suggest  the  idea  of  barblnsr 
wire  for  fence  purposes  he  had  the  right  to  cover  that  by  his  patent. 
The  specifications  in  the  original  and  reissued  patent  are  substantially 
the  same.  l?o  material  change  is  introduced,  and  whatever  change  is 
made  is  merely  that  of  giving  point  or  direction  to  the  invention  now 
claimed. 

It  is  true  that  in  his  specification,  original  and  amended,  Hunt  de- 
scribes his  invention  as  "an  improvement  in  fences";  but  this  is  no  pu4 
of  the  sabstance  of  his  specifications,  but  only  the  mere  name  which  he 
chose  to  give  to  his  device.  Kordo  we  see  any  reason  why  Hunt,  having 
described  his  method  of  barbing  fisnce-wire,  might  not  have  had  the 
broad  claim  in  his  ori^nal  which  he  obtained  in  hts  reissue,  and  if  he 
could  bave  had  it  in  t^e  first  instance  he  certainly  had  the  right  to  it 
in  theiwssne.  Hunt  then,forthepurposeof  this  case,  must  be  deemed 
to  have  been  the  first  to  enter  the  field  as  on  Inventor  of  barbed-wire 
fencing.  Others  who  fbllowed  him  may  have  patents  subject  to  his  for 
improvements.  His  mode  of  barbing  his  wire  was  by  a  spur-wheel  re- 
volving loosely  on  the  i^ires,  or  by  single  spurs  strung  upon  the  wire 
byholes  punched  through  them.  These  spursmayhavebeen  expensive  to 
maDnfocture  or  affix  to  the  wire;  but  that  only  went  to  the  practica. 
bHity  of  adopting  his  device  in  competition  with  oQier  fencing  material 
then  In  use,  and  not  to  its  novel^. 

Tfate  next  patent,  in  order  of  time,  involved  in  this  controversy  is  that 
issued  June  25, 1867,  to  Lnoien  B.  Smith,  which,  although  earlier  in  mat- 
to-  of  date  than  Hunt's,  yet  is  of  latter  conception.  Hunt's  inventiou 
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going  bMk  to  1869.  The  only  advaooe  made  in  the  art  by  Smith's  in- 
Tention  was  tlie  idea  of  fixing  the  barbs  by  the  short  kinka  or  bends  in 
the  wire,  so  as  to  prevent  them  from  moving  lengthwise  on  the  wire.  So 
for  as  this  devioe  was  an  improTement  on  HnnVs,  it  may  perhaps  be 
held  valid;  bat  it  cannot  be  held  to  inclade  all  eqniralent  methods  of 
preventing  lateral  motion,  because  Hant  had  saggested  keeping  the 
spniB  at  a  saitable  distance  apart  by  means  of  "  flanges  or  otherwise." 
This  Smith  patent  has  been  reissued  with  a  claim  for  the  bent  vires  as 
a  means  of  preventing  the  movement  of  the  barb  lengthwise  tbereon, 
and  we  do  not  see  any  well-taken  objection  to  the  reissue;  bnt  the  de- 
vice seems  of  little  importance  in  this  case,  as  none  of  these  defendants 
Dse  it  or  its  eqaivalent.  We  only  refer  to  it  as  showing  another  8tei> 
toward  the  peifeoted  wire  as  now  used. 

The  next  patent  to  be  considered  in  the  order  of  time  is  that  isaned 
to  Michael  Kelly,  February  11, 1868.  This  patent  was  for  thorns  or 
barbs  fixed  rigidly  to  the  wires,  so  that  they  could  neither  slide  length- 
wise nor  revolve  upon  the  wires.  Two  modes  of  acoomplishing  this  re- 
salt  are  diown— one  of  stringing  them  upon  the  wires  by  holes  through 
the  center,  and  then  compressing  them  ux>on  the  wire  by  blows  or  press- 
ore,  and  the  other  by  "  laying  another  wire-  of  the  same  or  different  size 
alongside  the  thorn-wire  and  twisting  the  two  together";  but  no  claim 
was  made  for  the  latter  mode  in  the  (Higinsd  patent:  By  the  reissue 
this  feature  is  made  the  fourth  claim,  and,  it  seems  to  as,  properly  al- 
lowed under  the  law,  as  it  was  clearly  described  and  saggested  in  the 
original  specifications. 

The  second  Kelly  patent  is  for  a  fiat  wire  pierced  with  holes,  throagh 
which  qmrs  made  of  pieces  o{  wire,  with  tlie  ends  cat  diagonally,  so 
as  tt>  leave  them  pointed  without  flirther  manipulation,  were  thrust,  and 
by  compressing  the  wire  so  as  to  clamp  the  barb'  thn^  Inserted  in  each 
hole.  The  only  fBature  of  this  patent  which  it  is  claimed  aflfects  this 
case  is,  that  it  shows  for  the  first  time  a  wire  barb  made  sharp  or  pointed 
at  both  ends  by  being  cat  off  diagonally ;  bnt  barbs  bad  been  before 
this  time  made  sharp  by  cutting  sheet  metal  diagonally,  and  it  was  cer- 
tainly no  invention  for  Kelly  to  point  wire  by  cnttiug  it  diagonally  after 
it  had  bectHne  a  ftequent  practice  to  cut  sheet  metal  in  tlie  same  way 
for  that  purpose. 

The  Glidden  patent  of  May  12, 1874,  showed  a  device  for  keeping  the 
wires  of  a  fence  stretched  or  spread  apart  by  means  of  a  slotted  tube. 
It  also  showed,  as  part  of  the  mechanism,  a  barb  made  by  coiling  a 
short  piece  of  wire  between  its  ends  around  tlie  fence-wire.  This  feat- 
ure was  not  claimed  in  the  original  patent,  but  is  claimed  in  the  reissno 
as  part  of  the  invention,  and  as  it  is  shown  in  the  original  specifica- 
tions and  drawings,  the  patent  may  be  considered  as  having  been  prop- 
erly reissued  to  cover  this  device. 

ThesecondO-liddenpatantof  November 24, 1874,is for  a  "twisted fence- 
wire  having  tJie  transverse  spur- wire  D  beat  at  its  middle  i>ortion  aboul 
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one  of  tiie  wire  strand*  of  Sftid  fence-wire  uid  clamped  in  its  position 
and  place  by  tlie  other  wire  strand  twist«d  npon  its  fellow,  satwtuitiBlly 
as  specified."  Tbe  proof  shows  that  the  final  form  of  feuoe-wire  and 
spur  which  has  been  adopted  for  pradical  use  is  substantially  that  shown 
in  the  last  Glidden  patent;  bat,  it  seems  to  us,  there  was  Dotbiu^;  left 
in  the  line  of  invention  to  jnstity  the  issue  of  this  .patent  to  Olidden  as 
an  inventor.  Tbe  idea  of  barbing  fence-wire  was  Hont^s.  The  idea  of 
fixing  the  barb  rigidly  upon  tbe  wire  and  holding  it  in  place  by  another 
wire  twisted  upon  it  was  Kelly's.  The  wire  barb  looped  over  the  wire 
or  one  of  the  wires  was  that  of  Glidden's  earlier  patent ;  and  by  gioap- 
ing  all  these  devices  into  one  flnisbed  wire  a  result  is  obtained  sub- 
stantially like  that  showp  in  the  final  Olidden  patent  of  N'ovember,  1874. 
niere  was  nothing  new  in  Oiidden's  last  patent,  and  no  room  for  tbe 
claim  of  invention  in  the  wire  therein  provided. 

In  the  snits  brought  by  the  Wasbbnm  and  Moen  Hannfectoring 
Company  and  Isaac  L.  EUwood  against  Haisb  the  defendant  is  charged 
with  inftingement  of  the  Haut  patent,  tbe  Smith  patent,  and  the  two 
G-lidden  patents.  As  abready  said,  we  consider  the  Smith  patent  and 
tbe  last  Olidden  patent  as  unworthy  of  ftirther  consideration  in  con- 
nection with  this  case. 

The  proof  shows  that  the  defendant,  Hfdsh,  mann&ctnred  a  twisted 
fence-wire  armed  with  a  wire  barb  cut  diagonally,  so  as  to  leave  the 
points  sharp,  and  which  is  bent  in  the  form  of  an  "S,"  so  as  to  clasp 
both  wires  and  extend  the  sharp  points  in  opposite  directions  firom  the 
wire. 

Defendant  claims  that,  even  if  Uie  Unot,  Kelly,  and  Glidden  patents 
are  valid,  he  does  not  infringe,  because  his  baib  differs  essentially  from 
the  barb  of  either  of  the  complainants'  patents,  mainly  in  the  fact  that 
it  caunot  be  us^  except  in  combination  with  a  wire  of  at  least  two 
strands.  Assuming  the  validity  of  the  reissue  of  Hout,  Kelly,  and 
Glidden,  there  can  be  no  doabt  that  Haiab  inftinges  Hont^s  claim  for 
"  a  fence  wire  provided  with  spurs"  or  barbs.  It  also  iofMnges  Kelly's 
idea  of  a  rigid  or  fixe<l  barb  held  iu  place  by  the  twisting  of  two  wires 
together,  and  Ulidden's  barb,  made  by  bending  a  short  piece  of  wire 
around  tiie  fence  wire  so  as  to  leave  the  two  sharp  ends  projecting  to 
form  the  spars  or  barbs. 

Glidden's  device  for  forming  the  barb  is  uadonbtedly  a  very  simple 
one,  and  rests  very  close  to  the  border  line  between  me(d|aidcal  skill 
aod  invention.  After  Hunt  had  made  barbs  by  catting  sheet  metal 
into  stars  or  spur-pointed  wheels,  to  be  strong  upon  the  wire  by  a  hole 
through  the  middle,  tbe  points  ot  the  spurs  being  necessarily  obteined 
by  cutting  the  metal  diagonally  at  the  periphery  of  his  wheel,  and  after 
Kelly  had  shown  his  two-pointed  barb  strung  upon  tbe  wire  by  means 
of  n  bole  through  the  middle  and  held  in  place  by  another  wire  twisted 
upon  the  thorn-wire,  it  would  seem  to  require  but  litUe  invention  to 
fitrm  Uie  barb  by  bending  a  short  piece  of  wire,  pointed  at  both  endSt 
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aronndthe  fence- wire,  thereby  fanning  aloop  in  place  of  the  hole  throiifrh 
the  barb  shown  by  Hant  and  Kelly,  The  loop  is,  when  made,  only  tlie 
hole  which  Kelly  pnnched  throngh  hia  barb,  and  yet  tliei-e  can  be  no 
doabt  that  the  -wire  barb  shown  by  O-liddeii  is  mach  more  readily  made 
and  attached  to  the  fence-wire  than  the  Kelly  barb,  which  must  be  flrat 
strong  npon  the  wire  by  passing  the  end  of  the  wire  through  the  hole 
before  it  can  be  f^t«ned  or  fixed  in  place  thereon;  and,  as  before  re- 
marked, if  otility  is  one  of  the  tests  of  invention,  then  we  must  conchide 
that  this  Gliddon  barb  is  the  result  of  inreutive  ability,  the  proof  show- 
ing clearly  that  it  has  been  substantially  adapted  by  all  the  mauufact- 
nrers  as  the  method  of  making  the  barb.  Glidden's  method  of  fonuiug 
the  barb  is  not  shown  by  the  proof  to  have  been  anticipated  by  either 
of  the  earlier  methods,  and  it  is  clearly  new  and  useful;  but  when  once 
the  idea  of  looping  or  clasping  a  wire  barb  around  the  fence-wire  had 
been  shown,  there  was  then  no  inveutton  in  such  slight  changes  of  tlie 
loop  as  aie  shown  in  the  Haisli  barb.  It  is  true  the  Haish  barb  is  re- 
quired by  its  form  to  claup  both  wii-es;  bnt  Glidden  might,  without 
change  of  the  essential  principle  of  his  barb,  loop  it  aronnd  both  wires, 
if  for  any  reason  it  was  found  desirable  to  do  so.  The  underlying 
thought  or  principle  of  the  Glidden  barb  is  that  of  bending  it  over  or 
around  the  fence-wire  instead  of  punching  a  hole  through  the  barb  and 
passing  the  fence-wire  through  the  hole ;  and  when  once  the  i>rinciple 
is  shown  it  is  obvious  that  a  great  variety  of  loops  can  be  made,  all  of 
which  produce  only  one  result. 

This  discnssion  leads  us  to  consider  for  a  moment  the  various  foitus 
of  barbs  cut  from  thin  or  sheet  metal,  as  shown  by  the  proof  in  several 
of  the  cases  before  na.  It  Is  manifest  that  there  is  and  can  be  no  es- 
sential difference  between  making  the  barbs  from  strips  of  thin  or  sheet 
metal  cat  diagoufUly,  so  as  to  leave  both  ends  pointed,  and  wrapping  or 
bending  that  around  the  fence-wire,  and  making  a  similar  barb  from 
round  wire,  as  shown  by  Glidden ;  nor  does  the  fact  that  sheet  metal 
barbs  are  cut  so  as  to  present  moi-e  than  two  points  when  wound  around 
the  fence-wire  or  interlaced  between  the  strands  make  them  any  less  an 
infringement  of  Glidden's  device  or  relieve  them  of  liability  to  Hunts 

We  therefore  come  to  the  conclusion  that  complainants  have  the  right 
to  the  relief  asked  by  their  bills,  the  principles  we  have  laid  down,  in 
our  estimation,  fully  covering  the  controverted  questions  iu  all  the  cases 
before  us. 

Decrees  may  be  prepared  finding  that  defendant  infringes,  and  refer- 
ring the  oases  to  the  master  to  take  account  of  damages  and  profits. 


b,Googlc 
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HATIS  «.  BlOEBLHOnPT. 

DeOdti  yonmhtr  10,  1B80. 

19  O.  Q.,  177. 

Jtfr.  J.  H.  WIMOegge  for  the  plaintiff. 
Mr.  A.  V.  Brieten  for  the  defendant 

BlatOBFOBD,  J.  : 

The  bill  in  this  oase  ie  exactly  like  the  bill  la  Sayea  y.  Dajrtoa,  Jost 
decided,  except  that  it  leaves  oat  Beisaaes  Noe.  8,676  and  8,689  and 
their  several  origin^,  and  coiiceine  only  thir^-three  olaimi  in  four 
several  pat^its.  The  bill  ia  demnrred  to.  The  detonrrer  states  tfa» 
tauae  of  demoirer  to  be  that  the  bill  "is  moltiforious,  and  separate  and 
distinct  canses  of  action  are  nnited  therein  vhicb  ongbt  not  to  bej<^ed 
or  united,  to  wit :  that  said  bill  of  complaint  sets  forth  many  separate 
and  dUtiDct  letters  patent,  for  inftingement  of  which  suit  ia  brought, 
bat  abows  no  reason  fornniting  these  separate  and  distinot  causes  of 
action  in  one  suit  against  this  deiendant."  The  demnrrer  appears  to 
be  sufficient  in  form  to  raise  the  questioD  considered  and  decided  in 
Sayea  v.  Dayton^  and  for  the  reasons  asaigned  in  the  decision  in  that 
ease  the  demnrrer  is  allowed  with  ooata. 


[Supnm  Coiut  of  tb*  UalMd  SUtM.) 

Fletcher  «.  Bi.akb. 

DtBidtd  DterMia-  6,  U80. 

19  O.  Q.,  9S1. 

As  invention  oouristiug  of  a  poatoge  or  revenue  iMmp  having  a  portion  of  its  inrfiMie 
composed  of  thin  or  f^sgile  paper  or  other  iuitable  material  looaely  attached,  and 
on  which  a  partion  of  the  dedgnor  other  matter  !■  printed,  lanotinftiugedbf  a 
etamp  compoeed  of  one  oontlntiona  pieee  of  paper,  of  nniform  tblokneM,  npon  the 
face  of  whioh  ia  ceitidn  printed  or  engraved  mattAr,  iritb  hlank  ipaoea,  in  which 
an  inserted,  at  the  appropriate  time,  certain  flgurea  and  names  requiradliy  law 
to  appear  npon  revenue-stamps,  which  blank  spacas  are  prevented  from  adher- 
ing to  the  battel  by  the  interposition  ofa  ted  slip  of  blank  paper  attached  to  the 
hack  and  ontaide  edges  of  the  stamp. 

Appeal  ftom  the  Circuit  Gonrt  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Mr.  TreadttiM  Cleveland  and  Mr.  Joseph  ff.  Choate  for  the  apiiellaut. 

Solicitor-Omeral  Philips  for  the  api>elloe. 

Mr.  Justice  Haslan  delivered  the  opinion  of  the  court: 

Tbia  is  an  appeal  from  a  decree  in  the  Circuit  Coui't  of  the  United 
States  for  the  Southern  DiBtrict  of  New  York,  dismii^.^ilng  a  bill  in  equity 
based  upon  an  alleged  infringement  of  letters  patent  issued  to  the 
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plaintiff  in  error  on  tbe  Sth  of  Jane,  1869,  for  an  impioTemeDt  in  stamps 
used  for  revenne  and  other  parposea. 

At  the  time  of  sacli  alleged  iniMogement  the  defendant  was  a  collect- 
or of  internal  rerenne.  The  reveAne-atamps,  tbe  sale  and  nse  of  which 
b;  him  constitates  the  basis  of  tbe  claim  herein  for  damages,  were  sold 
and  naed  in  pnraaance  of  directions  by  the  Oommissioner  of  Intenial 
Berenae  and  in  discharge  of  defendant's  daties  as  anoh  collector,  and 
for  no  other  purpose.  The  action  is  forther  defended  upon  the  ground 
that  tbe  stamps  so  sold  and  nsed  by  the  defendant,  known  as  "tax-paid 
special  stAmps,"  "rectifled-spirit  stamps,"  and  "wholesale  liquor-deal- 
ers' stamps,"  were  not  constructed  in  accordance  with  the  specifications^ 
claims,  and  drawings  of  the  letters  patent;  that  tiieie  has  been  no  in- 
fMtigement  upon  any  right  or  privilege  secured  to  plaintiff  by  his  letters 
patent;  and,  lastly ,  that  the  alleged  improvement  was  neither  usefkil  oor 
valuable. 

The  Solicitor-General,  in  both  his  oral  and  printed  ai^piments,  claims 
that,  although  the  grant  to  the  patentee,  his  heirs  and  assigns,  was  of 
an  ezolnslTe  right  for  a  prescribed  term  to  make,  use,  and  vend  his  in- 
vention or  discovery,  the  United  States  are  at  liberty  to  use  the  thing- 
protected  without  making  compensation  to  the  patentee.  This  upon 
the  ground  that  the  government  is  not  named  in  the  patent  law  as  being 
excluded  from  using  the  invention  or  discovery  which  may  be  patented. 
To  support  that  position  reference  is  made  to  several  adjudged  cases  in 
tiie  EngUsh  courts:  Feather  v.  The  Queen  (6  Best  &  S.,  2S7);  Walker  v. 
Congreve  (1  Carpmeal,  356);  and  Pixon  v.  Small  Arms  Co.  (L.  B.,  1& 
Q.  B.,  130).  In  view  of  those  decisions  we  are  invited,  not^Tith8tand- 
ing  what  was  said  in  Sums  v.  United  States  (12  Wall.,  246),  repeated 
in  Camm^er  v.  Xeaton  (1  Otto,  235),  to  re-examine  the  question  as  to 
the  right  of  the  United  States,  without  the  consent  of  the  patentee,  and 
without  making  compensation,  to  nse  in  the  pnblic  bnsiness  any  inven- 
tion  or  discovery  for  which  letters  patent  may  have  been  issued. 

It  has  also  been  suggested  that  since  the  collector,  in  using  the  stampa 
iti  question,  acted  in  accordance  with  orders  of  his  superior  officers^  he 
can  in  no  evesit  be  held  individually  liable  to  the  plaintiff,  and  that  the 
claim  of  the  latter,  if  any  he  has,  should  be  asserted  directly  against 
the  United  States. 

We  deem  it  nnnecessary  to  pass  upon  eitlier  of  the  foregoing  propo- 
sitions, because  we  are  all  of  opinion,  passing  by  all  other  qnestions  in 
the  case,  that  the  stamps  used  by  the  collector  are  not  included  in  the 
patent  of  the  plaintiff.  That  which  plaintiff  claimed  and  desired  to  be 
secured  was  described  in  the  schedule  referred  to  in  the  letters  patent 

A  poatage  or  lerenne  stwnp  hftTing  »  portion  of  Ita  ani&oe  MfflpoMd  of  Oiln  oi  frsf- 
Ue  pMper  or  other  initable  material  looaelj  attached,  and  on  wbich  a  portioii  of  tb» 
dMign  or  other  niattOT  ia  printed,  nilMtuiIially  aaandfiir  theporpoaeaMt  fitrth. 

Referring  to  tbe  descriptive  p<ntion  of  the  sohedole,  the  invention  i» 
'declared  to  4!<m8i«t — 
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In  providing  the  stamp  with  ■  flap  or  flapi  covering  >  portion  of  its  &M  «Dd  UMng- 
ing  the  leqniaite  deaign  or  printed  nuttter  on  sncli  Btamp  to  extend  over  the  dftp  or 
flkps  Mid  lemaining  or  nncoTered  portion  of  taid  face  or  bod;  of  the  atamp.  By  thie 
application  of  tnj  iuTention  a*  applied  to  an  adhesive  stamp,  whether  fbr  intemat  or 
otber  pnrpoaea,  aaid  stamp  may  be  canceled  by  tearing  olF  the  dap  or  flape,  which,  if 
necessary,  may  be  preserved  as  evidenoe  of  tlie  oanoellation;  or,  where  not  mqnired 
to  be  preaerved,  the  flap  or  flaps  may  either  be  torn  off  and  thrown  away  or  beset 
Batilated  by  the  act  of  oanceKng  ae  heretofore  practiced  on  postage-stampa  (which 
and  other  adhesive  stamps  my  invention  li  equally  applicable  to)  as  that  it  will  ba 
inpoarible  to  use  the  same  stamp  over  again  without  deteotion  of  the  fiand. 

Upon  comparing  the  stamp  ae  thus  described  with  the  stamp  nsed  by ' 
the  defendaot  we  are  satisfied  that  the  latter  is  not  covered  by  the 
{tlatDtUrs  patent.  It  is  a  different  article  altogether  from  that  described, 
in  the  speoiflcatioiis  uid  claim  of  the  plaintiff.  The  stamp  ased  by  the 
goverDment  is  composed  of  one  coutinaons  piece  of  paper,  of  noiform 
Sickness,  upon  the  face  of  which  is  certain  printed  or  engraved  matter, 
with  blanks,  in  which  are  inserted,  at  the  appropriate  time,  certain 
fignres  and  names  required  by  law  to  appear  upon  revenue-stamps.  If  a 
mparuba  paper  is  attached,  loosely  or  otherwise,  to  the  &ce  of  that  ^tamp. 
Upon  the  back  of  the  body  of  the  government  stamp,  attached  to  its  out- 
side edges,  is  a  slip  of  red  blank  paper  of  less  width  than  the  stamp^ 
When  the  stamp  is  pasted  npon  the  barrel  that  portion  of  it  immediately 
over  the  red  slip  does  not  adhere  to  the  barrel.  It  is  protected  fh)m 
the  paste  ou  the  barrel  by  tiie  intervening  red  slip,  so  that  when  the 
portion  thus  protected  is  cat  or  torn  oat  for  preservation,  or  for  any  other 
purpoae,  the  slip  underneath,  with  the  remaining  portion  of  the  stamp, 
adheres  to  the  barrel.  An  essential  characteristic  of  plaintiff's  stamp 
is  a  flapi  originally  a  distinct  piece  of  paper,  bat  when  nsed  to  be  loosely 
attached  to  the  face  of  the  body  of  the  stamp.  A  further  characteristic 
is  that  npon  the  piece  thus  loosely  attached  must  appear  a  portion  of* 
the  vignette,  design,  or  printed  mtltter  required  to  be  engraved  or  printed 
on  the  finoe  of  revenue-stamps.  The  government  stamp  has  no  such 
eharacteristifls.  It  is,  as  we  have  said,  one  continuous  paper,  containing 
upon  it  the  required  printed  matter,  with  no  flap  loosely  attached  to 
its  face,  which  may  be  subsequently  torn  off.  Neither  the  red  slip  of 
unprinted  paper  across  the  back  of  the  government  stamp,  and  which 
adheree  to  tAe  barrel,  nor  that  portion  of  the  stamp  which  does  not 
adhere  to  the  barrd,  fuiswers  the  same  pnrposes  as  the  flap  of  plaintiff's- 
stamp.  The  present  claim  by  the  plaintiff  is  manifestly  broader  than 
his  daim  and  spedflcatioos,  as  set  out  in  the  schedule  to  bis  letters 
patoitL  We  oononr  with  the  conrt  below  in  the  opinion  that  tJbe  whisky- 
stamp  is  a  modification  of  the  inventor's  idea  that  had  not  occnired  to 
him  wh«i  he  drew  his  specifications,  which  were  so  limited  in  their- 
terms  as  not  to  include  the  stamps  used  by  the  government.  It  is- 
clearly  not  a  mere  colorable  contrivance  or  imitation  for  evading  that 
which  had  been  dme  before. 

Decree  afflrmed. 

Do,l,.cdbyCOO(^IC 
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tnmttat  Sktw  Oman  CMrt-SMtbMs  DMrM  tf  Vnr  ToA.] 
BUOHAH  ET  AI«  V.  MoKeSSON  EI  AL.  SaHE  V.  HEKBY  £T  AL. 

DteUid  Dtembrr  4, 1680. 
19  0.  0..S8S. 

1.  TlM  fliatoUlnofBaiwiMdPktentKo.  5,007,  tolMbeUaEwuMkudCbarlMA.Seelr, 
Jalj30,  167S,  being  *eUiinfi>r"*ao«p  made  by  iuoorponting  carbolic  acid,  at 
iti  eqaiTftlent,  with  OTdinary  t^m,  nilMtMiIlfil];  M  apeci&ed,"  ^»Irf  to  be  antici- 
pated by  the  EngUsh  patent  of  Alexaodei  HeDongall,  No.  2,&10,  of  October  16, 
1960,  for  "imptOTement  in  matcrlaU  or  eampoaltion  for  deetrojlng  rennin  oa 
abevf  aod  otlier  animaU,  and  fbr  proteetlng  them  therelVom." 

a.  If  McDougall,  by  naiiig  frith  a  fat  and  an  alkali  a  crnde  carbolic  acid  ta  creoaots 
which  did  not  eontain  carlMdio  acid  or  oiwyllc  acid  aa  pnre  an  aa  eoncaitnttod 
aa  it  was  afterward  made,  ptodnoed  a  true  10441  deTeloping  the  properties  of  tha 
acidi  referred  to,  there  wbh  no  inTention  in  intiaeqiientljr  luing  the  poier  artiolft. 
The  adrance  waa  only  one  of  degree. 

3,  Althongh  loape  ma^s  with  the  finer  carbolic  aoid  exlating  at  the  date  of  plantifV 

patent  may  be  applicable  to  pnrpceea  to  .which  aoape  made  with  the  leaa  pun 
oarbolle  aoid  conid  not  be  applied,  that  ahotra  only  a  difference  in  degree  mad 
not  inrentlmi. 

4.  Hie  effeot  of  an  earlier  InventliMi  upon  the  claim  of  a  patent  not  avoided  1)7  a  mpo- 

olfio  dlaclaimer  iu  the  qieclBcation  when  it  appears  that  inch  dieolaimer  ia  baaed 
npoD  aa  ouonnd  view  of  the  invention  to  whieb  it  relatea. 

Mr.  J.  P.  Fitcit  for  tbe  plaintifb. 

Mr.  8.  A.  Ihmca»  tot  th«  defeodants. 
Blatohfobd,  J.: 

These  Buits  are  broagbt  for  the  infringemeat  of  Beifwaed  Letters 
Patent  "So.  5,007,  granted  to  Isabella  Eames  and  Charles  A.  fieely, 
July  30, 1872,  for  an  "improvemeDt  in  the  manufactnre  of  soap,"  the 
original  patent  having  been  granted  to  Charles  J.  Eames  and  Charles 
A.  Seely,  May  28, 1867. 

The  specification  of  the  reifisae  Bays  that  the  inTention  is  "a  neir 
and  improved  composition  for  soap."    It  proceeds : 

The  nature  of  onr  Invention  oonaiata  in  a  new  soap  oomponnd  prodooed  by  inoui* 
poratiog  earbolic  and  CTHylic  aeida,  either  oue  or  both,  with  ordinary  soap.  TheMa 
«ubatancee  are  well  known  for  their  naeftil  properties,  and  we  have  foond  that  when 
combined  with  soap  the  deteigent  value  of  the  soap  ii  Inproved  and  Qie  propertiee  of 
the  acids  are  not  masked  or  destroyed. 

To  enable  others  skilled  in  the  art  to  make  and  nse  onr  invention,  we  proceed  to 
describe  it  <n  detail. 

By  ''soap"  we  mean  any  of  the  compounds  of  alkali  with  oil  or  fat  which  are  knawn 
And  used  in  the  art«  under  that  name.  Onr  iurentloQ  is  applieable  to  a31  kinds  of 
ordinary  detergent  soap  and  to  several  saponaceous  oomponnds  prepared  for  medietoBl 

We  employ  one  of  the  following  ways  of  incorporating  carbolic  acid  and  oreaylio 
•cid  with  the  soap :  First,  the  acid  or  acids  are  dissolved  in  the  alkaline  aolntlon  be- 
fore the  addition  of  &t ;  second,  the  acids  are  disaolved  in  the  melted  &t ;  or,  third, 
the  aoide  are  mixed  in  with  the  finished  soap  by  means  of  crutobing  or  other  in«- 
chanici^  device. 

from  the  natun  of  the  ease,  we  do  not  limit  onrselves  to  any  Bpeeiflo  im^KwtioiM 
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of  the  carbolic  (nd  crcaylic  acids  to  tbe  soap.  For  a  toilet-soap,  Ave  to  fifty  drops  of 
I  lie  acid  to  tbe  ponnd  of  tmap  idll  be  fotiiid  to  give  satisfactory  effectH;  while  aa 
luachas  ten  to  twentj-flve  per  cent,  of  acid  may  be  used  with  other  aoapt. 

We  are  aware  that  gat-tar  and  ti.e  dead-oil  of  goa-tar  containiug  a  small  propor- 
tiOD  of  carbolio  acid  have  beeu  uiade  iulo  emulaioD*  of  a  some  what  Kaponecaoiui  char- 
acter b;  tueaDS  of  alkalies  lod  eniiouifiable  fal« ;  aud  we  are  also  aware  that  the  dead- 
oil  of  gaa-tar  was  fonnerly  sometimes  kuown  iiniter  the  name  of  "erode  carbolic  acid ;" 
hat  tbe  mixtures  ao  made  did  uot  owe  their  efHcieucy  to  the  small  proportion  of  cur- 
boDc  acid  contaiued  in  them,  aud  they  weie  impracticable  for  the  purposes  to  wbicli 
soaps  are  applied.  We  tbei-efore  disclaim  all  such  mixtures.  By  "carbolic  acid" 
and  "ctesylic  lutid"  wa  mcau  the  chemirsl  products  knowu  under  the  name*,  respect- 
ively, of  "phenol"  07  "pheoylio  alcohol,"  aud  "cressol"  or  "cresylic  alcohol" 
The  claims  are  as  follows : 

1.  A  soap  maile  by  ineorpotsting  carbolic  acid,  or  its  equivalent,  with  oidluary 
soap,  suhstaDtially  as  above  specified. 

2.  The  combination  of  carbolio  acid,  or  its  cc|iiivalent,  with  tbe  oils  and  fats  to  be 
used  in  tbe  mannfaotare  of  soup. 

3.  Tbe  CMiibination  of  carbolio  acid,  or  its  eqiitraleut,  with  atfaaline  solntions  to  lie 
Dsed  in  tbe  mnnafacture  of  soap. 

The  ]>erBOU8  who  weva  tbe  exclusive  ovruers  of  tbe  reissued  i)ateiit 
on  the  3d  of  December,  18T9,  did  ou  tbat  day,  witli  the  coiiseut  of  tbe 
IiersouB  who  were  theu  the  o^iiers  of  the  exchisive  right  under  the  pat- 
ent for  tbe  United  States  east  aitd  southeast  of  tbe  Bocky  Mountaiiis, 
file  a  disclaimer  disclaiiuiuK  tbe  words  "aud  to  several  saiwnaceoni^ 
coinpounds  pre]>ared  for  metticiiinl  use." 

It  is  claimed  tbat  the  defeiidaots  have  inli'iugetl  the  first  claim  of  the 
patent  by  aelliiig  a  soap  made  by  iucorimrating  earboUe  acid  irith  ordi- 
narj'  soap.  Tbe  plaiiitifis'  stiecification'  is  uot  limited  to  a  chemii-al  in- 
corporation of  the  acid  as  distinguished  from  a  mecbaiiical  iucoriwra- 
tiou.  It  describee  three  ways  of  making  tbe  incori>oratiou,  in  order  to 
show  how  the  invention  is  to  be  jiiactically  caiTied  out ;  but,  in  order 
to  show  infringement,  it  is  not  necessniT  to  abow  that  some  one  of 
tboae  three  methods  of  incorporation  was  employed,  or  that  any  par- 
ticular method  rei^nlting  in  a  chemical  union  was  used.  It  is  sufllcietit 
if  the  soap  has  tbe  carbolic  acid  in  tbe  body  of  it  in  such  way  tbat  tbe 
oaeftal  properties  of  tbe  carbolio  acid  can  be  availed  of  iu  the  use  of  the 
soap  while  tbe  useful  properties  of  the  soap  as  a  ^oap  are  at  the  same 
tinte  availed  of.  The  defendants,  in  selling  the  soaps  they  sold,  repre- 
sented them  as  containing  ten  per  cent,  of  carbolic  acid  by  printed  mut- 
ter on  the  boxes  enveloping  tlieni.  This  fact,  with  the  affiruiati\'e  testi- 
mony as  to  their  containing  carbolic  acid,  is  sufticient  to  establish  tlie 
fiivt,  although,  by  tbe  lapse  of  time  and  by  ext>osnre,  they  may  at  a 
cei-tain  date  have  so  parted  with  tlieir  carbolic  acid  as  to  make  it  im- 
IKWiible  especially  to  recogni/e  its  presence. 

The  s]>ecittcation  of  the  patent  states  tbat  tbe  "new  soap  comiwuud," 
which  is  the  invention,  is  made  by  lncoiix>rating  tbe  acid  with  "ordi- 
narj-  soap."  It  theu  detlnes  the  wonl  "soap"  as  used  in  tbe  specifica- 
tion, to  mean  "  any  of  tbe  comiwunds  of  alkali  with  oil  or  fiit  which  ai-e 
fcuown  and  used  in  the  arts  under  tbat  name."    It  also  says  tbat  th' 
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inventioa  is  "af^Ucable  to  all  binda  of  ordinary  detergent  soap,"  and 
that  when  the  add  is  combined  witit  soap  the  detergent  valne  of  the 
Boap  is  improved,  while  the  properties  <^  the  acid  are  not  masked  or 
destroyed.  It  says  that  the  acids  named  are  well  bnown  for  their  iiBe- 
flil  pit^ierties,  bat  It  does  not  specify  the  properties.  It  also  speaks  of 
"satis&ctory  effects,"  bat  it  does  not  state  what  effects  are  referred  to 
other  than  aach  as  are  elsewhere  mentioned.  A  ''detergent"  soap  is  ft 
cleanaing  soap.  "Detergent"  means  ''cleantdng."  It  is  the  natnie  of 
a  aoaij^  to  be  detergent  or  deansing.  If  the  article  is  a  soap,  it  is  deter- 
gent. If  It  is  not  detergent,  it  is  not  a  soap.  Whatever  is  a  soap  is  a 
detergent  soap. 

The  defendfuits  contend  that  the  patented  invention  covered  by  thQ 
first  dalm  of  the  patent  existed  before,  and  was  described  in  a  patent 
granted  in  England  to  Alexander  McUoagall,  So.  2,510,  dated  October 
15, 1860,  and  sealed  April  12, 1861.  The  provisional  specification,  de- 
posited October  15, 1860,  states  tbe  invention  to  be  for  "improvement 
in  materials  or  composition  for  destroying  vermin  on  sheep  and  other 
animals,  and  fbr  protecting  them  there&om,"  and  says: 

itf  inTontion  conaiat*  in  the  tue  of  heftvj  oil  of  tar,  of  dead-oil,  or  "  erode  carboBe 
acid,"  aa  It  li  Mmatimea  ealled,  or  cmMoie  obtained  in  the  deatraotlTe  diattllation  of 
oartonacAoiia  rabctaoMa.  Theae  mataiia)*  I  treat  with  an  alkali  and  add  a  aapralft- 
able  &ttj  MilMtanQa. 

The  AUl  Specification,  flle<l  April  15, 1861,  says : 

Hy  inyention  eoDaista  In  the  nwof  (he  hear;  oil  i^ tar,  or  dead-oil,  or  "erode  ear- 
bolio  aeid,"  aa  It  la  atMnetlRiea  called,  or  oreoaota  obtained  in  the  deatmetiTe  dlatlll*- 
tjon  of  oarbonaoeoiu  aabttancea.  Theae  mateiiala  I  treat  with  an  alkali  and  add  a 
aaponifiable fatty  BubatuDcei  and,  inoidei  that  iDflDTeDtionmajbefnlljiuidentood, 
I  will  proceed  to.duoribe  a  method  I17  whiob  I  carry  the  tame  Into  practical  operation. 
I  take  crude  carbolic  acid,  or  heavy  oil  of  tar,  or  otber  prodncta  obtained  from  the 
diatillation  of  tar,  which,  like  tboee  meDtion^d,  hare  a  greater  ^eoiie  grarity  and  a 
higher  Ixdling-polnt  than  water,  and  aet  npon  it  with  canctic  ioda  and  potaah,  ao  aa 
to  render  it  aolntiie  or  mixable  with  water.  Thia  mixtDre  is  heated— aay  to  abont  the 
boiling  .point  of  water— and  agitated,  so  that  all  the  parts  ma;  be  equally  acted  npon. 
I  then  add  to  it  bt,  tallow,  or  other  aaponifiable  anbatance,  and  give  it  the  oonsiatency' 
of  ft  acA  paate,  in  which  eondltlon  It  la  anitable  for  nae.  The  ptoportlonB  may  ba 
varied ;  bat  thoae  I  pnfta  are  two  parta,  by  weight,  of  the  carbolic  acid,  one  part,  by 
weight,  of  canallc  aoda  of  S0°  Twaddle,  and  one  port,  by  weight,  of  tallow,  &t,  or 
other  aaponiflable  anbetanoe. 

The  compoaition  thos  prepared,  if  not  to  be  oaed  for  salving,  m»y  be  dltaolved  in 
water  and  nsed  as  a  bath,  in  which  the  sheep  or  other  animals  ate  to  be  dipped,  or  it 
may  be  tised  by  poaring  or  otherwise,  ss  is  w^  known  to  those  acqnaioted  with  tbe 
manageniant  of  atock  reqairiog  aach  treatment. 

The  d^ms  ore — 


1.  The  nae  of  carbolic  acid  in  the  preparation  of  a 
atroying  vermin  on  aheep  and  other  uiiffials,  and  for  protecting  thorn  therefrom. 

2.  The  nae  of  alkalies  and  tallow  or  other,  sapouidable  anbatauce,  in  comtunatLoD 
with  the  above  products,  when  nsed  for  the  purposes  above  set  fbcth. 

The  proper  interpretation  of  the  McDoiigall  specifloation  seems  to  be 
that  he  speaks  of  two  snbetances.  One  is  the  heavy  oil  of  tar,  which  is 
also  called  "dead-dl,'  and  is  sometimes  called  "emde  carbolic  add.' 
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The  other  is  creosote  obtHined  in  the  deBtmotive  diBfcillatitHL  of  oarbou- 
aceoos  Babstances.  He  uses  an  alkali,  sucli  as  canstic  soda  or  potash. 
He  also  nses  saponlfiable  fat,  or  aapoBiflsble  tallov,  or  other  saponlfl* 
able  Bubstanoe — that  is,  a  greasy  snbstanoe  whieh,  with  the  alkali,  will 
s^NHiiJ^'  or  make  soap.  He  acts  opon  the  acid  or  creosote  with  the  al- 
kalis—that la,  by  the  alkali.  The  acid  or  creosote  is  a  liqoid,  and  tlie 
alkali  is  to  be  pat  into  it,  so  as  to  act  upon  it,  the  actiiHi  being  to  render 
it  soluble  or  mixable  with  water.  The  mixture  of  add  and  alkali  is  to 
be  mixed  with  watOT.  This  mixtnie  is  to  be  heated  aod  agitated  to  that 
all  the  parts  of  it  joay  act  equally  opon  one  another.  Then  tiie  sapoui- 
fiable  &t  is  to  be  added.  Saponiflcatiou  is  to  be  etfeoted,  and  the  re- 
sulting sabstaooe  iS  to  have  the  consistency  of  a  soft  paste  when  oom- 
plet«d,  and  ie  to  be  a  substance  which  will  be  dissolved  in  water.  Oue 
of  the  methods  of  the  plaintiff's  patent  is  to  dissolre  the  acid  in  an  al- 
feahne  solntttm  befwe  fat  is  added.  A  mixture  is  thus  made  of  acid, 
fdkfdi,  and  water,  the  water  being  first  mixed  with  the  alkali,  and  dis- 
aohing  it,  tuid  th«i  tba  ^kaline  solatioa  dissolving  the  acid.  McDoa- 
gall  BuUcee  a  mixture  of  acid,  alkali,  and  water  before  adding  fat  by  first 
putting  together  the  acid  and  the  alkali  and  then  adding  the  water. 
The  two  methods  seem  to  be  the  same  so  far  as  dissolving  the  acid  be- 
fore adding  flat  is  ooncemed.  The  luiguage  of  McDougall  indicates 
tiiat  he  regwded  tbe  carbolic  acid  which  existed  in  the  heavy  oil  of  ter, 
or  in  the  creosote,  or  io  the  anidogous  prodMcte  obtained  from  the  die* 
filiation  of  tar,  as  the  efficient  agent,  the  use  of  which  he  was  availing 
bimself  of  by  Uie  nse  of  those  substances.  {lis  flrst'.claim  is  to  the  use 
of  "ci»bolicacid''in  preparing  bis  compositiaD  to  destroy  vermin  on 
animals.  Carbolic  acid  did  exist  in  the  substances  he  names.  As  pure 
carbolic  acid  as  that  which  existed  when  Se^y  and  Eames  made  tbeir 
invention  for  which  they  took  their  patent  in  1867  did  not  exist  when 
HcDongall  took  his  patent  in  1880;  but  the  evidence  shows  that  Ure^s 
dictionary — a  standard  English  work,  pnUisfaed  in  1860 — says  that  the 
''creosote  of  commerce  appears  to  consist  c(  a  mixture  of  carbolic  and 
cresylic  adds,"  and  that,  "  if  only  that  portion  be  reoeived  which  dis- 
tills at  tlie  tempentture  given  by  Beiohenbach  as  the  boiling-point  of 
4(eo8ote,  it  will,  if  prei>ar8d  from  coal-oil,  eiHwist  almost  entirely  o(  ere- 
«ylic  add."    The  same  work  says: 

CmnmBKitl  ooal-vtrtmate  cousistB  almost  ratitel;  of  crMjlic  aold. 

If  the  emde  carbolic  acid  or  the  creosote  directed  by  McDougall  to  be 
ased  did  not  contain  carbolic  or  cresylic  acid  as  pure  or  as  concentrated 
«B  it  was  afterward  made,  there  was  no  invention  in  using  the  purer 
artide,  provided  the  prior  compound  was  a  tme  soap  developing  the  > 
pn^Mrtiea  of  the  acids  referred  to.  The  advance  was  only  one  of  degree, 
60  fhr  as  tlie  nse  of  the  acids  was  concerned. 

"ne  speoilcation  of  the  plBiutiffs'  patent  is  not  limited  to  hard  soap  or 
to  soft  Boap.  It  extends  to  any  true  soap  made  of  a  compound  of  alkali 
wididl  or  &t,  aad  known  and  used  in  the  arts  under  the  name  of  "  soap. " 
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In  iTorkiug  out  the  process  of  McDongall  a  od  prodacing  the  article  which 
(uch  process  will  prodnce  a  soap  is  to  be  looked  for.  No  otliercoiiclasioD 
can  be  diavn  from  the  use  of  tlie  word  "  saponifiable"  b;  McDougall. 
Professor  Morton  testifies  that  in  carrying  out  McDougall's  invention  in 
exact  accordance  with  his  directions  a  soap  is  necessarily  produced^ 
and  that  the  efficiency  for  the  purpose  named  by  McDongall  of  the  com. 
pound  to  be  produced  under  his  patent  is  essentially  dne  to  the  carbolic 
and  cresylic  acids  contained  in  the  crude  carbolic  acid  or  dead-oU,  or 
other  equiraleut  substance  employed,  because  those  are  the  only  sub- 
stauces  present  in  any  notable  quantity  in  dead-oil  which  are  known  to 
liave  i>roperties  sought  for  by  McDongall  in  his  preparation — that  is^ 
the  power  of  destroying  tbo^  low  forms  of  animal  and  vegetable  life 
which  are  iiyurious  to  abeep.  This  evidence  is  not  overborne  by  soy 
produced  on  the  part  of  the  plaintiffs. 

It  is  saCisfoctorily  shown  that  by  the  ose  of  McDougall's  formula,  as  he 
gives  it,  employing  tlie  "dead-oil"  he  names  and  caustic  soda,  a  trae 
soap  results  in  the  shape  of  a  paste,  which,  by  keeping,  becomes  a  hard 
soap.  It  so  results  whether  the  heat  is  continued  to  be  applied  after 
the  fat  is  added  or  not.  Any  one  practicing  McDougall's  process  is 
entitlenl  to  use  heat  and  agitation  as  used  at  that  time  in  saponifying 
by  using  alkali  and  fot  quite  as  much  as  in  practicing  the  plaintiffs' 
process  under  their  patent.  The  plaintiffs'  specification  says  nothing 
about  using  heat  at  all,  or  abont  agitation,  except  as  heat  and  agita- 
tion are  implied  by  the  use  of  such  expressions  as  the  spedficatioii 
contains.  McDougall  siteaks  of  beat  and  agitation,  as  acting  equally 
upon  all  the  parts  of  the  mixture  before  the  fiit  is  added.  Then  the 
language  is  such  as  to  imply  necessarily  the  use,  after  the  fat  is  added, 
of  such  means  as  were  then  well  understood — means  to  saponify  and  to 
produce  an  article  having  the  consistency  of  a  soft  paste.  Heat  and 
agitation  were  such  means.  If  iH)tash,  which  McDongall  names  as  aa 
alkali,  be  used,  a  permanently  soft  soap  results.  The  artJde  result 
ing  from  McDougall's  process  is  a  soap,  whether,  as  a  soft  soap,  it  be 
used  as  a  salve  for  animals,  or  be  dissolred  in  water  and  used  as  a  bath 
for  animals,  or,  as  a  hard  soap,  be  used  as  hard  soaps  are  used. 

The  part  of  the  specification  of  the  plaintiffs'  patent  whicU  disclaims 
certain  mixtures  has  not  been  overlooked.  It  refers  to  those  mixtures 
as  having  in  them  gas-tar  and  the  dead-oil  of  gas-tar  containing  a  small 
proportion  of  carbolic  add,  and  to  the  dead-oil  of  gas-tu-  aa  having  been 
formerly  sometimes  known  under  the  name  of  "crude  carbolic  acid"; 
and  it  states  as  reasons  for  disclaiming  «Qch  mixtures  that  tiiey  did  not 
owe  thofr  efficiency  to  the  small  proportion  of  carbolic  acid  contained  in 
them,  and  that  they  were  impracticable  for  the  purposes  to  which  soaps 
are  applied.  These  reasons  are  shown  by  the  evidence  to  be  unsound 
as  applied  to  McDougall's  mixtures.  The  carbolic  acid  in  them  was  ef- 
ficient, and  it  was  efficient  to  the  extent  to  which  it  existed  in  them,  and 
they  were  soaps.    They  were  not  impracticable  for  ^e  purposea  to  whioh 
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■oftpi  were  then  an;Ai«d.    Soi^Mnutdewilih  the  finer  oartxdio  add  wUtsk 
existed  in  1807  m^  be  apidloable  to  piiTpoMS  to  whiah  soap*  made  vltli 
leas  pare  oarbolio  ooid  oannot  be  applied }  bat  timt  dwwB  <nily  »  difltar- 
ence  in  degree  and  not  inventton. 
The  bill  is  dismisaed,  vith  «oita. 


[UbIM  SUtM  Cbcnlt  CoDTt— I>l(trlot  of  Vwylud.] 
PUUMAir   AKD    PUIXIUJI'B   Pil^GB  OAB    COKFANT  «.  BAI.TUCOBS 

AXD  Ohio  Bailkoad  CoHPAmr. 

Dteided  Ja»»M-f  3, 18BI. 
19  O.  Q.,  StU. 

1.  Motion  Ite  «  prettmiiiaiy  injnnettoii  denied  vlien  the  erldcnoe  ftanlebed  dow  noi 

sleariy  ilunr  •  TloUtlon  ot  Ua  oompl«iD«nf  a  patent. 

2.  JEs  jMTt*  affldnviU  utd  nrunk  iqtfnloii*  itf  tttperta  u  to  uorelty  Mid  InMugemeut, 

contndleted  hj  eTidenoe  of  equkllflow  grade,  an  not  aafflolBnt  to  eatftblfah 
the  extent  at  vAlldliy  of  oompUf nuita'  pkienl  w  Ita  Inflrlngemeat. 

3.  It  i»  not  »  matter  of  ooune,  npau  the  pnaantatlon  of  >  pMent  vUch  priwuifiult  «•- 

tabUabea  the  right  of  the  patentee  to  the  thing  patented,  neoompHiied  bj-  an 
allegatton  that  the  defcndant  to  violMbig  it,  that  a  pieUnlnarr  ii^anotton  wiU 
JeMie;  bat  it  miut  appear  likewiae  tliat  if  the  writ  of  Iqjnnotion  doee  not  now 
jaane  the  oomplalnants  will  be  Ineparabl;  tqjnred,  and  that  no  BQbaeqiient 
decree  of  the  oonrt  can  nnSoiently  ascertain  and  make  good  tbelr  daniagea. 

Mr.  S.  N.  Diekerton  ood  Mr.  B.  if.  TktirwUm  for  tibe  oompIainanU. 
Meura,  MwMon  &  PJbiHpp  and  Mr.  J.  K.  Cowan  tot  the  respoudeuts. 

Bom)  and  Mobrib,  Judges: 

The  bill  in  this  case  is  filed  by  complainants  to  prevent  the  defendant 
company  from  using  upon  its  road  certain  aleeping-can  of  its  own  con- 
Btraction,  which,  it  is  alleged,  are  infringements  of  the  complainants* 
patent,  and,  althongh  the  case  has  been  ably  argned,  as  if  npon  final 
hearing,  the  motion  really  before  as  is  for  a  preliminary  ii^anction  pen- 
dente lite. 

To  show  the  infringement  the  complainante  have  filed  naoieroas 
affidavits  and  the  sworn  opinion  of  expert,  while  to  show  the  want  of 
novelty  in  the  patent  and  the  prior  nse  of  what  complainants  claim  as 
the  patentable  combination  the  defendant  has  filed  ooantra-affidavlts. 
Upon  these  papers,  with  the  bill  and  answer,  complainants'  affidavits 
in  rebuttal,  the  motion  is  to  be  heard.  In  order  that  the  court  might 
rightly  nnderstand  what  is  claimed  as  patented  asaA  what  is  asserted  to 
have  been  in  use  before  complainants'  invention,  we  have  been  provided 
with  models  of  all  antecedent  attempts  at  making  sleepiog-oars. 

Upon  reading  these  affiadvits  and  the  other  papers  in  the  cause  we  do 
not  feel  warranted  in  determining  fmy  question  of  violation  or  inftlnge- 
ment  between  these  parties,  bnt  will  condne  ourselves  to  the  motion 
itefore  m.    The  prooft  shown  us  npon  the  hearing  u«  all  «  parte. 
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There  lias  been  iio  cross-examination  of  the 'nritDesses,  and,  take  it  alto 
icetlier,  the  violation  of  the  oomplidnants'  patent  does  not  seem  to  os  so. 
clear  and  vltboat  donbt  as  to  anthorize  as  at  coice  to  isaoe  tbe  u^nuc- 
tion  prayed  for.  The  interests  involred  on  each  side  are  very  great, 
and  were  we  to  grant  the  motion  apon  evidence  <rf  the  character  now 
Aimished  by  the  complainants,  contradicted  by  evidence  of  as  a  lov  a 
grade  by  the  defendant,  we  might  do  as  mnch  irreparable  ii^ary  as  we 
are  asked  to  prevent.  This  is  a  matter  addressed  to  the  soond  discre- 
tion of  the  court  It  is  not  a  matter  of  coarse,  apon  the  presentation 
of  a  patent  which  prima  facie  establishes  the  right  of  the  patentee  to 
the  thing  patented,  accompanied  by  an  allegation  that  tbe  defendant  Is 
violating  it,  that  a  preliminary  injunction  will  isane ;  bat  it  most  appear 
likewise  that  if  the  writ  of  ii^jnnction  does  aot  now  issae  tlie  complain- 
ants will  be  irreparably  iqjnred,  and  that  no  subsequent  decree  of  the 
'Conrt  cui  sufficiently  ascertain  and  make  good  their  damages. 

For  ten  years  the  defendant  company  has,  under  contract  with  the  oom- 
ploinaats,  been  running  sleeping-cars  of  the  complainants  over  its  road 
It  has  now  bailt  certain  cars  of  its  own,  as  it  is  alleged,  after  the  patent 
•of  the  complainants,  which  it  purposes  to  run  over  the  same  line  of  road. 
What  irreparable  injury  does  this  cause!  The  proflst  accruing  to  the 
complunants  for  the  use  of  the  cars  of  complainants  hitherto  rnn  by  the 
-defendant  under  the  contract  between  them  are  known,  and  there  can 
be  no  difficulty  in  ascertaining  tbe  loss  to  complainants  by  the  use  of 
the  cars  defendant  proposes  to  mu ;  but  to  grant  this  motion  apon  these 
«r  parte  affidavits  would  be  to  unneceasai-ily  deprive  the  defendant  of 
the  use  of  a  large  capital  invested  in  the  building  of  these  cars  before 
the  question  of  iufHngemeut  is  adjudicated.  If  the  defendant  company 
were  insolvent  and  not  answerable  in  damages,  it  would  afford  strong 
reason  for  the  present  interference  of  the  court ;  bat  this  is  not  pre- 
tended. 

It  is  alleged  and  urged  strongly  ui>on  the  court  in  argument  that  tbe 
complainants  have  a  system  of  contracts  with  a  large  number  of  railway 
companies  in  the  United  States  to  run  the  cars  manu&ctured  under 
their  patent  exclusively  over  their  roads,  aud  that  to  allow  the  defend- 
aut  comiiany  to  run  its  own  cars  over  its  road  and  those  connected  with 
it  would  induce  other  roads  to  do  the  same  thing  in  violation  of  their 
patent.  We  do  not  see  bow  this  fact,  if  it  be  tme,  ought  to  induce  as 
to  grant  this  motion  upon  the  evidence  presented.  If  the  complainants 
have  contracts  with  other  railroad  coriK>ratioo8  for  the  use  of  their  cars, 
tbe  reftisal  of  the  defendant  to  enter  into  a  similar  contract  can  in  no 
way  affect  their  validity.  If  it  be  nrged  that  the  nse  by  the  defendant 
ef  its  own  cars  breaks  the  unity  of  the  Fnllman  system,  the  proof  shows 
that  it  never  was  univei-sal — that  mauy  trunk  lines  of  railway  have  not 
entered  into  the  system — and  it  doe«  not  appear  to  us  to  be  shown  to 
promise  any  such  immediate  luid  irreparable  damage,  if  the  defendant 
company  does  not  so  enter,  as  would  warrant  us  in  granting  the  prelimi- 
nary iqjanction. 
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We  decline  to  graot  hia  motion,  therefore,  first,  because  upon  the 
ohwaoter  of  the  eridenoe  famished  we  are  not  prepared  to  determiDe 
the  extent  or  validity  of  complalnantB'  patent  or  of  their  inMngemeut ; 
second,  because  there  is  in  our  judgment  no  case  presented  of  such 
threatened  immediate  and  irreparable  damage  as  wonld  warrant  us  in 
depriving  the  defendant,  before  final  heariiig,  of  the  use  of  the  cars  it 
has  bnilded ;  and,  third,  because,  in  the  judgment  of  the  court,  whatever 
damage  the  complainants  may  suffer  l>etween  the  filing  of  the  bill  and 
a  final  decree  can  easily  be  ascertained  upon  reference,  for  which  dam- 
ages, when  determined,  defendant  company  is  abundantly  responsible. 


[HnpiBDH  Court  of  the  tTDlted  SUte*.) 

Densmobe  et  al.  v.  Soofield  bt  ai.. 

DeeUM  Deomitr  30, 18H0. 

t9  0.  0.,  289. 

I.  Wheii  the  olnima  of  »  patent  pieaeut  ueilher  Doveltf  nor  utility  they  will  be  con- 

■idered  ••  ftivoloiu  and  not  within  the  sphere  of  what  is  properly  patentable. 
i.  Patents,  whoa  rlg-htfolly  isaned,  are  property,  and  are  aaTToanded  by  the  same 
rights  and  lanottoua  which  att«ad  all  other  property. 

Appeal  ftt>m  the  Circuit  Court  of  the  United  States  for  the  Xorth- 
«m  District  of  Ohio. 

Jfr.  J.  0.  Claybm  and  Mr,  A.  Q.  Keasbey  for  the  appellants. 
Mr.  George  Willey  for  the  appellees. 

Mr.  Justice  SWATNE  delivered  the  opinion  of  the  court : 

This  is  an  appeal  in  equity  by  the  comx>lainauts.  The  bill  was  brought 
upon  a  reissued  patent.  The  summation  and  claims,  as  set  forth  in  the 
reisane,  are  as  follows: 

The  natoreof  oar  iiiTenttoiioousistsiucombiuiDfc  two  large,  light,  tight,  Arm,  stout 
tanks  with  an  ordinary  nilway-oar,  making  the  tank  practically  a  p^  of  the  oar, 
■o  as  to  oany  the  dealred  substance  iu  bulk  in  the  car  itself,  or  in  a  permaoent  fixture 
or  part  thereof  instead  of  in  barrels,  casks,  hogsheads,  tieroes,  or  other  movable  res- 
«ela  or  packages,  as  is  now  UDlrersally  done  ou  railroad-can,  and  thereby  save  carrying 
the  wei^t  of  the  barrels,  casks,  hogsheads,  tierces,  oi  other  movable  vessels  or  pack- 
age* 

What  we  claim  as  oni  invention,  and  desire  to  secure  by  letters  patent,  is — 

1.  The  two  tanks  B  B,  or  theii  eqaivuleut,  when  constructed  and  operating  in  com- 
bination  with  an  ordinary  raihvay-car,  Buhstaut^nlly  as  and  for  the  purpows  set  forth, 

2.  The  two  tanks  B  B,  or  their  equivalent,  when  set  ilirectly,  or  nearly  so,  over  the 
«ar-tnicks,  and  wheu  eonstracted  and  operating  in  combination  with  an  ordinary  rail- 
way car,  snbetantially  as  and  for  the  purposes  set  forth. 

3.  The  frames  C  C  C  C,  the  bolts  1,  2,  3,  and  4,  nntl  the  cleafs  H  H  H  H,  when  coa- 
atmcted  and  operating  in  combination  with  tanks  B  B,  the  man-boles  and  mtui-heads 
D  D,  and  the  bncets  E  E,  and  the  nmway  O,  when  constructed  and  arranged  iu  com- 
bination with  tanks  B  B  and  an  otdlnary  railway-car,  substantially  as  and  for  the  pur- 
poae*  set  fsfth'and  described. 

7  0  P 
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The  bill  al)eg^  inftiagemeDt,  andprftys  for  an  acconnt  of  proflU  and 
a  decree  for  a  perpetual  i^jiiDctloD,  and  for  Buch  fnrtber  relief  aa  may 
be  deemed  proper. 

AmoDfc  other  defenses,  the  answer  sets  op  that  tlie  reissned  patent 
is  too  broad,  and  is  therefore  void,  and  denies  inAingement.  We  paM- 
by  these  topics,  because  ve  deem  it  proper  to  diapode  of  the  case  upon 
a  more  radical  and  comprehensive  objection. 

A  witness,  called  by  the  appellees,  testified  that  he  was  largely  en- 
gaged in  shipping  petrolenm  fi^m  1861  to  1872.    His  language  is: 

In  1863,  and  prior  to  this  and  itft«T,  I  shipped  Iftrge  qnantitiM  of  It  in  old  vhaling- 
CMlu-holding  from  one  and  a  h«lf  to  eight  and  t«D  barraU  each.  I  ahipped  a  great 
mao;  tbonsands  of  barrels  io  eaid  caskB,  which  were  «ent  forward,  returned  emptj-,  re^ 
filled,  and  forwarded  again. 

I  attach  two  leaves  of  my  shipping-booh,  showing  some  ahipmenta  in  casks  and  re- 
toru  casks  in  lb63.    They  are  correct. 

llj  practice  was  to  spike  down  cleats  to  prevent  the  oasks  from  shifting.  In  nearly 
everjr  shipment  there  were  small  and  large  casks,  as  almve.  The  casks  would  go  to 
and  fro  on  tlie  railroad  many  times,  carrying  oil,  and  returning  In  the  same  cai» 
empty,  to  be  filled  and  shipped  again  by  me. 

Another  witness  testifies — 

That  he  has  been  general  freight  agent  on  the  Lake  Shore  and  Michigan  Sonthenii 
Railway  and  its  predeceMors  fur  aboat  twenty  yearn;  that  all  this  time  he  has  been 
fkmlliar  with  the  practice  and  usage  in  railways  as  to  loading,  and  that  it  has  always- 
lieen  theii  practice  or  nsage  to  place  or  dlstribnte  loads  m  that  they  should  rest,  ao. 
far  as  possible,  over  the  tracks. 

A  third  witness,  speaking  of  wooden  tanks  like  those  of  the  complain- 
.  ant,  says: 

Dnring  the  year  1871  tbeir  nse  was  discontinued  becanse  of  the  large  percentage  of 
leakage,  and  their  consequent  liability  to  be  burned  up ;  and  in  cose  of  accident  on 
the  railroad,  if  a  tank  was  thiown  olf  a  oar  and  it  was  destroyed,  a  fire  was  almost  car- 
tain  to  iMolt  from  the  accident.  A  single  iron  tank,  built  in  boiler  shape,  and  neorly- 
as  long  as  a  oar,  and  placed  horizontally  on  the  oar,  was  substituted  tlien. 

Q.  State  wbetlier  tliey  use  that  description  of  tank  down  to  the  present  time  T — A. 
That  kind  of  tank-ear  is  still  In  use,  and  is  giving  nniversal  satisfkction  because  of 
being  tight,  Httle  or  no  leakage,  and  the  liabilities  to  flie  are  less ;  and  in  ease  of  acci- 
dent the  tank  is  of  snScient  strength  to  even  be  thrown  oflT  a  car  witbont  ii^ury. 

().  State  whether  or  not  tanks  of  the  kind  described  in  llie  dcfbudant's  patent  havft  . 
gone  into  dlanse  In  the  carrying  of  petrolenm  geuaiallyt — A.  So  for  as  I  know  th^ 

<).  In  loading  freight-can  what  bos  always  been  the  practice  and  custom  in  refer- 
ence to  loading  over  the  tmcks,  where  the  weight  can  be  thns  distributed  T — A.  It  is 
the  unlTersal  custom,  so  foi  as  is  possible,  to  place  the  weight  over  the  trucks. 

These  witnesses  are  onimpeoched  and  nncontradieted. 

This  testimony  leaves  nothing  of  the  substance  of  the  plaintifTs  al- 
leged invention.  TSo  one,  we  apprehend,  would  seriously  contend  for  a 
moment  that  what  is  left  is  sufficient  to  constitute  the  basis  of  a  valid 
patent.  See  Brown  v.  Piper,  91  IT.  8.  Bep,,  37,  and  the  anthorities 
there  cited.  But,  Irrespective  of  this  testimony  and  of  any  testimony, 
upon  looldng  this  reissue  in  the  &ce  and  examining  its  sfeveral  claima 
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by  tlieir  own  light,  w«  And  nothing  tbat  brings  any  of  tlietn  within  the 
sphere  of  wliat  is  properly  patentable.  There  is  no  novelty  and  no  ntO- 
ity.  It  does  not  appear,  to  use  the  Imigange  of  uppellaiits'  brief,  that 
there  was  "a  flash  of  thought"  by  which  such  a  result  as  to  either  was 
reaohetl,  or  that  there  waa  any  exercise  of  the  inventive  fneulty,  more 
or  less  tbonghtful,  whereby  anything  entitleil  to  the  protection  of  a 
patent  was  prodnced.  It  strikes  ns  that  the  entirety  and  all  the  par- 
ticnlars  of  the  snmmary  and  the  claims  are  frivolous  and  nothing  more. 

Patents  rightfiilly  issued  are  property,  and  are  snrroniided  by  the  same 
rights  and  sanctions  which  attend  all  other  property.  Patentees  as  a 
class  are  public  benefoctors,  and  their  rights  should  be  protected;  bat 
the  pnblic  has  rights  also.  The  rights  of  both  should  be  upheld  and  en- 
forced by  an  equally  firm  hand,  wherever  they  come  under  judicial  con- 
sideration. 

The  decree  of  the  circuit  court  is  afBrmed. 


(nnited  SMtM  Clmiit  Coart— Sonthch  Plitrlct  of  ITew  Tork.) 

The:  StbjLW  Sewing  Machine  Compant  v.  Eahes. 

Decided  Ikceatber  33,  1830. 
19  0.  G.,  3B9. 

1.  Reissue  No.  7,985  Leld  to  be  valUl  after  a  comparison  of  the  uiue  with  the  oiiginal 

patent  No.  38,807,  and  an  esanitnatlOD  of  the  state  of  the  art  as  di»claBed  b;  the 
reeord  in  this  case. 

2.  Here  ■tnictnral  changes,  aside  from  the  vital  operating  comliiuations,  are  not  soeh 

changes  as  will  avoid  inMngement. 

3.  There  is  no  departare  in  the  Reisaue  No.  7,985  from  the  original  patent  which  in 

any  wa;  affects  tJie  valiilitf  of  the  third  ctsim  of  the  reissue. 

Mr.  8.  J.  Oordon  for  the  plaintiff. 

Messra.  StraicbriSge  ifc  Taylor  for  the  defendant. 

Blatchfoed,  J. : 

This  suit  is  brought  on  reissaed  letters  patent  granted  to  the  plaint- 
iflf  December  11,  1877,  No.  7,985,  for  an  "improvement  in  sewing- 
machines,"  the  original  patent,  No.  38,807,  having  been  granted  to 
Charles  F.  Bosworth,  June  9, 1863,  and  reissued  to  the  plaintiff  Jane  1, 
1875.  The  specification  of  No.  7,98.'j  reads  as  follows,  including  what 
ia  inside  and  what  is  outside  of  brackets  and  omitting  what  is  in  ital- 
ics: 

Be  it  known  that  I,  C.  F.  Bosworth,  of  the  [town  of  Milfonl]  cltg  of  yew  Uave»,  in 
the  State  of  Conueeticnt,  have  invented  certain  new  and  nsefnl  improveineuM  [in]  to 
ftenwd  iHiWMiiaa(Mniiritksewing-machines,wherBbysnch  machines  are  better  adapted 
to  the  sewing  of  liraid  or  plaiting  or  other  narrow  strips  of  material,  the  improveuenta 
being  chiefly  applicable  to  stitching  together  braids  of  straw  braid,  chip,  palm-leaf, 
&c.,  in  the  iiMHiofiwtaTe  of  hats,  caps,  and  bonnets. 

These  in^nvenicnts  are  fully,  clearly,  and  exactly  hereinafter  described  in  oonnee- 
tiOD  wltA  the  drawings,  which  make  part  of  the  description. 
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In  the  drftiringi,  Fignn  1  U  •  front  elerstioti  of  >  Mning-maoUne  with  my  imptov»- 
meatti  attached.  Fig.  S  is  a  tUw  In  perapMtlTC  of  the  iuprmtmtHtt  and  certkiu  part* 
of  the  sewing-machiiie.  Flga.  3,  4,  5,  and  6  are  (ketches  exhibiting  on  >  large  scalft 
tlie  roller  over  wbicli  a  piece  of  braid  is  to  be  fed,  snd  illoetnting  some  of  the  vari«- 
ties  of  stitch  that  ma;  be  made  b,v  the  use  of  m;  ImpTOTemeDta. 

Broidi  of  »tra<r,  Aa.,  an  uaaally  sewed  together  by  hand.  The  atitoh  commonly 
employed  is  a  long  one,  and  of  tnch  a  character  that  little  or  none  of  the  tluead  appear^ 
n]ion  what  is  nsually  termed  the  "right  side";  and  MtHmg-nuiMnM  leUkoai  Kglw^ror*- 
nmt*  artpractleallg  Mttlenfor  Ihtpwrpe**,  at  all  of  tttrn  tkat  /know  ofmc  a  team  >>«nr- 
iwff  apOK  IMr  rigkt  lida  a  tkrtad  reaching  fnrn  ntedle-pvictim  1o  iieedle-jiMiiofNr*  lk«  wAob 

My  impTovements  are  applicable,  nnder  certain  obanges  of  form,  to  inott,  ^  not  aU, 
of  the  sewing-machines  nowiDuee,aiidinakiugdlfferent  varieties  of  stitcb,  the  precise 
method  of  conforming  the  loops  of  upper  thread  passed  thnnigh  the  goods  by  an  eye- 
pointed  piercing-needle  being  Immaterial  so  far  as  the  sewing  of  straw  is  otmeemed ; 
bnt  I  have  experimented  chiefly  npon  shnttle-machines  and  reduced  my  inrentioD  to 
practice  on  sach  a  machine,  and  have  in  the  drawings  shown  my  improvements  ■• 
applied  to  and  acting  in  combination  with  a  Singer  ahnttle-machlne  with  a  transverse 
shnttle. 

Tbeee  and  otber  sewing-macbiiies  are  so  well  known  in  the  market  and  to  mann&et- 
nrereand  workmen  that  any  detailed  description  of  the  conHtmction  or  operation  thereof 
is  deemed  nn necessary. 

[My]  Tie  natsi'e  of  my  invention  aonsiHta  [of  certain  combinations  of  mechanical 
devices  which  are  set  forth  in  Uie  claims  at  the  cloae  of  this  specification.  ],^'rat,  in  the 
cem^natioK  of  a  roller  or  it*  ejaisolcal  id(h  tkt  nttdU  of  a  M«ri«9-auicki««  and  UiefeedlMg 
apparaluM  thtrtof,  trhen  the  three  are  arra»ged  a»d  act  la  eoMMnaUon  teilk  each  other,  tmb- 
ilaittialli/  01  iptcified ;  and  alto  in  the  comliiiiatioH  ailh  a  eewing-maehiiie  needle  and  a  roller 
orbeitding  emfac«,ofaeoittritaneefor  guiding  the  ntedltittelf  at  eoinepoinlt  above  the  mate- 
rial being  eeieed,  thue  forcing  the  needle  to  pierce  a  proper  dietanoe  from  the  roller,  a»  heretit- 
tftv  tet  forth. 

Arid  my  inventioii  alio  eomitls  in  cowMniNp,  teilh  a  teKing-naehine  needle  and  a  Teller  or 
fa  equivalent,  for  making  a  iKm  or  bend  in  braid  to  be  letved,  a  vibrating  needU-gnide  or 
proper  apparatm  for  vlbraUng  a  needle,  Ike  operatien  Mitf  to  oaute  the  needle  to  pierea 
braid  nearer  to  or  farther  from  the  tnrfaee  of  a  roller. 

In  the  drawings,  the  fly-wheel  of  the  machine  la  shown  at  a',  the  needle-bar  at  a, 
the  needle  at  g,  the  take-up  apparatus  mt  b',  and  the  table  or  snrfaoe  npon  which  the 
goods  to  be  sewed  are  snpparl«d  at  a;  and  the  machine  has  a  feed  a]>par«tns  of  any 
known  kind,  which  is  capable  of  advancing  braid,  Sea.,  to  be  stitched  between  ■ 
presser-foot — such  as  t — and  a  table,  and  also  a  shuttle  carrying  a  bobbin  ot  teoond 
or  under  thread,  colored  blue  in  the  drairinge,  so  moved  and  operated  as  to  confine  loops 
of  needle-thread  passed  through  braid  by  the  piercing-needle. 

The  distiuguiebing  peculiarity  of  the  stitch  made  by  the  use  of  my  improvements 
is  this,  namely:  that  the  piercing-needle  [with]  and  the  thread  it  carries  enters  tt 
piece  of  braid  ftom  the  side  tbat  is  nearest  to  the  other  piece  of  braid  to  whi<A  it  is  to 
be  sewed  and  leaves  that  first  piece  of  braid  on  tbo  same  side  at  which  it  entered. 
This  is  the  It^ading  idea  on  which  my  invention  is  based,  and  the  improvements  carry 
this  idea  into  practice.  There  is  therefore  attached  to  the  preiser-foot  bar  or  to  some 
otJier  onvenient  part  of  the  machine  a  ftauie,  c',  which  carries  a  roller,  e,  whose  axis 
is  at  right  angles,  or  nearly  so,  with  tbe  line  of  progression  of  the  [work]  olotk.  The 
upper  of  the  two  pieces  of  braid  to  be  stitched  together,  k',  passes  over  this  roller, 
then  under  it,  and  thence  over  tbe  other  piece  of  braid,  it.  and  the  roller  hoMs  (me 
piece  doini  upon  the  other.  In  order  to  keep  tbe  upper  braid  In  poeitiou  sidewlse, 
there  is  an  adjustable  gage,  d,  which  may  be  attached  to  the  fnune  if  [and  operate* 
upon  one  edge  of  the  braid,  aitd  I  have  represented  another  gage,  I,  which  operates 
at  tbe  opposite  edge  of  tlie  braid] ;  and,  in  order  to  make  the  upper  braid  apply  itaelf 
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olOMlf  to  tba  Toiler,  then  la  mpported  in  tlie  fr*me  or  attaolied  to  the  prweer-fbot 
knothd  bar  or  roller,  e*,  wbioh  rcate  apon  the  aarftoe  of  the  hraid.  I  preftr  to  attaoh 
tiiiB  b»r  to  ft  elide,  ^,  olaapiug  the  pnaser-fbot  rod,  and  »4i°*t*'>l^  thereon  by  »  set- 
•orew,  to  tlut  the  Imt  or  toller  mftf  beast  to  adapt  Itwlf.to  different  thickneMN  of 
braid.  In  order  to  gnlde  the  nnder  piece  of  braid,  tbeie  may  be  attached  to  the 
table  a  guide,  J. 

In  Mwing  ^th  the  contrivance  a*  thni  fhr  deecribed,  a  alngle  piece  of  braid,  or  th« 
braid  on  the  edge  of  a  nnmber  of  pleoee  already  etltohed  together,  ie  to  be  introdnoed 
under  the  preewr-foot  (mc  Fig.  8),  and  another  piece  of  facaid  lj  to  be  paaMd  nnder 
the  bftr  e*,  and  thenoe  over  and  under  rollra  ».  If  «  be  properly  est  irith  reftnmce  to 
the  needle,  [tlie  latter]  U  irill  pa«  into  the  upper  braid,  ont  of  it  ag^n  on  the  tame 
dde  that  It  (altered,  and  thenoe  throngh  the  lower  one  (eee  Fig.  3),  and  Ite  thread 
may  ivP*"  on  the  upper  rarftoe,  ■»  In  Fig.  6  at  w.  Or,  if  the  braid  be  tU  ck  or  the 
roller  farther  flnun  the  needle,  the  threadviay  not  appear  at  all  npon  the  npper  eni. 
face,  bat  aaaiune  apaeitionai(hoirDat «,  Fig.  4;  oMdwAai  [When]  the  loop  [of  needle- 
tin«ad]  hae  been  aeeored  beloir  the  lower  braldand.the  needle  has  risen  ont  of  both 
pieoea,  then  the  feed  will  advance  both  braids,  and  in  so  doing  will  eairy  Hm  upper 
one  over  the  bendiDg-roller,  ao  that  it  may  be  piereed  at  a  different  spot  on  tlie  next 
deacbnt  of  the  needle,  the  feed  and  rolW,  by  tlMir  combined  action,  presenting  the 
upper  braid  properly.  This  <q>eritlou  wonld  not,  however,  be  ai  certain  as  desirable, 
owing  to  the  springing  of  the  needle  [by  the  glancing  of  its  point  from  the  bent  ani- 
face  of  the  braid].  I  therefbre  m(  O*  nettUt  to  Ual  il  wUI  not  pi»n)»  Its  upper  pUce  <tf 
traidataU,  uKUttititbetttertpTmnfeMrtmtardlJterolltroniltdeteBiH,  oad  apply  to  the 
preeser-foot  or  other  convenient  tttpport  a  gnide,  each  as  /,  wUck  tpringi  U«  nttdle  ovtr 
foword  Uio  roller  wkm  tkt  tutdlt-pofnt  enlert  tie  jiMt.  A  bei^t  piece  of  metal  with  a 
conical  hole  in  It,  or  a  simple  inrface  standing  nearly  npright,  bnt  inclining  away 
from  the  needle  at  its  npperedge,  answers  the  porpoee  [of  snch  gnide]  imII.  The 
guide  /  (shown  in  the  drawings)  has  two  surfaces  meeting  at  an  angle  or  apex,  throngh 
which  the  needle  passes.  By  means  of  this  addition  the  needle  is  forced  to  pierce  in 
the  desired  line,  and  the  operation  of  sewing  isienderedcertun.  The  loops  of  needle- 
thread  passed  throngh  tlie  lower  braid  are  to  be  oonflned  by  a  shnttle-thread,  as  sliown 
in  the  dratringa,  or  liy  a  looped  thread,  as  in  the  Grover  &  Baker  stitch  machiups,  or 
by  a  loop  of  the  npper  thread,  as  in  crotchet-machines,  and  the  stit«h  is  drawn  tight 
when  it  has  paseedtv  Just  as  it  is  passing  away  flroni  the  roller. 

Ab  the  seam  is  stronger  when  the  needle- thread  shonn  on  the  npper  surface,  and  as 
it  is  desirable  that  it  should  show  only  at  long  interralH,  farther  apart  thaucsnbccon- 
venieiitly  fed  or  sewed  in  a  sewing-machiue  in  the  interval  between  one  stitcli  and 
another,  I  have  devised  a  contrivance  by  the  nse  of  which  some  of  the  stitohee  will 
be  made  in  the  lower  braid  only.  In  order  to  do  this  the  needle  is  set  [so  that  it  will 
not  pierce  the  npper  piece  of  braid  at  all,  unless  the  needle  is  bent  or  aprang  over 
toward  the  roller  on  its  descent,  and  the  needle-guide  f]  at  ^fort,  and  tke  guide  is 
Dionnted  upon  a  spring-arm,  which  tends  to  prew  it  toward  the  roller  s,  while  an  ad- 
jostable  stop,  r  (see  Fig.  1),  regolateii  the  distance  to  which  [the  needle-guide]  il  shall 
approach  the  roller.  Upon  the  presser-foot  bar  there  la  moantedi  so  that  it  can  turn, 
so  [irregnlar]  irrrnulartg  polygonal  plate,  p,  having  aeonred  to  it  a  ratchet-wheel,  n, 
provided  with  a  detain ing-pawl,  if  necessary,  as  at  o,  and  with  an  actnating-pawl, 
sncli  SB  i,  pivoted  to  a  crooked  liar,  i,  which  is  pivoted  on  the  presara-fuot.  A  pin,  f, 
U  attached  to  the  needle-liar,  nud  the  crooked  bar  and  pin  are  so  arranged  relatively 
Ui  each  other  that  each  stroke  of  the  bar  shall  reciprocate  tke  pawl  and  consequently 
turu  the  irregnlar  plate,  which  bears  ngainst  tke  spring-support  of  the  [needle]  gnide. 

By  shaping  this  plate  properly  the  needle  can  be  cautwa  to  pierce  tke  npper  piece  of 
braid  at  evei^  other  stitch,  or  every  second,  third,  or  fourth,  or  greater  number  of 
ditches,  as  desired,  so  that  seainB  may  be  sewed  like  those  in  Figs.  5  [and]  or  6;  or  by 
proper  ehape  and  adjustment  of  the  parts  seams  may  be  sewed  where  the  upper  tliread 
shows  at  intervals  on  the  npper  surface  of  the  npper  braid,  and  at  other  times  merely 
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ofttehea  into  the  apper  brsidj  or  neamu  mm;  be  lewed  haviog  some  stitcbes  sboning 
in  the  upper  aarface  of  the  upper  brkid,  others  catching  into  it  and  oot  showing,  «Dd 
others  Htitl  which  do  not  c&toh  the  npper  braid  at  all.  In  MwiDgsnoh  seams  the  needle 
springs  aira;  from  the  roller  and  is  drawn  toward  it  at  the  time  and  to  the  extout 
desired  by  the  spriog-guide,  the  latter  being  gorertked  by  the  [irregular]  irregalaHji- 
shaped  plat«. 

This  whole  cautrivaDoe,  thetelbre,  is  one  for  vibrating  the  needle  to  and  fro  in  the 
direction  of  the  line  of  the  seam,  and  any  contrivanee  thai  will  so  cause  the  needle  to 
vibrate  aa  to  pierce  or  not  pierce  the  npper  braid,  a«  desired,  may  be  snbstitnted  for 
the  appaiatos  eapeciolly  described. 

Where  a  vibrating  needle,  as  thus  described,  is  used,  the  feed  apparatus  feeds  both 
the  npper  braid  and  the  material  to  which  it  is  to  be  stitched,  as  before  stated,  and 
presents  bolh  braids  in  snch  manaer,  by  the  aid  of  the  roller,  that  the  needle  may 
puncture  either  both  braids  or  one  braid  only,  depeudiog  upon  the  line  In  which  th« 
needle  descends. 

Tba  roller  e  may  revolve  or  be  stationary.  I  prefer  that  it  ahonld  revolve,  mid  the  bar 
if  aitdgitide  dmay  be dUpeiued  milk,  and  the  iraid  to  beliepttnpoHtlva  by  Ae  fingan,the  gi»t 
of  tkt  fiwmMon  bang  to  hold  out  pieee  of  braid  in  r^trmoe  to  Ike  braid  or  olber  Material  on 
towAioh  itU  to  beitiltAed,  and  in  refermoe  to  the  needle,  in  inch  vtanner  that  the  needle  liall 
enter  and  leate  the  upper  braid  on  ih«taBie$id«  t}iertof,o»d»haliafterKardpieroetin  loirer 
braid  or  piece  of  etttff  to  vhich  the  upper  braid  ii  labeievred. 

Aa  before  stated,  any  proper  feeding  apparatus  may  be  used ;  but  I  prefer  that 
oomiDonly  known  OS  the  "four-motion  roughen ed-enrface  feed,"  or  elaa  the  wheel-feed. 
As  the  braids  to  be  sewed  together  are  eometimee  of  ooiuiderable  thieknew,  and  as 
one  lies  on  top  of  the  other,  the  uppermost  braid  will  be  held  slightly  above  tbe  tnble 
or  platform  of  the  machine.  An  ordinary  feeding-bar  will  therefore  act  moat  eflect- 
aally,  if  not  entirely,  on  the  lowermost  braiil;  but  as  the  sewing,  owing  t«  the  great 
length  of  the  stitches,  will  be  better  if  the  feeding  deviceacts  equally  un  both  braids,  I 
intend  sometimes  to  use  independent  feedii,  one  adjusted  for  each  braid,  and  when 
nwng  a  fonr-motion  feed  tn  split  tbe  feeding- bar  at  or  aboat  the  line  of  junction  of  the 
braids,  thus  making  two  feediug-bars,  and  to  apply  a  set-screw  or  some  e<iitivn1ent 
device,  so  that  the  two  bars  may  have  their  relative  heights  or  levels  adjustable,  the 
one  to  the  other,  thus  causing  that  bar  which  acts  upon  the  uppermost  braid  to  work 
at  the  highest  level,  so  that  this  tiraid  may  be  as  effectively  fed  as  the  lower  one. 

In  sewing  hat-brims  and  other  covered  work  one  braid  (tbat  nearest  the  oeutor  of 
the  hat)  miist  of  necessity  move  tliroagh  a  less  distance  than  tbe  other,  and  in  order 
to  make  the  feed  adapt  iteelf  to  both,  so  as  nut  to  wrinkle  either,  and  in  order  also  to 
regulate  the  cnrvatme  of  the  seam,  I  iuund  to  make  one  feed  move  at  each  stitch 
through  a  greater  distance  than  the  other  does.  This  ubject  may  be  attained  most 
easily  by  advanolng  two  foediug-bars  by  tlie  same  cam,  and  by  regulating  their  retreat- 
ing motions  by  separate  stops,  one  or  both  of  which  may  be  adjustable,  aud  acting 
like  the  adjustable  feed- regulators  well  known  to  constructors  of  sewing-maehineti. 

I  do  not  claim  a  vibrating  needle  simply,  nor  a  guide  for  a  needle,  nor  rollers  or  ban 
or  guides  for  cloth  or  braid,  by  themselves  or  oot  of  the  combinations  in  which  I 
employ  tbfm  so  as  to  produce  tbe  desired  elTect. 

Omitting  &otn  the  foregoiog  specification  the  pnrta  inclosed  in  hrack- 
etB  and  takiiig  in  what  is  in  italics  produces  the  origiufti  specification. 
The  claims  of  the  reissue  are  as  follows ; 

1.  The  combination,  Bubstautially  aa  lieforo  set  forth,  of  an  eye-i>oiuted  needle,  a 
roller  or  its  equivalaut,  over  which  the  braid  to  bo  sewed  is  bent,  a  feed  apparatus  or 
meobanism,  a  gage  for  the  upper  braid,  aud  a  guide  fur  the  tower  braid. 

•2.  The  combination,  substantially  as  before  set  forth,  of  an  eye-pointed  needle,  a 
roller  or  its  equivalent,  over  which  the  braid  to  lie  sewed  is  bent,  a  ferd  appamtua, 
two  gages  for  the  upper  braid  ^oue  at  each  of  its  edges),  and  a  guide  for  the  lower 
braid.  C  lOO'^lc 
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3.  The  oombtDatioD,  rabatantially  aa  befbn  set  fbrtb,  of  ui  eye-pointed  needle,  a 
toiler  or  its  eqnlTBlont,  uonnd  whioh  braid  can  be  bent,  and  a  needle-guide,  the  three 
being  Mraoged  and  aetJnf  in  combination  mbitaatlall}'  as  epeelfied. 

4.  The  eombination,  anbetaDlially  aa  before  Mt  forth,  of  a  vibrating  eye-pointed 
needle,  snbatantlallf  aa  apeelfled,  with  a  lollei  aronnd  whloh  braid  can  be  bent  or 
tuned,  and  feed  apparatus,  the  mode  of  operation  of  the  oonibiDatloQ  being  anbetan* 
tiall  J  anch  as  set  forth. 

The  claims  of  the  reissue  are  as  follows : 

1.  The  oombinatlon  of  a  aewing-maohine  needle  with  a  roller  or  ita  equivalent,  and 
with  a  feed  apparatos  oi  mechaniam,  when  the  needle  and  roller  are  ao  arranged 
relatively  to  each  other  that  braid  can  be  sewed  by  a  needle  piercing  and  leaving  the 
braid  or  other  material  on  the  aauie  side  thereof,  the  combination  being  snbitantially 
eneb  aa  deaorihed. 

3.  In  eombination,  a  aewtng-maohine  needle,  a  roller  or  ita  equivalent,  around 
which  brkid  can  be  bent,  and  a  needle-gnide,  the  three  being  arranged  and  acting  in 
-oomhination,  aabatantially  aa  apecified. 

3.  A  vibr»ting-  ae wing-machine  needle,  or  a  sewing-machine  needle  caaaed  to  vi- 
brate by  proper  mechanian),  anbatantially  aa  specified,  in  combination  with  a  roller 
aronnd  which  braid  can  be  bent  or  tnmed,  and  any  appropriate  feed  apparstiiB,  the 
mode  of  operation  of  the  combination  being  aabatantially  aneh  as  set  forth. 

It  is  cM>utended  for  the  plaintiff  that  the  defendaDt^s  machine  infringes 
the  first  three  claims  of  No.  7,985.  In  So.  7,985  the  fresh  piece  of  braid 
Thich  is  to  be  sewed  to  the  partially-completed  vork  passes  to  it  at  its 
npper  side,  vhile  in  the  defendant's  machine  the  fresh  piece  of  braid 
passes  to  tlie  aeedle  at  the  nnder  side  of  the  partiidly-oompleted  vork. 
In  So,  7,985  the  needle  is  vertical,  at  right  angles  to  the  table,  while 
in  the  defendant's  machine  the  needle  is  horizontal  and  parallel  with 
the  table.  In  No.  7,985  the  stock  of  the  roller  over  whioh  the  braid  ia 
bent  has  its  plane  parallel  with  the  table,  while  the  corresponding  de- 
vice over  which  the  braid  is  bent  in  the  defendant's  machine  has  the 
plane  of  its  stock  perpeudicnlar  to.  the  table.  Nevertheless,  it  is  claimed 
that  the  defendant's  machine  has  in  combination  all  the  elements  (tf  the 
first  three  claimB  of  No.  7,985. 

It  is  apparent  from  the  original  specification  that  Bosworth  has  two 
separate  arrangements  in  connection  with  a  needle-guide.  He  had  a 
guide  to  guide  the  needle  above  tiie  material  to  be  sewed  at  every  stroke 
of  the  needle,  the  needle  being  set  so  that  it  would  not,  bnt  for  the  nee- 
dle-guide, pierce  the  npper  piece  of  braid  at  all,  and  the  needle-guide 
being  BO  arranged  as  to  deflect  or  bend  or  spring  the  needle  over  in  ita 
descent  towards  the  roller  and  cause  it  to  pierce  the  braid.  The  de- 
scription and  the  drawings  show  that  the  needle  could  not  pierce  tiie 
biaid  at  all  unless  pressed  over  by  the  needle-guide. 

The  second  arrangement  in  counection  with  the  needle-guide  was  the 
polygonal  plate  and  its  connections,  to  vibrate  the  needle-guide  suA  the 
needle  laterally,  and  cause  the  neetlle  to  pierce  nearer  to  or  farther  from 
the  roller,  the  needle  being,  however,  set,  as  before,  so  as  not  to  pierce 
St  all  unless  sprang  over  by  the  needle-guide. 

In  the  speeiflcatiou  of  No.  7,985  the  feature  of  the  setting  of  tite 
needle  so  as  not  to  pi«roe  at  all  unless  spmng  over  by  the  needle-goide 


104-  DEC1810K8   OF   U.   8.   C0URT8   IN  PATBHT  CASES. 

and  the  neoeaaity  ot  the  spriufpag  of  the  needle  over  by  the  ueedle- 
guide  at  eveiy  stroke  is  omitted  as  an  existing  feature  where  the  needle 
does  not  vibrate  laterally,  and  is  retained  as  a  fieatare  only  when  the 
needle  vibrates  laterally.  In  the  original  speciflcatioa  it  was  a  neces- 
sary featare  botii  when  the  needle  did  not  vibrate  laterally  and  when  it 
did.  The  defendant's  machine  has  no  lateral  vibration  of  the  needle 
nor  any  oorresponding  vibrating  movement  of  the  needle-gnide.  "Sor 
in  the  defendant's  mat^ne  is  the  needle  set  so  as  not  to  pierce  nnlesa 
sprung  over  by  a  needle-gnide,  nor  is  there  a  needle-gnide  which  springs 
the  needle  over  toward  the  bending  device  when  the  needle-point  en- 
ters the  goide. 

The  ^ecifleatdon  of  No.  7,0$ff  is  altered  so  as,  when  no  vibration  of 
the  needle  is  employed,  to  make  the  operation  of  the  needle-gnide  an  op- 
eration merely  to  prevent  the  glancing  of  the  needle-point  fttini  the  bent 
snrface  of  the  braid ;  yet  the  needle-guide  in  Bosworth's  original  speci- 
flcation  had  an  operation  to  prevent  the  glancing  of  the  needle-point 
from  the  bent  enrfiioe  of  the  braid,  although  it  had  an  additional  oiier- 
ata<Hi  to  spring  the  needle  over  so  as  to  pierce  the  braid.  In  the  d^end* 
ant's  machine  there  is  an  arrangement  which  operates  as  a  needle-gnide 
so  fitr  as  to  prevent  the  glancing  of  the  needle-point  from  the  bent  sur- 
ISsce  of  the  braid.  Id  the  original  specifleation  of  Boswortb  the  feature 
of  the  needle-gaide  as  preventing  tliis  glancing  is  set  fortli.  That  sped- 
fleation,  when  it  speaks  of  "the  springing  of  the  needle,"  means  the 
springing  of  the  needle  by  the  glancing  of  its  point  from  the  bent  snr- 
fiice  of  the  braid,  a  springing  which  mnst  ensue  if  not  connteracte«l  by 
the  interposition  of  a  bearing-snrf^ce  to  resist.  Tlie  apparatus  described 
to  spring  the  needle  over  as  it  descends  necessarily  involves  the  exist- 
ence of  the  bearing  snrface  to  resist  any  tendency  of  the  needle  to 
glance  off.  The  bearing- snrihce  to  spring  the  needle  over  is  the  bear- 
ing-siurface  to  resist  any  tendency  of  the  nee<lle  to  spring  back.  Hence 
there  is  uo  departnre  in  the  reissne  from  the  original  which  in  auj'  man- 
ner affects  the  validity  of  the  thinl  claim  of  the  reissue,  and  the  ueedle- 
guide  of  that  claim  mast  proi>erly  be  construed  as  a  needle-gnide  which 
prevents  the  glancing  of  the  needle  from  the  braid,  altbongh  it  may  not 
also  spring  the  needle  over  toward  the  roller  and  although  it  may  not 
vibrate.  It  follows,  also,  from  the  foregoing  obser\-ations,  that  the 
needle  mentioned  in  the  first  three  claims  in  not  reqnired  to  be  a  vibrat- 
ing needle.  The  vibrating  needle  is  a  Bi»ecial  construction  and  is  a  feo- 
tnreof  claim  i.  The  needle  of  the  first  three  claims  is  a  non-vibrating 
neeille.  The  second  gage  for  the  upper  braid  in  the  Bosworth  machine 
is  shown  in  the  drawings  of  the  original  specification,  and  it  was  proi>er 
to  describe  it  in  the  reissue. 

The  defendant's  machine  has  an  eye-itointed  needle.  It  has  a  de^'ice 
over  which  the  braid  is  bent  which  is  an  eqniraleut  for  the  Boswoith 
roller,  the  lower  end  of  it,  gver  which  the  braid  to  be  sewed  is  bent,  be- 
ing rounded,  and  Uie  axis  of  such  lower  end  being  snbstautially  at  right 
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aogles  to  tbe  line  of  morement  of  the  work.  Tbe  point  of  the  needle^ 
passing  in  a  straight  line  throagb  the  bend  of  the  nuterial,  oomes  oat 
on  the  same  side  of  the  material  as  that  at  which  it  entered.  The  fted 
t^paratOH  is  an  eqnivalent  tor  that  of  Boeworth.  The  at^oatable  gage  for 
the  ftesb  braid  is  snbsttuitially  the  same  as  Bosworth's  gage  for  the  up- 
per braid.  The  gnide  for  the  partially -completed  work  ia  substantially 
t^e  same  as  Bosworth's  gnide  for  the  lower  braid.  The  additional  gage 
for  tbe  other  edge  of  the  firesb  braid  is  like  Bosworth's  additional  gage 
for  tbe  other  edge  of  the  npper  braid.  The  needle-goide  and  its  opera- 
tioo  have  already  been  considered.  It  follows  from  these  oonsiderati(Hi« 
that  the  defendant's  machine  infringes  the  first  three  claims  of  No.  7,985. 
In  so  holding  1  have  not  oTerlooked  the  changes  of  form  before  allnded 
to,  Dor  tiie  facts  that  the  defendant's  machine  sews  a  hat  ttom  the  oen- 
ter  of  tlie  crown  outwardly  to  the  brim  with  the  &bric  lying  right  side 
np  on  the  bed-plate,  while  the  Bosworth  machine  sews  from  the  brim  in- 
wardly; that  in  Bosworth's  only  one  braid  is  bent,  so  that  the  needle 
passes  through  three  thicknesses  of  material,  while  in  the  defendant's 
macIuBe  both  braids  are  bent,  so  that  the  needle  passes  through  fi>ur 
thicknesses  of  material;  and  that  there  are  other  formal  stractnral  dif- 
ferences. '  Bat  these  differences  are  aside  tcom  the  vital  operating  com- 
binations  clwmed  in  the  first  three  daims  of  No.  7,985. 

It  is  urged  with  great  earnestness  on  the  part  of  the  defieoidant  tbat 
in  the  original  specification  the  only  guide  shown  or  described  is  a  librat- 
ing  gnide  so  constructed  as  to  be  forced  to  continuously  vibrate  whenever 
the  machine  is  operated.  This  an  error.  The  original  apeoifieation  de- 
scribes tbe  guide  first  as  a  fixed  guide,  added  to  force  the  needle  to 
pierce  in  the  desired  line,  and  to  be  used  when  every  stitch  is  to  pierce 
the  upi>er  braid.  The  second  claim  of  the  original  embodies  such  a 
guide  fixed  and  non-vibrating.  Then  the  original  specification  goes  on 
to  describe  a  contrivance — the  polygonal  plate — ^to  be  added  so  aa  to- 
make  some  of  the  stitches  in  the  lower  braid  only.  This  is  the  Wbrat- 
ing  needle-guide. 

The  novelty  of  the  first  three  claims  of  'So.  7,985  is  not  successfully 
attacked.  Bosworth's  bending  device  and  his  two  gages  for  the  fresh 
braid  were  new  devices.  Therefore  the  three  claims  are  valid,  as  the 
bending  device  is  an  element  in  each.  Besides  that,  neither  the  Bodgers. 
nor  the  Morey  nor  the  I>a^-id  patent  contains  any  provision  to  prevent 
the  glancing  of  the  needle  ftx>m  a  ronnded  surface. 

There  is  nothing  in  tlie  Sherwood  patent  or  in  any  testimony  as  to- 
what  Sherwood  did  to  invalidate  either  of  the  first  three  i^aims  of  No.. 
7,985  or  to  show  that  what  the  defendant  has  used  in  infringement  of 
those  claims  existed  before  Bosworth's  invention.  Tlie  reasons  for  this 
condosiod  are  well  and  fnlly  set  forth  in  the  testimony  of  Mr.  E.  8.  Ben. 
vick,  the  plaintiff's  expert,  and  it  is  unnecessary  here  to  state  them. 

The  evidence  shows  that  Bosworth  was  the  first  person  who  made  a. 
machine  Containing  devices  which  operated  successfully  to  make  tL» 
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aewing  of  straw  braid  in  tJbe  maldug  of  hats  and  like  articles  otherwise 
than  b;  a  hand  a  practical  art,  and  the  Beiaaned  Patent  ISo.  7,985  is 
Tidid. 

There  miut  be  a  decree  fior  the  plaintiff  for  an  accoont  of  proflte  and 
An  asoertaiDiueut  of  damages,  with  coets. 


nrnltod  State*  Clrcnit  Coart— Kutoim  DUtriet  <rf  HluoBiLI 

BrOWH  v.  DbBBE  &  Co.  £T  AL. 

ZhBldtd  Janwri  16,  1881. 

19  0.  0.,  361. 

1.  The  Habstitntloti  of  an  IntenuittoDt  rotery  seed-wIiBel  having  proper  deriOM  for 
effiMttlng  auoh  nitary  motittii  held  to  be  a  valid  and  impcstuit  tmpiovenMint  on 
an  oeoiUatory  leed-irbeel. 
S.  The  United  States  oonrte  having  held  divisional  patents  valid,  there  can  be  no  ob- 
jection to  enbdlviding  an  invention  into  diatinct  claims. 

Me»$r$.  George  Sarong  and  John  B.  Bejt»ett  for  the  complainant. 
Metart.  West  &  Sond  for  the  defendants. 

Treat,  J..* 

The  only  questions  coHing  for  special  attention  are — 
First.  Was  the  patent  for  an  improvement  issued  in  1865  valid?  Of 
this  the  court  has  no  doubt;  for  iustead  of  an  oscillatory  seed-wheel  an 
intermittent  rotary  wheel  was  subatitated,  the  iutermittent  rotary  op- 
erations in  combination  to  be  effected  by  the  devices  stated — viz.,  the 
forks  on  the  transverse  bar  contrived  with  check,  so  that  the  wheel  could 
be  rotated  intermittently  and  stopped  at  eacli  discharge  of  the  seed 
in  the  check -rows. 

Second.  Is  the  Beissue  I^o.  6,384  validi  It  contains  three  claims. 
To  understand  them  it  is  necessary  to  consider  what  was  included  in 
the  improvement  of  1865,  and  not  only  what  was  the  .state  of  the  art 
when  the  patents  of  1853  and  1855  were  issned  but  also  of  1865.  All 
that  was  included  in  the  patents  of  1853  and  1855  are  abandoned  to 
the  public,  and  hence  the  improvement  patent  of  1865  and  its  reissue 
must  rest  for  present  validity,  or  rather  for  infringement,  upon  the  vio- 
lation of  the  lawful  rights  of  the  plaintiff  which  were  acquired  under 
said  patent  of  1865  and.  its  reissue.  Is  the  reissue  as  to  each  of  its  three 
-claims  within  the  terms  of  the  original  patent  of  1865T  ■  It  is  clear  that 
the  substantial  improvement  consisted  in  a  new  device  which,  in  com- 
bination Vfith  former  devices,  would  produce  an  intermittent  rotary  mo- 
tion with  described  check  instead  of  an  oscillatory  motion  of  the  seed- 
,  wheels.  In  the  reissue  the  matters  invented  or  suggested  iu  the  patent 
■of  1865  are  divided  iuto  three  distinct  claims.  As  the  United  States 
Supreme  Court  has  held  di\isiouul  patents  valid,  there  can  be  no  legal 
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objection  to  snbdividiug  the  iiiveiitian  into  distinct  claims.  So  fur  aa 
the  preseutinquiryiscoucenied  there  is  nothing  new  in  horizontal  recip- 
locatiug  seed-wheels,  a  transverse  reciprocating  bar,  and  a  hand-lever 
operated  in  combination,  nor  was  there  in  said  combination  oiwrating 
iu  connection  with  the  valve  in  the  seed-tube.  Xow,  if  an  Intermittent 
rotarj'  seed-wheel  were  substitated  for  au  oscillatory  wheel  and  devices 
given  for  effecting  such  rotary  motion,  consisting  of  forks  on  the  ti-tms- 
verse  bar  and  checks  on  the  wheel  and  bar,  constracted  as  described, 
a  valid  and  imt>ortaut  ioiprovemetit  was  made.  Sacli  was  the  scope  of 
Uie  patent  of  1865. 
The  reissue  subdivides  that  invention  into  three  claims. 

I.  The  combination  of  the  peculiar  wheel  and  trauaverne  bar  with  a 
faand-lever,  so  as  to  produce  the  intermittent  rotary  motion,  substan- 
tially as,  &c.  Here  is  an  introduction  into  old  machinery  of  a  new  and 
peculiar  wheel  and  forked  transverse  bar,  whereby,  iu  combination  with 
well-known  devices,  the  desired  result  conUl  be  produced — a  new  com- 
bination. 

II.  The  combination  of  the  described  forks  and  toothed  wheels,  to 
oi>erate  as  stated.  That  combination  shows  the  geuei'al  structure  of  the 
forks  and  of  the  wheels  and  of  the  checks,  whereby  the  iuteriiiitteat 
rotary  motion  was  produced  and  8topi)ed  at  each  dischurge  of  the  radial 
8ee<t-cup8  through  tlie  seed-valves.  No  similar  combination  existed 
I>reviously,  and  as  to  some  of  the  devices  they  were  entirely  new. 

III.  This  claim,  unless  limited  to  the  devices  used  in  tbe  combination, 
would  be  too  broad,  and  therefore  void.  It  is  for  a  combination,  literally 
interpreted,  of  any  horizontal  rotatiug  seed-wheel  in  the  hopper  and 
valve  in  the  8eed-tnbe,*a  transverse  reciprocating  bar,  and  operating 
haud-lever.  Such  a  combination  is  open  to  more  than  verbal  criticism. 
When,  however,  the  recognized  rules  of  interpretation  in  such  cases 
are  brought  to  l>ear,  we  And  that  this  claim  ilitters  fi-omthe  others  only 
in  making  the  rotary  wheel  oiterate  the  seed-valve.  Said  valve  had 
previously  been  operated  iu  connection  with  the  oscillatory  wheel,  bar, 
and  lever;  hence  the  iutroduetipn  of  the  intermittent  rotary  wheel,  the 
forks  on  the  transverse  bar,  and  the  check  or  stoi>s  at  certain  points 
enable  the  three  combinations  to  be  ett'ective  iu  their  lespective  opera- 
tions, separately  considereil. 

Each  of  these  claims  is  therefore  held  to  be  valid. 

As  to  the  inJringement,  nmch  might  he  said  if  the  court  had  at  its 
command  tbe  appliances  whereby,  tbi'ough  models  aud  drawings,  it 
could  make  its  views  clearly  ap[>eai'  as  to  details  of  mechanical  contriv- 
ances. In  tbe  absence  of  such  aids  it  would  be  useless  to  attempt  a  de- 
tailed description  thereof. 

It  must  suffice  to  state  that  the  defendants  infringe  each  of  the  plaint- 
iff's claims,  limiting  tbem  to  the  use  in  combination  of  the  devices  speci- 
fied. The  combinations  are  the  same  and  tbe  devices  used  am  the 
nine,  with  merely  colorable  changes  as  to  form.    The  forks,  seetl-wheels, 
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and  checks  exist  in  tbe  patent  and  in  defendants'  madiiDeg  in  combiua- 
tioD,  sabstantiaUy  as  set  forth  in  plaintiff's  patent 

A  decree  Till  be  entered  for  tiie  plaintiff  ao^cordingly,  with  referenae 
to  the  master,  Thomas  C.  Beynolds,  to  report  the  amoonts  of  profits  and 
damages. 


trolled  8Ut«a  CIrs&lt  Conrt— SoDlhsn  Dlilrl«(  of  ITew  Tork.] 

United  States  and  Fokbiqn  Sai.a3£Ander  Feltdto  Oompant  v 
Asbestos  Fklung  Gokpant. 

DttMti  Stptember  1,  18W). 
19  0.  O.,  363. 

1.  The  reomrd  id  asnit  wUch  proceeded  to  jodgment  in  one  circuit  oonitle  prefer  evi- 
desoe  in  a  snjt  in  uotlitir  -wlieu  tbe  matter  in  oootniTeny  ii  tiie  aam«  and  the 
defendant  io  the  later  mit  employed  tbe  connael  and  paid  the  expeneea  in  the 
pricn,  though  not  a  party  thereto. 

S.  The  defendant  in  the  later  snit  is  also  oonclnded  hy  the  jndgment  in  the  former  aa 
to  the  niatten  therein  detennined. 

Mr,  George  E.  Betten  for  the  plaintiff. 
Mr,  Jonathan  ManJiall  for  tbe  defendant. 

Blatohpobd,  J. ! 

This  snit  is  brought  for  the  infHugement  of  Patent  No.  114,711, 
jp^Dted  to  the  plaintiff  on  the  invention  of  John  Biley,  May  9, 1871. 
-  The  bill  sets  np  that  the  plaintiff  brought  n  suit  at  law  for  the  infringe- 
ment of  that  patent  in  tbe  Massachnsetts  district  against  tbe  Merriniack 
Hamt&ctnring  Company;  that  the  material  used  by  the  defendant  in 
that  snit  was  supplied  and  pat  on  by  the  agent  of  the  defendant  in  fiiis 
suit,  and  is  the  same  as  that  made  and  used  by  the  defendant  in  this 
suit;  that  the  defendant  in  this  suit  defended  that  suit,  its  president 
being  personally  present  at  the  trial  and  giving  directionB  with  regard 
to  the  same ;  that  the  answer  in  that  snit  set  np  as  a  defence  a  patent 
granted  to  one  Baumaun,  No.  100,354,  March  1, 1870;  that  tSe  jndg- 
raeut  of  the  court  was  in  favor  of  the  plaintiff,  and  that  tho  defendant 
is  ttound  by  said  decision. 

The  answer  in  this  snit  does  not  deny  that  tlie  defendant  in  this  snit' 
defended  the  Massachusetts  suit,  Imt  tivers  that  the  Baumann  patent- 
was  not  introduced  in  evidence  iu  the  Massachusetts  siyt.  The  plaintiff 
put  in  evideuoe  iu  tbia  snit  the  record  in  the  Massachusetts  suit,  nnder 
an  olyection  bv  the  defendant  tliat  it  was  iucoint>etent. 

It  api>ears  by  the  proofs  in  this  suit  that  the  defendant  supplied  the 
covering  for  boilers  and  ])ipes  used  by  the  defendant  in  the  MassacliB- 
setts  snit;  that  the  pi-esident  of  the  defendant  employed  the  conuMl 
who  defendeil  that  suit,  and  that  the  defendant  iiaid  for  the  serrioes  of 
said  oouusel.    Tbe  record  in  the  Massachusetts  suit  diows  that  that 
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salt  waa  broagfat  on  aaid  Patent  "So,  114,711,  with  other  pstenta ;  that 
the  answer  in  that  eait  sets  forth  that  the  thioga  claimed  iu  the  Biley 
patent  were,  before  Biley  invented  them,  described  in  the  Patent  No. 
100,354,  gianted  to  Baamann,  March  1, 1870,  and  known  to  and  used 
by  said  Baamann,  and  that  tbe  finding  of  the  court  was  that  the  defend- 
ant had  infiinged  the  first  and  second  claims  of  the  Patent  liTo.  114,711. 

On  the  foregoing  facts  it  mnst  be  held  that  the  record  in  tlte  Kassa- 
chnsetts  snit  ia  proper  evidence  in  this  sait,  and  that  the  judgment  iu 
that  snit  oonclndes  the  defendant  as  to  the  Banmann  patent  and  as  to 
the  alleged  prior  knowledge  and  nae  by  Baamann.  For  the  same  reastm 
that  judgment  oonolodes  the  defendant  as  to  the  Patent  Ko.  70,773, 
granted  April  14, 1868,  to  Henry  W.  Johns,  and  as  to  any  alleged  piUa 
knowledge  and  nse  by  Johns.  The  Biley  patent  is  not  invalidated  by 
the  Hardy  and  Lay  patent  Ko.  94,739,  or  the  Selden  and  Kid  patent,  TSo. 
83,414,  or  the  Fiendt  patent,  ISo.  94,882,  or  any  of  the  other  patents  or 
matters  pat  in  evidence  by  the  defendant. 

Tbe  proof  is  aatiafiictory  that  the  defendant  has  infHnged  the  first 
and  second  claims  of  the  plaintifi's  patent,  and  there  mnst  be  a  decree 
for  the  plaintiff  for  a  perpetual  injunction  and  an  account  of  profits  and 
damages,  with  costs. 


[Uattcd  atUw  Clnmlt  Canrt-SoiitlMni  DlKrlct  at  Ifaw  Tork.] 

TJnitxd  States  and  FoBEiaN  Salahahdes  FELTina  GcaiPAHT  «. 
Asbestos  Feltinq  Company. 

Dtdded  DMtmbtr  1,  1B80. 

19  O.  Q.,  363. 

The  qiMstion  of  priority  of  invention  having  bmn  determined  in  »  nit  in  one  clrouit 
the  nooid  of  sneh  suit  le  admlMible  u  OTtdenoe  in  a  ault  in  another  oironlt,  and 
im  conolnetTe  *•  to  moll  question  whm  tbe  defendant  In  the  later  «nit  employed 
tlw  oonnael  and  paid  tlie  expenwi  Iu  tUe  prior,  though  not  a  party  thereto. 

Mr.  OeorgeS.  Better  for  the  plaintiff. 
Mr.  J<matha»  Marshall  for  the  defendant: 

Blaichfobd,  </.: 

Tbe  plaintiff,  as  the  owner  of  Patent  No.  114,711,  granted  May  9, 1871, 
to  it  on  the  invention  of  John  Biley,  brings  this  bill  to  have  canceled 
md  annulled  a\>atent,  ITo.  100,354,  granted  March  1, 1870,  to  one  Baa- 
mann. The  bill  avera  that  on  the  application  of  Biley  or  his  patent  his 
^tplication  was  put  iu  interference  with  the  patent  to  Baumann;  that 
priority  of  invention  was  decide<l  in  fevor  of  Biley  by  the  Patent  Office 
April  20, 1871 ;  that  the  defendant  owns  the  Baumann  patent ;  that  the 
plaintiff  commenced  suits  at  law  in  tbe  Massachusetts  district  against 
two  corporations  for  infringing  said  patent  by  the  use  of  certain  mate- 
rial pot  on  their  boilers  and  pipes  by  the  agent  of  the  defendant  in  this 
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Bnit;  tb»t  said  saits  were  defemled  by  the  defendant  id  thia  suit;  that 
it  set  np,  among  other  defenses  therein,  that  the  said  invention  of 
Biley  was  not  new  by  reason  of  the  said  Banmann  patent  and  inventiou ; 
that  the  eonrt,  on  a  trial,  sustained  the  Biley  patent  by  its  decision,  and 
the  defendant  is  concluded  thereby,  and  that  the  two  patents  are  con- 
flicting and  interfering  patents.  The  bill  alleges^  that  Biley  was  the 
first  inventor. 

The  answer  alleges  that  Banmann  was  the  first  inveutor.  It  does  not 
deny  that  the  snits  in  Massachunetts  were  defended  by  it,  or  that  it  set 
up,  among  other  defenses  therein,  that  said  invention  of  Biley  was  not. 
new  by  reason  of  the  said  Banmaiin  patent  and  invention.  It  denies 
that  the  Banmann  patent  formed  any  part  of  the  issnes  on  which  the 
MassacUnsetts  suit  was  tried,  and  that  the  defendant  is  not  to  be  prejn- 
dicetl  by  reason  of  said  suit,  bteause  it  was  not  a  party  to  it,  and  bmaiise 
no  party  having  any  interest  in  tlie  Banmann  patent  was  a  party  to  said 
suit,  and  because  the  defendant  had  at  that  time  do  interest  in  the  Ban- 
mann patent. 

The  plaintiff  put  in  evidence  in  this  suit  the  record  in  one  of  the  Maa- 
sachnsetts  suits — that  against  the  MerrimatkManufactnringConipany^ 
under  an  objecticm  by  the  defendant  that  it  was  incoinpetent.  It  ap- 
pears by  the  proofs  in  this  snit  that  the  defendant  supplied  the  coveiing 
for  boilers  and  pipes  ns«l  by  the  defendant  in  the  Massachnsetts  suit; 
that  the  president  of  th^  defendant  employed  tite  connsel  who  defended 
that  snit,  and  that  the  defendant  paid  for  the  3er\-ices  of  said  counsel. 
The  record  in  the  Massachnsetts  snit  shows  that  that  snit  was  brought 
on  said  Patent  Ko.  114,711,  with  other  patents;  that  the  answer  in  that 
snit  sets  forth  that  the  things  claimed  in  the  Biley  patent  were,  before 
Biley  invented  tbem,  described  in  the  said  patent  granted  to  Banmann^ 
and  known  to  fuad  used  by  said  Baumano,  and  that  the  finding  of  the 
court  was  that  the  defendant  had  infringed  the  first  and  second  claims 
of  the  Biley  patent. 

It  is  plain  that  the  first  claim  of  the  Banmann  patent  interferes  with  the 
three  claims  of  the  Biley  patent.  The  relief  to  be  given  by  the  court 
under  section  4918  of.the  Beviseil  Statutes  in  the  case  of  interfering  pat- 
ents i.s  relief  to  be  given  on  a  determination  of  the  question  as  to  which 
one  of  the  two  pateutees  was  the  first  inventor  of  the  interfering  matters. 
A  reference  to  section  4904  shows  that  interference  means  a  dispute  on 
the  question  of  priority  of  invention.  That  is  the  dispute  in  this  suit 
as  between  Banmanu  and  Biley.  That  was  the  dispi^te  In  the  Maasa- 
.chusetts  suit  as  between  Banmann  and  Riley,  the  defendant  in  this  snit 
liaving  defended  that  snit  and  set  np  in  the  answer  therein  that  Biley 
was  not,  and  that  Banmann  was,  the  inventor  of  what  is  claimed  in  the 
Biley  patent.  The  issues  were  the  same  in  the  two  suits.  On  the  fore- 
going facts  it  must  be  held  that  the  record  in  the  Massachusetts  snit  is 
pro)ier  evidence  in  this  suit,  and  that  the  judgment  in  that  suit  con- 
cludes the  defendant  on  the  (piestion  of  priority  of  invention  as  between 
Banniann  and  Biley. 
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There  moBt  be  a  decree  declfuring  the  Baamann  patent  isT^M  M  to- 
its  first  claim  in  the  whole  of  the  United  States  as  reapnots  the  defend- 
ant and  all  persons  who  shall  derive  title  under  it  to  or  in  said  patent 
snbseqoeutl;  to  the  entry  of  snch  decaee,  with  ooets. 


|UDit«d8MMClnBHCaait-DMrM«fS«*J«i*v). 

Flowbb  V.  Batneb. 

Dteided  Janiimrt  96,  1681. 
19  O.  G.,  435. 

1.  Tli«  statatc^  proviiioiu  coooemliig  reiun<>j  require  tl»t  the  oiigliuU  pKUnt  tnnct 
1>«  iDoperfttive  or  invalid  either  from  a  defectiTe  or  inraffloleot  ipoolflcatioi)  or 
tnm  etMimiag  m  new  mote  thiui  the  patentee  hu  the  ri^t  to  oUlm ;  and,  la 
kdditaan  to  tliis,  the  error  which  is  eonght  to  be  oorreetod  mnat  luvfl  NlMn  hy 
iiudv«cteiH>e,  wMjidMt,  ormlttake,  andwlUiont  uiyteBdiilaDtocdMMptiTalD- 
teDtion.  If  thepu^  intereeted  can  bring  hisuelf  within  theee  oonditlon*  and 
limitatioiia,  the  Coinmlacdoner  ia  aath(»iied  to  loaoe  a  new  patent  for  the  Mm» 
inventian.  When  the  orifcinol  ahowa  opon  its  fitoe  that  the  gnnnda  and  rea- 
aona  tar  the  reiwae  do  not  exist,  or  when  a  oompariwm  of  the  letter*  patent  dia- 
cloaea  differait  tnTentions,  tlie  retaane  ii  yoid,  aa  an  aet  nnantiuulaed  b;  tha 
law. 

i.  The  Keiamed  Lettcra  Patent  No.  7fi6e,  dated  March  13,  1877,  for  ImproTemeot  in 
decOTating  tin  plate*,  cans,  &a.,  held  to  be  Invalid,  a*  baing  an  ondne  expan- 
■ion  of  the  original  letter*  patent. 

Mr.  I'rederie  S.  Betta  and  Me«»ra.  yai\  £  Holt  for  the  complai&atits. 
■Mr.  Bouland  Cox  for  the  defendant 

Nixon,  J.: 

This  is  a  suit  for  an  alleged  infringement  of  the  Beissned  Letters  Pat- 
ent "So.  7,556,  dated  March  13, 1877,  for  improvement  in  decorating  tin 
plates,  cans,  &o.  The  original  letters  patent  were  granted  to  Julien 
Bonssel,  Laurent  Delfoigre,  and  Lucien  Bobin,  assignors  of  the  com- 
plainants, numbered  13,463,  and  dated  July  6,  1864,  for  a  new  and  nse- 
ful  improvement  in  preserve-cans  and  other  articles  manufaotnred  of 
tin,  and  which  had  been  previoasly  patented  Id  France  on  the  30th  of 
September,  1863.  Various  defenses  have  been  set  np  in  the  answer ; 
bat  tiie  strength  of  the  argument  on  the  hearing  seems  to  have  cen- 
tered  in  the  one  that  the  reissue  is  for  a  different  invention  from  that 
described  in  the  original  patent.  The  right  of  the  owner  of  a  patent 
to  surrender  the  same  and  take  ont  a  reissue  and  the  limitations  upon 
the  right  are  found  in  section  4,916  of  the  Bevised  Statutes.  It  is  pro- 
vided in  this  section  that — 

Wttenever  any  patent  ia  inoperative  or  invalid,  by  reason  of  a  defective  or  iuaoffl- 
eieut  apeelflcation,  or  by  teaeou  of  the  patentee  olaiminga*  hie  own  invoitlan  or  dia- 
covery  more  than  be  had  a  right  to  claim  a*  new,  If  the  error  haa  ariaen  by  inadver- 
tence, accident,  or  mistake,  and  withont  any  frandnlent  or  deceptive  intentiaD,  the 
Cmnmiaaioner  *ha)l,  on  the  anrrender  of  *nch  patent,    •    *    •    oanae  a  now  patent 
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for  the  (Mm  inventloii,  and  in  accoTdanoe  wltb  the  oorreoted  >p«alB«tioD,  to  be  is- 
•ued  to  the  patentve  '  '  '  lor  the  iineipired  part  or  the  term  of  the  original  pat- 
ent. Booh  aonender  aholl  take  effect  upon  the  iaaaeof  the  amended  patent.  •  •  * 
Bnt  no  new  matter  shall  be  iutrodnced  into  the  specification,  nor  in  can  of  a  machine 
patent  shall  the  model  ot  dranings  ,be  uaend«tl,  except  each  by  the  other ;  bnt  when 
there  is  neither  model  noi  drawlni;,  amendments  maj-  be  made  apou  proof  satLtfkOtory 
to  the  Comminionei  that  moh  new  matter  or  amendment  wai  a  part  of  the  original 
iuTention  and  was  omitted  from  the  specifloation  by  InadTertenoe,  Boeident,  or  mis- 
take, aa  afoMaaid. 

A  careM  reading  of  tlie  section  shows  that  the  Gommissiouer  has 
power  to  gnuit  a  reissue  only  in  special  cases  aud  under  particalar 
«ircam8tance6.  The  original  patent  most  be  inoperative  or  invalid 
either  for  defective  or  insufficient  specifications  or  from  claiming  aa 
new  more  than  the  patentee  has  the  right  to  claim ;  and,  in  addition  to 
this,  the  error  which  is  soaght  to  be  corrected  must  have  arisen  by  inad- 
vertence accident,  or  mistake,  and  without  any  £raudulent  or  deceptive 
intention.  If  ihB  party  interested  can  bring  himself  within  these  con- 
ditions and  limitations  the  Commissioner  is  aathorized  to  issue  a  new 
patent  for  the  same  invention.  When  the  original  shows  upon  its  &ice 
that  the  grounds  and  reasons  for  the  reissue  do  not  exist,  or  where  a  com- 
parison of  the  letters  patent  discloses  difiereut  inventions,  the  reissue 
is  void,  as  an  act  unauthorized  by  the  law. 

What,  then,  was  the  error  or  defect  in  the  original  patent  which 
jQstifles  the  surrender  and  reissue  in  the  present  case  t  On  examination 
of  the  letters  we  find  a  single  claim,  as  follows : 

A  proceM  for  the  prodnetion  of  indelible  lettering,  deelgns,  and  oolored  aarfsoes 
npon  sheet-tin  («  tinned  sheet-iron  by  a  oombinationof  the  lithographic  orplate  print- 
ing and  the  aetionof  heat  upon  the  snifaoeoftln  and  upon  themetalliaeol^  printed 
on  ench  anrfoce  of  Un. 

Taming  Seom  the  daim  to  the  specifications,  it  will  be  perceived  that 
the  patentees  have  need  the  same  phraseology  in  describing  the  nature 
of  their,  invention.  It  is  stated  to  be  a  process  to  produce  Indelllble 
lettering,  designs,  &c.,  upon  sheet-tin  by  a  combination  of  printing  aud 
the  action  of  heat  upon  the  surface  of  tin  and  upon  the  metallic  colors 
printed  on  the  tin.    They  then  describe  how  it  is  to  be  accomplished : 

We  prepare  [say  the  patentees]  a  lithographic  stone  in  the  luaal  way  by  litho- 
graphic printing.  The  stone  is  to  be  of  a  suitable  size  to  oornepond  to  a  plate  of 
sheet-tdn  large  enongh  to  cut  a  certain  nnmber  of  silpe  of  sheet-tin  from  for  the  man- 
oGutore  of  an  eqnal  number  of  oana.  HatalUc  paint  of  any  demred  ooiot  Is  then  ap- 
plied to  the  snrhoe  of  the  atone  by  meana  of  a  lithographic  roller  in  the  usnal  manner, 
40  as  to  cover  the  whole  snrfkie  of  the  atone  with  oolor.  The  plate  of  sheet-iron  la 
then  placed  upon  the  colored  snr&ce  of  the  stone  in  the  same  maiiner  aa  a  aheet  of  p»- 
per  Is  placed  on  the  stone  in  the  nsnal  prooen  of  llth<^raphio  printing,  and  the  atone 
with  the  plate  thereon  is  then  mn  thrungh  the  lithographic  press,  after  which  the 
oolor  will  be  imprinted  npon  the  surface  of  the  sheet-tin. 

Another  atone  of  the  same  size  having  been  prepared  by  lithographic  printing,  and 
the  lettering  or  designs  which  are  to  appear  on  the  lurfoce  of  tlwcanaln  the  plaee  vt 
the  labels  having  been  lithographed  on  the  atone  in  the  ninal  maimer,  matallio  paint 
(of  a  oolor  different  from  that  with  which  the  sheet-tin  has  been  oovend)  is  put  on  th« 
•tonebyalithogmphioroller,  so  as  to  adhere  to  the  lithographed  lettering  vdeaigBS 
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in  tlia  sanie  manner  w  if  jut  ImpresiloQ  had  b««B  made  on  paper.  The  phtte  of  ibeet- 
tin,  oovoTed  with  a  coat  of  color,  h«  above  deaoribed,  is  then  placed  upon  the  stone, 
(the  coluTed  snrfitcein  contact  with  the  lithographed  face  of  the  atone),  and  the  stone 
-with  the  plat«  thenou  ii  then  run  throngh  the  lithographic  praa,  after  which  the 
lettering  or  deaigns  will  appeu- Imprinted  apm  tbeeoloredsaTfaeeof  the  sheet-Un. 

If  it  is  deaired  to  have  only  the  lettering  or  design  whiofa  ahall  aBrve  tba  ott^Bot  of  a 
laba]  and  no  ooat  of  color  on  the  anrfsoe  of  the  oans,  the  procew  of  printing  Just  da. 
acribed  ia,  of  ooorae,  dispenaed  with  and  the  second  prooeas  of  printing  onl;  applied  to 

After  a  unniber  of  platea  of  sheet-tin  have  been  thna  printed  tliej  are  placed  in  a 
properly  oonatmeted  fnma«e-ch  amber,  where  the;  are  ezpoaed  to  the  gndnal  acttMi 
of  a  temperatare  safflcientlj  high  to  slightly  amalgamate  the  oolon  printed  on  the 
aheet-tin  platea  with  the  sniiiftee  of  the  latt«r.  Any  penon  can  eaiUy  ascertain  the 
proper  decree  of  temperatnre  required  by  inatitnting  a  few  experiments,  during  which 
the  plates  are  to  be  very  alowly  heated,  and  from  lime  to  time  to  be  Inspected  until 
the  amalgamatioa  leqntred  takes  place. 

There  faeema  to  be  no  difflcnlty  or  oDcertaiiity  in  regard  to  the  fbre> 
goiitg  deeoription  of  how  the  process  was  to  be  carried  on  or  of  nnder- 
standiug  the  natore  of  the  inventioi]  which  was  in  the  minda  of  the 
patentees.  Their  aim  was  to  produce  an  indelible  impression  npon  the 
surface  of  sheet-tiD,  and  this  was  done  by  tranaferriug  metallic  paint 
from  the  surface  of  a  stone  prepared  in  the  nsual  way  for  lithograpbio 
printing  to  the  surface  of  the  tin,  and  then  fhstening  it  there  by  the 
Blow  application  of' artificial  heat.  Paints  with  a  metallic  base  were 
used,  npon  the  theory  that  some  sort  of  a  fdsioQ  or  amalgamation  took 
place  between  the  metallii;  base  of  the  color  and  the  metallic  snrfiuse  of 
the  tin.  The  specifications  of  the  original  patent  distinctly  state,  as  the 
crowning  reenlt  of  the  cooling  of  the  plat«B  after  the  application  of  the 
process/  *'  that  the  lettering,  designs,  or  coat  of  color  will  be  strongly 
anited  with  the  sn'r&ce  of  the  plates,  and  in  fact  with  the  body  of  them, 
so  as  to  be  indelible." 

Thos  constming  the  original  patent,  is  the  reissue  for  the  same  inven- 
tiont  Withont  quoting  largely  its  claims  and  specifications,  it  may  be 
said  generally :  (1)  That  in  the  reissue  the- application  of  colors  and  let- 
ters by  means  of  a  press  is  not  confined  to  sheet-tin  or  tinned  sheet-iron, 
as  in  Qie  original,  but  includes  the  application  to  cans,  boxes,  or  other 
metallic  articles.  The  claims  state  that  the  process  is  to  be  employed 
in  lettering,  decorating,  and  ornamenting  sheet-tin,  and,  in  addition 
thereto,  articles  manufactured  from  tin  as  well.  (2)  That  while  in  the 
original  metallic  colors — t.  e.,  colors  having  metals  for  a  base  only — are 
spoken  of  to  be  used  in  the  process,  a  preference  seems  to  be  given  in 
the  reissue  to  mineral  colors.  The  word  "metallic"  as  qualifying  colors 
is  dropped,  and  any  kind  of  color  may  be  taken,  whether  the  base  be  a 
mineral,  a  metal,  or  a  vegetable  or  animal  substance.  Full  directions 
for  mixing  and  drying  the  paint  are  also  added,  although  no  suggestion 
for  the  use  of  driers  has  been  made  in  the  original.  {3)  That  the  sug- 
gestion in  the  reissue  of  160o  Fahrenheit  as  the  proper  degree  of  t«m- 
peratare  g«ierally  required  to  caose  the  printing  to  adhere  tenaciously 
to  the  snrftoe  of  the  tin  would  seem  to  show  that  all  idea  of  amalgam- 
8  0  F 
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atmg  Qie  color  with  the  tin,  as  distinctly  indicated  in  the  original,  was 
abuidoDed.  NotbiDg  like  amalgamation  can  take  place  by  the  appli- 
cation of  any  soch  low  degree  of  heat. 

There  are  other  ditferenoesj  bat  I  think  the  foregoing  aie  snffloient  to 
bring  the  case  within  the  principal  of  ai^jlidged  oases  in  which  the  re- 
issue has  been  declared  void. 

Acting  upon  the  caution  thrown  out  by  Hr.  Justice  Bradley,  speak- 
ing tot  the  whole  court,  in  Bailwajf  Company  v.  Saleg  (7  Otto,  563),  the 
oourts  are  miwe  and  ntore  incliDed  "to  regard  with  jealousy  and  disfavor 
any  attempts  to  enlarge  the  scope  of  an  application  once  filed  or  of  a 
patent  once  granted,  the  elTect  of  which  would  be  to  enable  the  patentee 
to  appropriate  other  inventions  made  prior  to  such  alteration,  or  to  ap- 
propriate that  which  has  in  the  mean  time  gone  into  public  use." 

After  coufiideriug  the  provisions  of  the  original  patent  and  every 
suggestion  therein  made  in  regard  to  the  nature  and  scope  of  the  inv.en- 
tion,  it  is  difficult  to  find  a  sufficient  or  satisfactory  ground  for  a  sur- 
render and  reissue.  There  was  no  want  of  harmony  between  the  claim 
and  the  specifications;  the  one  corresponded  with  the  other.  The  pat- 
entee clearly  revealed  what  he  proposed  to  do,  to  wit :  to  indelibly  print 
sheet-tin  by  amalgamating  metalUc  colors  with  the  sui&ce  of  the  tin 
and  the  process  by  which  it  was  to  be  accomplished,  if  he  found  in 
actual  practice  that  the  process  would  not  produce  the  desired  result, 
or  that  he  could  have  a  better  result  by  bringing  in  other  inatmmen- 
talities,  the  Office  was  open  to  him  for  a  new  patent,  but  not  for  a  re- 
issue of  the  original,  incorporating  therein  any  new  or  different  ingre- 
dients. 

That  the  changes  made  most  be  regarded  as  new  and  unauthorized 
appears  tcom  the  decision  of  the  court  in  the  case  of  Bu$sell  v.  Dodge 
(3  Otto,  460).  The  orij^nal  patent  there  was  for  a  process  of  Creating 
bark-tanned  lamb  or  sheep  skin  by  means  of  a  compoand  in  which 
heated  fitt-liqoor  was  an  essential  ingredient.  lu  the  reissue  a  change 
was  made  by  eliminating  the  necessity  of  using  the  fht-liqnor  in  a 
heated  state  aud  making  its  use  in  that  condition  a  mere  matter  of  con- 
venience, and  by  inserting  a  claim  for  the  use  of  fat-liqnoi  in  the  treat- 
ment of  leather  generally.  The  conrt  said  that  such  a  change  enlarged 
the  scope  of  the  patent',  aud  that  there  was  no  donbt  of  the  invalidity 
of  the  reissue. 

Tlie  change  made  in  the  old  apeolfication  by  eliminating  tlie  neoeuity  of  luing  tbe 
fnt-tiqnoi  in  a  heated  condition,  and  making  in  the  new  specification  ita  lue  In  that 
contijticin  a  mere  matter  of  iSonvenience,  ahil  the  insertion  of  an  independent  claim 
fi>r  the  nieof  fat-liquor  in  the  tTcatment  of  leather  generally,  uperated  toenlai^  tlto 
character  and  scope  of  the  invention.  The  evident  object  of  the  patentMi  in  seehiiijc 
A  TciaBDe  was  not  to  correct  any  def^ts  in  specifiGBtion  or  claim,  hnt  to  ohan)^  both, 
and  thus  olit*in,  in  fact,  a  patent  for  a  different  inveotion. 

What  is  authorized  to  be  done  in  cases  of  reissue  is  declared  by  the 
Supreme  Court  in  Powder  Comp€my  v.  Powder  WorJia.{S  Otto,  138), 
where  it  is  siud:  C  itH)'^lc 
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The  spMlficfttJou  stay  be  ainoniled  an  oa  lo  ninke  it  roore  cloar  aud  distmot.  Tlie 
claim  may  be  tnodiReil  so  nn  to  iiinko  it  iriore  nomfonnuble  to  the  exact  rigbts  of  the 
liBituntei-;  bnt  llie  invoiitinn  must  be  th»  same.  So  iiorlicnlar  U  the  law  npon  tbia 
unbject  that  it  is  ilf^lfiml  thnt  "no  new  Tnatter  aUall  bi^  intHHliiued  into  tbe  epeciflca- 
tioii."  Tbia  pTohibitioii  ia  jreneral,  relatiug  to  all  patents;  and  by  "new  matter" 
we  anppoae  to  be  meant  new  aobatiuitive  matter,  gach  Ha  would  have  the  effect  of 
chftnging  the  invetitinn  or  of  intmlnciag  wh^it  might  be  the  anbject  of  another  Ap- 
plication foi  a  patent. 

It  was  insisted  on  the  arpranient  tliat,  as  the  power  to  accept  a  siu-- 
reiider  aud  issne  new  letters  patent  is  vested  exclnsively  in  tlie  Coin- 
niissioiier,  liis  decision  is  not  open  t«  collateral  attack  in  a  suit  for  in- 
fi-ingeniciit  of  tlie  reissue.  His  action  in  tlie  matter  is  doubtless  of  a 
iiidicial  character,  and  is  presumed  to  hv  correct  until  inipenclied  in  a 
i-egulur  way ;  and  yet  the  <!ourt  ia  not  obliged  to  accept  his  decision  as 
final.  This  qnestiou  Iins  been  recently  examined  by  Mr.  Justice  Field, 
sitting  in  the  circuit  court,  in  the  case,  of  Tke  Qiant  Powder  Compuny  v. 
The  OaJifomia  Compfiny  (IS  0.  G.,  1340),  in  wliioli  he  holds  that  the 
exaniination  of  the  original  and  reissued  patents  by  the  court  is  always 
allowable — 

Tn  Hce  wbetbur  or  not  tbvy  iliacloee  on  tbetr  face  a  cane  in  wbicb  the  ConiuiisBioiier 
has  uiilhority  to  act  or  whether  he  liaa  esceeded  bis  authin'ity  in  iSMUiug  ief  ters  forau 
inveutioii  ditterent  ftoiii  tliat  ilP6cribe<l  in  tbo  original  patent.  It  tiiey  diacloao  a  cnae 
in  whivh  tke  Cnnimbuiionur  ban  no  JiiriMlJction  to  act,  or  a  casu  in  which,  by  his  detec- 
iiiinatiiii],  be  bus  uxi;eu<1ed  Ilia  jiiriadictiou,  tbe  lelasned  letters  niuat  fall. 

Takitig  this  view  of  tlie  reissue,  I  have  not  thought  it  necessary  to 
protract  the  opinion  by  formally  examining  the  otiier  grounds  of  defense 
80  ably  presented  by  the  counsel  for  the  defendants,  vi-/.,  that  the  mis- 
Biied  patent  is  void  (1)  for  want  of  novelty,  and  (2)  for  want  of  utility. 

It  may  be  said,  however,  in  it^gurd  to  the  Urst,  that,  if  no  result  is 
in  feet  reached  by  the  application  of  the  paint  by  means  of  a  press  dif- 
ferent from  that  produced  by  the  use  of  tlie  bob  aud  stencil  in  japan- 
ning, it  is  qiiestioiiat)le  whether  such  a  change  of  metliod  involves  any- 
thing more  tlinn  the  exercise  of  skill  and  gowl  judgment.  Afore  ^'as 
claimed  in  the  original  patent,  to  wit,  an  Indelible  union  by  amalga- 
unitiou  of  metuUic  colors  with  the  surface  of  the  tin.  But  tliis  seems 
to  have  been  tresvted  in  the  reissue  as  a  matter  of  no  consequence. 
^Vhat,  then,  is  left  for  tbe  invention  but  tbe  substitution  of  old  equiv- 
alent means  for  the  pitHluction  of  i>03sibly  better,  bnt  not  difleivnt, 
resultst  See  Stimpaonx.  Woodman,  WWail.,  117;  Smith  v.  A'ichola,  HI 
Wall.,  112. 

In  ivgai'd  to  the  lack  of  utility,  if  tbe  pixwess  is  to  beiiome  practically 
osefiil,  I  think  there  must  hv  in  its  iictual  use  a  wide  departure  fnini 
the  nu^thuds  and  means  s]>ocifie<1  in  tlie  I'eissue,  The  evidence  shows 
tliat  1G(P  Fahrenheit  is  as  much  too  low  in  tcini>cratiu'c  as  an  hour  and 
a  half  is  too  short  in  time  to  sufUcieutly  harden  the  coloring.  Courts 
:m;,  indeed,  liberal  in  construing  descrii>tions  in  patents  where  pai'tic- 
idar  degrees  of  heat  are  to  be  em^>luye<I ;  but  some  approximation  ought 
to  Ih!  indicatetl  by  the  patentee,  and  it^shoukl  nut  be  so  wide  of  the 
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mark  as  to  iuvolre  inveiLtiOD  or  freqneot  experiment  to  ascertain  the 
proper  temperature. 
The  complainant^s  bill  most  be  dismissed,  with  costs. 


[CnltM  SUtW  Clndtt  OoBrt— SMriot  of  Debnis.) 

Wilt  v.  Gbibb. 

DtMtd  Jmtary  29,  1881. 
19  O.  G.,  4S7. 

1.  Where  a  penon  pcociuea  «  patent  for  the  balldiDg  of  b  machine  which  prodnoei 
oertklii  reenlti  which  ani  novel  knd  noefnl,  by  leMon  of  oettun  meohRnioAl  oon- 
triTftucee  and  appliancea,  any  penon  who  attempts  fa)  acoompIiBh  the  isme  re- 
Hnlta  by  mere  enbetitntions,  which  are  equivalents  of  the  means  employed  by  the 
flret  patentee,  ia  an  infringer. 

S.  Any  application  of  kaown  mechaaical  powers  which  will  prodace  that  result,  al- 
thongh  different  in  form  ftom  the  means  employed  by  the  original  patentee,  is 
a  mechanical  anbstltate  and  equivalent  of  the  same. 

Mr,  Worth  Osgood  tor  the  complainant. 
Mr.  George  P.  Fisker  for  the  defendant. 

BbADFSBD,  J. : 

This  is  a  bill  in  eqtdty  brought  bj  the  complainant  Wilt  agftinst  the 
defendant  Grier  for  alleged  infringement  of  said  Wilt's  Letters  Patent 
JSo.  169,338,  issued  May  1, 1877,  originally  to  A.  Qnincy  Beynolds,  of 
to  Chicago,  Illinois,  and  by  Mm  transmitted,  by  mesne  assignmente, 
to  the  complainaat.  This  patent  is  for  an  improvement  in  automatic 
fhiit-driers,  and  its  jwcnliarity  and  novelty  consist  in  mechanical  arrange- 
ments and  devices  by  which  a  stack  of  trays  fitting  into  each  other,  the 
onter  edges  of  which  constitute  the  outer  side  of  the  stack  of  trays  or 
drying-honne,  are  moved  upward  and  8us]>ended  by  attachments  to  the 
lower  tray,  in  order  that  a  firesb  tray  of  frnit  can  be  inserted  ftt  the  bot- 
tom, and  the  process  repeated  at  pleasure,  thus  building  up  the  drying- 
house  or  stack  &om  the  bottom. 

It  is  not  contended  that  tlie  patentee  is  the  inventor  of  the  movable 
trays,  the  onter  walls  of  which  constitute  the  dry-honse.  It  is  ad- 
mitted the  existence  of  sach  trays  fur  such  purpose  is  old  in  the  art; 
but  the  complainant  contends  that  the  patentee  is  the  origiuator  of  an 
idea,  which  is  a  novel  and  usefnl  one,  of  raising  the  stacks  of  tniya  from 
a  point  on  the  lowermost  tray  of  the  stack,  thus  makiug  an  opening  for 
the  insertion  of  a  fi-esh  tray  containing  finit,  and  in  this  manner  build- 
ing the  stack  up  firom  the  bottom  instead  of  ft«m  the  top.  This  is  ac- 
complished by  arrangements  and  de%iees  shown  and  described  in  his 
drawings  and  specificatlous. 

The  defendaut  G-rier  admits  that  he  hM  manafitctared  aatomatio 
fruit-driers  embodying  the  above  ideas,  but  joatifles  bis  actioa  under 
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the  authority  granted  liim  ia  Letters  Patent  "So.  221,056,  ismed  Febm- 
ary  14, 1880,  so  that  the  question  Id  cootrovergy  is  a  question  of  fact 
^hetiier  ornot  the  defendaut,  in  making  frait^lriers  in  accordance  with 
his  Patent  So,  221,056,  has  infringed  the  complainant's  right  under 
the  aforesaid  Patent  No.  190,368.  :Now,  while  it  is  true  as  a  matter  of 
law  that  the  issuance  of  a  patent  gives  a  prima  facie  riglit  to  the  claini- 
fuit  to  operate  ander  that  patent,  it  is  by  no  means  conclusive,  but  is 
sat^ect  to  iuvestigation  by  tiie  proper  courts  when  questioned  by  a 
party  whose  rights  are  claimed  to  be  iniMnged  thereby. 

The  light  which  is  the  sabject-matter  of  this  alleged  infringement  is 
to  be  fonnd  set  forth  in  the  complainant's  fourth  claim  of  his  Patent 
"So.  190,368,  and  is  in  the  following  words : 

In  oouibinfttion  with  ft  lhiit-4rier  the  outer  wall  of  which  Is  mode  np  of  the  frkiOM 
of  the  seTeral  trayH,  M  explained,  a  Riupending  device,  operatiog  substantially  as 
described,  and  supporUug  said  drier  frou  a  point  in  or  on  the  lowermost  tray  thereof, 
tor  the  objects  named. 

Beferring  to  the  drawings  and  specifications  for  the  mtoning  of 
the  words  " substantially  as  described,"  as  applied  to  the  term  "sus- 
pending device  "  in  said  daim,  we  find  that  the  complainant  does  not 
confine  himself  to  the  precise  means  indicated  by  the  words  of  the 
chum,  for  he  expieasly  says:  *'And  I  desire  to  be  understood  as  not 
limiting  my  invention  *  *  *  to  any  particular  method  of  sospend- 
ing  the  same,"  referring  to  the  means  of  suspension  of  the  stAck  as 
well  as  to  the  wheels  of  the  drier. 

And  again  he  says: 

Fignre  1  Is  a  partial  seovlon  and  eleration  of  my  Improved  frait-drier,  Hhuwlng  tlie 
Nme  as  being  located  over  an  oidiDary  atove,-  and  illostrating  a  rimple  means  of  ela- 
vating  the  machine.    [Paragraph  S.  ] 

And  again — 

The  swinging  orane  and  windlass  combined  is  regarded  as  the  simplMt  means  likely 
to  be  (onployed  for  elevating  the  drier.    [Paragraph  8.  ] 

So  that  the  complainant  has  not  limited  himself  by  any  terms  in  his 
speciflcatlon  and  claim  to  the  employment  of  only  the  means  and  de- 
vices for  saspendiug  or  elevating  the  stack,  as  shown  by  his  8i>eciflca- 
tions  and  drawings,  but  has  left  open  to  himself  the  nseof  other  means 
which  might  occur  to  him  as  more  convenient  and  better  adapted  to 
ttie  "pnrposes  intended**  than  the  mechanism  shown  by  the  .drawing, 
the  ottject  and  value  of  the  patent  consisting  not  in  the  use  of  anj' 
specdal  machinery  for  elevating  the  stack  for  the  puri>osea  intended, 
Imt  the  elevation  and  opening  of  the  said  stack  at  the  bottom  for  those 
pnrposes  t^  any  machinery'  best  calculated  to  attain  that  end. 

The  complainant  has  evidently  acted  under  this  idea,  that  he  was  at 
hberty  to  change  the  devices  for  elevating  the  stack,  for  his  machine 
as  manufactured  and  sold  and  exemplified  by  "Exhibit  0"  in  this 
cause  exhibits  devices  and  arrangements  for  accomplishing  this  result 
different  in  form  and  structure  from  the  machine  as  reptesented  in  the 
drawings  and  speoiflcationB  attached  to  his  piM»nt. 
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The  conrt  is  thereforeof  the  opinion  that  any  attempt  by  the  defend- 
ant or  any  other  ]>eraou  to  elevate  tlie  stack  of  trays  so  constructed  as 
aforesaid,  and  from  a  point  at  or  on  the  lowermost  tray  thereof,  so  as 
to  insert  new  trays  at  the  bottom  snccessively,  by  any  mechanism 
whatever  adapted  to  accomplish  that  purpose,  and  which  is  a  mechan- 
ical equivalent  to  the  means  employed  by  the  complainant,  is  an 
'  infrlngemeut  of  hia  patent. 

Haa  the  defendant  Grier  substituted  machinery  and  devices  in  liis 
machine  which  are  the  mechanical  equivalents  of  the  mechanism  and 
devices  employed  by  the  complainant  to  accomplish  tlie  same  result  in 
the  elevation  of  the  stack  of  trays  from  a  point  in  or  on  the  lowermost 
tray  tliereof,  so  as  to  permit  the  inseiliou  of  a  ft-esh  tray  at  the  bottom  1 
This  question  can  be  best  answered  by  referring  to  the  opinions  of  the 
ooui'tsupon  the  ineuuing  of  tlie  term  "mechanical  equivalents."  Thus, 
in  Carter  v.  Biiker  (4  Fisher's  Pat.  Cas.,  404),  Mr.  Justice  Sawyer  says : 

'Wlien,  ill  uieclianicH,  oae  d»viondooaft'partictil»rtliiDf{  ut  aucumpIiHltrB  a  paitioalar 
result,  every  othur  device  known  and  naed  in  meclmnics  whiuli  skilled  atiit  experienoed 
workmen  know  wiltprcduci:  the  same  reeuU  or  do  the  same  partlciilftr  thing  ieaknowii 
nieclionical  oubBtitnte  for  the  Bret  ilevice  ineiitionnd  tor  doing  the  wtme  thing  or 
•ccompliBhing  the  same  rosnlt,  although  tlio  first  device  ma;  iievui'  huvo  been  detached 
fnnii  iu  work  »Dd  the  sncouit  one  put  in  its  plaue.  It  is  snfflcient  to  eouHtitnte  known 
nwohanioat  sntiatitnteB  that  wliuu  a  itkillfnl  niuchanic  sees  one  dovice  doing  a  porttc- 
nlar  thing  that  he  known  tliu  other  devices  whose  uses  he  is  acquainted  with  will  do 
the  same  thing. 

Mr.  Jostioe  Curtis— a  high  authority  upon  the  subject  of  pateut  law — 
in  Foster  v.  Moore  (1  Curtis,  27'J),  holds  that— 

The  doet^neofmeuhanicaleqaivalenta  ■  ■  •  ie  not  cuiifuird  by  thi;  imtant  law 
to  tliose  elomeuts  which  are  strictly  known  a«  anch  iu  the  science  itfuiculianloB,  bat 
thut  it  euibracuH  those  snbstilntions  which,  as  a  matter  of  Judgincut  id  construe tioii, 
may  bo  eiuployeil  to  accomplish  the  same  end. 

See,  also,  as  illustrating  the  priuciple  of  mecJiauical  equivalents,  the 
opinion  of  Aldersou  B.  iu  Morgan  v.  Seaward  (Wat.  Pat,  Cases,  170). 

^Ve  are  now  iu  a  condition  to  make  ttie  fnrther  and  iiual  inquiry 
whether  the  defenduut  has  infringed  the  rights  secured  to  the  complain- 
ant by  his  Patent  Ko.  190,308.  The  two  machines,  as  will  be  manifeut 
upon  reference  to  the  speciflcatioiis  and  drawings  in  the  respective 
patents,  are  alike  iu  priuciple,  having  a  stack  in  each  case  composed 
of  sections  of  trays  fitting  upon  and  into  each  other,  the  outer  wall  of 
whicli  makes  up  and  forms  the  exterior  of  said  stack  or  drjing-bonse ; 
and  they  are  also  alike  iu  their  purpose  and  capacity  of  being  moved 
upward  from  a  point  in  or  on  tlie  lowemiost  tray,  and  of  being  sus- 
pended in  that  position  ho  as  to  admit  tlie  insertion  of  fresh  trays  iu 
saecessiou.  They  are  unlike  iu  their  I'espective  aiipliances  iiud  devices 
by  which  tliese  objects  are  accomplished,  and  al»o  iu  the  faeility  by 
which  interiiiediate  trays  betweeu  the  top  and  bottom  can  be  removed. 

The  devices  by  which  the  stack  of  trays  in  the  complainant's  patent 
are  elevated  in  the  manner  deseribed,  for  the  purposes  ment^ned,  are 
the  cord  and  pulley  passing  over  an  up^ght  crane  regulated  by  a  wind- 
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Isss  or  wheel  and  axle,  with  ita  ratchet  and  pawls, 'as  Hhown  ia  oae 
model,  the  point  of  suspension  in  this  instAnce  being  directly  over  the 
«eiiter  of  the  stack;  and  from  the  ends  of  the  oross-barB  to  which  the 
rope  passing  through  the  pnlley  is  attached  depend  ropes  or  chains, 
wliich  fu%  attached  by  hooks  to  bandies  upon  the  lowermost  tr^y  to  be 
removed,  thus  contribntiDg  both  a  lifting  and  8u^>eudiug  device,  as 
shown  by  this  model. 

The  meaus  adopted  in  the  other  model  (Aomplaiuaut'B  "Exhibit  C"), 
which  the  complainant  claims  is  authorized  by  his  patent  as  within  the 
scope  of  the  powers  granted  therein,  consists  of  a  wooden  frame  sup- 
porting the  btaok  of  trays,  an  before  described,  said  wooden  frame 
shding  up  and  down  grooves  in  the  two  opposite  stationary  posts  as 
power  may  be  applieil  to  move  it,  and  connected  by  chains' to  a  chain 
passing  over  pulleys  in  two  upright  posts  at  opposite  aides  of  the  stack, 
the  respective  ends  of  said  chains  being  attached  to  the  Bbort  arms  of 
two  levers,  the  fulcrum  of  each  lever  being  attached  to  the  lower  part 
and  oater  side  of  said  upright  posts,  the  longer  arms  of  said  levers  be- 
ing connected  with  other  chains  passing  over  a  dram  or  shaft  regulated 
by  its  pawl  and  ratchet 

By  this  last-mentioned  device  the  novel  and  useful  invention  de- 
scribed in  complainant's  patent  of  elevating  the  stack  of  trays,  as 
aforesaid,  by  the  application  of  power  at  a  point  in  or  on  the  lowermost 
tray  thereof,  so  as  to  permit  the  insertion  of  a  fresh  tray  at  the  bottom, 
is  accomplished. 

The  machine  embodying  the  defendant's  invention  under  Ijetters  Pat- 
ent ISo.  221,050  is  illustrated  by  model,  defendant's  "  Exhibit  No.  5," 
and  exhibits  tlie  following  means  for  effecting  the  elevation  of  the  stack 
of  trays  and  their  snapensiou  for  the  purpose  of  allowing  new  trays  to 
be  inserted  at  the  bottom,  to  wit,  four  movable  uprights,  Citch  ha%'iug 
a  series  of  piroted  pawls,  and  aiTauged  to  slide  in  four  stationary  posts 
secui'ed  in  a  frame,  iu  combination  with  a  series  of  boxes  or  trays  hav- 
ing notches  on  their  sides,  whereby  the  boxes  may  be  lifted  independ- 
ently of  each  other  or  all  together.  The  power  is  applied  tbrnngh  the 
medinm  of  two  worms  situated  at  each  end  of  a  dnim  or  shaft  extend- 
iiig  along  the  side  of  and  at  least  the  width  of  the  stack  to  be  lifted. 
These  worms  engage  into  appropriate  cog-wheels  affixed  to  two  other 
drums  or  shafts  running  at  right  angles  to  the  tirst-uamed  shaft  on  op- 
posite sides  of  the  stack,  and  extend  horizontally  the  length  of  the 
same.  Upon  each  of  these  last-mentioned  shafts  are  geared  at  the  ends 
of  the  samesmall  cog-wheels,  which  in  turn  gear  into  vertical  rack-bars 
on  the  four  sliding  posts  of  the  machine.  The  power  is  applied  by 
means  of  a  crank  at  the  end  of  the  first-named  drum  or  shaft. 

Now,  here  is  undoubtedly  a  contrivance  and  device  by  which  the 
novel  and  useful  iuvention  first  patented  in  the  Reynolds'  patent,  from 
whom  complajnaut  derived  Lis  title,  of  elevating  tbe  stack  of  trays  from 
a  point  in  or  on  the  lowermost  tray  thereof,  so  as  to  permit  the.  inser- 
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tion  of  H  fresh  tray  at  the  bottom,  is  aooomplished.  It  matters  not 
whether  this  device  has  the  capacity  of  lifting  the  upper  trays  in  the 
series,  so  as  to  open  the  same  for  inspectioa  or  for  any  other  ynrposeg. 
So  long  as  it  aoeoiuplishes  the  purpose  or  possesses  the  capacity  of  mov- 
ing up  the  whole  series  of  trays  from  a  point  on  the  lowermost  tray  of 
the  same,  so  as  to  permit  tiie  introduction  of  a  fresh  tray,  it  is  in  that 
respect  an  infringement  of  the  complainant's  patent.  "Sov  is  this  con- 
clusion altered  because  of  any  supposed  advantages  guned  by  the 
greater  &cility  aiforded  by  the  Grier  patent  in  opening  the  stack  at  any 
point  above  the  lowermost  tray  for  the  purposes  of  inspection  or  other- 
wise. Thus  Mr.  Curtis  says  in  the  Law  of  Patents  (4th  ed.,  sec.  311,  p. 
409): 

If  it  aocompllBheH  some  olhet  kdvantages  beyond  the  effeot  or  piiTpoie»oiioinplI«he4 
by  the  patentee,  it  will  still  be  an  infringement  M  respects  what  is  covered  by  th* 
patent,  althongh  the  fhrther  adr^ntage  may  be  a  patentable  snbjeot  m  an  infring*- 
ment  upon  the  fanner  invention. 

The  court,  i^wn  the  best  consideration  it  can  give  to  this  snlgect,  has 
come  to  the  conclosion  that  the  d^ndant  in  this  cause  has  used,  in  the 
elevation  imd  suspension  of  the  stack  of  trays,  in  his  drier,  mechanical 
appliances  and  contrivances  which,  while  they  diifer  somewhat  in  form 
from  those  used  by  the  complainant,  vre  mechanical  substitutes  and 
equivalents  for  the  same,  ^d  in  the  use  of  the  same  for  the  accom- 
plishment of  same  results  as  those  produced  by  the  complainant's  in- 
vention the  defendant  has  infringed  upon  the  exclusive  rights  secured 
to  the  complfunant  by  his  Patent  No.  190,368.  And  the  court  shall  so 
adjudge,  order,  and  decree. 


(UnlMI  SWw  Ctacolt  Comt— Soathen  DIMIet  tf  Haw  YmL] 

Wilson  v.  Coon  bt  ix. 

Deddtd  Deetmiar  S8, 1S80. 
19  0.  O.,  482. 

1.  Tbe  tens  "speeifleation"  as   employed  in  the  patent  lawi  has  two  meanings: 

Wben  used  witbont  the  word  "  claim  "it  means  the  desoription  and  cl^m,  and 
when  the  "olaim"  Is  mentioned  lnaanueotlontliei«wlt1i  it embiaoeatbedeeerip- 
tion  alone. 

2.  The  word  "specificiation''as  employed  In  section 4016  means  description  andol^m. 

Therefore  a  teisene  is  allowed  when  the  speoiflcation  is  defective  or  insnffloient 
In  Tegaid  to  clthM  tbe  deaerlptlon  or  the  claim,  or  to  both,  to  moll  an  extent  ■» 
toreiideTtliepateDtlDtqperativeorinvalid,  if  the  enoi  arose  in  the  manner  men- 
tioned in  the  atatnte. 

3.  A  patent  whicb  fully  describes  and  illastratestlie  actual  invention  of  tbe  patentee, 

bnt  fails  to  claim  it,  may  properly  be  reissued  with  claims  to  snch  parts  as  were 
really  tbn  Invention  of  tbe  patentee,  soch  new  claims  «onstltaU>i{  an  amoidment 
of  the"speciflcatifm''  within  the  meaning  of  the  taw. 

4.  A  patent  may  be  valid  and  operative  with  respeot  to  what  it  claims  and  still  be  in. 

operative  from  a  defective  or  Insnfficient  description  beoanaa  it  faila  to  dalm  a» 
mnob  aa  was  really  invented. 
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5.  A,  ttAmoBi  patent  U  not  nudered  Invalid  almply  tweause  »  intt  ooald  b«  mrtdiwJ 

on  tbespooiflMtlon  and  claim  m  oTigliwllf  gnmted. 

6.  In  ooTuridering  aathoiitiea  cited  ma  precedents,  general  obaerTftttoiu  by  ft  Jndge  or 

ooarf  la  deciding  a  case  mnst  always  be  re»d  in  tIbw  of  the  futa  of  tbe  uae  thtt 
wa>  nbjtidiee,  and  we  not  Deoowrily  anlhorltatiTe,  ae  tt  UrmM,  In  another  iwwe 
where  the  fitote  are  not  the  iHne,  ^though  entitled  to  eoniidei«ti(Hi,  •■  an  the 
TiewBof  a  text-wiitwof  experlenoe  and  repnte. 

7.  Similarity  in  Hhape  naaocMnpaaiod  by  idmilarlty  in  fanetion  Mnnot  be  relied  apon 

to  ertahlieh  antloipatlmi. 

Mestrg,  Maralt  <£  TToUm  for  the  plaintiff. 
Mr.  F.  8.  Kneeland  for  tbe  defendants. 

BLATOHFORD,  J. : 

This  anit  u  founded  on  Beiuoed  Letten  Patent  So.  S,169,  granted 
to  tiie  plaintifl^  as  inventor,  AprU  0)  1878,  for  an  improTemmt  in  oollaro^ 
t^  original  pat«dt,  TSo.  197,807,  having  been  granted  to  him  December 
4, 1877.  The  drawings  of  the  original  and  the  leiBsne  are  the  same. 
The  Bpedfloation  of  the  reissoe,  reading  vhat  is  within  aiul  what  is  out- 
ride of  bracbets  and  not  what  is  underteored,  is  as  follows : 

In  the  aooompuiying  drkwiogs,  Figure  1  reprMente  a  aide  elevation  of  my  Improved 
eollar,  and  Fig.  S  a  perapectiTe  view  of  the  same. 

Similar  letten  of  refeienoe  indicate  ooireepondtng  parts. 

This  invention  refen  to  an  Improved-standing  eollar,  that  letalna  all  the  advantagea 
of  the  oM-etyle  carved  hand,  irlthont  the  objection  of  springing  the  oOllai  too  fltr  ftom 
the  neek,  lo  as  to'  mow  In  eontut  with  the  Mat  and  aoll  the  eollar.  The  ocrfUr  ftlao 
hngi  tite  neckband  in  meh  a  manner  that  the  ooUar  Is  prevented  ftom  overriding  itt 
menliing  is  a  more  cconfortable  fit. 

The  invention  ooqdsts  of  a  standing  [or  other]  collar  having  wstioiial  [oorved  and 
graduated]  hands  [that  extend  along  the  lower  edge  of  thelitorHii;  ftvm  Mnttr  ^aol- 
laEOT~[from]  anyother  point  between  oent«r  and  enda,  aad  oawHwirif  trttk  m  grainttid 
•«rw  to  SBd  beyond  the  end*  of  the  eollar. 

BefhiTing  to  (he  diftwiugi,  A  repreeents  a  standing  [or  otharJeolUrcrfmy  improved 
eoDstmotlon,  ■ndBthe[cnrvedandgradaated]MortoPM(NMMlbandawlitoh[eactend] 
««srl  ftom  the  center  of  [the]  ooller  or  any  other  pcrfnt  between  the  eenterand«nd,  and 
oontiiine  along  the  lower  part  of  the  [top  or  body  of  the  eoOar]  ■—»,  wllli  a  gradn-  . 
ated  onrve  and  Incieadi^  width,  to  and  beyond  the  oida  of  tbe  eollar,  [the  ends  being 
evrved}  in  the  same  manner  as  ordinary  hands. 

llio  bands  B  are  made  either  to  overlap  the  collar  proper,  or  the  oollar  Is  made  t* 
everlkp  the  bands;  or  one  part  of  the  bands  laps  over  the  eollar  ends,  while  the  re- 
maining  part  is  overlapped  by  the  ooUar,  so  as  to  obt^o  amoothly-oovered  Joints  at 
botit  meeting  enda  of  oollar  and  [graduated]  NctfoMlhanda. 

Tbe  bead>[ar  binding]  formed  by  the  eonneoUon  of  ooU^  and  band  may  alao  be 
eontinned,  if  deaired,  alimg  the  lower  edge  of  that  part  of  the  eollar  [body]  betwoait 
ttte  bands,  [so  as  to  oonneot  the  graduated  hands,]  and  [impart]  thereby  a  mart  or. 
nantental  appearance  tmptirM  to  the  [collar]  msw. 

[The  rear  bntton-hole,  a,  IswranKod  In  tfaetc^  or  body  ofthe  foliar  above  the  bead 
or  binding  at  the  lower  edge  of  the  same,  which  position  of  the  bntton-hole,  In  con- 
n«otion  with  the  gradoated  bands,  prodnoas.}  Tie  km  o/  tk«  diorl  or  *eoKo»«I  baadt 
^redaoM  a  Mirlay^  Material,  at  omaporedto  tt«  old  (tyko/oosHMMM  bond,  and/«r»Mai  a 
eollar  that  hags  the  neckband  in  enperior  manner  withont  springing  back,  ao  aa  to 
e(Hneino<mtactwitbthe[oost]  collar.  [The  shorter  graduated  bands prodnoe  alao 
a  considerable  saving  of  material  as  compared  to  the  old  style  of  conttnnona  band, ' 
flmt  extends  at  nnlfmm  wldthalong  the  lower  part  (tf  the  oollar.  J 
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Beadin'^  ia  the  foregoing  what  is  outside  of  bnwkets,  including  vhat 
is  undm'aoored,  and  omitting  wbat  is  within,  brackets,  make  the  speciit- 
cation  of  the  original  patent 

Theie  are  fbur  claims  in  the  reissae,  as  follows ; 

1.  A  eoIUr  provided  with  a  band  oompoMiI  of  the  p«rt*  B  B,  ourred  and  taperod, 
or  deonaaiiiglj  ffradiiated  fhun  the  ends  towaid  the  middle,  aa  nhown  and  ducrlbed. 

S.  A  oullar  having  short  or  seatioDalbaads  starting  from  the  center  of  the  ooUar,  or 
any  point  between  the  center  and  ends  thereof,  and  continuing  witii  a  gradnated  curve 
to  and  beyond  the  endH  of  the  tame,  enbttantially  aa  and  for  the  purpose  set  forth. 

3,  The  combination,  with  a  collar  having  ihort  bands  greduatod  on  a  curve  and 
decreaaingly  toward  theniiddle,of  a  band-connecting  bead  or  binding  along  the  lower 
edge,  aa  set  forth. 

4.  A  collar  having  cnrved  and  gradnated  bands  that  ezl«nd  along  the  top  or  body 
of  the  collar  &om  the  center,  or  any  other  point  between  the  center  and  endj  thereof, 
to  and  beyond  tbe  eiida  of  the  oollar,  and  having  the  rear  button-hole  placed  above 
the  band  or  binding  -into  the  top  or  body  of  the  collar,  sabetantially  as  shown  and 
deecribed. 

The  claim  of  the  original  patent  was  as  follows : 

A  oollar,  A,  having  sectional  hands  B,  starting  from  the  center  of  the  collar,  <a  any 
point  between  the  center  and«nds  thereof,  and  continuing  with  a  graduated  cnrve  to 
and  beyond  the  ends  of  the  same,  sQltstantially  as  deaoribed  and  shown,  and  fbr  the 
parpoae  set  forth. 

It  is  contended  for  the  defendants  that  the  reiaaued  patent  \a  void, 
beoaose  the  original  patent  was  rtdid  and  operative,  and  beoanse  it 
contains  new  matter  and  entirely  changes  tbe  charaeter  of  the  Invention 
Bet  forth  in  the  original  patent,  and  becaose  the  reissaed  patent  was 
intended  to  cover  a  different  collar  from  that  originally  invented.  This 
reiaaae  was  granted  under  section  4916  of  the  Bevised  Statutes,  which 
provides  as  follows : 

Wlienever  any  patent  fs  inoperative  or  invalid  by  reaaon  of  a  defective  or  inauM- 
cient  apeciftoatlon,  or  by  reason  of  the  patentee  olalming  as  his  own  invention  or  dia> 
«overy  more  than  he  had  aright  to  claim  Be  new,  if  the  error  has  arisen  by  iuadvert- 
enee,  aoddent,  or  mistake,  and  without  any  f^ndulent  or  deceptive  intention,  Oi» 
CnaiaiaaioDer  shall,  on  the  surrender  of  such  patent  and  the  payment  of  the  duty  re- 
qolied  by  law,  caose  a  new  patent  for  the  same  iuvea^on,  and  in  aooordanoe  with  the 
oorrected  specifleation,  to  be  issued.  ■  ■  ■  The  speciBeatton  and  claim  in  every 
•oeh  caae  shall  be  suliject  to  revision  and  restriotion  in  the  same  manner  as  original 
applications  are.  Every  patent  so  reissued,  together  with  the  corrected  apeclficatlon, 
ahall  have  tbe  eame  offset  and  operation  in  law,  on  the  trial  of  all  actions  for  caiisee 
thereafter  ariring,  aa  if  the  same  had  been  CMlginally  filed  in  aoch  oorreotod  form ;  bnt 
no  new  matter  shall  betntndnced  into  the  spedflcatlon,  nor  in  case  of  a  machine  patent 
ahall  the  model  or  drawings  be  amended,  except  each  by  the  other ;  bnt  when  then 
ia  neithM  model  nor  drawing;,  amendments  may  be  made  upon  proof  satisfactory  to 
the  Commissioner  that  such  uew  matter  or  amendment  was  a  part  of  tbe  original  in* 
ventioD,  and  waa  omitted  trom  the  specification  by  inadvertence,  accident,  or  mistake. 


Thts'enactment  is  the  same  as  section  53  of  act  of  July  8, 1870  (16 
XJ.  S.  Stats,  at  Large,  205).  Tbe  word  "specification,"  when  used  sep- 
arately from  the  word  "daim"  in  section  4910,  means  tbe  entire  paper 
referred  to  in  section  4888 — namely,  tbe  written  description  of  the  in- 
Tention  **  and  of  the  manner  uid  process  of  making,  constructing,  com- 
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pounding,  and  using  it,"  and  the  claims  made.  Tbe  word  "specifioa. 
tiou,"  meaning  description  and  claims,  is  used  in  that  sense  in  sections 
48S4,  4895,  4902,  4903,  4917>  4920,  and  4922.  In  some  oases,  as  in  sec- 
tions 4888  pnd  4916,  the  words  "  specification  and  claim  "  are  nsed,  and 
in  aeetion  4902  the  word  "  description"  and  the  word  ''-specification  " 
an  nsed ;  but  it  is  clear  that  the  word  "  specification,"  when  need  with- 
oatthewrad  "claim,"  means  description  and  clfum.  Therefore  a  re- 
issae  is  allowed,  nnder  section  4916,  when  tlie  specifleation  is  defectiTe 
or  lusnfflcietit,  in  regard  to  either  the  description  or  the  claim,  or  to 
both,  to  each  an  extent  as  to  render  the  patent  inoperative  or  invalid, 
if  tlie  error  arose  in  the  manner  mentioned  in  the  statnte-  In  such 
case  there  may  be  a  corrected  specification — ^that  is,  one  corrected  in 
respect  to  description  or  claim,  or  both,  and  there  may  be  a  new  patent 
in  accordance  therewith ;  but  the  new  patent  mast  be  for  the  same  iir 
vention.  This  does  not  mean  that  the  claim  in  the  reissue  mnst  be  the 
sune  as  the  claim  iu  the  original.  A  patentee  may,  in  the  description 
and  claim  in  bis  original  patent,  erroneously  set  forth  as  his  idea  of  his 
invention  something  far  ^ort  of  his  real  invention,  yet  bis  real  iuveu- 
tion  may  be  folly  described  and  shown  in  the  drawings  and  model.  Snch 
a  ease  is  a  proper  one  for  a  reissne.  A  patent  may  be  inoperative  from 
a  defective  or  insafficient  description,  because  it  ^ails  to  claim  as  much 
as  was  really  invented,  and  yet  the  claim  maybe  a  valid  claira,  sustain- 
able in  law,  and  there  may  be  a  descriptioit  valid  and  sufficient  to  sn]>- 
port  snch  claim.  In  one  sense  such  putent  is  operative  and  is  not  in- 
Q>eraCive;  yet  it  is  inoperative  to  extend  or  to  claim  the  real  invention, 
and  the  description  may  be  defective  or  iiiHiifflcient  to  support  a  claim 
to  the  real  invention,  although  the  drawings  and  model  show  the  things 
in  respect  to  which  the  defect  or  insufficiency  of  description  exists,  and 
show  enough  to  warrant  a  new  claim  to  the  real  iiivoution.  It  can  never 
be  held,  as  it  never  hns  been  held  in  a  case  where  the  point  arose  fbr 
decision,  that  a  patent  cannot  be  reissued  where  a  suit  could  b?  sus- 
tained on  the  specification  and  claim  as  they  are. 

The  word  "  specification  "  was  used  in  section  13  of  the  patent  act  of 
July  4,  1836  (5  U.  8.  Stats,  at  Large,  122),  in  a  different  seuse  iVom 
that  in  which  it  is  used  in  section  53  of  the  act  of  July  6, 1870  (16  id., 
205),  and  in  section  4916  of  the  Revised  Statutes,  taken  &om  section  53> 
The  provision  of  section  13  of  the  a«t  of  1836  was  that  a  patent  might 
be  reissued  when  it  was  "  inoperative  or  iuvalid  by  reason  of  a  defective 
or  insufficient  descriptioa  or  specification,"  and  the  new  patent  was  to* 
be  iflsaed  with  a  corrected  "description  and  si>eciflcation."  This  lan- 
guage was  based  on  that  of  section  6  of  the  act  of  1836,  which  required 
the  inventor  to  give  in  writing  a  description  of  his  invention  and  of  the 
manner  of  making  and  using  it,  and  also  to  **  particularly  specify  and 
point  out"  what  he  claimed  as  his  invention.  Under  this  language  the 
"  specification  "  was  the  claim  and  tbe  rest  was  the  description.  This  dis- 
tinctiou  was  kept  up  in  section  13  of  the  act  of  1836;  .but  in  sectifai  36 
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oftheaotof  1870  tiie  word"  specUyia  omitted  and  tiie  voids  '-speci- 
flofttifHi  and  oUim"  ue  used,  applying  the  wrad  "Bpeciflcatiou,''  in  that 
onueetion,  to  the  description  alone.  This  state  of  things  contiDoes  in 
Motion  4688  of  the  Bevised  Statates.  Then,  as  before  pointed  oat,  the 
word  '*  desoription"  is  omitted  in  section  63  of  the  act  of  1870  tuid  in 
a«otioD4916of  the  Bevised  Statatee,  and  the  void  "speciflcatftm"  alone 
is  preoerred,  meaning,  when  mted  withoat  the  word  *<  claim,"  the  de- 
•eriirtion  andtheolaim;  butthemeaningof  seotionlSof  theaotof  1836, 
and  of  seotioQ  B3  of  the  act  of  1870,  and  of  section  4916  of  the  Berised 
Statnbea  is  the  same,  and  the  oaoses  for  a  reissoe  are  the  same  ttnder  all 
tbese  enactmukts. 

The  view  orged  fbr  the  defendants  ia  that  the  original  patent  was  in- 
tended to  secure  the  invention  of  a  collar  having  as  its  only  peealiarity 
two  separate  short  or  sectional  bands,  each  commencing  at  the  center, 
or  at  any  point  between  the  center  and  the  end,  and  extending  to  and 
beyond  the  end  of  the  collar;  that  the  original  speciflostion  and  draw- 
ings show  applied  to  the  body  of  the  collar  two  short  bands,  each  cover- 
ing a  section,  as  distinguished  from  one  long  continuons  band  along  the 
entire  lower  portion  of  the  collar ;  that  aooh  in  veution  was  fhlly  covered 
by  the  claim  of  the  original  patent,  and  was  correctly  described  and  rep- 
resented in  the  speciflc&tions  and  drawings  of  the  original  patent;  that 
the  original  specification  and  claim  contained  all  that  the  invention  really 
was;  tiiat  the  reissue  covers  a  new  invention;  that  in  the  reissoe  the 
invention  ia  nuwie  to  be  one  of  a  collar  having  carved  and  graduated 
bands,  and  having  the  renr  batton-hole  thrown  into  t^e  top  or  body  of 
the  coUar.above  the  band,  and  that  the  reissue  is  so  framed  as  to  cover 
a  long  continaous  band,  narrowed  in  the  center. 

A  refierence  to  oases  decided  by  the  Supreme  Oonrt  in  regard  to  re- 
issued patents  will  eho*  thatthe  views  before  set  forth  on  the  sulgect 
of  leiasaes  are  consistent  with  those  decisions.  In  Battinv.  Taggert{Vl 
Bow~  74)  a  patttitee  invented  an  apparatuB  fbr  bieakiDg  coal,  and  oom- 
bined  it  With  an  apparatus  for  screening  coal,  which  he  did  not  invent, 
and  took  a  patent  for  the  combination  only.  Afterward  he  took  a  pat- 
wit  fbr  the  said  breaking  apparatus.  Afterward  he  sqrruidered  both 
patents  and  took  a  reissue  of  the  first  one  for  the  bieakdng  apparatus 
alone.  It  was  held  that,  although  he  had  in  the  first  patent  deMsribed 
the  breaking  apparatus  without  claiming  it  by  itself,  and  although  he 
bad  surrendered  the  second  patent,  the  reissue  was  valid.  The  reiasae 
ttescribed  essentially  the  same  machine  as  the  first  patent,  but  daimed 
as  the  thing  invented  the  breaking  apparatus  only.    The  conrt  say : 

And  tbls  the  patwntM  had  a  right  to  do.  He  had  a  right  \a  teatriot  or  enlarge  his 
claim  M  ae  to  give  it  Talidity  and  to  effeotnaM  his  lnv«ition, 

in  that  case  the  description  in  the  specification  of  thu  first  patent 
jrassuffiment  for  the  claim  of  that  patent,  and  that  claim  was  austain- 
■ble  in  a  suit  on  that  patent.  Yet  that  claim  did  not  effectuate  the  real 
Invention,  which  was  the  breaking  apparatus  alone,  out  of  combina- 
tion with  the  screen;  andtheoaMwasbeldtobeonepn^>erforarei8aiie. 
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In  Burry.  Jhtryee  (1  Wall.,  531)  it  was  held  that  tbeBoyden  maobine 
did  Dot  infringe  the  Wells  reissue,  and  that,  if  it  did,  the  reissoe  was 
void.    The  claim  of  the  reissue  claimed — 

The  mode  of  opentton,Mibstantial1yM  herein  dMoribed,  of  funning  b»tsofflirflben 
«f  the  reqalrad  Vkrying  tkickneai  from  brim  to  tip,  which  mode  of  operstlou  rMnlto 
ftom  the  oomblnfttioD  of  the  rotating  picking  meohanUin,  or  the  eqniTKlenu  thereof, 
the  pievionB  fornm  ftnd  it*  exhaasting  mechanism,  or  the  equivalent  thereof,  and  the 
UMMiB  fbr  direatlDg  the  far-bearing  current,  or  the  equiTklent  thereof,  aa  set  forth. 

The  court  held  that  the  invention  of  WelU  was  an  iiDproyement  in 
a  machine  haying  certain  peculiar  devices,  and  that  the  Boydon  ma- 
chine bad  none  of  those  peculiar  devicefi  nor  any  substantial  identity 
with  them,  and  that  the  original  patent  claimed  the  whole  of  Wells'  in- 
vention— no  more,  no  leas. 

In  Sej/vumr  v.  Oibome  [11  Wall.,  516, 544)  it  is  said  that  the  Commis- 
aioner  of  Patents  may,  on  a  reissue — 

Allow  the  pMentee  to  redeicribe  his  Invention  and  to  luclnile  In  tfae  desoriptloD  kiid 
clBiina  of  the  patent  not  only  what  was  well  described  before,  bnt  whatever  elae  was 
•nggested  or  substantiall;  indicated  Id  the  s]iedfl cation  or  drawings  which  properly 
belonged  to  the  invention  as  actually  made  and  perfected.  Interpolations  of  new  fsa- 
tnrea,  logredientB,  or  devices  which  were  neither  described,  snggMted,  nor  iadioated 
in  the  original  patent  or  Patent  Offlce  model  are  not  allowed,  as  it  is  dear  that  the 
Commissioner  has  no  jurisdiction  to  grant  a  reissae  unless  it  be  for  the  same  Juven- 
tionasthat  embodied  in  the  original  letten  patent.  *  *  *.  Corrections  maybe 
made  in  the  description,  specification,  or  claim  where  the  patentee  has  claimed  as 
new  mote  than  be  had  a  right  to  claim,  or  where  the  description,  apeciflcatioi),  or 
claim  is  defective  or  insnffloieut ;  but  he  cannot,  under  such  au  application,  moke 
material  odditiODs  to  the  inventions  which  were  not  described,  suggested,  nor  sab- 
•tautiallf  indicated  in  the  original  speoiflcatioos,  drawing,  or  Patent  Office  model. 

These  remarks,  were  made  in  regard  to  section  13  of  the  act  of  1836, 
and  they  recognize  tbat  au  insufBcient  description  or  an  insufficient 
claim,  or  both,  may  be  amended  in  particulars  substantially  indicated 
in  the  original  specification  or  drawings  or  model.  They  give  no  conn- 
tenancc  to  the  view  that  this  cannot  be  done  if  tlie  claim  of  the  origi- 
nal patent  14  a  good  one,  on  a  description  sufficient  to  sustain  it. 

The  case  of  GUI  v.  Wells  (22  Wall.,  1)  arose  under  tbe  act  of  1836  on 
a  reissne  m  1868  of  tlie  same  patent  that  -woe  involved  in  Burr  v.  Duryee. 
In  that  case  the  si>ecificatiou  of  tJie  reissue  differed  ^m  that  of  tbe 
original  in  leaving  out  tlie  wliulc  desciiptiou  of  tlie  chamber  or  tunnel 
and  its  appendages  and  substituting  a  full  description  of  other  devices 
different  from  the  chamber,  in  form  at  least,  to  peifonn  the  functions 
of  the  chamber  and  its  appendages,  as  described  in  the  original.  Ma- 
terial matters  were  left  out  of  the  specification  of  the  reissue,  when 
compared  with  the  original,  and  now  features  were  iiitro<luced  in  the 
description  of  the  devices  to  be  employed  in  guiding  the  fibers  of  the 
Air  when  taken  from  the  feeding  mechanism  by  the  rotating  brush  or 
picker,  such  devices  being  different  in  form  uud  with  different  names 
ftom  those  described  in  tbe  original  specification  as  the  means  to  ac- 
complish tlie  same  end.  It  was  held  tf^at  this  made  the  reissue  invalid. 
Much  is  said  in  tlie  opinion  in  QiH  v.  WeUs  tbat  waa  onnecessary  to  tlM 
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deoisioD  in  that  case,  and  vhat  was  ao  said  seems  to  liave  been  diwe- 
gaided  by  tlie  same  court  in  tlie  eobseqaent  case  of  The  Com-Pkmttr 
Patmt  (23  Wall.,  181),  which  there  snataiued  reissued  patents  on  t^e 
sole  groimd  that  the  rei^ues  were  for  things  coiitained  within  the  ma- 
chines and  apparatus  described  in  the  oiiginal  patents,  against  the  dis- 
sentiug  opiniou  of  the  judge  who  deliver^  the  opinion  of  the  court  in 
OiU  V.  WelU,  and  who  songbt  to  apply  to  the  cdm-planter  case  the 
views  he  had  set  forth  in  Qill  v.  Welfc.  These  cases  are  commented 
on  in  Herring  v.  NeUon  (H  BUktchf.  0.  C.  B.,  203)  and  in  C/a^tman  t. 
Rmiuey  (17  id.,  U^). 

bi  Buttell  V,  Dodge  (3  Otto,  160)  die  original  specification,  as  appears 
horn  Klein  v.  BiuaeU  (19  Wall.,  433),  made  it  essential  that  the  fkt- 
liqaor  should  be  heat«d  to  or  near  the  boiliiig-point,  and  then  com- 
pounded with  the  other  substances  named,  and  then  applied  to  the 
skins.    The  description  to  that  effect  was  dear.    The  claim  claimed — 

The  process,  aabatBiitiBlly  as  herein  dMcribed,  of  treating  bftrk-t>Dne<l  Iamb  or  ^eep 
skiu  U.v  uieaoe  of  a  componail  compoaed  and  applied  eMentially  as  speuilied. 

The  specification  of  the  reissue  stated  that  it  was  desirable  to  heat 
the  fat-liqnor  to  or  near  the  boiling-point,  and  that  it  was  preferred  to 
use  tlie  same  in  connection  with  other  ingredients,  which  other  ingredi- 
ents wen)  named.  The  mode  of  application  was  set  forth,  and  was  to 
be  by  applying  either  the  fat-liqnor  or  the  compound  to  the  skin.  Tlie 
claims  of  the  reissue  were  these : 

1.  The  emplojment  of  fiit-liqaor  in  the  treatment  ol  leather,  substaotiall;  as  speci- 
Aeil. 

2.  Tlie  procees,  BabBtantially  aa  herein  described,  of  treating  barlf-tanned  lamb  or 
iiheep  sicin  by  means  of  a  oompoond  composed  and  applied  essentially  as  speclSed. 

In  Rtiasellv.  Dodge  the  court  held  that  the  reissue  was  (1)  for  the  use 
of  &t-liquor  iu  any  condition,  hot  or  cold,  in  the  treatment  of  leather, 
and  (2)  for  a  process  of  treating  the  skin  by  means  of  a  compound  io 
which  fat-liqnor  is  the  principal  ingredient;  that  thns  the  reissue  covered 
the  use  of  the  fat-liqnor  hot  or  cold,  and  when  used  aJose  or  in  a  com- 
pound with  other  ingredients;  that  the  reissue  omitted  importanii  par- 
ticulars,  so  aa  to  enlarge  the  scope  of  the  invention,  and  that  the 
change  made  by  eliminatiDg  the  necessity  of  using  the  &t-Iiquor  in  a 
heated  condition,  and  by  making  its  use  in  that  condition  a  mere  matter 
of  convenience,  enlarged  the  character  and  scope  of  the  invention  and 
made  the  reissue  a  patent  for  a  different  invention.  This  decision  may 
well  be  a  precedent  for  a  case  like  it  in  its  facts ;  but  in  every  case  a 
reissue  must  be  judged  of  by  its  own  focts.  General  observations  by  a 
judge  or  a  court  in  deciding  a  case  must  always  be  read  in  view  of  the 
facts  of  the  case  that  was  sitbjudiee,  and  are  not  necessarily  authorita- 
tive, ex  vi  termini,  in  another  case  where  the  facts  are  not  the  same, 
although  entitled  to  consideration,  as  are  the  views  of  a  text-writer  of 
experience  and  repnte.  This  case  ofSumiell  v.  ])oUge  is  otten  cited,  aa 
it  haa  been  in  the  present  cag»,  as  authority  for  the  proposition  that 
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where  the  daim  of  a  patent  is  valid  aad  the  deBcriptive  part  of  the 
qtecification  is  safHoient  to  sopport  it  the  patent  cannot  be  reisaaed. 
The  reiseae  in  that  case  was  invalid  for  other  reasons  assigned,  and  tba 
case  does  not  lay  down  the  above  proposition,  nor  does  any  ease  yet 
decMed  by  the  Supreme  Court  announce  such  a  propocntion  to  be  the 
lav.  It  will  be  a  aad  day  for  inventors  and  patentees  when  the  high- 
eat  tribonal  does  mfdce  tm  untboritatire  decision  to  that  effiect  in  those 
terms.  Large  numbers  of  patents  have  been  reissued  and  sustained  in 
suits,  and  vast  sums  of  money  have  been  invested  and  expended  in 
reliance  on  the  reissues  where  they  wer$  worthless,  if  the  tanst  that  the 
claims  of  the  original  patents  were  valiil  and  sustuuable  on  the  descrip- 
tions  and  drawings  appended  to  them  rendered  the  r^ssues  invalid. 

In  F&wder  Company  v.  Powder  Works  (8  Otto,  1^)  the  original  patent 
was  for  difTerent  processes  and  appliances  for  exploding  nitro-glycerine, 
while  the  reissues  were  for  compositions  of  matter.  The  Supreme  Oonrt 
held  that  the  processes  described  in  the  original  had  no  connection  with 
t^e  oomponnds  patented  in  the  teissnes ;  that  they  were  not  proeessei 
for  making  those  componnde ;  that  in  describing  the  processes  the  com- 
poands  were  not  mentioned,  and  that  the  invention  of  the  one  did  not 
involve  the  invention  of  the  other. 

In  Ball  V.  Langleg  {18  O.  G-.,  1,405),  recently  decided  by  the  Supreme 
Court,  the  original  specifloationB  fmd  drawings  showed  an  oven  so  oon- 
stmoted  that  the  products  of  combustion  did  not  and  could  not  pass 
directJy  into  it.  In  the  reissue  the  oven  was  made  a  part  of  the  pas- 
sage-way for  the  prodncta  of  combustion,  and  it  was  held  bad. 

In  tiie  present  case  the  original  specifloation  describes  the  advan- 
tages of  the  new  collar  in  the  same  terms  that  are  used  in  the  reisBne. 
The  bands  are  described  in  both  as  extending  from  the  center  of  the 
collar,  or  &om  some  point  between  the  venter  and  the  ends,  each  way 
to  and  beyond  the  ends.  In  the  original  the  bands  are  caUed  "  sectiona- 
bands"  and  "short  or  sectional  bands."  In  the  reissue  they  are  called 
"curved  and  graduated  bands"  and  "  graduated  bands,*  and  "  shorter 
graduated  bauds";  but  in  theoriginal  the  bands  aredescribedasoontinul 
tng,  after  they  start,  '*  with  a  graduated  curve  to  and  bej'^nd  the  ends  of 
the  collar,"  and  "with  a  graduated  curve  and  inoreasing  width  to  and  be- 
yond theends  of  the  oollax."  The  drawings  in  the  original  and  the  reissue 
areidenticat  'Biedrawingsshowthe  rear  button-hole  as  thrown  intothe 
top  or  body  of  the  ooUar  above  the  band;  buttheBpecificationofthe<»ig- 
inal  Omitted  any  description  of  such  location  of  the  button-hole.  *  The  orig- 
inal specification  states  that  "  the  use  of  the  short  or  sectional  bands, 
produces  a  saving  of  material  as  compared  to  the  old  style  of  conbinn- 
ous  baud."  The  description  in  the  reissue  atates  that. "the  shorter 
graduated  bands  produce  also  a  consiiiorftble  saving  of  material  as  com- 
pared to  the  old  stjle  of  continuous  band,  that  extends  at  nqlform  width 
along  the  lower  part  of  the  collar."  This  was  a  prop^  correction,  as  it 
is  evident  that  the  expression  **eDntinaonBband''inthe  original  hi  that 
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QonDectioD  meant  a  (XHitinnons  band  of  nnifonn  vidth,  beoamie  tite 
original  provided  for  a  eontiuaooB  baad  of  decreasing  width  tram  the 
«nd8  towwd  the  middle  each  way.  The  band  would  be  contmaoos  if 
the  two  sectional  bands  started  ftxnn  the  center,  bat  would  not  be  of 
oniform  width,  beeaase  the  parts  proceed  with  a  gradoated  carve  and 
increasing  width.  A  division  at  the  c^t»r  into  two  sectional  bands 
would  not  make  the  whole  band  an;  less  a  oontmnoos  band  with  a  grad- 
uated cnrre  and  increasing  width  toward  each  end,  nor  wonld  the  oae 
of  a  contumons  band  of  the  latter  description  make  the  parts  of  it  each 
aide  of  the  center  any  the  les^  sectional  buida.  N^either  woHld  be  a  oon- 
tinuons  bandofnniform  width,  and,  as  compared  with  that,  there  would 
be  a  saving  of  material  by  the  nSe  of  either  arrangement  It  is  mani- 
fest t^t  it  makes  not  a  particle  of  difference  in  the  Wilson  invention 
whether  there  is  a  vertical  seam  in  the  center  of  the  band  or  not,  pro- 
vided the  other  features  of  the  collar  exist,  and  that,  if  thero  existed 
before  his  invention  a  collar  having  those  featares,  the  fact  that  it  bad 
not  snob  vertical  seam  wonld  not  distinguish  it  from  the  Wilson  inven- 
tion. The  real  invention  shown  in  tbe  original  specification  is  that 
claimed  in  the  reiaane.  The  reissae  is  valid,  fmd  is  in&inged  by  the 
defendants  in  the  collars  F,  G-,  H,  and  I,  which  have  all  the  featoies  of 
tiie  Wilson  collar  and  have  no  vwtioalseam  at  the  center  of  the  band. 

The  principal  defense  is  on  the  qaeation  of  novelty.  The  Wilson  pat- 
ent is  not  for  a  design  or  for  a  shape.  Shape  is  not  involved,  except  so 
&r  as  a  particular  shape  may  result  from  tbe  mecbauioal  construction 
patented.  To  show  a  prior  collar  having  tbe  same  shape  in  ondine,  as 
a  whole,  will  not  defeat  the  patent  any  more  than  a  collar  having  Oie 
same  shape  iu  oatline,  as  a  whole,  will  necessarily  infringe,  thongh  ilot 
having  the  same  mechanical  construction.  The  geuend  shape  in  oatline 
of  the  one  collar,  consisting  of  body  and  band,  as  a  whole,  may  be  the 
same  as  that  of  another  collar;  yet  there  may  be  such  differences  in  the 
shapes  of  the  bodies  and  the  bands  of  the  two  relatively  to  each  other, 
and  such  differences  otherwise,  as  to  make  the  two  different  as  me- 
chanical structures. 

Bzhitnt  So.-  3  and  Exhibit  No.  10  are  short-band  collars ;  bnt  they 
are  not  the  Wilson  collar.  They  do  not  embody  its  featores.  Photo- 
graph Gt  Q,  where  tbe  upper  collar  is  So.  16  and  the  lower  one  So.  3 
and  tbe  middle  one  the  Wilson  collar,  shows  this.  A  comparison  of 
photograph  H  H  of  the  Wilson  collar  with  photograph  1 1  of  So,  16 
shows  the  difference  between  those  two,  and  a  comparison  of  the  former 
irith  photograph  J  J  ot  No.  3  shows  the  difference  l>etween  those  two. 
Photographs  K  K  and  L  L,  in  which  the  npi>er  collar  is  So.  3  and  the 
lower  collar  is  the  Wilson  collar,  show  the  different  position  and  ac- 
tion of  tbe  two  on  the  neck  ^d  on  the  shirt  to  which  they  are  but- 
toned, resulting  from  their  mechanical  constnictiou.  The  evidence 
shows  that  neither  No.  3  nor  No.  IC  has  the  same  action  on  the  neck- 
baud  of  a  low-cut  shirt  that  the  Wilson  collar  does. 


DECIBIONB  OF  U.  S.  CODSTS  IN  PATEHT  CASES.  129 

The  defiendaats  claim  to  hare  showu  that  collars  vith  a  graduated 
baod,  being  a  contiuooas  baud,  uanow  in  the  center,  and  havuig  the 
back  button-hole  in  the  body  of  the  collar,  and  in  substance  like  the 
defendants*  collars  F,  G,  H,  and  I,  existeil  before  Wilson's  invention. 

Mr.  Coon,  one  of  the  defendants,  testifies  that  in  December,  1870,  or 
Janaary,  1877,  which  vas  before  Wilson's  iuveotion,  he  saw  at  J.  S. 
Lowery  &  Co.'8,  in  the  city  of  New  York,  a  collar  like  the  defendants' 
collar  H,  with  the  button-hole  in  the  body  of  the  collar  above  the 
band.  Xeitlier  the  collar  he  so  saw  nor  any  collar  that  was  at  Lowery 
&  Co.'s  at  that  ilate  is  proflaced.  He  is  asked  whether  the  band  is 
narrowest  in  the  center,  and  he  replies :  "  I  should  think  it  was."  On 
cross-examination  he  states  that  he  had  known  Lowery  &  Co.  for  fif- 
teen years  or  more,  and  been  in  the  habit  of  selling  to  them ;  tliat  he 
saw  there  only  a  few  samples  of  the  collar  referred  to ;  that  he  bought 
none  and  took  none  away ;  that  that  was  the  first  time  he  bad  seen 
any  of  ancfa  collars,  and  that  he  was  not  impressed  with  them  at  all, 
and  did  not  pay  mach  attention  to  them,  and  did  not  think  it  wortb 
while  to  make  any  like  them.  The  success  of  the  WiUon  collar  and 
the  foct  that  the  defendants.  ma«:le  none  of  their  infringing  collars  till 
after  they  had  seen  the  Wilson  collar,  and  the  fact  that  the  Wilson 
collar  supplied  a  want  in  the  mecbauical  construction  of  a  collar  which 
had  been  felt,  and  that  many  arrangements,  more  or  less  successftil, 
had  been  devised  to  try  and  attain  the  result  attained  by  the  Wilson 
collar,  go  'very  for  to  show  that  no  collar  known  to  the  trade  prior  to 
the  Wilson  collar  could  have  been  substantially  the  Wilson  collar,  or 
it  would  at  once  have  been  taken  up  and  have  met  with  the  same  suc- 
cess which  attended  the  Wilson  collar.  On  this  view,  and  on  the  evi- 
dence of  Mr.  Coon,  taken  as  a  whole,  about  this  Lowery  collar,  it  can- 
not be  held  to  have  been  shown  satisfoctorily  that  the  defendants'  col- 
lars existed  in  tliat  collar  before  Wilson's  invention. 

Mr  Merwin  testifies  that  he  sold  some  finished  four-in-hand  collars 
with  wide  batids  to  a  custoiner  named  Beach  in  1870 ;  that  at  the  re- 
quest of  Beach  the  central  part  of  the  liand  behiud  was  then  cut  out  with 
scissors,  and  a  slit  for  a  button-hole  was  cut  above  in  tlie  body  ot  the 
collar  in  one  or  more  of  those  collars ;  that  the  collar  was'  not  then 
stitched  up  in  Merwiu's  store,  nor  the  new  button-hole  worked ;  that 
he  never  made  any  of  such  collars  of  the  new  cut  to  sell ;  that  he  never 
had  any  in  bia  store  for  salo  during  1S76  and  1877,  tmd  that  he  does 
not  know  of  any  collars  ever  being  on  the  market  for  sale  made  by  cut- 
ting oat  such  part  of  the  band  on  the  four-in-hand  collars.  No  original 
collar  so  cnt  out  at  the  time  is  produced.  Mi:,  Merwin  now  takes  a 
fonr-in-haud  collar  and  marks  on  it  with  a  lead-pencil,  and  says  the 
change  was  "about  like  that,"  and  that  "it  was  out  ont  by  that  line, 
about  as  nearly  as  I  can  judge."  Mr.  Merwin  says  also  that  he  either 
marked  ont  such  a  collar  or  cut  out  a  pattern  to  make  some  by  and  sent 

»  0  p  C^ooglc 
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it  to  Mr,  Criseey.  Mr.  Crissey  states  that  Mr.  Merwiu  in  the  enmmer 
of  187G  cnt  out  in  his  xireseiice  a  four-iuliaud  collar,  cutting  tbe  bot- 
ton-liole  in  the  body  above  the  band ;  that  he,  Orissey,  had  two  dozeus 
of  such  collai's  made  at  bis  factory  in  Iroy,  and  that  be  sold  some  of 
them,  "if  my  memory  serves  me,"  and  used  part  of  them  foreampIeB- 
He  does  not  describe  the  collar.  He  is  made  by  leading  qnestions  to 
testify  thus : 

15  Q.  Was  the  Bbape  of  Ibe  collar  bo  cut  out  eimilar  in  pdnciple  nud  de«ign  to 
defeudantii'  Exhibit  No.  4t    (Eshibit  No.  4  being  shawu.)    A.  I  should  tay  that  it 

in  Q.  It  nasDummed  in  agraduated  curve  toward  the  centeriu  that  form,  wasitt — 
A.  Yes,  siT. 

M  Q.  And  in  tbe  collar  yon  manufaotured,  as  testified  tohyyoa,  they  were  narrowed 
dotvu  towaid  tbe  centei ;  w«re  they  uai'rowed  down  or  not  toward  tbe  center  iu  the 
IhmI.v  of  the  collarT — A.  Yes,  sir;  as  nearly  as  I  nmember  now. 

He  says  that  he  sent  tbe  two  dozens,  when  made,  to  Merwin  &  Co. ; 
but  Merwin  testifies  to  nothing  of  that  kind.  On  tbe  contrary,  he  says 
that  he  never  had  any  in  his  store  for  sale  in  18T6  and  1877.  Mr.  Cria- 
sey  afterward  produces  a  di-awing  made  in  September,  1875,  of  the 
collar  to  which  he  says  be  refers ;  but  iio  original  collar  is  produced. 
It  does  not  axipear  that  any  were  sold  in  the  finished  state  or  how  they 
answered  the  purpose  aimed  at.  Exhibit  ^o.  4  and  Exhibit  ISo.  19  are 
produced  as  showing  the  collar  referred  to.  Tbe  forewoman  of  Cris- 
sey's  factory  in  187g,  having  charge  of  the  sewing  and  turning  and  bind- 
ing of  the  collars  and  making  button-holes  in  them,  says  that  she  saw 
no  collar  there  like  either  exhibit  in  1875  or  1876  or  1877.  The  womau 
who  says  she  cnt  all  the  button-boles  in  speciul-order  collars  made  in 
Crisse^s  factory  in  1S75  and  1S76,  says  she  never  saw  such  collars  aa 
Exhibit  No.  4  and  Exhibit  No.  19  there,  and  never  cut  bnttou-holes 
there  placed  like  the  button-holes  in  those  exhibits. 

In  view  of  the  Toregoing  testimony  and  of  the  evidence  that  this  cut- 
down  four-in-hand  collar,  whatever  it  was,  attracted  no  attention  in  the 
trade,  so  aa  to  make  any  demand  for  it,  and  of  the  great  demand  that 
at  once  arose  for  the  WUson  collar  when  it  became  known,  it  must  be 
held  that  it  is  not  established  that  the  Wilson  collar  is  anticipated 
by  anything  done  by  Merwin  or  by  Grissey,  or  that  the  defendauts' 
collars  are  shown  to  have  existed  in  any  collar  got  up  by  Merwin  or  by 
Crissey. 

I  see  no  sufficient  evidence  that  a  collar  like  No.  IS  anticipates  the 
Wilson  collar. 

As  to  Exhibit  No.  17 — ^the  Herald  collar  cut  down  by  Townsend — the 
evidence  is  not  satis&ctorj'  that  this  Identical  collar  No.  17  was  not 
cut  down  after  Wilson  made  his  invention.  No  collar  cat  down  by 
Townsend,  except  No.  17,  is  produced.  As  to  the  others  which  Town- 
send  cat  down,  all  rests  in  memorj'.  Tbe  exact  shape  and  fit  and  oper- 
ation of  them  cannot  be  told.  He  merely  says  he  cut  them  out  in  the 
back  to  lower  them,  or  had  them  cut  out.    He  evidently  regarded  them 
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ae  exiMiimental,  for  he  says  lie  did  uot  wenr  tliem  loiig  and  got  collars 
of  aaotbet  style.  They  stiggestpil  to  no  one  the  idea  of  luakiug  any  like 
them  for  sale.  The  case  is  uot  like  tliat  of  Coffin  v.  Off<Jm  (1$  Wall., 
120),  where  Brbe  regarded  his  lock  as  a  i^i-fect  and  comiilete  invention, 
It  is  controlled  by  the  principles  ivliich  governed  in  Gaylor  v.  Wilder 
(10  How.,  477);  Hall  v.  Bird  (0  Blatchf.,  C.  C.  E.,  438);  CahooH  v.  Ring 
{1  Clifford,  5»3,  Oil,  612);  and  Hartghorn  v.  Tripp  (7  Blatohf.,  C.  C.  E. 
120). 

The  same  obserratioas  dispose  of  the  cutting  oat  of  the  four-in-liaud 
collars  which  Parker  caused  to  be  done. 

The  duplex-curve  collar,  of  which  the  "  UuiplM  "  (Exhibit  Tfo.  0)  may 
be  taken  as  a  specimen,  does  uot  anticipate  the  Wilson  iuveiition.  As 
before  remarked,  it  is  not  the  design  or  outliue  of  tlie  whole  collar,  com- 
l>ose<l  of  body  and  band,  that  is  patented  by  Wilson.  The  diiples-cur\'e 
collar  has  no  such  an-aiigement  of  band  as  the  Wilson  collar  has.  It 
ha»  a  baud  of  substantially  uniform  width,  though  not  a  straight  band, 
the  lower  line  of  the  band  being  a  diiplex  curve  and  the  npi>er  line  cor- 
respoudiug  with  Uie  lower  line  as  far  as  the  upiwr  line  extends.  This 
is  doubtless  the  "  old  style  curved  band"  mentioned  in  the  Wilson  speci- 
fications. There  is  novelty  and  utility  iu  the  Wilson  collar,  resulting 
from  the  bands  iu  it,  beyoud  what  is  fouud  iu  the  duplex -curve  collar; 
and,  besides  that,  the  duplex-curve  collar  did  uot  have  the  button-bole 
iu  the  bod}-  of  the  collar. 

Defendants'  Exhibits  Xos.  22,  23,  and  24,  and  the  English  Lawrence 
patent  do  not  anticipate  the  WiUon  iuveutiou,  as  clearly  appears  fivm 
the  teatimony,  in  connection  with  plnintifi's  Exhibits  iT  y,  O  O,  P  P, 
Q  Q,  Md  E  E. 

The  plaintiff  is  entitled  to  maintain  t\m  suit  in  his  own  name.  It  is 
not  shown  that  any  one  else  has  any  title  to  the  patent.  There  must 
be  a  decree  ip  favor  of  the  plaintiff'  for  a  i>eri>etual  injunction  and  an 
accouBt  of  profits  and  damages,  with  costs. 


The  Goodybab  Dental  Vulcasitb  Company  v.  Datis. 

Decidtil  Xoniitber  39,  ie80. 
19  O.  G.,  Ml 

1.  The  invention  oovei'ed  by  Reisaiie  Letters  Pnteut  No.  1,'Mi  agaiu  coustrueA  to  be  a 
prodQct  or  iiiauufactuve  uinJe  iu  ft  defiueA  uaiiDer,  and  uot  a  product  alooe, 
Beparat«d  from  the  proceas  by  wLicli  it  i>>  created. 

2._Tbe  process  detailed  iu  the  descriptiou  of  a  patent  autecedeut  to  tUe  claim,  ffid 
referred  to  therel);r<  >^  a^*  luuck  a  part  of  tbe  iiiventiuu  an  are  the  materiaU  of 
wLich  the  pi'oduct  is  composed.  Both  ttre  necessary  eleuieuts  of  the  inTeation, 
aud  both  the  material  of  -irhich  the  product  in  composed  or  its  eqalvalent  and 
the  process  at  constructing  the  product,  or  au  equivalent  prooeai,  most  be  em- 
ployed to  constitute  nn  iuftiugement. 
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3.  A  pkteut,  like  any  other  u-rittcu  limtrnmeot,  ninst  be  juterpnted  by  it4  o^n  teraiB; 

bnl  wheu  a  pntrut  beai-a  nu  Its  Taco  a  pnrticnlar  coiistmctlou  it  ts  reasonable  t» 
hold  tbiit  this  construction  niny  be  coDtlniied  by  vital  the  patentee  said  wben  Iw 
irai  makinii;  Lin  a]>plicHtloii ;  aiiil  for  tbls  purpose  the  correni^udeaee  bettveen 
ail  applicaiit  mid  the  Coaiiutsslouer  inaj'  be  employed,  altliongb  ench  ccireex)oiid- 
eiice  nonld  not  be  allowed  to  enlarge,  diminish,  or  -vary  the  langnage  of  tb« 

4,  Doubts  expressed  na  tairhethercelsaned  letters  i>atent  can  be  snstalned  when  they 

contain  clatnin  irliicb  have  onoe  been  fbruially  disclaimed  by  the  patentee  or 
rejeoted  with  his  ncquiescenee  and  he  has  consented  to  such  objection  in  order 
to  obtain  his  ]iatcul. 
C.  WbetlKr  or  not  eiiiiivalents  are  claimed,  a  patentee  is  protected  against  eiiairaleut> 
of  any  pnrt  of  bin  invention.  Bat  vrben  a  pnxlnct  arrived  at  by  certain  detined 
stn^siir  t'locesses  is  patented  only  those  things  can  be  considered  eqniraleat* 
for  the  i^ttUTiente  of  the  nianubctnie  which  perform  the  same  function  in  Hab> 
stontlally  tb^  same  way. 

Apfbal  from  the  Circuit  Oonrt  of  tb«  Uiiited  States  for  the  District 
of  Massachusetts. 

Mr.  Henry  CViford  and  Mr,  B.  F.  Lee  for  the  appellant. 
Mr.  H.  BaUhcinJr.,  niiil  Mr.  W.  D.  Sbipmaa  for  the  appellee. 

Mr.  Justice  Stroxo  delirered  the  opiuioii  of  the  Goart: 
The  invention  described  in  the  Cumiiiings  reissue  patent  is  claimed 
in  the  wonls  following: 

The  plate  of  bard  mbber  or  vnlcanite  or  its  cqiiivaleut  for  holding  artiflcial  teeth 
or  teeth  ami  giiirnt,  snbstantially  as  descrilicd. 

The  claim  cannot  be  understood  without  reference  to  the  detaUs  gireii 
in  the  epeciflcatiou.     In  that  it  is  said  to  consist — 

In  folmini;  the  plate  to  which  the  teelb  or  teeth  and  gnnis  are  attached  of  bard  nib- 
tier  or  "rulcanite,"  so  cnlletl,  an  elnstio  material  possessing  and  rataiuing  in  ose  euf- 
Soient  rigidity  for  the  piirjioee  of  mastication,  and  at  the  same  time  being  pliable 
enongh  to  yield  a  little  to  the  motions  of  the  month. 

The  mode  of  forming  the  plate  is  then  minntely  describetl.  The 
earlier  steps  of  the  process  need  not  be  particularly  noticed. .  They  re- 
late to  the  formation  of  a  plaster  inoUl  fitted  to  the  corresiKtnding  part 
of  the  month  with  the  artificial  teeth  adiiering  in  the  mold  iu  exactly 
the  relative  xwsition  they  are  to  occnjiy  in  the  hard-rabber  plate.  The 
sijectfication  then  proceeds  as  follows; 

The  teeth  are  provided  with  pins  projecting  there&om  in  sncb  a  manner  that  the 
rubber  which  is  to  constitute  the  plate  will  close  around  them,  and  by  means  of  them 
bold  or  secure  the  teeth  permanently  iu  position.  The  plaster  mold  with  the  teeth 
adhering  therein,  aa  Just  described,  is  now  filled  with  soft  rubber,  a  little  at  a  time, 
pressed  in  with  the  fluger  ca  in  any  other  convenient  way;  and  eare  is  to  be  taken  that 
the  rubber  is  made  to  completely  fit  into  the  cavities  and  aronnd  the  protubemuces, 
includini;  the  ]>init,  and  is  tilled  in  to  the  thickness  or  depth  desired  to  form  the  plate. 

I  then  [says  the  patentee]  lock  the  mbber  plate  in  position  by  shntting  tbe  other 
half  of  the  plaster  mold  over  it,  to  insure  Its  retaining  its  exact  form  while  nonulng, 
and  then  Iteitt  or  bake  it  in  an  oven  or  any  other  suitable  way.  The  soft  mbber  or 
gum  10  inserted  into  the  mold  is  to  be  compounded  with  snlpfanr,  mbber,  A,e.,  iu  the 
nuumer  itreaoribed  in  tbe  patent  of  Kelson  Goodyear,  dated  May  6,  A.  D.  Ifffil,  for 
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■uiking  hutl  mbber,  and  1«  to  be  gnl^ected  ti>  Hufflcleot  best  to  vulcuiize  or  hacden 
it,  nibateutUll;  oa  direolM  in  tbat  pateut.  It  ig  bIbo  to  be  colored  in  imitatioii  of  tbo 
nktanl  gams  b;  mixing  it  irlth  Temiillon  or  otber  miltablo  coloring-matter  vhlle  iu 
tbe  soft  state.  Aflet  the  jilate  ban  been  beatcd  Bafflclently  to  harden  It  or  convert  It 
Into  bard  rubber  or  "TnlcoDlte,"  so  callrd,  the  mold  Is  removed  and  the  plate  is  pol- 
lihed  ready  for  nse. 

Sncli  ia  tlie  descriiitioii  both  of  tlie  material  of  wliicli  the  plate  ia 
fonned  and  of  the  method  or  process  by  which  it  is  made. 

We  had  occasion  in  Smith  v.  6oodi/ear  Dental  Vvlcanite  Company  et  al. 
<93  TJ.  S.  Bep.,  486)  to  coiistnie  this  patent  and  determine  what  the  in- 
vention claimed  ami  patented  i-eally  was.    We  held  it  to  be — 

A  set  of  artittoiot  teeth,  nsinien'artioleof  niaunfactnr6,<!ousUtiugof  aploteof  hard 
mbber  vith  teeth  or  teeth  ami  gitmiBecnredtberet'O,  In  the  manner  desert  bed  in  the  sped- 
tleatimi,  by  embedding  the  teeth  aodpijumavDlcaniubla  componiid,  so  that  it  shall 
snrronud  them  ivbile  it  Is  iu  a  soft  state,  Iwfbre  it  is  viUoanizeil,  nud  so  that  when  it 
fans  been  vnlcnuized  tlio  teetL  aru  flnnl}'  and  iusepamlil.v  secnred  iu  the  valcnalte  aud 
a  ti|;ht  Joiut  is  eflected  betiveeii  them,  tlie  wbolu  constituting  bnt  one  piece. 

We  siiid  "the  invention  ia  a  prwliict  or  nunnifiictin«  made  in  a  defined 
iiiuuiier.  It  is  not  a  jtrodiict  alone,  separated  fn»m  tlie  iirocess  by  which 
it  is  ci'eoted."  The  process  detailed  in  the  descrijition  antecedent  to 
the  claim,  ami  refen'e<l  to  therulij',  \»  as  much  a  part  of  tlie  im'entiou 
as  are  the  materiiils  of  wliicli  tlie  plale  or  jirwlnct  is  coiniiosed.  Both 
are  ni-t-essary  elements  of  it.  Hence  to  constitnte  an  infringement  of 
the  patL'ut  both  the  material  of  which  the  dental  i>Iate  ia  made  or  its 
equi  valent  and  the  pi'ocess  of  eoiiNfrneting  the  plate  or  a  process  equiva- 
lent thereto  must  be  employed.  It  is  thei'etbi'e  essential  to  a  correct 
determination  of  this  case  to  consider  wliat  was  the  material  made  by 
the  i>atentee  an  element  of  his  invention  aud  wliat  can  l>e  cousidei-ed 
an  equivalent  therefor. 

It  is  iniiMtssiblc  to  I'ead  the  si>ecification  of  the  original  patent  or  that 
of  the  leissiie,  upon  which  this  suit  is  founded,  wilhont  the  conviction 
tliat  the  patentee  had  iu  mind  primarily  a  single  substauce  for  his  mate- 
rial, and  that  one  of  a  i>eculiar  character,  itself  a  comi>ound  discovered 
and  patented  not  long  before.  Thus  in  the  origioal,  which  was  loosely 
^rawn,  the  invention  was  said  to  consist — 

Iu  furraliig  the  plate  aud  jfiiiiH  to  which  tlie  teetli  are  attached  of  niWier  or  some 
other  elastic  uititerial  ko  indurated  as  to  be  rigid  enough  for  the  pnr|>(<»e  of  mastica- 
tion and  pliable  cnoiiglr to  yield  a  little  to  the  motloneof  tbcninntit,  mid  in  one  piece, 
the  teeth  Ifcing  embedded  iu  tbe  elastic  malerinl  while  the  said  uiaterial  is  Iu  a  soft 
conditiou,  niul  then  baked  with  the  gums  and  plate,  so  tlut  the  teetli,  guuia,  aud  pUte 
will  all  lie  eoiiuectod,  fonning,  as  it  vren,  one  pivoc. 

And  again — 

Tbe  gilntc  and  guuiB  are  formed  of  one  piece,  and  of  rnbber  and  the  coui]Ktands  com- 
■mouiy  euiiilofed  therewith,  or  of  gnttn-iivi'cha,  or,  iu  fact,  oi  any  elastic  substance 
wbii-li  cnu  beredncedto  asofteonditiou,  audtlienvnlcauixodorbacdeDed  sufHoieDtly 
til  unower  tbe  purpose.  The  nililicr  or  other  lunterial  lined  is  tint  molded  to  fit  the 
shape  of  the  month,  and  tbe  gume  formed,  and  while  itoft  and  [ilinble  the  teeth  are 
eniliediled  in  the  gums.  •  •  ■  Tlie  teeth,  gums,  and  j>!iite,  Vehig  thus  connected, 
ATB  theu'bnkeil  until  the  elastic  material  l-eeomes  BuBlcieulIy  viilcaniied,  when  tbe 
proeeei  is  completed. 
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The  clfiini  also  expressed  tlie  same  thongbt.    It  was — 

Forming  tbe  plate  and  gitmi  in  whIcL  ihe  teeth  aie  inserted  in  one  piece  of  liard 
mbber  or  vDlconite — i.  «.,  an  eloitie  tnaterisl  nliich  can  be  hardened  snfBvlentl.v  for 
maaticittion  and  retain  a  portion  of  itt  eiaaticitf,  eo  as  to  yield  a  little  to  tbe  motioit 
of  the  month — as  Uerein  ut  forth,  and  for  the  pnrpoaes  apecifled. 

ThoQgh  the  specificatiou  spoke  of  mbber,  or  mbber  and  its  compounds 
comiuoDly  employed  therewith,  or  of  gntta-percha,  or  of  any  elastic  snb- 
staoce  that  can  be  reduced  to  a  soft  condition  and  theu  vuloaiiized  or 
hanlened  snfflciently  to  answer  the  porpose,  it  is  evident  only  aiich  snb- 
BtaDces  were  intended  as  are  either  sett  Id  their  natural  condition  and 
capable  of  rtilcauizatiou,  or,  if  hard  naturally  and  redaced  to  a  aofb 
state,  were  then  capable  of  being  vulcanized  or  hardened  by  baking. 
The  description  implies  an  exclusion  of  all  snbstances  which  have  not 
Buch  capabilities.  If  not,  then  gold  plates  would  have  been  within  the 
patent,  if  tlie  material  only  be  considered,  for  gold  is  elastic  when  in 
thin  plates.  It  is  capable  of  being  reduced  to  a  soft  condition,  and  it 
hardens  by  cooling;  but  it  does  not  harden  by  heat  or  baking,  nor  is  it 
capable  of  vulcanization. 

If,  now,  we  tinu  to  the  si)eciflcation  and  claim  of  the  reissued  patent 
{which,  of  course,  cannot  be  more  comprehensive  thau  the  original,)  it 
will  be  fonnd  that  the  material  is  still  more  distinctly  and  exclusively 
pointed  out.  The  material  is,  so  far  as  )>ossib1e,  restricted  to  a  snb- 
Btance  either  ^nilcanized  or  capable  of  nilcanization.  There  the  inven- 
tion is  said  to  consist  "in  forming  tbe  plate  to  which  the  teeth  or  teeth 
and  gums  are  attached  of  haixl  rubber  or  '  \-nlcanite,'  so  calle<l — an 
elastic  material"  of  certain  capabilities  mentioned.  Sot  an  intimation 
is  given  that  any  other  substance  than  hard  rubber  or  its  synonym,  vul- 
canite, would  meet  tie  requirements  of  the  invention.  Throughout  the 
specification  the  patentee  speaks  again  and  again  of  his  invention  as  a 
hard-mbber  plate,  and  he  describes  minutely  the  process  or  mode  of 
making  it.  After  having  mentioned  the  arrangement  of  the  teeth  in  a 
a  mold,  he  says : 

The  f  Inater  mold  wirh  tbe  teeth  ndhering  therein  is  now  filled  with  soft  rubber,  a 
little  at  a  time,  pressed  in  with  the  finger  or  in  any  other  convenient  way,  &c.  I  then 
look  the  rubber  plate  in  position  by  shutting  tbe  other  half  of  the  plaster  mold  over 
it  to  iusnre  its  retaiuiu;;  its  exact  form w  bile  n-nmiiug,  and  then  heat  or  bake  itiu  aa 
oven  or  in  any  other  siiitabie  way.  The  soft  mbber  or  gum  so  inserted  in  the  mold  is 
to  be  compounded  witli  sulphur,  rubber,  &c.,  in  the  manner  prescribed  in  the  patent 
of  Nelson  Goo<lyear,  dated  May  6,  A.  D.  18&I,  for  making  hard  rubber,  and  is  t«  b« 
snbjected  to  sufflcieut  heat  t«  vulcanize  or  harden  it,  aubatautially  as  directed  in  that 
patent. 

Thus  it  appears  that,  whatever  tbe  material  nsed  in  the  construction, 
a  dental  plate,  aceonling  to  the  patent,  was  required  to  andergo  a  pi-o- 
cess  of  vulcanization  in  the  mannfactnre,  and  t«  be  made  what  it  is, 
whether  denominated  "rubber,"  "  hard  rubber,"  "vulcanite,"  or  other 
etaetio  material,  by  that  process.  Every  substance  not  capable  of  vul- 
canization by  that  process  was  therefore  necessarily  excluded  from  the 
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reach  of  the  patentee's  inventiou.  Xotbing  conld  more  plainly  show 
that  a  dental  plate  made  of  any  other  mat«rial  than  a  compoand  vul- 
canized according  to  Nelson  GhxKlyear's  process  was  intended  by  the 
patentee  aud  by  the  Patent  OfBce  to  be  corered  by  the  patent.  By 
Goodyear's  patent  caontchonc  or  soft  rubber  Is  converted  into  hard  rub- 
ber— that  is,  vulcanized — ^by  mixing  enlphnr  with  it  in  abont  the  pro- 
portions of  from  four  ounces  to  a  half  ^wnnd  of  the  former  to  a  pound 
of  the  mbber,  and  then  heating  the  compound  during  a  jteriod  of  fW>m 
three  to  six  hoars  to  the  temperature  of  from  260°  to  275<3  Fahrenheit. 
The  use  of  that  process  was  made  indispensable  to  the  invention,  and 
it  was  the  product  of  that  which  was  the  material  of  which  the  patented 
plate  is  constructed.  If  when  the  patent  was  granted  there  were  known 
substances  other  than  rubber  or  caoutchouc,  gatta-percha,  or  gams  that 
conld  be  valcsnized  by  the  Goodyear  process  and  converted  from  a  soft 
into  a  hard  elastic  material,  any  nse  of  that  material  for  a  dental  plate 
might  have  been  an  equivalent  for  the  Gnmmings  material  and  an  in- 
firiogement  of  his  patent. 

This  construction  of  the  patent  is  confirmed  by  the  avowed  nnder- 
standing  of  the  patentee  expressed  by  him  or  ou  his  behalf  when  his 
application  for  the  original  patent  was  pending.  We  do  not  mean  to  be 
understood  as  asserting  that  any  correspondence  between  tlie  applicant 
for  a  patent  and  the  Commissioner  of  Patents  can  be  allowed  to  enlarge, 
diminish,  or  vary  the  langnage  of  a  patent  afterward  issued.  Undoubt- 
edly a  patent,  like  any  other  written  instrament,  is  to  be  interpreted  by 
its  own  terms ;  bat  when  a  patent  bears  on  its  face  a  particular  con- 
stmctiun,  inasmnch  as  the  specification  and  claim  are  in  the  words  of 
the  patentee,  it  is  reasonable  to  hold  that  such  a  construction  may  be 
confirmed  by  what  the  patentee  said  when  he  was  making  his  applica- 
tion. The  understanding  of  a  party  to  a  contract  has  always  been  re- 
garded as  of  some  imi>ortance  in  its  interpretation. 

In  his  letter  to  the  Commissioner,  under  date  of  July  30, 1855,  wrifc 
ten  by  his  attorney,  after  striking  out  all  reference  to  gntt-a-percha,  he 
said : 

I  belt  the  Offlce  not  to  consider  that,  IjecBuse  gnttft-peroha  has  been  nsed  heretofore 
with  artiflclsl  teeth,  Mr.  CnmrniDgs's  iovention  is  therefoie  the  mere  Babstitatlon  of 
ona  anhvtuice  for  tmotbe^  end  a  simiUr  one. 

The  vulcanizing  process  makes  all  the  difference  and  changes  tiie 
article  of  manu&cture  entirely.  So  in  his  letter  of  the  same  date  he 
amended  his  specification  so  as  to  make  it  read : 

I  do  not  claim  the  n«e  at  gutta-percha  or  of  an;  material  which  is  merely  rendei«d 
plastie  by  heat  andharduiedjity  cooling  in  the  mannfactnreof  seta  of  nrtifloial  teeth; 
bnt— 

What  I  do  claim  aa  my  Invention,  and  desire  to  haveseenred  to  me  by  letten  patent, 

TbeimproTcnieDtin  the  manufoctiireof  seta  of  mineral  or  other  artlAcial  teeth  which 
conaiatA  in  combining  them  with  a  rubber  plate  and  gums  which  (after  the  Insertion 
of  the  teeth)  are  vnloanized  by  Ooodjear'a  prooesa  or  any  other  process. 
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Ob  a  renewed  spplicatioa  Dr.  Cummiugs  was  iuformed  tliat  tlie  Of- 
fice would  not  oliject  to  the  admission  of  a  claim  limited  to  the  use  of 
vulcanized  or  hard  rubber.  In  resiKinse  to  tliia  be  amended  bis  claim 
by  inserting  the  word  "hard"  before  "rubber,"  pud  also  by  striking 
out  the  word  "other"  before  the  words  "elastic  material"  iu  the  claim 
as  previously  made,  and  aubstitutiug  therefor  the  words  "  vulcanite — i.  e., 
au,"  so  as  to  make  it  read  "  forming  the  plate  and  gums  in  which  the 
teetli  are  iuserted  in  one  piece  of  hard  rubber  or  rulcuutte~-i.  e.,  an 
elastic  material."  Thus  the  patent  was  granted.  In  view  of  this  there 
can  be  no  doubt  of  what  Oummiugs  understood  he  had  iiateiited,  and 
that  both  he  and  the  Commissioner  regarded  the  i>ateut  to  be  for  a 
mauufocture  made  exclusively  of  vulcanites  by  the  detailed  process. 
We  think  this,  to  some  extent  at  least,  tends  to  confirm  the  conclusions 
.  at  which  we  bare  arrived  in  interpreting  the  patent  by  ittt  own  language. 
Indeed,  we  hare  heretolbre  expressed  doubts  whether  reissued  letters 
patent  can  be  sustained  in  any  case  where  they  contain  claims  that 
have  once  been  formally  disclaimed  by  the  patentee  or  rejected  with 
his  acqaiesoeuce,  and  be  has  consented  to  such  rejection  in  order  to  ob- 
tain his  letters  patent.  Legyeft  v.  Arerif,  101  U.  S.  Eeps.,  2iHi.  If  these 
doubts  be  well  founded  and  tli?  claim  of  the  reissued  tetters  now  before 
us  be  what  these  compliunauts  iusiBt  it  is — a  claim  for  the  use  of  any 
other  material  than  vulcanite,  or  some  substance  capable  of  vulcaniza- 
tion— another  questiou  might  arise  ivsiwctiug  the  validity  of  the  I'eissue. 

We  have  extended  our  remarks  sufficiently  upon  this  branch  of  the 
case.  It  remains  to  inquire  whether  the  mannfaetui-e  by  the  defendant 
of  dental  plates  out  of  the  material  known  as  "  celluloid  "  or  "  solid  collo- 
dion "  is  an  infringement  of  the  Cummings  reissue.    We  thiuk  it  is  not* 

Celluloid  is  a  unhstance  of  a  comparatively  recent  discovery,  Whether 
it  was  known  at  the  time  Cummings  made  his  invention,  or  e^'en  at  the 
time  when  bis  original  patent  was  granted,  we  do  not  cate  now  to  in- 
quire. It  is  sufficient  for  this  case  that  we  consider  what  it  is.  It  is  a 
compound  of  vegetable  fiber,  cellulose,  or  gun-cotton.  TJndoabtedly  it 
can  be  employed  for  manufacturing  dental  i>lates  and  as  a  base  for  ar- 
tificial teeth.  9ucb  a  plat*  may  have  the  fineness,  lightness,  and  elas- 
ticity of  a  plate  made  of  hard  rubber  by  the  Cummings  process ;  but  it 
is  a  substance  very  different  from  hard  ndtlier,  and  it  is  incapable  of 
the  same  manipulation.  It  is  not  vulcanite,  and  neither  it  nor  its 
ingi'edieuts  are  capable  of  being  vulcanized.  It  contains  no  sulphur  or 
rubber.  None  of  its  constituents  ai-e  vulcanizing  agents.  Camphor 
does  not  peifurm  the  function  of  sulphur.  Under  the  action  of  heat 
its  tendency  is  to  soften  the  comxHtiinded  mass  rather  than  to  harden 
it,  as  salplinr  does  rubber.  AMicn  the  ingredients  of  celluloid  are  com- 
pounded the  product  is  hanl,  unlike  caoutchouc  or  gums  generally,  and 
heat  softens  rather  than  lianleus  it.  ^Vhen  employed  iu  manufacturing 
denul  plates  the  pi-ueess  is  wholly  unlike  that  employed  iu  making  hard- 
robber  or  vulcanite  plates.    It  is  put  into  a  mold,  it  is  true,  such  M 
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Tas  kuown  aod  in  use  iDefore  the  Gumniiugs  invention,  bat  it  is  pat  in 
iu  a  hard  state,  in  its  natural  couditiou,  and  iiot  soft  or  plnstlc  aad  ca- 
pable of  being  pressed  around  tite  teetli.  The  mold  cannot  be  closed 
until  heat  is  applied.  When  that  is  a]^>plied  the  jaws  of  the  mold  are 
gradually  screwed  together  as  tlie  celluloid  softens,  aud  when  the  jaws 
come  together  the  plate  is  completed.  Tbe  process  requires  pressm-e 
in  addition  to  heat  iu  order  to  reduce  the  plate  to  shape  aud  compress 
it  aroand  the  teeth.  There  is  no  heating  for  houi-s,  as  is  neoea8ar>-  iu 
the  ^iilcauizing  process.  Tbe  work  is  done  in  a  few  minutes.  When 
allowed  to  cool  it  is  the  same  bard  and  bony  substance  it  was  before  its 
manipnlation,  and  in  this  resjiect  also  it  is  unlike  ^'ulcauite.  It  is  ob- 
vious from  all  this  that  neither  iu  the  nature  of  the  material  of  which 
it  is  made  nor  in  the  process  of  mannfnctm«,  which  is  an  essential  part 
of  the  Cninmings  iuventiou,  as  we  huve  seen,  is  the  celluloid  plate  sub- 
stantially tbe  same  as  one  made  of  hard  rubber.  23'or  is  tlte  celliUoid  an 
equivalent  for  hard  rubber,  for  the  reasons  already  suggested,  that  it 
is  not  capable  of  vnloanizatiou,  and  that  it  cannot  be  made  into  a  plate 
by  the  process  prescribed  by  Cnmniings.  It  niny  be  conceded  the  pat- 
entee is  protected  against  equivalents  for  any  part  of  his  invention. 
He  would  be  whether  he  had  claimed  them  or  not.  Biit  when  a  product 
arrived  at  by  certam  defined  stages  or  processes  is  patented,  only  those 
things  can  be  considered  equivalents  for  tbe  elements  of  the  manafact- 
ore  which  perfiirm  the'  same  function  in  substantially  the  same  way. 
The  same  resnlt  may  be  readied  by  diffei-ent  processes,  each  of  them 
patentable,  and  one  process  is  not  in&inged  by  the  use  of  auy  number 
of  its  stages  less  than  all  of  them. 

In  view  of  these  considerations  we  are  constrained  to  rule  that  a  cel- 
luloid dental  plate  is  not  an  infringemeut  of  the  Ounimiugs  patent. 
Celluloid  is  not  an  equivalent  for  the  material  which  the  patent  makes 
essential  to  the  iuveution,  and  in  the  use  of  it  for  a  dental  plate  the 
process,  which  is  inseparable  from  the  iuveution,  is  not  aud  cannot  be 
employed.    Tbe  decree  of  the  eii-cuit  court  is  therefore  afHnned. 


(United  Bhitn  Clroutt  Court— SoutlierD  Ulatrict  oty«w  raik-l 

F[SK  ET  AL.  V.  The  West  Beadlby  add  Cauv  SlANUFACTUBiNa 

COMPAKY. 

DtcUIed  Jpril  i%  18<M). 

19  0.  0.,  545. 

1.  Where  »  bill  is  takeu  pro  eoufttto  aiul  the  case  ret't-rred  to  a  luaiUr  to  awertaiit 
the  com  plain  auts'  damages  mid  the  ilefeuilniitii'  profits  arisiug  tVooi  iufiiiige- 
ment  of  a  pateut,  nud  the  coiuptaiuaute  fail  to  make  satisfactory  proof  thereof 
before  the  master,  he  can  ivport  ouly  uoiiiiuni  dauinges  against  the  defendants. 
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2.  In  SQcli  cawi,  if  tlie  compliuiiiinte  except  to  the  iDaBt«T'a  report,  and  tbeir  exceptions 
aie  overrnled  by  the  court,  they  will  be.allowed  coMs  to  and  inoltKliag  the  In- 
teriocntoiy  decree;  but  the  defendants  will  be  allowed  costs  thereafter,  the  one 
to  be  Mt  off  ogaiust  the  other  to  the  ext«Dt  of  its  amount,  and  the  excew  to  be 
recovered  of  the  partjr  against  mhom  it  exists. 

Mr.  W.  A.  Coursen  for  tli«  plamtiSs. 

Mr.  M,  B.  Andrut  for  tlie  defendant. 

master's  bsfort^ 

This  case  does  not  come  to  the  mimter  after  a  final  hearing  npon  pleadings  and 
proofs,  bnt  URon  a  deci«e  entered  nnder  an  order  taking  the  hill  pro  confeuo.  The  de- 
oree  therefore  does  not  Inform  the  master  precisely  in  what  the  inJUngement  ooitsists 
or  what  partionlar  snspender-ends  made  and  sold  bj  the  defendant  come  within  the 
lefeience  to  ascertain  the  damages  sustained  by  the  plaintiffi  or  the  profits  made,  by 
the  defendant. 

The  plaintiffs  have  produced  before  the  master  three  several  exhibits,  marked,  re- 
■peotlTely,  ''C,""F,'' and  "Y,"  alleged  to  have  been  purchased  from  the  defendant,  and 
whieh  they  claim  ini^ge  the  patents  upon  which  this  suit  is  brought,  and  for  the 
mauidkctare  and  sale  of  which  and  others  like  ti-em  damages  are  claimed.  The  in* 
fnngement  is  denied  by  the  defendant.  Experts  have  been  examined  before  the  master 
upon  this  point,  and,  as  is  nsual  in  snch  cases,  differ  in  opinion.  It  is  not  deemed 
necessary  by  the  master  to  determine  this  qnestion  of  difference,  for  in  the  view  of  the 
case  taken  by  him  it  is  immaterial.  The  complainants  have  been  nnable  to  show  sat- 
iMGaotorily  whM:  number  of  snspender-ends  like  -exhibits  "C,"  "T,"  and  "P"  the  de- 
fendant has  made  and  sold,  and  henoe  no  information  is  fdraiahed  ppon  which  any 
estimate  can  be  made  eitlier  of  the  profits,  if  any,  made  by  the  defendant  or  of  t-nf 
damages  snstained  by  the  complainants. 

The  master  is  compelled,  therefore,  to  report  that  the  complainants  are  entitled  to 
reoover  bat  tlie  nominal  damages  of  six  cents. 

Blatohfoed,  J.  ; 

I  see  DO  BTifflcient  gronods  for  iuterferiDg  witli  the  report  of  the  mas- 
ter in  tliis  case,  and  the  plaiutiffs'  exceptions  to  the  report  are  overruled. 
The  plaiutiffs  are  entitled  to  the  costa  of  the  cause  to  and  including  the 
interlocutory  decree,'  and  the  defendant  is  entitled  to  leoover  its  costs 
from  and  after  snch  decree,  the  one  bill  to  be  set  off  against  the  other 
and  the  difference  to  be  recovered  by  the  party  against  whom  it  exists. 


(ITottMl  states  Circuit  Court— Dltttlot  of  UsMsehnsetti.] 

Smith  et'  al.  v.  MEBKiAai  et  al. 

Decided  J»nuarg  22,  latil. 
19  0.  G.,  601. 

1,  Where  the  thing  shown  and  described  in  the  original  patent  and  in  the  reissue  la 
the  samej  bnt  in  the  original  has  been  claimed  with  all  its  features  in  combiua- 
tion,  the  patentee  can  in  the  reissne  modify  or  divide  his  clidms  so  •■  to  em- 
brace severally  the  distinet  features  of  the  thing  Invented. 

3.  The  case  of  Tht  9ianl  Powder  ComjMNjr  v.  The  Califwnia  FHfortf  AnaM.C 
«t  al.  (16  0.  Q.,  1339)  considered  and  commented  upon.  i3 
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3.  The  nioet  nntiirHl  conatnictioii  of  ths  lair  relattug  to  reissues  (Rev.  Stftta.,  aK. 

4916;  wonid  perhaps  be  tbat,  if  a  patent  ihonlil  be  iuoperatlTe  b;  reMon  of  » 
defective  ipeciHcHtion  or  iiivAlid  for  claiming  too  much,  the  defect  might  Im 
supplied  or  the  excessive  ctuoi  be  reduced  liy  reissue. 

4.  Bat  the  conrts  have  given  a  very  different  interpretntiou,  much  wider  in  most  re- 

spects and  iiarrower  in  only  one.  They  do  not  permit  a  defective  speciflcation  t» 
beaopplled  excepting  tern  the  drawings  or  model;  but  they  do  permit  the  claim 
to  be  varied  provided  the  same  inventioo  is  described  in  both  patents. 

5.  The  law  is  extremely  liberal,  perbaps  too  mnch  so,  and  has  lieen  much  abused ; 

bnt  if  we  change  it  suddenly  we  shall  maheadeatructlonof  tlttei  whlchltlstm- 
powible  to  contemplate  without  dismay. 

6.  Aa  to  the  mere  qnestion  of  the  necessity  for  a  reiMUe,  gnpposing  the  new  patent 

Itself  to  be  nnobjectionable,  the  decision  of  the  Commissioner  hat  always  been 
held  to  be  final,  and  this  for  an  nnanswerable  reason  that  no  patentee,  liowever 
honest  or  caiefhi,  can  be  safe  in  obtaining  a  reissue  if  he  is  to  be  informed  when 
he  gets  into  court  tbat  tbe  Judge  is  unable  to  see  why  he  should  have  snnen- 
dered  bia  first  patent.  Tbe  slighter  and  niore  obviously  unobjectionable  th» 
change  the  stronger  will  be  the  aignmeni  that  ther«  was  no  occasion  to  mahe 
It,  eo  that  honest  and  careful  patentees  will  be  the  most  likely  to  Buffer. 

7.  A  mistake  by  tbe  Commissioner  as  to  tbe  necessity  of  issuing  a  new  patent  is  not 

an  excess  of  Jurisdiction,  bnt  a  mistake  in  a  matter  clearly  within  his  jutisdic- 
tion,  aud  the  real  question  is  whether  it  is  one  which  tbe  conrts  will  correct  by 
destroying  a  new  patent  after  the  old  one  has  been  surreudered. 
B.  Urgent  reasons  of  Jnstlce  require  tbat,  upon  the  mere  qnestion  whether  tbe  paper 
called  a  reissue  sball  be  given,  the  finding  of  the  Commissioner  should  be,  as  tt 
has  hitherto  always  been  held  t-o  be,  conclnsive. 
9.  If  it  be  found  tbat  tbe  claims  of  the  original  patent  were  valid,  and  tbat  the  reis- 
ane  for  the  same  iuvention  states  tbe  claim  or  claims  in  a  difl'erent  way,  the  Irw 
is  well  settled  that  the  change  does  not  of  itself  vitiate  the  new  patent,  but 
that,  on  the  contrary,  tbe  original  claiuia  nra  conclusively  presumed  to  have 
been  made  as  they  were  thmugh  inadvertence,  accident,  or  uiistnke, 

1(L  It  has  been  broaght  out  a  tittle  more  decidedly  by  the  later  cases  that  the  inven- 
tion must  be  the  same;  bnt  it  bas  never  been  held  lu  the  Supreme  Coort  or 
any  circuit  conrt  that  the  Commissioner's  decision  is  not  Gnal  as  to  (he  propri- 
ety of  a  reissue  as  distlnguislied  trout  its  validity  upon  what  may  be  called  its 
merits,  or  tbat  the  claims  may  not  be  varied  to  express  tbo  real  invention. 

11.  The  claim  is  a  part  of  the  speeiHcatiou,  and  if  defective  may  be  amended. 

IS.  The  Reissue  No.  7,556,  to  Daniel  A.  Sutherland,  March  13,  lOTT,  for  "  improvement 
in  presser-t^t  for  sewing-machines,"  was  grDutedinorderto  enable  tbe  patentee 
to  claimtheaetnaloperatlonsof  his  tool  in  detail,  which  is  a  perfectly  legitimate 
reason  for  a  reissue  until  the  law  is  changed  by  Congress  or  the  Supreme  Court, 

Mr.  Oeorffe  L.  Roberta  and  Mr.  Eeiiben  L.  Roberta  for  the  complain- 
ants. 
Xr.  Edward  P.  Broirn  for  the  ddfeutlantH. 

Lowell,  J. : 

The  origmal  patent  in  thig  case,  ^o.  177,296,  dated  May  9, 1876, 
describea  a  presser-foot  for  a  aewing-macbiue  intended  tor  sewing  stay- 
strips  npon  boota  and  shoes.  These  »re  narrow  strips  of  leather  sewed 
orer  that  seam  of  the  tipper  leather  of  the  shoe  which  covers  the  heel 
or  the  instep  to  protect  the  seam  from  the  wear  of  the  dress.  The  t^trip 
is  folded  or  doubled  over  and  sewed  on  each  side  of  the  central  ridge 
or  projection  of  an  ontwanl-tumed  seam,  and  has  a  groove  on  each  side^ 
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iu  whicii  the  atitcltes  are  to  be  Inid.  The  preseer-foot  has  a  groove  to 
lit  the  projecting  seam  aud  two  ribs  or  "fillets,"  as  they  are  called  In 
the  original  pateut,  to  form  the  grooves.  The  bole  for  the  ueedle 
is  made  in  one  of  these  ribs.  Que  row  of  stitches  is  laid,  and  then 
the  work  is  tiwued  roiuid  and  the  stitches  are  laid  along  the  otiier 
edge.  All  this  is  shortly  bnt  snAicieutly  set  forth.  There  is  described, 
besides,  a  "folding  mouth,"  or  tiiiiuel,  through  which  the  plain  strip  is 
to  be  passed  iu  order  to  be  folded  or  doubled  over  into  the  requisite 
shape.    The  claim  is  for — 

A  wwiug-maehiiie  presser-foot  prorided  nitli  meana,  mibttantiftlly  as  deMiilied,  for 
(biding  and  chiuineling  a  seam-stay  piece,  snch  coDsistiDg  of  the  fillets  e  «  and  of  the 
folder,  composed  of  the  tapering  month  a,  [and]  the  partition  d,  all  being  arranged 
with  the  gnide-groo-ve  b  and  needle-hole/,  as  set  forth. 

Soon  after  this  patent  was  taken  out  it  was  found  much  more  eco- 
nomical and  convenient  to  fold  and  crease  the  stay-strip  by  a  separate 
machine  or  oi>eration,  aud  then  the  plaintiff  obtained  the  Beissue  No. 
7,538,  which  is  relied  on  in  this  case. 

In  the  reissue  the  operation  of  sewing  the  stay-strip  is  described  with 
morei^lluessofdetail  than  in  the  patent,  aud  the  single  i'lnini  isrexilaced 
by  three. 

1.  A  scning-macbine  pretwer-foot  foe  usu  in  sewing  stay  or  saddle  pieces  to  seanui, 
the  nctiiig  or  under  face  of  wliich  is  formed  nitli  n  rooesa  consiBtiag  of  a  loiigitadiuaL 
ceiitml  ivceasion  to  n-ccive  the  naddle  imit  of  the  stny-atrip  niid  of  side  recesdons  to 
contiijn  tlie  iiartof  tlie  strip  inten-euing  between  its  central  saddle  pMt  and  its  edges, 
siiliHtnutinlly  as  set  forth. 

2.  The  prcBser-foot  framed  with  ceutrnl  and  side  recesgiouB,  an  described,  and  with   . 
pfirnllel  ribs  interveniug  between  the  eeutral  recessions  and  side  recessions,  as  set 
forth. 

The  third  is  like  the  single  claim  of  the  original,  and  is  not  iu  issue 
here. 

Ui>ou  comparing  the  claims  of  the  patent  and  the  reissue  it  seems 
that  tlic  patentee  has  separated  his  foldiug  mouth  from  his  presser-foot 
proper,  and  has  also  claimed  a  presser-foot  whicli  has  reccssious  or  re- 
cesses calculated  to  receive  the  central  and  outer  swells  or  beads,  whether 
the  grooves  for  the  stitches  are  fonned  bj'  the  action  of  the  ribs  of  thfe 
presser-foot  in  the  operation  of  sewing  or  had  been  made  in  the  stay 
before  it  is  brought  to  the  sewing-machine. 

The  first  question  which  arises  is  whether  the  reissue  is  valid.  Sop- 
poking  for  the  present  that  the  thing  shown  and  descrilieil  in  the  two 
patents  is  the  same — that  the  presser-foot,  which  will  fit  over  the  seam 
and  make  the  grooves  and  cause  the  stitching  to  be  made  iu  them,  will  fit 
over  the  l)ead-shaped  edges  aud  cause  the  stitclies  to  be  laid  in  the 
grooves  which  have  been  made  Iwfoi'eband,  and  that  it  will  work  as  a 
l>t'essei-foot  npon  a  seam  folded  l>et'orehnnd  independently  of  the  action 
of  the  folding  mouth — can  tlie  p.ateutee,  by  a  i-eissue,  modify  or  divide 
his  claims  so  as  to  embrace  these  several  distinct  featiiivs  of  his  tool! 

A  case  lias  been  bronght  to  my  notice,  decidetl  by  itx.  Justice  Field 
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on  his  ciroiiit,  which  is  supposed  by  the  patent  lawyers  to  indicate  a 
new  departm-e  in  the  law  of  reissued  pateuts.  The  high  authority  and 
great  importance  of  that  ilecisiou  will  be  my  apology  for  a  discussion 
which  a  few  weeks  since  would  have  been  unnecessary.  The  case  is 
The  Giant  Powder  Compan;/  v.  The  Cali/ornm  Vigurit  Powder  Company 
et  al.  (18  O.  G.,  1339 ;  S.  C.  4  Fe<l.  Eep.,  720).  In  it  the  leai-ne<l  judge 
is  understoo*!  to  declare  that,  if  the  court  can  discover,  upon  a  compar- 
isOD  of  the  two  iustmments,  that  there  was  uo  defective  speciAcation  to 
be  amended,  and  that  the  claim  was  not  broader  than  the  invention, 
the  action  by  the  Commissioner  in  granting  a  reissue  was  in  excess  of 
his  jurisdiction  and  void;  and  that  if  the  patentee  claims  too  little,  in- 
stead of  too  much,  his  speciflcatiou  is  not  defective  by  reason  of  that 
mistake,  but  all  which  he  did  not  claim  was  deilicated  to  the  public.  I 
do  uot  mean  to  say  that  I  consider  the  decision  to  be  as  extensive  as 
this,  but  it  is  so  understood  by  some  members  of  the  Imr,  and  there  are 
remarks  in  the  opinion  which  leud  a  color  to  such  a  construction. 

The  Revised  Statutes  simply  re-euact  the  law  upon  this  subject  which 
has  been  in  force  since  1836 : 

WlieiMV«T  Kaj  patent  is  inoperative  or  invalid  by  reasou  of  a  defootive  or  iusnf- 
flcwDt  •peoiflcatiOQ,  or  hj  reason  of  the  patentee  claiming  as  his  own  invention  oi  dis- 
eovery  more  than  he  had  a  right  to  claim  bh  new,  if  tlia  eiror  has  arisen  b;  ioadver- 
tonce.  Aocident,  or  mistake,  aad  without  anr  frnndnlenl  or  deceptive  intention,  tb« 
Cwnmiasioner  ebaU,  on  the  sunender  of  snch  patent  and  the  payment  of  the  doty  re- 
qnind  hj  law,  cause  a  new  pat«nt  for  the  same  inveutlou  aad  in  aocoidance  with  tlio 
coirected  specifloation  to  be  Issued.     (Section  4916.) 

The  most  natural  construction  of  this  law  would  perhaps  be  that,  if 
a  patent  should  be  inoperative  by  reasou  of  a  defective  specification,  or 
invalid  for  claiming  too  much,  the  defect  might  be  supplied  or  the  ex- 
eessive  claim  be  rednoed  by  reissue ;  bat  the  courts  have  given  a  differ- 
ent interpretation,  much  wider  in  most  respects  and  narrower  in  only 
one.  They  do  not  permit  a  defective  specification  to  be  supplied  ex- 
cepting ttom  the  drawings  or  model;  but  they  do  permit  the  claim  to 
be  Tuied,  invvided  the  same  invention  is  described  in  both  patents, 
and  bold  that  the  decision  of  the  Office  that  the  occasion  had  arisen  for 
granting  a  reissue  is  final.  The  law  is  extremely  liberal,  perhaps  too 
much  so,  and  has  been  much  abused;  bat  if  we  change  it  suddenly  we 
shidl  make  a  destmction  of  titles  which  it  is  impossible  to  contemplate 
without  dismay. 

If  the  court  is  to  decide  by  inspection  of  the  original  patent  that  it 
was  not  defective,  the  result  is  this :  that  after  a  patentee,  upon  the 
best  advice  which  he  can  obtain,  has  been  instructed  that  his  speoificatiou 
ueeds  amendment,  and  obtains  a  new  patent,  the  court  may  say:  "We 
me  unable  to  see  any  defect,  and  your  reissue,  however  honestly  ob- 
tained, is  bad,  because  your  original  patent  was  so  good."  The  mistake 
is  one  of  law,  and  the  Commissioner  does  not  usually  decide  the  law 
finely ;  but  as  to  the  mere  question  of  the  necessity  for  a  reissue,  sup- 
INNing  the  new  patent  itself  to  be  unobjectionable,  his  decision  has 
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always  been  held  to  be  final,  and  this  for  an  nnauswerable  reason,  that 
no  patentee^  however  honest  or  careful,  can  be  safe  in  obtainiug  a  reissue 
if  he  is  to  be  iufoniied  when  lie  gets  iuto  eonit  that  the  judg:e  is  unable 
to  see  why  he  should  ha\:e  surrendered  his  first  patent.  The  slighter 
and  more  obviously  uuol);iectiouable  the  change  the  stronger  wiil  be  the 
argument  that  there  was  no  occasion  to  make  it,  so  that  honest  and 
careful  patentees  will  be  the  most  litely  to  suffer. 

It  does  not  help  the  matter  to  call  the  action  of  the  CommlBsiouer  an 
excess  of  jurisdiction.  I  know  that  the  coni'ts  have  called  these  mis- 
takes jurisdictional.  They  did  this  to  overrule,  without  jiositively  say- 
ing so,  the  early  cases  which  held  the  action  of  tlie  Commissioner  within 
his  jurisdiction  to  be  final.  It  Is  obvious  that  the  Commissioner  has 
the  same  jnrisdictiou  to  issue  a  bad  patent  as  to  issue  a  good  one.  As 
his  action  is  ex  parte,  it  does  not  bind  the  world,  excepting  in  certain 
mittters  which  it  is  both  unjust  and  inconvenient  to  review.  A  mistake 
hy  him  as  to  the  necessity  of  issuing  a  new  patent  is  not  an  excess  of 
jurisdiction,  but  a  mistake  in  a  matter  clearly  within  his  jimsdiction ; 
and  the  real  question  is  whether  it  is  one  which  the  courts  will  correct 
by  destroying  a  new  patent  after  the  old  one  has  been  surrendered. 

Upon  questions  of  the  validity  of  a  patent  or  of  a  reissue,  in  all  great 
matters  of  novelty  and  construction  and  patentability,  the  decision  of 
the  CommisBiouer  is  not  final,  though  his  jurisdiction  is  undoubted;  but 

1  i-epeat  that  urgent  reasons  of  justice  require  that  upon  the  mere  ques- 
tion whether  the  paper  calleil  a  "reissue"  shall  be  given,  his  finding 
should  be,  as  it  has  hitherto  always  been  held  to  be,  conclusive. 

Again,  if  it  be  found  that  the  claims  of  the  original  patent  were  valid 
and  that  the  reissue  for  the  same  invention  states  the  claim  or  claims 
in  a  diflferent  way,  tbough  it  may  be  a  better  way  for  the  patentee,  the 
change  does  not  of  itself  vitiate  the  new  patentj  but,  on  the  contrary, 
the  original  claims  are  conclusively  presumed  to  have  been  made  as 
they  were  through  inadvertence,  nccident,  or  mistake.  The  law  is  so 
well  settled  that  most  of  the  leports  do  not  contain  the  claims  of  the 
two  patents ;  but  I  suxt^wse  that  no  reissue  has  ever  contained  the  exact 
vlaims  of  the  original,  and  this  can  be  discovered  incidentally  in  many 
of  the  cases,  and  iwsitively  in  some,  where  the  ver>'  i>oint  is  passed  qijod. 
See  AUm  v.  Blunt,  3  ^tory,  7i2;  Sthupson  v.  West  Chester  E.  R.  Co.,  i 
How.,  380;  ffBeillg  v.  Morse,  15  How..  02 ;  Battiii  v.  Ta^fffart,  2  Wall,, 
Jr.,  101, 17  How., 74;  Bennet  v.  FowJer, 8  Wall., 444;  The  Goodyear  Catet, 

2  Wall.,  Jr.,  283,  356,  2  Cliff.,  351,  9  "Wall.,  798;  Segmmr  v.  Osborne,  11 
WalL,  510;  Boberts  v.  Byer,  91  U.  S.,  150;  Marth  v.  Seymour,  97  U-  S., 
348 ;  remarks  of  Bradley,  judge,  in  Powder  Go.  v.  Voicder  Mills,  98 17.  S., 
130,  and  of  the  same  learned  judge  in  Carlton  v.  Bokee,  17  WalL,  463, 
where  he  intimates  that  a  reissue  may  be  good  as  to  those  claims  which 
agree  with  the  invention  and  Toid  as  to  others  which  exceed  it;  Cochrane 
V.  Ikiener,  94  TJ.  S.,  780 ;  Conover  r.  Boaeh,  i  Fisher,  12 ;  Stevens  v.  Prit- 
chard,  10  O.  G.,  505;  HerriHg  r.  2felsoH,  U  Blatcht,  293;  Johnson  v. 
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FlusMng  S.  S.  Co.,  15  Blatehf.,  192 ;  Analin  Co.  x.  Sigffina,ih.,290; 
Pearl  v.  Oeean  MilU,  11  O.  G.,  3. 

yone  of  tliese  cases — unless  it  be  Bottin  y.  Teggart  (17  How.,  7i), 
wliich  is^perbaps  incoiisistent  witb  Leggett  v.  Averg  (101  U.  S.,  256] — 
have  been  overrnled;  aud  a  gt'eat  many  similar  cases  could  be  cited. 
It  bas  been  brought  oat  a  little  more  decidedly  by  the  later  cases  tbat 
the  invention  must  be  the  same,  bat  it  has  never  been  held  in  the  Sn- 
prente  Court  or  any  circait  court,  so  fkr  as  I  can  discover,  that  the  Oom- 
missioner's  decisimi  is  not  filial  as  lo  tbe  proiierty  of  a  reissue  as  dis- 
tiugautbed  from  its  validity  upon  trhat  may  be  called  its  merits,  or  that 
the  clainismaynot  be  varied  to  exi>re8S  the  real  invention.  .The  claim  is 
part  of  the  speciflcatiou,  aud  if  defective  may  be  amended.  Sunell  v. 
Dodge  (92  U.  8..  410),  in  ^bich  tbe  decision  is  ^ven  by  Mr.  Justice  Field, 
aud  vliicb  is  cited  by  bim  in  the  PoieSer  CoJa  case,  merely  decides  that 
a  reissue  which  claims  a  different  iuvention  is  void.  A  similar  decision 
has  been  made  at  this  term  of  the  Supreme  Court,  iu  giving  which  Mr. 
Justice  Strong  states  the  law  iu  the  old  way,  that  the  CommisBiouer's 
decision  is  final  as  tolfae  mistake,  bnt  not  as  to  the  identity-  of  iuven- 
tion. BaU  r.  LoMglet,  18  O.  G.,  1405.  The  only  cases  which  he  cites 
are  8e^our  v.  Oritome  and  Rtmell  v.  Dodge,  which  he  evidently  con- 
siders to  be  consistent  with  each  other, 

I  conclude,  therefore,  that  the  reissue  was  granted  to  correct  some 
inadvertence,  accident,  or  mistake.  ^A'hether  it  is  valid  is  quite  another 
matter.  I  have  read  with  diligence  the  veiy  voluminous  record,  aud 
am  satisfied  tbat  the  presser-foot  described  and  shown  in  tbe  origiual 
l>ateut  and  model  bas  tbe  functions  claimed  in  the  reissue.  It  was  a 
tool  which  was  fitted  for  a  i)articalar  purpose,  and  if  the  cl^m  had 
been  well  adapted  to  the  invention  it  would  nut  have  been  necessary  to 
reissue  tli&  patent,  for  no  one  could  have  justified  a  piracy  of  the 
presser-foot  by  omitting  to  use  the  folder  which  was  attached  to  it. 
The  tool  was  not  a  combination,  but  an  aggregation  of  two  entirely  dis- 
tinct tools,  one  to  fold  and  one  to  press — tbat  is,  lipid  the  work  to  be 
sewed.  The  doubt  whether  the  presser-foot  would  work  bj'  itself  was 
dissipated  by  the  evidence,  aud  by  a  snccessful  experiment  in  open 
conrt.  So  it  will  operate  and  produce  its  results  as  a  presser-foot, 
though  not  all  the  result,  when  the  grooves  have  been  made  iu  the 
stay-strip  before  it  is  sewed. 

Tbe  reissue,  then,  was  granted  iu  onler  to  enable  tbe  patentee  to 
claim  the  actnal  oi)eratious  of  his  tool  in  detail,  which  is  a  i>erfeictly 
legitimate  reason  tor  a  reissue  tuitil  the  law  is  changed  by  Congress  or 
the  Supreme  Court. 

One  great  dispute  of  fact  is  whether  the  iuvention  was,  iu  fact,  new. 
One  Turner  swears  tliat  he  made  a  presser-foot  of  the  same  sort  seven 
years  earlier.  Turner  was  euiitloyed  by  the  plaintififo  to  sell  their  press- 
er-fvot,  and  whUc  so  employed  tried  to  undersell  them  witb  one  of  bis 
own.    For  this  £nind  he  was  discharged,  and  he  went  into  the  euii>loy 
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of  the  defeudaots,  and  procured  a  pateut  on  Us  preaser-foot.  Hot 
this  came  to  be  granted  irithout  au  interference  I  am  not  informed. 
The  inrentiou  appears  to  me  to  be  in  substance  identical  with  that 
of  the  plaintiflf.  However,  Turner  says  that  this  was  a  revival  of  a 
presBer-fbot  which  he  had  made  j-ears  before,  and  there  is  some  testi- 
mony to  support  him.  It  is  open  to  the  criticism  so  often  made  upon 
such  remembered  inventions  which  never  went  into  general  use. 
Against  it  the  plaintiffs  bring  strong  negative  evidence  of  many  per- 
sons who  mast  have  seen  and  nsed  the  thing  if  it  existed.  Tbey  go 
fnrther  and  bring  thirty  witnesses  to  impeach  the  character  of  Tarnw 
for  truth,  and  two  who  swear  that  he  tried  to  bribe  them  to  remembw 
his  presser-foot.  Kone  of  the  evidence  to  character  is  met  or  attempted 
to  be  met,  excepting  by  the  testimony  of  one  of  the  defendants.  It  is 
iK>t  made  out  to  my  satiaikction  that  Turner  made  his  presser-foot  be- 
fore  Sutherland  made  bis. 

The  respondents  insist  that  Tamer's  preaaer-foot,  whenever  it  may 
have  been  invented,  differs  essentially  from  that  of  Sutherland  in  thub 
it  has  its  central  recession  or  depression  much  deei»er  than  those  upoa 
the  sides,  ao  that  it  will  fit  much  better  the  ordinalf^  shape  of  an  ont- 
ward-tnrned  seam.  This  argument  is  used  both  as  to  novelty  and  as  to 
infringement  I  find,  however,  as  matter  of  fact,  that  Sntberland's  foot 
is  capable  of  doing  the  work;  and  4bat  being  so,  tlie  precise  relative 
proportions  of  the  recessions  are  matters  for  the  constructor. 

With  this  view  of  the  patent  it  is  admitted  that  the  respondents  have 
infringed  it.    ' 

Interlocutory  decree  for  the  complainants. 


(United  Statu  Ctreoit  Conit— Sontheni  DUtriot  efStw  Yatk.] 

FiSHEB  V.  'Sua.. 

Decided  Jaitiiarf  36,  1881. 
19  O.  O.,  603. 

I.  ObjeetiouBto  die  kdmigaion  of  tastimonyiDDst  b«  mode  on  the  record,  and  If  n»tio 
made  all  objeotiona  will  be  considered  as  haTing  been  waiTed.  If  a  generftl  ol^eo- 
tlon  It  made,  bot  no  groasd  of  objection  ia  specified,  the  otijectian  will  not  be  con- 
sidered. If  a  gronud  of  objection  iBBtated,aUf(n>iindBnoCspecifledare  oound* 
ered  aa  waived. 

3.  If  jansdiction  is  Kiven  by  tbe  sabject-niatter,  any  Issae  as  to  tbe  citicenshtp  of  the 
plaintiff  raised  b;  the  pleadings  is  immatMial. 

Mr.  Charlea  F.  Blake  for  the  plaintiff. 

Mr.  Jamet  R.  WUtelegge  for  the  defendant. 
Blatcefobd,  r7,.- 

The  decision  of  this  coort  on  final  hearing,  on  pleadings  and  proofs, 
in  the  case  of  the  same  plaintiff  against  George  H&yea,  disposes  of  all 
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material  questions  in  this  oaseflzceptthatofinfriogeinent  Astotliat, 
the  bill  aUdges  that  the  defendant  "  has  operated  and  Tised,  and  ia  still 
operating  and  nsing,  in  the  city  of  Nev  York,  State  of  Ifew  York,  and 
vithin  the  soathem  district  of  New  York,  a  machine  or  machines  con- 
structed in  accordance  with  and  containing  and  embodying  the  said 
inreatioD  so  secared  to  your  orator,  as  aforesaid.'' 

The  testimony  of  Mr.  Abbott  shows  that  he  saw  at  the  defendant's 
shop,  Jane  19, 1879,  which  was  foor  days  befbre  the  bill  was  sworn  to, 
and  ftTe  days  before  it  was  filed,  a  machine  for  bending  sheet  metal,  of 
which  he  prodaces  a  drawing.,  He  also  describes  the  constroction  and 
mode  of  operation  of  the  machine  and  the  dies  he  so  saw.  It  is  clear 
that  to  make  or  use  such  a  machine  in  the  way  described  to  bend  sheet 
metal  infringes  the  fonrth  claim  of  the  plaintiff's  patent.  Mr.  Abbott 
says  that  at  the  time  of  his  said  visit  he  was  informed  by  a  gentleman 
who  represented  himself  as  the  foreman  of  the  del^ndant's  shop  that 
this  machine  had  been  nsed,  wheneverreqaired,  for  bending  sheet  metal 
for  cornices  and  similar  work  ever  since  he  had  been  there,  "  which  I 
think  he  said  was  aboat  two  years." 

Ko  objection  was  made  on  the  record  to  this  hearsay  evidence. .  If 
no  objection  is  made  at  the  time  to  evidence,  all  objection  to  it  is  con- 
sidered as  waived.  If  a  general  objection  to  it  is  made,  bat  no  groood 
of  objection  ia  specified,  the  objection  will  not  be  considered.  If  a 
gronnd  of  objection  is  stated,  all  gtonnds  not  specified  are  considered  as 
waived.  Camdett  v.  Dorenau,  3  How,,  61S;  £i)aM«ti»i  v,  Gitnn,  9  Otto, 
660.  Bat  there  is  sufficient  in  the  defendant's  answer,  in  connection 
with  the  testimony  of  Mr.  Abbott,  outside  of  said  hearsay  evidence,  to 
establish  infringement  by  a  nse  by  the  defendant  of  the  machine  seen 
hy  Mr.  Abbott  at  his  shop. 

The  defendant  is  not  himself  sworn,  nor  does  he  prodnoe  any  witnesa 
to  show  that  Mr,  Abbott* 8  drawing  or  description  is  incorrect,  or  that 
the  machine  was  not  used  by  the  defendant,  or  that  the  defisndajit  had 
more  than  one  machine.  The  answer  states  that  the  defendant  is  "ad- 
vised that  his  machine  does  not  conflict  with  that  described  in  said  let- 
ters patent  of  complainant."  It  also  denies  that  tiie  plaintiff  has  ever 
had  any  just  right  by  virtue  of  any  patent  in  "the  machine"  used  or 
operated  by  the  defendant.  This  is  sufficient,  in  view  of  the  foregoing 
considerations,  to  show  a  nse  by  the  defendant  of  the  machine  seen  and 
described  by  Mr,  Abbott  Taking  the  whole  bill  together,  it  must  be 
held  to  aver  a  nse  since  the  plaintiff's  patent  was  granted,  and  t^e  proof 
and  the  answer  most  be  held  to  apply  to  such  a  use. 

TSo  objection  made  to  the  regularity  of  the  taking  of  the  testimony  of 
Mr.  Abbott  is  tenable.  In  addition  to  the  points  considered  in  the  de- 
«ision  on  the  motion  as  to  the  evidence  in  the  Hayes  case,  so  fkras  those 
points  apply  to  this  case,  the  record  states  that  the  evidence  of  Mr.  Ab- 
bott was  tf^en  before  the  Examiner,  and  that  Mr,  Abbott  was  first  duly 
«worD,  and  there  is  a  jurat  at  the  end  par|>orting  to  show  a  reswearing 
10  c  p 
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of  the  witness  after  the  close  of  hia  whole  testimoay ;  and  the  Exsmiiter 
certifies  that  the  proofs  were  taken  before  him.  No  objeotiou  settings 
forth  any  irregularity  appears  on  the  record,  oor  has  any  motion  been 
made  based  on  any,  except  in  so  far  as  the  motion  made  in  the  Eayes 
case  covers  any. 

Any  issue  as  to  the  citizenship  of  the  phiintiff  raised  by  the  pleadings 
is  immaterial,  as  the  snbject-matter  gives  jnrisdiction. 

Xone  of  the  objections  taken  by  the  defendant  in  the  coarse  of  the 
examination  of  Mr.  Abbott  are  regarded  as  tenable. 

The  patent  having  been  granted  to  the  plaintiff,  he  is  to  be  presumed 
to  be  still  the  owner  of  it.    No  assignment  by  him  is  alleged  or  proved. 

There  miist  be  the  usual  decree  for  the  plaintiff  as  to  the  fourth  claim 
of  the  patent. 


[rnitcil  StBtM  Circuit  <>)uit-I>lablct  oriDdUo*.] 

KlEBY  V.  Abmbtbong  et  al. 

Bfcidirl  Februarg  6,  IBtJl. 

IS  O.  Q.,  6C1, 

1.  Where  the  patent  ie  for  an  Improvemeut  in  niacbiues  the  harden  is  on  the  complain- 

ant to  aeparat«  the  proflti  doe  to  the  improvemeut  fWim  the  general  profits  of 
thehnsmeaa.  ThUruleii recognized,  uotrevened,in£t(faie(ikv.  ParemetitCom' 
pony  (7  Otto,  1-26). 

2.  Where  the  complainant  fails  to  show  what,  if  an;,  definite  put  of  the  whole  profits 

were  prodnced  h;  his  improvement  his  recovery  mniit  be  nominal  only. 

3.  CoHtB  of  reference  taxed  agaiuat  complainant. 

Mesgrg.  Mitchell  &  Sohnet  for  the  complainant. 
2fe»srg.  Parkinion  &  Farkinaon  for  the  defendants. 

Geesham,  J. : 

Josiah  Kirby  filed  bia  bill  against  Thomas  Armstrong,  Robert  Arm- 
strong, "William  L.  Standish,  and  G-.  W.  Geddis,  charging  that  tUe 
defendants  liatl  infringed  the  complainant's  Letters  Patent  No.  72,505, 
issned  on  the  24th  day  of  December,  1867,  for  a  new  and  usefiil  improve- 
ment in  bung-cuttiug,  with  a  prayer  for  an  injunction  and  a  recovery 
of  profits. 

On  the  hearing  before  the  circuit  judge  it  was  found  that  the  defend- 
ants G.  W.  Geddis  and  "William  L.  Standish  had  lufiinged  the  rights 
of  the  complainant  as  to  the  first,  thini,  and  fourth  claims  set  forth  in 
t^e  letters  patent.  The  two  last-named  defendants  were  enjoined 
from  the  further  using  of  the  complainant's  invention,  and  there  was  a 
reference  to  the  master  to  take  and  state  an  account  of  the  profits  which 
the  defendants  had  made  by  infringing. 

Tlie  first,  third,  and  tburth  claims  set  forth  in  the  complainant's  pat- 
ent read  as  follows: 
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1.  Tbnt  each  linngisciit  li;  a  flsh-mooth  chisel  A'nm  a  wparate  sqnan  block  of 
wochI  of  the  dame  disnietor  as  the  buDg,  thus  Having  material  and  IciMning  the  strain 
on  the  lURchtne. 

•t.  That  the  parts  of  my  machine  are  no  airanKeil  that  the  chisel  Anighes  one  blftnk 
and  partly  ciitH  another  at  each  operation  iiiNiKail  of  cnttiug  a  single  blank  at  etKh 
stroke.     This  enables  me  to  accomplish  the  next  feutiire,  'n'hich  is — 

1,  That  the  bloelt  fed  into  the  maeliiiie  at  each  stroke  serves  as  a  cntt!ng-lK>ard  fbr 
the  block  alreoily  partly  cut  and  on  the  chisel,  thns  giving  a  clean,  smooth  snrfaoe 
for  the  chisel  to  cut  against  and  securing  the  e<lge«  of  the  blank  from  fraying  and  the 
edge  of  the  chisel  from  injury. 

It  waa  agreed  before  the  master  that  tbe  defeadaats  had  manti&ct- 
nred  oiie  thousand  three  hundred  and  eighty -seven  barrels  of  bungs  and 
taps,  which  they  eold  for  $7,1)2^.0),  and  that,  atl'er  deducting  the  cost 
of  material,  expense  of  manufacturing,  and  sale,  there  was  left  a  net 
net  profit  of  $182. 

The  master  found  that  the  use  of  the  complainant's  improvement  con* 
tributed  to  the  aggregate  profit* ;  that  it  was  impossible,  on  the  evidence 
before  him,  to  separate  the  particular  profits  which  resulted  firom  the 
nse  of  the  complainant's  invention,  in  connet^tion  with  the  other  machin- 
ery', from  the  aggregate  profits,  and  the  burden  being  on  the  defendants 
to  make  the  separation,  whereby  tliey  had  failed  to  do,  the  oomplainaiit 
■was  entitled  to  a  decree  for  the  entire  profits. 

This  finding  of  the  master  was  based  upon  the  mling  in  the  Citg  of 
i;ihabeth  v.  The  Pavement  Company  [7  Otto,  126). 

Bnng-cntting  machines  were  in  use  before  the  date  of  the  complain- 
ant's patent,  which  was  for  an  improvement  only  in  such  maehines. 
The  defendants  used  a  bung-ciitting  machine  with  the  complainant's 
improvement  applied,  and  the  general  business  resnlted  in  profits.  The 
complainant  sned  the  infHngers  for  an  iTyunction  and  profits. 

He  has  got  his  injunction,  and  the  master  has  ^ven  him  the  entire 
profits  of  the  business,  on  the  ground  that  the  defendants  failed  to 
separate  the  profits  traceable  to  the  complainant's  improvement  from 
the  general  profits. 

It  was  not  sufilcient  to  entitle  the  complainant  to  a  recovery  of  profits 
to  show  that  gains  had  resulted  from  the  general  business.  He  was 
require*!  to  go  farther,  and  show  by  evidence  what  profits  the  infringers 
had  derived  from  aflJxing  to  their  machine  his  invention. 

It  is  now  well  settletl  that,  if  the  complainant  in  a  sait  for  an  injunc- 
tion and  profits  fiuls  to  show  that  the  use  of  his  invention,  in  connection 
iv-ith  other  machinery  of  which  his  invention  is  an  improvement,  has 
produced  a  definite  part  of  the  whole  profits,  his  recovery  of  profits 
must  be  nominal  only.  Robertson  v.  Blake,  1  Otto,  726;  Qarreteon  v. 
Ctayie,  O.  ti.,  806. 

The  soundness  of  this  rule  is  recognized  in  the  City  of  HUgaietA  V, 
Pavement  /Company.  That  was  a  suit  to  etOoin  certain  parties  from 
infringing  a  patent  issued  to  Samuel  Nicholson  for  a  new  and  useful 
improvement  iu  woodeu  pavement,  and  for  profits.  The  defendants, 
in  their  nuswer,  among  other  things,  allied  that  they  had  oonstnicted 
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the  pavemeut  in  accordance  with  a  patent  granted  to  John  W.  Brockle- 
bank  and  Charles  Trainor.  In  that  case  the  profits  received  by  the 
defendants  were  the  fruits  of  the  use  of  Nicholson's  invention.  It  was 
not  a  case  in  which  only  a  part  of  the  profits  had  resulted  from  the  use 
of  the  Kicholson  improTeinent.  The  Nicholaon  pavement  was  a  com- 
plete thing,  consisting  of  a  certain  combination  of  elements,  which  the 
defendants  nsed  as  au  entirety.  The  evidence  failed  to  show  that  the 
Brocklebank  and  Trainor  invention  ooDtiibnted  to  the  profits  realized. 
In  fact  it  tended  to  show  that  the  ose  of  this  invention  diminished  the 
profits  instead  of  iucreasiogthem.    In  deciding  the  case  the  court  says: 

It  ia  not  the«Me  of  ft  pn>Rt  derived  from  the  euuttnictioD  of  an  old  pAvement,  together- 
with  k  mperadded  jirafit  derived  from  Adding  thereto  an  tmproTement  made  hj  Nfoh- 
olaou,  bat  of  au  entire  profit  derived  ttom  the  conatmotioa  of  his  pavement  as  an. 
entiret;.  A.  Reparadon  of  diatinot  ptoflt  derived  from  Brooltlebank  and  Trainoc'a 
improvement,  It  anj  aDoh  profit  wa»  made,  might  have  been  ahown ;  bnt,  aa  belbr« 
stated,  the  appellants  fail  to  show  that  any  anoh  diatinot  profit  waa  realized. 

The  master  should  have  found  that  the  complainant  was  entitled  to 
nominal  profits  only.  Decree  accordingly,  with  costs  of  the  refereooe 
taxed  against  the  complainant. 


[Uailad  Btatea  Clrcntt  Court— Sontbcra  Dlitrlet  af  Vev  Tork.) 
DaeE  V.  BOYLSrON. 
Ihctded  Deeember  31,  1880. 


Axt  esolnaive  Ileeutee,  nndei  agreement  to  render  an  aooonnt  within  a  time  apecified, 
failing  to  do  so,  the  patentee  granted  an  exclnvTO  lioenae  to  a  third  party,  but 
•nbaeqneDtly  aeeepted  the  tender  made  by  the  first  llcenaee  of  the  amonnt  due, 
and  coutiuned  to  receive  royalty  from  him :  Held,  that  the  time  of  the  acconnfc> 
ing  waa  not  of  the  eaaence  of  the  agreement ;  that  no  barm  had  multed  to  tba 
patentee  by  reaaon  of  the  delay ;  that  do  good  reaaon  for  canceling  the  fink 
agreement  waa  ahown,  and  that  the  aecond  lioenae  waa  void. 

JIfr.  A.  f>.  Briesea  for  the  plaintiff. 

Jlfr.  Edwin  H.  Brown  for  the  defendant. 

Blatchfoed,  J..- 

Letters  patent  for  an  improvement  in  canopy-tops  fbr  children's  car- 
riages were  granted  to  Calvin  E.  Fosbargh  May  29, 1877.  On  tbe  Tth 
of  January,  1878,  au  agreement  in  writiug,  under  seal,  was  executed 
by  and  between  Fosbnrgh  and  Chaiies  W.  F.  Dare,  the  plaintiff;  and 
recorded  in  the  Patent  Office  January  9,  1878,  whereby  Fosbnrgh 
granted  to  Dare,  for  and  in  consideration  of  the  covenants  therein  odd- 
tained,  to  be  kept  by  Dare,  the  sole  and  exclusive  right,  license,  aud 
privilege  to  mauuAioture,  use,  and  sell  canopy-tops  embodying  tiie  ia- 
vention  covered  by  said  patent  for  the  fliU  unexpired  term  of  the  same, 
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with  tb«  excluBJTd  right  to  gntiit  Hnb-lioense  to  other  parties  uuder 
s»itl  pat«nt.  As  a  consideratioD,  Dare  thereby  agreed  to  pay  to  Foe- 
bnrgh,  as  a  royalty  or  patent  fee,  twenty-five  cents  for  each  canopy-top 
and  child's  carriage  provided  with  the  canopy-top  made  and  sold  by, 
or  on  behalf  of,  or  with  the  license  or  conseut  of,  Daie  containing  said 
invention,  paj'uents  of  royalty  "to  be  made  quarterly — that  is  to  say, 
on  the  first  days  of  January,  April,  July,  and  October,  or  within  ten 
days  thereafter,  of  each  and  every  year" — during  the  contincaiice  of 
the  agreement,  for  all  of  the  said  articles  made  and  sold  by,  or  on  be- 
half of,  or  with  the  consent  o^  Dare  "daring  the  three  months  preced- 
ing the  respective  dates  of  payment,"  each  payment  to  be  accompanied 
by  a  statement,  ander  oath,  of  Dare,  setting  forth  the  number  of  said 
articles  made  and  the  number  sold  by,  or  on  behalf  of,  or  with  the  con- 
sent of,  Dare  dnring  the  three  months  preceding  each  of  said  accoants 
and  dates  of  payment.  Dare  also  agreed  thereby  to  keep  proper  books 
of  acconnt  of  the  mannfoctnre  and  sale,  and  to  nse  his  best  endeavors 
to  introduce  the  article  into  the  market  and  make  it  known  to  the  pub- 
lic and  create  a  demand  for  it.  Fosbnrgh  agreed  thereby  to  execute 
the  neceasary  papers  for  reiasning  the  patent  if  and  as  soon  as  Dare 
should  desire  such  reissue,  the  expense  of  the  reissue,  If  not  more  than 
sixty  dollars,  to  be  deducted  from  the  royalty  that  might  be  due  to 
Fosburgh  after  the  reissue.  It  was  further  thereby  agreed  by  Dare 
that,  "  if  he  shonld  tml  to  well  and  tmly  make  the  payments  above  re- 
ferred to,  or  to  execute  or  fulfill  any  of  the  other  conditions  hereinabove 
contained,  then,  and  in  that  case,  this  agreement  and  license  shall  be- 
come null  and  void." 

Application  for  a  reissue  of  the  patent  was  made  January  18, 1878, 
on  a  specification  signed  by  Fosbnrgb,  Janoarj'  7, 1878,  and  a  reissue 
was  granted  to  Fosbnrgh,  No.  8,074,  February  5,  1878.  The  plaintiff 
now  brings  snit  against  the  defendant  on  the  reissue,  alleging  infiringe- 
ment.  The  answer  sets  up  that  any  right  granted  to  the  plaintiff  became 
null  and  void  before  this  suit  was  brought,  because  the  grant  was  made 
subject  to  conditlous  which  have  not  been  fulfilled  by  the  plaintiff,  and 
that  the  defendant  has  acquired  by  an  instrument  in  writing  tram  Fos- 
bnrgh, made  April  17, 1878,  the  right  to  make  and  use  and  sell  articles 
containing  said  invention. 

The  pl^Dtiff  was  and  is  a  manufacturer  of  children's  carriages,  having 
an  ofiice  in  the  lower  part  of  the  city  of  New  York  and  a  factory  in  a 
distant  part  of  said  city.  Immediately  after  the  execution  of  the  instru- 
ment of  Jan  nary  7,1878,  Fosburgh  entered  the  employment  of  the  plaint- 
iff at  his  footory  as  a  painter.  The  plaintiff,  prior  to  April  1, 1878,  em- 
ployed the  patented  invention  to  such  an  extent  that  ou  that  day  there 
was  due  to  Fosbnrgh,  as  royalty  under  said  instrument,  I10S.25,  less 
900,  expense  of  the  reissue,  leaving  a  balance  of  $15.25.  Meantime  the 
piaiutiff  had  advuice4l  the  money  necessary  to  obtain  the  reissue,  and 
had  advertised  the  invention  and  procured  engravings  of  it  for  advertia- 
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iiig.  The  plaintiff  teatiAfS  that  Oil  the  niorniiig  of  April  3, 1878,  he  saw 
FoHbtirgh  Hs  usual,  aii<l  told  him  that  his  account  was  made  up  ami 
ready  for  him  down  town.    Th«  plaintiff  says : 

He  aaked  me  liow  much  tlicre  uas  due  Lini,  and  I  told  hiui  that  I  really  could  not 
t«ll,  as  I  had  not  stopped  to  tiguiir. 

Fosburgb  testifies  as  follows : 

On  the  Sd  of  April  Mr.  Daro  ttaid  that  he  Huppoeeil  that  tlie  to;aItf  was  duo  on  the 
l«t  of  tlie  uiontli,  and  I  thiuk  \te  owe  ypu  something;  1  liaven't  flguted  It  up  yet,  aud 
don't  know  bow  uiuch  it  is,  oi  wordn  to  that  eA'ect.  •  •  •  j  anked  liiiu  if  be  had 
■nblii:enHed  an;  partiea.  He  aaid  that  he  had  nut;  that  the  oarriage-dealen  were  all 
throwing  cold  water  on  the  patent.     That's  atwut  all. 

Fosburgh  denies  that  Dare  told  him  ou  the  2d  of  Ax>ril  that  the  state- 
ment was  ready  for  hiin.  Fosburgh  continued  to  work  at  the  factory 
until  and  including  April  9.  On  April  10  he  did  not  go  to  the  factory. 
He  absented  himself  ou  that  day  and  on  the  11th  without  having  gi^en 
notice  that  he  woald  not  return.  On  the  11th  he  went  to  the  place  of 
business  of  the  defendant  and  there  announced  to  liim,  or  to  Jay  F- 
Butler,  or  to  both,  that  his  contract  with  ]>are  was  broken.  He  saw 
the  defendant  and  Butler  agaiu  on  the  12tli,  and  went  with  Butler  on 
that  day  to  a  lawyer,  Mr.  Myer,  and  hubmitted  to  him  the  agreement 
witli  Uare  for  advice  as  to  whether  it  had  be<K)me  void.  On  the  13tb 
Fosburgh,  the  defendant,  and  Itutler  went  to  3Iyer's  office  and  received 
the  advice  that  the  contract  witli  Daif  had  become  void.  Then,  on  the 
ITfli  of  April,  Fosburgh  and  tlie  defendant  and  Batler  executed  an 
agreement,  whereby  Fosburgh  granted  to  the  defendant  and  Bntler  the 
exclusive  light  to  make,  use,  and  sell  articles  containing  the  inyentioii 
covered  by  said  reissued  patent  for  its  whole  term,  and  to  grant  sab- 
lieenses,  they  to  jiay  him  a  si>ecifled  royalty.  The  instniment  recites 
the  ftict  that  an  agreement,  dated  Jaiuiary  7,  1878,  had'  been  made  l>e- 
tween  Dare  and  Fosburgh,  and  that  it  "is  now  supi>oned  by  the  parties 
hereto  to  be  anil  and  void,"  and  the  grantees  agi'ee  to  pay  all  the  ex- 
penses of  any  suits  that  may  be  brought  against  Fosburgh  growing  out 
of  said  agreement,  provided  they  be  allowed  to  employ  such  lawyers  as 
they  may  select. 

There  was  no  communication  l)etween  Dare  and  Fosburgh  from  the 
lid  of  April  until  the  12th  of  April.  Qn  the  latter  day  Fosburgh  went 
to  Dare's  factory.    This  is  Dais's  testimony: 

Aa  I  wau  going  iu  the  olSce  I  met  Mr.  FoHlxirgh  coming  out.  I  aaked  him  why  bo 
was  not  at  work,  llu  said  he  wan  not  workioii;;  lie  wan  going  down  town.  I  nnked 
liiui  ii'  he  would  call  at  the  8t<ire  and  get  the  Miuount  due  biiu  or  if  I  would  bring  it  to 
tlic  tHctory  for  him.  He  a«ld  be  giieweil  not ;  that  the  time  hud  iwiwed  st  which  he 
aliuiibl  Tiv'sive  hia  royalty,  and  that  the  coiilnict  wan  no  long'  v  good,  nud  that  he  did 
□ot  intend  to  go  to  workfurine  again.  I  toidhimlhut  it  inailenodilttireuce  about  hia 
worhins;  that  the  eoutract  waa  auotlier  thing,  and  waaHa);uuil  an  it  ever  waa;  thitt 
it  wuH  Ilia  t'aiilt  that  he  did  not  have  his  inuiiey,  not  mini- ;  that  I  had  given  hiui  no- 
tice that  it  waH  n'Mly  for  him;  that  my  time  and  atrention  had  l>e<!U  no  niucb  oi-i-ii- 
jiicd  that  I  had  not  thought  to  hrini:  it  to  him.  He  then  atarti^l  to  go  out  of  tbu 
oltlcc,  and  I  again  lUikvA  liim  if  hu  would  call  at  the  atore  nud  get  Ilie  ainoiiut  duu 
him.  He  said  tliat  hu  didn't  know  that  he  would;  that  he  bad  taken  legal  ndviuv, 
iind  that  they  told  him  that  the  agreement  van  no  longer  iu  foive. 
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The  aame  evening  Bare  tendered  to  Fosbargb  $45.26,  and  an  acconnt, 
Bworn  to  that  day,  of  articles  made  and  sold  under  ^aid  agreement  from 
Janoary  7  to  April  1.  As  amemorandam  of  what  transpired  the  par- 
tiee  then  signed  this  writteu  statement  on  the  back  of  tbe  account; 

He  refuaed  to  accept  it  to-night — 11  p.-m.,  April  ISttli,  '78— does  not  iftj,  or  will  not 
Mj,  nliat  lie  will  do  to-monow. 

The  next  morning  tbe  parties  met  again  and  Dare  renewed  the  tender, 
bnt  Fosbnrgh  declined  to  accept  the  money.  Od  the  16tb  of  April 
Dare  sent  to  Fosburgb  a  letter,  which  he  received  either  that  day  or  the 
next  day,  saying: 

The  amoaat  of  loyalty  dne  70a  to  lit  iuBtuit  (f4G.8S),  of  which  I  advUed  70a 
on  ad  iiutant  and  tendered  you,  togethar  with  swonritatement,  on  the  12th  liutant, 
i*  here  at  my  office  Babjeot  Co  yonr  order.    Fleaae  call  and  teiHiiTe  the  lame. 

Nothing  farther  transpired  between  Dare  and  Fosbargb  notil  the  lat- 
ter part  of  June,  1878,  vben  Fosborgli  called  on  Dare  and  infonned 
him  that  he,  Fosburgb,  bad  made  an  agreement  with  the  deibudaut  and 
Botler,  and  stated  that  he  did  not  think  they  woold  ever  do  mnch  vitii 
the  article.  Dare  asked  him  if  he  would  receive  the  amonnt  due  from 
him  tar  April  and  the  amount  due  for  July.  He  said  he  wonld  see  Dare 
in  a  day  or  two.  A  day  or  two  afterwaid  Dare  tendered  to  bim  tbe 
statements  for  April  and  July  aud  tbe  amounts  dne  therefor.  He  read 
tbe  statements  and  said  he  would  call  on  Dare  on  July  8.  He  did  so,  and 
tbeu  re<Kived  tbe  two  statements  and  the  two  ainonnts,  (45.26  and 
(283.75.  Tliis  suit  was  brought  in  September,  1878.  Fosbnrgh  accept- 
ed bis  royalties  from  Dare  due  iu  October,  1878,  and  January  and  April, 
1879.  The  agreement  of  Fosburgh  with  the  defendant  and  Butler  was 
not  recorded  in  tbe  Patent  OfBue  until  Xovember  4,  1878.  It  does  not 
appear  Oiat  Dare  saw  it  or  a  copy  of  it  or  knew  its  contents  until  after 
tlie  salt  was  brought.  ' 

The  defendant  oonteods  that  the  faUure  of  Dare  to  render  a  state- 
ment and  make  a  payment  on  the  1st  day  of  April,  or  within  ten  days 
thereafter,  worked,  ipso  facto,  a  forfeitore  of  his  rights  under  the  agree- 
ment by  its  terms.  It  is  quite  clear  that  the  first  statement  and  the 
first  payment  became  due  on  the  Ist  of  April,  and  that  the  position  taken 
on  the  part  of  the  plaintiff  that  no  statement  and  qo  payment  became 
doe  until  tbe  end  of  the  first  fall  quarter-year  named  in  tbe  agreement — 
nunely,  until  July  1 — is  not  a  soaod  one. 

This  is  not  a  contest  between  Fosbnrgh  and  Dare.-  Fosbargb  is  will- 
ing that  the  f^creement  between  himself  and  Dare .  should  ]}e  regarded 
as  existing.  He  has  recognized  its  continuing  exist«ice.  He  never 
forbade  Dare  from  making  articles  under  the  patent  and  never  took  any 
legal  proceedings  to  enjoin  bim  from  doing  so;  nor  did  Boylston  and 
Butler.  Boylston  and  Butler  paid  Fosbargb  no  consideration  in  gross 
for  the  license  to  them.  It  does  not  appear  that  Boylston  will  not  be 
in  tbe  same  position  if  excluded  from  operating  under  that  license  that 
he  was  befi>re  he  received  it.    Fosbnrgh  has  accepted  no  royalties  from 
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him,  and  it  does  not  appear  that  he  claims  any.  B7  hla  conduct  Foebo^h 
has  repudiated  thtf  v^dity  of  his  license  to  Boylston  and  Butler,  and  as 
against  them  conld  not  be  heard  to  tusert  its  validity.  Boylstou  bad  foil 
notioe  of  the  existence  of  the  agreement  with  Dare  before  he  t4>ok  his 
license,  and  an  inquiry  of  Dare  Toold  have  shown  at  onoe  that  Dare  did 
not  admit  that  the  agreement  between  him  and  Foeborgh  was  at  an  end. 
All  the  equities  of  the  case  are  with  the  plaintiff  and  against  the  defend- 
ant The  evidence  shows  that  Dare  never  had  any  intention  of  not 
paying  Fosburgli,  and  that  he  was  able  aud  williug  tu  do  so.  Under  all 
thetie  circumstanoes,  if  Boylston  were  suing  Dare  ill  equity  tbr  infringe- 
ment, the  coort  woQld  re^rd  the  lioense  to  Dare  as  in  ftiU  force.  The 
same  result  mast  be  reached  in  this  suit.  It  does  not  appear  that  the 
time  specified  was  of  the  essence  of  the  contract.  The  provision  as  to 
the  becoming  void  of  the  license  was  a  security  for  the  payment  of 
royalties,  and  a  ooart  of  equity  wonld  declare  the  license  at  an  aid  in  a 
proper  case,  jost  as  it  will  reftise  to  declare  it  at  an  end  in  a  case  where 
it  wonld  be  inequitable  to  do  so.  It  does  not  appear  that  the  &ilure  of 
Daie  to  actually  teuder  the  statement  and  money  to  Foeburgh  before 
the  ISUi  of  April  operated  in  any  manner  as  an  injury  to  Fosbni^h. 

The  fbregoing  remarks  are  made  on  the  view  that  it  was  incumbent 
on  Dare  to  seek  oat  Fosbnrgh  within  the  ten  days  trom  April  1  and 
tender  him  the  money  and  tiie  statement.  The  agreement  was  a  pe- 
culiar-one. There  would  be  sixty-six  payments  and  accounts  to  be  made 
during  the  life  of  the  patent  S'o  place  was  specified  where  they  were 
to  be  made.  It  was  an  accident  that  Foaburgb  happened  to  go  into 
Dare's  employ.  The  parties  had  given  no  practical  construction  to  the 
contract  so  as  to  make  it  reasonable  for  both  to  understand  that  a  given 
way  of  making  payment  had  been  agreed  on.  Under  a)l  the  circum- 
stances in  evidence  it  mast  be  held  that  after  what  passed  between  Dare 
and  FosbuTgh  on  the  2d  of  April,  even  if  it  be  taken  as  Fosburgh  states 
it,  it  was  the  duty  of  Fosburgh  to  apply  to  Dare  for  an  account  and  a 
payment,  and  that  he  bad  no  right  to  declare  the  agreement  void  and  to 
proceed  to  make  the  license  to  Boylston  and  Butler  without  the  assent 
of  Dare.  As  he  did  not  apply  to  Dare,  and  as  Dare  made  a  complete 
tender  to  him  before  he  made  the  license  I0  Boylston  and  Butler,  it  mnst 
be.  held  that  Dare  lost  none  of  his  right  and  that  the  defendant  acquired 
no  rights  under  the  patent,  he  having  taken  with  notice  of  the  agree- 
ment to  Dare,  which  notice  was  notice  of  all  he  might  have  learned  by 
inqoiry  of  Dare. 

The  defendant  takes  the  point  that  the  invention  patented  is  not  use- 
fnl.  There  is  saGBcient  utility  in  it  to  support  a  patent  All  that  the 
evidence  amounts  to  is  that  the  article  is  Itetter  with  an  added  improve- 
ment.   Moreover,  no  such  defense  is  set  up  in  the  answer. 

There  most  be  a  decree  for  the  plaintiff  for  a  perpetual  ii^anetion  aoA 
an  acoonnt  of  profits  and  damages,  with  coats. 
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(UntMd  Butt!  Clmilt  Canrt— SuHra  DiMTlDt  of  WlMOBiin.] 

ALLI8   V.   STOWELL. 

IttrifM  JaHxarf  17, 1681. 

10  O.  O.,  72T. 

1.  Auiii&iDg«iu»nt  offtiMttcnteuKHilf  iM»tubf  tlie  ftctiul  making,  using,  or  •elliDg 

of  the  patented  ilevioe. 
9.  Doubted  aa  to  whetber  a  men  advertiMment  of  the  device  eonetitntee  an  lufriiige- 

ment  k>  aa  to  atnonut  to  a  dlaobedlence  at  an  tqjtiaetlon. 

3.  While  the  met«  foot  of  tb«  ilefend»Dt'«  advertlafng  a  machine  may  not  conatitato  ■ 

violatloa  of  an  injunction,  anch  advertiaement  ironld  be  reganled  aa  very  ttrouc 
erldenoe  that  the  party  waa  transgieaalDg  the  order  of  the  court,  and  would 
Jnatlff  a  complainant  In  applying  &r  an  order  for  the  poniahment  of  thedefead- 
ant  for  oontempt  of  conrt. 

4.  In  proceedlnga  fbr  an  alleged  wtllfDl  contempt  a  clear  case  mnst  be  made  in  order 

to  warrant  the  oonrt  In  ezeroiaiDg  Ita  power  in  the  way  of  anmrnary  pniiiahment. 
The  ease  ahonld  be  one  that  adiuita  of  no  aalMiantial  doubt  in  the  mind  of  th« 
oonrt  that  the  party  haa  intention  ally  disobeyed  the  IqJuDction. 
K,  Wherc  machine!  are  lold  prior  to  an  Injnnctton  and  nibHi]neatly  returned  to  thB 
defondant,  and  again  sold  by  him  after  lervlee  of  a  reatraining  order,  there  i» 
probable  i^nnd  fora  claim  of  a  technical  violation  of  the  injunction,  from  which 
the  defbndaot  can  only  be  leleivad  hy  ghowing  that  the  machioei  were  not  only 
inelnded  In  tlie  acconnting,  hnt  that  they  batl  been  paid  for. 

Mr.  W.  6..Itaine}i  for  tlie  complninnnt. 
Mr.  fottwm  for  the  deffendant. 

Dteb,  (T.: 

The  matter  now  to  be  disposetl  of  iii  ttiis  oaae  is  au  application  on  the 
part  of  the  complainant  for  the  punishment  of  the  defendant  Stowell 
for  an  alleged  contempt  of  oonrt  In  disobeying  an  injunction  which  waa 
iuned  paranant  to  an  interlocatoty  decree  heretofore  entered  in  the 
canae.  It  is  claimed  by  tliB  complainant  that  tlie  defendant,  notwitli- 
atantliiig  tlie  tnjnnction  which  restrained  him  from  making,  oaing,  or 
selling  the  patented  deyice  or  machinH  iu  qnestioii,  has,  since  the  entry 
of  the  decree  and  service  of  the  writ  of  ii^jmictiou,  mauafbotnied  and 
sold  the  same.  The  application  is  based  upon  a  i>etition  of  the  complain- 
ant and  upon  certain  affidavits  which  have  been  read.  There  is  an  alle- 
gation in  the  petition  which,  if  considered  diacounected  fh>m  otlier  alle- 
gations in  it,  might  be  recorded  as  a  positive  averment  that  since  the 
service  of  the  ii^nnctioD  the  defendant  bas  been  guilty  of  a  willfalriola- 
tiou  of  its  commands.    That  allegation  is  as  follows: 

Your  petitioner  aaye  that  said  John  M.  Stowell,  bia  ageuta,  clerks,  and  workmen 
have  not  obeyed  said  writ  of  ii^nnction  and  said  decree — on  (be  contrary,  liave  will- 
fhlly  and  intentionally  violated  the  same,  and  Intend  to  continne  to  violate  the  same 
unlMS  restrained  by  the  court. 

Bnt  that  allegation,  though  positive  in  form,  mnst  be  considered  in 
couuection  with  what  is  sabsequeutly  stated  as  the  gronnds  of  the  peti- 
tioner's belief  and  knoivledge  on  that  subject,  for  the  petition  proceeds 
to  state  that  rumors  hare  repeatedly  reached  that  petitioner  that  saw- 
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mill  dogs  were  being  repaired  and  made  in  tlie  fonndTj'  and  shops  of 
tlie  defendant  vhich  were  inftiDgementB  of  the  comiilainant's  patents, 
and  tliat  among  other  proofs  that  hare  been  brought  to  bis  notice  that 
the  defendant  wa»  continuing  to  mauafactiue  saw -niill  dogs  in  violation 
of  the  iiunnctioQ  were  an  advertisement  and  a  cut  of  the  machine  which 
appeared  in  the  Lumberman's  Gazette  of  Jaly  18,  1880,  and  reterence  is 
made  to  the  article  accompanying  the  cut  which  is  there  exhibited. 
Reference  in  the  petition  is  also  made  to  an  advertisement  in  the  Lum- 
bermtm'9  Directory,  in  which  there  appears  a  cut  of  the  machine.  Then 
follow  atatement«  that  the  petitioner  is  informed  that  Stowell  has  con- 
tracted  to  sell  saw-mill  dogs  embracing  elements  and  combinations  which 
are  specified,  and  which  are  infringements  of  the  complainant's  i>ateut. 
And  taking  all  the  allegations  of  the  petition  together,  especially  in 
«onneotion  with  the  affidavits  which  accompany  it,  I  think  the  petition 
mast  be  regarded  as  stating  what  are  claimed  to  be  facts  npon  the  in- 
formation and  belief  of  the  petitioner.  The  affidavit  of  W.  W.  Allis 
relates,  also,  to  the  advertiaementfl  in  the  TAimberman'»  Gazette  and 
Iiumbermaw?t  Directors,  ^t^d  states  conversations  which  afSaut  saj's  he 
had  with  one  Fitzgerald,  who  is  alleged  to  be  the  superintendent  or  fore- 
man in  defendant's  shop,  and  which  conversation,  as  it  is  here  stated, 
tends  to  show  that  the  defendant,  since  the  decree  was  entered,  has 
been  making  the  saw-mill  dogs  which,  by  the  ii^anction,  he  was  forbid- 
-den  to  make.  The  affidavit  of  Mr.  Winkler  is  to  the  eQect  that  he  has 
been  told  by  several  persons  who  were  in  the  defendant's  establishment 
that  the  d^fendant.was  selling  these  saw-mill  dogs,  and  it  is  alleged 
that  these  persons  told  affiant  that  tbe  defendant  or  i>erBon8  in  his  em- 
ploy tried  to  sell  them  dogs;  and  the  alleged  statements  of  these  three 
persons  are  given  in  that  affidavit.  Then  there  is  the  affidavit  of  one 
Morgan,  which  relates  wholly  to  the  publication  of  the  advertisement 
in  qaeation  in  the  Lumberman's  Directory,  and  which  tends  to  show  that 
the 'defendant  is  responsible  for  the  apiM>arauce  of  the  cut  which  accom- 
panies the  advertisement  in  that  paper.  These  in  snbstuice  are  the  alle< 
gations  of  the  petition  and  affidavits  upon  which,  with  the  exhibits,  the 
complainant  relies  in  urging  his  motion. 

On  the  part  of  the  defendant  we  have  bis  answer,  also  the  affidavits 
-of  Fitzgerald  and  of  Mr.  Flanders,  one  of  his  counsel ;  and  since  the 
bearing  there  hw  been  submitted  a  further  affidavit,  made  by  the  de< 
fendant,  but  which  is  in  part  objected  to  for  the  reason  that-,  as  it  is 
claimed,  it  refers  to  other  matters  than  those  which  it  was  understood 
the  affidavit  should  cover  when  leave  was  given  to  make  it;  and,  so  fer 
as  tbe  affidavit  is  concerned,  I  hare  only  considered  it  to  the  extent 
that  it  is  explanatory  of  the  circumstances  under  which  the  advertise- 
ment of  which  it  si>eaks  was  inserted  in  the  Lwuibermait's  Gazette.  The 
answer  of  tlie  defendant  Stowell  unqualitiedly  denies  that  he  has  mode, 
used,  or  sold  any  of  these  iiateuted  maebiues  since  the  iujtuiction  was 
served.    So  far  as  complainant's  petition  contains  itositive  allegations, 
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it  is  aquarelj-  met  by  the  answer  of  the  tlefeudaut,  with  tlie  exception  that 
tbe  defendant  admits  that  siuce  the  itfjituction  was  Ber\-ed  some  of  the 
nHicbines  which  he  had  iwld  liefoi-e  the  decree  have  been  retiu-ned  to 
liim,  and  be  states  that  he  lias  uiiice  disposed  of  them,  snpL>08ing  that 
he  had  a  right  to  do  so,  for  the  reason  that  they  were  included  iu  the 
accounting  which  is  now  iu  pi-ogrees  in  this  cause. 

The  affidavit  of  Fitzgerald  is  to  the  effect  tliat  the  conversation  re- 
ferred to  \)y  W,  W,  AUis  iu  bis  affidavit  was  a  jocular  tall(,  and.he  de- 
nies absolnteiy  ttiat  any  of  these  mucbiues  have  been  made  by  the  de- 
fendant since  the  injnnctiou  was  served.  The  afflda\'it  of  Mr,  Flanders 
is  to  tbe  effect  that  he  advised  bis  client  that  tbe  cireumstaucea  under 
which  these  different  representations  of  machines  apiieared  in  tbe  jta- 
zettes  and  i>eriodicals  referred  to  would  not  constitute  a  violation  of  the 
iujnnctlou.  As  I  stnt«rt  when  this  matter  was  argued,  these  adverlise- 
lueuts  and  the  cuts  of  the  machines  which  accompany  them  can  only  be 
considered  as  tending  iu  some  degiee  to  show  that  tbe  defendant  Is  still 
making  or  selling  the  machines  in  question.  There  are  cii-cinnstan(.'es 
developed  which  tend  to  throw  suspicion  niwn  the  action  of  tbe  defend- 
ant with  reference  to  these  machines,  because  it  would  hardly  seem 
that  a  party  would  in  this  way  hold  out  to  the  world — for  that  is  what 
in  effect  it  is — that  he  was  making  and  selling  these  machines  unless  if 
he  was  not  in  fact  doing  so,  and  the  oircnmstauces  under  which  these 
cnts  were  made  to  appear  in  these  papers  and  the  tiict  that  they  did 
appear  there  give  to  the  case  some  snri'oniulings  of  suspicion;  but  1  do 
not  think  that  the  e^'idence  whicli  is  fmiiished  by  those  a<lvertisenient» 
is  sufficiently  strong  to  ovei-come  the  iKtsiti^'e  sworn  denial  of  the  defend- 
ant and  his  superintendent  upon  the  subject,  and  esiiecially  if  they 
are  considered  in  connection  with  the  explaimtion  of  the  cireumstances 
made  by  Mr.  Flanders. 

As  I  stntetl  at  tbe  time  of  tbe  argiimcut,  I  have  not  liked  the  appear- 
ance of  the  ti-ausaotion  as  it  ha.s  been  disclosed  by  these  advertisements, 
because  it  was  in  effect  a  holding  out  to  tbe  world  that  the  detendaut 
was  still  making  and  selling  these  machines;  but  1  do  not  know  that 
we  can  hold  that  a  mere  advertisement  of  this  character  constitutes  a 
disobedience  of  the  injunction,  because  the  thing  which  the  detVmlant 
was  restrained  &om  doing  was  the  infringement  of  the  complainant^s 
patent,  and  it  is  clear  that  the  infHngement  could  only  occur  by  the 
actual  making  or  nsing  or  selling  the  machines.  It  must  be  said  of  the 
aflldarits  of  Winkler  and  W.  W.  Allis,  made  iu  bt'balf  of  the  complain- 
ant, that  much  which  tiiey  contain  is  mere  beoi-say,  and  must  tberetVtre 
be  tlisreganleit.  It  is  a  familiar  rule  that  in  proi-ee<1ings  for  an  alleged 
willful  contempt,  which  arc  pi-occedings  of  a  '/""*''  criminal  chaincter, 
a  clear  case  must  be  made  in  onler  to  warmnt  the  court  in  exereising 
its  power  in  tbe  way  of  summary  punishment.  Tlie  case  should  be  one 
that  athnits  of  no  substantial  doubt  in  the  mind  of  the  court  that  the 
l»artyhas  intentionally  disobeye«l  the  injunction;  and  I  think  that  such 
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ft  case  lias  not  been  made.  With  referenee  to  the  machines  which,  after 
service  of  the  injauctiou,  were  retamed  to  the  defendant  and  were  then 
sold  hj  him,  there  is  probably  groand  for  the  claim  that  there  has  been 
a  <-echuical  violatioD  of  theii^unction  by  the  defendant.  I  think  that 
to  relieve  the  defendant  entirely  in  that  regant  it  would  be  necessary 
for  him  to  show  that  these  machines  were  not  only  incladed  iu  the  ac- 
conuting,  but  that  they  had  been  paid  for,  so  as  to  put  the  defendant  in 
the  position  of  a  legal  licensee.  Such  is  my  condosion  upon  an  exami- 
nation of -the  anthorities ;  but,  taking  into  account  all  the  circumstances^ 
I  think  the  most  that  can  be  said  is  that  tlie  violation  was  a  purely 
techuioal  one,  and  not,  if  we  are  to  believe  tlie  explanations  that  are 
madein  reference  to  it,  an  intentional  willAil  disregard  of  tfaeiixjunctional 
order  of  the  court.  And  it  is  not  difflcnlt  to  understand  that,  noder  the 
advice  of  conneel,  the  defendant  may  have  well  supposed  that,  be- 
cause these  machines  had  been  previously  sold  and  afterward  returned^ 
and  then  lucladed  iu  the  accounting  which  is  being  had  in  this  caase, 
there  was  nothing  wrong  in  reselling  them.  Theretbre,  under  all  the 
circumetaaces,  I  am  not  inclined  to  hold  the  defendant  guilty  of  an  in- 
tentional violation  of  the  iiyanctton  in  that  regard.  I  think,  upon 
the  showing  that  is  made  upon  both  sides,  the  application  which  is  made 
by  the  complainant  mast  be  regarded  as  answered  by  the  defendant^ 
and  that  the  rule  must  be  discharged.  In  view  of  some  of  the  circum- 
stances that  have  been  disclosed  it  is  perhaps  proper  to  say  that  par- 
ties ought  to  be  exceedingly  careftil  in  their  action  after  they  have  been 
warned  by  an  ii^tmction  of  the  court  that  they  must  not  in  any  manner 
trespass  upon  a^adicated  rights. 

While,  as  I  have  said,  I  do  not  think  we  can  consider  the  mere  foet 
of  the  defendant's  advertisement  of  these  machines  as  a  violation  uf  the 
-injunction,  it  may  be  well  to  remark  that  the  case  iu  some  other  aspects 
might  be  deemed  one  where  such  advertisement  would  be  regarded  aa 
very  strong  evidence  that  the  party  was  transgressing  the  order  of  the 
court ;  and  I  think  snfflcient  is  disclosed  here  to  show  that  the  complain- 
ant has  grounds  upon  which  he  was  justified  iu  taking  hie  proceediug. 
I  think  Uiat  any  one  woaM  be  led  to  suppose  IVom  these  advertisements 
alone  that  the  defeudant  was  making  and  selling  these  machines;  and 
as  there  thus  appears  to  have  been  substantial  provocation  for  this  pro- 
ceetUngon  the  part  ofthe  complainant,  I  am  of  the  opiuioD  that,  although 
the  rule  should  be  discharged,  the  complainant  ought  not  to  be  subject- 
ed to  coste.  I  shall  therefore  require  the  defendant  to  pay  whatever 
taxable  costs  have  been  incurred  in  instituting  and  ptosecating  this  pro- 
ceeding. 


b,GoO(^lc 
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(UbIM  Bute*  ClTcalt  Coart— '^eatcrn  DiMilotc^  P«uu5lnatl.| 

Matthews  v.  Chaubebs  et  al. 

Dteiiti  Jaakarg  15,  1S81. 
19  0.  0.,789. 

1,  Ffttenta  Ko.  3,  386,  reiwne,  and  No.  44,664,  cooatrned  to  b«  for  Internal  bottle- 
atoppen  wbiehcanpiMa  eoiill}' Into  tlte  bottle,  and  which  kre  closed  lifontwacd 
pteaBai«  kgunat  a  seu  formed  la  the  snliatBUoe  of  the  bottle  itaelf,  uid  hetioe 
nol  iuMnged  bj  defend»nt»'  bottles,  in  whioh  the  Internal  stopper  is  a  ping  of 
wood  or  glai*  oloelng  bj-  being  drawn  int«  a  rubber  ring  placed  in  the  oeok  of 
the  bottie  after  the  plug  is  loiertvd. 

S.  Patent  No.  44,6d4,  claiming  "making  the  entire  stopper  of  each  a  lengtii  that  It 
cannot  turn  OTer  la  the  body  of  the  bottle,"  is  not  to  be  nad  as  embracing  all 
manner  of  Internal  bottle-stoppen  baring  the  specified  length,  iirespectiTe  of 
other  dlstingnuhable  characteristics  and  modes  of  operation,  as  snoh  feature  la 
an  old  and  well-knowu  expedient,  and  eonstmed  so  broadl j  the  claim  conld  not 
besnatained. 

3.  The  said  claim,  being  limited  bf  the  specificatioa  to  a  stopper  "  fonued  as  shown, " 
is  not  inMaged  bj  defendants,  eveu  thuogli  their  atoppen  are  too  long  io  tnm 
over  in  the  bottle. 

Mr,  A,  V.  Brieaen  and  J/r.  Jas.  I.  Kag  for  tbe  complainant. 
Mettrg,  Bakewell  it  Kerr  for  the  reapondeutfl. 

ACHESON,  J.: 

This  Bnit  is  for  the  alleged  infringement  of  two  patents  for  improve- 
ments in  bottle-stoppers.  The  first  of  these  patents  is  B«i8sue  No.  3,3d6, 
isened  October  30, 1806,  to  the  plaintiff,  as  assignee  of  Albert  Albertson, 
to  whom  tbe  original  patent  issued  Augnst  26,  1863.  The  stopper  de- 
scribed in  this  patent  consists  of  a  disk-valve  which  seats  against  the 
inside  etirface  of  the  bottle  at  the  lower  end  of  the  neck,  and  is  fixed  to 
the  lower  end  of  the  central  stem,  which  extends  in  an  outward  direc- 
tion np  into  the  neck.  The  valve  is  held  in  place  by  a  spiral  spring 
fastened  to  the  stem  and  supported  by  a  shonlderor  other  device  in  the 
neck  of  tbe  bottle.  The  valve  is  formed  of  a  flexible  disk  of  rubber  or 
other  yielding  substance  interposed  between  two  rigid  disks,  the  under 
one  being  jnst  large  enough  to  puss  through  tbe  narrowest  part  of  tbe 
neck  of  the  bottle,  aud  the  upper  one  small  enough  to  permit  the  flexi- 
ble disk  to  fold  up  around  it  as  tbe  valve  is  pushed  down  into  the  bottle. 
Tbe  stopper  is  put  into  the  bottle  by  insei'ting  it  in  the  neck  and  press- 
ing the  spring  until  the  valve  bae  passed  thi-oiigb  tbe  neck.  ~t\'heu 
once  in  the  bottle  the  valve  cannot  be  withdi-awu,  for,  the  lower  rigid 
disk  being  merely  the  size  of  tbe  opening  in  the  neck,  the  flexible  disk 
effectually  prevents  its  coming  oat,  and  the  greater  tlie  upward  press- 
nre  tbe  closer  and  tighter  is  the  8toi)i)er.  The  stopper  is  closed  by  tbe 
apward  pressure  of  the  spiral  spring,  aud  ia  opened  by  a  downward 
pressure  on  tbe  upper  end  of  the  stem.  Tlie  claims  of  this  patent  alleged 
to  bare  been  tnfiriuged  are  as  follows: 

1.  A  stopper  which  is  inserted  throngli  the  month  of  the  bottle  or  other  I'sasel,  aud 
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11'bicli,  wlieti  inaertei),  in  clo»e<l  ]M^rf«ctl,v  Ilgbt  against  a  tent  fbnned  within  the  bot- 
tle itself  by  jiresfliire  iu  an  upwaril  <lire<.-tioii. 

a.  A  pmlougatiOQ  of  xnch  kt(>pi>et  by  meaus  of  a  central  Btem,  tod,  or  other  eites- 
vioii  »f  the  stopperiu  an  oittn'anl  directioii  iMyoDd  the  seat  of  the  valve,  for  the  imr- 
IMtte  of  aA'onling  facility  for  opening  the  8io]>per,  or  that  of  receiving  the  npiranl 
)iTessnre  of  s  spring,  or  other  means  of  dratriDg  the  valve  to  its  seat,  anbstMitially  a» 
herein  gpecitled. 

The  second  patent  is  So.  44,684,  issned  October  11,  1864,  to  J.  X. 
Mclntire,  an  assignee  of  Albert  Albertaou,  and  assigned  by  Mclutire 
to  tlie  plaintiff  April  3, 1865.  Tlie  stopper  described  in  this  patent  is 
also  iDeert«d  through  the  month  of  the  bottle  and  forced  down  into  the 
Irottle.  It  consists  of  a  stem  having  thereon  secnred  or  formed  a  cup- 
shaped  valve  opening  npwaixl,  of  gntta-percba  or  other  elastic  or  yield- 
ing substance,  so  constnictetl  that  it  can  be  brought  into  close  contact 
Tith  a  suitable  bearing-surtkce  or  seat  on  the  interior  of  the  neck  of  the 
bottle.  The  position  of  the  valre  on  tbe  stem  is  such  as  to  allow  the 
npper  end  of  the  stem  or  knobof  the  stopper  to  protrude  ashort  distance 
beyond  tbe  mouth  of  the  bottle  when  tlie  ralve  is  in  its  seat.  Tbe  bot- 
tle is  opened  by  pressure  or  a  blow  with  the  hand  upon  the  protruding 
knob,  the  stopper  falbng  dowu  into  tbe  bottle.  The  st«m  is  of  such  a 
length  that  the  stopper  cannot  tnm  over  in  the  bottle,  but  must  always 
present  itself  right-end  foremost  to  the  uevk  of  the  bottle.  Tbe  manner 
of  closing  the  bottle  is  to  invert  it,  when  the  stopper  falls  into  tbe  neck, 
the  valve  resting  in  its  seat.  When  the  bottle  contains  aerat«d  liqoid 
tlie  upward  pressure  of  tbe  gas  seats  the  valve  tightly  and  keeps  tbe 
bottle  closed^  bnt  in  bottling  still  liquids  tlie  valve  is  brought  tightly 
into  its  seat  by  pulling  the  protruding  knob  of  the  stopper,  and  the 
compression  of  the  valve  in  the  tapering  portion  of  the  neck  will  insure 
the  retention  of  tbe  stopper  when  the  bottle  is  turned  up  again. 

In  bis  specification  the  inventor  stat«s  that  he  prefers  to  make  tbe 
valve  (as  shown  in  the  drawing)  conical,  with  the  upper  end  hollow,  and 
to  pronde  the  interior  of  the  neck  of  the  bottle  with  a  shoulder,  "for  in 
this  form  of  valve  and  seat  the  stopper  is  readily  forced  down  througb 
the  neck,  bnt  in  being  forced  up  against  its  seat  or  shoulder  the  valve  o 
will  be  bnlgeil  or  upset  and  cannot  be  force«l  out,"  Other  forms  of  valve, 
it  in  stated,  may  be  used. 

'J'h«  vahe  e  and  neck  of  the  bottle  should,  lion-ever,  he  bo  shaped  (even  when  the 
Bboitliler  X  in  emjiloyeil)  that  the  former  will  be  com  pressed  in  the  taper  portion  of  the 
n>vk  before  it  coaiett  ngfiiuijt  the  sbmilder,  in  order  to  create  friction  sufficient  to  pre- 
vent tbe  falling  in  of  tbe  stopjier  when  still  licinors  are  contained  in  the  battle. 
The  claims  of  this  patent  are  in  these  words: 

FiVBtly.  Tlie  eiuployment,  iu  coinhiuBtion  ivith  a  bottle  having  the  interior  of  its 
neuk  Hiiitably  fomietl  to  receive  it,  of  a  stopper  constnicted  to  operate  in  closing  and 
unclosing  the  bottle,  substantially  as  dexcribed. 

Secondly.  I  claim  so  constrnctiog  the  valve  c  and  tbe  month  of  the  bottle  that  the 
fiirnier  may  be  reailily  fori'eil  through  the  latter  in  one  direotion,  and  incapahle  of 
fasy  paMsage  through  it  in  the  opposite  direction,  ai  hereinbefore  described,  for  the 
piirpoiu-  net  forth. 

Thirdly,  I  claim  making  thr  entire  vtopper  of  such  a  length  thnt  it  cannot  tnin 
over  ill  tbe  bmly  of  the  Itottle,  m  nod  for  the  pnrpose  set  forth. 
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Tlie  bottles  mAanfootured  i>j  the  defendants  are  designated  in  tb« 
evidence  as  the  "Ohristin  bottle"  «nd  the  "Kelly  bottle." 

The  Christin  bottle  has  a  looite  internal  tapered  wooden-plug  Btopi)er, 
which  is  of  smaller  diameter  than  the  interior  of  the  neck  of  the  bottle^ 
and  will  pass  freely  in  and  ont  of  it.  In  the  inside  of  the  neck  of  the 
bottle,  jnst  within  the  lip,  on  annular  groove  or  recess  is  molded.  The 
stopper  having  first  been  inserted  in  the  bottle,  an  annular  rubber  ooUar 
or  seat  is  expanded  into  the  said  groove.  This  being  done  the  stopi>er 
cannot  pass  ont,  but  when  the  bottle  is  iuverted  seats  itself  in  the  rub- 
ber ring.  The  top  or  tapered  end  of  the  stopper  has  a  pair  of  sockets 
on  opposite  sides  to  receive  the  lower  ends  of  a  pair  of  tongs,  which 
grasp  and  draw  the  stoppeir'tightty  into  place  in  the  rubber  seat.  To 
open  the  bottle  the  stopper  is  pushed  inwardly.  It  is  of  safBcient  length 
to  prevent  it  from  turning  over  in  the  bottle. 

The  Kelly  bottle  has  in  the  inside  of  the  mouUi  an  anunlar  groove,  iu 
which  there  is  inserted  a  rubber  riug  similar  to  that  of  the  Cbristia 
bottle,  and  for  the  same  purpose.  The  stopper,  however,  is  a  pear* 
shaped  glass  plug.  It  is  readily  inserted  through  the  mouth  of  the 
bottle  before  the  rubber  ring  is  put  in;  but  the  lower  part  of  the  neck 
of  the  bottle  is  so  contracted  that  the  plug  cannot  pass  down  into  the 
bottle.  The  glass  plug  foils  into  its  rubber  seat  when  the  bottle  is  in- 
verted, and  is  tightly  held  there  by  the  upward  action  of  the  gas  in  the 
liquid  below.    The  bottle  is  opened  by  pressing  the  plug  downwanl. 

The  construction  of  the  plaintiff's  patents  was  biougbt  in  question  in 
the  ease  of  Mattkews  v.  Skoenberger  (4  Fed.  Rep.,  636).  In  that  case 
Judge  Blatchford,  speaking  of  the  flrst  patent,  says : 

The  first  claim  ii  not »  claim  to  any  meohuniBm,  bnt,  if  not  a  claim  to  a  ftinoUou,  ia 
a  claim  t-o  a  mode  of  operation.  It  amoiinta  to  a  claim  to  inwrting  a  (tapper  through 
the  month  of  a  bottle  and  then  presdiig  it  npward  till  it  ia  cloaed  tight  agaiiut  a  Mat 
Intide.  It  aeema  to  1m  intended  to  cover  every  form  of  Blopper,  and  any  form  of  month 
and  any  meaua  of  pretanie,  and  any  amngenient  of  Mat.  A*  a  claim  thns  broad  it 
cannot  be  anntajned.  It  mnat  be  limited  to  the  mecbaniim  deacribed  having  the  mods 
of  operation  described.  The  aUipper,  t«  InfHnge,  muat  be  iuaerted  through  the  mouth 
of  the  flniahed  bottle  iubatantlally  as  the  plaintiff'*  )•,  and  the  preMore  npirard  muat 
be  made  by  mechanism  and  not  by  the  gas  in  the  lii|nid.  *  *  *  As  to  the  aecoud 
claim  the  specification  says :  "  I  am  airare  that  tyi  internal  flap,  valve,  or  door,  acted 
npon  byaspring,  float,  or  counter- weight,  has  been  nsed  to  close  the  orifice  of  veoaels, 
as  an  ink-holdar  or  oil-vesael,  to  keep  ont  dasi,  Ac,  but  intended  to  give  way  on  a 
very  alight  pleasure.  Such  arrangement,  howevei,  could  not  make  a  stopper  which 
wonlil  be  oir-tigbt."  This  statement  shoirs  that  it  was  not  new  to  press  from  without 
an  iutunal  valve  closing  the  oriflce  of  a  vesael,  anch  closing  taking  place  by  the  action 
of  a  spring,  and  mch  pressure  being  made  against  the  outer  surface  of  the  valve  t« 
open  the  orifice.  This  being  so,  the  second  claim  of  the  Rdsaue  muat  be  limited  to 
Hobstantially  such  a  form  of  stopper  as  the  specification  showa,  with  subatantially  such 
a  prolongation  or  cxtensiaD  iu  an  ontworddirection,  if,  indeed,  the  claim  can  be  made 
at  all  iu  reapect  to  the  facility  afforded  for  opening  the  stopper  in  view  of  the  admitted 
prior  arraugement. 

Si>eaking  of  the  first  claim  of  the  second  patent,  Judge  Blatohfoid 

says:  Co<yik 
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The  claim  la  tcr  a  meolitiDlui),  to  k  phjvloal  atmetan,  to  the  oombliuIioD  of  a  liottls 
whleh  hM  a  neck  and  ha*  the  iaterlor  of  its  neck  anitably  formed  to  receive  the  itop- 
per,  with  a  •topp«T  oonstnicted  «■  stated  in  the  cltAva.  Thi*  meaui  a  itopper  con- 
■tnictad  ■•  deeorlbed,  and  which,  hf  reaaun  of  its  coiuttuotlon,  operates  »•  deicrlbed, 
In  oonneotloii  with  the  neok  of  the  bottle,  fu  oloeing  and  nnoloalng  the  bottle.  The 
olaim  to  not  to  tbeemploymeot  inabottleof  a  giren  mode  of  operation  raniltlnK  (ton 
■■7  itmctan  of  stopper.  Snch  a  elalm  would  not  be  a  claim  to  a  proceii.  It  would 
be  a  claim  to  a  fanetion  of  meohaniem,  aside  from  the  itruotare  of  laoh  meohanlim. 
It  wonU  not  be  a  ralid  claim.  The  proper  cotutmctlon  of  the  elalm  la,  that  It  to  a 
claim  to  the  employment.  In  oomblnation  with  a  bottle  having  the  interior  of  Ita  neek 
anitabl;  farmed  to  receire  eiioh  etopper,  of  a  itopper  conitracted  eDbttantlally  ai  de- 
Milbed. 

It  vas  held,  therefore,  in  Mattkvici  t.  Skoenberger  that  an  internal 
gisritating  bottle-stopper  conslBtiiig  of  a  glass  marble  workiog  iueide 
the  neck  at  the  bottle  precisely  after  the  maimer  of  the  glass  pli^r  In 
the  Kelly  bottle,  and  seating  against  a  robber  ring  iu  the  nook  by  the 
npwrd  presanre  of  the  gas  In  the  llqaid,  is  not  an  infklngement  of 
^tber  of  the  plaintiffs  patents. 

It  seems  to  me  the  constmction  which  Judge  Blatchford  has  given 
to  the  plaintifPe  patents  is  the  only  one  consistent  with  their  validity, 
tar  nnlesa  limited  to  the  exact  oonstniction  of  the  devices  they  show  I 
do  not  see  how  it  is  poHsIble  to  save  the  patents  at  nil  in  viev  of  the 
prior  state  of  the  art  An  internal  oloslug-stopper  for  bottles  was  by 
no  means  a  new  thing  at  the  time  of  Albertson's  earlier  invention.  Tbia 
oleaiiy.  appears  from  the  patents  in  evidence,  to  a  few  of  which  a  brief 
refinenoe  will  be  made. 

Thna  Blyth's  English  patent  of  1857  shows  an  internal  stopper  for 
bottles  which  is  inserted  through  the  month  of  the  bottle,  and  ia  closed 
against  a  seat  within  the  bottle  by  the  upward  pressure  of  a  helical 
spring  which  is  situated  beneath  the  lower  end  of  the  movable  vertloal 
stem,  which  acta  beneath  the  center  of  the  closing- valve,  and  the  stop- 
per is  opened  by  outward  pressure  upon  the  valve. 

The  Zonf  French  pat«nt  of  1844  shows  a  stopper  which  is  inserted 
throagb  the  mouth  of  the  bottle,  and  which,  when  inserted,  is  closed 
tightly  against  a  seat  which  is  within  the  bottle  by  upward  pressure  of 
a  spiral  spring  working  around  an  npwai'dly-prqjecting  stem,  and  the 
stopper  ia  opened  by  pressure'  applied  to  the  top  of  the  stem ;  and  an 
intenial  bottle-stopper  having  subetantially  the  same  arrangemeut  and 
method  of  operadou  is  shown  by  the  Nonveaii  English  i>ntGnt  of  1858. 

If  it  be  true  that  in  tlie  patents  just  referred  to  the  valve  does  not 
close  against  a  seat  formed  in  the  substance  of  the  bottle  itself  it  is 
equally  true  tliat  iu  the  Christiu  and  Eelly  bottles  the  plug  does  not 
neat  against  the  substance  of  the  bottle,  bnt  agaiust  an  elastic  imckiiig 
or  detachable  rubber  seat  inclosed  in  a  vecesa  within  the  neck  of  the 
bottle. 

As  bearing  more  particularly  upon  the  claims  of  the  platnti&'s  second 
patent,  the  McCallum  English  patent  of  1802  is  worthy  of  csi>ecial  ob- 
servation.   The  s]iecifioatiou,  atlt«r  stating  that  the  invention  is  "i>ecnl- 
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iarly  saitable  fbr  aerftted  liquids,"  described  the  bottle  m  "formed 
-with  a  contractioD  In  the  neck  A,  preseutiog  luternally  a  kliid  of  valve- 
aent,  B."  This  Talve-seat  does  uot  difTer  from  the  plniiitifl'B  shoulders 
#,  anil  is  for  the  Identical  pnriiose,  fbr  it  ie  stated  that  after  the  bottle 
is  filled  aud  the  stopper  drawu  "  luto  its  plnce  against  the  Beat  B  iu  the 
neck  A  of  the  bottle,  *  *  *  the  internal  psessare  keeps  the  stop- 
per securely  in  its  place."  The  stopper  is  described  as  "a  kind  of 
valve,"  consisting  "of  a  washer  uiade  of  a  flexible  material,  such  as 
leather  or  caoatohonc,  aud  fixed  on  a  short  spindle  or  center  iu  such  a 
stay  that  on  Iteing  pnshed  into  the  bottle  iu  one  directiou  the  washer 
bends  inward  toward  or  agidust  the  upper  part  of  the  centei'  or  spiudle 
«u.d  passes  easily,  wbile  on  beiufr  moved  iu  the  other  directiou  the 
-washer  expands  and  cannot  be  forced  or  drawn  through  the  contracted 
ueck  of  the  bottle.**  Iu  dosing  the  bottle  the  stopiier  is  grasped  and 
drawn  into  its  seat  by  an  instrument  inserted  iuto  the  month  of  the 
bottle  fca  that  purpose.  The  bottle  is  opened  by  pushing  the  stopi^er 
inwardly,  and  the  stopper  "remains  In  the  bottle  and  can  be  used  over 
again  repeatedly.^ 

If  it  be  conceded  that  the  plaintiff's  patents  were  not  fhlly  anticipated, 
it  is  nevertlieless  clear  to  my  miud  that  the  differences  between  his  de- 
vices and  those  shown  by  the  enrlier  pateuts  ai'e.less  marked  aud  snb- 
staotinl  than  ni'e  the  differeuces  between  the  defendants'  devices  and 
those  of  the  plofutiff. 

The  defendants  do  not  use  the  mediauism  described  iu  the  plaintifTs 
jlrst  patent  or  anything  that  is  the  equivalent  thei-eof.  They  do  not 
employ  a  spiral  or  any  spring  or  a  disk-valve.  Neither  iu  form  nor  in 
mode  of  operation  is  eitlter  of  their  stoppers  at  all  similar  to  the  stop- 
par  described  in  tiiat  patent. 

The  distinguishing  and  indispensable  fentnres  of  the  plaintifTs  sec- 
ond patent  are  a  compressible  valve  capable  of  being  forced  iuto  the 
bottle  tlirough  the  mouth  aud  incapable  of  easy  passage  through  it  iu 
the  opix>site  direction  and  a  bottle  having  the  luterior  of  its  neck  so 
shaped  as  to  present  a  bearing-siii'foce  or  seat,  with  which  the  I'alve  is 
brought  iuto  close  contact  to  close  the  bottle.  These  characteristics 
are  wholly  wanting  in  the  defendnntui'  devices.  The  defendants  use  no 
A'Ulve.  Their  Iwttles  are  closed  by  ii  simple  wootlen  or  glass  plug,  whieh 
easily  passes  throngh  the  neck  of  the  bottle  in  either  direction,  but 
acts  as  a  stxipiier  when  pressed  or  dinwii  into  n  rubber  ring  placed  in 
the  neck  of  the  bottle  iift«i'  the  idng  ia  insei-ted  iu  the  buttle. 

Ill  my  judgment  the  defendants'  devices  differ  essentially  from,  aud 
in  point  of  simplicity  and  utility  ai-e  vastly  suiierior  to,  those  of  the 
plaintiff. 

It  is  true  that  the  defendants'  stopper  is  of  sufficient  length  to  pre- 
vent it  li-oni  turning  over  iu  the  bottle,  and  thercfoi'e,  it  is  contende^l, 
inftinges  the  third  claim  of  tlie  itecond  imtent;  but  to  provide  a  valve 
with  a  stem  of  such  length  as  to  prevent  it  from  turning  over  iu  its 
11  r  p 
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oliRuiber,  so  thnt  it  shall  always  present  itself  right  to  tbe  orifice  it  is 
to  dose,  vas  certainly  an  old  and  well-known  expedient.  In  riev  of 
this  &ot,  and  looking  to  the  terms  of  the  claim,  it  must,  I  think,  be  re- 
stricted to  the  form  of  stopiwrs  shown  by  the  8i>ecificittioii.  "  In  alt 
Instances,  however,  the  8topi>er  is  formed  as  shown,  and  is  foixsed  into 
the  bottle,  as  seen  in  Fig.  2,"  is  tbe  laiignage  of  the  speciflcntion ;  and 
the  langnage  of  the  claim  is  "making  the  entire  stopper  of  such  a 
length,**  &c  Manifestly  the  specified  length  is  bnt  a  angle  feature  of 
tbe  stopper.  The  claim,  therefore,  is  not  to  he  read  as  embracing  all 
manner  of  internal  bottle- stoppers  having  the  8i>ecified  length,  irre- 
apective  of  other  distingnishnble  characteristics  and  modes  of  operation. 
Constmed  so  broadly  the  claim  could  not  be  sustained.  Mattkeicg  v. 
Shoenbtrger,  tupra. 

I  am  of  opinion  that  no  inftingeuient  of  either  of  the  plaintifi's  pat- 
ents has  been  shown. 

Let  a  decree  be  drawn,  disnaissing  his  bill,  with  costs. 


[tlDlIal  SIMw  CiniDh  Camt— DlitTlat  of  KHtncky.] 

SCAIFE'S  ADMIMISTBATOK,  &C.,  V.  Mageub  &  Co. 

Frbruara  21,  1881. 

19  O.  G.,  791. 

fieimne  Letters  Fateot  No.  4,467,  granted  Jnlf  11,  1871,  to  Williani  B.  Scaife,  for  im- 
provement in  boilers  for  ranges,  stoves,  &a.,  declared  iovaliil  and  void.  . 

Mr.  Jamea  J.  Joknstoitf  Mr.  Jamet  Speed,  and  Mr.  TkoiHoa  Speed  isr 
the  complainant. 

Mr.  Jantet  A.  Beattie  and  Mesera.  Straicbridge  <£  Taylor  for  the  defend- 
ants. 

DECREE. 

Baxter,  J.: 

This  day  this  canse  having  been  heard  on  eWdence  of  the  respective 
parties  thereto,  as  contained  in  the  printed  records  of  said  parties  filed 
in  the  canse  this  daj-,  and  on  the  exhibits  therein  referred  to,  and  on  the 
argnments  of  James  J.  Johni^ton,  James  Bpeed,  and  Thomas  Speed  for 
complainants,  and  of  James  A.  Beattie  and  Strawbridge  &  Taylor  for 
defendants,  it  is  onlered,  adjudged,  and  decreed  that  the  Beissued  Let- 
ters Patent  Xo.  4,467,  dated  July  11 ,  1871,  to  William  B.  Scaife,  for  im- 
provement iu  boilers  tor  ranges,  stoves,  &c.,  are  invalid  and  void;  and 
that  the  bill  in  equity  in  the  above  cause  be,  and  is  hereby,  dismissed. 
And  it  ia  fkirther  ordered,  adjudged,  and  decreed  that  tbe  defendants 
recover  of  the  complainants  their  costs  herein  exi>ended. 

And  thereupon  complainants  prayed  an  appeal  to  the  Supreme  Court' 
of  tbe  United  States,  which  waagranted. 
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(HnpnmF  Conit«f  lb*  rnlt«l  SUtw.) 

TiLGHMAS  r.  Proctor  et  al. 

JireidtH  JsMnryJM,  1841. 
19  O.  a.,  cfSO. 

1.  A  patent  Tot  iviiToceiiM,  irreiiiwcilre  of  the  particular  nuMle  orfunii  of  ajiimraiiiH  for 
carryiug  it  into  ell'ed,  in  iii1nii«<iilile  nndrr  tliepntent  l»wi)  of  ttio  Uiilrcd  Slatva. 

3.  To  miKtaJD  a  patent  for  a  proceM  tfae  pAtente^  should  lie  the  Utat  aiid  nrl|{lnal  iit- 
Tentor  nf  the  jirorrm,  abonlil  chiira  It  In  bti  patent,  anil,  tf  the  iiirann  of  carrj- 
ing  it  out  are  not  obviiina  to  an  onllnnry  ineebntiio  ikilleil  In  thr  art,  hti  Hpecifl* 
cation  HboulildeKCiibefionieniiHle  of  carryiug  it  ont  which  will  prodiiiv  ;i  iim- 
fnl  reaiilt. 

3.  If  a  8iib»Mineut  inventor  iliscover  anew  mode  of  canyiuKont  a  pnlented  proceaa, 

thongh  he  may  have  n  ]>atent  for  Rnch  a  new  mode,  he  will  not  lie  entitled  to  qm 
ttie  proceM  nitbvnt  the  consent  of  the  patentee  thereof. 

4.  ThedeciaioD  in  MUeheH  v.   T^fptMaN  (19  Wall.,  297)revlewrd  and  ovemiI«d,  ami 

TilKhman'M  patent  relatin^t  to  the  niannfacture  of  fat  acidn  Mislalued  ai  a  pat- 
ent for  a  proci^m. 

5.  The  decisions  on  ffRfUif  v.  ilorte  (15  How.,  <H)  and  in  the  caw  of  Neilson'*  i>atent. 

fortbe  hot-blast  (Welmter')!  Report)  commented  npnn  iind  explained. 

Appeal  from  the  circuit  coart  of  tlie  ITnit«l  States  for  the  soutliern 
district  of  Obio. 

^[r.  Qeorge  Harding  for  tlie  appellant. 

Jtir.  C.  B.-Collyer  and  Hon.  ,V.  H.  Cnrpenter  for  tlie  ftpi>ellees. 

Mr.  Jostice  Bradlbt  delivepe<l  tlie  opiuion  of  the  court ; 

This  CHse  iovolveti  a  coiiNideratioa  of  the  same  patent  which  was  the 
fliibjeotof1iti^tioiiinthccaHeofJ/ttcft«I{v.T%AifiA»,rei>orte<l  in  10  Wal- 
lace, 287.  The  evidence  in  the  present  case,  which  i«  qnite an  anwieldy 
mass,  is  niacli  the  same  as  in  that,  being  supplemented,  however,  by 
the  testimony  of  the  i>titontee  respecting  tlie  nature  of  his  original  ex- 
l)eriment«  and  the  practicability  of  using  profttnbly  the  coil  apparatus 
describc<l  in  the  patent,  together  with  certain  exhibits  relating  to  the 
novelty  of  the  alleged  invention.  Upon  the  renewetl  consideration 
whi<:h  lia!*  been  given  to  the  subject  the  court  is  nnauiiuoitsly  of  opinion, 
ooiitrary  to  the  decision  in  the  Mitchell  case,  that  the  patent  of  Tilghnian 
must  be  snstaineil  as  a  patent  for  a  process,  and  not  merely  for  the  par- 
ticular mo<1e  of  applying  imd  nsiug  the  process  iK))ute<l  out  in  the  si>eci- 
fi<;}ition,  and  that  thedcfcndantshave  inlVtuged  it  by  the  itrocesscs  useil 
by  them. 

The  i»ntent  in  qnestion  relates  to  the  treatment  of  fats  and  oils,  and 
is  for  a  jiroeess  of  separating  their  component  parts  so  as  to  render  them 
Ivetter  adapti'd  to  the  nsi-s  of  the  arts.  It  was  discovei-ed  by  Chevreid, 
,'tii  eminent  French  chemist,  as  early  as  1813,  that  ordiitil^-  fat,  tallow, 
iukI  oil  are  reguhir  chemical  conijiounds,  consisting  of  a  base  which  has 
l»een  ternH-d  "glycerine,"  and  of  diflerent  acids,  termetl  generally  "fat 
acids," but  s)>ecifically  " stearic,"" margaiic," and  " oleic" acid^i.    These 
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acids,  ill  combination  severally  with  glycerine,  form  st«arine,  margarine, 
and  oldine.  Tbeyare  foaud  In  dift'entnt  i>roporlion8  in  ttte  rarions  neu- 
tral fats  and  oils,  stearine  predominating  in  some,  margarine  in* others, 
and  oleine  in  others.  When  separated  from  their  base  (glycerine)  they 
take  up  an  equivalent  of  water  and  are  called  "  free  fot  acids."  In  this 
state  they  are  in  a  condition  for  being  utilized  in  the  arts.  The  stearic 
and  margaric  acids  form  a  whitish  semi-transparent  hard  substance,  re- 
sembling Npermaoed,  which  is  manufactured  into  candles.  They  are 
separated  fr-om  the  oleic  acid,  which  is  a  thin  oily  fluid,  by  hydrostatic 
or  other  imwerful  pressure,  the  oleine  being  used  for  manufoctnring  soap 
and  other  purposes,  the  base  (glyceriue)  when  purified  has  come  to 
be  qnite  a  desirable  article  for  many  uses. 

The  comjilainant's  patent  is  dated  the  3d  day  of  October,  1854,  and 
relates  back  to  the  9th  day  of  Jannarj'  of  that  year,  being  the  date  of 
an  Knglish  pat«nt  granted  to  the  patentee  for  the  same  invention.  It 
has  but  a  single  claim,  the  words  of'which  are  as  follows: 

Haviog  iioir  descriljeVt  the  nature  of  my  iiaid  iitvenlioD  ftad  the  mBnner  of  perform-" 
ing  the  same,  I  htmliy  duuUn:  that  I  claim  a»  of  my  inreutiou — 

The  mnDRfactiiriiig  of  fat  acids  ami  glycerine  liom  fatty  bodira  by  the  action  uf 
water  Hi  a  high  temiwratnre  and  pKHsnre. 

In  the  case  of  Mit«:liell  the  minority  of  the  court  was  of  opinion  that 
in  the  Application  of  the  process  thus  claimed  the  patentee  was  confined 
to  the  method. of  nsing  the  process  itarticularly  |>ointed  oat  in  the  speci- 
fication, and  as  by  that  it  was  proposed  to  proiluce  a  very  rapid  separa- 
tion of  the  fatty  elements  by  the  use  of  a  high  degree  of  heat — tlie 
oi»eratiou  being  effected  in  tlie  space  of  ten  minutes  by  forcing  the  fat 
mixed  with  water  thi-ongh  a  long  coil  of  strong  iron  tube  passing  through 
an  oven  or  famace,  where  it  was  subjected  to  a  temperature  eqnal  to 
that  of  melting  lead,  or  612°  Fahrenheit — it  was  concluded  by  the  court 
that  the  producing  of  the  same  i-csult  in  a  Iwiler  subjecteil  to  only  400<^ 
Fabrenheit  and  requiring  a  i>eriod  of  several  houm  to  effect  the  desired 
separation  was  not  an  infringement  of  the  patent,  although  the  process 
by  which  the  effect  wits  produced — namely,  the  action  of  water  in  inti- 
nmte  mixture  with  the  fat  at  u  high  temperature  and  under  n  suffluieiit 
pressure  to  prevent  the  formation  of  steam — was  undoubtedly  tlie  same. 
On  fui-ther  reflection  we  tire  of  opinion  that  iu  the  case  referred  to  suffi- 
cient consideratiuu  was  not  given  to  the  fact  that  the  patent  is  for  a 
process,  and  not  for  any  .'<t>ecillc  niechauisni  for  carrying  such  pi-ocess 
into  effect. 

In  order  to  have  ii  clearer  nndorstanding  of  the  question  it  is  ueces- 
sarj'  to  ad\-ert  briefiy  to  the  history'  of  the  art,  and  then  to  examine 
tlie  terms  of  the  patent  in  greater  detail. 

It  is  conceded  by  the  compliiinaut  that  two  diflei-eut  processes  for 
effecting  a  dccomiiositioii  of  fats  into  their  component  elements  had 
been  iu  xinictical  ejienition  prior  to  his  invention.  Tliese  processes 
were  called,  respectively,  the  " alkaline-saixiniScatiou  process''  and  the 
"sulphuric-acid-distillation  process."    The  first  consisted  of  the  maua- 
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fiictare  of  the  lat  into  soap  by  the  nse  of  lime  or  other  alkali,  and 
tlien  of  the  decompoaition  of  the  5oap  so  prodaoed  into  the  fitt  adds 
by  the  aid  of  hydrochloric  or  dilute  Bolphnrio  acid.  The  deoompost- 
tion  of  the  soap  was,  by  a  Babseqnent  improvement,  elfected  by  dta- 
tillation  in  an  atmosphere  of  steam.  The  other  process,  called  the 
"  snlphoric-Roid-distillation  process,"  consisted  of  the  direct  sapontflea- 
tioD  ofitat  by  means  of  conoentnted  solphnric  acid,  and  the  snbseqnent 
distiJhition  over  of  the  resulting  fiitty  adds.  By  this  process,  hoveTU', 
the  glycerine  was  destroyed. 

The  first  of  these  proc«8ses  was  patented  by  Oay-Loasac  &  GfaeTrenl 
in  1825,  bnt  was  not  brought  into  saecessftil  operation  in  the  mana- 
fiictnre  of  stearic  candles  nntU  impioTed  by  De  Milly  in  1831.  The 
second  process  was  proposed  aud  developed  between  1840  and  18B0. 
It  was  extensirely  ased  dnring  and  after  that  period  by  the  large  man- 
n&cttiring  firm  of  E.  Price  &  Co.,  of  London,  and  thdr  aacoessors, 
Prioe'a  Patent  Candle  Company.  Mr.  G.  F.  Wilson,  one  of  the  share- 
holders in  that  establishment,  and  apparently  a  man  of  accnrate  knowl- 
edge on  the  sabject,  read  varions  papers  illnatrative  of  the  history  of 
the  mannfactare  before  learned  societies  in  England,  extracts  fiom 
which  are  contained  in  the  record,  and  throw  considerable  light  on  the 
matter.  It  appears  from  his  statements  that  the  disdUatioo  of  the 
saponified  fat,  whether  saponified  by  an  alkali  or  by  snlphurio  add, 
was  often  accompanied  by  pr^udicial  elfects  from  the  access  of  atmos- 
pheric air  to  the  contents  of  the  stilL  To  remedy  this  he  and  his  as- 
sociates adopted  and  patented  the  introdnotfon  of  superheated  steam 
into  the  still  or  vat  containing  the  fat  acids,  whidi  ezclnded  atmos- 
pheric air,  and  carried  over  the  tbtty  vapors  into  the  receiver  in  a  more 
perfect  condition  than  they  had  before  been  able  to  obtain  them.  These 
patents  were  taken  ont  in  1843.  In  the  following  year  the  same  partiea, 
Gwyniie  and  Wilson,  fonnd,  what  Dnbrnu&nt  had  found  two  or  three 
years  before,  that  palm-oil,  which  is  ^ery  fQ»ible  and  manageable,  can 
be  distilled  in  its  cntde  state  in  the  manner  last  described — ^that  is,  by 
the  introdnction  of  steam  into  the  still,  without  the  intervention  of 
saponification — and  the  dlBtille<l  product  being  then  steam-boiled  in 
water  acidnlated  with  aulphnric  acid  and  the  water  allowed  to  settle 
and  separate,  the  resulting  substance  would  be  a  ibt  add.  It  is  not 
shown  that  this  process  was  ever  carried  into  snccessfnl  operation  prior 
to  Tilghnian's  patent;  and.  Judging;  fh>m  what  was  done  by  the  Price 
Patent  Candle  Comimiiy  in  the  way  of  iiniu'ovement  immediately  after 
becoming  acquaintml  with  Tilgluiian's  process,  it  is  to  be  inferred  that 
the  steani-distillatiou  process  (without  saponification)  was  still  an  un- 
siiecesHfitl  experiment  when  h\»  patent  was  issued.  This  experiment, 
however,  must  be  regarded  as  the  nearest  approach  to  the  process  of 
Tilghman  of  anything  done  in  the  art  prior  to  it. 

We  do  not  regard  the  accidental  formation  of  fat  acid  in  Perkins's 
steam-cylinder  fn»m  tlie  tallow  ii)troduce<l  to  Inbricate  the  piston  (if  the 
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scatn  which  roee  on  tbe  water  issuiug  from  the  ejection-iiii>e  was  fat 
acid)  aa  of  any  couseqnence  in  this  iuqairj.  What  the  process  was  by 
which  it  was  generated  or  formed  was  never  fully  tiDderatood,  Those 
engaged  iu  the  art  of  inakiug  candles,  or  in  any  other  art  iti  which  fiit 
acids  are  desirable,  certaiidy  never  derived  the  least  hint  IVoni  this  acci- 
dental phenomenon  in  regard  to  any  practicable  process  for  manufactur- 
ing SBch  acids. 

The  accidental  effects  produced  iu  Daniell's  water-barometer  and  in 
Walther's  process  for  i)urifying  fets  and  oils  preparatory  to  soap  mak- 
ing are  of  the  same  character.  They  revealed  no  process  for  the  man- 
ufacture of  fat  acids.  If  the  acids  were  accideutally  and  unwittingly 
produced  while  the  operators  were  iu  pursuit  of  other  and  diffiereut  re- 
sults, without  exciting  atteutiou,  and  without  its  even  being  kuown 
what  was  done  or  how  it  had  been  done,  it  would  be  absurd  to  say  that 
this  was  an  anticipation  of  Tilghmau's  discovery. 

fi'or  do  we  re^rd  the  patent  of  Manicler,  which  was  taken  out  in 
1836,  as  anticipating  the  process  of  Tilghmau.  It  is  trde  that  he  dii-ects 
a  mixture  of  fat  with  about  one-quarter  of  its  weight  of  water  to  be 
placed  in  a  boiler  and  subjected  to  a  iieat  sufficient  to  create  a  pressure 
equal  to  one  atmosphere  above  the  natural  atmospheric  presMure,  or 
about  250°  Filhreiiheit,  tlie  boiler  being  provided  witli  a  safety-valve 
which  would  secure  that  degree  of  pressure.  But.  subject  to  this  press- 
ure, the  patent  directed  that  the  mixture  should  be  made  to  boil,  and, 
of  course,  that  the  water  should  be  convertetl  into  steam.  The  wonl«  are 
"apply  Are  to  this  digester  to  melt  and  digest  the  contained  tallow  or 
fat  and  water,  ami  keep  up  a  rapid  cbidlition  during  about  six  houi-s." 
It  is  probable,  therefore,  that  any  decontiiositi«u  of  the  fat  which  may 
have  Iwen  produce<I  by  this  process  was  due  to  the  steam  forme«l  aud 
passing  through  the  fat,  as  no  meaus  api>ears  to  have  been  adopted  for 
keejiing  up  the  mixture  of  the  fat  and  water.  IJut  we  Imve  no  eridence 
that  the  process  was  ever  snciicssfnl  in  ]>ractice.  One  of  the  defend- 
ant's witnesses  testifies  that  he  ti-ie<l  it,  and  though  he  got  some  re- 
sults, he  adds  this  pregnant  observation: 

To  tranafono  all  tlie  fat  in  thie  wav  at  bo  loir  a  teui)ieralure  woiilil  linve  reqiiireil 
mm,y  days. 

He  only  pretends  that  the  sample  which  he  obtained  sliowe<l  by  its 
ap[>earauce,  as  well  as  by  its  acid  action,  that  tbe  separation  had  com- 
meuc«d.  Evidently,  therefore,  this  was  but  an  abandoned  exiwrinient, 
since  we  never  hear  any  more  of  it  from  1826  down  to  the  trial  of  thiM 
cause. 

It  is  unnecessary  to  examine  in  detnil  other  alleged  antici]>ations  nf 
Tilghmau's  ]trocess.  We  believe  that  wc  have  specified  the  most  pn>ni- 
inent  and  reliable  instances. 

Tilghnmn's  discovery  was  made  in  l.S.W,  and  wus,  in  brief,  this;  That 
the  fat  acitls  can  be  separated  fi-om  glycerine,  without  injury  to  the  lat- 
ter, by  the  single  and  simple  pi-ocess  of  subjecting  th'enentral  fat  while 


DECISIONS  OF  U.  B.  COiraTS  IK  PATENT  CASES.  167 

in  intimate  mixtnre  vith  water  to  a  bigta  degree  of  lieat,  uuder  sofflcient 
presanre  to  prevent  tbe  water  from  being  converted  into  ateam,  withont 
the  employment  of  any  alkali  or  sulphuric  acid  or  other  saimuifj'iug 
agent,  the  operation,  even  with  the  moat  solid  fots,  being  {^apabIe  of 
completiou  in  a  very  few  minnt«a  when  the  heat  applied  is  eQaal  to  that 
of  melting  lead,  or  612°  Fahrenheit,  but  requiring  several  honra  when 
it  is  as  low  as  350°  or  400°  Fahrenheit.  The  only  conditions  are  a  con- 
stant and  intimate  commiztnie  of  the  &t  with  the  water,  a  high  degree 
of  heat,  and  a  pressure  sufficiently  powerful  to  resist  the  conversion  of 
the  water  into  steam.  The  result  is  a  decompositiou  of  the  fatty  body 
into  its  elements  of  glyceriue  and  £at  acids,  each  element  taking  up  tbe 
requisite  equivalent  of  water  essential  to  itfi  separate  existence,  and  the 
glyceriue  in  solution  separating  itself  from  the  fat  acids  by  settling  to 
the  bottom,  when  the  mised  products  are  allowed  to  stand  and  cool. 
In  this  process  a  chemical  change  takes  place  in  the  fat  in  consequence 
of  the  presence  of  the  water  and  the  active  iuRueiice  of  the  heat  and 
pressure  upon  the  mixture. 

We  are  sati8fle<I  that  Tilghmau  was  the  origiual  discoverer  of  this 
process.  His  priority-  was  acknowledged  at  the  time  by  those  most 
interested  to  question  it.  Mr.  Wilson,  to  whose  statement  rafereuce  has 
been  made,  and  who  is,  perhaps,  more  justly  entitled  than  any  one  else 
to  claim  an  anticipation  of  TilglimHii's  discovery,  makes  no  such  preten- 
sion, but,  on  tbe  contrary,  concedes  Tilghmaii's  nght  to  priority ;  and, 
indeed.  Price's  Patent  Candle  Company,  of  which  Mr.  Wilson  was  a 
member  and  director,  took  a  license  under  Tilghmau's  English  patent. 
As  having  some  hearing  npon  the  projier  construction  of  the  patent 
in  suit  (which  will  presently  be  more  particularly  examined),  it  is  proi>er 
to  observe  that  Tilghmau's  actual  iuveutiou,  as  demonstrated  in  his 
experimentB  made  in  1853,  before  making  any  applicatiou  for  a  pateut, 
was  not  coufined  to  the  use  of  a  coil  of  pipe  in  a  lieated  chamber  or 
furnace  for  effecting  the  process  which  be  claims,  but  was  frequently 
exhibited  by  using  a  simple  digester  filled  nearly  full  with  a  mixture  of 
fat  and  water  and  beated  in  a  gas-stove  or  in  a  vertical  position  ovei'  a 
gas-lamp,  the  mixture  of  fat  with  tbe  water  being  kept  up  by  a  loose 
metallic  ro<l  or  jumper,  which  thoroughly  mixed  the  conteuts  when  the 
digester  was  shaken.  Sometimes  the  digester  was  heated  iu  a  horizon- 
tal position,  and,  being  provided  witli  tbin  copi>er  partitions  fixed  inside, 
was  made  to  revolve  in  order  to  cause  a  more  perfect  mixture  of  tbe  mate- 
rials. Ill  using  the  digester,  it  not  being  provided  with  a  safety-valve, 
a  small  space  was  left  at  tbe  top  for  the  formation  of  sufficient  steam 
to  prevent,  by  it«  elasticity,  the  vessel  froui  exploding.  In  making 
these  experiments  Tilghmau  not  only  varied  the  apimratns,  but  applied 
diCferuut  degrees  of  heat  iu  the  operation.  The  followlug  is  his  account 
of  some  of  these  proceedings.     He  says : 

Before  Rppiying  fin  iiiy  pntent  1  liail  tunile  uiaiiy  expcruijPUtB  in  decompoHiug  by 
ir«ter  at  teiu]i«ratUTM  b«low  uelliog  bianinth,  KOiu«liiUHS  Iu  tbu  coil  foiui  of  Bppnnitiu>, 
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bnt  moit  fitqiwDtly  in  dlgestm.  Tbe  loweit  tempentara  tried  l>y  me  wtu  tbTev 
bnndred  uid  tUty  d*gMM  (STiO^)  Ffthrenhett,  or  one  bandied  and  twenty  pounds 
prewtm  eontliined  for  font  Ikonrs.  The  dlgctter  iru,  m  iiaukl,  lii  »  vertical  pcaitfoii, 
bnt  the  heat  wa*  In  thia  case  given  bf  an  oil-bath.  I  obtained  both  fat  acids  and 
gif  cerioe  In  thIa  experiment,  bnt  In  aneh  gmall  quantities  as  to  prove  that  tbongh  13i» 
deeompoaltion  did  go  on  at  that  beat,  yet  It  wai  verj-  stow  compared  with  the  higheT 
heati.  I  find  notes  of  another  experimeut  (July  15,  1854)  in  the  eoil  appaiatiw  with 
palm-oil,  made  at  the  melting-point  of  ttu,  44(F  Fahrenheit,  three  hnndrad  and  sixty 
.  ponndi  pressure.  It  was  pnmped  throagb  the  eoil  very  slowly,  so  as  to  glre  about 
thirty  miuntes'  heat,  and  fonnd  to  be  partly  decomposed,  so  that  it  was  returned  ta 
the  inlet  end  of  the  apparatnsandpumped  through  a  second  time  at  the  same  rate  nnd 
heat,  which  produced  perfect  decomporitlon  of  the  palm-oil  lut«  fat  acids  and  solution 
of  glycerine.  Ten  niinntes'  exposure  woQld  h*ve  perfectly  deoomposed  palm-oil  at  tbe 
beat  of  meltluK  bisnintb  (610=  Fahruiheit).  Tet  I  found  70°  lower  heat  required  six 
times  as  long  to  produce  the  same  effect.  I  bad  often  decomposed  tallow  at  GIO'-' 
Fahrenheit  before  taking  out  my  patent,  not  in  the  coll  apparatus,  but  In  the  slmpl« 
vertical  digester.  In  this  case  I  had  to  allow  increased  time  on  account  of  the  imperfect 
contact  of  the  fkt  and  water  In  addition  to  that  required  by  the  dimlnlalitng  teinpei- 
atore. 

Iq  tbe  conrse  of  liis  teatimoiiy,  Til8:hmBii  explnlos  wby,  in  liis  pateut, 
he  eqmiifllly  recommeiKied  tbe  use  of  tbe  bigh  temperature  of  tuelting^ 
leitH  in  applyiog  bis  proceas  to  practical  nae.    He  aays: 

Uany  experiments  had  shown  me  that  et  these  higher  temperatures  the  decomposi- 
tion was  carried  on  with  the  greatest  economy  of  Ate!  and  cost  of  apparatus.  Whea 
la  London  in  1847  I  bad  found  Perkins's  bonse-wanuing  apparatus,  eonsiatlng  of  ooila- 
of  hundreds  of  feet  of  pipe  containing  water  at  tbe  temperature  of  melting  lead,  bad 
long  been  in  extensive  domestic  use  there.  On  reliimlug  to  London  In  1853 1  found 
the  ssme  apparatus  largely  used  fbr  beating  bakers'  ovens.  As  I  thus  found  sncb  beats- 
and  pressures  were  perfeollj  practical  and  safe,  ss  well  as  economical,  I  thought  I 
was  bonnd  to  describe  my  Invention  in  what  I  then  believed  to  be  the  best  mode  of 
oanylng  It  oat,  and  that,  as  I  was  tbe  discnveier  of  tbe  chemical  fots,  1  could  thets 
claim,  broadly,  aa  my  process  tbe  use  of  water  highly  bested  and  under  pressure  to 
decompose  fats,  no  matter  what  temperature  or  apparatus  was  used, 

And  being  asked  for  bis  present  views  as  to  tlie  practicability,  econ- 
omy, and  safety  of  thA  bigber  temi>eratare«  as  oompu«d  witb  lower  tom- 
peratnres,  be  said: 

I  think  the  high-pressure  apparatus  is  much  more  economical,  both  in  tbe  first  coat 
and  the  expense  of  working.  Its  principal  disadvantage  is  tbnt  ordinary  engineers- 
are  not  familial  with  Us  management,  and  consequently  dialiko  it. 

In  December,  1853,  Tilghman,  baving  completed  his  exi>ei'imeut8  to 
bis  own  satisfactioD,  Aled  a  caveat  in  tbe  Patent  Office  preparatoiy  ta 
taking  oat  a  patent  l'i»'  bis  invention.     In  tbis  caveat  be  says: 

Tlie  invention  consists  in  subjecting  animal  and  vegetable  fatty  and  oily  snbstanL-ew- 
containing  glycerine  to  a  high  temi>eratnre  and  pressure  In  close  vessels,  mixed  with 
ditferent  agents,  according  to  tbe  eil'ect  desired  to  be  nroduceil  n|>on  tbe  fbtty  matter. 
Ttiui,  when  I  wish  to  convert  the  nentrol  fatty  snlMtaooes  into  fatty  acids  and  ([lyeer- 
ine,  I  pump  a  mixture  of  the  fat  aud  water,  nndi>r  great  premnre,  through  a  series  of 
strong  metal  tnbes  kept  at  about  the  beat  of  meltlug  lead  and  provided  with  a  coollng- 
wonn  and  safety-valve  at  its  ontlet.  The  neutral  fatty  substance  is  decoiuiKMwd  by 
tbe  process,  and  the  fat  acid  and  solution  of  glycerins  which  Isauc  thcongb  the  aafcty- 
valve  separate  by  settling. 

Tilgbmau  soon  after  repaired  to  England  and  took  ontatpat^iit  tliere. 
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doted  the  9th  dii.y  of  JHniiary,  1854,  and  eealecl  the  26th  of  March.  He 
immediately  pnt  in  operation  an  apparatos  for  exhibiting  his  prOeeu  on 
a  small  scale.  Mr.  Wilson,  before  mentioned,  idtnewed  his  experimeht* 
and  thos  speaks  of  them  in  a  paper  oommnnioated  to  the  Jowrnal  of  the 
&MJ«ty  of  ArU^  Jannnry  35, 1856: 

Id  Jumary,  1864,  Ur.  TUgbmau,  »i]  Amerloaaxbentiit,  who  hM  ittidled  all  that  Iia* 
tMen  pabllilied  ben  muI  in  Pranoe  on  tbo  •nl^teot  of  aoldifioation  and  diitlllallon  of 
fatty  bodlea,  obtatnod  a  patent  for  oxpoting  Ait*  and  olU  to  tbe  action  of  water  at  » 
high  tempentnn  and  nodor  great  prewnre  In  order  to  caoee  tbe  combination  of  the 
water  witb  the  element*  of  tbe  uentral  fata,  M  Ri  to  produce  at  tbe  Mme  time  free  fat 
aotda  and  talntion  of  glycerine.  He  propoeed  to  efhot  tbli  by  piunplng  a  mixture  of' 
fat  and  water  by  meaoe  of  a  force-pnmp  tlirongh  a  ooil  of  pipe  heated  to  abont  619^ 
Pahienhelt,  kept  nncUr  a  pruamre  of  abont  two  thonaand  poondi  to,  the  aqnare  Inch, 
•ad  he  atatea  that  the  Toual  mnat  b«  oloeed  to  that  the  leqniaita  «monnt  of  prewnie 
may  be  applied  to  prevent  tbe  conTenion  of  water  Into  tteam.  Thia  It,  all  moat 
admit,  a  baaotiflil,  original,  chemical  idea,  well  eairied  ont.  It  hat  yet  to  prove  how 
tbr  tt  eao  oompete  locoeMttally  with  dlctUlatlon.  We  have  made  aAangementa  with 
Ur.  Tilghman  which  will  give  ni  tbe  meant  of  totttng  Itt  oommeioial  meritt. 

Hr.  Wilson  goes  ou  to  state  that  this  process  of  Tllghman  snggested 
to  them  tbe  idea  of  distlUing  fats  by  passing  steam  into  them  at  a  high 
temperatnie,  whereby  to  resolve  them  into  glycerine  and  fat  adds. 
They  fonnd  the  plan  sncoessftil,  and  that  the  glycerine  distilled  orer 
with  the  fat  acids,  bat  no  longer  combined  with  them,  and  in  Jnly,  1854, 
they  took  ont  a  patent  for  that  process.  In  a  paper  read  before  the  Glas- 
gow meeting  of  the  British  Association  for  the  Advancement  of  Soiencer 
in  September,  1855,  Mr.  Wilson  thns  refers  to  tbe  course  of  discovery 
which  took  place  in  this  branch  of  mannfhctore ; 

By  onr  fint  Improvement  in  teparatlng  tbe  fat  aei(<a  ftom  nentral  fitti  the  glycerine 
WM  deoompoted  by  the  direct  action  of  concentrated  tuiphnrie  acid  at  a  high  tem- 
pcratnie,  and  all  that  remained-  of  It  waa  a  ehured  pieoipltate.  A  new  prooeit  for 
decompoaing  nentral  fatt  by  water  under  great  preatore,  oouilag  under  onr  notico, 
reftrriag  to  Tllgbman'i  pmcett,  led  iia  to  look  again  moi«  dotely  into  onr  old  dlatll- 
ling  prooetaea,  and  (bedolng  this  thowed,  what  we  had  often  been  on  tbe  brink  of  dla- 
ooreriug,  that  glj-ceriae  might  be  dlitllled. 

lu  onr  new  prooctt  tbe  only  obamieal  agents  employed  for  decompoting  the  nentral 
fkt  and  teparatlng  Iti  glycerine  are  steam  and  heat,  and  tbe  only  agentt  nted  In  puri- 
fying tbe  glycerine  thnt  obtained  are  beat  and  tteam.  Tbiit  all  trouble  from  earthy 
taltn  or  lead  la  eacaped.  DlHtillntioo,  however,  pnridea  tbe  impure  glyeerioe  of  the 
old  aourcee. 

On  tbe  table  ii  a  terieii  of  protlnoti  of  palm-oil,  which  will  eerve  to  llluttrate  the 
procoH.  Steam  at  a  temperature  of  fh>in  6S0°  to  600°  Fnhrenbeit  it  Introduced  Into 
a  diatillery  apparatus  contaluiug  n  qunntlty  of  palm-oil.  Tbe  fatty  aolda  take  op 
tbvir  eriuivalenla  of  tvater  and  tbe  glyceriitn  tnbet  n\\  ita  equivalent.  Tbey  then  dlt- 
till  over  together.  lu  tbe  receiver  the  condensed  glycerinv,  fVom  ita  higher  specifto 
gravity,  tlnkt  below  tbe  fat  acid*. 

We  qnote  more  fully  frot°  this  paper  because  it  is  a  cotemporary 
acknowledgment,  made  by  a  man  who  stood  in  the  ft«nt  rank  of  those 
who  understood  and  whose  interest  it  waa  to  anderstitnd  the  most  a«l- 
vanced  process  of  resolving  fats  and  oils  into  their  component  ports, 
that  Tilghman's  "  process  for  decomposing  neutral  fets  by  water  under 
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great  pressnre  "  waa  *'  a  new  process,"  aud  who,  witb  hia  associates,  took 
biDts  from  it  for  making  new  departures  and  improvements  in  the  art. 
TUe  statements  ot'  Mr.  Wilson  on  this  sal>ject  are  corroborated  by  other 
witnesses.  Indeed,  nearlir  all  those  comi>etent  to  speak  on  the  subject 
state  or  admit  that  the  process  of  decomposing  fats  into  glycerine  and 
fot  acids  by  mixing  them  witli  water  and  subjecting  the  mixture  to  a 
high  degree  of  heat  under  a  pressnre  sn£Scieut  to  prevent  the  conver- 
sion of  the  water  into  steam  was  not  known  in  the  arts  prior  to  Tilgh- 
man's  discoverj'.  The  testimony  of  some  experts  to  the  contrary  is  . 
based  apou  their  coDstmction  of  certain  patents  and  pablicatioos  pro- 
duced in  evideDce,  the  most  important  of  which  ha\'e  already  been  ad- 
verted to. 

The  question,  then  arises,  Has  Tilgbman  secured  the  eitclusive  right 
to  the  process  oi  which  he  was  thus  the  inventor! 

An  esamiuation  of  the  patent  itself,  which  the  preceding  remnrks 
will  enable  us  lietter  to  uudcrstaud,  will  show,  we  think,  that  It  wa»  in- 
tended to  and  does  cover  and  secure  to  the  patentee  the  general  pro<!ess 
which  has  been  described,  although  only  one  pai'ticniar  method  of  ap- 
plying and  using  it  is  pointetl  out. 

The  specification  describes  the  invention  as  follows: 

My  iDventioii  cougistaof  aprocesafor  producin^f^-ee  fat  acid*  Hudsolation  of  glycer- 
ine from  those  fatty  and  oily  1>odiBB  »f  auiiiial  aud  vegeta'ile  oiigiu  whloh  cnntalii 
gif  ceriue  as  their  base.  Fur  this  puqMiBe  I  aul)iect  tbese  fatty  or  oily  bodies  to  the 
action  of  nalerat  a  high  teuijierature  and  preSHiire;  soas  to  cause  the  elements  of  thoM 
bodies  to  combiue  with  nater,  aud  thereby  ubtaio  at  the  saoie  time  free  fat  aoids  and  so- 
lution of  glycerine.  I  mix  the  fatty  body  to  be  operated  upon  with  from  a  thinl  to 
half  of  its  bulk  of  water,  and  the  mixture  may  be  pinced  iu  any  coDvenieul  vussel  iu 
vhioh  it  can  be  heate<l  to  the  melting-poiut  of  lead  until  tlie  i>peratti)u  Is  coiujilete. 
The  vessel  must  be  closed  aud  of  gr«at  strength,  so  that  tbe  requisite  aiuoinit  of  prMs- 
ure  may  be  applied  to  prevent  the  couversiou  of  the  water  into  ateani. 

The  procesH  may  be  performed  more  rapitUy  and  also  contionouslj  by  oansiog  the 
mixture  of  fatty  mattei' and  water  to  pass  through  a  tiibeorcoutinuonsohauuel  heated 
to  the  t«mperutDre  already  meutioned,  the  reqaisite  prcBSure  for  preventing  the  cuu- 
version  of  water  into  steam  being  applied  during  the  ptocess,  and  this  I  believe  is  the 
heat  mode  of  oarryiug  myinrealiou  ^to  elFect.  Iu  tlie  drawings  hereuntu  annexed 
are  shown  figures  ot  au  apparatus  for  i>erfoi'aiiug  this  process  speedily  and  oontlDU- 
onsly,  bnt  whioh  apparatus  1  do  not  intend  to  clnim  as  any  part  of  my  inrenUou. 

The  specification  then  goes  on  to  describe,  hy  the  aid  of  tbe  drawing 
referred  to,  the  particnlar  device  meutionedj  bnt  it  is  evident,  and  iii> 
deed  is  expressly  announced,  that  the  process  claimed  does  not  have  ref- 
euce  to  this  particular  device,  for  tbe  apparatus  described  was  well 
knonn,  being  similar  to  that  nsed  for  producing  the  Uot-blast  aud  for 
heating  water  for  the  puri>ose  of  warming  houses.  It  consists  of  a  coil 
of  iron  pipe  or  other  metallic  tubing  erected  in  au  oven  or  furnace,  where 
it  can  be  subjected  to  a  Itigh  degi'ee  of  heat,  iind  through  this  pipe  the 
mixture  (of  neatly  equal  \mTts  of  fat  aud  water),  made  into  an  emnlNion 
iu  a  separate  vessel  by  means  of  a  rapidly- vibrating  piston  or  dasher, 
is  impelled  by  a  furce-i>ump  iu  a  nearly  continuous  current  ^^ith  such 
regulated  velocity  as  to  subject  it  to  the  beat  of  the  furuace  for  a  proiier 
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length  of  time  to  iirotliice  tbo  desirett  resnlt,  whicli  time,  vlien  tbe  fur- 
nace is  iieated  to  tlte  temperature  of  G12^  Falii'eulicil,  ia  only  about  ten 
miiintes.  Tlie  fat  and  water  are  kept  from  separating  by  tbe  rertical 
position  of  tbe  tubes,  as  well  as  hy  the  iioiistaiit  movement  of  tbe  cur- 
rent, and  are  prevented  from  lieing  converted  into  steam  by  weighting 
the  exit-valve  by  which  the  product  is  discharged  into  tbe  recei^iug■ 
vessel,  so  that  uoiieofitwinescaiw  except  as  it  is  expelletl  by  tbe  pulsa- 
tious  produced  by  the  working  of  tbe  force-pnmp.  Before  arri\'ing  at 
the  exit-valve  the  pipe  is  jtassed  in  a  secoud  coil  tbi-ough  an  exterior  ves- 
sel filled  with  water,  by  which  the  temperature  of  the  piwluctis  reduced. 
After  tbe  product  is  discharged  iuto  the  receiving-vessel  it  is  allowed 
to  stand  and  cool  until  tbe  glycerine  settles  to  the  Iwttoin  and  separates 
itself  fix>uL  the  fat  acids.  Tlie  latter  are  then  subjecte<1  to  washing  and 
hydraulic  pressure  in  the  ustial  way.  After  deseribing  this  apparatus, 
it  is  added: 

Altliough  till!  deconipMitiuu  of  the  nentrel  fats  liy  wuter  ttikei  |ilace  with  great 
i[uiekii«)ui  at  the  proper  b(^at,  yet  I  |infer  tltut  the  pump  sUonld  lie  worked  at  snch  a 
rnt«-,  hi  iQ-oportloii  tu  the  length  or  ca|>acit.v  of  the  Iieatiug  tul*e8,  that  the  uliiturc, 
while  llowiug  thnxigb  theoi,  ahnnlil  be  maintained  at  the  lieitiml  teiiiperatni'e  for  teu 
uiDdtieB  before  it  pnaaea  into  the  re&igerator  or  cooliug  iiort  of  tlie  ap|iarHtiiH. 

It  is  evident  that  the  passing  of  the  mixture  of  fat  and  water  through 
a  heated  coil  of  pii>e  staudin;^  in  a  fnmace  is  only  one  of  several  ways 
in  which  the  process  may  be  applied.  The  patentee  suggests  it  as  what 
he  conceived  to  l>e  the  best  way,  apparently  because  the  result  Is  pro- 
duced mtb  great  i-apidity  and  completeness.  But  other  forms  of  ai>pa- 
ratus,  known  and  in  imblic  use  at  tbe  time,  CiUi  as  well  lie  employed 
without  changing  the  process.  A  connnon  digester  or  boiler  can  e\i- 
dently  be  so  used,  provided  proper  means  are  employed  to  keep  up  the 
constant  admixture  of  the  water  and  fat,  which  is  a  line  q«n  von  in  the 
oiieration.  Tilghman  himself^  as  we  have  seen,  often  used  such  digest- 
ei-R  in  making  his  experiments  before  ax)plying  for  his  patentj  and  in 
putting  up  machinery  for  bis  licensees  after  his  patent  was  obtaine<]  he 
did  tbe  same  thing  when  the  parties  desired  it.  Yet  surely  tbe  identity 
of  tlie  process  was  not  changed  by  thus  changing  the  form  of  apparatus. 
No  great  amount  of  indention  was  required  to  adapt  difierent  forms  of 
well-known  apparatus  to  tbe  application  of  the  pitwess.  Tlie  principal 
difllculty  would  be  in  providing  an  internal  arrangement  in  the  boiler 
or  digester  for  successfully  keeping  up  the  intimate  commixtui'e  of  the 
fat  and  water.  It  is  evident  that  this  could  be  accomplished  by  means 
of  revolving  reels  armed  with  liuc1>ets,  or  of  a  foi-ce-pumj)  constantly 
transferring  the  heavy  stratum  of  water  from  tlie  bottom  of  the  mass 
to  the  top,  aided  by  liorizoutal  diaphragms  pjutially  sectionizing  the 
digester.  These  devices  were  rofioi-ted  to  by  Tilghman  and  otbers.when 
they  used  a  boiler  nistead  of  a  coil  of  pipe. 

While  Tilghman  ni  his  i>ateut  reconimends  the  hij^li  degree  of  heat 
uamed,  hedoesnotconSue  himself  to  that.  It  had  been  fully  develojied 
ill  his  experiments,  and  was  well  known  to  him,  that  a  lower  degree  of 
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beat  could  be  employed  by  takiDg  loiiger  time  to  perform  tbe  operation, 
and  this  would  be  necessary  wben  boilers  or  digesters  of  considerable 
size  were  used  instead  of  tbe  coil  of  pipe  on  account  of  the  decreasing 
power  of  large  ressela  to  resist  the  internal  pressure.  Tbe  speciflcation, 
after  describing  the  use  of  a  metallic  coil  of  pipe,  proceeds  to  add: 

The  nMhtng-poiut  of  le»d  hw  b«eu  mentioned  u  the  [iroper  hest  to  be  naed  in  tbi» 
opentiou,  becaoM  it  hs*  been  found  to  give  gOoi  reanlts.  Bnt  tbe  cbange  of  tttty 
nifttten  luto  f«t  kcld  and  glycerine  taket  place  wltli  tome  raatedals  (inch  h  palm-oil) 
at  or  beloff  tbe  melting-point  of  bbiutttb,  510^  Fabrenhelt;  jet  tbe  beat  ba«  been  ear- 
tied  conttderably  above  tbe  melting-point  of  lead  withoot  an7  apparent  Ivjary,  and 
tbe  deeompoaing  action  of  the  water  becomes  more  poirerfnl  b«  the  heat  la  iuoreaaed. 
By  (tarting  tbe  apparatnaat  a  loir  beat  and  gradnally  fncreaaing  it,  the  teinperatnTe 
giving  prodncla  meet  anltable  to  tbe  intended  application  of  tbe  btty  body  employed 
can  eaailf  be  determined. 

Xow,  when  we  And  it  stated,  as  we  do  iu  this  speciflcatioD,  that  tbe 
patentee  subjects  "fatty  or  oily  bodies  to  the  action  of  water  at  a  high 
temperature  and  pressure,  so  as  to  cause  tbe  elements  of  those  bodies 
to  combine  with  water;"  that  "  the  mixture  may  be  placed  in  any  con- 
reuient  veseel  in  which  it  can  be  heated  to  the  melting-point  of  lead 
antil  the  operation  is  complete;"  that  «the  vessel  must  be  closed  and 
of  great  strength,  so  that  the  requisite  amount  of  pressnre  may  be  ap- 
plied to  prevent  the  conversion  of  the  water  into  steam;**  that  *Hbe  de- 
com]M>sition  of  tiie'  neutral  fats  by  water  takes  place  with  great  Quick* 
ness  at  the  proper  heat;"  that "  the  utelting-poiot  of  lead  has  been  men- 
tioned as  the  proper  heat  to  be  used  in  this  operation,  because  it  bas 
been  found  to  give  good  results;"  that  "the  change  of  tatty  matters 
into  fat  acid  and  glycerine  takes  place  with  some  materials  at  or  below 
the  melting  |>oint  of  bismuth  f  that  "  tlie  decomposing  action  of  water 
becomes  more  powerfiil  as  the  heat  is  increased;"  that  "by  starting  the 
apparatus  at  a  low  heat  and  gradually  increasing  it  the  temperature- 
giving  products  most  suitable  to  the  intended  application  of  the  fatty 
body  employed  can  easily  be  detPTmined ;"  and  when  we  then  find  that 
the  patentee  categorically  claims,  in  geueral  terms,  as  his  invention  "  the 
miinnfacttinug  of  fat  acida  and  glycerine  from  fatty  bodies  by  the  action 
of  water  at  a  high  temperature  and  pressure,"  and  being  satisfied  that  he 
was,  in  fact,  the  in\'entor  of  the  general  process  desciilied  and  Ixxlied 
forth  in  the  specification,  how  can  we,  by  any  f^ir  rule  of  coustinction, 
circumscribe  tbis  claim  in  such  a  manner  as  that  it  sliali  only  cover  the 
process  when  applied  in  the  use  of  a  coil  of  pipe  heatetl  to  012°  Fahren- 
heit! Or,  if  we  allow  it  to  embrace  Riiy  "convenient  vessel,"  and  do 
not  coTifliie  it  to  a  coil  of  pi|>e,  how  can  we  conflne  it  to  a  particular  de- 
gree of  heat  t  \Vbat  did  Tilghman  discover,  and  what  did  be,  in  tcnns, 
claim  by  his  patent!  He  discovered  that  fat  can  be  dissolved  into  its 
constituent  elements  by  the  use  of  water  alone  under  a  high  degree  of 
hent  and  pressure,  and  he  patented  the  process  of  "manufacturing  fat 
acids  and  glycerine  from  fatty  bodies  by  the  action  of  water  at  a  higli 
teiiii>eratnie  and  pressure."    Had  the  process  been  known  and  used 
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l>efOTe,  and  not  been  TilKbuian's  inreutioD,  lie  could  not  then  bare 
claimed  aujtliing  0101*6  tbaii  tlie  particular  apparatus  described  iu  bia 
Itatent;  but  being  the  inventor  of  tbe  process,  as  vre  are  satisfied  waa 
tbe  fact,  he  was  entitled  to  claim  it  iu  tbe  manuer  be  did. 

Ibat  a  patent  caa  be  granted  for  a  process  tbei-e  cau  be  uo  doubt. 
Tbe  patent  law  ia  not  confined  to  new  macliiues  aud  new  compositions 
of  matter,  but  extends  to  any  new  and  useful  art  of  manufacture.  A 
mauafactnring  process  is  clearly  an  art  witbin  tbe  meaning  of  tbe  law. 
Goodyear's  patent  was  for  a  process — namely,  tbe  jirocess  of  vulcaniz- 
ing india-rubber  by  subjecting  it  to  a  btgb  degree  of  tieat  when  mixed 
with  Hulpbnr  and  a  mineral  satt^  The  apparatus  for  i>erformiug  tbe  pro- 
ceaa  was  not  patented,  aud  was  not  material.  Tbe  patent  pointed  out 
bow  the  process  coirld  be  effected,  andth'at  was  deemed  sufQcieut  ^eil. 
son's  patent  was  for  tbe  process  of  applying  tbe  hot-blast  to  furnaces  by 
forcing  the  blast  through  a  vessel  or  receptacle  situated  between  tbe 
blowing  apparatus  aud  tbe  fhruace,  aud  heated  to  a  red  heat,  the  form 
of  tbe  heated  vessel  being  stated  by  tbe  piiteut  to  be  immaterial.  These 
patents  were  sustained  after  the  strictest  scrutiny  and  against  tbe 
strongest  opposition. 

On  the  subject  of  patents  for  processes,  Mr.  Justice  Grier,  in  deliver- 
iug  the  opinion  of  this  court  in  Coming  v.  Burden,  (IS  How.,  267), 
said: 

A  prooeM  a>  honUhc  is  not  inaile  the  subject  of  a,  patent  in  oar  oot  of  Congrf  m.  It 
iBinolnded  nnder  the  general  t«rm  "useful  art."  An  ftrt  oifty  require  one  or  more  pni- 
«e«aeaia  order  to  prodace  a  certain  result  or  mauiifactnre,  The  term  "machine"  in- 
«la(le«  evtrj  mechiuilcal  device  or  combiuatiou  of  mechanical  powers  and  devices  to 
perform  some  faaetion  or  to  prodnce  a  certain  effect  or  reanlt.  Bnt  where  the  reenlt 
or  eflbct  Is  prodnced  by  ohemioal  action,  by  the  operation  or  application  of  some  ele- 
ment or  power  of_u*tnre,  or  of  one  snbstauce  to  another,  ancb  modes,  methods,  or  op. 
eiationa  areo«11ed  "  procesNeo."  A  new  pioct-ss  Is  ugnally  the  result  of  a  discovery — 
■  machine  of  Invention.  The  arts  of  tanning,  dyeing,  making  water-proof  oloth,  vul- 
canising india-mbber,  smelting  ores,  and  nnmerouN  others  ore  nsuolly  carried  on  by 
processes  as  diatingaiahed  ftom  machines.  One  may  discover  a  new  and  neeAtl  im- 
provement in  theproeeM  of  tanning,  dyeing,  Ac,  irrespective  of  any  part icnlar  form 
«f  machinery  or  meohauical  device  j  and  another  may  invent  a  tabor-saving  uutchlne, 
b^  which  the  operation  or  process  may  be  performed,  and  each  may  be  entitled  to  his 
patent.  As,  fbr  instance :  A  has  discovered  that  by  exposing  india-rubber  to  a  cer- 
tain degreeof  heat  in  mixture  or  in  connection  with  certain  metallic  salts  he  can  pto- 
dnce  a  valnable  product  or  manufacture.  He  id  entitled  to  a  patent  for  his  discovery 
«■  a  prooesa  or  improvement  In  the  art  irrespective  of  any  machine  or  mechanical  de- 
vice. B,  on  the  contrary,  may  invent  a  new  fnmace  or  stove  or  steam  apparatus,  by 
which  this  process  may  be  carried  on  with  much  saving  of  labor  and  eKpeuse  of  fuel, 
and  he  will  be  entitled  to  a  patent  for  his  machine  an  on  improvement  in  the  art. 

S'eilsou's  patent,  above  referred  to,  bad  some  features  very  similar  to . 
those  of  Tilgbmau's.  Tbe  strong  objection  urged  against  the  latter  ia 
that  tbe  particular  apparatus  described  in  tbe  siiecification  is  not  that 
which  is  generally  used,  and  that  it  cannot  be  used  with  much  profit 
or  snccess  iu  large  manufactuiiug  operations,  whereas  tbe  slower  meth- 
od <rf' dissolving  fats  in  a  common  boiler  or  digester  at  a  lower  temt>er- 
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ntnre  ereii  thnn  that  of  melting  bismntli,  whicli  is  not  deBcribed  in  tlie 
Hpecificfltion,  is  the  one  which  is  generally  ndopted.  Precisely  this  cir- 
emiistance  existwl  in  reference  to  tlie  patent  of  Xeilson.  The  specifica- 
tioii  directed  that  the  blast  or  current  of  air  prodnceil  by  the  blowing 
appamtns 'shonld  be  jmssed  into  an  air  vessel  or  receptacle  heated  to  a 
red  heat,  and  from  thence  in  to  the  fnniace.  Then,  alter  stating  that  the 
uir  vessel  or  receptacle  shonld  be  increasetl  in  size  accortUiig  to  the  size 
of  the  forge  or  fnrniice  to  be  snpplietl,  the  sjtecification  adds: 

Th*  form  or  ahape  of  the  vessel  or  rrceptack  ja  immaterial  to  the  effect  and  may  b© 
aiUptetl  to  the  local  circiinistniices  or  situatioa. 

yow,  the  most  simple  and  natural  form  of  an  air-vessel  for  heating 
the  blast,  as  here  directed,  would  be  a  l>ox  or  chamber  or  a  cylindrical 
vessel ;  but  it  titmeil  out  in  practice  that  a  receptacle  of  this  kind  would 
answer  the  purpose  but  very  imi>erfectly,  and  that  the  best  and  most 
usefiil  method  was  to  hettt  the  blast  in  a  series  of  tubes  placed  in  a  heat- 
ed oven.  This  was  held  to  be  no  ground  for  invatidatingthe patent  or 
for  preventing  it  jirom  covering  intermediate  tubes,  as  well  as  an  inter- 
mediate box  or  chamber,  the  jnr^'  being  of  opinion  that  a  man  of  ordi- 
nary skill  aud  knowledge  in  the  construction  of  blowing  and  air-heat- 
ing apparatus  would  be  able,  from  the  information  contained  in  the 
sitecificatiou,  to  erect  a  machine  which  would  answer  some  beiieticial  pur- 
pose in  the  application  of  the  jtrocess,  aud  would  not  be  misled  and  pre- 
vented from  so  doing  by  the  declaration  that  the  form  or  shape  of  the 
vessel  or  receptacle  was  immaterial  to  the  effect.  In  this  view  of  the 
subject  the  patent  was  sustainwl  after  very  great  consideration. 

Some  qnestion  has  indeed  been  made  whether  ^eilson's  imteut  was 
sustained  aa  a  patent  for  a  process.  The  Court  of  Exchequer,  in  re- 
viewing the  proceetliugs  at  a  trial  and  answering  the  objection  that  it 
was  a  patent  for  a  priuciple,  said: 

It  is  very  ilifScult  to  dietiiigniah  it  fn>m  the  specification  of  a  patent  for  a  principle, 
Hn<1  this  at  first  created  iu  the  luinda  of  some  of  the  coiiTt  mnch  difflcnlt;;  but  aner 
full  consideration  ive  think  that  the  pltiintitt'  does  not  merely  chiim  a  principle,  but  » 
luacliine  embodying  a  priuciple,  and  a  very  valuable  one.  Wb  think  the  case  mnit  b« 
considered  tis  if,  the  iiriuciplaheiugw^ll  known,  the  plnintitl' bad  fint  invented  a  mode 
of  applying  it  liy  a  niecliauical  appiiratn*  to  fiiruaceHi  aud  his  Inveutiou  couHiats  in 
thia,  by  interposing  a  I'eceptocle  for  heateil  ati'  botnepii  the  blowing  appnrntns  aud 
thn  fnrnace.  In  this  receptacle  he  directs  the  nir  to  be  heated  by  the  upplicatiou  ox 
licAt  eitemally  to  the  i:i»;epTacle,  nnd  thnshe  accouiplisheii  the  object  of  applying  the 
I>lu8(,  which  was  befoie  of  cold  air,  iu  a  lieate<l  state  to  the  fnnince.  Webster'a 
Rep..:i71. 

In  this  passage  we  think  that  the  Court  of  Exchequer  (who  spoke 
through  Baron  Parke)  drew  the  true  distinction  between  a  mere  prin- 
ciple as  the  subject  of  a  patent  ami  a  process  by  which  a  princixile  Is 
applied  to  effect  ii  useful  result.  That  a  hot-blast  is  better  than  a  cold- 
blast  for  smelting  iron  in  a  furnace  was  the  priuciple  or  scientific  fact 
discovert*!  by  Seilsou.  Aud  yet,  being  nothing  but  a  principle,  he 
could  not  have  a  patent  for  that.  But,  having  invented  and  practically 
exemplified  a  piocerss  for  ntilizing  this  principle — namely.  Uiat  of  lient 
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JDg  the  blast  iu  a  receptacle  between  the  blowiog  apparatus  and  the 
fnmace — he  was  eutitleii  to  a  patent  for  that  process,  although  be  did 
not  (listinctly  point  out  all  the  forms  of  apparatus  b;  which  the  process 
might  be  applied,  ha^'iug  nevertheless  pointed  out  a  particular  appara- 
tuB  for  that  purpose,  aud  baring  thos  shown  that  the  process  could  be 
practically  and  nsefiiUy  applied.  Another  person  might  invent  a  bet- 
ter apparatus  for  applying  the  process  than  that  pointed  out  by  N'eil- 
soD,  and  might  obtain  a  patent  for  snch  improved  apparatus,  but  he 
could  not  nse  the  process  without  a  license  fh>m  Neilsou.  His  improved 
apparatus  woald  in  this  reject  stand  in  a  relation  to  the  process  anal, 
ogous  to  that  which  an  improvement  on  a  patented  machine  bears  to 
the  machine  itself. 

That  S'eilson's  patent  was  regarded  as  for  a  process  is  apparent  firam 
what  is  said  by  the  Judges  who  had  it  under  consideration.  Thus  Baron 
Parke  at  the  trial  had  said : 

Tlie  ipecificRtion  aod  patent  together  make  it  clear  what  the  diBcoveiy  \rM.  It 
was  the  introdnctioD  of  hot  air  by  means  of  heating  it  before  it  wai  introdnoed  lnt« 
the  fnmace  between  the  blowiuK  appantna  and  the  fnmaoe.    Webeter,  312. 

And  when  the  matter  came  before  the  House  of  Lords,  after  a  trial  in 
Scotland,  Lord  Campbell  said : 

After  tlie  oonstruotion  first  pat  upon  it  [the  patent}  by  the  learned  jadg«8  of  the 
Conrt  of  Exchet|ner,  sanctioned  by  the  high  authority  of  my  noble  and  learned  friend, 
now  npon  the  woolsack,  when  presiding  iu  the  Conrt  of  Chancery,  I  think  the  paient 
mnaf  be  taken  to  extend  to  ail  macliiDes,  of  whatever  constrnctiou,  whereby  the  air 
is  heated  intermediately  between  the  blowing  apparatus  and  the  blaat-faruace.  That 
being  so,  the  learned  Jndge  was  perfectly  Jnstifled  in  telling  the  Jnry  that  it  was  nn- 
necesBory  for  tbem  to  compare  one  apparatus  with  another,  becanse,  oonfessedly,  that 
system  of  condalt-pipes  was  a  mode  of  beating  air  by  an  intermediate  vessel  between 
the  blowing  apparatus  and  the  blast-f oraace,  and  therefore  it  was  an  infraction  of  tbe 
I>Btenl.    Webster,  715. 

This  case  of  the  hot-blast  was  commeuted  npon  in  the  great  case  of 
(fReilly  v.  Morae,  reported  in  15  Howard,  62,  and  is  there  recognized  and 
approved  in  the  opinion  of  the  court,  delivered  by  Chief  Justice  Taney. 
After  quoting  the  remarks  of  Baron  Parke  in  the  Conrt  of  Exche^^uer, 
cited  alMive,  the  Chief  Justice  says: 

Wo  see  nothing  in  this  opinion  differing'in  any  degree  from  the  familiar  prinelplea 
of  law  applicable  to  patent  cases.  Ncilson  claimed  no  portionlRr  mode  of  conitnictiug 
the  receptacle  or  of  heating  it.  He  pninted  out  the  manner  in  ivbiob  it  might  be  done, 
but  admitted  that  it  might  also  be  done  in  a  variety  of  ways  and  at  a  bigber  or  lower 
temperature,  and  tbnt  all  of  theui  would  produce  tbe  effect  in  a  greater  or  lees  degree, 
provided  the  air  wm  heat«d  by  passing  through  a  boated  receptacle.  •  ■  •  \Vho . 
ever,  therefbie,  n«ed  this  methml  of  throwing  hot  air  into  the  fnmace  used  tbe  pro- 
cess he  bad  invented,  and  thereby  infringed  his  patent,  although  the  form  of  tbe  re- 
ceptacle or  the  mechanical  arraugemente  for  heating  it  might  be  different  from  those 
lieseribed  by  the  patentee,  for  whatever  form  was  adopted  for  the  receptacle,  or  what- 
ever mechanical  arrangements  were  maile  for  beating  it,  the  effect  would  be  prodnced 
in  a  greater  or  less  degree  if  tbe  beatul  receptacle  woe  placed  tfetween  the  blower  nnd 
tbe  fiiniitce  and  the  current  of  air  passed  through  it.  *  '  *  The  patent  was  sitp- 
porteil  becanse  he  (Neilson)  liad  invmited  a  mechanical  apparatus  by  which  a  current 
of  hot  nir,  instead  of  cold,  conld  be  thrown  in,  and  this  new  metho<1  was  protected  by 
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tbe  patent.  Tbe  iuteipMltlon  of  a  heated  ncoptaole  in  any  form  wm  the  noveltf  he 
InveDted.    (16  How.,  116, 116.) 

We  have  quoted  these  remarlcs  of  tlie  Chief  Justice  mote  fUUy  because 
they  show  most  clearly  that  he  pat  the  same  coustnictioo  iii>ou  Keilson's 
patent  that  waa  pat  upon  it  by  Lord  Campbell,  aud  that  he  fully  ac(|ai< 
eBoed  in  the  legality  and  validity  of  a  patent  tor  a  process.  Tet  it  luu 
been  Bnpposed  that  the  decision  iu  OfReiUy  v.  Morse  was  adverse  to  pat- 
ents  for  mere  processes.  Tbe  mist^e  baa  undoubtedly  arisen  from  con- 
founding a  patent  for  a  process  with  a  patent  for  »  mere  principle.  We 
think  that  a  careful  examinatiou  of  tbe  judgement  iu  that  case  will  show 
that  nothing  adverse  to  patents  for  processes  is  contained  in  it  The 
eighth  claim  of  Morse's  patent  was  faeld  to  be  invalid  because  it  was  re- 
garded by  the  court  as  being  not  for  a  process,  but  for  a  mere  i)rinciple. 
It  amounted  to  this,  namely:  a  claim  of  the  exclusive  right  to  the  an 
of  electro- magnetism  as  a  motive  power  for  making  intelligible  marks  at 
a  distance — that  is,  a  claim  to  the  exclusive  nse  of  one  of  the  powers  of 
nature  for  a  particular  purpose.  It  wm  not  a  claim  of  any  particular 
machinery,  nor  a  claim  of  any  particular  provesa  for  utilizing  the  power, 
but  a  claim  of  the  power  itself— a  claim  put  forward  on  the  groiud  that 
the  patentee  was  the  first  to  discover  that  it  could  be  thus  employed. 
This  claim  the  court  hield  eonid  not  be  sustained.  That  this  was  the 
true  ground  of  the  decision  will  be  manifest  &om  the  following  observa- 
tions of  the  Chief  Justice  in  the  opiujou  already  quoted  ttotn.    He  says: 

Hb  [HoneJalfilmatlkeexoluslTeTight  to  every  ImproTfuueut  where  the  motive  power 
!•  the  eleetrle  or  Kolvaiiio  cnrrent  and  theretultlBtheraarklDgorpriotlng  Intelligible 
oharaotera,  algna,  or  letters  at  a  distauce.  If  this  claim  can  be  luaiutaiued,  it  mattert 
not  by  what  prooeea  or  maobmery  the  result  ii  Bvcompllahcil.  For  anght  that  we  now 
know  Mine  future  inTentor,  iu  the  ouirard  mnrch  of  scieiice,  may  discover  a  mode  of 
writing  or  printing  at  a  distanae  by  uieana  of  the  electric  ot  gDlvniiic  ciirreut  irithoiit 
niing  any  part  of  the  prooeu  or  combination  set  forth  In  the  plaintiff's  spec i flea tion. 
■  *  •  In  flnq,  be  claims  an  ezctnsive  right  to  use  a  manner  and  procixfti  which  he 
hat  not  deioribed,  and  indeed  had  not  Invented  aud  therefore  oonld  not  deacribe,  vben 
he  obtained  his  patent.  The  conn  is  of  opinion  that  the  claim  is  too  broad  aud  not 
warranted  by  law,  *  *  *  It  is  the  high  praise  of  Professor  Uorse  that  he  has  Iwsn 
able  by  a  new  combination  of  known  powers,  of  which  electio-magnettsm  Is  one,  to 
discover  a  method  by  which  intelligible  marks  or  al)^B  may  lie  printed  at  a  distauce ; 
and  for  the  method  or  process  thns  discovered  he  is  entitled  to  a  patent  But  he  baa 
not  disooveied  that  the  electro-magnetic  current  used  as  a  motive  power  iu  any  other 
method  and  with  any  other  cnmbluatloiis  will  do  as  well. 

After  reviewing  the  atatntes  and  decisions  bearing  upon  the  subject 
the  Chief  Justice  makes  a  summary  coiichiaioii  of  the  whole  matter,  as 
follows : 

WJioever  discovers  that  a  certain  nseAil  result  irill  be  ptodnced  in  any  art,  machine 
manufhctnre,  or  coiupositiou  of  matter  by  tbe  use  of  certaiu  means  is  entitled  to  a  pat- 
ent fbr  It,  provided  he  specifies  tbe  means  he  uses  In  n  manner  so  full  and  txaet  that 
any  one  skilled  in  the  science  to  irbich  it  appertains  can,  by  using  the  mesne  he  speo 
jflei,  without  any  addition  to  or  subtraction  trom  them,  produce  precisely  the  result- 
he  desoriljes.  And  If  tlds  cannot  l>e  done  bythe  means  he  describes  the  patent  is  void. 
And  if  it  can  lie  done,  then  the  patent  confers  on  him  the  exclusive  right  to  nse  tlt« 
jueans  he  speclOes  to  produce  the  result  or  effect  he  describe*,  and  nothing  more.    And 
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it  mkkea  no  dlthnooe  In  t&U  rsapMt  whether  the  elfoot,ii  piodnoed  by  ohenitcftl  mgeaej 
<»  etHnblnkdon,  orby  tlie*pplloKtl<niof  dlecoverieiorpTiiiolplealiiiMtaiftlpbiloaophf 
known  or  nnknown  befon  bli  Invention,  or  hy  mtohlneiy  acting  Altogether  upon 
niMbftnioftl  prlnolplei.  In  either  OMe  be  mut  deeorlbe  the  miuuier  o  rproooM  u  above 
mentioned  and  the  end  It  MeompUahei.  And  any  one  nuty  lawAilly  »i»oniplUh  the 
Mine  end  without  infHnfing  the  patent  if  he  tuee  meane  eabetantially  dilforent  from 
thoae  deacrlbed.    16  How.,  119. 

It  seems  to  as  tliat  tMa  clear  and  exact  aammaiy  of  the  law  affbrds 
the  key  to  almost  every  case  tbat  can  arise.  "  Whoever  diseovers  that 
a  certain  osefiil  result  will  be  produced  In  any  art  by  the  ose  of  oert^ 
means  is  entitled  to  a  patent  for  it,  provided  he  specifies  the  means.'* 
But  everything  tnma  on  the  force  and  meaning  of  the  word  "means." 
It  is  very  certain  that  Hia  means  need  not  be  a  machine  or  an  apparatus. 
It  m^,  as  the  court  Bays,  be  8  proceaa.'  A  machine  is  a  thing.  A  pro- 
cess is  an  act  or  a  mode  of  acting.  The  one  is  visitde  to  the  eye — an 
object  of  perpetual  observation.  The  other  is  a  conception  of  tiie  mind, 
seen  only  by  its  effects  when  being  executed  or  performed.  Either  mi^ 
be  the  means  of  prodnoing  a  usefbl  result.  The  mixing  of  certain  sub- 
stances together  or  the  heating  of  a  substance  to  a  certain  temperatore 
is  a  process.  If  the  mode  of  doing  it  or  the  apparatus  in  or  by  which  it 
may  be  done  is  anfflciently  obvious  to  suggest  itself  to  a  person  skilled 
in  the  particular  art,  it  is  enough  in  the  patent  to  point  out  the  process 
to  be  performed  withont  giving  supererogatory  directions  as  to  the  ap- 
paratus or  metiiod  to  be  employed.  If  the  mode  of  applying  the  pro- 
cess is  not  obvious,  then  a  description  of  a  particnlar  mode  by  which  it 
may  be  applied  is  sufScient  There  is,  then,  a  description  of  the  process 
and  of  one  practical  mode  in  which  it  may  be  applied.  Perhaps  the 
process  is  susceptible  of  being  applied  in  many  modes  and  by  the  use 
of  many  forms  of  apparatus.  The  Inventor  is  not  bound  to  describe 
tiion  all  in  order  to  secure  to  himself  the  exclusive  right  to  the  prooesa 
if  he  is  really  ita  inventor  or  discoverer.  But  be  must  describe  some 
particnlar  mode  or  some  apparatus  by  wliich  the  process  can  be  applied 
with  at  least  some  beneficial  result,  in  order  to  show  that  it  is  capable 
of  being  exhibited  and  performed  in  actual  experience. 

Let  08  apply  these  principles  to  the  present  case.  In  the  first  place, 
the  claim  of  the  "patent  is  not  for  a  mere  principle.  The  chemical  prin- 
ciple or  scientific  foot  npon  which  it  is  founded  is  that  the  element«  of 
neutral  fot  require  to  be  severally  united  with  an  atomic  equivalent  oi 
water  in  order  to  separate  from  each  other  and  become  A^.  This 
chemical  foct  was  not  discovered  by  Tilghman.  He  only  claims  to  have 
invented  a  particnlar  mode  of  bringing  about  the  desired  chemical  union 
between  the  fotty  elements  and  water.  He  does  not  claim  every,  mode 
of  accomplishing  this  result.  He  does  not  claim  the  lime-saponificatiou 
process,  nor  the  snlphnric-acid-distillation  process,  and  if,  as  contended, 
the  resnlt  was  accomplished  by  Bnbrnnfuat,  Wilson,  and  Scliarling  by 
means  of  ateam-distiliation,  he  does  not  claim  that  process.  He  only 
la  0  P 
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claims  the  process  of  subjecting  to  a  high  degree  of  heat  a  mixture  co&- 
tinually  kept  up  of  nearly  equal  quantities  of  fat  and  water  in  a  con. 
veuient  Teasel  strong  enough  to  resist  the  effort  of  the  miztore  to  con- 
vert itself  into  steam.  This  is  most  certainly  a  process.  It  is  clearly 
pointed  out  in  the  specification,  and  one  particular  mode  of  applying  it 
and  carrying  it  into  effect  is  described  in  detail.  But  it  is  not  the  par- 
ticnlar  apparatus  described  which  Tilghman  desires  to  secure  by  his 
patent.  Having  pointed  out  the  process  and  suggested  a  particulitr 
mode  of  applying  it,  he  claims  as  his  invention  *'  the  manu&ctnring  of 
fat  adds  and  glycerine  from  fatty  bodies  by  the  action  of  water  at  a  high 
temperature  and  pressure."  The  true  constmction  of  this  claim  is  to  be 
sought  by  comparing  it,  as  we  Ijave  already  done,  with  the  context  of 
the  specification;  with  the  statement  of  the  patentee  that  his  "  inven- 
tion consists  of  a  process  for  producing  &ee  fot  acids  and  solution  of 
glycerine  from  those  fatty  and  oily  bodies  of  animal  and  vegetable  origin 
which  contain  glycerine  as  a  base ;"  that  "  for  this  purpose  he  sabjects 
these  fatty  and  oily  bodied  to  the  action  of  water  at  a  high  temperature 
and  pressure,  so  aa  to  canse  the  elements  of  those  bodies  to  combine 
with  water,  and  thereby  obtain  at  the  same  time  f^^e  fat  acids  and  solu- 
tion of  glycerine ;"  that  he  "  mixes  the  fiitty  body  to  be  operated  upon 
with  £rom  a  third  to  a  half  of  its  bnlk  of  water,  and  the  mixture  mny 
be  placed  in  any  conveaieut  vessel  in  which  it  can  be  heated  to  the 
mdting-point  of  lead  "  (which  is  afterward  explained  to  be  only  desir- 
able for  a  quick  result,  not  essential) ;  that  "the  vessel  mast  be  closed 
aod  of  great  strength,  so  that  the  requisite  amonnt  of  pressure  may  be 
applied  to  prevent  the  conversion  of  the  water  into  steam."  This  is  the 
process  which  the  patent«e  claims  to  have  invented,  and  this  description 
of  it  gives  the  proper  construction  and  qoalification  to  the  claim. 

It  is  objected  that  the  particolar  apparatus  described  in  the  patent 
for  carrying  the  process  into  effect  cannot  be  operated  to  produce  any 
useful  result.  We  have  examined  the  evidence  on  this  point  and  are 
satisfied  that  it  shows  the  objection  to  be  onfonnded.  A  reoapitnlatioM 
of  this  evidence  is  not  necessary.  The  testimony  of  Tilghman  himself^ 
uf  Professor  Booth,  and  of  Mr.  Wilson  is  direct^  tc.the  point. 

It  only  remains  that  we  should  express  oar  views  on  the  question  of 
infringement.  The  defendants  advance  several  reasons  for  the  pnr- 
jiose  of  showing  that  their  process  does  not  coufiiet  with  that  of  Tilgh- 
man ;  Firet,  because  they  do  not  use  the  apparatus  described  in  the 
complainant's  patent,  but  use  a  boiler  in  which  the  charge  of  Eat  and 
other  materials  is  placed  and  heated,  and  do  not  mix  the  f^t  and  wat«r 
in  the-manner  pointed  out  in  the  specification  of  the  patent,  but,  on  the 
contrary,  have  ioserted  in  the  boiler  a  pump  which  forces  the  water  as 
it  settles  to  the  bottom  upward  to  the  top  of  the  mass  aud  pours  It  upon 
the  upper  surface,  whence  it  again  finds  its  way  down  throngb  the  fot, 
thus  keeping  up  a  constant  mixture.  It  is  nnnecessary  to  add  anything 
further  on  the  subject  of  the  form  of  the  apparatus  used.    The  patentee 
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iB  not  confined  to  a  metallic  coil  of  pipe  heated  Id  a  farnace,  bat  hia 
patent  extends  to  and  embraces  any  oonTenient  vessel  for  holding  the 
miztore  vhich  is  strongr  enongh  to  snstain  the  preasnre  necesBary  to 
prevent  the  water  from  being  converted  into  steam.  The  defendant-s 
use  snch  a  vessel,  and  ase  it  for  the  purpose  indicated  and  pointed  ont 
in  the  patent.  The  vessel  which  they  ose  has  the  requisite  strength  to 
prevent  the  water  from  being  converted  into  steam,  and  does  effect  that 
object  And  as  to  the  defendants  using  a  different  method  from  tbat 
8Uggest«d  in  the  patent  for  keeping  np  the  mixture  of  ifot  and  water, 
tbat  is  of  no  conseqnence.  The  keeping  up  of  the  mixture  is  the  im- 
portant thing.  That  is  a  necessary  part  of  the  process.  They  employ 
such  a  device  fbr  effecting  this  as  is  adapted  to  the  form  of  vessel  in 
which  they  heat  the  material.  Fsing  a  boiler  instead  of  a  coil  of  pipe 
for  tlda  puriwse,  they  are  obliged  to  employ  an  additional  or  modified 
means  for  keeping  up  the  mixture.  Tbey  ouly  employ  such  means  as, 
in  view  of  the  change  adopted  in  tbe  form  of  the  heatiug  apparatus  and 
of  the  known  applian»;H  iu  use  in  aualogous  processes,  would  naturally 
suggest  themselves  to  a  mechanic  skilled  in  the  art.  Or,  if  the  mode  of 
effectjug  the  continued  mixture  adopted  by  the  defendants  shotild  be 
deemetl  a  new  and  useful  improvement,  they  might,  perhaps,  have  a 
luitent  for  that  peculiar  de\ice  without  being  entitled  to  use  Tilghmau's 
process,  on  which  it  is  but  au  improvement. 

Another  ground  on  which  the  defendants  argue  that  they  do  not  in- 
fringe the  patent  is  that  they  do  not  in  their  process  use  water  alone  ii> 
ailmixtnre  with  fat,  bnt  use  also  some  portion  of  lime;  that  they  for- 
merly used  seven  per  cent,  of  lime  and  now  use  four  per  ceat.  But  they 
do  not  use  lime  in  the  manner  and  to  the  extent  in  which  it  is  nsed  for 
dissolving  fats  by  the  saponifying  process.  That  requires  twelve  or 
fourteen  per  cent.  Even  if  the  saponifying  process  partly  takes  place, 
they  use  Tilghman's  process  for  effecting  the  balance  of  the  operation. 
They  use  water  in  admbctnre  with  fat  heated  to  a  high  degree  fiir  above 
the  boiling-point,  and  yet  subjected  to  sudi  pressore  aa  to  prevent  the 
water  from  being  converted  into  steam,  and  though  they  may  also  use 
other  things  ut  the  same  time,  which  other  things  may  fiicilitote  the 
operation  or  render  a  less  degree  of  heat  necessary  than  would  be  re- 
quired when  water  alone  is  used,  and  thus  actually  improve  the  process 
of  TUghman,  yet  this  process  is  included  in  their  operation  and  forms 
the  bafiis  of  it.  It  is  idle,  therefore,  to  say  that  they  do  not-  inftinge 
Tilghman's  patent.  It  is  unnecesiiary  to  determine  what  precise  part 
the  lime  used  by  the  defendants  plays  in  their  process — whether,  as  the 
complainant  contends,  it  saponifies  the  &t  to  a  certain  extent,  leaving  the 
remainder  to  be  acted  upon  by  the  water  alone  purely  after  the  process 
of  Tilghman,  or  whether,  as  the  defendants  contend,  the  lime  pro<luces 
amore  perfect  and  active  commixture  of  tbe  fot  and  water  or  predisposes 
the  fat  to  unite  with  the  requisite  elements  of  water  necessary  for 
producing  glytsenue  aud  the  fot  acids.     In  either  case  the  process  of 
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Tilghman,  modified  or  Tiniaodified  by  tlie  sappoaed  improremeiit,  under* 
lies  the  operatioa  performed  in  the  defendants'  boilers. 

Another  ground  ossnmed  by  the  defendants  to  avoid  the  charge  of 
iofdngement  is  that  they  do  not  heat  the  mixed  mass  in  the  mAnner 
pointed  out  in  Tilghman's  specification,  bat^  instead  of  heatang  the  con- 
taining-vessel  by  an  ontside  application  of  heat,  tltey  heat  ttie  contentB 
by  the  introduction  of  superheated  steam ;  bat  we  tliink  that  this  does 
not  alter  the  essential  character  of  tiie  process.  The  heating  by  steam 
is  clearly  an  equivalent  method  to  that  of  heating  by  an  extenial  fire. 
The  patent  does  not  prescribe  any  particnlar  method  of  applying  the 
heat,  except  when  using  the  pipe-and-coil  apparatus  described  in  the 
specification,  and  even  in  the  use  of  this  apparatus  the  outward  appli- 
cation of  the  heat  to  the  pipe  is  suggested  incidentally  and  as  a  matter 
of  convenience  rather  than  as  an  essential  requisite.  The  patentee 
showed  one  method  in  which  the  heat  could  be  applied.  That  was  all 
that  was  necessary  for  him  to  do.  H  it  could  be  applied  in  any  number 
of  different  methods  it  would  not  affect  the  validity  of  the  patent  as  a 
patent  for  a  process.  The  method  of  heating  the  mixture  by  tlie  intro- 
duction of  steam  may  be  attended  with  some  beneficial  results  in  prodoo- 
ing  an  a^tation  or  aatomatie  circulation  helpful  to  the  perfection  of  the 
admixture  of  the  watra  and  fat,  and  so  far  it  may  be  an  improvement 
on  heating  from  withoat.  Suppose  this  to  be  so,  as  before  said,  ihe  in- 
troduction of  an  improvement  gives  no  title  to  use  tiie  primary  iaventioD 
upon  which  the  improvement  is  based. 

Finally,  the  defendants  argue  that  they  onlynee  a  low  degree  of  heat 
and  pressure  compared  with  that  pdnted  out  by  the  patent — namely, 
only  about  310°  Fahrenheit,  instead  of  612°.  The  precise  degree  of  heat, 
as  we  have  seen,  is  not  of  the  essence  of  the  patent  The  specification 
only  claims  that  a  high  degree  of  heat,  snch  as  would  be  sulficient  to 
melt  lead,  is  most  effective  and  rapid  in  prodadng  the  desired  result, 
but  suggests  a  trial  of  the  apparatus  employed  with  different  degrees 
of  heat,  so  as  to  ascertain  that  which  is  best  for  each  particular  kind  of 
fat.  "By  starting  the  apparatus,"  the  language  is,  '*at  a  low  heat  and 
gradually  increasing  it,  the  temperatare-giving  products  most  suitable 
to  the  intended  application  of  the  fatty  body  employed  can  easily  be 
determined."  It  is  probably  tme,  as  contended  by  the  defendants,  that 
by  the  use  of  a  small  pordon  of  lime,  the  process  can  be  perfbrmed  witb 
less  heat  than  if  none  is  used.  It  may  be  an  improvement  to  use 
the  lime  for  that  purpose,  but  the  process  remains  substantially  the 
same.  The  patent  cannot  be  evaded  in  tiiat  way.  The  matter  may  be 
stated  thus ;  Tilghman  discovers  a  process  of  decomposing  fats  by  mix- 
ing them  with  water  and  heating  the  mixture  to  a  high  temperatnie 
under  a  pressnre  that  prevents  the  formation  of  steam.  It  is  a  new 
process,  never  known  beftn^.  The  defendants,  seeing  the  utility  of  tbo 
process  and  believing  that  they  can  use  a  method  somewhat  similar 
without  infringing  Tilghman's  patent,' put  a  little  lime  into  the  mixture, 
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and  find  that  it  helps  the  operatioD,  and  that  they  do  not  have  to  me 
so  high  a  degree  of  h«at  as  voald  otherwise  be  Decessary.  Still  the  de- 
gree of  heat  required  is  very  high — at  least  a  hundred  degrees  above 
the  boiling-point — and  a  strong  boiler  or  vessel  is  nsed  iu  order  to  re- 
strain the  water  from  rising  into  steam.  Can  a  balder  case  be  conceived 
of  an  attempted  evasion  and  a  real  infringement  of  a  patenti  And  as 
to  ths  lov  degree  of  heat  used  in  the  operations  of  the  defendants,  this 
most  also  be  said:  That  with  the  reduction  of  the  temperatore  the  time 
of  perfecting  the  operation  is  mora  than  proportionally  increased, 
Tilghman  was  aware  of  this  result,  and  pointed  it  out  in  his  patent.  He 
expressly  says: 
Tha  decomposing  action  of  tbe  water  becomea  more  powerfal  us  the  heat  is  in 

What  can  be  done  in  minutes  by  the  application  of  a  very  high  de- 
gree of  heat  requires  hours  to  do  at  the  temperature  used  by  the  de- 
fendants. Bat  the  process  is  still  the  same  and  the  defendants  fail  to 
evade  the  patent. 

We  pass  by  the  fact  that  the  defendants  first  took  a  license  firom  the 
patentee,  and  under  it  and  under  his  directions  erected  substantially 
the  same  apparatus,  which  they  are  yet  using.  Beceiving  what  they 
regarded  as  additional  light,  they  refused  to  continue  the  payment  of 
a  royalty  and  put  the  complainant  to  his  legal  remedy. 

It  is  our  opinion  that  the  patent  is  for  a  process,  that  it  is  a  valid 
patent,  and  that  the  defendants  infringe  it. 

We  have  considered  the  case  entirely  upon  its  merits.  It  is  unneces- 
sary to  bestow  much  discussion  upon  the  technical  objections  that  have 
been  raised.  They  have  not  been,  pressed  iu  the  argument,  and  are 
probably  not  seriously  lelied  on.  One  of  them  is,  that  no  replication 
was  filed  in  tbe  case.  To  this  it  may  be  answered  that  the  parties  have 
throughout  treated  the  case  as  though  it  were  regularly  at  issue.  The 
various  stipulations  into  which  they  have  ent«red  with  regard  to  the 
admission  of  evidence  to  be  heard  on  the  trial  of  the  cause  are  totally 
inconsistent  with  the  idea  that  the  case  was  to  be  heard  merely  on  bill 
and  answer. 

Another  objection  is  that  the  patent  was  dated  more  than  six  months 
prior  to  the  filing  of  the  application  for  it ;  but  under  the  law  then  iu 
force  (1854)  with  regard  to  the  antedating  of  patents  where  a  foreign 
patent  had  been  obtained,  this  was  admissible.  The  tftli  section  of 
the  act  of  March  3, 1839,  entitled  "An  act  in  addition  to  an  act  to  pro- 
mote the  progress  of  t]ie  useful  arts,"  expressly  declared— 

That  no  peraoii  ahnll  be  debarred  itom  Teoeiviii|{  a  patent  for  any  inveatlon  or  dia- 
c«Tery  *  *  *  by  reason  of  the  same  havjnfc  been  patonleil  iu  a  foreign  country 
more  tbonslx  months  priiirtoMs  application:  Frovidtd,  That  the  same  shall  not  have 
been  introdnced  into  pnbUc  and  cumnion  iiae  in  the  Uuit«d  Stntes  prior  to  tbe  applica- 
tloa  for  snch  patent :  And  prociHei,  aim,  Tliftt,  in  all  cases  every  xnch  patent  tliall  be 
limited  to  the  term  of  foiirtenn  years  from  the  date  or  pnblicntlrm  of  such  foreign  let- 
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Nov,  we  kDow  by  the  prooeedicgs  on  the  application  in  this  case  Uiat 
the  atteation  of  the  ConnDissiouer  of  Patents  waA  expressly  called  to 
the  &ct  of  the  iBsuing  of  the  English  patent,  and  that  the  question  of 
the  date  of  the  patent  in  suit  was  sntHuitted  to  and  considered  by 
him.  Under  the  laws  then  in  force  he  determined  that  the  patent 
onght  to  be  antedated  aa  of  the  date  of  the  Engliflh  patent.  It  moBt 
be  preenmed  that  his  dedsion  was  right  aooordhig  to  the  fitots  of  the 
case,  at  least  ontil  the  contrary  is  shown,  and  Qothing  has  been  shown 
to  the  contrary  by  any  evidence  in  the  canse  to  which  onr  attention 
has  been  callod. 

Hie  decree  of  the  circuit  oonrt  is  reversed,  uid  the  cause  lemanded^ 
with  directions  to  enter  a  decree  in  conformity  with  this  opinion. 


WlOKB,  APFELLAHT,  V.  OETBUM. 

J)*M»d  mn«rg  38,  18S1. 

19  O.  O.,  B67. 

1.  ElMMBta  whioh  an  wdl  known  in  other  oouwetioiw  may  fi«m  •  novel  eomblB^ 
Hon  when  bronght  togetiter  in  ft  nwehine  to  pradoee  •  new  leaalt. 

9.  WhMittiokmiigemMitoftlMnMohinaiataolitlkMtheeamUuatiaiiiofAlIitoMTentl 
alemrati  or  their  meohanioal  eqnlTklent  U  neoewary  to  iti  mooeMftil  opentitHi, 
oUiu  to  »  limited  nnmber  of  theee  elemeaU  should  &ITI7  he  oonctnud  to 
Inolode  the  rest. 

3.  Aolaim  f<ir  •  Mmiblnation  i»  not  in&inged  bj  the  we  of*  limited  nnmber  of  its 


Apfbju.  firom  the  circuit  court  of  the  United  States  Sa  tba  sontiiaii 
district  of  JSaw  York. 

Mr,  A,  V.  .BriflMN  fbr  the  appdtant 
Mr.  S.  A.  Oalkini  for  the  appellee. 

Hr.  Chief  Jostioe  Waitb  delivered  the  opinion  of  the  eoort: 
The  patent  sued  on  in  this  case  is  for  a  machine  for  nailing  boxes, 
invented  by  George  Wicke.    Before  this  invention  nails  were  drivos 
singly  and  by  hand.    By  the  machine  more  than  one  could  be  driven 
at  the  sune  time. 

In  the  description  of  the  invention  which  accompanied  the  ^ppHea- 
tion  for  the  patent  the  inveotor  said,  in  effect,  that  it  ocmsisted  in  tlte 
employment  of  grooved  ^ring-jaws  foi  the  purpose  of  holding  the  nails 
and  guiding  them  to  their  plains,  combined  with  a  corresponding  num. 
ber  of  rising  and  falling  plungers  for  driving  each  nail  sinf^y  and  at 
the  same  time.  The  plungers  were  made  with  globe  or  disk  shaped 
collars,  BO  adjusted  or  arranged  that  they  would  spread  the  spring-jaws 
at  the  proper  moment  to  allow  the  heads  of  the  nails  to  pass.  To 
depress  the  plungers  he  arranged  a  cam  so  formed  and  fitted  as  to  have 
spent  its  force  when  the  nail  was  driven  to  its  place.    "FinaUy,"  he 
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said,  his  inTentioi)  ^sonsisted  "in  the  general  ftrrangeiiLeiit  and  oombi- 
salion  of  all  its  parts,  ho  that  tbe  plangers  fmd  jaws,  as  well  as  the 
table  which  sapports  the  boards,  can  be  adjusted  according  to  the 
different  sizes  of  the  boxes  to  be  nailed."  He  then  deecribed  the  cou- 
strnction  of  the  different  puts  of  the  machine  and  the  manner  of  its 
operation,  from  which  and  the  drawings  and  models  it  appears  that  the 
machine  wae  an  npright  one,  by  means  of  which  tbe  ntuls  were  to  be 
drivm  vertically. 

With  sauh  a  machine  tbe  nails  mnst  necessarily  be  held  in  place  by 
some  mechanical  device  until  they  were  guided  to  and  fastened  in  the 
boE»d.  A  nail  implies  a  head  larger  than  its  point,  and,  if  it  is  to  be 
driven  vertic^ly,  some  provision  mnst  be  made  for  directing  the  point 
carefiUly  to  its  proper  place  and  then  letting  the  head  pass  without 
obstmction  as  it  is  driven.  Snch  clearly  was  the  offloe  of  the  "  grooved 
spring-jftws"  and  the  "globe  or  disk  shaped  cellars  "'of  the  plungers 
in  this  machine. 

Having  described  his  invention,  the  inventor  stated  what  be  claimed 
as  new,  and  desired  to  secnre  by  his  letters  patent,  as  follows : 

1.  TheemploymuitofthegrooTMlipnng-JftwaH,  iiilMtMLtiBllyMdcMiibodifiwau 
pnipoae  of  reoelviiig  the  nails  and  to  goide  ibeia  to  their  ptopw  plaoM. 

3.  The  oombiiUitioi),  with  the  sprmK-JawB  H,  of  the  rising  and  fitlllng  plnngen  E. 
MoiBtnicted  and  operating  snbatantially  u  and  for  the  parpoM  deaiaibed. 

3.  Anaoging  the  plunger  £  with  the  dU-ahaped  eollar  i,  or  it*  eqniralent,  to 
operate  in  oMiibinatlmi  witti  the  •pring-Jaws  H,  anbttMitiaUr  m  Mid  tot  the  pmpoM 
epecifled. 

4.  Hie  arrangement  of  theciTonlar  poriioD  efoo  the  oain  C,  to  operate  in  oombi- 
nation  with  the  gate  B  and  treadle  d,  anbetantially  as  andft>rthe  purpose  set  forth. 

5.  The  airangement  and  combination  of  one  or  more  a^l^^^^l^  oarriages,  F,  tahle 
J,  and  slide  L,  CMutracted  and  operating  In  the  manner  and  for  tlie  purpose  snbstan* 
tially  as  apedtied. 

To  make  this  claim  intelligible  it  mnst  be  read  in  connection  with  the 
speoificataonB  to  which  it  relates,  and  in  this  way  it  becomes  apparent 
that  the  object  of  the  inventor  was  to  seoore  a  patent  for  a  new  oombi- 
natdon  of  old  dements.  Grooved  spring-jaws  were  confessedly  very  old. 
Bo  were  rods  of  iron  with  cnrTilinear  projectiona,  like  those  called 
-  plungers,  uid  cams,  of  fUmost  any  shape,  and  treadles,  and  levers,  and 
a4|natable  carriages,  tables,  and  slides.  The  nse  of  t^ese  tilings  sepa- 
rately eonld  not  be  patented.  Bat  the  combination  of  them  so  as  to 
prodaoe  a  machine  useful  for  driving  nails  was  new.  This  tiie  inventor 
might  claim,  and  so  far  as  anything  appears  he  was  entitled  to  a  patent 
for  the  employment  of  spring-jaws  in  the  combination  and  for  the  por- 
poee  described  in  his  spedfleation ;  for  the  combination  of  his  pecoliarly- 
■haped  plnngers  with  spring-jaws  for  the  purposes  of  such  a  machine  • 
for  Hie  ose  of  the  cam  he  described  in  his  combination  with  the  gate  and 
1z«adle  to  drive  his  machine,  and  for  the  a4jnstable  carriage,  table,  and 
slide  wbaa  used  on  snch  a  machine  as  his.  He  was  mtttled  also  to  Hia 
beoieflt  of  all  the  mechanical  equivalents  of  his  several  elements  known 
at  the  time  of  his  invention,  if  used  in  the  same  combination. 
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As  has  already  been  aeen,  Wicke  made  an  upright  machine.  For 
snch  a  macbioe  the  combioatiOD  of  all  his  several  elements  was  neces- 
sary. If  any  one  or  its  mechanical  equivalent  was  left  oat,  an  upright 
machine  like  his  could  not  h^  operated  sncceasfnlly.  A  comlrination  of 
other  elements  not  the  eqaivalents  of  his  would  be  a  different  machine, 
and  consequently  not  an  iu&ingement.  From  the  evidence  it  is  clear 
be  was  the  first  to  put  into  practical  use  the  idea  of  'irivin^  more  than 
one  Dful  at  the  same  time  in  the  manuibctore  of  boxes  by  the  nse  of 
machinery.  The  idea  he  could  not  patent,  bat  his  contriTance  to  make 
it  practically  useful  he  could.  By  his  pat«nt  he  appropriated  to  himself 
only  so  much  of  the  field  of  invention  which  hia  idea  embraced  as  the 
machine  he  described  in  hia  specification  and  claimed  in  his  application 
covered. 

The  defendant  conceived  the  ideA  of  driving  n^ls  horizontally  inatead 
of  vertically,  and  made  a  maclfine  for  that  purpose,  which  be  patented. 
He  does  not  use  the  apring-jaws  or  the  pecaliar-shaped  plungers  of  the 
Wicke  machine,  because  be  does  not  need  them.  As  his  object  is  tQ 
drive  the  nails  horizontally,  they  can  be  laid  in  a  groove  and  held  there 
by  gravity  antil  forced  into  the  board.  Having  no  spring-jaws  to  be 
opened,  be  need  not  shape  his  plunger  or  driver  so  as  to  effect  that  ob- 
ject. He  thus  has  been  enabled  to  dispense  with  two  elementa  of  Wicke's 
combination,  in  the  absence  of  which  that  machine  eould  not  be  soocesH- 
fdlly  worked.  Ifeitber  has  he  substituted,  any  meohimlcal  eqaivalent 
for  what  he  has  thus  put  aaide,  By  changing  the  form  of  the  machine 
and  the  manner  of  its  operation  he  has  no  need  of  any  such  oontrivanoes. 
He  may  nse  the  eqaiv^ent  of  one-half  of  the  spring-jaw  of  Wicke's  ma- 
chine ;  bat  the  other  half  he  does  not  want,  or  anything  else  in  its  place, 
as  the  nail  will  lie  where  it  is  pat  ontil  driven  into  the  board.  He  ab- 
eomplishes  by  natural  causes  what  Wicke  required  a  mechanical  otm- 
tarivance  to  do.  His  machine  will  not  do  the  work  of  Wieke'a — Uiat  la 
to  say,  drive  a  nail  vertically — ^nor  will  Wicke's  do  that  of  hig  and  drive 
horizontally.  The  trath  is,  the  two  machinea  are  entirely  anlike,  and 
while  they  both  drive  more  naUs  than  one,  at  the  same  time  the^  do  It 
in  different  ways.  That  of  Wicke's,  operating  vertically,  requires  all  the 
elements  bt  hia  combination,  while  that  of  the  defendant,  doing  its  work 
in  another  way,  is  made  by  leaving  out  two  dements  which  are  iDdi»- 
penaable  to  Wicke. 

The  fair  construction  of  the  foarth  and  fifth  claiins  is  that  the^  are 
fbr  the  combination  of  the  cam,  gate,  and  treadle,  or  the  adjustable  oar- 
riage,  table,  and  slide,  with  the  elements  of  the  other  claims.  It  ia  pos- 
^ble  that  if  there  had  been  nothing  more  done  by  the  defendant  than 
to  put  into  the  machine  of  Wicke  his  rook-sbaft  and  attachments  in  the 
place  of  the  cam  the  shaft  would  be  considered  as  the  equivalent  of  that 
demenf  in  Wicke's  device.  So,  too,  ttie  bed,  slides,  and  gages  of  the 
defendant's  machine,  if  used  in  that  of  Wicke,  might  be  considered  tiie 
same  in  effect  as  the  a^uatable  carriage,  table,  imd  slide  which  he  etui- 
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trired ;  but  these  costidTanees  of  the  defendant  are  not  nsed  in  combi- 
nation vitb  any  of  the  other  devioes  of  Wicke',  and  therefore  the;  do 
not  infringe  his  cltums. 

On  the  whole,  we  are  dearly  of  the  opinion  that  t^e  coort  below  was 
rig^t  in  holding,  as  it  did,  that  no  infringement  had  been  proven.  The 
deoiee  is  oonseqaently  affirmed. 


nTnit^  StatM  Clnnilt  Court— DfiMot  of  MuylutO.] 

Ehigh  V.  Baltihobe  akd  Omu  Baxlboad  Gohfant.    Stetbns  v. 
Saue.    Stevens,  use  of  Ehioh,  v.  Same. 

Deetded  Monk  17,  IH81. 
IS  0.  O.,  936. 

1.  TiMqiiMtioDincoQteovertyia,  "WhktMThigdid thedefendaDtderiTA&mii Omiim 
of  th«  Steveu  brake  for  tbe  period  covered  by  that  pUeot  abova  what  it  would 
haTe  derived  from  the  like  nse  of  thq  Hod^  brake  daring  that  period  1 " 

3.  Tlte  difflooltiea  of  ptoving  the  exaot  monej  value  of  thii  sftving  are  exoeptionally 
embanaaaing. 

3.  AlthoDgh  this  rate  may  poaaibly  be  leea  than  the  defendant's  actnal  gain,  in  the  ab- 

aenoe  of  more  exact  means  of  oompnttng  what  that  gain  was,  the  court  det«r- 
mities  upon  twenty-five  dollars  per  car  per  year  as  the  proper  rate  of  ptoflta  to 
be  decreed  to  the  oompUnamta  in  all  three  of  theee  OBMa. 

4.  On  tlieBe  anms  the  oonrt  does  itot  allow  interest. 

Mr.  George  Harding  and  Mr.  Albert  H.  WaXker  tor  the  complainuits. 
Mr.  John  H.  B,  Latrobe  and  Mr.  Andrete  MeOalhm  for  the  defendant. 

Bond  and  Mobbis,  Judges: 

These  are  three  snits  in  eqnity  against  the  Baltimore  and  Ohio  Boil- 
Toad  Company  for  infringement  of  the  patent,  dated  Ifovember  25, 1851, 
granted  to  Francis  A.  Stevens,  for  an  improvement  in  railroad-ear 
brakes.  The  original  patent  expired  in  1865,  auH  was  extended  for 
seven  years,  terminating  November  25,  1872. 

At  the  November  term,  1872,  this  court  (Giles,  J.)  snstained  the  va- 
lidity of  the  patent,  and  decided  that  tbe  defendant  bad  infringed  it, 
and  these  cases  went  to  the  master  (Robert  Lyon  Sogers,  esq.)  to  state 
an  account  of  gains  and  profits  and  to  assess  damages. 

On  this  accoanting  the  parties  have  examined  witnesses  at  great 
length  during  a  period  of  some  six  years,  and  the  master,  in  November, 
1880,  filed  bis  report  in  all  three  cases,  together  with  the  testimony 
(which  is  contained  in  two  large  printed  books)  on  which  he  based  his 
findings. 

The  master  reports  the  number  of  oars  on  which,  in  each  year,  the 
defendant  need  the  complainants'  patent,  commonly  known  as  the 
"  Stevens"  brake,  and  reports  that  he  finds  from  the  testimony  that  the 
defendant  did  derive  savings  and  advautages  in  the  nse  of  the  Stevens 
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brake  over  what  it  would  have  derived  £roin  the  use  of  any  otiier  um- 
ilar  device  open  to  the  pablic. 

The  master  forther  reporta  that  he  flads  that  the  saving  and  advan- 
ta^eg  whi^  bo  aocroed  to  tlie  defendant  from  sach  aae  funonoted  to  #30 
per  oar  per  year;  and  at  that  rate  be  finds  the  gains  and  profits  which 
the  eomplainante  are  Mititled  to  recover  amountiug  in  the  aggregate  to 
9102,480. 

He  fbrther  reports  that  during  the  period  covered  by  two  of  the  anits 
— viz,  ftom  1857  to  the  expiratdon  of  the  patent — ^he  finds  that  the  com- 
plainants had  established  a  license-fee  of  twenty-five  dollars  per  year 
per  car  for  the  use  of  the  patent,  and,  assuming  the  license-fee  as  tiie 
measnre  of  complainants'  damage,  he  assesses  the  damages  at  that  rate 
in  those  two  cases ;  but  he  reporte  that  he  finds  no  satisfactoiy  evidence 
that  any  license-fee  was  established  daring  the  period  covered  by  one 
of  Uie  salts — viz,  from  1853  to  1857 — and,  finding  no  evidence  ftom 
which  he  can  compote  the  damages,  he  finds  none  for  that  period. 

The  Stevens  brake  was  used  by  the  defendant  on  its  passenger-cars, 
and  the  namber  on  which  it  was  so  ntod,  as  reported  by  the  master,  is 
not  disputed,  bat  exceptions  have  been  filed  by  the  defendant  to  the 
master's  findings  of  gains  and  profits  and  assessment  of  damages.  The 
defendant  contends  that  lite  testimony  does  not  show  that  any  advan- 
tage whatever  accrued  to  it  from  the  ose  of  the  Stevens  brake,  and 
further  contends  that,  if  there  was  any  advantage  in  its  use,  there  is  no 
testimony  in  tiie  record  from  which  the  master  was  authorized  to  adopt 
thirty  dollars  per  oar  per  year  as  the  money  volne  of  such  advantage. 
The  defendant  also  excepts  to  the  master's  finding  of  damages,  contend- 
ing that  there  is  bo  evidence  that  any  license- fee  was  ever  established. 

The  master  reports  that  it  was  conceded  before  him  that  the  brake 
with  which  the  Stevens  brake  is  to  be  contrasted  in  aQ  these  cases  is 
the  brf^e  known  as  the"  Hodge"  brake,  so  that  tbe  question  before  tlie 
master  as  to  gains  and  profits,  and  now  in  controversy  before  the  court, 
is,  "  What  savings  or  advantage,  if  any,  did  the  defendant  derive  from 
the  use  of  the  Stevens  brake  for  fhti  period  covered  by  that  patent  above 
what  it  would  have  derived  fh)m  the  like  use  of  the  Hodge  brake  dur- 
ing said  periodl"     Momy  v.  Whitneg,  14  Wall.,  620. 

The  Stevens  brake  is  claimed  by  the  inventor  to  be  superior  to  the 
Bodge  brake,  for  the  reason  that  by  its  arrangement  of  levers  the  force 
applied  is  so  dlstribnted  that  it  exerts  a  nniform  pressure  on  each  wheel 
of  both  trucks.  In  the  Hodge  brake  the  force  applied  is  distributed 
aneqaally,  the  two  pairs  of  wheels  at  the  ends  of  the  car  receiving  a 
much  greater  pressure  than  the  two  pahs  of  inside  wheels. 

As  the  object  is  to  have  the  brakes  apply  as  much  retarding  pressure 
npon  every  wheel  as  it  will  bear  without  ceasing  to  revolve  and  begin* 
ning  to  slide,  it  would  seem  to  follow  that  where  the  pressure  is  dlstrib- 
nted eqnally  npon  every  wheel  it  must  be  possible  to  apply  a  greater 
average  of  pressure  withoat  sliding  any  wheels  than  coidd  be  possiUe 
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irhM«  the  presaore  is  distribnted  aiiei]ua]l.y,  for  the  reason  tliat  tlie 
brakemaii  mTist  idways  desist  &oin  iocreasiiig  the  pressnre  hetore  tbe 
vheel  leceiving  the  greatest  pTessnre  ceases  to  reTolve;  aod  with  the 
Hodge  brake,  therefore,  he  most  desist  before  the  wheels  receiving  the 
lesser  amouot  of  prewure  have  received  all  that  thej  might  reoeire  with- 
out sliding. 

Id  the  effort  to  stop  railroad  trains  and  to  reCaiil  cars  when  being 
drawn  down  steep  grades,  it  constantly  happened,  with  hand-power,  that 
wheels  were  slided,  which  quickly  rains  them,  and  it  woold  therefore 
seem  to  follow  of  necessity  that  a  considerable  saving  of  wheels  most 
lesalt  £rom  the  use  of  the  Stevens  in  preference  to  the  Hodge  brake. 

The  defeadiuit,  operating  a  railroad  of  nnoanally  ditBonlt  grades  and 
reqairing  tba  most  dfootlTe  form  of  brake,  has,  daring  the  whole  life  of 
the  patent  and  its  extension,  nsed  the  Stevens  brake  on  its  passenger- 
oars,  its  oonstmction  having  been  explained  to  the  defendant's  employ^ 
by  the  patentee  himself  within  a  year  or  two  after  the  patent  was 
granted  t»  him. 

If  otwithstanding  this  conceded  theoretical  superiority  of  the  Stevens 
brake  and  its  long-continoed  nse,  the  defendant  now  claims  that  experi- 
ence has  proved  and  that  the  testimony  shows  that  in  practical  resalts 
the  Hodge  is  quite  as  good  a  brake  as  the  Stevens,  and  on  many  ac- 
counts to  be  preferred. 

With  regard  to  the  theoretical  advantage  of  tjie  uniform  pressure  of 
l^e  brakes  on  each  wheel,  nndonbtedly  t^e  ftill  benefit  which  other- 
wise might  result  is  diminished  by  the  inequality  in  the  pressure  of  the 
wheels  apon  tbe  rails,  said  to  be  attributable  to  the  "tipping  of  the 
tracks,"  alleged  to  take  place  when  the  retarding  force  is  applied.  Be- 
cause of  this  tipping,  or  for  some  reason,  the  rear  pair  of  wheels  of  each 
trtiek  do  bear  npon  the  track  with  less  weight  than  the  forward  pair, 
and  will  eonaeqnently  endure  less  brake-preesnre  withont  sliding.  This 
is  a  difficulty,  however,  which  interferes  with  the  operations  of  the  Ste- 
veuB  and  Hodge  brakes  alike,  and  prevents  either  ficom  yidding  its  best 
restUts;  but  it  does  not,  so  far  as  we  have  been  able  to  see,  tend  to  an- 
oihilate  any  advantage  which  either  might  otherwise  have  over  the  other. 
Neither  pretends  to  deal  with  iliiB  peculiar  difQcnlty,  and  it  still  remans 
tme  that  no  nuve  pressnre  can  be  applied  to  any  wheels  of  the  car  than 
the  wheels  which  bear  least  npon  the  track  will  endnre  wil^oat  sliding; 
and  as  one  pair  of  these  wheels  will  always  be  one  of  the  pairs  to  whidi 
the  Hodge  brake  distribntes  tlte  ^(reater  amount  of  pressure,  that  limit 
will  be  reached  with  the  Hodge  brake  before  any  of  the  other  wheels 
have  received  the  full  retarding  pressure  which  might  be  safely  applied 
to  tlrnu. 

The  difference  between  the  pressnre  distributed  to  the  end  wheels, 
as  compared  with  the  inner  wheels,  with  the  Hodge  brake  as  nsnally 
constrncted  is  thirty-three  and  one-third  per  cent.  The  disparity'  in  the 
pressnre  on  the  tracks  cansed  by  the  tipping  of  tbe  trucks  is  estimated 
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to  be  about  Sfleeii  per  cent.  The  average  aggregate  retarding  pressnre 
wbieli  cau  be  applied  to  tlie  wheels  of  a  car  with  the  Stevens  brake  is 
calculated  from  these  data  to  be  twenty  per  cent,  more  than  with  the 
Hodge  brake. 

We  thiiik  that  the  complainants  have  made  it  i^pear  by  teatimony 
that  by  the  use  of  the  Steveus  brftke,  properly  constructed  and  kept  in 
effective  working  order,  there  not  only  should  be,  but  that  there  is, 
particularly  when  the  brakes  are  operated  by  haud-power,  a  very  ap- 
preciable saving  in  the  wear  of  car-wheels.  On  this  point  the  com- 
plainants have  produced  some  very  positive  testimony,  showing  the 
value  of  the  wheels  thus  saved.  The  difBculties  of  proving  the  exact 
money  valae  of  this  saving  are  exceptionally  embarrassiog. 

The  Stevens  pat«nt  was  never  generally  acquiesced  in,  and  it  would 
appear  that  the  defendant's  railroad  is  one  of  the  very  few  on  which  it 
was  iutrodnced  under  the  supervision  of  the  inventor  and  coustructod 
as  exhibited  iu  his  patent.  On  many  of  the  other  railroads  on  which 
the  defendant  claims  that  it  was  used,  and  on  which  it  did  not  prove 
itaelf  to  be  saperior  to  the  Hodge  brake,  it  appears  that  it  was  used 
without  license,  and  was  so  imperfectly  constructed  that  it  worked 
badly,  and  quickly  got  out  of  order.    - 

If  one  of  the  difficulties  testified  to  by  the  witnesses  who  speak  of  its 
use  on  other  roads  in  these  imperfect  forms  are  shown  by  any  testimony 
to  have  been  experienced  by  the  defendant.  It  would  also  seem  that 
the  results  of  the  use  of  the  two  brakes  in  recent  years  in  connection 
with  air  and  other  power  mechanicaUy  applied  is  not  a  fnir  test  of  their 
relative  advant^es  in  former  years  when  hand-power  exclusively  was 
used,  since  with  the  air-power  the  retarding  force  can  be  controlled  to 
a  nicety  and  applied  simultaneonsly  to  aD  the  wheels  of  the  train,  so 
that  a  much  less  force  on  each  wheel  is  sufBcient  to  stop  the  trfun,  and 
the  risk  of  sliding  wheels  is  much  diminished. 

Nor  do  the  special  experiments  made  by  the  defendant  with  the  two 
brakes  alternately  convince  us  that  there  is  no  choice  between  them  in 
respect  to  causing  wheels  to  slide.  In  these  experiments  neither  form 
of  brake  caused  any  wheels  to  shde.  This  the  complainants  contend  is 
to  be  accounted  for  by  the  fact  that  the  brake-shoes  used  were  made  of 
hard  polished  steel,  different  from  those  formerly  used  on  the  same  rail- 
road, and  that  the  car  was  quite  heavy,  so  that  it  was  hardly  possible  to 
apply  force  enough  to  make  the  shoes  hold  the  wheels  and  cause  t^em 
to  slide.    In  tliis  suggestion  there  seems  to  be  force. 

It  is,  moreover,  highly  improbable  that  the  defendant,  having  special 
need  of  the  best  form  of  brake,  should  have  for  nearly  thirty  years  vol- 
uiitarily  and  coutinuonsly  used  the  Stevens  brake  on  all  its  passenger- 
cars,  in  the  face  of  threatened  litigation  from  the  beginning,  iu  the  face 
of  the  decree  of  Judge  Drnmmond  against  the  C'hi<iago,  Hnrlingtou  and 
Qnincy  Bailroad  Company  in  1806,  sustaining  the  patent  iuid  awarding 
fifty  dollars  per  car  per  year  as  the  profits  on  that  road,  and  in  tlie  face 
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of  the  t  jit  institated  a^nst  the  defendant  in  this  conrt  in  1864,  nnlesa 
there  had  been  decided  advantages  to  he  derived  from  its  nse.  To  ac- 
accnrately  prove  the  money  valae  of  these  advantages  is  difflcolt  and 
embarraaaing,  particnlarly  m  the  complainant  has  been  obliged  to 
procare  his  wituenses  from  the  railroads  whose  interests  are  with  the 
defendant,  and  as  the  Stevens  brake  nsed  on  the  other  roads  has  been 
a  modified  and  nnfakilU^lly  made  form  of  the  patented  device.  A  eare- 
fiil  eonsideratJon  of  the  testimony,  however,  has  broaght  as  to  the  con- 
dneion  that  the  complainant  has  substantially  sustained  the  burden  of 
proof,  and  that  the  master's  findings  are  warranted  by  the  testimony. 

[Qie  validity  of  the  complainant's  patent  has  been  established  by  the 
decree  heretofore  passed  in  these  cases,  and  the  defendant  is  before  as 
in  the  attitade  of  a  wrong-doer.  It  is  necessary  only  forthe  complain- 
ant to  show  to  the  court  before  its  master  by  testimony  the  facts  upon 
which  compensation  is  to  be  based  as  clearly  sA  circumstances  will  per- 
mit. That  he  has  been  wronged  has  been  decided.  The  peconiary 
measure  of  that  wrong  is  all  we  have  to  ascertain. 

It  is  to  be  considered,  however,  that  this  is  a  patent  which  was  only 
valnable  to  the  patentee  as  he  eoald  induce  railroads  to  nse  it  and  pay 
him  for  its  use,  and  that  it  was  worth  nothing  to  him  as  a  monopoly. 
An  established  license-fee,  when  one  is  proved,  is  unquestionably  the 
sat^t  role  of  compensation  in  such  cases ;  and,  in  view  of  the  great 
difiiculty  of  proving  with  exactness  the  profits  which  have  accmed  to 
the  defendant,  the  license-fee  found  by  the  master  to  have  existed  at 
least  during  the  latter  portion  of  the  life  of  the  patent  commends  itself 
to  ns  under  the  circumstances  of  this  case  as  the  measure  of  compwL- 
sation  least  likely  to  do  ii^ustic^  to  either  party. 

It  was  said  by  the  Supreme  Court,  in  Packet  Company  v.  Sickle  (19 
Wall.,  G18),  that  taking  profits  as  the  basis  of  compensation,  even  in 
courts  of  equity,  had  produced  results  creating  distrust  of  its  fairness; 
and  in  Burdeii  v.  Benig  (92  TJ.  S.,  720)  that  oonrt,  after  recognizing 
that  profits  are  the  primary  rule  in  equity  and  a  license-fee  in  actions 
at  law,  Bi^ : 

No  dmbt,  in  the  abMnoe  of  sfttiifactoc;  evideiioe  of  either  cIms  In  the  fomm  to 
which  it  is  most  appropriate,  the  othuc  tiia;  be  resorted  to  %a  one  of  the  elements  on 
wbioh  the  damages  or  the  compepBalion  may  be  ascerlaiued. 

The  testimony  shows  that  after  the  validity  of  this  patent  was  sus- 
tained by  Judge  Drummond  in  the  United  States  circuit  court  for  the 
northern  district  of  Illinois,  and  after  the  decree  of  that  court  in  1866, 
affirming  the  master's  report  in  the  case  against  the  Chicago,  Burling- 
ton and  Quincy  Bailrood  Company,  finding  the  profits  derived  by  that 
road  from  the  use  of  the  Stevens  patent  to  have  been  fifty  dollars  per 
car  per  year,  the  complainant  fixed  twenty-five  dollars  per  car  per  year 
as  the  lioeuse-fee  for  all  railivads  nsing  it,  and  that  some  eighteen  (iul- 
I'oads  either  compi-omised  for  past  use  or  took  licenses  for  future  use 
substantially  on  the  basis  of  tiiat  fixed  rate.    Although  this  rate  may 
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poaaiblr  be  leas  than  the  defendant's  aotnal  ■traio,  in  the  absenoe  of 
more  exact  means  of  oompntin^  vhat  thai  gain  wta  we  are  diapoaed 
to  accept  the  enm  of  twenty-five  dollars  per  oar  per  year  aa  the  proper 
rate  of  profit  to  be  decreed  to  tbe  oomplainaDta  in  all  tluee  of  these 
caaes,  and  ve  will  sign  a  decree  in  each  case  for  an  amount  calcnlated 
on  that  basis. 
As  we  allow  these  Sams  as  ivoflts,  we  do  not  allow  interest. 


(United  Stetea  Clronlt  Caon—DlMilBt  of  UiMMbOMtU.] 

Root  et  ai^.  v.  Lakb. 

Deetied  FtbnuiTy  S4,  1661. 
19  O.  O.,  JB7. 

1.  Where  an  inveutiou  mlkting  to  the  nietltod  of  foniiiug  spiral  tubes  wu  deacribed 
in  teniu  used  la  the  art  of  making;  welded  tiiboB,  it  Dot  appearing  that  ghect- 
metal  tnbea  could  be  made  in  tlie  mannei  ilescribed:  Held,  that  the  invention 
ia  thereby  limited  to  the  making  of  spiral  irelded  tnbea. 

'i.  In  deHoribing  hia  inrentinn  a,  patentee  may  mianae  Tords,  bnt  in  aeeldng  his  mean- 
ing the  ordinary  signification  of  the  worda  he  uses  mnat  have  weight. 

:t.  A  patentee's  invention  cannot  be  given  a  broad  conatmctian  ao  aa  to  oovei'  later 
inventions,  when  it  appeara  fh>m  the  state  of  the  art  that  there  was  no  oppor- 
tunity for  a  gieat  original  discovery  and  the  claim  fs  properly  limiled  to  tlie 
•peciflc  improvement. 

Jlfr.  Cauiten  Browne  and  Mr,  BoJtert  H.  BuHcaafoi  the  complainants. 
Mr.  tfohn  A,  Loring  and  Mr.  William  H.  Drury  for  the  respondent. 

LowsLL,  J. : 

J.  B.  Koot,  assignor  of  the  plaintafb,  obtained  bis  patent,  Ko.  96,037, 
now  in  suit,  October  13,  ^869.  He  begins  by  saying  that  his  invention 
consists  in  a  spirally-lapped  metal  tnbe  formed  with  a  lock  following 
the  direction  of  the  spiral  by  conatmcting  tbe  skelp  of  which  the  tube 
or  tnbing  is  made  with  a  toogne  and  groove  or  locking  ridge  and  fiurow 
on  reverse  sides  of  its  oppesite  edges,  so  tbat  on  spirally  wrapping  tbe 
Hkelp  around  a  mandrel  its  «dgeB  not  only  lap  one  over  the  other,  bnt 
also  establish  a  lock  by  the  fit  of  the  two  tongues  in  the  grooves  of  the 
skelp)  after  which  tbe  tntnng  may  be  welded  or  tbe  spiral  joint  closed 
by  soldering  or  otherwise.  He  then  describes  and  draws  a  skelp  with 
grooves  and  fairows  on  eacAi  side,  which  he  saya  may  be  made  by  roll- 
ing the  heated  skelp  in  one  operation,  and  that  the  same  heat  will  serve 
to  effect  the  spiral  twist  of  the  skelp  aronnd  a  rotating  mandrel,  in  doing 
which  tlie  edges  of  tbe  iricelp  will  form  a  lock,  &&,  and  he  explains  it» 
iidvantages.  He  t^en  snggests  a  modification  of  form,  by  which  tlie 
dkelp  should  have  wholly  or  mainly  a  ridge  on  one  face  and  a  ftirrow  on 
tbe  other.  The  Patent  OfBee  refused  to  grant  him  a  claim  for  a  spirally. 
foriBed  tube  witii  a  look  following  the  direction  of  the  spinti,  bnt  gave 
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him  "the  improved  metlwd  Imein  described  of  making  tabes  by  roll- 
ing the  skelp  witiii  longitudinal  ridges  and.  Airrovs  on  its  alternate  edge- 
fooes  and  lapping  the  same  in  a  spiral  direction  to  finm  a  lock,  in  the 
manner  Bpedfled." 

:  Bitchie  began  to  expeilmeDt  upon  the  machine  in  1S70,  which  was 
patotted  to  him  in  1872,  tot  winding  sheet  metal  into  a  spiral  tnbe  with 
a  ctHitJnnons  folded  seam  on  its  ontside.  Besidee  the  patent  tbr  the 
maobiue  be  received  one  for  the  ^pe  as  a  new  article  of  miuiitfoctDre. 
Some  years  later  Boot  invented  a  machine  for  making  similar  pipe,  and 
both  parties  are.now  diligently  engaged  in  making  what  may  be  called 
the  "Bitchie  pipe,"  which  has  proved  to  be  a  valuable  article  for  many 
purposes.  The  only  question  is,  who  invented  it.  The  plaintUT  inaiBts 
that  he  Invented  a  spirally-wound  tube  with  a  locking-seam,  as  a  new 
and  original  idea,  with  one  praotioal  application,  and  can  cover  all 
tubes  which  come  within  that  broad  description.  The  defendant  says 
that  the  patent  of  Boot  gives  no  instruction  in  the  art  of  m^dng  pipes 
of  ^eet  metal  with  folded  seams,  in  making  which  no  Are  is  nsed,  and 
ntme  of  the  particnlar '  processes  described  or  referred  to  by  Boot'  are 
employed,  and  that  sack  a  pipe  or  tnbe  req^nired  invention  not  only 
beyond  but  entirely  apart  from  the  process  of  Boot.  The  Patent  Office 
appears  to  have  been  of  this  opinion. 

A  very  large  part  of  the  record  consists  of  arguments  in  the  form  of 
depofiitionB  upon  the  true  constructaon  of  Boot's  specification  and  its 
sufficiency.  They  are  able  arguments ;  but  a  few  lines  of  speciflcatiou 
wonld  have  been  worth  them  aU. 

Mr.  Boot  testifled  that  after  he  had  made  his  invention  for  applicatioti 
to  welded  tubes  it  occurred  to  him  that  the  mode  of  operation  might  be 
applied  to  tnbes  of  sheet  metal,  and  that  he  tlien  drew  the  "modification 
clanse"  tuid  caused  it  to  be  inserted  in  the  speoiflcatioD.  OHiis  he  re- 
l>eated  several  times  in  the  course  of  his  deposition.  He  and  his  ex- 
perts fiuthcr  testiij''  that  a  good  welded  tnbe  could  not  be  made  by  fol- 
lowing his  modified  description,  and  therefore  it  must  have  been  intended 
for  something  else,  and  that  there  is  nothing  else  but  sheet  metal  to 
which  we  can  reasonably  refer  it. 

It  came  out  at  the  end  of  the  cross-ezaminatiou  of  Mr.  Boot  that  he 
had  preserved  the  rough  draft  of  some  earlierformsof  his  specificatioii, 
and  this  paper  being  put  into  the  case,  shows  upon  its  fhce  that  the 
modification  dause  was  not  an  afterthought,  but  the  original  form  of 
the  specification,  and  that  it  was  not  intended  to  refer  to  sheet  metal, 
Imt  distinctly  and  solely  to  plate  metal.  The  respondent's  counsel  com- 
mented with  great  severity  upon  Mr.  Boot's  earlier  evidence,  thas  con- 
tradicted, as  being  intentionally  &lse ;  bat  it  is  not  necessary  to  impute 
anything  bat  forgetMness  to  tiie  witness.  His  readiness  in  producing 
a  paper  which  he  might  have  suppressed  ought  to  weigh  very  much  in 
his  favor  upon  tJie  moral  issue,  if  there  were  snch  in  the  case.  The  fact 
is  diunaging  enough  without  epitheta,  for  it  destroys  the  whole  arga- 
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m«Dt  from  a  sapposed  intent,  and  deatroya  tlie  vftloe  of  Mr.  BooVb 
m«nKK7  <m.  other  points. 

The  atkte  of  Uw  art,  h  shown  by  the  English  pMents  of  Bon  &  Ohilds, 
is  that  spiral  welded  tnbea  had  been  made  by  Burr  with  a  rabbeted 
seam,  and  by  Ghllds  with  a  Msarfed  aeam,  beddea  the  very  old  and  welt- 
known  batted  seam,  by  which  s^rally  woond  gnn-bairels  had  been 
made.    Toward  the  oloae  of  OhilffB  q)edilcati0a  an  fooad  these  words : 

AhhoB^  I  kare  on] j  dcMcibed  tlw  rfbboila  or  «tiip*  u  kkTisf  eran  or  plain  Msif- 
«dgi^  1  do  not  eonlne  myMlf  to  noil  plain  odgM,  a*  It  will  b«  obrlow  that  tlMf  n^ 
ba  of  aojuoli  Itiefolarfbnn  that  when  two  edge*  an  braaghttogethertliey  will  look 
Into  aaoh  oOut. 

It  was  apon  thU  patent,  I  suppose,  that  the  OfBoa  leftased  the  very 
broad  claim  originally  ashed  for  by  Boot  Almost  as  much  ugtunent- 
ative  evidenoe  has  been  giren  to  prove  that  Ohilds  says  what  he  does 
not  mean  when  he  speaks  of  the  edges  of  a  piece  of  metal  looking,  as  is 
adduced  to  show  that  Boot  means  what  he  does  not  say  when  he  speaks 
of  a  modification  of  a  lap-wdded  tube. 

The  state  of  the  art  of  making  tabes  or  pipes  of  sheet  metal  was  some- 
what different.  They  were  not  made  In  a  spiral  fbrm^  though  strught 
pipes  were  joined  by  a  folded  seun  like  that  of  Bitchie. 

In  this  state  of  the  two  arts  the  specification  of  Boot  appears  to  be 
addressed  to  persons  who  are  aoqnainted  with  spiral  tabes.  He  does 
not  tell  how  to  make  them,  bat  how  to  make  the  akxHp  from  wbidi  they 
are  to  be  made.  I  understand  that  the  difficulty  in  making  the  Bitchie 
inpe  is  not  in  making  the  strip,  but  in  windiugit  up  spirally  so  as  at 
the  same  time  to  make  a  folded  seam. 

There  are  many,  reaaons  for  saying  that  Boot's  speoiflcation  does  not, 
npon  its  f^toe,  appear  to  refer  to  that  sort  of  metal  used  by  tinsmiths. 
13ie  i^ict  that  it  was  not  intended  to  refer  to  them  would  not  have  been 
admissible,  bnt  for  certain  inadmissible  statements  of  the  plaintiff. 
Hie  words,  as  constmed  in  view  of  the  art,  are  l^e  important  things. 
The  word  "skelp"  is  never  used  in  the  art  of  the  tinsmith,  and  Bitchie's 
strip  of  sheet  metal  is  not  a  skelp.  To  be  sore,  a  patwitee  may  a  misuse 
word;  but  when  we  are  seeking  for  his  meaning,  the  ordinary  signifi- 
cation of  the  words  whidi  he  oses  must  hare  its  weight  He  speaks  of 
the  heated  skelp  and  the  saving  of  fhel,  and  of  other  things  applicable 
to  tubes  of  a  certain  class  and  not  applicable  to  the  Bitchie  tube.  It 
is  said  that  some  of  these  words  and  phrases  are  not  found  in  the  modi- 
fication. This  is  tme;  bat  no  new  process  is  referred  to  or  hinted  at- 
in  that  clause.  It  Is  mra«ly  to  save  repetition  that  the  phrasesare  left  oat. 
The  skelp  referred  to  is  the  same  sort  of  skelp,  excepting  in  the  fstna  of 
the  ridgee  and  furrows,  and  they  are  intended  to  be  rolled  npon  the 
heated  skelp.  The  brevity  of  the  clause  is  strong  evidence  that  it  does 
not  refer  to  a  different  sabject 

If  the  patentee  had  suggested  that  a  pipe  or  tnbe  of  sheet  metai 
might  be  made  by  winding  it  spirally,  with  a  folded  seam,  it  is  very 
donbtfol  wheUier  he  could  have  patented  that  pipe  without  showing 
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ttie  worlA  hoir  to  make  it-.  I  do  not  nnderstaiid  !t  to  be  Berionsly  con- 
tended on  bis  bebftlf  tbat  the  Bitchie  pipe  could  be  made  by  following 
bis  specification.  He,  Iiimself,  trae  obliged  to  invent  a  machine  before 
he  coold  mann&cture  sach  pipe.  If,  then,  he  had  attempted  to  monopo- 
Use  aneh  a  pipe,  be  ongbt  not  to  have  been  peinnitted  to  do  bo,  for  he 
bad  not  made  it.  Bia  contention,  as  I  have  aaid,  is  that  the  invention 
IB  80  great  and  new  that  it  covers  later  inventions  and  monopolizes  the 
fntnre;  bnt  in  view  of  the  state  of  the  art,  spiral  welded  tabes  being  old 
and  the  folded  seam  in  straight  tabes  or  pipes  of  sheet  metal  being  old, 
tbere  was  no  opportunity  ibr  a  ^eat  original  discovery. 

His  cMm,  therefore,  shonid  have  been  limited,  precisely  as  it  is  lim- 
ited in  tite  patent,  to  the  improved  method  which  he  has  described. 
He  sftyB  he  has  described  spirally-woand  tabes  of  every  possible  kind 
if  they  are  made  by  locking  the  seam  continnonsly  in  the  coarse  of  mak- 
ing the  pipe;  bnt  I  find  that  he  has  not  described  a  Bitcbie  pipe,  nor 
anything  fh>m  which  a  skille^l  mechanic  conld  make  one,  and  that  the 
Bitchie  pipe  does  not  infringe  his  patent. 

Bill  dismissed. 


[Cnfted  State*  Clnalt  Conrt— Sonthim  IHMrlct  ot  Sew  Tork-I 

POTTEB  ET  AL.  V.  SPEWABI. 

DteUtd  January  32,  1881. 

19  O.  Q.,  997. 

1.  It  ia  of  no  eoiueqQeQae  th^t  •  nlMme  ataUs  tbst  cettkin  combiiiBtioiia  Bie  fennd  In 
the  mscliiuti  which  will  sot  in  a  Mrtaln  wsf  and  effect  certain  resnlta,  wheo  tlitt 
original  did  not  atstethat  snch  combinationa  were  fonnd  there,  or  failed  to  atatA 
that  aaid  modea  of  operation  and  aaid  reBalta  would  fbllow,  provided  the  B«Jd 
conUnationa  in  fhot  existed  in  a  OBcMne  made  aocording  to  tlte  dntwln^  and 
■leacriptlon  in  the  oriiflnal  patent,  or  provided  the  aaid  modea  of  operation  and 
the  aaid  reanlt  in  fact  followed  in  a  machine  ao  made.  To  anpply  aneh  defecla  ia 
the  verj  ob}eet  and  offlce  of  a  leiaine. 

X.  A  comhination  claim  may  be  InfHnKed,  allhoDgb  the  specific  devic«a  oaed  by  the 
defbodant  were  not  known  at  the  time  of  the  patentee's  invention. 

3.  Any  inqiroTeDient  In  one  element  of  a  eomblnntion  whiob  does  not  affeot  ita  man- 
ner of  co-operation  with  the  remaining  device*  will  not  serve  to  avoid  the 
cliarge  of  infringemeiit. 

Mr.  George  Qifford  and  Mr.  Solomon  J.  ^hrion  for  the  plaintiff^. 
Mr.  WiUiam  H.  MeDtmgaU  for  the  defendant. 

Blatchfobd,  •/.: 

This  snit  is  bronght  on  Heissned  Letters  Patent  ^o.  2^126,  granted  to 
John  Bachelder,  December  12,  ISOu,  for  an  improvement  in  sewing-ma- 
chines (the  original  patent  having  been  granted  to  him  May  8,  1819, 
and  extended  for  seven  years  from  3Iay  8,  1863,  and  reissued  to  him 
September  22, 1863),  the  said  reissued  patent  having  been,  by  an  net  of 
13  0  P 
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Cougrreas  approved  July  14, 1870  (16  U.  8.  Stat,  at  Large,  606),  extend- 
ed for  seveo  years  from  tlie  Stb  of  May,  1870.  This  same  reissae  vas 
uudejr  consideration  by  this  court  in  Potter  v.  Brauiudorf  (7  Blatcbf.  O. 
C.  B.,  97),  and  in  Bofh^lder  v.  MouUm  (11  id.,  304).  Nnmeroos  ques- 
tions rfused  in  the  present  case  were  passed  opoD  in  those  cases  ad- 
Tersely  to  the  defendants  tberein.  There  are  foorteen  claims  in  the  re- 
isBue.  In  the  Braonsdorf  suit  the  defendaiUi's  machine  vas  the  ^tna  . 
machine,  and  was  held  to  infringe  claims  1,  2,  3,  4,  fi,  6,  and  11. 
In  the  Houlton  suit  the  defendanf  a  machine  was  the  Whitney  machiite, 
and  was  held  to  infringe  all  the  claims.  The  ^tna  madiine  had  a 
wheel-feed.  The  Whitney  machioe  had  Allen  B.  Wilson's  fonr-motiou 
feed. 

The  defendant's  machine  in  the  present  case  infringes  all  the  claims 
of  the  patent.  It  is  contended  for  the  defendant  that  the  reissue  is  not 
for  the  same  invention  as  the  original  patent,  and  that  the  reissue  de< 
scribes  and  claims  more  than  Bacbelder  actually  invented.  Mr.  E.  9. 
Benwick,  an  ex]>ert  witness  for  the  plaintiffs,  testifies  that  every  im- 
provement that  is  specified  in  the  reissue  is  found  described  in  the  spec- 
ifiuatiott  and  drawings  of  the  original  patent.  There  is  no  testimony  iu 
contradiction  of  this.  This  being  so,  it  follows  necessarily  that  every 
combination  described  in  the  reissue  as  iwrforming  a  given  office  existed 
in  the  machine  described  and  shown  in  the  specification  and  drawings 
of  tiie  original  patent,  and  performed  in  a  machine  couBtructed  in  accord- 
dance  with  the  specification  and  drawiugH  of  the  original  patent  the 
same  office  it  performs  in  a  machine  constructed  iu  accordance  with  the 
specification  and  drawings  of  the  reisene.  Therefore  every  such  com- 
bination might  have  been  patented  in  the  original  patent  by  a  proper 
claim.  If  BO,  not  only  was  a  reissue  proi)er,  but  a  reissue  iu  the  form 
granted.  It  is  of  no  consequence  that  the  reissue  states  that  certain 
combinations  are  found  in  the  maobine  which  will  act;  in  a  certain  way 
and  effect  certain  resnlts,  when  the  original  did  not  state  that  snch  com. 
btnationa  were  found  there,  or  i^iled  to  state  that  said  modes  of  o]>era- 
tion  and  said  results  would  follow,  provided  the  said  combinationB  in 
fact  existed  in  a  machine  made  according  to  the  drawings  and  desci'ip- 
tlon  in  the  original  patent,  or  provided  the  said  modes  of  operation  and 
the  said  result  in  fact  followed  in  a  machine  so  made.  To  supply  such 
defects  is  the  very  object  and  office  of  a  reiasue. 

It  is  very  clear  that  the  curved  piece  of  metal  in  the  Baohelder  ma- 
chine acts  not  only  to  discharge  the  cloth  from  the  teeth  of  the  feeding- 
belt,  but  to  receive  the  cloth  aftei-  it  is  discharged.  If  that  be  so,  it 
was  proper  to  call  it  a  "  receiving-plate "  in  the  reissue,  and  to  set  forth 
its  office  as  such,  although  the  original  failed  to  do  so,  and,  indeed,  be- 
cause the  original  so  foiled,  its  office  in  discharging  the  cloth  being 
also  set  forth  ib  the  reissne.  So,  also,  as  to  the  pressuie-roller.  It  is, 
in  fikct,  according  to  the  description  and  drawings  of  the  original  pat- 
ent, a  yielding-pressure  roller.    It  Is  so  called  in  the  reissue,  bat  not  in 
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the  original,  it  being  called  in  the  original  a  "heavy-preeanre"  roller. 
It  vaB  ptopvr  in  the  reissne  to  call  it  "fidding,"  the  leiMue  also  call* 
iDgit  "heavy." 

It  J6  contended  for  the  defendant  that  his  machine  cannot  he  held  to 
infringe  for  the  reason  allege<l,  that  the  si>eoiflo  devices  foand  In  it 
were  not  known  or  in  use  at  the  dnte  of  Bachelder's  inventions.  The 
specific  devices  especially  refeired  to  are  the  foitr-motion  fbed  and  the 
presser-foot ;  but  the  fonr-motion  feed  in  the  defendant's  machine  ad* 
vances  the  material  to  be  sewed  regalarly  and  horizontally,  by  an  in- 
termittent motion,  o%'er  and  npon  the  horizontal  holdiug-siirfitce  tfarongh 
which  the  needle  acts,  and  over  and  npon  the  sapporting-bed  by  vhioh 
the  material  is  supported,  and  delivers  it  antomatically  without  reqair- 
ing  the  seviug  to  be  stopped  for  the  pnipose  of  attaching  ft-esh  portions 
of  the  material.  The  teeth  of  the  feed-b«r  project  through  a  slot  in  the 
horizontal  ]>late  or  holding- snrfaee  tfarongh  which  the  needle  acts,  and 
engage  with  the  material,  aud  comiiel  it  to  a<lvaiice  when  the  feed  is 
moved  forward.  In  the  Bachelder  machine  the  feed  is  a  belt  with 
points  which  penetrate  the  material  and  carry  it  forward  intermittentJy, 
and  is  returned,  after  delivering  the  material  fed,  by  pasaing  around 
rollers  ont  of  contact  with  the  material.  The  defendant's  feed-bar 
moves  directly  backward  after  dropping  out  of  contact  with- the  mate- 
rial; iMit  in  respect  to  snpiiorting  the  material  horizontally  while  it  ia 
beii^  fed,  and  taking  hold  of  the  material  aud  advancing  it  by  a  reg- 
ular, automatic,  intermittent  motion  over  and  upon  the  horizontal  hold- 
ing-snrface  through  which  the  needle  acts,  a  fresh  portion  being  taken 
hold  of  and  an  equal  portion  deUvere<l  at  each  stitch  and  perpetually 
delivering  the  material  on  the  leceiving-plate,  so  that  any  length  of 
seam  desired  may  be  fed  through  aud  delivered  during  the  continnona 
action  of  the  macliine,  the  two  feeds  perfonii  t)ie  same  oi>ci-atioUJ(  in 
the  same  way  and  by  Bubstautially  the  same  means.  Thesi-  opei-ationa 
had  not  been  performeil  by  any  feed  iu  combination  with  the  other 
thiugti  it  i»  combined  with  in  the  Bachelder  machine  iwfoi'e  Bachelder 
invented  his  nmchiue.  Tliis  Iteing  so,  any  iiHi)rovenieut  iu  the  feed, 
while  tlie  oiiei-ations  so  iwrfoniicd  by  it  are  retained,  may  be  patent- 
able iu  resitect  to  doing  something  by  the  use  of  it  wliich  the  Bachelder 
teed  would  not  do ;  but  it  cannot  be  n«ed  to  ^lerfonu  the  oi^erations  re- 
fcired  to  without  invading  Bachelder's  rights.  To  say  that  this  im- 
X>rovement  in  the  feed  may  be  u»c<l  ber-ause  it  has  featui-es  in  it  which 
did  iK>t  esiat  before  Bachelder'n  feed  lead>)  necessarily  to  the  conclnsion 
that  if  those  features  did  exist  befoi'e  BacheUler's  fee<l  it  could  not  be 
used;  yet  if  those  ftnitm-esdid  exieit  befi>n'Bacheldei''8feed,  the>' could, 
of  course,  be  used  always  as  against  any  claim  under  Bachelder's  teed, 
Bachelder  cannot  interfere  with  those  features,  ho  far  as  tbey  do  not 
concern  tliemselves  with  tlie  perfonnance.  in  substoutially  the  same 
way  nnd  by  substautially  the  same  iuean»,  of  the  same  oitenitioiig 
which  his  instrumentalities  [terfomi ;  bnt  if  they  do  couceni  themselves 
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vith  such  perfonuaDce,  he  can  interfere  with  them,  for  the  very  reasoa 
that  the;  did  not  exist  before  his  Inventioa,  while,  if  they  bad  existed 
before  his  invention,  he  dearly  conld  not  interfere  with  them. 

The  HOme  remarks  apply  to  the  preaser-foot  in  the  defendants  ma- 
chine. It  aids  iu  feeding  and  acts  as  a  stripper,  bnt  it  also  performs 
tiie  same  operation  in  the  same  way  that  ia  performed  by  the  yielding- 
preB«iire  holder  of  the  Bachelder  machine  of  resting  on  the  upper  sor- 
fiice  of  the  material  and  holding  it  to  the  bed  beneath,  on  which  it  is 
supported,  and  adapting  itself  to  the  nuiations  in  the  thickness  in  the 
material.  The  fact  that  it  is  a  roller  in  the  Bachelder  machine,  and  is 
not  a  roller  in  the  defendant's  machine,  is  of  no  importanoe,  that  being: 
a  mere  matter  of  friction.  So  action  by  weight  in  the  former  and  by 
a  spring  in  the  latter  makes  no  difference. 

On  the  question  of  novelty,  it  is  aufllcient  to  say  that  none  of  tiie 
claims  of  the  Bachelder  patent  are  fuiticiimted  by  Thinionier,  or  Howe^ 
or  Morey  and  Johnson,  or  Conant. 

The  claims  of  the  patent  are  for  combinations  of  mechanism.  Those 
combinadona  have  necessarily  certain  fdiictions  and  modes  of  operation, 
which  are  set  forth  in  the  si>ecificalion ;  bnt  the  claims  are  not  claims 
to  functions  or  results.  The  combinations  in  any  inftinging  machine 
must,  of  course,  to  infringe,  have  the  same  flinctions  and  modes  of 
operation  which  the  Bachelder  combinations  havej  but,  in  addition^ 
the  means  most  be  substantially  the  same. 

There  must  be  a  decree  for  the  plaintiff  as  to  all  t^e  claims. 


[T7Dlt«<l  Sttttt  Clrenlt  Coarl— DtttHM  of  New  Hamptblre.  | 

MoNCB  «.  Woodward. 

Deeidrd  Mai  8,  ld79. 

10  0.  O.,  996. 

LiTltcra  patent  Mo.  Sl.l.iO,  to  8.  O.  Monce,  Jnne  S,  ISBO,  for  tool  for  cnttingglau,  declared 
invslld  in  -view  of  tMtimunj-  estaliUnfaiug  the  fact  that  aiiDUu  tools  had  bcMk 
iiimU  bimI  nseit  before  tbelDvention  thereof  by  Mouce. 

Me»»rii.  Baritard  iS:  Mitekell  for  the  plaintiff. 
.VeMj-g.  Pilce  &  Blodgett  for  the  defendant. 

Clauk,  J. : 

Two  itneKti<Mi8  are  preseuteil  in  this  case  by  the  pleadings  and  the 
proofs  for  the  consideration  of  the  court:  first,  the  question  of  novelty 
iu  the  complainant's  invention,  and,  second,  the  question  of  infringe- 
ment by  tlie  respondent.  I  have  considered  only  the  first  of  these, 
bec»use  I  am  satisfied  upon  the  evidence  offered  that  it  is  decisive  of 
the  case. 

Tiie  complainant  alleges  in  his  bill  that  be  is  "a  true  and  original  in- 
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ventor  or  disooTerer  of  a  new  and  usefhl  improved  tool  for  cntting 
glass,"  which  said  iaventioa  was  not  known  or  used  by  others  befiwe 
his  invention  or  discovery  thereof^  and  that  letters  patwt  therefor  were 
gnwted  to  him  <hi  the  8th  day  of  Jone,  1869,  and  that  the  defendant  has 
infringed  this  patent. 

The  defendant  in  his  answer  denies  tiiat  the  oomplainant  "is  the 
origin^  or  first  inventor  or  discoverer  of  the  alleged  invention  described 
in  said  letters  patent,  or  that  the  said  letters  are  valid,"  and  alleges 
that  Boid  invention  and  substantial  and  material  parts  thereof^  either 
eeparately  or  combined  together  as  in  complainant's  patent,  were,  long 
prior  to  the  grant  and  date  of  said  patent,  known  to  and  used  by  varions 
persons  named  in  the  answer  and  amendments  thereto. 

The  invoition  of  the  oomplainant — 

CoDtista  Id  the  OM  or  «mpl«yment  of  a  rsTolytng  stvel  toller,  the  periphery  of  whioh 
raller  ia  beveled  on  botli  aides,  so  u  to  fbrm  a  cutting-edge,  and  U  fitted  to  rerolre  in 
*  anitttble  ftame,  and  attached  to  a  handle  for  operattDg  the  ume. 

Tbe  cutler  A  is  made  from  iieel,  and  is  turned  smooth  sod  roond,  and  afterward 
hardened.  The  sides  a  a  are  parallel,  or  nearly  so,  for  a  short  dittance,  and  then  bev- 
eled toward  each  other  so  as  to  meet  aboat  midvaj  between  the  same,  thns  forming 
the  point  or  cnttlng-edge  D.  The  beveled  portioQ  o  o  of  the  eidee  a  a  shoold  be  at  an 
angle  of  abont  forty-flve  degrees  to  the  axis  of  the  cntter  A,  and  oouseqnently  will  be  at 
near  right  angles  (o  each  other.  It  is  not  neoeasary  that  the  angles  of  the  beveled 
sides  e  B  sboald  be  at  exactly  right  angles  to  each  otiieri  bnt  near  that  angle,  or  a  very 
little  more  obtnse,  the  catt«i  is  found  to  operate  to  the  l>est  advant-sge.  The  cnttcT 
X  e»n  be  fitted  to  involve  on  a  pin  or  on  solid  Jonmals  at  each  end.     •    •    ■ 

The  frame  B,  near  one  end,  is  provided  with  bearings  for  the  journab  d  d,  which 
Jonmala  ahoold  be  a  little  flborter  than  the  thiekneas  of  the  sides  >  B  of  the  fhtme  B,  in 
order  that  when  the  aides  «  e  are  plaoed  agaioat  a  straight-edge  or  other  gage  the  enda 
of  the  jonmals  shall  not  come  in  contact  with  snoh  gage. 

The  handleC  can  be  of  any  desired  form  andMoared  to  the  A'ame  B  in  any  proper  man* 
ner.    I  conatmot  said  handle  tike  the  handle  ordinarily  nsed  for  adlamond  tool.    •    •    ■ 

By  my  invention  I  produce  a  tool  for  cutting  glass  which  Is  eqoally  convenient  in 
vse  aa  ao  ordinary  diamand,  and  can  be  sold  at  a  large  profit  for  one-tenth  of  the  usual 
«oat  of  a  diamond. 

The  claim  made  by  tbe  complainant  is  as  follows: 

I  do  not  claim  simply  a  revolving  cntter,  but 

What  I  claim  as  new,  and  desire  to  secure  fay  letters  patent,  is — 

1.  The  cntter  A,  coustmcled  snbstantially  aa  shown  and  descri1>ed,  and  for  the  pur- 
poaea  set  forth. 

2.  The  combination  of  the  cutter  A,  frame  B,  and  handle  C,  substantially'  as  and  for 
tbe  purposes  deaoribed. 

The  drawings  attached  to  the  complainant's  specification  show  very 
clearly  the  invention  described. 

This  invention,  thns  described  and  elaimed  by  the  plaintiff,  and  pat- 
eiite<l  to  bim  by  letters  patent  Jane  8, 1869,  the  defendant  says  was  not 
the  invention  of  the  plaintiff,  nor  was  it  then  new,  but  wa«  known  and 
nscil  by  varions  persons  long  before — that  is,  the  plaintiflf  was  not  the 
first  inventor,  as  he  innst  have  been  to  sustain  his  patent.  Colt  v. 
Jtffl*!.  Arms  Co.,  1  Ftsli.,  108.  C 

To  Dustain  his  allegtitton  the  defeiidiiut  intrmluces  the  deposition  of 
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one  Charles  L.  Morison,  -who  says  that  in  the  vtnter  of  1860  and  1861 
he  was  in  the  business  of  a  photographer  at  Warren,  Sew  Hampshire; 
that  he  west  there  soon  after  Thanksgiving  in  ISflO,  and  remaned  tbfli» 
nntil  after  the  breaking  ont  of  the  rebellion  in  April,  1S61,  when  he  «n- 
listed  in  the  Fonrteenlii  Massachusetts,  and  afterward  iu  the  Tenth  New- 
Hampshire  Yolnnteers,  and  was  mustereit  oat  Jane  26, 1865 ;  that  while 
he  was  at  Warren,  in  the  winter  of  1860  widJ861,  he  pnrchased  a  tool 
for  catting  glass;  that  he  nsed  it  at  Warren  Had  occasionally  after  be 
came  back  foom  the  asmy,  in  1865,  nntil  be  pnrchased  a  diwnond. 

This  tool  is  produced  and  is  fonnd  to  embody  snbstantaally  and  ftilly 
the  complainant's  inveulion,  and  to  be  adapted  to  and  nsed  for  the  same 
purpose.  It  has  the  rotary  disk  with  beveled  sides  and  cutting-edge, 
the  pin  on  which  the  disk  revolves,  the  &ame  within  vhioh  it  is  held, 
and  the  handle  with  which  it  is  operated,  all  combined.  This  purchaae 
and  nse  was  in  1860  or  1861,  eight  years  before  tlie  date  of  the  patent 
to  the  complainant.  The  time  of  the  purchase  is  fixed  by  the  place  where 
the  purchaser  then  was  and  his  enlistment  in  the  Union  army,  which 
he  would  uot  be  likely  to  misremember,  and  the  character  of  the  tool 
by  its  prodaction  aud  admission,  and  he  says  that  the  person  of  whom 
he  bought  it  had  more  of  thew.  This  evidence,  if  believed,  is  suffioient 
to  make  it  quite  probable  that  the  complainant  was  not  the  origi- 
nal inventor  of  the  tool  claimed  by  him,  aud  that  it  was  not  new  at  the 
time  of  his  application  for  a  p»tent,  but  that  it  had  been  in  public  nae 
years  before. 

But  this  witness  f^irther  testifies  that  while  he  wasat  Warren  in  the 
winter  of  1860  and  1861,  he  went  twice  to  Haverhill,  to  a  photographer 
by  the  name  of  Herbert,  to  get  glass  for  his  business,  cutting  glass  Utere 
with  this  same  cutter,  and  that  he  distinctly  remembers  seeing  a  simi- 
lar tool  at  Mr,  Herbert's  gallery.  This  &[r.  Herbert  was  then  ont  of 
health,  and  his  wife  assisted  him  in  his  work  iu  the  gallery.  Mr.  Her- 
bert is  now  dead,  but  Mrs.  Hei-boit  is  still  living,  and  her  deposition 
lias  been  takeu  in  this  case  by  the  defendant.  She  testifies  that  she 
was  married  to  her  husband  iu  September,  1857 ;  that  he  was  then  a 
photographer  at  Haverhill,  New  Hampshire,  aud  that  he  continued  his 
business  there  until  September,  1865;  tltather  husband  wasout  of  health, 
aud  that  she  went  into  his  gallery  in  the  spring  of  185!),  and  was  there 
until  the  business  was  closed  in  18G3,  and  that  slie  learued  the  business 
as  thorongltly  as  she  could  to  help  her  husband.  She  testifies  further 
that  she  was  acquainted  with  Mr.  C.  L.  Morisoii,  who  was  at  Warren 
iu  the  spring  of  1861 ;  that  he  came  to  the  gallery  of  her  husband  to  get 
stiuie  glass;  that  they  had  none  of  the  size  he  wauteil,  and  he  cut  it  for 
himself  with  a  tool  which  he  had  with  him.  This  to<ri  she  identifies, 
and  says  her  husband  then  had  a  similar  one,  which  they  used  iu  their 
gallery  for  cnttiug  glass.  The  two  tools  were  so  siuiilar  that  she  marked 
that  of  her  husband  with  the  letters  H.  F.  H.,  and  the  other  with  the 
letter  M,  she  thinks.    This  last  is  annexed  to  her  deposition  (defend- 
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s&ea  Ekliibit  M),  and  has  apon  it  some  marks  vhioh  may  have  been 
pat  there  by  ber,  but  they  are  not  very  le^ble.  The  too!  wbioh  was  used 
in  their  gallery,  marked  "  H.  F.  H.,"  vent  with  the  sale  of  their  galleiy, 
and  she  has  Dot  seen  it  since. 

Here,  then,  are  two  of  these  tools  for  cutting  glass,  both  seen  by  Ur, 
HorisoD  and  by  Mrs.  Herbert,  one  produced  and  ideotifled  by  both  and 
the  other  similar,  and  the  time  of  their  use  flxed  as  early  as  1861.  Aboat 
this  there  wonld  wun  to  be  no  room  for  mistake  unless  the  witnesses 
ate  wiUftilly  &Ise. 

Again,  Morison  says  that  after  his  discharge  ftom  the  army  in  1866 
he  again  oommeneed  the  bosiness  of  a  photographer  at  Harerhill,  New 
Hampshire,  and  occasionally  nsed  the  tool  which  he  purchased  in  the 
winter  oi  1866  and  1861. 

M<»Tis  S.  Lamprey,  another  witness,  says  that  he  knew  Morison  in  the 
army,  and  tliat  irfter  thor  discbarge  he  visited  him  at  Haverhill,  and 
that  while  thoie  he  was  in  his  photograpb-galleiy  and  was  shown  a  tool 
for  utittiug  glass,  and  saw  glass  cat  with  it.  He  says  it  went  with  a 
wheel,  and  was  similar  to  defeiMl«)f  s  Exhilut  M  (the  tool  whioh  Mot- 
ison  porchased  in  1860-'61),  wheel  set  in  wood  similar  to  this.  Sbontd 
think  this  might  be  it,  bnt  could  not  swear  to  it;  could  not  swear  to 
the  length  of  handle.  Says'be  stood  near,  watching  the  process,  and 
afterwsjrd  the  tool  was  held  ap  near  his  eyes  and  the  cutter  rolled  with 
die  Anger.  Now,  this  witness  does  not  swear  positively  to  the  identity 
of  the  tool ;  bnt  he  does  swear  that  it  was  similar  to  the  one  annexed 
to  the  deposititMi  of  Mrs.  Herbert  (Exhibit  M),  and  as  Morison  swears 
that  thisistheonlytool  of  the  kind  be  ever  had,  it  makes  it  quite  certain 
this  was  the  tool  which  he  saw. 

WArren  S,  Hill,  wi  expert,  called  as  a  witness  by  defendant,  says  that 
the  rotary  cutter  in  Exhibit  M  is  the  same  in  kind  and  form  as  that  de^ 
scribed  in  Letters  Patent  to  the  plaintiff,  So.  91,150. 

So  says  another  expert,  Edward  H.  Johnson.  Indeed  there  can  be 
no  doubt  the  tool  described  in  the  plaintiflfs  Letters  Patent  Ko.  91,160 
and  the  one  purchased  by  Morison  iu  the  winter  of  1860  and  1861  are 
substantially  similar  in  form,  material,  construction,  and  use.  This,  I 
think,  was  conceded  iu  the  argument. 

So  &r  there  would  seem  to  be  very  little  if  any  doubt  that  in  the  win- 
ter of  1860  and  1861  Charies  L.  Morison  purchased  a  tool  embodying 
the  plaintifl's  invention,  constructed  substantially  in  the  same  way,  and 
Timd  for  the  same  pnrpose.  It  would  also  seem  very  probable  that 
Henry  F.  Herbert  had  a  similar  too),  used  for  the  same  purpose,  at  the 
same  time,  and  np  to  1865.  If  so  the  plaintiff's  case  most  fiul,  because 
he  \ras  uot  the  original  inventor.    Sieh  v.  Lippineott,  2  Fish.,  1. 

Bat  the  case  does  uot  rest  solely  upon  this  evidence.  Milo  Bailey, 
another  witness  called  by  the  defendant,  testifies  that  he  is  a  trader  at 
Haverhill,  New  Hampshire,  at  Haverhill  Corner;  that  be  traded  at  the 
Oliverian  Village  in  that  town  from  1860  to  1867,  and  in  1867  remo^ 
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to  the  Corner.  He  myn  that  while  trading  at  the  OlirerUu  Village  1b 
1865,  latter  part,  or  1806,  he  purchased  some  rotarj  glass-cutters,  either 
tiiree  or  six,  of  a  peddler ;  that  he  has  ooe  of  them  now,  which  he  annexes 
to  his  deposition,  marked  O;  that  he  sold  the  others,  one  to  Michael 
Oarlton,  jr.;  that  these  ontters  were  for  cutting  ^asa,  and  that  he  used 
tiie  one  retained  by  him  for  cutting  glass,  and  that  be  so  used  it  at  the 
OliTerian  Tillage  before  be  moved  thence  in  1867.  This  was  two  years 
or  thereaboats  before  the  gnuiting  of  the  patent  to  the  plaintiS  in  1869. 
He  says  he  recollects  the  ^t  of  haTing  ttie  tool  bef4»«  he  moved  from 
the  OUverian  Tillage ;  that  he  kept  it  in  the  money-drawer,  and  need 
it  to  cut  glass  when  be  had  not  the  size  to  suit  a  customer ;  that  was 
what  he  bought  and  need  it  for. 

Oharles  K.  Oarlton,  being  called  as  witness,  says  Oiat  bis  father, 
Michael  Oarlton,  jr.,  purchased  a  rotary  glass-cutter  of  IGlo  Bailey  in 
the  spring  or  summer  of  1867;  that  he  stood  beside  bim  when  be  pur- 
chased it;  and  it  has  since  been  in  his  other's  or  his  own  possession, 
and  was  bought  to  cut  glass  with,  and  has  been  ao  used,  and  for  noth- 
ing else.  He  says  it  was  purchased  when  Mr.  Bailey  first  moved  to 
Haverhill  Comer,  and  when  the  store  was  entirely  new,  newly  repaired. 
He  says  this  tool  bad  upon  it  a  label  or  paper,  on  which  was  printed 
"oarbonizeddi8k,''which  he  removed  at  or'aboat  the  time  of  the  taking 
of  bis  deposition.  This  tool  is  produced,  marked  P,  and  is  identical  in 
appearance  with  the  one  marked  O,  and  the  two  are  identical  in  con- 
stmction  with  tbe  one  porchased  and  pr6diiced  by  Mr.  Morison.  Here, 
then,  are  three  tools  shown  which  are  claimed  and  proved  to  have  been 
parchased  and  used  prior  to  tbe  granting  of  tbe  plaintiff's  patent,  and 
one  of  them  several  years. 

To  overcome  this  testimony  of  the  defendant  the  plaintiff  offers  the 
testimony  of  George  Henry,  who  says  he  has  been  engaged  in  the  man- 
ufacture of  the  carbonized-disk  glass-cutter;  that  he  commenced  in  the 
latter  part  of  1869,  and  oontinned  somewhat  over  two  or  three  years. 
At  first  be  disposed  of  them  to  persons  coming  along,  "happening  in," 
bat  tbe  greater  part  to  one  man,  a  Mr.  Brooks;  and  that,  in  lUl,  he 
manufaotnred  some  sixty  or  seventy  thousand  of  them.  Upon  being 
shown  tbe  tools  exhibited  by  tbe  defendant,  marked  M,  O,  F,  he  says 
he  thinks  or  believes  he  made  them  at  bis  shop,  and  gives  his  reason 
for  such  belief,  that  the  brasses  are  driven  in  in  the  same  way  and 
pinned  in  the  same  way,  and  that  tJie  general  style  ia  altogether  the 
same.    1%ere  was  no  mark  upon  them  bat  the  paper  label. 

Charles  Brooks,  another  witness  called  by  the  plaintiff,  states  that 
he  had  bongbtand  sold  the  carbonized-diah  cutter  made  by  Mr.  Henry 
ftH*  three  or  four  years ;  that  the  amount  of  bis  trade  was,  in  all,  seven 
or  eight  thousand  dollai'S.  Upon  being  shown  the  tools,  marked  M,  O, 
P,  he  says  be  should  say  they  were  simitar  to  the  tools  made  by  Mr. 
Henry,  and  that  they  were  a  part  of  the  tools  made  by  him,  in  his  belief. 

Neither  of  these  two  witnesses,  however,  swear  positively  that  Henry 
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nude  tbese  tools.  There  la  do  certain  sure  mark  npoQ  them,  beyoad  a 
general  similarity,  aud  the  paper  label,  K-hich  seems  to  have  been  on 
one  of  them.  Now,  if  they  conld  identify  them  as  ma-te  by  Mr..  Henry, 
wonld  the  testimony  of  these  two  witneases  overbear  the  testimony  of 
the  defendfwl^a  witnesses,  flzing  the  time  and  reciting  tlie  circumstancea 
with  the  pfUliealarity  that  tliey  do  1 

There  are  other  witnesses  called  to  whom  t  bave  not  allnded,  becaase 
I  have  fonad  nothing  iu  their  tutimony  which  could  hare  changed  the 
probabilities  of  the  case  or  the  balance  of  testimony. 

The  letters  patent  to  the  plaintiff  are  prima-faoie  evidence  of  the 
novelty  of  the  iorentioD,  and  the  bnrden  of  proof  is  upon  the  defend- 
ant to  oreroome  thia  evidence,  and  in  tfata  case  I  think  he  has  done  it 


■[UHlMd  SMka  CInndt  Csait— Xuun  DlitrIM  «<  pMtBtylTinift.] 

Tbb  Fbanz  &  Pops  Khittinq  Ti/Uobisk  Oohfany  v.  Thb  Lajib 
fijnrriNa  Machine  Manuvagturing  Oompaity  et  at. 

.Du^tkd  Marok  15,  ISBl. 

IB  0.  G.,  1000. 

Whou  tbe  Tftlldit]'  muA  inftingemeiil)  of  Ibe  letten  patent  ftn  iopported  by  atktemeut 
of  ftotB  admitted  b;  deAndact,  wbu  also  •draits  the  want  of  any  valid  defeuM, 
tbojadgment  mnst  be  for  complklnant  and  decree  Bceoidiugly. 

MeBsn.  Stratpbridge  &  Taylor  for  the  complainants. 
Mr,  John  B.  Bautett  for  the  defendants. 

BuTLZB,  J.  : 

And  DOW,  March  15, 18S1,  thia  caaae  having  I>een  bronght  to  final 
hearing,  proofe  on  the  part  of  the  resi>ectire  parties  having  been  t»ken 
and  closed  in  said  canse,  the  said  cause  having  been.aabmitted  to  the 
eoort  npon  the  statement  of  the  plaintiffs'  case  by  oonnsel  for  complain- 
ants and  the  statement  by  defendants'  counsel  admitting  the  want  of 
any  valid  defense  to  the  said  case  on  tlie  part  of  said  defendants,  and 
admitting  the  validity  and  the  infringement  of  the  several  lett^ra  patent 
mratiooed  as  in  the  bill  of  complaint  stated,  it  is  ordered,  adjudged, 
and  decreed  that  Beissue  Letters  Patent  Ko,  7,368,  dated  October  31, 
1876,  to  Thomas  Crane,  assignor  to  the  above-named  complainants; 
Letters  Patent  No.  105,189,  dated  July  12, 1870,  to  William  Franz  and 
William  Pope;  Letters  Patent  No.  123,657,  dated  February  13, 1872,  to 
William  Franz  and  William  Pope;  Letters  Patent  No.  1(^,629,  dated 
May  3,  1870,  to  William  Frauz  and  William  Po])e;  Letters  Patent  No. 
99,425,  dated  February  1,  1870,  to  William  Franz  aud  William  Pope, 
all  for  improvements  in  knitting-machines,  are  good  and  valid;  that  the 
title  to  said  letters  patent  in  eacli  of  them  is  duly  vested  iu  said  com- 
plainants, and  that  said  letters  patent  are  infringed  by  the  said  defend- 
ants and  each  of  tbeiu;  that  the  defendants  and  each  of  them  and  their 
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BervaotB,  workmen,  agents,  clerks,  and  attorneys  be  perpetually  enjoined 
and  restrained  &oni  making,  nsing,  or  vending  any  knitting  machines  or 
apptiratae  deseribed  and  claimed  in  said  letters  patent  or  either  of  them  f 
that  the  complainants  do  recover  of  defendimts  the  profits  and  gain» 
made  and  received  by  them  in  consequence  of  the  infringement  and 
Tiolation  of  the  exclusive  rights  of  complainants  under  said  letters 
patent  and  each  of  them,  together  with  the  damages  the  said  complain- 
ants have  sustained  thereby,  together,  also,  with  the  cost  of  prosecution 
in  this  case  against  said  defendants.  And  this  case  is  referred  U> 
Robert  N.  Willson,  esq.,  as  master,  to  compote,  ascertain,  and  assess 
said  profits  and  gains,  wad  also  the  damages  to  the  said  complainants; 
and  to  take  the  proof  thereof  and  to  report  the  same  to  the  court 


ISnpnBsCoanoftluUnlWdBtidM.] 

CBOUOH  V.  BOSXBB. 

Z>«cf<I«<I  Oetobtr  lirm,  1S80. 

19  0.  Q.,  1067. 

Shavrl-straps  with  lukndlea  attached  to  a  leather  onMs-pieoe  having  loop«  at  the  ends 
beinfi  old,  it  is  no  invention  b>  ttifien  b;  AttlAoial  maans  the  leather  cnaa-pieoA, 
vhicb  had  before  been  made  m  rigid  aa  It  oonM  be  by  thiokneas,  donbling,  and 
stitching.  The  nie  of  known  eqiiivalenta  for  eome  of  the  elementa  of  fomiar 
Btructnrei,  to  make  them  BOmewhat  better,  ie  not  invention. 

AppsAL  ftom  the  Circuit  Court  of  the  United  States  for  the  District 
of  New  Jersey. 
Mr.  E.  B.  Bamum  for  the  appellant. 
Mr.  A.  V.  Briesen  for  the  appellee. 

Mr.  Chief  Justice  Waits  delivered  the  opinion  of  the  court: 
The  appellant  in  this  case,  complainant  below,  in  describing  hia  in- 
yention,  when  he  applied  for  his  patent,  tjaid  that  before  his  invention 
"straps  bad  been  nseil  to  confine  ashawlor  siiiiiltir  articles  in  a  bundle, 
and  a  leather  cross-piece,  with  loops  at  the  ends,  had  extended  from  one 
strap  to  the  other,  and  above,  and  itttaelied  to  this  leather  cross-piece, 
was  a  handle."  He  then  said:  "My  invention  consists  of  a  rigid  cross- 
bar beneath  the  handle,  condiiued  with  straps  that  are  passed  aroand 
the  shawl  or  bundle,  such  straps  passing  through  loops  at  the  ends  (^ 
the  handle."  This  was  because  the  ''leather  cross-piece  or  connecting- 
strap"  was  "liable  to  bend  and  allow  the  straps  to  be  drawn  toward 
each  other  by  the  handle  in  sustaining  the  weight;  •  •  •  hence 
the  handle  is  inconvenient  to  gi'asp."  From  this,  as  it  seems  to  us,  the 
rigid  cross-bar  was,  from  the  beginning,  the  controlling  idea  of  the  in- 
ventor. His  object  clearly  was  not  to  bind  and  hold  the  handle,  but  to 
keep  the  handle  which  the  holder  was  to  grasp  from  pressing  the  sides 
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of  the  hand.  Hence  he  says:  "I  clRim  as  my  iuvention — 1.  The  rigid 
cross-bar  coonectiDg  the  ends  of  the  handle,  and  provided  with  loops 
for  the  straps,  substantially  as  and  for  the  purposes  set  forth  " — that  is 
to  say,  to  bind  aud  bold  a  bundle  to  be  carried.  The  drawings  which 
accoinpfuiy  this  application  show  that  the  inventor  had  Id  his  mind 
Btrajm  which  were  to  pass  over  the  rigid  bar  crosswise;  bnt  there  is 
nothing  to  indicate  that  they  might  not  pass  over  the  ends  or  throngh 
openings  in  the  bar  itael£  Next,  he  claims  "  loops  made  of  the  leath^ 
of  the  haodle  and  secured  to  the  rigid  cross-bar,"  and  then,  "the  rigid 
cross-bar  for  a  shawl-strap,  made  of  sheet  metal  corrugated  and  cov- 
ered with  leather." 

Clearly  the  defendant,  appellee,  could  not  have  infringed  any  other 
tlian  the  first  claim.  He  did  have  a  rigid  cross-bar  conueoting  the  ends 
of  a  h«idle  provided  with  openings,  which  were  undoubtedly  the  eqaiv- 
atent  of  loops  throngh  which  the  straps  to  hold  the  bandle  eonld  pass ; 
bnt  he  had  no  loops  made  of  the  leather  of  the  himdles,  and  no  croas- 
bar  made  of  sheet  metal  corrugated  uid  covered  with  leather.  Our  in- 
quiries are  therefore  confined  to  the  validity  of  the  first  claim  in  the 
complainant's  patent. 

It  ia  conceded  in  the  patent  itself  that  shawl-straps  with  handles  at- 
tached to  a  leather  cross-piece  having  loops  at  tlie  ends  wne  old. 
Eustace,  one  of  the  wituesses  for  the  complainant,  says  he  made  his. 
goods  with  a  cross-piece  of  the  firmest  leather  he  could  get,  doubled 
■»d  stitched  so  as  to  render  it  firmer  still.  His  object  clearly  was  to 
keep  the  weight  of  the  bundle  from  drawing  the  ends  of  the  handle 
taKCther  so  as  to  press  against  t^e  sides  of  the  hand. 

The  testimony  leaves  no  doubt  ou  unr  minds  that  handles  fiietened 
«u  rigid  crossbars  and  used  to  carry  bundles  were  known  long  before 
the  complfunant's  inyeution.  Possibly  in  adjusting  them  to  use,  though 
tills  is  by  no  means  certain,  the  straps  to  bind  the  bundle  were  not 
passed  through  loops  across  the  bar,  yet  it  is  clear,  beyond  all  question, 
l^at  the  handle,  rigid  cross-bar,  loops,  or  their  equivalent,  and  straps, 
or  eqaivalonts,  were  used  in  combination  to  ^eep  together  and  carry 
one  or  more  articles  iu  a  package  made  by  piling  or  rolling  the  articles 
together.  Tinder  these  circumstances  it  was  no  invention  to  stiffen  by 
artificial  means  the  leather  cross-piece,  which  had  before  been  made  as 
rigid  as  it  conld  be  by  thickness,  doubling,  and  stitching.  All  that 
van  done  by  this  inventor  was  to  add  to  the  degree  of  rigidity  which 
had  beeu  used  before.  The  addition  of  metal  or  other  substance  as  a 
stifleuer  of  the  known  cross-piece,  which  had  already  been  made  rigid 
in  a  degree,  was  not, invention.  The  substantial  elements  of  a  well- 
kiiowii  structure  were  thus,  in  no  patentable  way,  changed. 

This  view  of  the  case  makes  it  unneeesjary  to  follow  counsel  In  their 
efforts  to  break  down  or  sustain  the  testimony  of  individual  witnesses. 
The  thing  which  the  complainant  clums  to  have  patented  was  sub- 
stantially made  and  nsed  long  before  his  iDvention.    All  he  did  was. 
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by  the  use  of  tnown  equivalents  for  some  of  tbe  elements  of  former 
stractnreg,  to  make  it  somewhat  better  than  it  was  ever  made  before. 
This  is  not  patentable. 
Affirmed. 


[UnlM  BtfttN  Ctrwlt  CDnrt— SovUierB  DUtriot  at  Kew  Toik.] 

Waeino,  Jr.,  v.  Johnson. 

DtMfd  Almiar*  4,  IBBl. 

19  O.  O.,  1068. 

L  ReiMoe  of  I«tt«ra  Patent  No.  8,199,  granted  to  G.  Wuiog,  Jr.,  April  S3, 18T8,  held 
to  be  valid. 

2.  Where  an  invention  tselsinied  u  "the  comblnatloD,  >u  a  check-book,  of  check  Mid 

Btnb-pieoee  of  Rnbetantlallftlie  same  size,  m  nuited  that  two  oheeka  lie  between 
every  two  stub-pieces,  mbslAntiBl];  a*  epeeifled  aud  Mt  forth,"  it  is  immaterial,  in 
view  of  the  state  of  the  art,  whether  the  defendant's  book  has  the  line  of  perfora- 
tion between  the  check  and  tbe  stub-leaf  at  tbe  top  oi  bottom  of  the  Btnb-leaf  or  at 
the  leaf  end  of  tbe  check. 

3.  It  will  not  invalidate  tbe  reissue  that  tbe  claim  is 

original  patent,  provided  that  it  is  "for  tbe  s 
scribed  In  the  specification  and  drawings. 

Mr.  Viarles  F.  Blake  for  the  plaintiff. 
Mr.  William  M.  King  for  the  defendant. 
Blatohpord,  J.  : 

This  suit  is  brought  on  Beissued  Letters  Patent  yo.  8,199,  granted  to 
the  plaintiff,  April  23, 1878,  for  an  imprOTeineut  in  pocket  check -books, 
the  original  patent,  So.  183,347,  having  been  granted  to  James  B.  Os- 
good, as  assignee,  on  the  invention  of  eaid  plaintiff,  October  17,  1876. 
The  specification  of  the  reissae,  reading  what  is  outside  of  brackets  and 
what  iH  inaide  of  brackets,  leaving  out  what  is  in  italics,  says : 

Figure  1  repreaenle  a  face  view;  Fig.  3,  perspective,  showing  manner  of  folding; 
Fig.  3,  faeeviewof  another  pode  of  niakingm;  invention;  Fig.  4,  penpective  of  same- 
Like  lett«rB  indicate  like  parts  in  all  tbe  [drawings]  fgttrta. 

The  oltjoct  of  m;  invention  is  to  provide  a  pocket  check-book  which  sball  at  once 
be  convenient  to  carry  in  the  pocket,  and  which  shall  at  the  same  time  be  provided 
with  snitable  etnbs  having  sufficient  surface  to  enable  tbe  user  to  keep  tbe  record  of 
his  cheeks  di^wn  and  of  bin  deposits. 

Prior  to  my  inveution  pocket  cbeuk-books  were  made  haviug  the  stab  at  the  rear 
end  of  the  check,  from  which  the  check  was  torn  wheii  used.  Such  check-books  w\6 
found  in  |>ractice  to  l>e  to<i  long  to  be  carried  in  tbe  jiocket. 

Other  pocket  check-books  bad  the  stubs  osteniling  alt  along  tbe  tops  of  tbe  checks ; 
but  Booh  books  were  too  broad  and  the  stiilw  were  of  an  inconvenient  aud  nuuHual 

My  invention  avoiils  nil  of  tbt'Sf  ililHiulties,  aud  cnusisis  iu  so  constnioting  the 
check -book  tliiii  it  hIiiiII  Iw  iit>l  umterially  lougft  or  broadci-  than  the  check  itself,  while 
at  tb«  same  tiuic  il  pniviilcH  stubs  of  tlie  size  aud  fi>nii  uscil  m  ordinary  otiice  cheek- 

lii  iny  cliock-Uii.k  tin'  stulw  A  A  :in-  of  iilHiut  the  iisHiil  size,  aud  are  prorUletl  at 
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thtii  tear  end  miOx  •  lip  or  biuding-piece,  ib,  to  bind  tlwm  finnlr  into  the  back  of  the 
book.  The  cheoka  e  e  am  attached  to  them,  not  at  their  front,  bnt  at  the  top  and  bot- 
tom, at  the  line  dd,  »o  that  the  stubs  extend  from  the  bonnd  back  nearly  the  vhol» 
lent^h  of  the  check  and  between  them.  The  two  stabs  are  farmed  of  one  piece  of  paper, 
the  Koond  one  followiDR  the  first  in  the  length  of  the  book.  They  are  o/abunt  thealcfr 
of  thoae  in  any  ordinary  check-book,  and  aSbtd  tlie  nsnal  &eilitlea  for  recording  the 
checks  and  for  keeping  a  depoait-accoont.  The  top  olieok  i«  folded  down  over  the  foca- 
of  the  stab,  and  tlie  bottom  chock  is  folded  np  behind  it,  «o  that  when  both  cbecka 
are  folded  iu  they  and  their  stnba  am  completely  protected  by  the  cover.  Any  coo- 
venient  nnmber  of  these  checks  may  thns  be  bound  np,  and  the  book,  when  complete^ 
is  aboat  the  length  and  breaidth  of  an  ordinary  check,  and  remains  of  nniform  shape 
as  the  checks  are  removed. 

Another  mode  of  piAotioing  my  invention  ia  to  take  a  piece  of  paper  three  times  the 
length  of  the  desired  check.  This  paper  is  then  divided  by  folding  into  three  equal 
ports.  The  middle  section,  e  [may  be],  U  divided  by  [a  line]  Iii(«)//iuto  two  stubs. 
Over  these  stubs  and  at  their  ends  the  end  divisions  gg  ot  the  paper  are  folded,  which 
ends  coustitnte  two  checks.  The  paper  thns  folded  has  at  ita  top  a  lip  of  paper,  t, 
nearly  as  long  as  the  length  of  the  two  stnbs  or  middle  section,  and  of  safHcient  width 
for  binding  purposes.  These  may  be  bound  together  In  convenient  number,  and  con- 
st itnte  a  cbeck-bookofthesizeof  an  ordinary  check. 

The  reissne  ooiitaius  two  claims,  as  follows: 

1.  The  combination,  in  a  check-book,  of  cheeks  and  stub-pieces  of  sabatontiallyth* 
Bonte  slie,  so  united  that  two  checks  lie  between  every  two  stub-pieces,  snbstantially- 
sa  specified  and  set  forth. 

2.  A  check-book  in  which  the  checks  are  folded  In  npon  the  stub-piece  which  Ilea 
between  the  checks,  and  which  Is  alone  attached  to  the  bock  of  the  book. 

Taking  what  is  above  cited  from  the  text  of  the  specification  of  the 
reissne,  and  reading  what  is  outside  of  brackets  and  what  is  in  italics^ 
^nd  omitting  what  is  Inside  of  brackets,  we  have  the  text  of  the  8i>eci- 
fication  of  the  original  patent.  The  original  patent  had  bnt  one  cUiim^ 
which  was  in  the  same  words  as  claim  2  of  the  reissue.  The  drawings 
in  the  original  and  the  reissne  are  identical  with  each  other.  It  is  plain 
that  the  descriptions  in  the  two  specifications  are  the  same,  and  that  the 
only  differen4)e  between  the  original  patent  and  the  reissue  consists  in 
adding  in  the  reissue  claim  1  therein.  It  is  also  plain  that  the  draw- 
ings and  descriptions  in  the  original  show  that  the  checks  and  the  stub- 
pieces  are  of  sabstantially  the  same  size,  and  that  two  checks  lie  between 
every  two  stab-pieces  in  both  of  the  modes  set  forth  ibr  practicing  the 
plaintiff's  invention. 

It  is  not  claimed  that  the  defendant  has  infringed  the  second  claim 
of  the  reissue,  but  it  is  alleged  that  he  has  infringed  the  first  claim  of 
the  reissue.  The  answer  avers  that  the  defendant  has  made  and  sold 
bank-check  books  under  and  by  virtue  of  Letters  Patent  "So.  191,436^ 
granted  to  bim  May  29, 1877,  for  an  improvement  in  bank-check  books, 
and  that  he  believes  such  making  and  selling  are  the  acts  of  which  the 
bill  complains.  The  plaintiff  proves  the  sale  by  the  defendant  of  five 
check-books,  one  of  which  is  produced,  and  wbicb,  it  is  clear,  is  made 
accordingtotbedescriptionanddrawingsin  Patent  N'o.  191,136.  Accord- 
ing to  such  description  and  drawings,  and  tcma.  the  check-book  so  ])ro* 
dnce<l,  it  is  tnanitest  that  in  the  defendant's  check -book  there  is  a  couibi- 
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nation  of  cheeks  uid  atab-pieces  of  sabstaotially  the  same  eize,  and 
that  two  checfcB  lie  between  every  two  atab-pieces.  The  defendant's 
check-book  is  composed  of  a  aeries  of  leaves,  each  printed  ou  on«  side, 
to  form  a  blank  Dank-check,andof  another  raries  of  leaves^  each  printed 
on  both  aides,  to  form  stnb-leaves,  on  which  to  keep  a  record  of  each 
check  and  of  bank-deports  and  bank-balaiicea.  Between  every  two 
stnb-leaves  are  two  check-leaves,  the  check-leaves  and  the  stnb-leaves 
bein^  of  the  same  size,  boand  together  at  the  left  hand,  and  each  check- 
leaf  perforated  by  a  line  of  cross-perforations  near  the  place  of  confine- 
ment at  the  left,  to  enable  the  check  to  be  readily  severed.  When  the 
first  check-leaf  at  the  right  is  filled  out,  the  transaction  is  recorded  oa 
the  adjoining  fiice  of  the  atnb-leaf  at  the  left  of  it,  and  when  the  next  bdc- 
ceeding  check -leaf  at  the  right  is  filled  out,  the  transaction  is  recorded 
on  the  adjoining  foce  of  the  stub-leaf,  at  the  right  of  that  check-leaf. 
£ach  fJEiue  of  a  stnbleaf  has  ou  i]t  a  place  to  record  the  particulars  of 
the  check  belonging  to  it,  and  also,  by  the  side  of  aoch  place,  a  place 
to  keep  an  acconut  of  bank-depoaita  and  of  the  bank-balance,  the  former 
place  being  always  nearer  the  back -binding  than  the  latter  place.  Tlina 
each  stnb-leaf  is  utilized  on  both  sides,  and  for  every  two  checks  there 
is  an  additional  piece  of  paper  of  the  size  of  each  of  such  checks,  and 
the  whole  book  is  no  larger  in  superficies  than  the  size  of  the  check  plus 
back  margin  enough  to  bind  with.  The  back  of  one  check  adjoins  one 
face  of  the  succeeding  stub-leaf,  and  the  other  fitce  of  that  stnb-leaf 
adjoins  the  front  face  of  the  succeeding  check,  and  the  bank  of  the 
next  check  adjoins  one  face  of  the  stub-leaf  succeeding  it,  and  so  ou. 
The  checks  not  torn  out  and  the  stnb-leaves  are  thus  always  in  position 
to  be  written  on  inside  of  the  dimensions  of  the  book  without  any  move- 
ment at  all  of  any  check-leaf,  and  withont  any  movemet  of  any  stnb- 
leaf  in  any  direction  except  to  the  left  or  right,  toward  or  from  the 
place  of  binding,  like  tm-ning  the  leaves  of  any  ordinary  bound  book. 
Following  the  description  in  the  plaiutifif's  reiasned  specifloatiou,  the 
defendant's  book  is  couvieuent  to  carry  in  the  pocket,  and  is  pro- 
vided with  suitable  stubs  having  sufBcient  surf^ice  to  enable  the  user 
to  keep  the  record  of  his  checks  drawn  and  of  bis  deposits;  it  is 
not  materially  longer  or  broader  than  the  check  itaelf ;  it  provides 
stubs  of  the  size  and  form  used  in  ordinary  office  check-books,  each 
place  on  a  stub-leaf  for  recording  the  particulars  of  a  check  being  of 
about  the  usual  size  in  an  ordinitry  check -book ;  each  stub-leaf  can  be 
bound  at  its  left-baud  margin ;  tUe  stub-leaves  extend  to  the  right  ftom 
the  bound  back  the  whole  length  of  the  checks,  there  being  one  stub- 
leaf  between  every  two  cheeks  and  the  nest  succeeding  two  checks, 
and  two  checks  between  every  stub-piece  and  the  next  succeeding  stub- 
piece;  the  two  places  on  a  stub-leaf  for  recordiug  the  particulars  of 
checks areononepieeeof paper;  thechecksaiidstub-leavesarecompletely 
protected  by  the  cover,  and  the  book  is  about  the  length  and  breadth  of 
an  ordinary  check,  and  reuiaius  of  uniform  shape  as  the  checks  ate  re- 
moved. 
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Tbe  differences  in  conatructioii  between  the  book  first  deBcribed  in 
the  plaintiff's  reissned  speciflcRtion  aud  the  defendant's  book  are,  ttiat 
in  the  defendant's  book  the  two  checks  are  not  attached  to  their  stnb- 
leaf^  one  at  the  top  and  one  at  the  bottom  of  sach  stnb-leaf,  with  per- 
forations between  the  check  and  the  stnb-leaf  for  detachment  of  the 
check;  and  the  place  of  recording  the  particnlars^of  the  second  one  of 
«very  two  checks  is  not  on  tlie  same  place  of  the  stnb-]eaf  with  the  place 
for  recording  the  particnlars  of  the  first  one  of  snch  two  checks,  and  the 
tbrmer  does  not  follow  the  latter  in  the  length  of  the  book.  In  the 
plaintiff's  book  the  mode  of  attaching  two  checks  to  a  stub-leaf  makes 
necessary  a  fold  between  each  check  aud  its  stub-leaf,  one  fold  op  and 
one  fold  down,  there  being  no  attachment  of  the  check  to  the  book  ex- 
cept throngh  snch  attachment  of  it  to  the  stnb-leaf.  As  two  checks  lie 
folded  so  attached,  the  place  fbr  recording  the  parti.!ulars  of  each  one 
«f  such  two  checks  is  on  the  adjoining  face  of  the  stnb-leaf  at  the  left, 
there  being  two  snch  places  on  that  face,  one  at  the  left  for  one  check 
and  one  at  the  right  for  the  other  check.  On  the  other  face  of  such 
stab-leaf  is  printed  a  place  for  recording  bank-deposits  and  bank-bal- 
ances, there  being  noUiing  else  on  that  &ce.  Until  both  of  any  two 
checks  are  torn  out,  that  fiuie  of  the  stub-leaf  succeeding  them  is  inac- 
cessible for  nee  except  by  folding  out  &om  the  dimensions  of  the  book 
the  snxterimposed  check  or  checks.  The  plaintifl'^s  specification  does 
not  state  where  the  record  of  deposits  is  to  be  kept,  except  that  it  is  to 
be  on  a  part  of  the  snrftice  of  the  stnb-leaf,  nor  do  the  drawings  show ; 
bnt  as  the  whole  of  the  surface  of  one  face  of  the  stub-leaf  is  described 
and  shown  as  divided  into  two  places  for  recording  the  particulars  of 
two  checks,  and  as  there  is  one  of  such  pieces  fbr  every  two  checks,  and 
as  nothing  else  is  described  or  shown  as  occupying  any  part  of  the  sur- 
face of  the  other  face  of  the  stnb-leaf,  and  as  the  description  states  that 
the  stob-leaves  afford  the  usual  facilities  fbr  recording  the  checks  and 
for  keeping  a  deposit-accoant,  it  necessarily  follows  that  the  deposit-ac- 
connt  is  to  be  kept  on  that  face  of  the  stub- leaf  on  which  the  particulars 
of  the  checks  are  not  recorded. 

Referring  t^  the  particulars  before  stated  as  existing  in  the  defend- 
ant's book,  the  plaintift's  book  is  composed  of  a  series  of  leaves,  each 
printed  on  one  side  to  form  a  blank  bank-check,  and  another  series  of 
leaves,  each  printed  on  both  sides,  to  form  stab-leaves  on  which  to  keep 
a  record  of  each  check  and  of  bank-deposits  and  bank-balances.  Be- 
tween each  tn'o  stub-leaves  are  two  check~leaves,  the  check-leaves  and 
the  stnb-leaves  being  of  snbatantially  the  same  size,  the  stnb-leaves 
bound  together  at  the  left  hand,  two  check-leaves  being  attached  to  each 
stub-leaf,  one  at  it«  top  aud  one  at  its  bottom,  there  being  longitudinally 
tlie  whole  length  of  each  place  of  attachment  a  line  of  perforatioDS  to 
enable  the  check  to  be  readily  severed.  The  two  checks  are  folded  into 
the  dimensions  of  the  book,  the  one  down  aud  the  other  up,  at  the  two 
lines  of  iierforations,  bringing  their  feces  uppermost,  the  check-feces 
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being  printed  on  the  same  side  with  that  face  of  the  stub-leaf  on  which 
the  particnlors  of  the  checks  are  to  be  recorded.  When  the  flrat  check- 
leaf  at  the  right  is  filled  out  the  traDsaction  is  recorded  on  the  adjoin- 
ing f^Mse  of  the  stnb-ieaf  at  the  left  of  it,  and  when  the  next  sncoeeding 
check-leaf  at  the  right  is  filled  oat  the  transaction  is  recorded  on  the  same 
fiuie  of  that  stnb-leaf.  One  face  of  each  stnb-leaf  has  on  it  two  places 
to  record  particnlara  of  checks,  and  nothing  else;  and  the  place  to 
keep  an  acconnt  of  bank-deposits  and  bank-balances  ia  either  on  that 
fiice  of  tjie  ^Jib-le*af  at  the  left  of  every  two  checks  which  has  not  on  it 
the  places  for  recording  the  particnlars  of  checks,  or  on  the  next  a^oiu- 
ing  fa«6  of  the  stnb-leaf  at  the  right  of  such  two  checks.  Thus  each 
stnb-leaf  is  atiliiEed  ou  both  sides,  and  for  every  two  checks  there  is  one 
additional  piece  of  paper  of  substantially  the  same  size  as  each  of  each 
checks,  and  the  whole  book  is  no  longer  in  superficies  than  the  size  of 
the  .check  pins  sofQcient  back  margin  on  the  stab-leaves  to  bind  with. 
The  back  of  one  check  a^oins  one  ftice  of  the  ancceeding  stub-leaf,  and 
the  other  fiice  of  that  stnb-leaf  adjoins  the  front  fiice  of  the  sncceediog 
check,  and  the  back  of  the  next  check  adjoins  one  face  of  the  stnb-leaf 
sncceeding  it,  and  so  on.  If  the  record  'Of  bank-deposits  and  bank-b^- 
anoes  for  any  two  checks  is  kept  on  the  other  face  of  the  same  stab-leaf^ 
en  one  face  of  which  the  particnlars  of  said  two  checks  are  recorded^ 
which  is  the  obvioas  method,  the  checks  not  torn  oat  and  the  stnb- 
leaves  are  always  in  position  to  be  written  on  inside  of  the  dimensions 
of  the  book  withoat  any  movement  at  all  of  any  check-leaf,  and  withoat 
any  movement  <^  any  stab-leaf  in  any  direction  except  to  the  left  or 
right  toward  or  from  the  place  of  binding,  like  tnming  the  leaves  of 
any  ordinary  bonod  book. 

On  the  qaestion  of  infringement',  the  first  qaeation  is  as  to  the  proper 
construction  of  the  first  claim  of  the  plaintiff's  reissne.  On  this  sntgect^ 
as  well  as  on  the  question  of  novelty,  several  alleged  prior  inventions 
are  introduced.  These  are,  English  provisional  specification  for  order- 
books,  Ko.  3,918,  filed  December 21, 1858,  by  :Sicholae Dawson;  English 
provisional  specification  for  arranging  manifold -letter  books.  So.  1,992, 
filed  September  1, 1859,  by  James  Brine ;  English  Provisional  Specifl- 
cution  No.  1,109,  for  coonter-slip  note-books,  filed  May  3, 1861,  by  Brad- 
ley and  Fielding;  United  States  Patent  No.  170,686,  granted  December 
7, 187S,  to  Ben  Morse,  for  an  improvement  in  tickets;  United  States 
Patent  So.  171,429,  granted  December  21, 1875,  to  John  M.  Savin,  for 
au  improvement  in  tickets,  and  the  stmctnres  represented  by  Exhibits 
C  and  D,  testified  to  by  Joseph  H.  Mann.  Savin's  patent  need  not  be 
considered,  as  the  application  for  the  plaintiff's  original  patent  was  filed 
May  6, 1875,  and  that  for  Savin's  patent  was  filed  November  4,  1875. 
In  no  one  of  the  other  prior  structures  referred  to  is  there  shown  any 
check-book  in  which  two  checks  were  interposed  between  every  two 
stub-leaves  or  record-sheets,  or  in  which  the  check  and  stub-leaves  were 
of  snbstantially  the  same  size,  or  in  which  there  were  two  checks  between 
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every  two  stnb-leaves,  or  only  one  stnb-leaf  for  every  two  checke,  or  less 
thoD  one  stob-leaf  for  every  check.  These  are  distingaisfain^  fBataies 
of  the  plaintiff's  book  and  of  the  defendant's  book.  Dawson's  spedfi- 
«ation  shows  alternate  leaves  perforated  to  be  detached,  and  alternate 
leaves  boond  to  remain,  leaf  for  leaf^  the  leaves  to  remain  bein£  osed  for 
copies  of  matter  written  on  the  detachable  leaves,  either  by  making  the 
detachable  leaves  of  metallized  paper,  or  interposing,  while  writing,  car- 
bonized paper  between  the  two  leaves,  brine's  specification  shows  al- 
ternate leavesof  prepared  oopying-paper  and  of  ordinary  writing-paper, 
tiie  latter  being  perforated  to  be  detachable  and  the  former  bonnd  to 
remain,  the  act  of  writing  on  tiie  copying-paper  with  a  sheet  «f  carbon- 
ized paper  pat  between  it  and  the  ordinary  paper  causing  a  copy  of 
what  is  thtle  written  to  be  made  on  the  ordinary  paper.  The  specifica- 
tion of  Bradley  and  Fielding  shows  a  leaf  with  a  printed  bill-head  per- 
'  fbrated  at  the  left  dose  to  the  binding,  and  next  a  leaf  perforated  a 
short  distance  from  the  binding,  bo  as  to  leave,  when  torn  oat,  a  stab 
or  oonnter-slip  between  the  perforation  and  the  binding.  A  piece  of 
black  paper  is  interposed  between  the  first  and  second  leaves,  and  the 
first  is  written  on,  making  a  copy  on  the  second,  and  a  memorandom  is 
made  on  the  stab,  aud  the  two  leaves  are  detached.  In  regard  to  the 
Morse  specification,  it  is  sofflcie'nt  to  say  that  the  leaves  in  it  are  not 
shown  as  necessarily  of  substantially  the  same  length,  and  there  is  only 
one  ticket  between  any  two  record-sheets, 

la  Exhibit  O  of  Mann  the  stub-leaf  is  only  one-half  the  length  of  the 
check,  and  there  is  but  one  stnb-leaf  for  each  check.  A  book  made  of 
them,  whether  partially  used  or  not,  showed  stnb-leaves  of  not  snbstan- 
tially  the  same  length  as  the  check-leaves.  Exhibit  D  shows  nothing 
.  different  from  Kxbibit  G. 

It  waa  not  new  at  (he  date  of  the  plaintiff's  invention,  as  shown  by 
the  foregoing  matters,  to  make  books  containing  leaves  which,  when 
jUIed  up,  were  to  be  detached,  and  other  leaves  for  recording  the  con- 
tents of  tlie  first  leaves,  which  other  leaves  were  to  remain  in  the  books. 

Nor  was  it  new  at  that  date  to  make  snch  books  not  Ifurger  substan- 
tially in  either  direction  than  the  size  of  the  leaves  to  be  detached,  and 
with  the  leaves  to  remain  as  larg^  in  size  as  the  leaves  to  be  detached 
Nor  was  it  new  to  make  check-books  with  stub-leaves,  one  stub-leaf  in 
terposed  between  two  checks,  and  one  check  between  two  stub-leaves, 
and  the  book  no  longer  substantially  than  tha«beek.  Bat  these  things 
do  not  meet  the  first  claim  of  the  plaintiff's  reissue,  nor  do  they  meet 
the  features  fonud  in  the  defendant's  book  which  enter  into  said  first 
4^aim  as  those  features  are  hereinbefore  set  forth. 

It  is  suggested^ju  the  part  of  the  defendant  that  the  first  claim  of  the 

plaintiff's  reissue  is  identical  with  the  second,  for  the  reason  that 

the  word  "combination''  and  the  words  "so  united,"  in  the  first  claim, 

can  have  reference  solely  to  the  mode  described  in  the  specificatiou  of 

14  0  p 
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uniting  the  two  checks  and  the  stub-leaf  by  making  them  in  one  piece 
and  folding  tht  cbecka  in  on  the  stnb-leaf  in  the  center,  the  Btnb-Ieaf 
alone  being  attached  to  the  back  of  the  book.  This  view  is  not  tenable. 
The  only  object  of  any  nnion  between  the  check-leaves  and  the  stub- 
leaves  is  to  retain  the  check-leaves  as  integral  parts  of  the  book  nntil 
tliey  are  detached.  Until  snch  detachment  the  combination  and  the 
nnion  exist.  Such  nnion  and  combination  in  both  the  plaintiff's  book 
and  the  defendant's  book  t^es  place  at  the  perfi)iated  lines,  and  it 
makes  no  difference  Whether  the  perforation  between  the  check  and  the 
stnb-leaf  is  at  the  top  or  bottom  of  the  stab-leaf  or  at  the  left  end  of  the 
Aheck.  In  either  case  the  chiuracteristic  features  of  the  plaintJS^  book 
embodied  in  the  first  claim  of  the  reisane  reanlt  in  view  of  the  state  of 
the  art  before  set  forth.  If  the  defendant's  book  had  been  described 
and  shown  in  a  patent  granted  to  him  when  the  plaintiff's  original  pat- 
ent was  granted,  and  if  ^terward  the  plaindff^s  book  had  appetu^d,  the 
latter  wonld,  in  view  of  the  state  of  the  art  before  set  forth,  have  in. 
fringed  a  claim  in  that  patent  worded  as  is  the  first  claim  in  the  plaint- 
iff's reissue.  Under  the  foregoing  views  as  to  tiie  proper  coostmction 
of  the  first  claim  of  the  plaintiff^s  reissne  it  does  not  relieve  the  de- 
fondant  ttoBi  infringement  that  in  his  book  the  checks  are  not  printed 
on  the  same  sheet  with  the  stnb-leaf  and  are  not  folded  over  at  the  per- 
forations and  that  Uie  top  and  bottom  of  the  stnb-leaves  are  not  attached 
to  the  checks. 

It  results  &om  the  foregoing  views  that  the  oharge^f  infiingement  is 
made  ont,  and  that  neithw  what  is  claimed  in  the  first  claim  of  the 
plaintiff's  reissne  nor  what  is  fonnd  in  the  defendant's  book  as  infHng- 
ing  that  claim  is  shown  to  have  existed  prior  to  the  plaintiff's  invention. 

The  answer  set  up  as  a  defense  that  the  specification  and  claim  of  the 
plaintiS^s  reissne  cover  a  larger  improvement  than  was  previously  in- 
cluded in  his  original  patent.  If  this  means  only  that  the  claim  of  the 
reissue  is  broader  than  the  claim  of  the  original,  it  amounts  to  nothing. 
If  it  means,  in  the  language  of  the  statute,  that  the  reissne  is  not  "for 
the  same  invention,"  as  those  words  are  interpreted  the  defense  cannot 
prevail, 

"So  other  defense  set  up  in  the  answer  ta  proved.  No  defonse  of 
abandonment  is  set  up.  All  the  views  presented  on  the  part  of  the 
defendant  have  been  considered,  and  there  must  be  a  decree  foe  the 
plaintiff  for  an  account  of  profits  and  an  ascertainment  of  damages,  and 
a  perpetual  ii^unction,  with  costs. 


b,GoO(^lc 
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ISapnue  Coutt  sTUm  CiiMd  Statea.j 

Peck,  Administbatob,  v,  Collinb. 

D«ciitd  April  11, 1881. 
19  O.  G.,  1137. 

1.  Upon  a  surrender  of  a  patent  for  raiune,  an  interfereiioe  deolared  thereon,  a  deoU- 

ion  ag^nat  tbe  patentee  and  snbo^Dent  reftiaal  of  a  reiirae  the  patent  beoonua 
destitDte  of  Talidit^r  and  a1)Mliit£f ;  void. 

2.  Under  tlie  law  aa  it  atoM  in  1866  a  patent  wjirendeiwd  for  raianie  mw  eaneeUed  in 

law  aa  well  when  the  application  waa  njected  aa  when  it  waa  graatsd.    The 
patentee  was  in  the  same  circnEDitancea  m  he  would  hare  been  if  taia  origin^ 
.      application  fbi  a  patent  had  been  mjecicd. 

3.  Under  the  law  as  it  then  itood  anireuder  of  a  patent  was  an  abandonment  of  it 

and  an  applicant  for  reissne  took  apon  himself  the  liak  of  gstting  a  reissne  or 
of  lOHing  aU.  The  qaeation  of  his  right  to  any  patent  at  all  waa  opetiad 
anew  the  aame  as  upon  an  original  application  for  a  patent. 

4.  Whatever  may  have  been  the  effect  of  the  new  clause  introdnoed  in  the  law  by  the 

act  of  JnlyS,  1970,  that  "the  snirender  shall  take  effect  upon  the  issne  of  the 
amended  patenfinoaaeewhueaieiasne  isrefoaed  fbr  other  reasons.  It  wonld 
stiU  ■eein  that  if  the  patentee's  title  to  the  Invention  is  diq>Qtod  and  aitjndged 
against  him  that  the  effect  of  aneh  a  deeirion  should  be  m  btol  to  his  original 
patent  aa  to  his  right  to  a  reiHane. 

Ik  error  to  the  Court  of  Appeals  of  the  State  of  New  York. 

Mr.  A.  D.  Wales  for  tbe  plaintiff. 
Xr.  M.  M.  'Water*  for  the  defendant. 

Mr.  Jostice.BBASLBT  delivered  the  opinion  of  tlie  oomt: 
This  writ  of  error  is  broaght  to  review  a  judgment  of  the  oourt  of 
Appeals  of  tlie  State  of  New  York  involving  the  oonstamction  and  effect 
of  certain  proceedings  under  the  laws  of  the  United  States  relating  to 
letl»iB  patent  for  inventions.  On  the  25th  of  October,  1865,  one  Byron 
Mndge  obtained  letters  patent  for  an  improved  mode  of  sinking  wells. 
In  JanuMy,  1866,  be  assigned  to  Preston  B.  Peck  and  G«orge  W.  Peck 
each  an  undivided  quarter  of  the  patent.  On  the  6th  of  March,  1S66, 
Mndge  surrendered  his  patent  and  applied  for  a  reissue,  and  at  the  same 
time  asked  that  an  interfereQce  should  be  declared  between  him  and 
one  Junes  Snggett,  who  bad  obtained  two  patents  relating  to  the  same 
matter,  one  in  March,  1864,  and  the  other  in  February,  1866.  An  io- 
terferenoe  was  accordingly  declared,  and  the  application  for  reissne 
was,  of  oonrse,  suspended.  The  interference  also  embraced  the  ^)plica- 
tion  of  one  Nelson  W.  Green  for  a  patent  then  pending.  This  in^- 
ference  case  was  pending  before  the  Patent  OfSce  and  the  supreme 
conrt  of  the  District  of  Columbia,  to  which  it  was  finally  appealed, 
until  Jaonwy,  1868,  wU^  a  decision  was  reached  adverse  to  Mndg^s 
application  for  a  reissne,  sustaining  Suggett^s  patent,  and  granting  a 
patent  to  Green.  The  effect  of  these  proceedings  and  of  this  decision 
upon  Madge's  patent  was  the  matter  passed  upon  by  tlte  court  of  ap- 
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peaU.  That  eoart  held,  that  the  patent  had  thereby  becume  valneless 
and  void  for  any  porpose,  except,  perhaps,  as  it  might  be  ancillary  to 
a  bill  in  equity  under  section  M15of  the  Revised  Statutes  of  the  United 
States. 

The  mateiiality  of  this  decision  to  that  of  the  case  arose  from  the  fol- 
lowing facta:  On  the  24t)i  of  April,  1866,  after  Madge  had  surrendered 
his  patent  for  a  reissae  and  had  obtained  a  declaration  of  interference, 
as  before  stated,  he  and  the  two  Pecks  entered  into  an  agreement  with 
Uollins,  the  defendant  in  error,  to  sell  to  him,  for  the  price  of  14,000, 
one-fborth  of  the  patent,  and  to  give  him  a  deed  therefor  whenever  he 
ghoold  call  for  it  Collins  paid  the  Pecks  their  portion  of  the  parchase- 
noney  in  advance  by  delivering  to  them  two  7.30  United  States  bonds 
for  tL,000  each.  On  tiie  28th  of  April,  1866,  George  W.  Peck  entered 
into  a  ftirther  agreement  with  Oollins  to  convey  to  him,  for  the  price  of 
#1,500,  three  thirty-seconds  more  of  the  patent,  and  to  give  a  deed  there- 
for when  c^led  upon  for  that  purpose.  Collins  gave  his  note  for  the 
last-named  sum. 

As  these  contracts  were  made  in  ignorance  of  the  effect  of  a  surrender 
of  the  patent  for  a  reissue,  they  were  afterward  conditionally  revoked 
by  retoming  the  consideration-money  and  note  to  Oollins,  upon  the  fol- 
lowing stipnlations,  respectively: 

On  the  11th  of  Jane,  1866,  Collins  and  George  W.  Peck  executed  an 
agreement,  of  which  the  following  is  a  copy,  namely: 

Aitielu  of  AgieemeDt  made  thill  lltlid»7  of  June,.  1866,  between  TramanD.  Collins, 
of  CorUukd,  V.  Y,,  of  the  &ni  pMt,  and  Qeorge  W.  Peak,  of  Coniand,  N.  Y.,  of  the 
second  part,  aie  as  foUoirs : 

Wbereas  the  said  Peek  did,  h;  a  ooutract  bearing  date  April  28,  iri66,  hind  himwlf, 
in  coniideration  of  the  snm  of  flfl«eu  h(mdi«d  dollars,  which  sum  wasthen  paid  to  said 
P«ck,  to  deed  to  said  CoIIIdb  an  uiidirided  thrae-thirty-second  part  of  a  pateot  riitlit, 
ratitled  a  new  mode  of  sinkiiig  wells ;  and  whereas  said  contract  was  giTen  after  the 
Utters  patent  had  been  snnendered  np  for  a  raluiie,  and  in  igoraanoe  of  the  fact  tli*t 
under  oertaln  ciroamataiices  the  letters  wonld  not  be  retnmed  to  the  owners  of  «aid 
patent ;  and  whereas  the  said  Peck  desires  a  release  bom  his  obllgationg  under  the 
aaid  oontract  in  case  he  shall  not  be  enabled  to  fntflll  Bucb  obligations. 

Now  tbja  agreement  witueseetb,  that  the  said  C«lli&H,  In  confliderstion  of  the  restor- 
ation of  the  said  flfleen  hundred  dollars,  Mgne»  to  raleaae  the  said  Peck  fWim  all  itb- 
ligations  he  hae  inenrred  under  said  contract,  provided  said  Peek  shall  not  be  enabled 
at  anytime  to  Ailflll  the  terms  and  conditiousof  said  contract.  And  the  said  Collins 
fdrther  agrees  to  paf  all  that  portion  of  the  expenses  of  the  application  for  a  lelseue 
which  have  been  incurred,  or  which  may  be  hereinafter  incarred,  which  it  shall  be 
Inonmbent  on  said  Peck  to  paj  as  an  owner  of  said  patent,  as  stated  in  said  patent— 
tIS,  a  tbtee-thlrtj-seoond  part.  The  said  Callins  fiirtlier  agrees  to  pay  to  the  said 
Feck  the  snm  of  fifteen  hundred  dollars  when  the  said  Peck  shall  notify  him  of  hia 
readiness  to  fnlflU  the  said  oontmot  by  deeding  to  said  Collins  his  interest  in  said  pat-- 
ent  or  snf  reissae  which  may  be  granted  under  said  application. 

T.  D.  COLLINS. 
G.  W.  PECK. 
On  the  6th  of  July,  1866,  Collins,  on  receiving  from  the  two  Pecks 
the  two  7.30  boiids  which  he  had  delivered  to  them,  gave  them  the  follow- 
ing receipt  and  agreement,  namely: 
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Received  Jnly  6, 186(>,  of  Freeton  B.  Peck  aud  G,  W.  Peck,  tno  tlioiiuuid  (3,000) 
dollars  in  7.30  boaile,  tiaid  bonds  to  be  letnmed  to  Preaton  R.  Peck  And  Q.  W.  Peck  aa 
soon  an  By loQ  Hndge  sacceeds  in  getting  a  reissiie  of  a  patent  fur  putting  down  wells, 
Donr  in  the  Patent  OfHce,  or  jirorlding  tbe  old  patent  1*  returned ;  but  if  laid  patent 
is  not  relwned  w  retnmed,  tbeu  T.  D.  Collioi  is  to  keep  the  bonds  aud  anireiuler  bis 
article  be  has  for  the  purobase  of  an  interest  bi  said  patent. 

T.  D.  COLLINS. 

Prestos  R.  Peck  assigned  all  bis  intereat  in  this  agreement  to  Qeorge 
W.  Peck. 

After  tlie  application  of  Madge  for  the  reissne  of  the  patent  had  been 
refused  and  a  final  adjudication  had  been  made  against  his  claim  and 
in  favor  of  Snggett  and  Green,  the  attorney  of  Q.  W,  Peck,  in  some 
wa}'  which  does  not  api>ear,  got  iMtsscssion  of  the  original  patent,  and 
Peck  tendered  himself  ready  to  ]>erfonn  the  conditions  of  the  last  two 
agreements  and  demanded  payment  or  return  of  the  sums  mentioned 
therein,  to  nit,  thu  $2,U00  and  the  $1,500.  This  being  refnsed  by  Col- 
lins, the  present  suit  was  bronght  to  recover  the  money.  The  judgd 
who  trie<l  the  canae  non-snited  the  plaintiff  n]»n  the  following  view  of 
the  case,  as  statetl  in  the  bill  of  exceptions,  namely: 

I  am  inclined  to  think  that  1  onght  to  non-suit  the  plaintiff,  for  the  reason  tbat  the 
surrender  of  this  patent  by  the  patentee  operat«il  as  an  extinguishment  of  tliat  jiat- 
eut.  That  certainly  is  within  the  reaHoning  of  Judge  Nelsou  in  the  case  In  Black's 
Re)rartB,  although  that  case  is  not  precisely  in  point  aud  iu  accordance  nitli  tbc  i^ipar- 
ent  and  real  intent  of  the  jiarties  when  a  nnn-euder  is  made,  and  if  such  surreudor 
does  not  absolntel;  and  uniiualitledl.y  extinguish  the  patent,  and  It  seeuis  to  lue  that 
there  should  be  some  act  of  the  department  indicating  an  intention  tosendtlial  patent 
back  into  the  world  as  a  valid  patent.  Tliereshoulrt  be  sdefiuitc  net  of  the  dcpartuient 
imiicnting  au  int«ntion  that  if  should  Km  sin  in  force,  still  having  lifr  and  vitality. 

The  plaintitl'  excepted  and  the  cause  was  taken  by  api>eal  to  the 
snpreme  court  of  Sew  York  in  general  term,  and  thence  to  the  court 
of  ap|>eal8,  by  botli  of  which  courts  tlte  jiidgtnent  was  atHrmod.  Tlie 
court  of  appeals  construed  the  two  contract^  to  mean  by  a  return  of  the 
old  i>ateut  a  return  of  said  patent  clothed  witli  the  »aii)e  force  and  valid- 
iry  tthicli  it  hail  before  it  was  surn-ndered  for  a  reissue,  and  held  that 
the  effect  and  operation  of  tlie  refuiia]  of  a  reissue  and  the  de<:isiun 
iigainst  Mndge  on  the  interference  was  to  dentroy  such  force  nnd  vali<l- 
ity.  The  fii-at  (iiiestion  for  ns  to  decide  is  whether  tliia  decision  as  to 
the  efiect  of  tlie  suri'ender  and  the  refiisul  to  reissue  the  patent  was  or 
was  not  erroneous.  If  it  wa^  not,  we  are  ixilieved  from  an  examination 
of  any  other  question  in  the  ease,  aud  on  this  itoint  we  have  very  little 
embarrassment.  We  think  that  the  court  of  apiwals  was  right  in, decid- 
ing that  by  the  surrender  of  kludge's  patent  for  ii  reissue,  the  interfer- 
ence de4!lared  thereon,  the  decision  against  kludge,  and  the  subse<]uent 
refiisal  of  a  reissne  of  his  patent,  said  patent  became  destitute  of  valid- 
ity and  absolutely  void. 

It  was  decide<]  b>'  this  court  in  the  case  of  Moffit  v.  Oarr  (1  Black, 
373)  that  the  snri-ender  of  a  patent  under  the  act  extinguishes  it.  That 
was  an  u(;tion  to  recover  ilamages  for  ati  inMiigement  of  a  patent. 
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Wbile  the  action  was  peudiug  tlio  patent  was  Burrendered,  and  this 
foct  was  pleaded  as  a  bar  to  the  ftirther  prosecution  of  the  suit.  The 
averment  of  the  plea  was  "that  since  the  oomiuencement,  &c.,  the  said 
Hofflt  Borrendered  to  the  United  States  the  patent  l)efore  that  time 
iBined  to  him,  and  for  the  alleged  infringement  of  Thich  this  suit  is 
broaght,"  This  plea  vss  susttdned  on  demnirer  and  Jadgment  given 
for  the  defiandaiit  The  judgment  was  aUrmed  by  ttiis  court  after  argu- 
ment by  able  connsel.  Mr.  Justice  Nelson,  in  delirering  the  opinion  of 
the  court,  said: 

Thepttot  in  tbecMe  b,  wfaetlierornot  the  patentee  ma;  maintain  a  suit  mi  the  snr- 
nndendp*tMitiiwtitated1>efi>Te  the  luirender  if  he  baa  not  availed  himself  of  tliewliole 
of  the  pioTUHHi  and  taken  oat  areinne  of  hia  patent  with  au  amended  speciflcatioii. 
The  oolutmotion  g^Ten  to  tbiawctioD,  so  faraaweknow.iuul  the  practice  nnder  itiu 
COM  of  a  «UTi«ndei  audreiwne  are  that  the  pending  suits  fall  witli  the  surrender.  A  sur- 
render of  the  patent  to  the  CommisaioBer  ivitbin  the  sense  of  the  provision  means  an 
act  wbicb,  in  Jndgment  of  law,  extiugulaliea  the  patent.  It  ia  a  legal  cancellation  of 
it,  and  hence  [it]  on  no  more  be  the  fonndation  for  the  assertion  of  a  right  after  the 
aurrendar  than  oould  an  act  of  Congieas  which  has  been  repeated. 

Since  the  decision  of  this  case  it  has  been  uniformly  held  that,  if  a 
reissue  is  granted,  the  patentee  has  no  rights  except  such  as  grow  out 
of  the  reiaaned  patent.  He  has  none  under  the  original.  That  is  ex- 
ianguidied.  And  although,  for  the  purpose  of  fixing  a  date  to  the  title 
in  a  question  of  priority  and  of  limiting  the  period  for  which  the  i>at- 
ent  is  to  run,  the  date  of  the  original  patent  is  imiwrtant,  no  damages 
can  be  recovered  for  any  acts  of  infringement  committed  prior  to  the 
reissne. 

It  seems  to  us  equally  clear  that  as  the  law  stood,  when  that  decision 
was  made,  and  as  it  continned  to  stand  in  1866,  when  the  sarrender  of 
Mndge's  patent  took  place,  a  patent  surrendered  for  I'ciseue  was  can- 
celed in  law  as  well  when  the  application  was  r^ected  as  when  it  was 
granted.  The  patentee  was  in  the  same  situation  as  he  would  have 
been  if  his  original  application  for  a  patent  had  t>eeu  r^ected.  The 
law  declares  in  terms  that  "the  specifications  and  claim  in  every  sucU 
case  shall  be  subject  to  revision  and  restriction  in  the  same  manner  as 
original  applications  are."  Act  of  1837,  sec  8;  1870,  sec  53;  B«v. 
Btats.,  sec  4916.  The  qnestiim  of  his  right  to  any  i>atent  at  ^1  was 
opened  anew,  the  same  as  niion  an  original  application  for  a  patent. 
Surrender  of  a  patent  was  an  abandonment  of  it,  and  the  applicaut 
for  reissue  took  upon  himself  the  risk  of  getting  a  reissue  or  of  lo«iiig 
aU.  A  failure  npon  the  merita  in  a  contest  with  other  claimants  only 
gave  additional  force  to  the  legal  effect  of  the  surrender. 

Since  the  surrender  of  the  patent  in  this  case  the  jiateut  laws  have 
undergone  a  general  revision  hy  the  act  jjassed  July  8, 1870.  In  the 
fifty -third  section  of  that  act  (being  the  section  relatiug  to  the  Run-en- 
der  and  reissue  of  patents)  a  new  ulause.  was  introduced,  declariug 
that  "the  surrender  shall  take  effect  npon  the  issue  of  the  aiuendetl 
patent,"  and  this  clause  is  retained  in  section  4916  of  the  Sensed  Stat- 
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ates.  What  may  be  the  effect  of  tlds  prortBioo  io  cases  where  a  reis- 
sae  is  reAised  it  is  not  neoessaiy  now  to  decide.  Possibly  it  may  be  to 
enable  tbe  applicant  to  have  a  retnm  of  his  origltial  patent  if  a  reis- 
sne  is  refused  ob  some  formal  or  other  gnmnd  which  does  not  affect 
his  original  claim.  But  if  his  title  to  the  invention  is  disputed  and 
adjudged  against  him  it  would  still  seem  that  the  effect  of  snch  a  decis- 
ion should  be  as  fatal  to  his  original  patent  as  to  his  right  to  a  reissae. 
We  find  no  error  in  the  record,  uid  the  judgment  is  affirmed. 


(ITBitad  Btatsa  CIcooU  Coarl—EMMm  DUtilot  of  VlMonrLI 

MiLLEB  XT  AL.  V.  THE  LlOOETT  &  MYEBB  TOBACOO  GOHPAITT. 

DwUUdFOnMit  4, 1681. 

19  O.  O.,  1138. 

I.  Tbe  rale  apon  the  labject  of  HBtoppel  U  generally-  tbnt  the  parties  Bnd  prirlM  Ut 

oonolndedby  tta«  jndgm»Qt. 
S.  A  penon  to  b«  oonolnded  by  tiie  Jadfment  moat  be  privy  to  the  prooeedinga  in 
meli  a  sense  that  lie  may  control  the  litigation  iuso  far  as  making  motions  In 
the  case,  offeciiig  evidence,  croas-examiniiig  witnesata,  ur  taking  an  appeal  an 
concerned. 

3.  A  party  who  oontribiitea  money  fi>r  the  purpose  of  employing  Bonnsel  to  oany  on 

a  litigation  nndra  a  oontract  with  a  party  of  recoTd  mnst,  of  neoessity,  be  held 
to  bave  the  rlgbt  to  take  inch  aetton  in  tbe  ease  as  will  protect  his  own  interest 
in  it. 

4.  The  decision  of  a  court  before  whom  a  ease  ia  tried  aa  to  who  ate  parties  and 

privies  tlieretA  is  final  and  conclusive  upon  the  parties. 

Mettra.  Stern  &  Peck,  Beattie  d-  WinekeateTf  and  Mr.  Oeorg«  Harding 
for  the  complainants. 
Mr.  Samitel  8.  Boyd  for  the  defendants. 

HcCbARY  and  TrsAT,  Judges : 

We  have  considereil  the  case  of  Uilkr  et  al.  v.  The  Liggett  di  Myert 
Tohtieeo  Company  et  al.  so  for  as  the  question  of  estoppel  is  concerned. 
The  suit  is  brought  to  determine  the  validity  of  certain  letters  patent 
belonging  to  these  plaintiffs.  The  same  question  was  involved  in  tbe 
case  of  Miller  v.  Force,  tried  iu  the  district  of  Kentucky,  in  which  there 
was  a  decree  sustaiuing' the  validity  of  the  patent  in  so  far  as  the  first 
claim  is  concerned ;  aud  as  the  patentee  has  waived  anything  beyond 
that  claim,  that  decree  sustains  the  claim  of  the  validity  of  the  patent 
so  far  as  it  is  involved  iu  this  litigation.  Tlie  Liggett  &  Myers  Tobacco 
Company  was  not  a  party  to  the  record  in  that  case,  and  the  qnestion 
is  whether  it  was  pri\-y  to  that  pi-oceeding  in  snch  a  sense  as  to  be  bound 
by  it  and  estopped  by  the  decree. 

The  mle  upou  the  subject  of  estoppel  is,  of  coni-se,  well  understood 
by  counsel.  It  is,  to  state  it  generally,  that  parties  and  privies  are  con . 
eluded  by  the  judgment ;  but  I  am  of  the  opinion  that  a  jwrson  to  be 
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coBCtnded  bj-  a  jadgment  mnst  be  ^rivy  to  the  proceediDg  in  euoli  a 
sense  that  he  may  control  the  litigation  in  bo  far  aa  making  motions  in 
the  cose,  offering  evidence,  crosB-examiniog  witnesses,  or  taking  au  ap- 
peal is  coiioenied.  That  is,  it  is  not  reasonable  t«  say  that  a  man  shall 
be  bonod  by  an  aiiyadicatiou  unless  he  has  all  the  ordinary  rights  of  a 
litigant  with  respect  to  the  adjadicatiou. 

Tbe  question,  therefore,  is  whether  it  appears,  from  the  proof  before 
us  ia  tbi^  case,  that  the  Liggett  &  Myers  Tobacco  Compa&y  had  the 
authority  to  control  that  litigation  within  the  sense  of  the  rule  as  I  have 
explained  it,  and  also  whether  they  have  now  the  right  to  go  into  that 
court,  and,  if  the  time  is  not  out,  move  for  a  rehearing,  or  fbr  an  ap|>eat 
if  there  has  been  a  final  decree,  and,  if  there  baa  not  been  a  final  decree, 
whether  they  have  the  right  when  one  is  rendered  to  appear  there  and 
take  an  appeal. 

I  think  that  a  party  who  contributes  money  for  the  purpose  lof  em- 
plopng  counsel  and  carrying  on  a  litigation  under  a  contract  with  a 
party  to  the  record  must,  of  necessity,  be  held  to  have  the  right  to  take 
such  action  in  the  case  as  will  protect  his  own  interest  iu  it.  As,  for 
example,  suppose  there  is  a  case,  which  is  understood  to  be  a  test  case, 
involving  the  validity  of  a  patent  or  anything  else  against  a  particniar 
individual,  but  iuvolving  a  snbject-matter  concerning  which  a  large 
number  of  other  persons  are  equally  interested  with  the  particular  de- 
fendant iu  that  c»8e,  and  suppose  all  the  parties  who  are  interested,  or 
a  number  of  then,  come  together,  enter  into  a  contract  t^at  they  will 
raise  a  fund  to  carry  on  that  litigation,  that  they  wiU  unite  for  the  pur- 
pose of  employing  counsel  and  combine  to  carry  it  on  in  the  name  of 
the  party  to  the  record,  it  seems  to  me  that  tbe  persons  wlio,  uudersnch 
a  contract  as  that,  actually  contribute  money  for  the  purpose  of  carry- 
ing on  a  suit  are  authorized  to  go  into  that  court  and  nse  the  name  of 
the  party  to  the  record  in  making  such  motions  and  taking  such  steps 
as  are  necessary'  for  the  protection  of  their  particniar  interests  in  it.  In 
other  words,  I  suppose  that  under  the  agreement  which  appears  in  this 
case  Mr.  Boyd,  who  represents  the  defendant  in  that  suit-,  can  appeur 
inthat  court  and  move  for  a  rehearing,  and  can  appear  there  in  the  name 
of  the  defendant  iu  that  case  and  take  an  appeal.  Tbe  language  of  tbe 
circular,  which  was  signed  by  these,  defendants  with  others,  is,  that 
coHusel  have  been  retained  by  them  to  "  attend  to  all  such  suits" — that 
is,  all  suits  involving  the  validity  of  this  pttteut.  Tbe  testimony  shows 
that  the  defendants  iu  this  case  have,  in  pursuance  of  this  very  agree- 
ment, contributed  money  to  carry  on  that  case  in  Kentucky.  It  may 
be,  however,  that  the  court  in  Kentucky  might  take  a  different  view 
of  that  question  from  what  we  do.  We  cannot  decide  for  that  court, 
aud,  of  course,  the  decision  of  that  conrt  would  be  conclusive  and  final 
upon  t^e  parlies.  If  the  counsel  for  these  defendants  should  appear 
in  that  conrt,  and  should  move  for  leave  to  appeal,  and  if  that  conrt 
ahoolddenytbem  that  right,  they  might  be  without  remedy,  if  we  were 
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now,  Upon  this  qneatiou,  to  flnallj-  luljudioate  this  case.  Consequently* 
we  are  of  the  opinion  tliBrt  this  case  ought  to  stand  npon  this  docket 
without  any  final  adjudication  until  yon  hare  concluded  that  litigation 
in  Kentucky.  You  can  take  that  case  to  the  Supreme  Gonrt,  and  when 
the  Supreme  Court  has  decided  thet«e  questions,  that  will  be  conclusive 
upon  all  parties. 

There  is  no  necessity,  as  we  think,  for  experimenting  with  all  the 
circait  court  Judges  in  the  country  when  you  have  wte  case  vhich  can 
be  taken  to  the  Supreme  Conrt  and  the  law  of  the  controversy  there 
determined.  In  order,  however,  to  protect  the  rights  of  the  defendants 
as  fblly  as  possible,  we  propose  to  make  no  decree  in  this  case  at  present, 
but  to  '«ontinae  it  until  we  know  what  has  been  the  result  of  that  case, 
and,  if  it  goes  to  the  Supreme  Court,  until  yon  can  have  an  a4Judication 
by  that  court.  If  we  were  to  decide  the  question  now  we  would  say  that 
titese  defendants  are  clearly  estopped  npon  the  evidence  that  is  befoi-e 
us ;  but  as  it  is  possible  thei'e  might  be  a  different  decision  in  the  court 
of  Kentucky,  we  do  not  propose  to  render  any  decree  upon  that  case 
based  upon  the  opinion  which  we  hold.  We  do  propose,  however,  to 
say  to  counsel  bere  that  they  must  go  on  with  that  case  iu  Kentucky, 
bring  it  to  a  final  decree,  take  it  to  the  Supreme  Court,  and  have  the 
law  .of  the  case  finally  settleil  by  that  tribunal,  unless  they  are  estopped 
fix>m  doing  so  by  some  decision  there;  and  we  will  take  no  fnrther  st^p 
until  you  have  done  so. 

Mr.  Boyd.  If  your  honor  will  pardon  me,  in  regard  to  the  course 
which  your  honor  suggests  there  is  one  practical  difficulty  which  may 
render  it  irapoHstble  for  us  to  get  our  rights  there,  and  that  is  this: 
Your  honor  very  weU  knows  that  in  these  motions  for  rehearing  it  is 
necessary  that  the  parties  should  show  and  satisfy  the  conrt  that  as 
soon  as  the  evidence  came  to  their  notice  it  waj^  brought  there  by  a 
motion  for  rehearing.  Xow,  as  a  matter  of  fact,  this  evidence  did  not 
come  to  the  knowledge  of  any  party  until  after  that  decree  was  rendered ; 
but,  as  your  honor  will  see,  since  this  answer  wsts  set  up  nearly  a  year's 
time  has  elapsei!.  My  object  in  bringing  it  in  thii  way  and  not  mak- 
ing a  motion  there  was  that  I  supposed  it  would  be  fairer  to  the  other 
side  that,  instead  of  going  before  that  court  on  ex  parte  affida\-its  for  a 
rehearing,  we  might  take  the  testimouy,  giving  them  the  right  of  cross- 
examination,  and  that  they  might  have  the  like  right  to  introduce  evi- 
dence to  meet  this  new  matter.  Therefore,  if  it  should  turn  out  that 
his  honor,  Judge  Baxter,  shonld  bold  that,  inasmuch  as  this  time  has 
elapsed,  and  this  excuse  which  I  now  present  should  not  l>e  held  by  him 
to  Xm  sufficient  to  introtluce  this  new  testimony,  and  that  case  were 
appealed,  it  would  go  the  Supreme  Conrt  without  this  new  testimony, 
which,  we  think,  is  vital,  and  as  to  which  tliere  was  not  even  a  hint  or 
suggestion  in  the  record  as  it  now  stands  betbre  Judge  Baxter. 

Judge  McCraby.  We  will,  of  course,  \>e  Just  as  much  at  liberty  after 
you  have  settled  that  case  to  act  on  this  as  we  are  now,  so  that  you 
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-waived  nothing  in  titat  respect.  I  say  that  the  principal  question  in 
the  case,  or  one  very  important  qnestion,  is  as  to  the  patentability  of 
tliis  partivnlar  improvement,  and  that  yon  have  fairly  and  fnlly  raised, 
as  I  understand,  in  the  case  decided  by  Jadge  Baxter. 

Mr.  BoTD.  "Sot  as  fiilly  as  it  is  now  raised,  because  there  is  this  proof 
of  a  prior  nse,  which  went  to  the  whole  extent. 

Judge  Tbeat.  It  is  not  a  qoestion  as  to  use,  but  as  to  patentability — 
whether  it  is  a  matter  that  is  within  the  purview  of  the  patent  law 
■anyhow. 

Mr.  BoTD.  Tea,  sirj  but  still  we  do  not  like  to  go  to  the  Supreme 
Onut  simply  upon  that,  inasmuch  as  since  that  time  we  have  found 
this  evidence,  which,  we  think,  even  if  it  was  patentable,  shows  a  prior 
nse.  I  propose,  then,  to  make  a  motion  for  rehearing  then,  as  your 
honor  snggesta. 

Judge  HcCbaet.  I  think  that  will  be  the  proi>er  way  to  proceed. 


[Ulltsd  SUtM  Clnnlt  Coait— Dialrlcl  af  Hmrj-lind.! 

Booth  et  al.  r.  Seetebs  et  al. 

Dtdaed  Jprii  8,  IMl. 

19  O.  O.,  1140. 

The  reooTery  of  ptofitaaDddnniagM  from  the  manu&cturera  of  an  iaMngiiig  machine 
debar*  the  patentee  from  recovering  from  a  neer  for  the  me  of  the  same  machine. 

STATEUBNT  OP  THE  CASE. 

[This  suit  was  brought  under  Reissue  Patent  'So.  1,826,  granted  to 
complainant  on  November  20, 1864,  for  improvement  in  grain-separators, 
for  the  use  of  a  machine,  which  was  one  of  a  numl>er,  for  the  inaniifact- 
ure  of  which  the  complaiiiaDt  had  recovered  from  the  makers.] 

Mr,  Sebastian  Brown  and  Mr.  J.  B.  Perkint  for  the  complainauts. 
Mestra,  Baiewell  d:  Kerr  for  the  defendants. 

Bond  and  Mobbis,  Judges: 

This  cause  having  been  argued  by  counsel  aud  submitted  for  de«;rce, 
the  pleadings,  exhibits,  and  festtmouy  have  been  read  and  considered, 
and  it  appearing  to  the  court  that  the  machine  used  by  the  defendants, 
complained  of  In  the  couiphiinaut's  bill  of  complaint  and  therein  alleged 
to  be  an  infriugemeut  of  com]>liiiitant's  patent,  in  one  of  the  machines 
niannfactnred  by  Tumor,  Parks  &  Co.,  and  by  tlieni  sold  to  Grant  B. 
Turner,  and  sold  by  him  to  the  <IefeiidaDtt>,  and  is  also  one  nf  the 
machines  included  in  tlie  account  in  the  case  of  the  complainant  against 
Turner,  Parks  &  Co.,  So.  2,i*49,  in  equity,  in  the  United  States  oii-euit 
court  for  the  northern  district  of  Ohio,  and  is  one  of  the  machines  for 
vhich,  since  the  institution  of  this  suit,  tho  complaiimnt?*,  by  the  deci-ee 
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in  that  case,  recovered  from  Baiil  mauufkcturers  profits  and  damages; 
and  it  also  appearing  that  said  decree  has  beeu  satisfied,  it  is  considered 
by  the  conrt  that  the  coniplaiuaut  is  uot  entitled  to  any  recovery  in 
this  suit  agahist  the  defendants  iu  i-eBi>ect  to  their  ase  of  said  machine^ 
and  it  is,  therefore,  this  Sth  day  of  April,  18S1,  ordered  and  decreed 
that  the  said  bill  of  complaint  be  and  the  same  is  hereby  dismissed, 
but  with  costs  to  the  complainant.  Perrego  v.  Spaulding,  13  Blatchf., 
387;  8t«am  Stone  Cutter  Company  y.  Windttor  ManK/actwriiig  Company, 
17  Blatchf.,  31;  Turner,  d:c.,  v.  Bootk,  17  O.G.,  1089;  Birdsellv.Sagert- 
totcn  Company,  11 0.  G.,  Oil. 


lUnlted  Stato  Cicoult  Court— Soatlieiii  Dtatrict  of  Kew  York.] 

Anobewb  bt  al.  r.  Cb&egak. 

Dtcideg  Febmarg  Term,  1861. 

19  0.0..  1140. 

1.  Where  tlie  defendant  proaured  four  wells  to  be  put  donii,  and  tlie  welU  pat 
down  nere  dtlven  wells,  the  plsiatilf  peruiitte<l  to  shuir  by  parol  teetimoity 
n-bat  tbe  contract  actiiall:?  wan,  tbongb  It  was  iu  writing  sod  not  piodaced. 

il  Where  tbe  ooutraot  was  read  to  the  workiniau  as  a  contract  for  coustmctiaB  plainti^ 
device,  tbe  teatimony  of  the  worknisu  to  that  eftVct,  in  the  absence  of  all  other' 
testimouf ,  is  coiicluBive. 

3.  The  fact  that  plaintiftW'  device  was  nsed  raises  n  presamptiou  that  there  were,  or 

might  have  been,  some  profits,  and  he  is  eutit1e<l  U>  have  the  occonnt  taken. 

4.  The  act  of  1670  (Rev.  Stati.,  sec.  4921}  provides  for  the  nccoiiutiiig  for  damages  aa 

well  as  proflta. 

Jlfr.  J.  C.  Clayton  for  the  complainants. 
Mr.  W.  A,  Senger  tor  the  respondent. 

Whkelbb,  J. : 

This  snit  is  brought  for  aii  iafnugcment  of  a  patent  owned  by  the 
plaiiitifts  fora  driven  well.  The  answer  denies  infringcnnent  and  acconnt- 
Ability.    yo  qnestion  abont  the  validity  of  tbe  ]>atent  is  made. 

The  proofs  show  that  the  defendant  procured  fonr  wells  to  be  put  down 
so  as  to  draw  water,  for  a  fixed  price,  to  be  paid  when  the  work  shonld 
be  done,  and  that  the  work  was  done  Ui  his  satisfaction  so  far  that  he 
did  pay.    The  wells  put  down  were  driveij  wells. 

It  is  argued  that  the  kind  of  wells  to  be  put  down  was  optional  with 
the  workman,  and  that  the  defendant  is  not  responsible  for  the  choice 
tbe  workman  made.  The  evidence  does  not  lea^e  a  foundation  for  this 
argnmeut,  e\en  if  it  was  sound.  The  workman  is  the  only  witness, 
and  he  testifies  that  the  contract  for  putting  iu  tbe  wells  was  in  writ- 
ing, wliich  he  could  not  read,  but  which  the  defendant  read  to  him,  and 
which  tbe  defendant  "^"'^  **  a  contract  for  pntting  in  driven  wells.  It 
is  fuithei'  argued  that,  as  the  eiidence  shows,  the  contract  was  in  wilt- 
ing, which  is  not  produced,  the  parol  evidence  is  not  admissible,  iind 
that  there  is  no  legal  evidence  as  to  what  the  contract  was. 
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This  argnnieut  ^ight  be  well  founded  if  the  suit  was  npoii  the  contract^ 
bat  it  is  not.  The  (iuestiou  is  not  vhat  was  the  contract,  but  is  what 
did  the  defeudant  procure  the  workman  to  do.  What  he  told  the  work- 
man to  do  or  pretendetl  to  read  from-  the  contract  that  the  workman  wai* 
to  do,  if  acted  tiiton,  would  be  a  gufflcieut  procnremeut,  even  if  con- 
trary to  the  contract.  The  testimonj-  of  the  workman  might  be  contra- 
dicted by  the  defeudant  if  not  true,  and,  not  being  contradlctM  or 
explained  away  in  any  manner,  it  satisfactorily  proves  the  affirmative 
of  the  issue  made  by  the  p)ea4liiigs. 

The  defeudant  denies  any  proHts,  and  insists  tliat  none  ore  proved  to 
lay  the  foundation  for  an  accounting.  Xone  are  proved  beyond  the  pre- 
samption  arising  &om  tbe  fact  of  the  putting  the  well  down  so  that  it 
could  be  used.  This  would  raise  a  presnmptioa  that  there  were  or 
might  have  been  some  profits,  and  tbe  allegation  that  the  transaction  was 
not  profitable  would  not  meet  the  presumption  so  as  to  defeat  an  account>- 
ing.  The  plaintiff  would  have  the  right  to  have  the  account  taken,  how- 
ever it  might  result  left  to  him.  Besides  this,  the  act  of  1870  (Rev. 
Stats.,  sec.  4021)  provides  for  au  accounting  for  damages  as  well  as 
profits,  and  there  may  be  damages  to  be  accounted  for  in  this  case. 

Let  there  be  a  decree  for  an  injunction  and  an  account  accordingly. 


^United  antra  Ciniijt  Court— Eiateni  DlBtiict  ot  MiMOuil.] 

Brown  v.  Peere  &  Mansur  Co. 

Dttided  FeirHarg  4,  1881. 

19  O.  0.,  1217. 

1.  It  is  A  valid  objection  to  a  niotiou  for  rehearing  that  it  is  not  preeented  n-itliiu  th« 

lime  prescribeil  liy  law. 
3.  It  Ih  n  valid  olijectinn  to  a  motion  f«r  rehearing  n^ion  the  ground  of  neirlj-diBcoT- 
ered  leetimony  that,  so  far  an  tlie  motion  and  accompanjing  Affidavits  diiwlose, 
there  is  no  ade'inate  reason,  even  if  the  anppueed  new  matter  had  been  presented 
iu  time,  for  chaoging  tlie  decree. 

3.  In  case  of  motions  to  suspend  Ibe  interior  iitory  decree  for  a  perpetoal  injnuctioit 

each  court  should,  aceordiug  to  the  factH  presented,  decide  whetber,  in  Jiurtice 
to  the  partiex,  the  iuterlocuroi'y  degrre  shonld  be  suspended  until  the  filial  de- 
teniiiuation  of  the  snit  or  take  iuimedinte  eO'i-ct.. 

4.  It  is  not  a  sufticient  reason  for  allowing  a  defeudant  tocontiune  to  infringe  in- 

termediary-, iiitertociitniy,  aud  tinal  (lecree  tliat  the  pat«nt  has  but  a  year  to 
run,  or  tliat  llie  di'fendiiuts  tiave  niade|con  tracts,  knowing  their  ]iabili(]r  to  the 
plaintiff. 

On  petition  for  rehearing  and  motion  to  snsi>en(l  the  injunction. 

Mr.  Qeorge  SardiHg  and  Mr.  John  R.  Bennett  for  the  complainant. 
Messrt.  West  d-  Bond  and  Mr.  S.  iS'.  Boyd  for  the  defendant)!!. 

Treat,  J. : 

On  the  hearing  of  tiiis  cause  ui>on  tbe  ineritts  it  was  decided  that  the 
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plaintiff's  patent  ^ras  ralidaud  tbat  the  defendants  liad  infringed  the 
same. 

A  motion  for  rehearing  is  now  presented  substantially  on  the  ground 
that  the  defendants  have  discovered  since  said  beiiriiig  proofs  of  prior 
use  and  anticipations  of  plaintiff's  patent  invalidating  the  same.  The 
motion  looks  to  setting  aside  the  decree  and  pennittiug  an  amended 
answer  to  be  filed,  in  which  the  newly -discovered  matter  may  be  inter- 
posed. 

To  that  motion  there  are  valid  objections :  Firet,  nnder  the  rules  gov- 
erning snch  cases,  the  time  within  which  such  defenses  can  be  presented 
is  prescribed  by  law.  So  adequate  excnse  is  given  for  the  non-presenta- 
tion of  the  alleged  defenses  within  the  prescribed  time.  Second,  so  far 
as  the  motion  and  accompanying  afDdarits  disclose,  there  is  no  adequate 
reason,  even  if  the  supposed  new  matter  had  been  presented  in  time,  for 
changing  the  deciee. 

The  parties  in  this  case  had  been  at  issue  for  about  two  j^ears,  and, 
after  mutual  indulgence  as  to  the  date  of  hearing,  the  cause  was  finally 
presented  to  the  conrt  Tipon  the  evidence  snbmitteii,  with  elaborate  ar- 
guments of  respective  counsel.  Ample  opjiortuuity  had  been  given  to 
the  parties  and  counsel,  and  now  that  a  decree  has  been  ordered,  if  the 
case  is  to  be  opened,  new  pleadings  introduced,  with  the  necessai'y  de- 
lay as  to  the  taking  of  evidence  thereunder,  the  probability  is  that  the 
patent  will  iu  the  meantime  have  expired. 

Thepatent  in  question  has  only  one  year  to  run,  which,  if  wasted  in 
litigation,  leaves  the  patentee  no  direct  lienefit  ft^m  its  existence,  bnt 
remits  him  only  to  protlts,  damages,  &e.,  recoverable  fromthe  infringers' 

This  court  has  already  passed  ux>ou  the  main  issues  as  made  by  the 
pleadings  and  evidence,  and  there  is  no  snfflcient  givuud  for  the  motion 
to  rehear  or  openthe  case  in  onler  to  let  in  new  pleadings,  &c.  That 
motion  for  ivhearing  is  overruled.  Thei*  is  another  motion  calling  tV)r 
grave  consideration — viz,  to  susiwud  the  injunction  ordered  after  a  full 
hearing,  so  that  the  defendants  may  not  have  their  business  destroyed 
pending  the  account  with  a  view  to  a  final  deci-ee,  from  which  decree 
they  intend  an  apiieal  with  a  superseiieas.  They  now  offer  to  give  i* 
bond  in  any  sum  the  conrt  may  name  if  a  susiiensiou  of  the  injunction 
order  is  granted  until  the  case  has  ripened  into  a  final  decree,  from 
which  an  appeal  can  be  had. 

The  gronnds  of  the  motion  are  substantially  that  before  the  bearing 
and  decree  of  the  court  defendants  had  entei-ed  into  a  large  number  of 
contrac-ts  to  fiirnisb  their  coni-planters  to  ngiicnlturists  in  several 
States,  and  that  there  is  not  adequate  time  for  them  to  reconstruct 
their  machines  so  as  to  avoid  the  infringement  as  fouml  without  disap- 
pointing their  customers  aiul  fiisteiiing  ajton  tliemselves  large  damages 
for  I  ion -fulfillment  of  their  many  conti'actis. 

Tlie  first  inqniry  relates  to  the  iwwer  of  the  court  to  grant  the  mo- 
tion.   It  must  be  remembered  that  after  a  full  hearing  ou  the  merits  it 
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has  been  decided  that  defeiiduDte  are  iolMngers,  and  all  that  remaius 
for  a  floal  decree  is  tbe  asceitaiuineiit  of  the  sani  of  money  to  Trhich 
defeadanta  sball  respond.  Pending  proceedings  for  the  aBcertaininent 
of  that  8um  it  is  asked  that  the  iiijunction  be  suspended,  so  that  the 
defendants  may  conlinae  to  infringe,  upon  giving  bond  to  answer  in 
damages,  &c.,  if  it  be  finally  determined  on  iqipeal  that  they  are  liable. 
The  nnderlying  thought  has  often  occmred  to  this  court  with  ntspeet 
to  both  eqnity  and  admiralty  cases,  and  it  has  sought  in  vain  to  rescue 
litigants  from  the  obvious  mischief  to  ensue  if  its  decisions  should  be 
finally  reversed.  Still,  the  United  States  Sapreme  Conrt  has  held,  and 
still  holds,  that  no  case  can  pass  nnder  its  supervision  nntil  final  judg- 
ment, which  final  judgment,  in  equity  or  admiralty,  is  not  when  the 
main  question  as  to  liability  is  determined,  bnt  when  the  case  is  finally 
closed,  iuctuding  damages,  &c.,  whereby'  the  measure  of  liability  is  also 
ascertained.  Tbe  grounds  of  those  decisions  are  fomiliar  and  of  great 
force.  Cases  should  not  go  to  that  tribunal  in  a  fragmentary  way — 
that  is,  it  should  not  be  required  to  pass  upon  the  interlocutory  decrees 
or  judgments  of  the  lower  courts  and  then  have  subsequently  to  at^a- 
dicate  in  the  same  ca^es  supplementary  questions. 

Such  being  the  rule  as  to  api)eals,  what  remedy  has  a  defendant  in- 
teriiiediate  the  iuterlocutor>'  and  final  decree!  He  may  be  positive  in 
his  conclusions  that  the  court  below  has  committed  a  grave  error,  which 
tbe  appellate  tribunal  will  correct,  yet  great  or  irreparable  damage  will 
ensue  if  in  the  intermediate  time  the  judgmeut  of  the  court  is  not 
stayed — not  intermediate  the  final  decree  and  the  decision  of  the  Su- 
preme Court,  against  which  a  superse<leas  can  be  had,  but  intermediate 
the  interlocutory  and  final  decree  of  the  lower  court 

On  the  other  haud,  it  is  urgeil,  as  lu  this  case,  that  a  coturt  of  compe- 
tent jaris«1iction  having  decideil  that  an  iuMngement  exists,  it  should 
not  tolerate  tbe  continuance  of  anch  an  infinngement  to  tbe  destruction^ 
it  may  be,  of  plaiutifTs  rights,  because  the  defendant,  perchance,  may 
at  a  proper  time  take  »n  a^tpeal. 

It  is  to  be  presumed  that  encli  conrt  has  ftiU  confidence  in  its  own 
judgment,  yet  is  solicitous  for  a  full  review,  and  will  give  the  amplest 
opiHirtunities  therefor;  but  there  is  »u  intermediate  stage  of  the  litiga- 
tion to  be  cousidered. 

If  the  trial  court  has,  on  mature  consideration,  given  its  judgment,  shall 
it  forego  it  because  at  some  indefinite  time  thereafter  an  apiieal  may  be 
taken  1  Suppose  it  suspeads  its  judgmeut  and  no  appeal  is  taken,  who 
shall  remedy  the  mischief  thus  protliicedf  The  plaintiff  ought  not  to 
be  left  unprotectetl,  in  wliosc  favor  a  decisiou  has  been  bad ;  and,  on  the 
other  haud,  the  deifendaut  ought  not  to  be  deprived  of  bis  right  to  an 
api^eal.  The  law  clearly  provides  for  all  cases  except  that  under  con- 
sideration— viz,  the  intermediate  stage  between  the  decree  for  a  per. 
lietual  injunction  and  the  acvoantiug  necessary'  for  a  final  decree,  tcom. 
Vhich  alone  an  ap|)eal  can  be  hail. 
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The  attentioii  of  tbe  coart  in  called  to  the  following  cases,  in  some  of 
which  strong  dicta  are  given  and  in  others  positive  decisious  made:  Bar- 
nard V.  Gibson,  7  How.,  668;  Doraeg  Haneater  Company  v.  Marsh,  6 
Fisher,  lOl ;  Bliss  v.  City  of  Brooklyn,  4  ib.,  S97 ;  Morris  v.  Lovjtil  Man- 
ufacturinff  Company,  3  ib.,  31;  8ai\dtrE  r.  Logan,  3  ib.,  170;  Kirhy,  &c., 
V.  mito,  1  Fed.  Bep.,  604;  Potter  v.  Matk,  3  Fisher,  386;  Whitney  v. 
Jlfowry,  3  ib.,  175. 

These  are  noted  among  the  many  cases  cited  because  they  sufficiently 
estftblish  the  mie  by  which  the  lower  court  should  be  governed,  and^ 
so  fitf  as  seen,  no  well-considered  case  is  in  conflict  therewith.  The 
distinction  between  the  doctrines  governing  a  motion  for  preliminary 
injnnction  and  the  snspension  of  an  interlocut^iry  decree  for  a  perpetnal 
ii^nnction,  after  full  hearing  on  ttie  merits,  must  be  carefully  observed. 
The  force  of  these  anthorides  is,  as  right  reason  exacts,  that  each  court 
should,  according  to  the  facts  presented,  decide  whetber,  in  jnatice  to 
the  pftrtiea,  the  iuterlocntory  decree  should  be  suspended  until  the  flual 
determination  of  the  soit  or  take  immediate  effect 

If  SDch  be  tbe  true  mle,  what  is  its  rightfhl  application  in  this  caset 
This  suit  has  been  pending  for  two  years  or  more,  eilch  party  contldent 
that  the  decision  would  be  in  his  favor.  In  the  meantime  each  has  pro- 
ceeded accordingly.  The  plaintiff  bad  not  for  many  years  pushed  bis 
invention  or  put  its  products  on  tbe  market.  Occasionally,  and  to  a 
limited  extent,  he  has  mauufoctured  aud  sold  his  rotary  seed-droppers, 
but  relied  mostly  on  his  oscillatory  machine.  In  the  meantime  the 
defendants  and  those  with  whom  they  are  associated  bad  pnt  upon 
the  market  their  machines  and  built  up  a  Jarge  trade.  It  is  unneces- 
sary now  to  discnss  tbe  relative  merits  of  tbe  respective  machines. 

One  fact,  howerer,  has  not  escaped  the  attention  of  the  court,  viz, 
that  the  plaindfF  seemingly  attached  very  little  value  to  his  patent  until 
tbe  defendants  and  their  associates  introduced  and  popularized  plaintjff^s 
patent.  Stilt  the  plaintiff's  rights  exist  and  most  be  protected.  Tlie 
defendants  knew  the  pendency  of  this  suit  and  that  it  was  ripe  for  bear- 
ing ;  tliat  it  could  be  set  down  for  hearing  at  the  instance  of  either  party 
befoi-e  the  -defendants  made  any  of  the  contracts  named  in  their  affi- 
davits. They  are  venders  of  tbe  infringing  machines,  and  pending  this 
suit,  and  while  it  was  ready  for  final  hearing,  they  entered  into  contracts  to 
furnish  the  some,  tbe  non-fulflllment  of  which  will  subject  them  to  serious 
damage.  Does  that  foct  present  any  just  ground  for  permitting  them 
to  continne  infringement  t  Were  not  those  contracts  in  their  own 
writing!  Tbe  plaintiff  submits  affidavits  to  tbe  eifect  that  he  is  pre- 
pared to  supply  the  trade  to  some,  if  not  to  the  fbll,  extent  of  the  de- 
mand. This  is  not  a  case  where  tbe  patentee  relies  upon  the  sale  of 
licenses  or  a  royalty,  but  where  he  maintains  bis  monopoly  both  as  manu- 
fitcturer  and  vender.  The  patent  has  about  a  year  to  mn.  All  that  he 
can  derive  therefrom  must  come  to  him  through  his  monoply  within  that 
time.    Hence  the  importance  to  liim  of  having  the  interlocntory  decree 
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take  immediate  effect.  Some  courts  in  special  cases  seem  to  place  stress 
ou  the  fact  that  the  life  of  a  patent  is  about  to  expii-e  when  asked  to 
suspend  the  oi>ei-atiou  of  au  inteiiocatory  decree,  their  judgments,  it 
is  to  be  supposed,  restiug  upon  the  thought  that  the  injury  to  the  plaintiff 
mast  be  slight  tor  wliich  full  conii>ensatiou  can  be  given;  \rhile,  on  the 
other  hand,  the  defendant  may  be  largely  damaged  if  he  is  not  i>er- 
mitted  to  contiuue  his  infringement  for  the  brief  interval  prior  to  the 
terminatioii  of  the  i>atent.  Can  such  cousidei-ations  affect  questions  of 
rightl  Will  a  court  permit  a  wrong  to  contiuue  because  the  continu- 
ance of  the  wrong,  if  not  stopped,  will  soon  come  to  an  end  I  The  fact 
that  a  phi.inti&''s  monopoly  in  about  to  expire  makes  it  the  more  impor- 
tant that  he  should  enjoy  it  unmolested  during  its  brief  continuance. 

There  are  some  aspects  of  this  case  which  incline  the  court,  if  it  could 
be  done  within  legal  rules,  to  grant  the  motion  made  by  the  defendants ; 
but  having  determined  on  full  hearing  what  are  the  respective  rights 
of  the  parties,  it  discovers  nothing  in  the  affidavits  to  justify  any  saspen- 
sion  of  the  injunction  ordered.  An  additional  suggestion  should  be  made. 
If  the  defendants  give  bonds  and  pursue  their  infi-ingemeuts  pending 
the  account  to  be  taken  before  the  master,  when  wilt  that  accotmti&g 
be  closed  so  that  a  final  decree  can  be  entered  t  As  the  decree  now 
stands,  with  aperpetual  injunction,  the  accountrelat«a  to  prior  damages, 
&c,whatshaUbedoDewith  respect  to  theeontiuually-recarring  damages 
if  the  injunction  is  suspended  f  If  the  master  reports  as  to  the  past, 
dating  from  the  interlocutory  decree,  what  deoree  shall  be  finally  entered 
as  to  damages  accruing  subsequently  theretof  When  is  a  final  decree 
to  be  entered  so  that  an  appeal  can  be  had,  and  what  shall  that  decree 
includel  Must  thei-e  be  a  new  ucconnting  ordered  as  to  the  continuing 
iufriugementt  This  court  must  make  a  final  deci'ee  at  some  time,  and 
if  it  permits  the  infringement  to  continue  on  bond  given,  when  will  it 
finally  dispose  of  the  casef  So  long  as,  under  its  pennission,  the  infringe- 
ment continues,  constantly-recurruig  damages  are  saffe]^toaccumnlate. 

These  suggestions  are  made  to  indicate  the  legal  and  practical  diffi- 
culties involved  in  the  question,  and  to  show  that  under  the  rule 
heretofore  state<l  the  court  should  look  carefully  to  all  the  foots  and 
circumstnnces  involved  before  gmnting  a  motion  to  su8{>end  its  inter- 
locutory decr^  roganling  the  difference  between  royalties,  licenses, 
and  patent  monopolies. 

The  views  of  this  court  witli  res))ect  to  i)i'eliininary  injunctions  have 
been  repeatedly  announced,  and  in  one  ctise  as  to  an  interlocutor}"  de- 
cree. In  the  latter  case  tlie  thought  was  tliat  after  an  interlocntoiy 
decree  as  to  a  product  the  infringer  should  not  be  i>erhiittod  to  put  on 
the  market  au  inferior  product  to  the  detriment  of  the  plaintiff,  where- 
by not  only  a  competition  should  occur  in  the  market,  but  the  inferior 
product  disparage  the  tiiie  jirodnct  That  ease  can  have  no  adequate 
reference  to  this,  for  it  may  be  that  the  defendants'  machines  are,  as  to 
practical  utility,  sni)crior  to  tliose  manufactni-ed  by  the  plaintiff,  still 
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the  patentee  is  entitled  to  what  tlie  law  grants,  and  if  any  diffloalties 
occur,  as  suggested,  they  are  fo  be  corrected  by  legislation  ami  not  by 
judicial  decision. 

The  decision  of  the  court  theretore  is  that  the  motion  for  rehearing  is 
overruled,  and  the  motion  to  8U8i>eud  tbe  interloentory  decree  for  n  i>er- 
petual  injunction  is  also  overruled. 


DiMrictofXewTotk.l 

Blake  et  al.  t.  The  McNab  &  Harlan  JIahufaoturino  Com- 
pany ET  AL.    Sa31e  r.  Eaton  bt  al. 

Decided  Febr«ars  15,  liMI.  - 
19  O.  G.,  1319. 

1.  Reiwuea  Letters  Patent  No.  97^,  grnntetl  to  WllIiBin  S.  CaiT,  Jnne  12,  li^60,  forim- 

provenientg  in  nater-closets,  are  not  aiiticipnted  by  EngDali  Letters  Patent  No. 
e,971  of  1841. 

2.  A  claim  for  a  conibinAtion  mn.v  be  valid,  althongb  the  particular  el«meute  or  Bob- 

'  combinationa  embraced  id  it  may  be  separately  old. 

3.  Wltere  In  the  patent  and  in  defendniit'a  mnchine  there  in  the  same  operation  of  the 

same  parts  acting  in  combination  with  each  other  aud  attaining  the  fttuae  t«- 
giilts,  a  change  by  the  defendant  of  the  position  of  uiie  element  ia  formal  and 
not  snbstantial. 

Mr.  C.  F.  Bltile  for  the  plaiutiifs. 
Mr.  8.  8.  Boyd  for  tlie  defendants. 

Blatchford,  J. ! 

Tliis  suit,  as  presented,  involves  two  patents.  One  is  a  reisane,  No. 
97S,  granted  to  William  S.  Carr,  as  inventor,  Jnne  12, 1800,  for  imjirove- 
ments  in  water-closets,  the  ori^nal  patent  having  been  granted  to  him 
Aupist  5,  IS-IO,  and  the  reissue  having  been  extended  for  seven  years 
from  Augnst  5, 1S70.  Infringement  of  the  tbinl  claim  only  of  the  re, 
issue  is  alleged.    The  8i>ecificatio»  of  the  reissue  saya : 

The  iintnroof  my  aniil  invention  consists  in  a  iwciilinr  constrnctioD  of  cook,  which   ' 
ino]>eued  by  the  motion  of  the  xoat  of  tliA  waior-closet  and  allunsbnt  little  water  to 
mil  into  the  pan  of  the  clutct  until  the  ireight  is  removed  from  the  scat,  ivheu  the 
(■ofk,  ((nflnally  closing  of  ilwlf,  nllowM  the  water  to  rnn  for  a  limited  and  rcgnt.ited 
time  niiltlcient  to  wash  ont  the  basin. 

Tlie  third  claim  of  the  reissue  is  as  follows : 

In  u  valve  for  n'atcr-irlflsi'tn,  ft  cnp-leather  tiir  controlling  the  motion  of  naid  valve 
ill  closing  jcradnnlly,  substantially  as  spfcified,  said  enii-lcuther  moving  freely  In  one 
ilirection  iiiid  closing  against  the  coiitaiuing-cy Under  in  the  other  iliiticHon,  and  the 
Ii'iikni;!C  of  water  iuHaid  cylinder  alluwing  the  movement  of  Knid  cylinder,  as  set  forth. 

Tlie  invention  enibo«Uei1  in  this  claim  is,  in  fact,  a  combination  of  a 

viilvc  for  a  water-closet  with  a  \ariable  chamber  and  with  a  cup-leather 

in  such  manner  that  the  vitlve  is  caused  to  close  slowly  because  the  oi>er- 

13  c  P  *- 
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ation  of  the  cnp-teatber  as  a  tight  packing  prevents  the  passage  of  water 
and  is  allowed  to  open  rapidly  because  the  operation  of  the  cap-leather 
as  a  valve  permits  the  passage  of  water.  The  cop-leather  thas  acts  in 
one  direction  as  a  valve  and  in  the  opposite  direction  as  a  packing.  The 
variable  chamber  or  cavity  or  cyUiider  has  iu  it  a  piston  with  a  cap- 
leather  on  it  centrally,  and  is  provided  with  a  sniaU  apertnre,  which  per- 
mits the  gradual  escape  of  water  &om  it.  When  the  cavity  is  filled 
wiUi  water  the  valve  is  held  on  its  seat  by  a  spiral  spring.  When  the 
valve-stem  is  depressed  the  valve  is  opened  rapidly,  beomse  the  cnp- 
leatlier  then  acts  as  a  ralve  and  permits  the  water  to  pass  fi-eely  out- 
side ot  it.  When  the  force  which  depressed  the  valve-stem  is  removed 
the  spring  acts  to  dint  the  valve,  bnt  shuts  it  slowly,  becanse  the  cup- 
leather  acts  as  a  tight  packing,  being  forced  by  the  pressure  of  the 
water  ontward  against  the  wall  of  the  cavity.  Therefore  the  water  can 
esoa^  only  slowly  from  the  cavity  through  the  said  small  aperture,  and 
the  Valve  caanot  move  ft^ter  to  shat  than  it  is  allowed  to  move  by  the 
escape  of  the  water  through  said  small  aperture.  The  defendants'  water- 
closet  has  a  contrivance  the  mode  of  operating  of  which  is  sabstantially 
the  same  as  tba':  of  Carr's.  It  has  a  variaMe  chamber,  a  cap-leather 
which  acts  in  one  direction  as  a  packing  and  in  the  opposite  direction 
as  a  valve,  and  it  has  a  small  aperture  in  the  variable  chamber  which 
permits  a  small  flow  of  water  therefiwm  while  the  valve  is  closing.  The 
cup-leather  controls  the  motion  of  the  valve  in  closing  gradually,  it 
moves  freely  iu  one  direction  and  closes  against  the  wall  of  the  contain- 
ing clunnb^  in  the  other  direction,  and  the  leakage  of  water  in  said 
chamber  allows  the  movement  of  the  cup-leather.  There  is  cleaiiy  an 
infiriugement  of  Ae  tdiird  claim,  unless  the  particular  arrangmnent  of 
the  aperture  through  which  the  water  escapes  from  the  variable  cham- 
ber is  an  element  of  that  claim.  In  the  specifloation  of  Carr's  reissne 
it  is  said  that  leakage  at  the  washer  through  which  the  stem  of  the  sup- 
ply-cock passes  will  in  some  cases  be  adequate  to  make  the  dosing  of 
the  valve  sufficiently  gradual;  but  that  he  proposes  to  use  a  screw 
entered  through  the  cap  of  the  chamber  with  a  head  next  said  washer 
uhI  part  of  oue  aide  of  the  screw  filed  away  so  as  to  ai^ast  the  amount 
of  leakage.  In  the  defendants'  apparatus  there  is  a  small  bole  in  the  side 
of  the  chamber,  near  the  endthereof,  where  the  plunger  enters,  connect- 
ing by  a  small  inclosed  channel  with  the  portion  of  the  chamber  be- 
yond the  cap-leather.  The  plunger  and  stem  in  the  defendants'  appa- 
ratus are  no  moro  than  the  stem  in  Can's.  The  differences  in  the  esoaiie- 
channels  are  formal  and  not  substantiaL 

The  defendants  contend  that  the  cup-leather  of  Carr  does  not  control 
the  motion  of  the  valve  in  closing  gradually,  and  that  it  simply  acta  as 
a  packing  during  the  closing  of  tJia  valve  to  entirely  prevent  any  dos* 
ing  by  preventing  the  water  Irom  passing  from  above.  But  the  lan- 
guage of  the  claim,  in  connection  with  the  descriptive  part  of  the  spec- 
ification, is  that  the  action  of  the  cup-leather  as  a  packing  and  its  gVad- 
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ual  movement  permitted  by  the  slov  escape  o£  the  water  from  above 
it  control  the  movemeut  of  the  valve  iii  closing  gradaally. 

On  t^e  question  of  novelty  or  as  aS&iHog  the  coustructiou  of  the  said 
third  claim  the  defendants  adduce  EugUsh  Letters  Patent  No.  8,971, 
granted  to  Oeorge  Hnlme  for  improvements  in  water-closets,  the  speci- 
fication of  which  bears  date  iN'ovember  27, 1811;  but  no  nituess  for  the 
defendants  testifies  to  the  esiatence  in  Hulme's  of  what  is  fonnd  in  the 
third  claim  of  Cair's.  There  is  no  cup  leather  iu  Hulme's.  Hnlmo'B 
device  is  one  I'oi-  keeping  a  valve  oi>en  for  any  required  length  of  time 
for  the  supply  of  water  to  the  basin  of  the  water-closet.  He  has  a  bucket 
with  a  central  puppet-valve.  Iu  place  of  that  the  defendants  used  a 
«np-leatfaer. 

The  defbnduita  take  the  position  that  a.  central  valve  alone  was  old; 
that  a  cup-leather  alone  was  old;  that  a  pupiH-t-valve  in  combinatirai 
with  a  cnp-leather  was  old;  that  Holme  had  a  bucket  or  plunger  with 
a  central  pnppet-valve  and  a  means  of  regulating  tlie  eiscape  of  the 
water  from  above  the  plunger;  that  such  means  of  escape  in  the  defend- 
ants' apparatus  is  the  same  as  iu  Hulme's,  and  that,  iu  view  of  these 
considerations,  the  third  claim  of  the  Carr  reissue  mast  be  Umited  to  the 
special  mode  of  escape  shown  by  Can-'s.  But  although  the  defendants 
use  Hulme's  mode  of  esc^e,  they  do  not  use  his  plunger  with  its  puppet- 
valve,  but  use  instead  a  cnp-teather,  and  thus  use  Can's  combination. 
It  is  very  clear  that  the  cuii-leather  does  not  have  the  same  mode  of 
operation  as  the  pnppet-valve,  and  that  the  i>oiuts  of  advantage  in  it 
must  be  just  the  reasons  why  the  defendants  use  it  and  do  not  use  the 
pui^at-valve  arrangement  of  Hnlme  in  connection  with  Hulme's  mode 
of  esofl^.  ^or  does  it  avail  to  show  the  piior  existence  iu  Kirkwood's 
of  a  node  of  regulating  the  8U])ply  of  watei'  by  au'  arrangement  for  the 
gradud  escape  of  the  water  from  abtove  the  plunger  so  long  as  the 
arnMgement  set  forth  in  the  thinl  claim  of  the  reissue  is  not  found  in 
Kirl;  wood's. 

The  other  patent  sued  on  is  Xo.  21,754,  granted  to  Frederick  H. 
Bartholomew,  October  12, 1858,  for  au  improved  water-closet,  and  ex- 
tende<l  for  seven  yeai-s  from  October  12,  1872.  The  first  claim  of  that 
patent  is  alleged  to  have  been  infnnged.    It  is  as  follows: 

The  nse  of  n  drJivboiL  or  Icak-clifuubei'  nrranKCil  nbovc  tlie  closet  nud  below  kud 
aronnil  the  supply- covk,  aiiliitantUlly  ns  ilowiibed. 

The  specification  nays  that — 

Tlip  nature  of  tlie  invnution  consists  in  proviiUiifr  fi,r  warer-clowjts  a  cisteru  or  drip 
or  lenk-cbauibcT  arrangeil  iiiwii  thf  tup  or  over  tlie  tniiik  of  a  closet,  iiiid  plnciiiK  a 
Hiipply-voek  witbin  or  abovu  snid  ili'i|>-lio\  or  cieteni,  im>  that  uuy  waste  or  drii>  or 
le.ik  from  the  coek  sLall  be  coudiicltil  into  Tlir  tiiiiik,  so  na  to  iuenre  the  keeoiiiic  of 
tl.e  floor  .Iry.  '     * 

The  drill-box  is  describe<l  and  shown  as  aiTsmged  uiK»n  the  top  plate 
of  the  closet  by  being  cast  uikiii  the  top  plate  and  as  having  the  eupply- 
i;ock  witlihi  it,  and  it  is  set  forth  that  auy  leakage  abcwt  the  cock  will 
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di-0])  into  tlip  closet.  Tlie  leakage  A-om  tbe  joints  of  the  supply-cock 
iiiii-st  fall  into  the  ilnit-boii,  aiitl  thence  into  the  ti'iink  and  the  soil-pipe^ 
and  not  fall  on  the  ttoor.  The  defendants'  apparatus  has  a  tmnk  and 
a  supply-cock  iind  a  drip-bux  airangetl  below  and  around  the  supply- 
cock;  l)ut  the  drti>-box  is  cast  uiran  the  aide  of  the  tnink  near  its  top 
and  not  npon  its  top.  The  drip  goes  into  the  drip-box  and  thence  into 
the  tmnk  and  the  soiI-pii>e.  The  qnestion  is  whether  tlie  chauj^e  of  the 
|>osltion  of  the  drip-box  is  formal  or  anbstaiitial. 

It  is  contended  for  the  defendants  that  it  was  not  new  to  hare  a  drip- 
box  or  to  have  a  piiw  for  conveying  away  drippings  in  machinery  from 
a  drip-box,  arrangeil  in  connection  witli  a  cock  or  a  valve,  or  to  have  n 
drip-cup  applied  to  the  vnlve  of  a  water-closet,  the  leakage  from  the 
valve  falling  into  a  saucer  and  thence  finding  its  way  throngh  a  hole 
into  the  inside  of  the  trunk  ;  that  a  valve  on  the  floor  at  the  foot  of  the 
trunk  was  old,  and  so  was  a  valve  attached  to  the  trunk  and  lielow  its 
top  and  a-x«lvc  above  the  top;  that  it  was  old  to  have  in  connection 
with  a  valve  a  drip-pan  conducting  the  drip  into  the  soil-pipe  at  the 
foot  of  the  tmnk,  and  also  to  have  a  valve  on  top  of  the  tniuk,  and  a 
provision,  by  means  of  a  hollow  arm,  for  condncting  the  drip  into  the 
tnink ;  and  that,  in  view  of  all  this,  the  first  claim  of  the  Bartholomew 
patent  cannot  Ik-  held  to  cover  the  defendant's  drip-cup  arrangement. 
But  the  e^ideni'c  of  the  phiintiffs'  e3i»ert  as  to  two  water-closet  drip 
arrangements,  n'si»ecting  which  the  defendants  introtluced  testimony, 
Diimely,  that  of  Kirknp  and  the  Scotch  closet  of  Nicoll  and  Harrison, 
shows  that  they  were  not  like  cither  Gait's  or  the  defendants'.  In  the 
Timier  and  !Maddeu  ari-angements  the  devices  were  on  the  floor  ami 
the  drip  ran  into  the  soil-irfiw  below  the  trnnk.  No  arrangement  is 
shown  before  Bartholomew's,  in  the  same  place  as  his,  with  reference 
to  the  other  i>arts  of  the  closet,  and  to  the  work  it  bjis  to  do,  and  to  tbe 
Miin»ly-cock,  and  to  the  drip  it  catches,  and  doing  the  same  work  and 
matching  the  same  drip  as  his  does  and  as  the  det'endauts'  does.  There 
is  nothing  in  the  state  of  the  art  Avhich  reqnin's  such  a  construction  to 
be  jrivcn  to  the  wnnls  "  alwxc  the  (-toat^t"  as  will  not  nmke  the  defend- 
ants' drip-box  substantially  al>o\e  the  cilosct,  although  not  east  on  the 
i-o\fr  but  on  the  side  near  the  toi>.  There  is  the  same  oi>ei'ati6n  of  the 
Niuii'  part.s  acting  in  combination  with  each  other  and  attaining  tlie 
s:iine  i'<-snlt.  Tliis  is  the  testimony  of  the  ]>laintifl^'  exiici-t,  and  it  is 
not  contradicted.  It  must  theretbre  be  lield  that  the  <lefendaut8  have 
infrinfriHl  the  first  claim  of  No.  lil,734. 

In  a  suit  iK-ioix:  .Judgt-  lIcKcunau  the  vabdity  of  the  two  claims 
above  considennl  was  sustaineil,  but  in  deciding  tlio  ease  no  writtcii 
opinion  Avas  gi^'cn.  In  a  suit  in  ^lis.soiu'i  against  Boisseter  and  Knp- 
fi-rh-,  involving  the  said  claims  and  u  closet  like  that  of  the  defendants 
in  these  cases,  the  bill  was  dismissed,  bnt  on  what  gi-ounds  docs  not 
iipjK-ar  from  tlie  drcisioii  of  the  court.  In  regard  to  any  BH])post.sl 
ettecl  of  the  decive  in  tliar  suit  as  a  liar  in  favor  of  the  defendants  in 
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these  auitH,  it  is  snfficient  to  Sfty  that  uo  procemlings  in  that  suit  are  set 
up  in  the  answers  in  these  saits. 

There  iimst  1>e  decrees  for  the  plaiutifb  as  to  the  above  claims  and 
for  an  accoant  of  profits  nnd  an  ascertainment  of  damages,  with  costs. 


(Siiprcme  Conrt  of  the  Cniltd  Ktiles. 

Sharp  r.  The  Dover  Stampino  Company. 

Htcided  March  21, 18tjl. 
19  0.  G.,19e3. 

1,  The  iDTeiition  (lescrilieil  iu  tli«  {Miteut  granted  to  H.  Y.  Lnzeor,  Jttly  14,  1668,  for 
Ati  iuiprovei]  ftpiianiliis  fur  broiliug  bteak  by  ^as,  aud  claimed  in  the  Hrst  kud 
tliird  claiitiH  of  the  pnteut,  is  not  niitioiiiated  bv  Pnteuts  N'o.  (iG,9ll,  )[rniited  to 
D.  C.  Teller,  July  16,  1^67,  ftud  Ko.  2i?,r81,  jtitiiited  to  Willlaui  F.  SUaw,  Juno 
-19,  1860. 

3.  A  billing  appar&tnB  wlitroiii  the  flame  is  caused  to  enter  receptacles  in  the  bottom 
nf  a  cyliodrical  vcxsel  throiij^h  tiro  ei|iinl  u])euiii){n  niiil  iu  t\ra  ei|iia!  sliccts,  ho 
that  both  sides  of  u  ste»k  may  lie  couknl  equally  and  at  the  itnnie  ttiue,  is  not 
nnticipBted  by  a  broiler  wherein  the  dame  Ih  cniised  to  euter  the  liottom  of  the 
vessel  in  the  fovin  of  n  hollow  cyliuili-r,  cooking  the  edge  of  the  ateak  more 
niiiidly  than  Ihi'  other  porliuux. 

Appeal  from  the  circuit  court  of  the  United  States  for  tlie  district  of 
Massachusetts. 

Mr.  A.  r.  Briesen  for  tlie  apiiellnut. 
Mr.  J,  L.  S.  Bohertu  for  the  apjiellee. 

Mr.  Justice  Woods  delivered  the  o]iini»n  of  the  court: 
On  July  14, 1808,  a  patent  was  granted  to  one  H,  Y.  Lnzear  for  an 
imprMVcd  apparutns  tor  bruiliug:  steak  by  gaa.  This  patent  was  trans- 
fcrrwl  by  the  assignment  of  the  patentee  to  one  W,  Thillips,  who.  by 
Another  assignment,  transferred  it  to  Sliarp,  The  couiplaiiiuiit.  Tlie  in- 
vention was  reiiresented  and  de-scribed  :is  nn  upright  cylinder  or  closed 
casing  of  sheet  metal  with  a  lid  for  closing  the  top  and  with  an  o\mi. 
iMttom.  The  diameter  of  the  open  Iwttoniwas  ti-avex-sed  bya  V-shaped 
horizontal  trough,  dividing  it  into  two  equal  0i>ciuiig8,  through  which 
till'  rtauie  of  a  gasNtove,  over  whieli  the  upitaratus  was  placed,  might 
eiitei'in  two  equal  sheets.  Thuttougli  was  tilled  with  [daster  of  Pnris  or 
other  gooil  non-conductor  of  heat,  and  uiion  this  non-conductor  the  drip- 
piiig-lHin  was  placed  for  receiving  the  juiocK  of  the  meat.  The  steak 
was  chisiH-d  in  a  wire  broiler,  which  was  placed  in  the  cylinder  or  .closed 
cai^iing  in  avej-tical  piwition,  with  its  lower  end  resting  iu  the  dripxiing- 
IKiii,  tiie  two  flat  sides  of  the  meat  l>eing  equally  exposed  to  the  two 
sheetn  of  Hame  which  eiiteix'd  the  lower  end  of  the  cylinder  iu  the  man- 
Iter  stated.  The  object  was  to  priMliiee  an  ap|>ni'iitu8  in  which  both 
.-^itlOM  of  the  meat  nnght  be  cottked  equally  and  at  the  same  time,  and  iu 


230  DECISIONS  OF  U.  8.  COUETS  IN  PATENT  CASES. 

which  the  drippiugs  from  the  meat  might  be  canght  in  a  pan,  \rliere  it 
TToald  be  protected  from  the  iojarions  eflieets  of  the  heat  The  latter 
object  was  attainecl  by  the  non-oondnctor  filling,  upon  whicli  the  drip- 
pao  rested,  and  whieli  filled  the  V-shaped  trough.  The  trough  served 
to  contain  the  filling  and  support  the  pan  and  to  divide  tiie  flame  into 
two  equal  sheets,  which  ascended  along  the  sides  of  the  steak. 

The  first  and  third  claims  of  the  patent  were  thus  stated : 

1.  The  V-Bbaped  trough  E  and  the  filling  E',  hj  Trhich  the  flame  is  divided,  aiid 
the  grease  protected  from  bnmlng,  and  amoke  thenliy  prevented,  BQlurtautially  aa 
described,  in  combination  with  a  gas  steak-broiler. 

3.  An  apparatus  for  broiling  iteak  b,y  gaa,  whereby  the  ateak  is  broiled  or  cooked 
simiUtanfoualy  on  both  sidea  or  where  the  sides  are  equally  expoaed  to  the  flame  aud 
heal,  Hubstanlialty  as  shown  and  described. 

On  May  3, 18TC,  the  bill  in  this  case  was  filed.  The  complainaat 
claimed  to  be  the  sole  owner  of  the  patent  issued  to  Lazear,  and  charged 
that  the  defendant,  the  Dover  Stamping  Company,  had  unlawfully  and 
wrongfully  made,  used,  aud  sold,  aud  was  making,  using,  aud  selllDg 
large  quantities  of  gas-heaters  such  as  were  described  and  claimed  in 
said  lettere  patent,  in  violation  of  the  exclusive  privilege  of  the  com- 
plainant aud  in  iuftiugement  of  his  letters  patent. 

The  bill  prayed  that  the  defendant  might  be  compelled  to  account 
for  and  pay  over  all  gains  and  profits  derived  from -the  infringemeut  of 
the  patent  and  for  a  {lerpetual  ii\juoctioD  restraining  it  from  making^ 
using,  or  vending  gas-heaters  embodying  the  inyention  described  in  the 
letters  patent  claimed  by  complainant. 

Upon  final  hearing  in  the  circuit  court  the  bill  was  dismissed.  The 
complainant  thereupon  brought  the  case  here  by  appeal. 

It  is  conceded  by  the  defendant  that  the  gas-heaters  manufactured 
by  it  embody  the  invention  claimed  in  letters  patent  issued  to  Lanear. 
The  defense  relied  on  is  that  Lazear  "  was  not  the  original  aud  first  in- 
ventor of  the  whole  or  any  substantial  or  material  part  of  the  things 
set  forth  and  claimed  as  new  in  liis  said  letters  patent,  but  that  prior  to 
said  alleged  invention  thereof  the  same  had  been  described  aud  set 
forth  in  the  foHowhig  specified  letters  patent  of  the  United  States,  and 
known  to  and  used  by  the  several  psteutees  therein  named,  at  the 
places  of  their  resi)ective  residences — that  is  to  say :  Xo.  28,781,  dated 
June  19, 1860,  aud  granted  to  William  F.  Shaw,  of  Boston,  Maseacha- 
setts ;  No.  33,018,  dated  Mareh  24, 1863,  and  grauted  to  James  M.  Dick, 
of  Eufialo,  New  York ;  and  So.  66,911,  dated  July  10, 1807,  and  granted 
to  D.  O.  Teller,  of  Terre  Haute,  Indiana." 

Dick's  patent  was  not  intit)duced  in  evidence,  but  Shaw's  and  Tel- 
ler's were. 

The  a])pai-atus  described  in  the  Teller  patent  was  a  cylitidrical  vessel 
having  a  central  opening  in  the  bottom  aud  an  aimnlar  opening  around 
the  central  opening,  and  a  series  of  vertical  wires  or  rods  inserted  in 
the  annular  bottom  tliat  intervened  between  the  two  openings.  An  in- 
verted conical  defiector  was  suspended  in  the  central  siHice  from  above. 
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The  elaim  of  Teller's  patent  was  thus  stated : 

Tlie  Tertical  positdou  in  nliiob  the  Bte»k8  are  placed  over  the  fire  and  tliB  arrsjige- 
TDent  of  the  vertical  rodH  £  E,  ftll  sabstantially  iiiclosad  with  the  c»p  C,  as  specified 
for  the  pmpoBeB  in  tlie  specifioatioDs. 

It  is  clear  that  tliis  coiitrivauce  did  not  anticipate  the  iuveution  of 
Lazear.  It  liad  no  V-shaped  trough  filled  witb  a  noD-conducting  eub- 
staiice,  nor  the  dripping  paii  referred  to  and  claimed  in  complainaot^s 
letters  patent,  nor  auythiug  reBembling  it.  It  was  not  adapt«d  to  be 
iiBed  with  a  removable  wire  broiler,  and  did  not  evenly  distribate  the 
flame  along  the  two  sides  of  the  steak.  In  short',  it  did  not  in  any 
manner  embody  or  anticipate  the  first  and  third  claims  of  complain- 
ant's patent. 

The  Shaw  patent  shows  an  apparatus  for  broiling  or  roasting  by  gas. 
Its  character  is  thos  generally  dcNcribed  by  the  inventor  in  his  specifi- 
cation: 

The  n»tiiie  of  my  invention  consiats  in  the  amngemunt  of  the  Bteok-holder,  the  heat- 
ing-chambers, and  the  bomer  or  bnniers.  Also  in  the  arrangement  of  two  deflectors 
in  the  beating-cbaniber,  and  with  irspect  to  the  bumer  or  bnmen  and  the  steak- 
bolder,  when  arranged  aa  specified. 

It  eoDsiatdd  of  a  heating  or  broiling  chamber  vhose  front  vertical 
side  could  be  removed,  and  was  constructed  as  a  thin  hollow  box 
attached  to  a  drip-pan  or  gravy-receiver.  Against  and  alongside  the 
inner  foce  of  th«  said  cover  and  within  the  heating-chamber  a  steak- 
holder  was  placed  composed  of  two  wire  frames  hinged  or  connected 
together  at  or  near  one  edge  of  each,  and  fnmiBbed  with  bandies. 

When  a  steak  or  other  food  was  to  be  cooked  in  the  apparatus  it  was 
placed  in  the  steak-holder.  In  the  bottom  of  the  cooking-chamber 
there  was  a  long  opening,  under  which  the  gas-burners  were  placed. 
Over  this  opening  vas  arranged  an  inclined  defiecting-plate,  which  ex- 
tended across  the  heating-chamber  ftom  end  to  end. 

In  the  upper  part  of  the  heating-chamber  and  over  the  deflecting- 
plate  above  mentioned  was  arranged  another  defiecting-plate.  By 
means  of  thin  deflectors  and  the  arrangement  of  the  steak-bolder,  the 
broiler-chamber,  and  the  burners  the  inventor  claimed  to  be  able  to 
obtain  a  more  equal  distribution  of  the  beat  within  the  heatiag-cham- 
ber,  with  less  liability  of  burning  the  steak,  and  a  better  chance  of  col- 
lecting tbe  gravy  than  when  the  steak-holder  was  placed  horizontally 
over  the  burners. 

The  claims  of  the  inventor  were  thus  stated : 

I  claim  the  arrangement  of  the  Bteak-holder,  the  bioiling-chamber,  and  tbe  burner 
or  bnmeTs. 

AIh>  tbe  arrangement  of  tbe  two  deflectors  within  the  heating-chamber,  and  with 
respect  to  the  bnmer  or  burners  and  the  steak-holder,  when  arranged  as  specified. 

Also,  tbe  combination  of  the  closed  air  chamber  oi  space  in  the  cover  with  the  steak- 
holder  and  heating-chamber,  arranged  ait  specified. 

Also,  tbe  combination  of  Ihe  vertical  side  or  cover  with  tbe  steak-bolder  and  drip- 
pan,  said  side  or  cover'  having  a  closed  air  chamber  or  space,  aa  specified  and  shown 
in  drawings. 

It  requires  no  discussion  to  show  that  this  is  not  an  anticipation  of 
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the  Lazear  patent.  The  Shaw  patent  does  oot  deBcribe  or  claim  what 
'  is  shown  and  claimed  iu  the  first  aad  third  claims  of  the  Lazear  patent. 
It  has  DO  V-shaped  tiongh  Ailed  with  plaster  of  paris  or  other  oon- 
condactor  of  heat,  by  which  the  flame  is  divided  and  the  grease  pro- 
tected ftom  bnming.  It  is  not  an  apparatns  for  dividing  the  flame  so 
that  the  sides  of  the  steak  may  be  equally  exposed  thereto  and  the 
steak  thns  broiled  simultaneously  and  equally  on  both  sides.  On  the 
contrary,  the  flame  is  not  divided  at  all,  and  whatever  flame  reaches 
the  side  of  the  steak  next  to  the  removable  vertical  cover  does  so  by 
impinging  against  the  upper  deflector  and  then  passing  over  the  top  of 
the  steak-holder  xud  descending  between  the  steak  and  the  removable 
vertical  cover.  The  evidence  makes  it  clear  that  this  contrivance  is 
not  capable  of  broiling  a  steak  equally  and  simnltaneonsly  on  both 
sides,  the  lower  deflector  causing  the  lower  part  of  the  steak  to  remain 
raw  while  the  upper  part  is  bunied  and  the  side  next  the  renio^iible 
vertical  cover  is  left  raw.  We  can  find  nothing  in  this  invention 
which  anticipates  the  claims  of  the  Lazear  x>atent. 

To  sustain  the  averment  in  the  answer  of  want  of  novelty  in  the  appa- 
ratus described  in  the  Lazear  patent  the  defendant  has  introduced  an 
apparatus,  called  "Shaw's  cooker,"  which  he  alleges  was  designed  and 
manufactured  and  sold  by  Shaw  as  early  as  1856.  This  consisted  of  an 
ui>right  cylindrical  heating-chamber  with  a  round  hole  in  the  bottom. 
Under  this  hole  the  gas-burucrB  were  placed.  To  direct  the  flames  the 
hole  was  partially  fl1Ie<l  by  a  cone  shaped  disk,  which,  filling  the  central 
portions  of  the  hole,  left  an  annular  open  si>ace  next  its  outer  edge, 
through  which  the  flames  could  cuter  the  heating-chamber.  The  flames 
tlierefore  entered  the  heating-chamber  in  tlic  form  of  a  cylinder.  The 
steak  or  other  meat  to  be  cooked  was  suapende<l  fi'oui  hooks  fastened  to 
the  cover  of  the  cookitig-chamber.  The  coue-shat>ed  dir*k,  which  par- 
tially occupied  the  oi>euing  in  tlie  bottom  of  the  cooking-chamber,  wtis 
lilled  with  plaster-of-paris  und  hard-coal  ashes.  The  drip-pan  was 
placed  over  the  <liBk  on  legs  or  snpiiorts,  which  allowed  a  passage  of 
air  nnder  the  drip-pan.    The  meats  were  susi>eiided  over  the  {lan. 

This  apparatus  was  not  contrived  to  accomplish  the  ends  which  La- 
zear's  patent  had  in  view,  nor  was  it  an  equivalent  of  Lazear'a  ap)>a- 
ratns.  Insteml  of  dividing  the  volume  of  flame  into  two  slieetH,  by 
wlitcli  a  Hteak  could  be  broiled  simidtaui-ously  on  both  sides,  both  sides 
being  o^inally  exjKiscd  to  the. flame  and  heat,  it  admitted  the  flames  to 
the  cooking-chamber  iu  tlie  form  of  a  liollow  cyUnder.  The  steak 
therefore,  suspended  fntm  the  topoftbecooking-cliam])cr,  would  not  be 
equally  exposed  to  the  flame  and  heat.  The  edge  of  the  steak  would  be 
cooked  more  rapidly  than  tlie  other  portions. 

It  is  evident,  and  the  testimony  sustains  thiM  view,  that  Shaw's  con- 
trivance was  a  gas  <-ooking-Htove  for  cooking  foo<t  of  various  kinds, 
l)articularly  joints  of  meats  and  fowls.  It  was  not  si)ccially  intended 
or  adajitcd  for  cooking  steaks  in  the  way  in  which  that  pi-ocess  was 
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aceomitlished  by  Lazear's  apparatus.  Nor  vae  the  drippiug-paii  cau- 
trived  to  secure  the  eiiila  for  wbiuli  the  Lazear  patent  was  deBigiied- 
The  drippJDg-pan  being  elevated  on  legs  or  supports  above  the  disk, 
left  a  space  untlemeatb,  which  the  flames  wouhl  fill,  and  thus  allow  the 
jnifies  of  the  meats  to  be  burned,  a,  result  irhich  was  averted  by  the 
Luzear  patent.  That  left  no  sjiace  between  the  drip-pan  and  the  V- 
shaped  trough  filled  with  plaster-ofparis  or  other  non-conductor  of  heat. 
The  fact  that  its  bottom  reste<l  ui>on  the  plaster-of-paris  protected  Che 
juices  of  the  meat  from  the  action  of  the  flames. 

Upon  a  consideratiou  of  all  the  evidence,  we  are  satisfied  that  the  in- 
vention of  Lazear  was  new  and  original  and  had  not  been  anticipated 
by  the  patents  of  Teller  or  Shaw,  or  the  gas-stove  made  by  Shaw  in  185C. 

The  invention,  it  is  admitted,  has  been  infringed  by  the  defendant. 
The  evidence  places  its  utility  beyond  question.  Being  novel  and  use- 
ful and  protected  by  the  letters  patent  issued  to  Lazear,  the  defendant 
ahould  account  to  the  complainant  for  the  gains  aud  profits  derived  by 
it  from  the  infringement  of  the  Lazear  patent. 

As  the  circuit  court  dismissed  the  bill,  its  decree  must  be  reversed 
and  the  cause  remanded  for  further  proceedings  in  conformity  witli  this 
opinion. 


[Unlled  SttXtt  Citcutt  Coun— Wvateru  Dtilrlcl  of  I'ennij'IviiDia.l 

Strobeidgk  r.  Limdsav,  Stbbeit  &  Co. 

Itecifli'd  ilartli  3^,  IbSl. 

J3  0.  G.,19b5. 

1.  A  (wteot  csunot  lie  tlrfeateil  liy  dividiuK  (be  pnteuled  iievice  ioto  two  parts  n-bicli, 

wbFO  tonibiu«il,  [iroilut'e  the  enmu  rcdiilt  iu  Biilmtautinll}'  the  snDie  wa.v. 
9.  Thu  prior  exiNtuncu  of  a  comliiunlinu  of  three  diBtuict  uad  iudisiieuxahle  elcitii'iita 
will  lint  di*fen1  n  patent  foru  iiewconibiiintiotiof  two  of  aaid  elenieiitH,  wLeruby 
the  third  (.'lenient  is  dispensed  with. 

[This  case  was  decided  on  final  hearing  at  May  term,  ISSO  (18  O.  G., 
C2),  anil  an  injunction  was  serictl  on  the  defendants,  restraiuiug  tbem 
from  selling  a  snnkeu-hopiH'r  cufi'ee-inill  having  the  hopper  and  grind- 
iug-sliell  cast'in  a  single  jiiece.  Subseijueutly  the  defendants  began  to 
sell  a  mill  in  all  respects  like  the  enjoiue«l  mill,  except  that  the  hopper 
and  grinding- shell  were  cast  in  separate  pieces  and  then  riveted  to- 
gctbt-r.  A  rule  for  attachment  was  Uikeu  on  the  defendants,  and  they 
justifie<l  on  the  ground  that  the  new  mill  was  not  within  the  terms  of 
the  (.'hiin>,  and  that  it  was  nothing  more  than  the  French  mill  cast  in 
metal.  The  French  mill  was  a  prior  mill,  with  a  wooden  hopper  glued 
to  the  liox-top.] 

Mcmirt.  Jlakeirell  ifc  Kerr  for  tlie  comjtlaiuant. 

Mr.  }i.  F.  Thvrstott  anil  Mr.  George  H.  Chrintg  for  the  ilefendauts. 
ACIIKRON,  J.; 

In  this  case  the  court,  upon  final  hearing,  held  that  the  coffee-mill 
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complained  of,  manabctiired  by  IjaDdors,  Frary  &  Clark  aad  sold  by 
the  defendants,  infMnged  the  first  datin  ot  the  plaintiff's  reissued  pat- 
ent, \iz : 

A  coffee  or  aiinllM-  mill  haviDg  a  deUchabla  hopper  and  f^ndlng-shoU  fonnei]  in  » 
■ioKle  piece  and  Mupeoded  irithin  tUe  box  b;  the  upper  pirt  of  the  hopp^  or  a  flaiigu 
thereon,  iubetaDtially  as  and  tot  tlie  pnrpoae  epecifled. 

Accordingly,  on  May  31, 1880,  a  viit  of  i^jnnction  was  issued  against 
the  defendants  and  duly  served  apon  them.  The  case  is  now  before  tiie 
court  on  a  rule  grant«d  upon  the  defendants  to  sliow  cause  why  an  at 
tachment  should  not  issue  against  them  for  violating  the  injunction. 

From  the  affidavits  now  submitted  it  appears  that  after  the  opinion 
of  the  court  was  filed  the  defendants  returned  to  Landers,  Frary  & 
Clark  all  the  coffee-mills  they  had  on  hand  of  the  pattern  complained  of^ 
and  afterward  received  in  exchange  from  the  manufacturers  other  coffee- 
mills,  constructed  like  the  exhibit  now  produced  and  deaiguated  the 
"Lloyd  coffee-mill."  These  latter  mills  the  defendants  have  sold  and 
are  now  selling. 

The  plaintiff  complains  that  these  mills  embody  his  invention  equally 
with  those  formerly  sold  by  the  defendants.  This  is  denied  by  the  de- 
fendants, who  allege  that  the  Lloyd  coffee-miU  differs  eesentiaUy  from 
t^ose  mills  in  that  it  does  not  have  a  detachable  hopper  and  grinding- 
shell  formed  in  a  single  piece,  but,  on  the  contrary',  that  the  hopper  and 
grinding-shell  thereof  are  separate  constmctione. 

It  is  certainly  true  tliat  iu  the  Lloyd  coffee-mill  the  hopper  and  grind- 
ing-shell are  cast  separately,  but  they  are  mechanically  attached  to- 
gether before  they  are  suspended  within  the  box.  This  onion  is  thqp 
effected:  The  hopper  is  provided  with  two  wire  pins,  cast  in  it,  one  on 
each  side  of  the  lower  opening,  and  the  lover  end  of  the  hopper  has  an 
annular  shoulder  around  it,  against  which  the  grinding-shell  is  placed. 
The  grinding-shell  has  a  lug  on  each  side  corresponding  in  location  with 
the  pios  of  the  hopper,  with  holes  for  their  reception.  The  hopper  and 
grinding-shell  are  securely  and  firmly  nnited  by  inserting  the  annular 
flange  of  the  latter  into  the  lower  end  of  the  hopper  and  the  j>tns  of  the 
hopper  into  the  holes  iu  the  lugs  of  the  grinding-shell,  and  then  bend- 
ing the  pins  sidewise. 

Why,  since  the  injunction  was  granted,  have  Landers,  Frary  &  Clark 
made  the  above-described  chauge  in  their  coffee-millsf  It  cannot  be 
shown,  and,  indeed  it  is  not  pretended,  that  the  diange  is  an  improve- 
ment to  the  mill,  or  that  thereby  the  cost  of  manufacture  is  lessened,  or 
any  other  advautage  is  gained  or  useful  purpose  subserved.  Manifestly 
the  sole  object  is  to  produce  a  mill  of  which  it  can  be  affirmed  that  the 
hopper  and  griudiug-shell  are  not  cast  integral  or  formed  in  a  single 
piece  literally.  But  "  the  letter  killeth  " ;  and  if  the  justice  of  the  case 
is  not  to  be  sacrificed,  regard  must  be  had  to  the  spirit  rather  than  the 
phraseology  of  Strobridge's  first  claim.  Truly  the  plaintiff's  succesa 
was  a  barren  victory,  if  by  such  an  alteration  as  the  one  here  adopted 
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the  injoiictioD  of  this  coart  can  be  evaded.  But  the  ex])edient  mast  foil 
of  its  purpose.  The  chaiif^  is  but  colorable.  Although  cast  iu  two 
pieces,  yet,  when  put  together  for  use,  the  hopper  and  grindiag-sbell 
are  substantially  and  for  all  practieal  pnrposee  "  foimed  iu  a  single 
piece." 

If  anthority  is  needed  for  the  proposition  that  a  patent  cannot  be  de- 
feated by  dividing  the  patented  device  into  two  parts  which,  when  com- 
bined, prodace  the  sane  resnlt  in  substantially  the  same  way,  it  will  be 
found  in  Wke«ler  v.  Clipper  Mower  and  Reaper  Company  (6  Ksher,  2). 

The  affidavits  on  the  part  of  the  defendants  filed  in  answer  to  tJiiS' 
rule  80  often  refer  to  the  French  mill  that  I  have  again  given  it  the  best 
and  most  careful  examination  and  study  of  vhich  I  am  capable.  The 
result  is  that  I  am  not  only  confirmed  iu  the  opiniou  that  that  mill  did 
Dot  anticipat«  Strobridge's  invention,  bnt  I  am  satisfied  that  it  is  not 
die  prototype  of  the  Lloyd  coffee-mill.  The  following  clearand,  I  think, 
exact  statement  in  respect  to  the  French  mill  occurs  in  the  affidavit  of 
Mr.  Beese,  the  plaintiff's  expert  witness.    He  says: 

In  tbe  French  mill  tbe  griocling-sbell  is  Dot  nnited  or  &stened  in  any  waj  to  tli» 
hopper,  but,  on  the  contmry,  it  is  ft  loose  and  detached  pteee,  which  ii  held  in  Its  place 
and  felatjon  to  the  hopper  by  a  metallic  strap  or  step  bent  to  the  shape  of  and  extend- 
ing aoTMa  and  below  the  said  shell,  and  futened  to  the  bottom  of  the  hopper  at  the 
Hdes  of  the  grindiug'ghell  by  wood-BcreiTg.  In  the  sides  of  the  loose  griudlng-shel  I 
are  grooves  or  scores,  and  the  step  passing  through  these  grooves  keeps  the  shell  from 
tnming  with  tbe  grinding-nnt.  The  8tep  is  provided  with  a  central  bole  t>r  socket, 
in  which  tlie  lower  end  of  the  grinding-ehafl  is  placed.  Tbe  |(rinding-alwA  is  snp- 
yarted  bj  the  «iver  above  and  supports  the  grindiug-shell,  uid  hence  tbe  purpose  of 
tbe  st«p  is  not  to  snppart  it,  but  to  take  the  ciToalar  and  lateral  thnut  or  strain  off 
fte  grind!  ng-shell. 

There  exists,  then,  in  the  French  mill  a  combination  of  three  distinct 
Mid  indispensable  pieces,  viz,  the  hopper,  the  griuding-shell,  and  the 
metallic  strap  or  step.  The  latter  is  an  essential  element  of  tbe  combi- 
■ation.  Eemove  it  and  there  remain  a  suspended  hopper  and  grinding- 
shell,  but  the  mill  is  inoperative.  Sow,  Strobridge  dispensed  with  tbe 
metallic  strap  or  step,  and  for  the  first  time  in  the  history  of  tlie  art 
produced  an  operative  coffee-mill  having  a  detachable  hopper  and  grind- 
ing-shell  foq^ed  in  a  single  piece,  and  suspended  within  the  box  by  the 
upper  part  of  tbe  hopper  or  a  flange  thereon. 

In  my  judgment  the  Lloyd  coffee-mill  infringes  the  first  claim  of  the 
plaintiff's  patent  equally  with  the  mill  previously  mannfactnred  by 
Landers,  Frary  &  Clark  and  sold  by  the  defendants. 

I  am,  however,  satisfied  from  the  affidavits  of  the  defendants  that 
hitherto  they  have  act«d  in  good  faith  to  the  court  and  are  not  iu  wUlful 
contempt.  Therefore  the  present  rule  for  an  attachment  will  not  be 
esforoed.  The  rule  is  discharged  for  the  reason  just  assigned,  bat  it  i» 
wdered  that  the  defendants  pay  the  costs  of  the  rale  and  proceedings 
tlieieon. 


b,GoO(^lc 
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l(7Dit*d  State*  Circuit  Coort—SoDtlieni  tiunlcl  or  b'sw  York.  I 

McOlobkev  r.  Du  Bois  et  al. 

Dtciitei  April  3e,  1B81. 

19  O.  G.,  1286. 

1.  Ill  eitimatiug  the  novelty  of  a  pateutrd  device  the  courts  will  take  jndicial  notico 

of  commou  bDowledge  and  nse. 

2.  It  is  the  duty  of  the  patentee,  niider  Revised  Statutes,  seetiou  4S^a,  to  point  out  in 

his  specification  the  improremeiit  which  he  claims  to  be  his  inveution,  aud  the 
patent  must  be  taken  m  it  reads  in  the  light  of  common  tuoivledge  until  it  la 
shown  to  cover  more  by  those  who  claim  it  does  cover  more. 

3.  There  being  nothing  in  the  evidence  or  caae  on  the  record  to  show  njiereiu  the  die- 

drawn  trap  is  different  from  and  better  than  the  old  aud  well-known  structure, 
except  that  the  old  is  cast  or  molded  and  the  new  is  drawn  through  a  die, 
whereby  their  ontward  appearance  is  dilTereut,  the  old  nud  new  traps  held  to 
be  alike  in  the  souse  of  the  patent  law. 

Mr.  James  A.  Whitney  for  the  plaintiff. 

Mr.  Peter  Van  Antwerp  aod  Mr.  Rodney  MagoH  for  the  defendant. 

Wheeler,  J. : 

Tbia  case  rests  upon  Letters  Patent  No,  220,767,  issned  to  the  orator, 
and  pun>orting  to  be  for  an  improvemeut  in  soft-inetal  trap.  Several 
questions  arise  upon  the  defenses  iiinde,  iiiid  among  them  one  upon  the 
pateut  itself  as  to  whether  it  covers  auy  pateiitalile  invention  or  any 
inveution  at  all. 

The  S])ecification  states  that — 

Tlio  objeet  of  this  invention  is  to  provide  what  nre  commonly  ternied''plumber»', 
tra)>s''  (which  are  ordinarily  niitde  of  lead)  of  a  qunlity  superior  to  those  maile  before 
the  date  of  my  invention  anil  at  much  leie  expense. 

Tlie  said  invention  croiuprises,  as  a  new  article  of  manufacture,  a  die^lrawn  eeam- 
less  soft-metal  trap,  the  snine  being  the  trap  tesultiug  from  the  pmctice  of  the  means 
iiud  methods  herein  spi^ilied  as  embraced  in  my  iuveufiou— the  practice  of  tiie  pro- 
cess of  causing  soft  metal  to  issue  with  viable  velocitlPS  or  iu  variable  i|nantities  at 
oppoeite  sides  of  an  nnniilnr  die. 

Tlien  ivhat  the  flgiires  accompanying  are,  one  being  a  sectional,  and 
another  a  side,  view  of  the  trajts,  and  the  rest  views  of  apparattia  to 
make  tbem,  mid  then  that — 

My  siiid  intention  may  bo  lunnnfiictiii'ed  by  any  wiilable  jirocesa,  means,  or  appa- 
nttuM  whereby  soft  metal  may  be  caused  to  pasn  in  vaiiable  iinnutities  or  at  variable 
velocities  through  or  from  an  ainiular  die. 

And  tiieii  descriltcB  the  appanitiis  coiistitntiiig  one  menus  bj'  which 
the  traji  may  Iw  i>ro(luced  and  the  mode  of  production,  stating  farther 
that  "tlie  vails  of  the  trap  thns  t(>nned  will  be  of  uuifonu  thickness  at 
the  inner  and  outer  sides  of  the  bends  or  curves,"  and  that  it  issues 
from  the  die  "iii  the  form  of  a  pipe  of  greater  or  less  cnl-^'ature  and 
with  solid  or  KeiutdSMs  walls,  the  outer  tmrfaees  of  which  are  more  or 
less  markefl  with  longitudinal  striations  from  end  to  end  of  the  trap, 
whieli  latter  is  thns  distinguished  fmni  othi'V  tmi>8  by  its  iK«ciiliar  ap- 
I>earauce.'' 
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The  claim  is  for — 

n  article  of  raaniifactiire,  •atwtan- 

TUere  is  nothiug  furtber  in  tbe  patent  sliowiug  Tcbat  trapa  of  tliia  sort 
were  iu  use  or  kuown  before,  or  any  other  advaotages  of  this  trap ; 
iieitliei'  is  there  anything  in  the  evidence  or  case  on  the  I'econl  showiu^ 
anything  wherein  a  die  di-awn  ti-ap  is  any  different  irom  or  better  than 
other  trapa.  These  traps  are  simply  bends  of  water-pipes  downward 
and  then  npwanl  far  enough  to  liohl  sufiBcient  water  in  the  bends  to  fill 
the  bore  of  thepii>e8  at  the  lowest  point  and  prevent  tbe  passage  of  air 
or  gas.  It  is  a  part  of  common  knowledge  that  such  traps  were  made 
prior  to  this  patent  or  invention,  of  lead,  and  perhaps  of  other  soft  metal, 
by  molding  or  casting.  Traps  so  made  were  iu  very  common  use  in  the 
drainage  of  bouses  in  cities.  This  common  knowledge  and  use,  courts 
take  judicial  notice  of  in  cases  of  this  kind,  Brownv.  Piper,9l  U.  S., 
37;  Tei-hime  v.  Fhillipt,  99  U.  S.,  592;  Quirih  v.  Ardito,  17  Blatcbf., 
400.  It  was  tbe  duty  of  the  orator  to  point  ont  in  his  specification 
tbe  improvement  which  he  claimed  to  be  his  invention.  Kev.  Stats., 
sec.  4888.  He  hatl  the  right  to  assume,  the  same  as  others  bad,  that 
notice  would  be  taken  of  this  common  knowledge,  but  be  was  hound  to 
show  what  there  was  beyond  that  which  he  claimed  to  be  bis.  With 
this  burden  upon  him  he  cannot  Justly  claim  that  tbA-e  are  differences 
or  Mlvantages  in  favor  of  bis  invention  which  should  be  presumed  to 
exist  beyond  what  he  has  specified.  The  patent  must  be  taken  as  it 
reads,  in  the  light  of  common  knowledge,  until  it  is  sho\ni  to  cover 
more  by  those  who  claim  it  does  cover  more. 

Looking  at  the  old  and  well-known  structure  and  the  patent  at  the 
isame  time,  and  there  is  notlung  different  between  the  old  and  tbe  «ew, 
except  that  the  old  is  cast  or  molded  aud  the  new  is  drawn  through  a 
die.  They  are  to  lie  maile  of  the  same  material  and  are  to  ox>erat«  tbr 
the  'Same  purpose  iu  precisely  the  same  way.  The  new  are  said  to  be 
of  uniform  thickness  about  the  bends,  but  so  ai-e  the  old.  The  new  ai-e 
Haid  to  be  seamless,  but  tbe  old  are  solid  at  the  juncture  of  tbe  moMs. 
The  new  are  said  to  be  murked  with  "  longitudinal  striations,"  but  these 
have  iiothbig  whatever  to  do  with  the  quality  or  operation  of  the  trajt. 
They  are  mei-ely  the  inevitable  marks  of  the  die.  Thej-  are  said  to  dis- 
tiuguisb  in  appearance  the  new  from  the  old,  hnt  that  would  only  be 
tire  subject  of  a  design  patent,  if  of  any.  The  only  difference  there  can 
be  ill  reality  is  that  one  is  cast  and  the  other  is  drawn.  If  there  is  any 
substantial  difference  between  lead  or  other  suitable  soft  metal  when 
cast  and  when  wrought  or  drawn  w^ll  I'liougb  kuowu  to  be  the  subject  of 
judicial  notice  the  court  should  doubtless  regard  that  difference.  Tliere 
is  a  well-known  difference  between  cast-iron  and  wrougbt-irou,  but  this  is 
not  l)ecau8e  casting  makes  the  dift'erence.  Only  iron  of  the  (umlity  of 
cast-iron  can  be  cast.  It  is  not  so,  nor  is  not  commonly  kuowu  to  be  so, 
of  lead  or  other  suitable  .soft  metals.    They  may  be  eitlier  molded  or 


2d8  DECISIONS  OF  U.   8.  COURTS  IN' PATENT  CASES. 

irronght  or  drawn  of  the  same  qnality,  and  are  apparently  of  the  same 
qoality  when  done. 

These  old  and  new  traps  are  therefore  alike  in  the  sense  of  the  pat- 
ent law.  The;  are  of  the  same  material  aad  accomplish  the  same  result 
in  the  same  way.  The  sole  diiference  is  that  in  appearance  between  the 
bark -like  anrliBce  of  one  and  the  striated  surface  of  the  other.  There  is 
nothing  between  the  two  to  be  invented,  and  the  pat«nt  covers  no  in- 
vention. Wood  Paper  Patent,  23  Wall.,  502.  However  meritorions 
an  invention  of  the  means  for  making  a  drawn  trap  might  be,  this  pat- 
ent, which,  while  it  describes  means,  is  for  the  prodnct  only,  has  nothing 
to  rest  npoD. 

The  bill  is  dismissed,  with  costs. 


[UoiMd  StatM  Cirooit  Coart—  Diatilct  of  Sew  Jerwy.  j 

MoKat,  Tbustbe,  &c.,  r.  Dibebt. 

Dtcided  Janvaiij  11,  1861. 
19  O.  O.,  13S1. 

I.  The  conrta  have  no  absolute  control  over  the  head  of  the  Patent  Office  in  the  ezer- 
oise  of  his  diaoietiou  whetlier  a  given  inventioQ  or  improvement  shall  be  em- 
braced in  one,  two,  or  more  letters  patent. 

3.  Separate  patents  for  the  machine,  aad  the  process,  and  the  product  are  allowable. 

3.  If  an  inventor,  after  obtaiiiiug  his  hrst  patent  for  the  machine,  waits  for  more  than 

two  years  before  applying  for  the  process  and  pniiluct  patents,  there  may  inter- 
vene snch  disolosnre  and  pnblic  nse  that  the  Paleot  Office  will  be  compelled, 
under  the  provleioas  of  the  snppieinent  of  1839,  to  reject  the  sahseqnent  appli- 
cations; but  where  no  such  time  has  elapsed  it  is  competeut  for  the  patenter, 
within  the  two  years,  to  take  ont  his  process  tuid  product  patents,  and  Ihns  to 
gnard  himself  ugaiust  the  duuger  Hud  loss  thnt  might  arise  from  others  aeing 
the  pioccM  to  accooiplish  other  results  or  securing  the  product  by  the  agency  of 
other  means  of  instmmentalitiea. 

4.  While  the  product  patent  continnes  in  existence  the  mannfactnre  of  the  prodnct 

by  any  instnunentality  is  prohibited ;  oiid  it  vs  no  ainswer  to  the  obH:ge  of  in- 
fringement to  say  that  the  machine  patent  has  expired  and  that  the  particnlar 
luechauism  employed  is  public  property. 

5.  If  the  machiue  in  its  ordinary  and  natural  opemtiou  cnu  only  be  used  to  mannfact- 

nre  tht^  patented  prodnct  the  public  must  abstain  ttota  its  nse  until  the  tiuie 
comes  when  it  may  be  used  withont  infringing  the  rights  of  others. 

Mr,  James  J.  Storrow,  Mr.  Elias  Merjcin,  Mr,  James  J.  Meyers,  and 
Mr.  Wiltiam  L.  Dayton  for  the  complainant. 

Mr,  George  Harding  and  Mr.  Jamea  Baekanan  for  the  defendant. 
FixoN,  J. : 

Xliis  is  a  motion  for  a  preliuiiuarj'  injudction.  It  seems  that  the  com- 
plainant, as  trustee  of  the  McKay  Sening  Machine  Company,  has  beea 
in  the  extensive  and  iindisputetl  nse  of  three  several  patents  for  many 
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years  past,  and  that  during  all  this  time  there  has  been  a  pabUc  acqni- 
esoence  in  the  roouopo)}'.  Under  these  circumstances  a  provisional  iu- 
junction  should  be  granted,  nutess  some  tActs  apt>ear  which  take  the 
case  out  of  the  ordinary  mle.  The  dbfeudant  claims  that  such  focts 
exist. 

The  first  of  complainant's  patents,  numbered  20,775,  was  issued  to  Ly- 
man B.  Blake,  his  assignor,  on  the  6tb  of  July,  1858,  for  improvement 
in  sewing-machines.  This  was  a  machine  x>at«Dt,  and  it  claimed  the 
InTentioD  of  an  improved  machine  for  sewing  the  sole  on  a  boot  or  shoe. 
After  It  was  issued,  to  wit,  on  the  23th  of  June,  1859,  the  same  inventor 
applied  for  another  letters  patent  claiming  (1)  the  process  of  uniting  the 
soles  and  vamps  of  boots  or  shoes  by  the  use  of  the  said  machine,  and 
{2)  the  boots  or  shoes,  as  a  new  article  of  maunfactare,  made  under  the 
■Said  process.  Being  advised  by  the  Commissioner  of  Patents  that  he  ' 
most  erase  or  withdraw  one  of  these  claims,  as  he  could  not  combiue  in 
tiie  same  application  claims  both  for  the  process  and  the  product,  he 
withdrew  the  specifioationa  and  claim  for  a  new  article  of  mannfiict* 
ore,  and  afterward  put  iu  a  separate  application  for  the  same.  On 
the  14th  of  August,  1860,  two  separate  patents  were  granted  to  him— 
one,  numbered  29,561,  for  a  new  and  useful  improvement  in  the  con- 
struction of  boots  and  shoes,  and  the  other,  numbered  29,562,  for  a  new 
and  useful  improvement  in  boots  and  shoes — the  first  being  for  the 
process  by  which  the  machine  constructed  the  shoe,  and  the  second 
for  the  product  or  result  of  the  process.  Before  the  expiration  of  the 
first  grants  these  patents  were  severally  extended  by  the  Commissioner, 
according  to  the  provisions  of  the  act  of  July  8, 1870  (sees.  ^^4  and 
4927,  Bev,  Stats.),  the  machine  patent  being  extended,  June  32, 1872, 
for  seven  years  from  July  6, 1873,  and  the  process  and  product  patents 
on  the  13th  of  August,  1874,  for  seven  years  from  the  14tb  dny  of  the 
same  month  and  year.  The  original  extended  Letters  Patent  So.  29,561 
having  been  surrendered  to  the  Commissioner,  the  same  were  reissued 
to  the  complainant  on  amended  specification  and  claims  on  the  13th  of 
January,  1880,  and  were  numbered  Beissue  0,043  for  the  residue  of  the 
extended  term. 

The  bill  of  complaint  charges  that  the  defendant,  on  or  almut  the  15th 
of  March,  1S80,  procured  two  machines  for  sewing  the  soles  of  boots  and 
shoes  to  their  vamps  or  upi)ers,  accoiiling  to  the  process  patented  to 
said  Blake  by  the  i>atent  of  August  14,  1860,  reissued  as  Jfo.  9,043, 
which  iiiiicliines  were  constructed  according  to  and  embodied  all  the 
inventions  desciibed  in  tlie  letters  patent  aforesaid,  and  were  desiguetl 
and  adapted  in  their  oitliiiary  and  natiu-al  oi>et'utiou,  when  used  in  the 
niauu&cture  of  shoes,  to  i)roduce  the  shoe  i>Htente<l  to  Blake  by  the 
Patent  Xo.  39,503 ;  and  fbr  some  time  past  has,  without  the  license  and 
uguiuat  the  consent  of  tlie  complainant,  useil  the  said  machines  and 
manufactured  and  sold  large  quantities  of  the  improved  shoe  made  ac- 
conliug  to  the  iirocess  psittuted  to  Blake  as  aforesaid.    The  defendant 
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seeks  to  jastify  such  mannfRctare  and  sale  upou  the  ^ronnd  tbat  the 
exteu(le(l>term  of  the  machiue  patent  having  expired,  he,  in  comtuoti 
with  all  the  worhl,  has  the  right  to  use  machines  embodying  the  aaid 
mechanism,  and  if  by  sach  lawful  nse  of  common  property  heinMiiges 
the  process  and  product  i>atent»  of  the  complaiitant^  tliese  patents 
are  necessarily  void. 

We  have  thns  presented  for  consideration  an  interesting  and  novel 
qnestiou.  All  embarrassnieut  wonld  have  been  avoided  if  the  officers 
of  the  Patent  Office  had  required  tlie  inventor,  when  he  applied  for  the 
process,  and  protlact  patent,  to  surrender  his  original  patent  for  the 
mechaiiisw,  and  bad  then  miulc  three  several  reissues  for  the  machiue, 
the  process,  and  the  product,  all  bearing  the  same  date  and  expiring  at 
the  same  time.  Sneh  course  was  imrsued  in  the  case  of  The  Eubber 
Company  v.  Goodyear  (9  Wall.,  788},  where  the  inventor  first  patented 
the  process  and  afterward  surrendered  the  letters  patent  and  took  his 
i-eissue  in  two  several  patents — one  for  the  product  and  the  other  for 
the  process  of  the  product — but  such  a  step  was  not  required  in  the 
present  case,  and  it  is  a  fair  inference,  from  what  was  decided  in  Bennett 
V.  Foirler  (  8  Wall.,  445),  that  the  courts  have  no  absolute  control  over 
the  bead  of  the  Patent  Office  in  the  exercise  of  his  discretion  whether 
a  given  invention  or  improvement  siiall  be  embraee<l  in  one,  two, or  more 
letters  patent. 

Taking  the  case,  then ,  as  we  fl  nd  it,  the  naked  qnestion  presented  is,  if 
an  inventor  emliody  in  a  machineanewmecbanismtoaccomplishadesired 
and  expressed  pnrijose,  does  the  patent  law  authorize  him  to  procure  (1> 
a  piitent  for  the  machine,  (2)  a  patent  for  the  process  by  which  the  re- 
sult was  achieved,  and  (3)  a  patent  for  the  prodnct  of  the  process  as  a 
new  article  of  inanofacture ;  and  if  such  patents  expire  at  difl'erent  times 
has  the  conrt  the  power  to  decree  that  the  younger  patents  in  the  series 
shall  die  when  the  older  ones  run  out!  Or,  to  state  the  preposition 
more  succinctly,  is  there  authority  in  the  law  to  continue  to  an  inventor 
the  mouottoly  in  the  product  of  a  machine  after  the  niacbiiie  itself  has 
become  public  pre[)erty  by  falliufif  into  the  domain  of  public  nse  {  In 
deteiminiug  such  a  question  reference  must  be  had,  of  course,  to  the  law 
as  it  stooil  when  the  several  patents  were  issued.  These  were  the  acts 
of  July  4,  ISaa,  and  Mareb  3,  1S3',>,  which  were  substantially  the  same 
as  the  present  statutes  in  regard  to  patentable  subjects.  By  the  sixth 
Kcotion  of  the  first  recited  act  the  Counuissiouer  of  Patents  was  author- 
ized to  grant  letters  patent  to  any  person  who  bail  discovered  or  in- 
A'l'uted  "  any  new  and  useful  art,  machine,  maiuifiicture,  or  composition 
of  matter,  or  any  new  and  useful  improvement  in  any  art,  machine, 
itianulacture,  or  composition  of  matter,  not  known  or  used  by  othera 
before  his  or  their  discovery  or  invention  thereof,  and  not  at  the  lime 
of  bis  api>Ucation  for  a  patent  in  public  use  or  on  sale  with  his  consent 
or  Hilowauce  as  the  inventor  or  diseo\erer."  By  the  seventh  section  of 
the  latter  act  such  ])nblic  nse  or  sale  shall  not  avoid  tlie  patent  unless 
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the  Bauie  has  continned  for  t^o  years  prior  to  tlie  application  for  the 
|Hit«nt.  It  is  here  we  find  t!ie  SGOt>e  and  exteut  as  well  aa  the  litnitaUou 
of  the  power  of  the  Commissioner  of  Pnteats  in  regard  to  granting  or 
withholding  letters  patent.  If  the  inventor,  after  obtaining  his  flrst 
patent  for  the  machine,  had  waited  for  more  than  two  years  before  ap- 
plying lor  the  process  and  product  patents,  there  may  have  been  such 
disclosnre  and  public  use  of  the  invention  that  the  limitation  would 
have  applied,  and  the  Patent  Office  been  compelled,  under  the  provisions 
of  the  supplement  of  1839,  to  have  rejected  the  Bnbsequent  applications  5 
but  no  snch  time  elapsed,  and  I  am  of  the  opinion  that  it  was  comiteteot 
for  the  patentee  witliiu  the  two  years  to  take  out  his  process  and  pro- 
dnct  patents,  and  thus  to  guard  himself  against  the  danger  and  loss  tiiat 
might  ai-ise  from  others  using  the  process  to  accomplish  other  results  or 
securing  the  product  by  the  agency  of  other  means  and  instrumentalities. 
Two  reasons  were  forcibly  presented  by  the  learned  counsel  for  the 
defendant  why  the  act  should  not  have  the  above  interpretation.  (1.) 
Because  it  was  asking  the  court  by  judicial  coustructiou  to  extend  the 
monopoly  and  life  of  a  [tatent  for  two  years  beyond  the  time  prescribed 
by  the  law.  (2.)  Because  the  machine  patent  having  expii'ed  and  be- 
lougiug  to  the  public,  it  was  a  contradiction  in  terms  to  hold  that  its 
use  could  be  restraibed  on  the  ground  that  by  its  use  other  patents  were 
iuMnged,  These  reasons  need  not  be  considered  separately,  and  I  think 
tlie  difficulties  which  they  suggest  grow  out  of  a  misapprehension  of 
what  the  court  is  supposed  in  fact  to  do  in  the  case.  The  argument  was 
that  if  an  inventor  procures  a  patent  for  a  machine,  and  after  holding 
k  for  any  length  of  time  lesn  than  two  years  is  permitted,  without  the 
surrender  of  the  original  and  a  I'eissue,  to  apply  tbr  a  patent  for  the 
process  employed  and  the  product  obtaiued  fiom  tbe  use  of  the  machine, 
and  then,  after  the  expiration  of  the  machine  patent,  may  restrain  its 
use  by  the  public  until  the  process  and  the  product  patents  run  out,  it 
is  practically  extending  the  life  of  the  first  patent  and  giving  the  owner 
a  uiouoi>oly  beyond  the  pei'iod  of  time  to  which  the  law  in  express  terms 
limitetl  it.  But  the  court  does  not  propose  to  restrain  generally  the  nse 
of  the  machine,  but  only  such  unlawfiil  nse  of  it  as  infringes  the  vested 
rights  of  others.  As  long  as  separate  patents  for  a  luachiue  and  the 
process  and  the  piwluct  arc  allowable  they  represent  ditstiuct  inventions 
(Kellelier  v.  Darllwj,  14  O.  G.,  673),  and  each  one  may  live  without  inter- 
ference or  molestation  its  whole  life  without  regard  to  the  death  of  the 
others.  While  the  product  iisitent  continues  in  existence  tlic  manufact- 
ure of  the  product  by  any  instrumentality  is  prohibited,  and  it  is  no 
answer  to  the  charge  of  iufiingement  to  say:  "  I  bad  the  right  to  use 
the  particnlar  mechanism  by  which  I  obtaineil  the  product.''  But  the 
defendant  insists  that  the  machine  belongs  to  the  public  to  use,  and  that 
nothing  can  be  manufaetureil  from  it  except  the  product,  of  which  tlie 
complaiuaut  has  yet  tlie  monopoly.  If  this  be  true,  then  the  pnblio  nmst 
10  c  P 
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find  oat  some  other  use  to  put  it  to  or  abstaia  from  its  use  nntil  tlie  time 
comes  iu  vhicb  it  may  be  ased  without  iDtringing  the  rights  of  others. 
A  provisional  injanctioa  must  issue,  aooording  to  the  prayer  of  the 
bill. 


[Unil^  SMf  ■  Cinult  Court— SoDlhern  DMrtet  of  Kew  Tork.1 

Putnam  bt  al.  ».  Vom  Hofe. 

DtHdcd  Febrnarg  10,  1881. 
19  O.  G,,  1358. 


1.  When  the  defendant'i  itevice  coDtains  all  the  elemeuts  of  the  pateDtee'a  atmetiiief 

combined  in  siilmtBiitially  the  anme  way  and  having  ■nlMtatitiaUj'  the  ume 
mode  of  operation,  tliere  is  an  infringement,  ootwitbatanding  mere  fonu»l  dif- 
ferences. 

2,  The  novelty  and  scope  of  reimaed  letten  patent,  granted  to  Kai'1  }[utter,  June  5, 

1877,  examined  in  light  of  Yaiiousiirior  foreign  aud  domeatic  patonts,  aud  helil  to- 
cDver,  broadly,  the  combinfttton,  in  »  botCle~etopper,  by  three  pivotal  con  nectiouB, 
of  a  bottlB'Stopper,  a  yoke  or  neck-ring,  and  ecoentric  lever,  operating  aa 
described  in  the  patent. 
'i.  Prior  atmctarea  somewhat  rewnibling  the  patented  device,  which  have  failed  and 
been  abandoned  b;  reason  of  certain  differences  in  constraction  irhich  made 
their  action  nucertain,  mnst  be  regarded  as  falling  within  the  category  of  incom- 
plet«  exiieriments  toward  the  inventor. 

Mr.  ArtkHT  v.  Briesea  for  the  plaintiffs. 
Mr.  John  Tan  Santvoord  for  the  defeudant. 

Blatchford,  J. : 

This  suit  is  brought  oil  reissned  letters  patent,  granted  to  Karl  Hotter,. 
Jtiue  5, 1877,  for  an  iiuproveiueiit  in  bottle -stoppers,  the  original  pat- 
ent huviug  been  granted  to  Charles  De  QQillfeldt,  as  inventor,  Jannary 
S,  1875.  This  is  the  same  reissne  adjudicated  upon  in  the  suit  decided 
herewith  of  the  same  plaintiffs  agaiiist  Fritz  Holleader  and  William 
Hollender- 

(1.)  The  iufriuging stopper  iu  this  suit,  known  as  "Exhibit  No.  l,"is 
Civlled  the  "Vom  Hofe  stopper,"  aud  ia  the  same  as  Exhibit  No  11  in 
the  UoUender  suit.  It  is  shown  in  this  suit  to  be  made  iu  accordance 
with  the  description  iu  Letters  Patent,  granted  to  the  defendant 
August  24, 1875,  No.  167,111,  for  an  improvement  in  bottle-stopiiers, 
the  application  for  which  was  filed  July  30, 1875,  The  application  for 
the  original  De  Qiiillfeldt  patent  was  filed  November  30, 1874.  It  is 
alleged  iu  this  case  thai  tlie  defendant's  stopi>er  iu&inges  the  first  aud 
ninth  chiiuis  of  the  plaintifC^'  reissue.  Iu  the  Holleuder  suit  it  was  uot 
alli^gwl  that  the  Vom  Hofe  stopper  infringed  the  ninth  claim.  It  was 
alleged  that  it  infringed  the  tirst  and  second  claims.  In  this  suit  it  is 
not  iilleged  that  it  infringes  the  second  claim.  The  question  as  to  its 
infringement  of  the  tli'^t  claim  was  very  fidly  cousidereit  in  the  decision 
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in  the  Holleuder  unit,  ami  the  stopper  was  held  to  tje  an  infringement) of 
that  claim.  The  defendaDt's  stopper  <x)utains  ull  the  elements  fonnd 
in  the  ninth  claim  of  the  plaintitt'tt'  reissue,  combined  in  Babstantially 
tlie  Mame  way  and  having  substantially  the  same  mode  of  operation. 
The  ninth  claim  is  for — 

The  combinntioti  of  tbe  pivcited  liottle-stoppet  with  the  yoke  C,  ueck-i^Dg  a,  And 
ei-c^Dtric  Ittver  1),  the  ssiit  yoke  ami  eccentric  lever  beiDg  pivoted  together  anil  arranged 
BO  that  the  Htopper  in  forced  into  the  iKittle  by  aniugin);  the  likudle  part  of  (he  lever 
against  the  side  of  the  bottle,  Hnbstanlinlly  as  herein  shoivii  and  ilewnbed. 

Tbe  defendant's  stopper  has  the  combination  of  a  pivoted  bottle- 
stopper,  composed  of  a  rigid  part  and  an  elastic  part,  a  yoke,  a  neck- 
ring,  and  an  eccentric  lever,  the  yoke  and  the  eccentric  lever  being 
pivoted  together  and  arranged  so  that  the  stopper  is  forced  into  the 
bottle  by  swinging  the  handle  part  of  the  lever  against  the  side  of  the 
bottle.  The  lever  in  the  two  stoppers  is  eccentric  in  the  sense  of  that 
word  as  ilse<l  in  the  plaintiffs'  speciticatiou.  That  specification' says 
that  the  pivoted  connections  of  the  yoke  to  the  lever  are  so  placed  that 
when  the  lever  hue  been  turnetl  against  tbe  bottle  to  the  position  to 
hold  the  com]>onnd  stopper  so  that  it  closes  the  bottle  month,  those  piv- 
otal connections  are  at  that  time  tnrue<l  past  the  vertical  plane  which 
passes  tbrou(;h  the  pivotal  connections  of  tbe  lever  with  the  neck-band 
and  the  i)ivotal  connection  of  the  yoke  with  the  componnd  stopper,  so 
as  to  lock  the  componnd  stopper  in  its  closed  position.  The  specifica- 
tion of  the  defendant's  i)ateiit  describes  a  like  eccentric  action  in  saying 
that  when  the  lever  is  so  far  dejtressed  as  to  come  against  the  bottle 
the  yoke  swings  beyond  the  fulcrum  pin  in  the  Ings  on  which  the  lever 
tnrns  and  tlie  lever  is  securely  retained  in  its  locking  position.  The  only 
difference  between  the  two  structures  in  this  respect  is  that  in  the  De 
Qnillfeldt  stopi>er  tbe  lever  pushes  the  lower  ends  of  the  yoke  beyond  tbe 
center  and  in  the  Vom  Hofe  stopper  the  lever  pulls  the  middle  part  of  the 
yoke  beyond  the  center.  Bnt  this  difl^rence  is  only  formal,  and  results 
from  the  iact  that  in  the  former  the  lever  is  pivoted  to  the  lower  ends 
of  tbe  yoke  and  in  the  latter  it  is  pivoted  to  the  middle  part  of  the  yoke- 
There  is  therefore  an  inftingement  of  the  nintli  claim. 

(2.)  The  defendant  has  iiitrotlnced  several  prior  patents  on  the  ques- 
tion of  novelty  as  well  as  to  affect  the  construction  of  tbe  claims  of  the 
pliiintiffs' reissue.  There  are  tbe  following  United  States  patents:  .Tean- 
notat,  Jnly  17, 1S5.>;  Cronk,  March  19,  18C1 ;  Wiegand,  September  20, 
180.1;  Schlich,  September  5,  ISCTi;  Robinson  and  Jenkins,  December  11, 
18C«;  and  Weber,  July  2,  1807.  There  are  the  following  English 
patents:  Chains,  full  Bpeeiflcation  filed  ^lai-ch  7,  l.So7;  Thompson,  ftdl 
81»ecification  filed  Seirtember  38, 1807;  Miclmelis,  full  8i>ecification  filed 
Mareli  11, 1873;  and  Thompson,  full  specification  filed  August  14, 187-t. 
In  view  of  sncb  bottle-stoppei-s  as  are  described  in  the  foregoing  pat- 
ents, the  defendant,  by  exjiert  testimony,  seeks  to  divide  bottle-stopiM-rs 
which  have  yoki's  and  levers  into  classes,  one  class  having  the  lever 
between  the  bottle-neck  and  the  yoke,  and  thus  drawing  the  .loke doivn, 
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to  which  class  the  Be  Qoillfeldt  is  iu«6igued ;  anotbor  class  baviiig  the 
lever  between  the  stopper  aud  the  yoke,  and  thus  drawing  the  yoke  up, 
to  which  class  the  Voni  Hofo  atopi)er  is  assigned.  These  prior  i>ateiitit 
are  adduced  as  showing  a  lever  between  a  yoke  and  a  stopper  and  a  lever 
between  the  bottle-neck  and  a  yoke,  and  as  showing  ui  each  fonii  the 
eccentric  action  before  referred  to,  aud  as  showing  a  combination  oi' 
Btopi»er,  lever,  yoke,  and  neck  wire  still  connected  together  and  to  the 
bottle  alter  the  bottle  is  iinstoppered,  and  capable  alwajs  of  uioviiig 
relatively  to  each  other  without  disconnection,  and  aa  sliowing  a  com- 
pound stopper  composed  of  a  rigid  disk  and  au  elastic  disk.  Ou  what 
is  found  in  these  prior  patents  the  defendant  contends  that  the  plaiutifl's 
are  limited  to  a  lever- frame,  thefulcrumof  which  is  pivoted  to  the  neck- 
wire  of  the  bottle,  a  yoke  which  is  pivoted  to  tJie  lever-frame  at  points 
between  such  fulcrum  and  the  handle  of  tlie  lever,  and  a  compound 
stopper  which  is  pivoted  to  the  yoke.  The  defeii<lant  also  contentls 
that  there  are  three  pivotal  connections  in  Jeaiiuotat,  the  yoke  to  the 
neck  of  the  bottle,  the  lever  to  the  yoke,  aud  tlie  lever  to  the  stopper ; 
and  that  there  are  three  pivotal  connections  between  certain  imrts  in 
Chains,  Michaelis,  Cronk,  and  Bobinson  and  Jenkins.  In  regard  to 
Wiegand,  Schlicb,  Weber,  Thompson,  of  1867,  Michal-lis  and  Thomp- 
son, of  ]  874,  the  defendant's  expert  testifies  that  be  does  not  consider 
any  one  of  them  an  anticipation  of  the  invention  described  in  the  De 
Quillfeldt  patent,  and  more  particularly  of  that  claimed  in  the  first 
claim  of  the  reissue.  He  does  not  express  a  contrary  opinion  in  regard 
to  Jeannotat,  Cronk,  Bobinson  and  Jenkins,  or  Chains.  In  regard  to 
Jeannotat,  Cronk,  Bobinson  and  Jenkins,  and  Chains,  the  plaintiff' 
expert  testifies  that  he  does  not  find  iu  any  of  them  any  of  the  deviee.'s 
secured  by  the  plaintiffs'  reissue.  In  regard  to  Jeannotat,  the  plaintiflH' 
expert  testifies  that  thei'e  ai-e  in  it  but  two  pivotal  connections,  the 
yoke  to  the  neck-band  and  the  lever  to  the  cap-piece  of  the  yoke,  and 
no  iiivot  betp'een  the  stopper  and  the  device  for  applying  pressure,  and 
no  eccentric  action,  and  no  such  coniiionnd  stopper  as  De  Quillfeldt  lias, 
and  no  action  of  the  lever  to  draw  the  stopper  out  of  the  bot  tie.  The 
defendant's  expert  states  tliat  in  Jeannotat  a  part  of  tlie  yoke  is  con- 
nected with  the  stopjwr  by  pins,  wliich  act  as  pivots;  but  the  idaintiftis' 
expert  does  not  concur  jn  this  view,  and  be  is  clearly  riglit,  because 
while  the  stopper  Ls  being  forced  to  its  i>lace  in  Jeannotat  there  is  no 
pivotal  action  between  the  stopi>er  and  the  yoke  as  there  is  in  the  Dc 
Quillfeldt  8topi»er,  but  unly  a  sliding  motion.  Nor  is  thei-e  in  Jeannotat 
any  pivotal  connection  between  the  lever  and  the  stopper  as  there  is  iu 
the  defendant's  stopper.  In  i-egard  to  Ci-onk,  the  plaintifb^'  exi>ert  testi- 
fies that  it  lias  no  lever;  that  it  has  not  such  three  pivotal  o'lniiectionK 
lis  are  refeiTcd  to  in  the  De  Quillfeldt  patent ;  that  there  is  uotliing  in 
it  to  produce  a  locking  action,  and  that  the  stopiicr  is  not  i>i\oted  to 
the  yoke.  In  i-cganl  to  Bobinson  and  Jenkins,  he  testifies  that  the 
stopper  is  not  pivotctl  to  the  yoke.    In  n-gard  to  Glialus,  he  testifies 
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that  there  are  bat  two  pivots.  The  Jeauaotat,  Crook,  Boljioson  aod 
Jeukios,  and  Chains  patents  were  nuder  coDsideration,  od  final  heariug, 
by  Jud^  McKennaD,  in  a  suit  bofbre  him,  on  the  plaintiffs'  reissue, 
against  Hammer  aud  Sundenuan,  and  were  held  to  be  no  answer  to  the 
snit.  The  stopper  which  was  held  in  that  case  to  be  an  iufinngement 
of  the  first  claim  of  the  plaintiffs'  reissae  appears  to  be  like  the  defend- 
ant's stopper  in  the  particulars  before  set  forth,  iii  which  that  stopper 
is  held  to  infringe  the  said  first  claim. 

The  defendant's  expert  is  of  the  opinion  that  the  defendant's  stopper 
does  not  contain  tiie  De  Qnillfeldt  invention  because  it  has  projections, 
and  the  ends  of  the  lever  are  not  pivoted  to  the  bottle-neck,  and  the 
yoke  is  pivoted  to  the  neck-wiie,  aud  the  yoke  is  not  pivoted  to  the 
stopper,  and  the  lever  is  not  jHvot«d  to  the  lower  ends  of  the  yoke- 
These  views  would  have  force  if  the  plaintiffs'  reissue  were  required  by 
the  prior  state  of  the  art  to  be  limited  to  the  formal  modes  of  construc- 
tion described.  Bat  De  Qnillfeldt  is  shown  to  have  been  the  first  person 
to  combine,  by  three  pivotal  connections,  the  four  elements  of  the  first 
claim  of  the  plaintiffs'  reissue  in  the  combination  having  the  mode  of 
operation  set  forth  in  said  claim.  The  success  of  bis  stopper  was  due 
to  such  combination.  All  prior  stoppers  failed  of  the  result  for  want  of 
such  combination.  The  defendant  did  not  make  his  stopper  in  the  in- 
ftin^ng  forui  until  after  he  hud  seen  the  construction  aud  operation  of 
the  De  QuiUfeldt  stopper.  That  disclosed  the  necessity  of  three  pivotal 
eoaneettons  between  the  four  elements  of  the  stopper.  Tliis  was  the 
foundation  idea,  and  makes  De  Quillfeldt's  the  foundation  invention. 
However  nearly  prior  inventions  approachetl  they  did  not  reach  suc- 
cess. 

(3.)  The  defendant  put  in  evidence  two  other  English  patents:  one  to 
Heni-y,  final  specification  filed  October  29, 18G2,  aud  one  to  Mennons, 
final  specification  filed  October  1, 1868.  ;No  wituess  for  the  defendant 
gi\-e8  any  testimony  as  to  anything  in  either  of  these  two  patents,  and 
therefore  they  cannot  receive  much  attention.  It  is  apparent,'  from  the 
testimony  of  the  plaindGTs'  expert,  that  they  do  not  affect  the  plaintiffs' 
reissue. 

(4.)  It  is  contended  that  the  defendants  anticipated  De  Qnillfeldt  by 
making,  in  186D,  a  stopper  like  Exhibit  P,  which  he  then  exhibited  to 
many  persons.  Only  one  was  then  made.  It  disap|iearod,  aud  nothing 
uore  was  done  about  it  till  the  latter  part  of  1874,  when  one  was  made 
modified  into  a  structure  like  P',  aud  Fritz  HoUender,  the  defeudant  in 
the  UoUendcr  suit,  made  some  stoppers  like  F'.  In  the  form  of  F'  Vom 
Uofe  applied  for  a  patent  for  it  January  20, 1875,  and  a  patent  for  it 
was  issued  to  him,  No.  163,553,  JUay  18,  1875.  The  stopper  did  not 
operate  well,  and  then  the  stopper,  Exhibit  No,  1,  was  got  up  by  Vom 
Hofe  after  he  had  seen  the  De  QuiUfeldt  stopper.  The  i-eason  why  the 
stopper  F,  in  thefonn  it  bad,  and  in  all  the  modified  forms  of  it  made  by 
Vom  Hofe,  and  in  the  form  shown  in  Patent  No.  lt>3,653,  did  not  sue- 
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ceed  as  a  stopper  was  becanse  of  the  difflcnlties  Id  it  vbieh  were  reme- 
died in  Exhibit  So.  1,  and  which  remedies  were  first  applied  by  De 
Qaillfeldt  in  his  stopper.  All  of  the  Yom  Hofe  stoppers  until  Exhibit 
Ko.  1  had  a  slot  in  the  plate  of  the  cam  iostoad  of  a  pivotal  connection 
by  a  pin  in  a  hole,  which  is  not  a  slot,  so  that,  there  was  a  play  to  the 
lever  besides  the  toroing  motion  on  an  axis.  Id  coosequenee  of  that, 
in  closing  the  stopper  in  Exhibit  P*,  it  woold  sometimes  fly  out,  as  Fritz 
Hollander  says.  He  says  that  in  Exhibit  ^o.  1  that  is  not  the  case. 
The  same  difflonlty  existed,  for  the  Hame  reason,  in  Exhibit  P  and  in  all 
the  forms  of  the  Yom  Hofe  stopper  before  Exhibit  No.  1.  The  slot  Is 
called  "  an  eccentric  slot"  in  Patent  So.  163,563.  Its  existence  made  the 
action  of  the  stmctare  nncertaiu,  and  the  Btmctare  mnst  toM  within  the 
category  of  an  incomplete  experiment  toward  the  invention  of  De  Qnill' 
feldt 

(6.)  The  only  other  defense  insisted  on  in  this  case  is  the  alleged  prior 
invention  of  Otto.  That  has  been  considered  fnlly  iu  the  decision  in 
the  Hollender  case. 

There  mnst  be  a  decree  for  the  plaintiffs  on  the  first  and  ninth  claims 
of  their  reissne,  and  for  a  reference  in  the  usnal  form  as  to  profits  and 
damages  and  a  perpetual  iqjnnction,  with  costs. 


[DnUed  BtUM  ClnuU  Cnitl— SaDdwrn  DlMrlet  of  Xew  York.1 

PVTVAM  £T  AL.  V.  HOLLENDBB  ET  AL. 

DoAdtd  FabnarrlO,  1861. 

lU  O.  O.,  1433. 

WbeD  *  aiiigle  bottle-stopper  wa«  made  aod  uaed  foe  a  time  but  wm  never  went  out 
from  tbe  aihop,  and  firom  the  evidence  It  apiwared  tbat  it  bad  never  been  sub- 
jected to  the  iitrain  neceeeaiy  *"  cloae  tbe  battle  tecnrely  and  tightly  Hufllcient 
Jbr  handling  and  tranaportation,  andwhieh  waeafterwardlaidawayiii  a  trunk 
and  the  tecoUeotion  of  it  ivaa  only  atimiiiated  by  the  encceat  of  another'*  inven- 
tion, HeU  that  tbe  thing  waa  iuchoati;  and  amounted  to  no  more  than  an  aliau- 
doned  experiment. 

S.  A  license  to  one  to  use  a  patented  invention  in  bit  own  proper  basineoa  doea  not 
autlmrize  one  to  grant  a  gnli- license  and  oollect  royaltiea  thereunder. 

3.  In  Ihe  abaeuee  of  aUnnatiTe  authority  eipreasly  given  by  tbe  license  to  dlapoae  of 
tbe  license  to  others  and  to  alloir  it  to  be  availed  of  by  others,  it  niiut  be  read 
'aaif  it  forbade  a  disposition  of  it  toothers. 

Mr.  Arthur  v.  Brieim  for  the  plaintiffe. 
JIfr.  Qeorge  S.  Y&vrnan  for  the  defendants. 

BLATCIlFOltD,  J. : 

This  suit  is  brought  on  reissued  letters  patent  granted  to  EiffI  Hnt- 
ter,  Jnne  5, 1877,  for  an  improvement  in  bottle-8toi>per8,  the  original 
patent  having  been  granted  to  (Jbarles  De  Quillfeldt,  as  iuventor,  Jan- 
uary 5f  18(5. 
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The  8peoiflcation  of  the  leiseiie  says: 

The  object  of  tbis  inTeDtion  In  to  penult  bottle-months  to  be  readily  and  secnrelf 
cloeed  uid  readil;  opened  wiUiont  dlaooDnuoting  the  rtopping  devloea  from  the  bottle. 
To  Oiia  end  my  Invention  conoiata  of  a  certain  new  elaatto  atopple  and  of  certain  Heir 
combination  of  devioee,  of  wbloh  the  foUowlug  ore  the  prinoiplee,  vii :  a  oomponnd, 
stopper  compoeed  of  a  rigid  annnlar  member  adapted  to  withatatid  the  etniiu  incident 
to  eloaiBg  the  bottle  and  an  elaatio  diik  intervening  between  the  Mid  rigid  member 
•Dd  the  bottle-month,  bo  •■  to  jnevent  the  contact  of  the  rigid  member  with  the  glaw 
«f  the  bottle  and  to  close  the  bottle-month  tightly,  the  disk  having  an  npwardly-pro- 
.Jecting  stem  which  extends  through  the  rigid  member;  an  elastic  and  flexible  disk- 
stopper  of  small  tUcknese  compared  with  its  diameter  and  provided  with  a  itoii],  said 
■tem  eerving  to  connect  said  elastic  disk-BtoppertoByokeorfbuue,  by  which  the  same 
Is  attached  to  the  bottle ;  a  yoke  or  bail  adapted  to  straddle  the  bottLe-moatti  and  oon- 
•titnte  one  of  the  deviees,  by  means  of  which  the  elastic  stopper  is  connected  with  oi 
linked  to  the  bottle,  eo  that  si^d  stopper  remains  connected  with  the  bottle  although 
ihe  bottle-mouth  is  open ;  a  lever  which  is  cofanected  with  said  yoke  or  bail,  and  by 
means  of  which  the  elastic  stopper  can  be  forced  downward  and  oompressed  to  doee 
the  bottle-montb  tightly. 

The  lever  constltntes  one  of  the  devicee  by  means  of  which  the  compound  stopper  is 
oonneeted  with  the  bottle  whether  the  bottle-month  be  ctoeed  or  open,  and  the  pivots 
and  eyes  of  the  lever  oonstitnte  parts  of  two  pivotal  conneotiima,  whereby  it  m^  be 
«<Hinected  with  the  componnd  stopper  aud  with  the  Imttle-month  so  as  to  tnrn  or 
awing,  for  tlie  puipose  of  utilising  its  lever  property. 

The  several  combinations  of  the  alMve-meDtioned  devices  which  oonititate  the  In- 
vention are  set  fbrth  in  the  claims  at  the  close  of  this  speeiltoatioo. 

In  i>nler  that  theymay  be  fiilly  nnderstood,  I  have  represented  in  the  aocompauy- 
ing  drawing  and  will  proceed  to  describe  the  mode  in  which  I  embodied  them  for  pno- 
tical  nse  at  the  time  of  filing  the  application  for  my  original  patent. 

Figure  1  repieeents  a  fnmt  view  of  the  bottle  stopping  devloeB  In  the  portions  sev- 
erally oocnpled  by  them  when  the  bottle  is  dosed.  Fig.  9  is  a  vertical  transverse  sec- 
Moa  of  parts  of  the  same.  Fig.  Sis  aside  vlewof  the  devices,  showing  the  compound 
Atoppei  disengaged  from  the  bottle-month,  but  still  connected  with  the  bottle. 

The  compound  stopper  represented  in  the  said  drawing  is  composod  of  the  rigid  cap- 
piece  G  and  the  elastic  member  D,  which  is  made  of  rubber  or  other  elastic  material. 
The  elastic  member  D  has  the  form  of  a  disk,  of  amall  thickness  compared  with  its 
diameter,  so  that  it  is  flexible,  and  may  readily  bend  to  conform  to  the  form  which  may 
be  given  to  the  cap-piece.  It  is  also  coustructed  with  a  central  shank  or  stem,  e,  wbick 
Is  perfbrated  transversely  near  its  upper  end,  eo  tliat  a  wire  may  be  passed  through  it 
to  prevent  its  withdrawal  from  the  cap-piece  E,  which  is  perforated  centrally  to  penult 
the  at«m  of  the  mbl>er  disk  to  be  passed  through  it.  The  lower  surface  of  the  disk 
S  is  of  larger  diameter  than  the  opening  in  the  mouth  of  the  bottle  to  which  said  disk 
la  to  be  applied. 

The  compound  stopper  composed  of  the  rigid  cap-piece  and  elastic  member  Is  con- 
nected with  the  bottle  by  means  of  a  lerer,  B,  and  yoke  C,  which  are  connected  with 
«acli  other,  with  the  battle,  and  with  the  componud  stopper  by  pivotal  connections, 
•o  as  to  permit  the  level,  yoke,  and  stopper  to  be  turned  relatively  to  the  bottle  and 
to  ench  other  for  the  pnrpose  of  forcing  the  compound  stopper  downward  to  close  the 
month  of  the  bottle  with  the  force  incidental  to  the  power  of  the  lever,  but  also  to 
maiutaiu  the  oonuection  ttetweon  the  compound  stopper  and  the  bottle  when  the  lat- 
ter is  opened,  in  which  case  the  compound  stopper  is  still  linked  to  the  bottle  througli 
the  lever  and  yoke. 

The  pivotal  connection  between  the  yoke  C  and  the  lover  B  is  formed  by  the  l>ent 
«nd8  of  the  yoke  entering  eyes  i  i  of  the  lever  B. 

Tile  pivotal  GOuueut ion  by  uieans  of  which  the  couuectedlevor  and  yoke  are  hrid  to 
tlM)  bottle  is  fimned  by  the  bent  ends  of  the  lever  euleriug  as  pivots  into  the  eyesa'  a* 
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of  a  band,  a,  wUeh  it  aniaTed  to  the  exterior  of  the  bottl»-iiMk,  and  the  pivotAl  wn- 
Dection  by  which  the  ctmneoied  yoke  and  lever  are  held  to  the  compound  stopper  i» 
formed  b;  the  central  port  of  the  ;oke,  which  pawea  through  and  tutna  aa  a  pivot  in 
the  tranBTerse  perforation  of  the  Bt«n>  e. 

The  yoke  C  is  conatmcted  to  straddle  the  bottle-month,  and  the  lever  B  is  conatmcted 
of  yoke  fbrm  to  straddle  the  bottle-neck,  one  set  of  the  jiivotal  connections  being  at 
its  ends,  while  another  is  intertnediate  between  its  ends  and  its  handle  end  d. 

The  JntermediatB  pivotal  connection  is  at  a  snfficieut  distance  ftom  the  end  pivotal 
connection  and  from  the  handle  end  of  the  lever,  and  ao  placed  that  when  the  lever- 
has  been  tamed  against  the  bottle  to  the  position  to  hold  the  compound  stopper  ao 
that  It  eloscH  the  bottle-month  the  intermediate  pivotal  conneotion  la  at  that  tim0 
tnmed  past  the  vertical  plane,  paistng  through  the  pivotal  connections  with  the  bot- 
tle and  with  the  compound  stopper,  and  the  oompooud  stopper  la  thereby  looked  in 
ita  closed  poeition,  as  repr«sented  at  Tig.  2. 

The  cloaing  of  the  bottle-mouth  is  performed  by  guiding  the  stopper  by  hand  to  th» 
bottle-month,  with  the  elastic  member  beneath  the  cap-piece,  and  by  turning  the  lever 
downward  and  Inward  or  toward  the  bottle  to  its  locked  poeition. 

The  opening  of  the  bottle  is  performed  by  turning  the  lever  onfward  or  away  from 
the  bottle,  to  as  to  raise  and  liberate  the  compound  stopper,  which  may  then  be  farther 
moved  by  hand- 
There  are  uioe  olaimB  in  the  reissne,  as  follows: 

|t.  The  oombinatton,  substantially  as  before  set  forth,  of  the  oomponnd  stopper,  tft» 
yoke,  the  lever,  and  the  anpportlng  device  on  the  bottle,  by  meana  of  three  pivotal 
eonnectloaa,  npon  which  the  said  membeia  con  be  tnmed  relatively  to  each  other  with- 
out disoonneoting  either  one  from  the  othor. 

3.  The  combination,  snbetantially  as  before  set  forth,'  of  the  compound  stopper,  th» 
kver,  and  the  yoke,  by  means  of  two  pivotal  conneotlona,  upon  whieh  the  sidd  tbi«»' 
memben  can  be  t'Umnd  relatively  to  each  other  withont  dlaetHineetlon,  and  the  piv- 
otal  oonnectlou  of  the  lever  to  the  bottle,  snbstantially  as  set  forth. 

3.  In  combination  with  a  bottle,  the  flexible  elastic  ttopper-dlsk,  whoae  lower  snr- 
faee  Is  larger  th»u  the  opening  in  the  month  of  the  bottle,  audwhloh  is  provided  witb 
an  upwardly-projeottng  Mem  or  shank,  substantially  as  befnw  aet  fiiith. 

4.  The  combination  of  a  perforated  rigid  cap-pieoe  with  the  flexible  elastic  stopper- 
disk,  whose  tower  surface  ia  larger  than  the  opening  in  the  DMWitii  of  the  bottle,  utd 
which  is  oonstmoted  with  astern  of  reduced  diameter,  saidatam  being  paaed  Into  th» 
perforation  of  the  cap-piece,  aubetautially  lu  before  set  forth. 

5.'  The  combination  of  the  perforated  rigid  cap-pieoe  and  the  flexible  elastfoatopper- 
disk  oonstructed  with  a  laterally-perfoiated  stem,  through  which  a  wire  is  passed 
above  said  oap-pieoe  to  confine  said  cap-piece  to  said  dtak,  anhatantially  aa  apeoifled. 

6.  The  combination,  substantially  as  befbre  set  forth,  of  the  flazible  elastic  stopper- 
disk  oonsttnoted  with  a  perforated  stem,  the  perforated  eap-pleoe,  wnd  the  yoke,  whldb 
is  passed  trapsvcnely  through  the  aaid  stem  for  the  porpote  of  preventing  the  with- 
drawal thereof  fhim  the  cap-piece. 

7.  The  combination,  substantially  aa  before  set  forth,  of  the  yoke  and  the  lever, 
which  ate  directly  connect  one  with  the  other  by  a  pivotal  connection,  the  lever 
being  eonstmcted  with  end  pivot  to  enable  It  to  ne  oooneoted  pivotally  with  the  sup- 
porting device  on  the  bottie. 

6.  The  eooentila  lever  B,  made  with  two  pivotal  oonneotions,  the  one  Joining  it  t» 
the  bottle,  the  other  to  the  pivoted  stopple,  so  that  by  vihraUsg  said  lever  on  Its  oon 
section  with  the  bottle  it  will  carry  the  stopple  toward  or  away  fhun  said  bottle,  sut^ 
aUntlally  aa  ^eoifled. 

9,  The  combination  of  the  pivoted  botUe-«tiDpper  with  the  yoke  C,  naek-ring  a,  and 
•coantrio  lever  B,  the  said  yoke  and  eecentrio  lever  being  piToted  together  and 
'  arranged  so  that  the  stopper  Is  forced  Into  the  bottle  by  swinging  the  handle  part  (rt 
*  the  lever  agirinst  the  aide  of  the  bottle,  anbalantiaHy  aa  henin  afcown  and  Aeanlbed. 
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1.  Tbe  bill  alleges  that  tbe  defendants  hare  "jointly  and  conneottTely 
and  also  separately"  nsed  and  sold  bottle-atoppera  containing  the  pat- 
ented invention.  The  answer  admits  that  tbe  defendant,  Frits  HoUen- 
der,  has  nsed  bottle-stoppers  containing  the  patented  iuTention  aa  a 
member  of  the  Arm  of  Holtender  &  Co.,  composed  of  himself  and  Emll 
HoUender.  It  avers  that  the  defendant,  William  Hollender,  has  been 
book-keeper  and  salesman  of  stud  firm.  It  admits  that  the  defendant^ 
William  Hollender,  has  sold  bottle  stoppers  containing  the  patented 
invention  on  his  individual  account  and  not  in  connection  with  the 
other  defendant  or  with  the  firm  of  HoUender  &  Co.  Although  no 
joint  sale  or  use  is  shown,  yet  as  the  bill  is  framed  to  recover  for  sepa- 
rate infHngements,  and  was  not  demorred  to  on  that  ground,  and  the 
case  has  gone  on  ander  that  issue,  the  plaintiff  can  maintain  this  suit 
as  a  anit  against  each  defendant  8ei>arately.  It  is  shown  by  the  proofii 
that  the  defendant,  Fritz  HoUender,  nsed  stoppers  like  plaintiA'  Ex> 
hibit  "So.  8 ;  that  the  defendant,  William  HoUender,  sold  Uke  stoppers ; 
and  that  the  defendant,  Fritz  HoUender,  has  made,  used,  and  sold  stop- 
pers like  plaintiffs'  Exhibit  So.  11.  This  makes  it  necessary  to  deter- 
mine whether  Exhibits  Sos.  8  and  11  infringe  the  plaintiflb'  refssoe. 

Exhibit  ISo.  8  is  identical  in  constmotion  with  the  drawings  of  the 
plaintiff'  reissue.    It  therefore  infringes  all  the  elaims. 

In  Exhibit  Xo.  11  there  is  a  compoond  stopper  made  of  a  rigid  annn- 
]ai  cap  and  an  elastic  disk  inter\-eintug  between  it  and  the  bottle-month  {. 
a  yoke  or  bail  straddling  the  bottle-month  and  serving  to  connect  the 
stopper  with  the  bottle  even  when  the  stopper  is  out  of  the  bottle- 
month  ;  a  lever  connected  with  the  yoke,  and  by  means  of  which  the 
stopper  is  forced  down  and  compressed  to  close  the  bottle-montli 
tightly ;  and  the  lever  and  the  yoke  are  connected  with  each  other, 
with  the  bottle,  and  with  the  stopper  by  pivotal  oonoections,  bo  as  to 
permit  the  lever,  the  yoke  and  the  stopper  to  be  tamed  rdatively  to 
the  bottle  and  to  each  other,  so  as  to  i^iee  the  stopper  down  to  close 
the  mouth  of  the  bottle  with  the  force  Incidental  to  the  power  of  the 
lever.  In  the  plaintiffs'  reissoe  the  neck-band  is  pivoted  to  the  lever, 
the  lever  to  the  yoke,  and  the  yoke  to  the  stoppw.  In  Exhibit  TSo.  11 
the  neck-band  is  pivoted  to  the  yoke,  the  yoke  to  the  lever,  and  the 
lever  to  the  stopper.  In  both  there  are  four  elements :  the  aeck-band, 
the  yoke,  the  lever,  and  the  stopper,  each  connected  to  one  of  tbe  other 
three  by  a  pivotal  connection,  there  being  three  pivotfd  connections. 
The  neck-band  and  the  stopper  are  in  the  some  place  in  both  stmctores, 
each  at  one  end  of  the  series  of  four.  The  places  of  tbe  yoke  and  tbe 
lever  are  transposed  in  the.two  stmctnres.  In  the  plaintiffs'  the  lever 
is  next  to  the  neck-baud  and  the  yoke  is  next  to  the  stopper.  In  Ex- 
hibit Ifo.  11  the  yoke  is  next  to  the  neck-band  and  the  lever  is  next  to 
tbe  stopper.  Bnt  thiB  is  the  only  difference,  and  it  is  no  difference  of 
substance  in  respect  to  the  invention  and  to  the  mode  of  operation  of 
the  combination  of  tbe  four  elements  in  its  entirety,  as  aach  oombina> 


250  DIOI8IOB8  OF  U.  S.  COITBTS  IN  PATEITT  CASKS, 

tion  exiBts  in  both  strnctntes.  That  is  the  combination  coveted  by  the 
ami  claim  of  the  reissne.  The  same  considerations  show  that  the 
-combination  covered  by  the  second  claim  of  the  reissne  exists  in  Ex- 
hibit No.  11.    Exhibit  Xo.  11  is  known  as  the  "Yom  Hofe  stopper." 

2.  The  answer  sets  np  that  the  reissue  covers  more  than  was  described 
in  the  speoifloation  of  the  original  patent  and  is  not  for  the  same  inven- 
tion. There  is  no  evidence  to  this  effect,  and  there  does  not  appear  to 
l>e  any  ground  fpr  the  assertion. 

3.  The  answer  avers  that  the  plaintiiTs  bottle-stopper  was,  before  De 
'QniUfeldt  applied  for  his  patent,  invented  by  one-  tlmil  Holleuder,  or 
by  him  jointly  with  De  Qaillfeidt,  and  not  by  De  Qaillfeldt  alone.  The 
patrait  was  applied  for  iXovember  30, 1874,  Prior  to  that  and  on  Sov- 
«mber  24, 1874,  De  Qnillfeldt  and  >Edu1  HoUender  executed  an  agree- 
ment in  writing,  uuder  seal,  as  follows: 

ThitBKreeaMiit  wid11c«iMe,iiu»detbis24(b(Ui7of  Noveuber,  1874,  by  and  betwMa 
C  De  Qnillfeldt,  of  the  flnt  pttit,  Mid  Emil  HoUeoder,  of  tUe  second  part,  witoeweth, 
that  whereas  iDvention  made  by  C.  De  Quillfeldt,  party  of  the  Urst  pari,  tor  which 
•ppUoation  haa  been  made  tills  day  to  eecore  letters  patent  of  the  Uuited  States  of 
.America  for  ui  improved  "bottle-stopper  lock;"  and  whereas  the  party  of  the  second 
part,  Emll  Hollander,  deaim  to  aoqnire  licanM  and  privilege  with  ezelDsive  right  to 
manofactnrB  and  sell  said  bottle-stopper  lock,  In  consideration  whereof  he  agree.  Ant, 
to  pv  C.  De  (Jnillfeldt,  party  of  the  first  part,  the  sum  sf  •evenly-ATe  (75)  d<dtaia, 
«aah  iu  hand,  receipt  of  which  is  acknowledged  below,  and  pay  all  ohargea  for  letlen 
patent  application ;  second,  the  party  of  the  second  part  also  agrees  to  pay  the  partf 
of  the  first  part  a  royalty  of  five  per  cent.  (5)  on  each  aod  all  inch  stoppo^looks,  at 
^he  value  of  four  (4)  cents  a  piece,  tor  a  period  of  Mventeen  yean  fhim  date;  third, 
(be  party  of  the  seeond  part  f  nitlier  agreca  to  nae  due  diligence  and  exertion  in  mak- 
ing known  aaid  bottle  stopper  and  in  keeping  the  market  folly  supplied  to  the  beat  of 
his  ability ;  fonrth,  any  extra  service  rendered  on  the  part  of  the  party  of  the  first  put 
in  favor  of  the  party  of  the  second  part  after  this  dat«  will  not  be  iuolnded  in  the 
-above  agreement. 

Emil  Holleuder  became  the  subscribing  witness  to  the  specification 
«gned  by  De  Qnillfeldt  on  hia  application  for  the  patent  On  the  9th 
of  February,  1876,  Emil  Holleuder,  not  having  paid  the  seventy-five 
dollars  to  De  Qnillfeldt,  De  Qnillfeldt  repaid  to  Emil  Hollender  sixty 
dollars,  which  the  latter  had  paid  as  expenses  of  obtaining  the  patent, 
and  the  latter  gave  up  to  the  former  his  copy  of  said  agreement,  and 
they  regarded  it  as  canceled.  On  the  10th  of  February,  1878,  De  Qnill- 
'i^fdt  assigned  to  Karl  Hutter,  one  of  the  plaintiffs,  all  his  right,  title, 
and  interest  in  and  to  the  patent.  On  the  llih  of  February,  1875,  Emil 
Holleuder  executed  to  De  Qnillfeldt  a  general  release  of  all  claims  and 
demands,  "particularly  releasing  all  claims  which  I  may  have  by  reason 
of  a  certain  agreement  entered  into  between  myself  and  0.  De  Qnillftidt 
on  the  24th  day  of  S'ovember,  1874,  for  the  sole  manufacture  and  sale 
of  the  improved  *  bottle-stopper  lock;'  invented  by  said  C.  De  Qnillfeldt.'' 
As  a  consideration  for  the  execution  of  that  release  Hntter,  who  was 
a<lvised  tli  t  he  ought  to  obtain  from  Emil  Hollender  a  paper  to  secnn 
his  titl*  paid  ta  Emil  Hollender  oue  hundred  and  fifty  dollars,  and  they 
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cxecnted  an  ftgreemeiit,  niider  seal,  of  vbich  tlie  following  is  a  copy,  on 
tbe  13th  of  February,  1875: 

Thii  Rgreeinent,  made  uid  cDtSMd  into  this  thirteenth  daj  of  Fehcnnrj,  1875,  be- 
tween Karl  Hotter,  party  of  Che  first  part,  and  Gmll  Hollender,  party  of  the  wcoad 
part,  viineMeth :  1.  TbM  whemM  the  akid  party  of  tbe  flnt  part  has  pnrchasetl  bom 
aorrtaiivC.  De  Quillfeldt  a  oertain  patent  for  "  bottle-atopper,"  and  theaaid  party  of 
tbe  second  part  hai  had  an  interest  therein,  uow,  therefore  it  is  agreed  by  and  between 
tbe  parties  hereto  that  the  said  party  of  the  drat  part  hereby  allows  and  prlvilef^s  the 
•aid  party  of  the  seound  part  to  nse  tbe  said  patent  and  mannfacture  of  the  said  stop- 
pers, a*  many  as  be,  the  said  party  of  the  second  part,  may  need  and  nse  for  his  own 
proper  bnsineM,  to  the  antonnt  of  one  hondred  cross  a  year.  9.  For  whieh  oon^dnra- 
tion,  as  above  stated,  tbe  said  party  of  tbe  second  part  waives  all  hirtlier  interest  in 
said  patent. 

Notwithstanding  tbe  state  of  facts  appearing  by  tbe  foregoing  papers, 
tbe  sole  invention  by  Emil  Hollender  or  the  joint  invention  bybim  and 
De  Qnillfedt  is  insisted  on.  This  is  based  on  testimony  given  by  Emil 
Hollender.  But  it  is  shown  by  absolute  and  entirely  clear  proof  that 
De  Qoillfetdt  was  the  inventor  and  the  sole  inventor.  An  erroueoua 
view  is  taken  of  the  testimony  of  Goet>el.  He  does  not  say  that  De 
Quillfeldt  and  Emil  Hollender  each  said  that  they  Invented  it  jointly. 
He  says  that,  "on  inqoiring  who  was  the  inventor,  they  both  replied 
they  had  invented  it."  This  means  that  each  said,  "X  am  the  inventor." 
This  was  what  Emil  Hollender  himself  says  was  said  to  Goepel. 

4.  The  answer  set's  up  chat  while  the  defendant,  Fritz  Hollender,  was 
carrying  on  the  business  of  bottling  and  selling  ales,  beer,  Ac,  ander 
the  name  of  Hollender  &  Co.,  Emil  Hollender  became  a  partner  with 
him,  under  the  name  of  HoUendeu  &  Co;  that  Emil  Hollender  at  that 
time  held  said  agreement  of  February  13, 187c! ;  that  when  Emil  Hot- 
lender  became  a  member  of  the  firm  of  Hollender  &  Co.  he  put  into  it> 
as  his  share  of  it«  capital  stock,  the  light  to  use  tbe  said  bottle-stoppers 
so  granted  to  him  by  Hutter,  and  that  the  only  ose  by  the  firm  of  Hol- 
lender &  Co.  of  the  |>atented  bottle- stopt>ers  was  a  ose  by  virtue  of  tbe 
said  right ;  that  tbe  said  ttrm  of  Hollender  &  Co.  thus  baa  tbe  right  to 
nse  the  pat«Qte«l  stoppers  to  the  extent  of  one  hundred  gross  per  year, 
and  tiiat  such  nse  has  never  been  to  that  extent. 

On  tbe  13tb  of  Febrnary,  1875,  Emil  Hollender  bad  a  bottling  bus- 
iness of  bis  own..  He  gavt  it  up  in  April,  1877.  October  1, 1877,  be 
made  an  arrangement  with  his  brother,  tbe  defendant,  Fritz  Hollender, 
■whereby  tbe  latter  was  to  pay  Emil  three  cents  for  everj-  twenty-four 
stopi>era  made  under  the  jtatent  each  time  the  twenty-four  were  useil. 
The  business  consisted  in  selling  beer  and  ale  iu  the  bottles  which  had 
the  stoppers,  tbe  bottles  and  the  stoppei-s  uot  being  sold,  but  being  re- 
tnmetl  and  the  bottles  refilled  and  sent  out  again. 

The  evidence  shows  that  Emil  w»s  not  a  partner  with  Fritz  iu  the 
bnHiness.  He  had  nothing  at  risk  in  it.  His  profits  or  loases  did  not 
dci>end  on  the  risk  of  tbe  business.  Fritz  paid  him  the  three  cents 
oil  everj'  twenty-four  bottles  without  lefei-ence  to  whether  tbe  actual 
profit  was  more  or  less,  or  anything.     The  three  cents  was  arrived  at  by 
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flgariog  that  the  profit  on  every  twenty-four  bottles  of  ale  or  beet  ironld 
be  aix  oents  net,  and  Emil  was  to  have  three  cents  tot  every  twenty- 
fonr  bottles  sold.  Bat  this  did  not  make  hjm  a  partner.  The  nse  of 
;the  stoppers  was  not  a  nse  of  them  by  Emit  "for  his  own  proper  bnsi- 
ness."  It  was  sublicense  by  Emil  which  was  not  antborised  by  the  agree- 
ment. In  Rubber  Company  \.  Goodyear  (9  Wallace,  788,  799)  a  person 
was  licensed  to  use  Goodyear's  inveDtion  for  a  certain  purpose  "  at  his 
own  establishment,  bat  not  to  be  disposed  of  b)  others  for  that  pnrpose 
without  the  consent  of  Croodyear. 

The  court  says  of  this  license  that  it  aathorizes  the  person  to  nse  it 
hinuelf,  and  gives  him  no  right  to  authorize  others  to  use  it  in  cotynne- 
tion  with  himself  or  otherwise  without  the  consent  of  Goodyear,  and 
that  it  was  to  be  used  at  bis  own  establishment  and  not  at  one  occupied 
by  himself  and  others.  In  the  absence  of  afSrmative  authority  to  Emit 
Hollender  to  dispose  of  the  license  to  others  or  to  allow  it  to  be  availed 
of  by  others  itmnstbe  read  as  if  it  forbade  a  dispositioD  of  it  toothers. 
Enabling  Frit-z  Hollender  to  make  part  or  the  whole  of  a  profit  of  tliree 
oeuts  on  twenty-four  bottles  by  using  stoppers  under  the  license  was 
dealing  with  the  license  in  a  way  not  autborized.  In  Troy  Iron  and 
.  Nail  Factory  v.  Coming  {14  Howard,  193,  216)  it  is  said  that  "a  mere 
license  to  a  party  without  having  his  ossigne  or  equivalent  words  to 
them,  showing  that  it  was  meant  to  be  assignable,  is  only  the  grant  of 
a  personal  power  to  the  licensee,  and  is  not  transferable  by  him  to 
another." 

5.  A  patent  granted  by  the  tJnited  States  July  17, 1859,  to  Jules 
Jeanuotat  for  an  improvement  in  bottle-fastenings  is  set  up  in  the 
answer  and  put  in  evidence  on  the  question  of  novelty ;  bat  no  witness 
on  either  side  gives  any  testimony  in  regard  to  it  in  this  suit.  1  have 
examined  it,  however,  and,  for  the  reasons  assigned  in  the  decision  made 
herewith  in  the  suit  of  the  same  plaintiffs  against  Tom  Hofe,  am  of 
opinion  that  it  has  no  bearing  in  faror  of  the  defendants  in  this  suit.' 

6.  It  remains  to  consider  bat  one  more  defense,  and  that  is  the  al- 
leged prior  iuyention  of  one  Otto.    That  Otto  made  and  made  some  use 

'  of  prior  to  the  invention  of  De  Qnillfeldt  a  atmctnre,  the  identical  origi- 
nal  of  which  and  the  bottle  to  which  it  was  applied,  less  a  round  piece 
cot  fi<om  a  piece  of  india-rubber  hose  and  tacked  by  a  tack  on  the  cen- 
ter of  the  diameter  of  the  lower  t^tce  of  the  wooden  stopper,  are  now 
produced,  ia,  I  think,  established  by  the  e\-idence.  That  stnictnre  is 
"Defendant's  Exhibit,  Otto  bottle-stopper,  October  21,  1879."  It  has 
an  arrangement  of  neckband,  lever,  yoke,  and  rigid  upper  part  of  stop- 
per with  three  pivotal  connections,  which,  if  the  whole  stopper  had  been 
a  perfect  compound  stop]>er,  as  the  stopper  of  the  plaintiff's  patent  is 
composed  of  substantially  each  an  elastic  part  as  said  patent  shows, 
with  such  rigid  upper  part,  and  if  the  whole  combination  of  compoand 
stopper,  yoke,  lever,  and  neck-band  had  been  capable  of  operating  in 
the  way  the  combination  set  forth  in  the  first  claim  of  the  plaintifl^s  re- 
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JBSae  operates  to  produce  effectively  the  reaolts  prodnced  by  that  oom- 
binatioD,  would  hare  been  an  anticipatioQ  of  that  claim  aod  of  the  second 
«1uiii.  The  rale  laid  dovD  by  the  Sopreme  Coort  ia  Coffin  r.  Og(ien{lS 
Wallace,  120, 124)  is  as  follows : 

The  iDTsntion  or  discovery  relied  upon  as  m  defense  mnst  hare  been  complete  and 
capable  of  prodnoing  the  resalt  longht  to  be  aceoikiplished,  and  this  mnet  be  shoim 
by  the  defendant.  The  borden  of  proof  Mita  npoa  him,  and  ever;  leasonable  doubt 
should  be  resolved  against  him.  If  the  thing  were  Ambrrotla  or  inchoate,  if  it  rested 
in  speculation  of  experiment,  if  the  proceae  ponued  for  its  development  had  biled  to 
reach  the  point  of  oonsiunmatiou,  it  cannot  avail  to  defeat  a  patent  fonnded  upon  a 
discovery  or  invention  irhich  was  completed,  while  in  the  other  case  there  was  only 
progress,  however  near  that  progrees  may  have  approximated  to  the  end  in  view. 
The  law  reqniiee  not  conJeetnTe,  bat  certainty.  If  the  qnestioh  relates  to  a  machine 
the  ewiception  mnst  have  been  clothed  In  snhitantial  tana*  which  denMHistrale  at 
onoe  its  practical  efficacy  and  utility.  Seid  v.  Cutter,  1  Story,  Ii90.  The  prior  knowl- 
-edge  and  nse  by  a  single  person  is  sufficient.  The  nnmber  is  immaterial.  8e(ifi>rd  t. 
SiMt,  1  Hason,  302.  Until  his  work  is  done  the  inventor  has  given  nothing  t«  the 
pnblic.  ■ 

Otto  kept  a  beer-saloon.  He  made  only  one  sncb  structure.  He  pat 
it  npon  a  bottle.  He  pnt  beer  into  the  bottle,  and  had  the  bottle  and 
strnctore  in  bis  saloon.  It  was  seen  by  miuiy  pereons'who  saw  what  it 
vas  and  worked  it,  so  for  as  it  was  capable  of  being  worked.  Glasses 
of  beer  were  poared  oat  of  the  bottle  for  cnstomeirs  and  it  was  refilled. 
Otto  says  he  used  the  strnctare  and  bottle  in  his  saloon  from  two  to 
three  times  a  week  and  abont  two  years.  Although  he  sold  beer  in  bot- 
tles to  be  taken  away  from  his  saloon  and  opened  elsewhere — bottles 
witb  corks — as  be  says,  he  never  sent  tltis  bottle  and  strnctore  away 
from  his  saloon.  Before  he  made  his  structnre  he  had,  he  says,  seen 
bottles  witii  a  patent  stopper  of  one  Schtesting,  which  had  a  compound 
stopper  composed  of  a  rigid  top  piece  and  an  elastic  member,  and  was 
opened  and  closed  by  means  of  a  separate  lever  or  piece  of  iron ;  but 
he  says  he  did  not  procure  the  Schlesting  stopper,  and  for  the  reason, 
aa  he  says,  that  he  need  to  send  oat  beer  in  bottles,  and  would  have  to 
give  to  each  cnstomer  a  piece  of  iron  to  open  the  bottle,  which  was 
liable  not  to  be  returned,  and  he  saya  that  for  this  reason  he  tried  to 
make  a  stopper  that  would  suit  him  better.  Yet  the  new  stractore 
conid  not  have  been  a  satisfactory  one  to  be  used  for  the  purpose  of 
replacing  corks  or  in  lieu  of  adopting  the  Schlesting  stopper  and  to  be 
sent  out  with  bottles  of  beer,  or  Otto  wonld  have  had  more  of  them 
made  and  would  have  put  them  to  the  nse  of  transportation.  The  origi- 
nal specification  of  De  Quillfcldt  says  that  his  stopper  is  to  close  bottles 
in  a  "secure"  manner  as  well  as  in  a  quick  and  eouveuieut  manner,  and 
that  when  closed  the  "stopper  is  seated  so  firmly  on  the  bottle  that  no 
accidental  detachment  in  handling  is  possible."  The  reissue  says  that 
the  bottle-mouth  is  "secnrely  closed"  and  "tightly"  closed.  It  is  not 
shown  that  this  strnctiire  of  Otto's  closed  the  bottle-mouth  secnrely  or 
tightly.  Unless  this  was  done  the  stmctnre  was  useless.  The  evidence 
on  this  subject  is  entirely  wanting.    Otto  says  that  he  nsed  the  atmctore 
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in  hla  saloon,  and  that  it  worked  "  good."  He  givea  this  aoeonDt  of  tlie 
way  in  which  he  oaed'  the  stmotnre  in  his  tolooa : 

I  filled,  the  battle  witb  Hoehwitar  beei.  I  iiMd  to  poor  ont  one  gUw  Itom  it  to  » 
oiutamei  and  indoee  it  again  and  pUe*  it  on  the  table.  Either  tbey  wonid  poor  mit 
the  ieoond  glaw  themaeiTce,  or,  if  tliey  oonldu't  open  it,  I  would  sboir  It  to  them  and 
ponr  pot  a  aeoond  glaai  too.  Then  when  I  bottled  beer  again  I  filled  it  again  and 
■old  it  aa  beAtre, 

This  stroctaie,  he  says,  be  so  used  for  two  years  from  the  spring  of 
1874.  For  three  years-&>om  1876  it  stood  miased  nnder  his  coauter. 
Some  time  in  1879  the  piece  of  india-mbber  on  the  stopper  having 
before  that  time  been  lost  trom  it,  but  when  or  where  does  not  appear, 
the  bottle  and  what  remained  of  the  stmctnre,  in  the  state  in  which 
they  are  now  presented,  were  pnt  into  an  old  tmnk  ont  of  doors,  under 
stairs  leading  from  the  saloon  to  the  yard,  with  other  bottles,  for  which 
he  says  he  had  no  use,  and  which  he  placed  in  the  same  tmnk  at  the 
same  time.  There  it  remained  until  September,  1 879,  when  the  d^end- 
ant,  Fritz  Holleuder,  accidentally  learned  about  it  from  Otto.  Forten- 
bacb  says  that  Otto  bad  Schlesting  stoppers  and  opened  them  with  a 
separate  lever  before  he  (Fortenbach)  saw  the  Otto  stopper  at  Otto's 
saloon  in  the  spring  of  1874,  and  that  Otto  then  said  to  him  in  reference 
to  the  latter  that  it  was  handier  than  using  the  separate  lever.  It  nn- 
doabtedly  was,,  and  the  new  stopper  was  one  to  instantly  replace  corks 
and  the  Schlesting  stopper,  if  a  complete  and  perfect  stopper,  capable 
of  closing  the  bottle  securely  and  tightly  for  handling  and  transportation- 
Otto  was  a  locksmith  and  had  a  locksmith's  shop  on  his  premises,  and 
with  the  same  tools  with  which  be  had  made  this  stmctnre  he  could 
hare  readily  made  others  like  it,  if  this'ware  a  succeasfnl  bottle-stopper 
in  the  sense  above  stated.  All  that  Fortenbach  says  about  it  is  that, 
according  to  his  judgment,  it.  worked  well.  Sera  says  it  worked  w^ 
and  was  bett^  than  all  the  corks  they  bad  before,  and  that  before  they 
bad  it  tbey  bad  nothing  bat  corks.  Krause  says  that  it  seemed  to 
operate  "good."  Oiebuer  says  thae  it  operated  "  quite  well,"  and  that 
the  rubber  closed  it  "quite  well." 

The  above  is  all  there  is  from  the  witnesses  who  saw  the  structure  that 
gives  any  idea  as  to  tlie  eflectiveness  of  the  stopper.  The  edideuce  is 
wholly  defective  and  iusufQcient.  But,  besides,  the  testimony  as  to  a 
trial  now  of  a  stmcture  made  on  the  part  of  the  plaintiff  as  nearly  as 
possible  like  the  original  structure,  with  a  disk  of  rubber  sUghtlj'  thin- 
ner and  rather  more  flexible  than  the  rabber  disk  which  Otto  says  he 
used,  and  the  testimony  as  to  the  uppearsncc  visible  in  and  absent  from 
Otto's  stractnre,  as  bearing  on  the  questiou  of  the  strain  to  which  it 
has  been  subjected,  and  the  testimony  as  to  Exhibits  A  and  B,  iiitro- 
dnced  by  the  defendants  as  duplicates  made  now  of  Otto's  stmctnre, 
and  my  own  examination  of  that  stmctnre,  in  connection  with  all  the 
evidence  before  alluded  to,  and  with  the  whole  testimony  in  the  case, 
lead  to  the  conclusion  that  Otto's  stmcture  was  not  an  uitioipation  of 
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tiie  De  Qaillfeldt  invention.  If  it  bad  tbe  ase  which  Ottn  says  it  had  it 
never  was  subjected  to  the  strain  necessary  to  close  the  bottle  Becurely 
and  tightly  safficient  for  handling  and  traasportation,  and  it  amonnted 
onlyto  an  experimnnt,  which  was  abandoned.  The  whole  evidence  shows 
that  it  most  Ml  into  the  rank:  of  abandoned  exi>eriments.  To  no  one  of 
ttiose  who  saw  it,  nor  to  Otto  himself,  did  it  suggest  the  idea  of  being 
a  stopper  which  was  fit  to  use  on  bottles  which  were  to  be  sent  ont 
with  beer,  It&iledtodo  so  if  used  as  long  and  as  often  as  Otto  saya 
it  was,  beoanse  it  was  not  in  such  a  state  as  to  oloee  the  bottle  securely 
and  tightly.  It  foiled  to  do  so  equally  if  not  used  as  long  and  as  often' 
as  Otto  says  it  was.  Tbe  defendants  have  not  shown  that  tbe  inven- 
tion was  complete  and  capable  of  producing  the  result  sought  to  be  ac- 
complished— ^the  rpsnlt  accomplished  by  the  De  Qaillfeldt  device.  The 
thing  was  inchoate  and  rested  in  experiment.  The  process  pnrsaed  for 
Its  development  fitiled  to  reach  the  point  of  consummation.  However 
nearly  Otto  approximated  to  the  end  iu  view  he  only  made  progress. 
The  world  derived  no  benefit  firom  what  he  did.  The  recollection  of  it 
-was  stimnlated  by  the  success  of  De  Quillfeldt's  invention.  But  tor  that 
Otto's  structure  would  have  still  been  reposing  in  the  old  trunk  beneath 
the  stairs,  forgotten  and  worthless.  The  substantial  form  in  whicfi 
Otto  clothed  his  conception,  so  &r  as  it  preserved  and  so  &r  as  its 
original  airangemeut  and  operation  can  be  understood,  does  not  demon- 
Btrate  that  it  had  the  practical  efficacy  and  ntility  which  characteriz* 
the  De  Qnillfeidt  stopper.  Otto's  work  was  noroOmplete  and  he  gave 
nothing  to  the  public. 

These  views  apply  to  all  that  there  was  in  Otto's  atnictnre.  It  was  ft. 
unit.  It  was  an  abandoned  experiment  as  a  whole.  It  cannot  afliBoi 
my  one  of  the  claims  of  the  plaintiffs'  patent. 

There  mnst  be  a  decree  for  tbe  plaintiffs,  for  an  acconnt  of  profita  and 
an  ascertainment  of  damages  and  a  perpetual  ii^nnction  in  aooordanee 
-with  thia  decision,  with  costs. 


[ITiilted  StktM  Clroatt  Coait^-Sonthen  DIMriot  of  Vow  York.  ] 

SCHOEBKEH  V.  THE  SwiFT  &  COUBTKET  AND  BeEOHSB  KANUPAOT- 

URma  GOMPANT. 

Ihcided  April  38,  I88L 

19  0.  G.,  1493. 

1.  Following  tbe  oommon  Ikw,  the  eoarU  of  thia  ooimti;  tako  Jadil^lftl  notloe  a£  all 

other  oationa  and  their  wals  of  state,  lint  not  of  their  inferior  depaitmenti  and 
their  oflioen  and  aeala. 

2.  Bot  bystatDte  "copiea  of  any  leeords,  books,  or  paper*  belonging  to  the  Patent 

Offloe  and  of  letten  patent  anthentioated  b;  the  aeal  and  oertifted  by  the  Com* 
miaeioner  or  Aetlng  CommiMdonei  are  made  evidence  where  the  originale  wonld 
be  evldenee."  Bev.  Stat*.,  Seo,  893.  And  "eopiea  of  the  ^eoifioation  and 
drawing*  of  foreign  letters  pat«nt,  certified  aa  provided  in  tlw  preceding  aeotlon, 
■hall'be  prima  facie  evidence  of  the  bet  of  the  granting  of  aooh  letten  pat«n* 
and  of  the  date  and  content*  thereof," 
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-3l  Fmteh  letter*  patent  certllied  by  the  Director  of  tha  Conaervatoin  Natioiutl  dn 
Art!  et  Hetien  of  Fruice,  niidet  the  eeal  of  that  department,  verified  by  the 
Ulnintei  of  Agricaltore  and  Commerce  and  the  Hiaialei  of  Foreign  Affairs,  nil' 
dertbelr  Mrili,  come  lh>m  a  proper  nnrce,  properly  aalhenticated,  and  are  ad- 
mUdble  aa  CTldenu  andar  tbo  Matute. 

4.  It  appearing  tbat  by  the  law  «t  Fnne«  Mine  patent!  are  kept  aeciet,  and  It  appear- 

ing that  the  oopy  of  the  patent  in  qiuetlcHi  was  eertiHed  to  after  the  maauet  of 
pabllo  reoorde,  Seld  that  the  patent  most  be  taken  to  be  an  open  pat«ut. 

5.  Patent  No.  63,104,  for  match-boiet,  In  which  the  claim  1*  "  connecting  the  biuged 

part  of  the  cover  of  aa  inner  sliding  box  with  the  back  of  an  ontei  case  by  meant 
of  an  (taatic  band  or  (trap,  aabUantially  aa  and  fbi  the  pnrpnae  described," 
Seld  to  be  anticipated  by  French  Patent  No.  58,907,  of  IMS,  and  certificate  of 
addition  thereto,  dated  April  S9, 1664,  which  described  a  similar  arrangement 
of  parti,  bnt  did  not  indicate  theplaee  of  fkatenlng  theband  to  the  lid. 

Jfr.  ArOtur  v.  Brie$en  for  the  plaintiff. 
Mr.  Henrji  S.  Davit,  Jr.,  for  the  defendant. 

This  ioit  is  broaglit  upon  Itetters  Patent  of  tbe  United  States*  ISo. 
43^01,  dated  March  18, 1867,  and  issued  to  the  orabn-,  for  a  match-box. 
Among  the  defenses  set  up  in  the  answer  is  one  that  the  same  invention 
had  been  preTioaaly  patented  In  Letters  Patent  of  France  Ko.  S2,907, 
dated  Febraaiy  6,  1862,  and  a  certifloate  or  addition  thereto,  dated 
April  20, 1864,  granted  and  issned  to  one  CanssemiUe.  The  orator's 
invention  is  not  shown  earlier  than  the  patent.  The  defendant  has  filed 
in  evidence  what  pOiports  to  be  a  oopy  of  the  pat«nt  set  up  in  the  an- 
swer, eertifled  fhim  France.  Ihe  orator  objects  to  this  copy  as  evidence 
for  want  al  suffldent  aathenticatjon,  and  imdsts  t^iat,  if  admissible  in 
evid^nod  at  all,  it  does  not  show  Bach  an  open  pablio  patent  as  will  de- 
feat a  patent  of  the  United  States,  and  that  it  does  not  parport  to  be 
■»  patent  fin  the  same,  invention. 

OoorCs  of  this  conntry  take  judicial  notioeof  all  other  nations  and  their 
seals  oi  state,  but  not  of  their  inferior  departments  and  their  officers 
and  teals.  The  oopy  Died  in  evidence  is  certified  by  the  Director  of  the 
■Oonservatirire  £ati(Hial  des  Arts  et  Metiers  of  France,  under  the  seal  of 
that  dq»arlment,  vnifled  b;  the  Minister  of  Agriculture  and  Commerce 
and  the  Mlnistw  of  Foreign  Affairs,  under  their  seals,  but  not  by  the 
Oreat  Seal  of  Fmnce.  This  wonld  not  be  sufficient  proof  of  the  copy  if 
tbe  conmen  law  was  to  govern.  Okureh  v.  Subbart,  2  Cranckt,  187.  fiat 
tlie  dUBcnltiea  of  making  proof  of  foreign  as  well  as  of  domestic  patents 
have  beeti  lessened  by  statute.  "Copies  of  any  records,  books,  or  pa- 
pers belonging  to  the  Patent  Office  and  of  letters  patent  authenticated 
by  the  seal  and  certified  by  the  Commissioner  or  Acting  Commissioner 
are  made  evidence  where  the  originals  woald  be  evidence."  Bev.  Steits., 
Sec.  882.  And  "oc^ies  of  the  specifications  and  drawings  of  foreign 
letters  patent,  oertifled  as  provided  in  the  preceding  section,  shall  be 
jtrimafaeie  evidence  of  the  fitct  of  the  granting  of  such  letters  patent 
and  of  the  date  and  contents  thereol"    Bev.  Stats.,  Sec.  803.     This 
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department  and  its  directors  in  France  corresponds  to  the  Patent  Of- 
fice and  its  Commissioner  in  the  United  States,  as  is  understood,  and 
the  Minister  of  Agrieidture  and  Commerce  to  the  Secretary  of  the  In- 
terior, so  that  this  copy  comes  from  the  proper  source,  is  authenticated 
in  the  proper  manner,  and  is  admissible  in  evidence  under  the  statute. 
JOe  Flora  v.  iftfyNoMi,  17  Blatchf.,  436.  This  defense,  as  formulated 
in  the  Berised  Statutes,  is  that  the  invention  shall  have  been  patented 
before  the  supposed  invention  b;  the  patentee.    Sec.  492U,  par.  3. 

There  are  patentsin  (Vance  which  may,  for  special  and  public  reasons, 
be  kept  secret.  The  expression  "  patented  "  In  the  statute  would  seem, 
from  the  sigiiiftcation  of  the  worii,  to  mean  only  inveutions  laid  open  to 
the  public  and  protected  to  the  inventors,  and  such  appears  to  be  the 
constructions  which  the  expression  has  heretofore  received.  There  is 
nothing  to  show  whether  this  is  au  open  patent  or  one  made  secret,  ex- 
cept what  can  be  gathered  from  the  copy  itself  and  the  fact  of  its  pro- 
daction.  Only  public  records  are  provable  by  copy  certified  merely,  and 
these  departments  of  the  government  of  France  would  not  have  the  pat- 
ent in  condition  to  certify  by  copy  if  it  was  secrfet  and  not  public.  So 
the  fiict  that  it  is  certified  shows  it  to  be  what  could  be  certified  and 
that  tlie  invention  described  by  it  was,  iu  th^  sense  of  tlie  patent  law, 
]iatented  by  the  original  patent  of  the  copy  produced.  The  patent  is 
prior  to  the  orator's  invention,  and  the  invention  patented  by  it  is  to  be 
compared  with  the  orator's. 

The  orator  states  in  his  specification  that  the  nature  of  his  inventions — 

CoDBista  in  ao^ttncliuig  an  eltutic  band  or  strap  to  the  upper  ead  of  an  ontar  box 

and  to  the  liiuged  part  of  the  lid  of  an  iuuer  box  sliding  iu  the  outer  one  that  wheu 
the  inner  box  is  drawn  ont  from  the  ont«r  one  the  lid  of  the  former  ahull,  ai  soon  ae  It 
hHH  paiied  beyoud  the  upper  aide  of  the  outer  box,  )>eelevntedb}-niennsof  theatretch- 
ipK  ''f  tbe  elastic  baud,  and  thna  open  the  inner  box. 

The  elastic  band  is  farther  described  as  attaclied  to  the  hinged  lid  of 
the  inner  box  "a  little  forward"  of  the  hinge,  and  a  looi)  or  knob  on  the 
outer  end  of  the  inner  box,  to  take  hold  of,  is  shown. 

The  oi>eration  is  described  to  be  that  when  the  inner  box  is  pulled  out 
the  band  is  stretched,  and  as  soon  as  pulled  out  beyond  the  hinge  the 
lid  is  raised  by  the  band  "acting,  as  it  were,  on  a  lever  near  its  pivot," 
and  the  box  is  keiit  open,  and  on  pressing  down  the  lid  the  action  of 
the  elastic  band  will  draw  the  inner  box  back  to  it«  position  in  the  outer 
box. 

The  claim  is  for — 

Connecting  the  hinged  part  of  the  cover  of  au  inner  aliding  box  v-ltfa  the  buck  of  an 
onter  ease  by  meana  of  an  elastic  baud  or  atriip,  snbatniitiitD.v  as  aud  for  the  piirptwcB 
described. 

The  patent  of  Oansscmillc  shows  an  outer  box  open  at  one  end  with 
an  inner  box  fitting  aud  sliding  iutoit,  ha  vingahinged  lid  opening  upward 
and  an  elastic  band  faJ4tenetl  at  one  end  to  tlie  buck  side  of  the  onter 
Imjx  and  at  the  other  end  to  the  hinged  lid,  and  a  tongue  at  the  outer  end 
of  the  inner  box  to  take  hold  of  to  pnll  it  ont> 
17  0  p 
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The  deBcription  ia  tbat  patent  and  the  first  addition  is  of  strnctiues 
and  tlieir  operatioDS  so  mach  like  those  of  the  OTator  tbat  oo  the  saga- 
meat  tbey  were  conceded  to  be  the  same,  except  it  ifas  claimed  that  in 
Oanssemille'B  the  hinged  lid  was  to  be  raised  by  the  fingers  when  the 
box  was  drawn  out  instead  of  by  the  elastic  band.  Therefore  this  differ 
eoc*9  only  needs  to  be  attended  to.  This  addition  is  accompanied  by 
drawings,  in  which  the  dosed  end  of  the  outer  box  is  designated  by  th^ 
letter  a,  the  inner  box  by  b,  the  outer  box  by  c,  the  elastic  band  by  d, 
the  hinged  lid  by  e,  the  tongne  on  the  inner  box  by/,  and  in  one  flgore 
the  position  of  the  hinged  lid,  with  the  inner  box  withdrawn  and  the 
lid  folly  open,  is  shown  in  red  ink. 

The  copy  is  in  the  French  langaage,  and  in  this  part  proceeds ; 

La  tlrette  d  est  fln^  d'nne  part  an  fond  a  de  la  bolte  e  et  d'antM  part  an  ooaTSrcle 
mobile  e  dn  tiroirp,  qni  mntleut  lea  allnmettot.  Une  langnettB,  /,  «ert  ii  fain  aortir 
la  tlroir  hon  de  la  botte  lonqn'cm  vent  prendre  dei  aUnmettes.  En  tlraot  le  Uroir  I 
an  moyen  dela  langnette/le  conTerole  Abrisute  t  tend  la  tirette  de  eaontolione  d  et  piend 
la  poeitjou  d'arrtt  indiqnte  A  I'enore  rouge. 

Translated,  this  reads : 

The  aprlug  d  is  fitted  at  one  eztremit;  to  the  end  a  of  the  box  o  and  at  tbe  other  to 
-the  novable  cover  «af  the  drawer  or  box  j>,  which  contains  the  matches.  The  tongne 
/serrea  to  pnll  the  drawer  out  vf  the  box  when  matches  are  wanted.  In  pulling  ont. 
the  drawer  by  meana  of  the  tongne/  the  movable  oover  e  stretches  the  India-mbber 
■priDg  d  and  takes  the  fixed  position  indicated  by  the  red  ink. 

Here  ia  no  indication  that  the  movable  cover  is  raised  by  the  fingers 
of  the  person  using  tbe  box  and  in  tliat  way  opened.  When  the  cover 
in  being  drawn  oat  with  the  inner  box  stretches  the  elastic  band  the 
band  resets  the  forqe  by  polling  npon  the  Hd,  and  as  the  box  oontinnes 
to  move  octward  the  lid,  when  it  has  passed  beyond  the  hinge,  is  polled 
apward  and  opened.  This  is  done  precisely  as  the  hinged  Ud  of  tb^ 
plaintiff's  box  is  openecT. 

Tbe  place  of  fiistening  the  band  to  tbe  lid  is  not  Indicated,  bnt  it  most 
be  "a  little  forward"  of  the  hinge  in  order  to  be  &stened  to  tiie  lid 
itself;  for  it  coold  not  well  be  fiustened  to  the  hinge  between  tbe  two 
parts  of  the  lid,  and,  besides,  tbat  would  not  answer  the  description, 
and  it  acte,  "as  it  wen,  on  a  lever  near  its  pivot." 

Here  is  tbe  connectiBg  the  hinged  part  of  tbe  cover  of  an  inner  slid- 
ing box  with  the  back  of  an  oater  case  by  means  of  an  elastic  band  or 
strap,  substantially  as  tdaimed  in  the  plaintiffs  patent 

In  1868  CaoBsemille  took  ont  a  fifth  certificate  ot  additions  to  this 
same  patent.  In  that  addition  an  employment  of  the  mbber  spring  to 
open  the  inner  box  as  tbat  is  drawn  oat  is  described,  which  is  claimed 
by  tlie  orator  to'be  the  same  as  his  invention,  and  to  show  that  Gausse- 
mille  did  not  nnderstand  and  intend  to  describe  it  when  he  applied  for 
and  took  his  first  certificate  of  addition.  In  tbat  the  mbber  spring  is 
described  as  attached  to  the  lid  a  little  forward  of  the  binge,  and  to 
pass  Uirongh  the  fitted  part  of  the  lid  tightly,  a  little  back  of  tbe  hinge ' 
Into  the  inner  box,  and  throngb  the  inner  end  of  tibat  box,  and  to  be 
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attached  to  the  dosed  end  of  the  ont«r  Iwz,  matiog  practically  tiro 
working-parto  of  the  spriog,  oae  working  coostftntly  between  the  mov- 
Able  an^  immovable  parts  of  the  lid  to  raise  the  movable  ]>art  when- 
ever the  inner  box  was  drawn  oat  past  the  cover  of  the  outer  box  &r 
enongh  so  it  could  be  raised,  and  the  other  to  return  the  inner  box  into 
the  outer  when  freed.  In  the  plaintiff's  patent  and  CanssemUle's  first 
addition  the  spring  passes  wholly  outside  of  the  inner  box,  and  the  in- 
vention described  in  them  is  different  ftom  that  describeci  in  the  fifth 
addition.  So  the  foundation  of  this  argument  fails,  even  if  the  arga- 
ment  sbonld  be  sound. 
Let  a  decree  be  entered  dismiesiug  the  bill  of  complaint,  with  costs. 


[Hnltad  StalM  Clnnlt  ConH^-Soathmi  DlaBrlct  af  H«v  Turk.] 

White  v.  Glsu.son  Makufactubino-  Oomfaht. 

DeeUtd  April  38,  IBHl. 

19  O.  G.,  1494. 

1.  SeiMDed  LetUrt  Patent  No.  7,386,  (or  an  improTemeiit  in  globe-holden,  GiMutm«d 
to  be  for  •  globe-ludder  with  elastic  anns  tenuinating  in  the  cnrred  tsaAa  for 
bolding  the  globe  and  a  centet  with  an  aperture  for  tbe  gH-bmnBj',  a*  au  Im- 
ptOTement  npon  the  rigid  holden  with  retaining-screwi  heretofore  employed, 
and  ia  anticipated  b;  a  glnbe-holder  wherein  the  elastic  ariui  are  attached  tu  a 
collar  or  tnbe, 

3.  A  patent  la  not  for  what  U  described,  suggested,  or  hinted  at  anywhere  in  the  pat- 
ent, hnt  ii  for  what  is  fiiirlj-  described  somewhere  and  covered  by  the  oltunis  of 
tbe  patent,  altbongh  the  whole  ia  to  t>e  looked  at  in  order  to  ascertain  what  tbe 
claims  do  really  cover. 

3.  Where  there  was  nothing  in  tbe  patent  abont  employing  a  flat  center  or  disk  to  be 
aecorel;  held  hy  the  hnmec  actewed  down  OTer  it,  nor  any  allagion  to  riveting 
the  arms  to  the  dish  as  necessary  or  otherwise,  except  that,  by  way  of  descrip- 
tion, it  is  said  that  the  arms  are  to  1m  fastened  to'the  bnrner  in  any  suitable 
manner,  as  by  riTeting  to  a  disk  haWng  a  central  aperture,  throngh  which  the 
bomer  passes,  and  where  these  features  were  not  referred  to  in  thq  claims,  Bdd 
that  the  patent  is  not  limited  to  a  globe-holder  with  a  Bat  center  or  disk  with 
arms  riveted  thereto. 

Mr'.  M.  D.  CoMoUy  for  the  plaintiff. 
Mr.  J.  C.  Clayton  for  the  defendant. 

Wheeleb,  J. : 

This  suit  is  brought  npon  Reissue  I^etters  Patent  Xo.  7,286,  the  origi- 
nal of  which  was  'So.  102,731,  dated  Api-il  27, 1875,  entitled  "Animprove- 
ments  in  globe-holdei'S."  The  object  of  the  iii\-eutton  is  stated  in  the 
specification  to  be  "to  p^o^'ide  nu  elastic  support  or  holder  for  globes 
or  gliisH  shades  for  gus-buruevs.''  Tlie  x>nncix>al  defense  relied  upou  is 
lack  of  novelty  in  the  invention. 

Among  other  alleged  anticipating  devices  the  defendant  pnt  in  evi- 
dence a  holder  consisting  of  elastic  arms,  with  hooks  or  catches  at  tbe 
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apper  euds  for  receiving  ftiid  bolding  the  globe,  fiwtened  to  a  tube  or 
collar  to  enciit-le  and  rest  npon  the  burner  for  snpport,  aud  marked 
"ExliibitCC.'' 

The  patent  lias  two  claiiiis,  one  for  a  globe-holder  liaving  spriiig  or 
elantic  arms  made  with  cnrved  or  bent  ends,  forming  hooks'or  cat^ei' 
for  embracing  tbe  lower  edge  or  flange  around  the  lover  opening  of  a 
globe ;  the  other  for  "  the  improved  globe-holder  therein  deseribed,  con- 
sisting of  the  disk  or  center  having  aperture  for  the  passage  of  a  gas- 
burner,  and  spring  or  elastic  iimts  terminating  in  hooked  or  curved 
ends,  for  the  purpose  substan^ally  as  set  forth." 

It  is  claimed  for  tbe  orator  that  each  claim  is  susceptible  of  two  con- 
structions, one  broad  and  the  other  narrow,  the  broad  in  each  covering 
every  form  of  globe-holder  having  elastic  arms,  and  the  narrow  oorer. 
iug  by  the  first  only  holden)  having  elastic-arms  with  the  peculiar  bent 
or  curved  ends  for  holding  the  globe  shown  in  the  patent,  aud  by  tb» 
second  only  holders  with  elastic  arms  riveted  to  a  disk-center  to  rest 
on  the  fixtures,  as  described  in  the  patent. 

As  to  this  Exhibit  C  G,  it  is  not  claimed  for  the  orator  but  that  it 
shows  the  invention  covered  by  the  first  claim,  bfoadly  construed,  but 
is  admitted  that  it  does;  nor  but  that  it  shows  the  invention  covered 
by  the  second  claim  so  oonstmed ;  nor  is  it  expressly  claimed  that  there 
is  anything  covered  by  the  first  claim  which  this,  exhibit  does  not  show. 
It  is  said,  however,  in  the  brief  of  the  orator,  that — 

It  dues  not,  howeTST,  meet  the  second  al»im  nnder  tlw  Hmited  ooDBtmotioD  mig- 
gested  above,  tnuniiich  aa  the  baaeiiBeoUu'sudnot  •  disk,  sndthe  ■pring-ums  are 
not  rivfted  thereto.  The  importuioe  of  this  difierence  m^'  be  properly  stftted  here. 
The  collar  ia  dceigtied  to  alip  OTec  or  slide  down  to  positloD  on  tbe  burner.  It  is  nn- 
provided  with  an;  mekos  of  making  it  fast,  and  is  quite  obvioiulf  too  Inaeenn  to  per 
Ditt  it«  nse  to  advantage.  A  mere  toneh  will  disturb  its  position  and  caaae  the  gloto 
sustained  b^  it  to  topple  over,  lose  its  equilibrium,  and  fall.  The  flat  center  or  diak 
i>f  the  complainaut'B  pat«nt,  on  the  oontrary,  is  deigned  and  adapted  to  encircle  the' 
screw.ghank  of  the  gaa-fixture  and  be  there  secnrel  j  held  against  possiliility  of  amn- 
deutal  disturbance  hy  tbe  burner,  which  is  screwed  down  over  it. 

This  part  of  the  case  turns  upon  whether  the  patent  covers  these  dif- 
ferences; for  if  it  does  not  then  this  exhibit  shows  all  of  the  orator's  in- 
vention that  is  patented,  and,. if  properly  shown  to  have  been  know 
aud  used  prior  to  tbe  invention,  anticipates  it,  although  it  may  not 'show 
all  that  is  mentioned  ot  described  in  the  patent  or  all  that  it  may  be 
thought  that  the  orator  invented.  In  this  view  it  is  to  be  noticed  that 
there  is  nothing  in  the  patent  about  a  flat  center  or  disk  designed  and 
adapted  to  enoirde  the  screw-shank  of  tbe  gaa-fixture  aud  be  there  se- 
curely held  by  the  biimer  screwed  down  over  it,  nor  any  allusion  to  the 
disk  or  to  riveting  the  arms  to  it  as  necessary,  or  otherwise,  except  that 
ill  the  description  of  the  drawings  it  is  said  that  tbe  "  anns  are  to  be 
fiistened  to  the  burner  in  any  suitable  manner,  as  by  riveting  to  a  disk 
having  a  central  aiierture,  through  which  the  burner  passes " ;  and  in 
stating  the  advantages  of  making  tbe  anus  in  separate  pieces,  heT» 
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it  is  said  tiiat "  if  thtty  and  the  disk  or  hab  or  an  eqairalent  center  were 
all  formed  in  one  piece  oonslderable  loss  of  material  voald  be  incaned," 
and  in  the  second  claim,  which,  as  before  recited,  is  for — 

The  fmproTed  globe-boldBT  herein  described,  oonMatlDgof  th«  disk  or  center  hBTiug 
■pertoM  for  the  pasMge  of  s  gaa-bnmei  And  epring  or  elasthi  anw  tenniiiAting  la 
faooked  or  curved  mhU  for  the  porpow,  nibitkntiftllf  ••  wt  liKth. 

The  patent  is  not  for  vhat  is  desbribed,  itagge«t«d,  or  hinted  at  any- 
vhere  in  the  patent;  bnt  is  for  what  is  fi^rly  described  somewhere  and 
covered  by  the  claims  of  the  patent,  altlioogh  the  wh<de  is  to  be  looked 
at  in  order  to  ascertain  what  the  claims  do  really  cover,  especially  when 
the  claims  are  like  this  second  one  and  are  for  the  tbin^  mentioned  in 
the  elaim,  as  set  forth,  or  as  described,  or  with  other  eqaivalent  words, 
as  is  very  common. 

The  second  claim,  read  with  all  the  advantages  of  snch constrnction, 
does  not  cover  el^^tic  arms  with  a  disk  merely,  for,  by  its  own  words, 
it  extends  to  a  disk  or  center,  and  the  center  may  not  be  a  disk,  although 
either  mast  have  an  apertnre  for  the  passage  of  a  gas-bnrner ;  and  when 
the  speciflcation  is  looked  to  for  the  globe-holder  consisting  of  these 
things  substantially  as  described,  it  shows  a  globe-holder  with  elastic 
Arms  fastened  to  the  burner  in  any  snitable  manner,  as  well  as  a  globe- 
holder  with  elastic  arms  &atened  to  a  disk  to  go  on  the  flxtnrea,  for 
both  are  subetantially.set  forth.  There  conld  not  be  a  patent  for  a 
£lobe.-holder  with  elastic  arms  and  another  feature  combined  without 
describing  the  other  featare  as  well  as  the  arms  and  also  claiming  it  as 
«  part  of  the  invuition.    . 

The  patent  cannot  be  held  to  cover  anything  more  than  a  globe-holder 
with  elastic  arms  terminating  in  the  curved  ends  for  holding  the  globe 
And  a  center  with  an  aperture  for  the  gas-burner,  as  the  patentee  said 
in  the  outset  of  his  specification,  "  the  same  being  designed  as  an  im- 
proved substitute  for  the  rigid  holders  with  retaiiiiug-screws  heretofore 
employed."  So  this  exhibit,  as  it  is  conceded  to  be  by  the  orator's  coan- 
ael,  fully  covers  all  there  is  of  the  orator's  invention  that  i»  patented. 

It  is  also  claimed,  in  behalf  of  .the  orator,  that  prior  knowledge  and 
ase  of  that  device  are  not  shown  with  sufBcient  certain^'  to  defeat  a 
patent  within  the  rule  applied  to  this  class  of  cases.  And  he  cites  the 
evidence  of  the  witness  Gleason  where  he  says,  with  reference  to  the 
Exhibit  C  C,  "this  particnhu'  globe-holder  was  sold  to  a  man  by  the 
name  of  Drown,  aud  used  by  him  a  number  of  years,  his  place  of  bust- 
iieas  being  in  West  Honsteu  street,  New  York,"  as  being  the  only  evi- 
dence on  the  subject.  If  this  were  the  only  evidence,  it  might  not  be 
snffivient,  but  it  is  not.  At  another  place,  in  answer  to  the  first  cross- 
qnestion,  Gleason  says  they  sold  twenty  or  tbiity  gross  of  them  in  1871 
and  iu  1872.  The  witness  Daley,  a  mauufaetiirer  and  seller  of  gas-fix- 
tures, says,  iu  answer  to  the  last  direct  question,  that  bis  firui  has  pur- 
chased and  sold  them  since  1873.  And  the  witness  Dare,  in  answer  to 
the  last  questiou  pnt  to  him,  says  tlint  those  like  Exhibit  O  G  in  the 
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printed  record— obvionBly,  from  the  qneBtion,  meaning  O  C,  and  G-  & 
being  a  mispriot — says  tbBt  be  manafoctnred  them  for  the  defendants 
either  from  1867  or  1868  np  to  1875,  or  in  1808  and  1809,  and  for  fbnr 
or  fire  years.  There  is  nothing  in  the  caee  other  than  the  patent  show- 
ing the  date  of  the  invention.  This  evidenoe  is  not.oontradicted,  and^ 
standing  thns,  it  shows  satisihctorily  and  beyond  any  &ir  or  reasonable 
doubt  that  globe>holden  libe  Exhibit  G  G  were  veil  known  and  in  nse 
long  before  the  orator's  invention,  and,  in  the  language  of  the  statate 
relating  to  defenses,  ^'that  he  was  not  the  original  Bind  first  inventor  of 
the  thing  patented."  9ec.  4920. 
Let  a  decree  be  entered  dismissing  the  bill  of  complaint,  with  costs. 


[UoiUd  SUtM  Clicolt  Coort-Eutern  Dlttdot  oTWlMondn.) 

BOWELL  BT  U..  V.  LiNDBAT  ET  AL. 

Decided  Man*  S3,  1881. 

19  O.  G.,  1S65. 

1.  A  patent  for  ft  combinfttloiiof  known  partfl  is  not  Infringed  b;  the  nMof  Baynnm- 

bec  at  the  p«rti  leas  thAn  the  whole. 
9.  Where  tome  of  the  pant  of  a  combinatloo  are  nen  and  othen  old,  and  where  the 

new  parte  aie  distinctly  olumed  as  Invention!,  the  appropriation  of  a  part 

which,  is  new  is  an  infringement. 

3.  Where  a  patentee  claims  as  his  inventf  on  only  the  combination  which  he  describes, 

the  separate*  oonititnent  parts  of  snch  combination  are  to  be  regarded  nn  old  or 
common  and  pnblic. 

4.  A  comblnAtion  most  be  maintained  as  an  entirety.    If  oue  of  the  elements  is  given 

np  the  thing  claimed  ilisappeaia.  The  different  parts  may  perfonn  more  or  less- 
important  ftnctions,  but  each  and  all  are  essential  to  uiike  the  tbiug  which 
the  pateetee  bas  oUlDied  as  his  iuvention. 

5.  A  combination  is  not  infriugMl  by  the  snUstitntloD  of  a  new  element  or  of  one  that 

performs  a  snbstantially  different  fnnction,  or  by  the  aiibstitntton  of  au  old 
element  not  known  at  the  date  of  the  patent  as  a  proper  solwtitnte  for  the 
omitted  ingredient,  or  by  a  new  combination  of  the  existing  elements  of  the- 
pati'Dted  combination. 

6.  A  patent  for  an  improvement  in  cnltivators  claimed  the  combination  of  a  slotted 

beam,  shank,  brace-bar,  and  bolt  when  the  parts  were  constructed  and  arranged 
to  operate  as  and  fbr  the  pnrpotes  specified:  Stld,  that  snch  patent  was  itot 
infringed  by  a  machine  which  contained  snch  slotted  bvam,  ahaulf,  and  bolt, 
but  did  not  include  the  brace-bar  or  any  mecbanlcal  equivalent  for  the  same. 

Mr.  Jamei  J.  ]>ieh  and  Mr.  A.  R.  R.  Bntler  for  tlie  complainants. 
Meatra.  Wood  <i-  Boyd  nnd  Mr.  J.  P.  G.  Cottrill  for  the  defendants. 

Dyee,  J..' 

This  is  a  bill  to  restrain  the  infringement  of  a  patent  for  an  nlleged 
new  and  useful  imx)voveiueut  in  cultivators.  The  original  i>atent  was 
issued  to  complainants  July  3,  ISGC.  A  reissue  was  granted  March  31, 
1808. 


DECISIONS  OF  D.  0.  C0UBT8  IN  PATENT  CASES.  265 

Various  defenses  are  interposed,  amoDg  wbich  is  the  defense  tliat  the 
defendants  are  selling  caltivators  made  by  Tbomas,  LndloT  &  Bodgers, 
of  Springfield,  Ohio,  which  are  covered  by  Letters  Patent  2To.  162,706, 
granted  to  J.  H.  and  J.  W.  Thomaa,  Jane  30, 1874,  and  they  deny  that 
they  are  infringing  complainants'  patent 

In  the  specifications  of  the  patent  the  inrention  is  described  as  eon- 
sisting  of  the  application  to  the  shank  B  of  the  tooth  of  a  carved  brace- 
bar,  0,  the  npper  end  of  which  passes  through  a  slot  or  mortise  in  the 
beiun  A  and  is  held  in  position  by  a  damping-bolt,  D,  which  passes 
transversely  tbroagh  the  slot  or  mortise  near  the  braoe-bar,  so  as  to 
damp  it  in  any  required  position,  and  thereby  a^ost  the  tooth  in  any 
incliitatiou,  at  the  same  timo  allowing  it  to  yidd  to  immovable  obstacles 
without  breaking. 

It  is  fhrther  stated  in  the  specifications  that — 

It »  evident  that,  in  a  device  tlina  0ODetrnat«d  and  operatiax,  tho  braoe-bar  C  caa 
b^M  olamped  tlut  the  tooth  will  relsia  tta  poaition  when  worklng'in  arable  aoil  bnt 
will  ^«ld  when  ooming  In  contact  with  ao  iuunovable  obrtaela  and  paw  ovef  it  with- 
ont  breakinK,  tlie  •bank  tnmiuK  Iwslc  aiMm  it*  pivot  and  the  braoe-bar  bnng  fofoed 
ap  through  the  Blot. 

The  invention  being  thus  described,  what  is  claimed  as  new,  and  de- 
sired to  be  secured  by  letters  patent,  is — 

Tbe  oorobiDallon  of  the  dotted  beam  A,  Hhank  B,  brao»-bar  C,  and  bolt  D,  when  the 
parti  are  coDBtrncted  attd  Mranged  to  operate  as  and  for  the  parpoaea  herein  apecified. 

The  device  patented  to  J.  H.  and  J.  W.  Thomas  and  which  the  defend- 
ants are  selling  consists  of  »  wooden  btur  or  beam  having  a  slit  in  the 
rear  end  to  receive  the  shank  of  tbe  abovel  or  tooth.  The  shank  and  the 
tooth  consist  of  one  piece  of  metal,  the  sbauk  at  its  upper  end  being  of 
curved  form  and  secured  in  the  slit  by  a  bolt  or  pivot.  Another  threaded 
bolt  is  passed  through  tbe  beam  or  drag-bar  a  little  in  the  rear  of  the 
bolt  to  which  tbe  shank  of  the  tooth  Is  fiisteued,  and  in  such  place  as  to 
SQBtain  the  tooth  or  shovel  when  in  proper  position. 

It  is  stated  in  the  specifications  of  the  patent  that  the  ends  Qf  the 
bifurcated  bar  or  beam  are  drawn  down  by  the  threaded  bolt  which  sus- 
tains the  tooth  or  shovel  wbeii  it  is  in  position  or  by  the  united  action  of 
both  the  bolts  mentioned,  "  until  clamped  against  the  standard  of  the 
shovel  with  such  force  that  the  fHction  shall  maintain  the  shovel  in 
position  while  passing  through  mellow  earth,  bnt  not  so  tight  but  that 
is  will  yield  to  an  excessive  resistance  before  force  enough  is  applied  to 
break  the  shovel." 

It  is  farther  stated  that  by  making  the  shank  in  one  piece  its  con- 
stmction  "is  greatly  cheapeued  as  compared  with  that  class  where  an 
arm  has  to  be  welded  to  the  shank;"  and  the  substance  of  the  patentees' 
claim  is,  in  combination  with  tbe  drag  bar  or  beam,  bifurcated  at  the 
rear  end,  the  shovel-standard  curved  at  its  head  and  where  it  la  adjusted 
to  the  drag- bar,  and  pivoted  and  clamped  by  the  bolts  before  described. 

The  onlf  question  which  it  is  necessary  to  consider  is  that  of  in&inge- 
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aient.  The  complainuitB'  patent  is  for  a  cambiiiatioii.  It  ia  a  settled 
rule  of  lair  that  where  a  patent  is  for  a  combination  of  knoirn  parts  it 
is  not  infringed  by  the  use  of  any  nnmber  of  the  parts  less  than  the 
irhole,  for  the  patent  in  eveiy  soch  case  is  for  that  identical  oombinatiou 
and  nothing  else,  and  a  combination  of  any  legs  number  of  parts  Is  a 
different  thing.  Sharp  v.  Tifi,  2  Fed.  Beps.,  790.  This  principle  has 
been  so  often  reiterated  that  it  is  elementary.  iVovfy  v.  Rubles,  16 
Pet, 336 ;  Xm  V.  Blmtig,  2  Fish.,  89;  Latta  v.  Bkatek,  1  Fish.,  166;  &ot(f4 
T.  £Mf ,  IS  Wall.,  187.  There  ie,  howevw,  another  class  of  oombitiatioiis 
There  some  of  th^  jwuta  are  n^w  and  others  old  and  There  the  new  parts 
are  claimed  as  inventions.  If  the  combinatioD  ia  of  this  character  the 
appropriation  of  the  part  which  is  new  is  au  inMogement.  Latta  v. 
Skawic,  n^a  ;  Lee  v.  Biand]f,  lupra ;  Sharp  v,  Ti0,  tt^o.  The  com- 
plainants claim  that  their  patent  &lls  within  the  lattar  case.  They  in 
sist  that  the  slotted  wooden  beam  used  for  the  parposes  designated  in 
their  eombinatiou  is  a  new  inTciition  in  and  of  itself,  and  that  aa  the 
defendants  ose  such  a  beam  they  infringe.  It  may  be,  and  in  fact  the 
testimony  tends  to  establish,  that  a  slotted  wooden  beam  was  not  osed 
before  complainants'  patent  ftor  holding  cnltivutor-teeth.  Bat  thits  is 
not  enough  to  make  it  a  new  thing  witbiu  tbe  rnle  last  above  iitateil. 
As  matter  of  fact,  a  beam  Containing  a  slot  or  mortise  sncb  as  that  in 
tbe  complainants'  device  is  old,  and  the  most  that  can  be  rightfhUy 
claimed  in  that  respect  is  that  an  old  and  well-known  i>art  oi-  thing  is 
applied  to  a  newnse  as  part  of  a  patented  coinbiuRtioii.  Fnrtheruiore, 
tbe  complainants  do  not  in  their  speciflcAtionN  or  claim  allej^e  that  they 
are  the  inventorsof  the  slotted  beam  nor  of  anything  less  than  the  entire 
combination.  And  it  is  conclusively  settled  that  M-here  a  patentee  claims 
as  his  invention  only  the  combination  which  he  describes,  the  tieparate 
parts  which  constitnte  the  combination  are  to  be  regarded  as  old  or  com- 
mon and  itublic. 
In  Rich  V.  Close  (4  Fish.,  382)  it  was  said  by  Jadge  Woodruff  that— 

An  luventor  mnat  be  taken  to  kiion-  of  wlist  bis  iuveutiou  consiata,  and  liia  patent 
doM  not  secure  to  blm  tbe  exclnsive  Ti);lit  in  anythiug  tnoie  tban  fae  olkima  to  Lave 
Invented.  •  ■  ■  Heie  the  patentee  baa  narronnd  bis  claim  I17  tbe  nae  of  termg 
which  are  expreaa  nod  clear ; 

"Wliat  I  claim  oa  m;  invention,  and  drsire  to  seoiim  lij  k'ttim  patent,  ia — 
"Thi'  coiiibiiiatjou  of  the  wheel  conalructed  as  berelnhcfore  describeil,  ivitli  tbe 
Bpirnl  conductor  1)  and  tnbe  F.  ao  m  to  )^t  tbe  full  pKssiin?  of  tbe  water,  n-hile  tbe 
wbeel  ia  relieved  of  its  weight,  in  tbe  manner  and  for  the  purpose  set  forth. " 

Hu  ilues  not  claim  to  have  inTenteil  either  of  tlieaa  parts  seporatelyi  nor  to  bave 
inveutvd  a  nBeful  combination  of  any  two  of  the  parts  withSat  the  third.  He  may- 
have  Invented  each  of  them,  but  be  lias  not  obtained  a  jiatenl  for  either  of  tbeui. 
We  ara  tberefore  left  to  the  naauiu[ition  that  cucb  wax  old  and  that  liia  apecific  com- 
bination ftlone  wna  new. 
In  The  Corn-Planter  Patent  ('£i  Widl.,  22-1)  it  was  held  that— 
Wliare  a  patentee,  after  describing  a  nincbiue,  clainiBsabia  invention  a  certain  com- 
bination of  elements,  or  a  certain  device  or  part  of  tbe  machine,  Ibis  ia  an  Implied 
dcularotinn,  as  conclusive,  no  far  aa  tliat  patent  ia  ooncecned,  oa  if  it  were  expieaaed, 
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thkt  the  speclAo  coiD)>iii*l>Ion  m  tblug  olkiiued  ia  tbe  only  pan  which  the  patootee 
regard*  at  new.  Tcu  ,  he  or  im>id«  oiher  psra  >ii  may  have  a  diatiuct  iiatMit  for  (ha 
porlions  not  covered  by  this,  but  that  will  speak  for  itself.  So  far  as  tbe  patent  in 
^^uestlon  ts  concerned,  the  Femalniiig  parts  are  old  or  commou  and  public. 

These  statements  of  the  law,  as  thus  exyressed  in  the  two  eases  cit«d 
are  exactlj'  applicable  to  tbe  case  at  liar.  Here,  as  iu  Rich  v.  Cloae, 
the  patentees  hare  narrowed  their  claim  by  the  use  of  clear  aud  express 
terms: 

What  we  claim  as  new,  and  desire  lo  itecure  bj  letters  {latriit,  Is — 
The  combinatioD  of  the  slotted  beam  A,  shank  B,  brace-bur  C,  and  bolt  D,  when 
tbe  part*  are  eoDstmcted  and  amuged  to  operate  as  and  for  ihe  purposes  herein 
■peoifted. 

"Sot  haviug  claimed  to  have  invented  either  of  the  parts  separately, 
and  expressly  claiming;  only  a  certnin  combination  of  parts  as  described, 
there  is  an  implied  declaration,  as  conclusive  as  if  it  were  expressed, 
that  tbe  sitecific  combination  is  the  only  i>art  which  tbe  patentees 
regard  as  new,  and  that  the  several  partH  of  tbe  combination  are  old. 

npOQ  the  highest  authority  it  therefore  conclusively  Rppeare,  I  think, 
that  complainants  &n  not  in  a  position  to  claim  that  their  slotted  beam 
was  of  ittielf  a  new  iovention  or  diseoveiy.  Aud,  as  before  stated,  it 
is  not  enongh  to  eay  that  it  was  not  before  used  for  holding  cultivator- 
teeth,  for  it  caiiuot  be  reasoDublv  claiuied  that  the  mere  application  of 
an  old  thing  to  a  new  use  ii>  a  combination  is  such  invention  of  a  new 
part  a«  would  bring  tbe  ca«e  within  that  class  of  combinations  where  tbe 
appropriation  of  a  single  part  is  an  iufriugement.  But  it  is  cout<;nde<l 
that  tbe  slotted  beam  is  the  distinctive  aud  esAeutial  feature  of  com- 
plainants' invention,  and  shonld  be  regarded  as  such  in  passing  on  the 
qoestion  of  infringement.  Tbe  court  must,  however,  look  at  the  entire 
speciflcationB  and  claim  of  the  patentees  in  determining  what  th^r  iu- 
reution  is.  The  combination  is  an  entirety.  Unless  it  is  maiutaiiied 
as  such  the  whole  of  the  invention  fails.  If  one  of  the  elements  is  given 
np  tbe  thing  claimed  disappears.  Where  a  patentee,  suing  for  an  in- 
fringement, declares  upon  a  combination  of  elements  which  he  asserts 
constitute  tbe  novelty  of  bis  invention,  be  cannot  abandon  a  part  of 
«ach  combination  and  maintain  bis  claim  to  the  rest.  Macb  less  can 
be  prove  any  part  of  his  combination  immaterial  or  useless.  Vattee  v. 
Campbell  et  al.,  1  Black,  427.  The  diflferent  i«rt8  may  perform  more 
or  less  imjwrtant  functions,  bnt  each  and  all  are  essential  to  make  the 
thing  which  the  patentee  has  claimed  as  his  invention. 

It  follows  ftoax  what  has  been  stated  that  the  defendants  do  not  in- 
fringe thecomplainants' patent  by  merely  usingthe  slotted  beam.  They 
do  not  inftringe  unless  tliey  have  appropriated  the  eiitii-e  combination. 
t.Tbo  patentees  declare  in  their  si>ecifi4;Rtions  what  their  invention  is. 
iTIiey  expressly  say,  inter  alia,  that  it  consists  "in  applying  to  tbe  shank 
iof  the  tootb  a  carved  brace-bur,  tbe  upper  end  of  which  passes  through 
a  slot  or  mortise  in  the  beam."  The  defendants  nse  the  slotted  beam, 
thesliankof  the  tooth,  and  theclainping-bolt ;. but  iu  their  device  there 
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is  DO  braoft- bar -welded  to  tbe  shank  aud  passing  ap  tbrongh  the  mortise 
Id  die  beam.  Both  parties  use  tbe  pivot  vbich  attaches  the  shank  to 
the  beam;  bnt  this  pivot  is  not  claimed  by  the  complaiaaotB  as  part  of 
their  invention.  Aa,  therefore,  the  constraction  of  tbe  defendante' de- 
vice does  not  inclnde  the  curved  brace-bar,  if  tbe  case  were  to  stop  here 
it  would  seem  that  the  patentees'  entire  combinatioa  is  not  appropriatdd, 
and  so  that  there  is  do  iofriDgemeut.  Bat  it  is  insisted  that  the  differ- 
ence between  the  two  devices  is  one  merely  of  form,  and  that,  in  fact^ 
all  the  elements  of  the  complainants'  machine  are  present  in  that  which 
the  defendants  are  selling. 

There  is  no  donbt  of  the  right  of  a  pat«nt«e  to  invoke  the  doctrine  at 
equivalents  on  a  question  of  intilngemeut  in  the  ease  of  a  combination 
patenL  The  law  upon  this  subject  is  settled  in  Oortowr  v.  Boaelt  (1 
Fish.,  12);  Sei/mour  v.  OOtorne  (11  WaU.,  516);  and  in  Oould  v.  Bee* 
(10  Wall.,  187).    In  the  case  of  Segmonr  v.  Osborne  the  court  say  that — 

Here  fomwl  klterftttona  In  a  oombiiifttiaii  ■  •  •  u«  no  defense  to  the  chwge  <rf' 
inflingement,  uid  the  wUhdravftl  of  one  Ingndient  ftom  tlie  uine  Mid  the  sabatltn- 
tion  of  Miother,  whicli  wm  well  known  Bl  tue  date  of  bhepktrataak  proper  •ahetltat* 
for  tbe  one  withdrawn,  is  s  mere  formal  alteration  of  the  comhination  if  the  ingredient 
iubatitnted  performe  Babatantialty  the  tame  function  as  the  one  withdrawn. 

Bnt  the  court  farther  say  that,  to  constitute  iii&ingemeDt,  all  tbe 
material  ingredients  of  the  prior  combination  must  be  appropriated,  and 
that  the  inventors  of  a  combination — 

Cannot  snppicM  Bubaeqaeut  iDiprovejnents  which  are  aabrtuitially  different,  whether 
the  new  improTements  condBt  in  a  new  combination  of  the  eanie  Insrediente  or  of  the 
■nbatitation  of  some  newly-diacovered  in^redieut  or  of  some  old  one  perfbrming  tonw 
new  fdnotioD  not  known  at  the  djnte  of , tbe  letters  pftt«ut  ••  a  proper  anbatitnte  tar 
the  iDgredient  withdrawn. 

And  in  Oould  v.  Beea  the  court  say: 

Bona  jWe  iuveatora  of  a  combiDAtion  axa  aa  mnch  entitled  la  eqnivalenta  aa  tli» 
inventors  of  other  patentable  improvements.  ■  ■  *  Apply  that  mle  and  it  ia  clear 
that  an  alteration  in  a  patenttid  combination  which  merely  esbatitntea  another  old  in- 
gredient for  one  of  the  iugredieuts  in  the  patented  combination  la  on  InA'ingeiuoDt  of 
the  patent  if  tbe  Hnbstitnte  perfonus  Ihe  same  fnnctions  and  was  well  known  at  tha 
date  of  the  patent  as  a  proper  anbatitnte  for  the  omitted  ingredient;  bnt  the  mle  1» 
otherwiae  if  the  ingredient  anbatitnted  waaa  new  one  or  perfbrma  a  anbotantially  dif- 
feient  function  or  wOs  not  known  at  the  date  of  tbe  plaintlSb'  patent  aa  a  proper  anb- 
atitute  for  tbe  one  omitted  from  his  patented  combination.  Whete  the  defendant,  in 
conatmctinj;  bis  machine,  nmlts  entirely  oue  of  the  ingredienta  of  the  plaiutifCa'  eom- 
binatioo  without  anbstltnting  any  otber,  be  dues  not  inttinge ;  aud  If  he  snbatitnt«» 
another  in  the  place  of  tbe  one  omitted  which  ia  new  or  which  performs  a  anlistantiatlf 
different  function,  orif  it  is  oldbnt  woa  not  known  at  tbe  date  of  the  plaintitfa' patent 
aa  a  proper  anbatitnte  for  the  omitted  ingredient,  then  he  doea  not  infringe. 

See,  also,  Oill  v.  WeUt  (22  Wall,  1). 

It  follows,  therefore,  from  these  statemeuts  of  the  law,  that  if  the  de- 
fendants omit  entirely  one  of  the  elements  of  tbe  complainants'  com- 
bination without  SDbstituting  any  other,  or  if  they  substitute  another 
which  is  new  or  which  i>erforms  a  snbstantially  diffisrent  fonetion,  or  if 
it  is  one  that  is  old,  bat  was  not  kno\m  at  the  date  of  the  oomplainants- 
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patent  as  a  proper  sabstitate  for  the  omitted  iDgredient,  or  if  their  nta> 
chine  consista  in  a  new  combination  of  the  same  idgredientB,  then  the 
defendants  do  not  inftinge. 

A  material  ingredient  of  oomplainante'  device  is  the  carved  brace-bar 
welded  to  the  shank  of  the  tooth.  This  cannot  be  denied.  If  the  de- 
fendants, omitting  the  brace-bar,  hare  substitnted  an  element  in  its 
place,  that  snbstitntion  consists,  not  in  snpplying  by  physical  addition 
another  part  distinct  ftotn  the  rest  of  the  device  in  the  place  of  tliat 
omitted,  bat  in  merely  changing  the  form  of  the  head  of  the  shank 
where  it  rests  in  the  mortise  in  the  beam.  In  the  complainant^^  device 
the  cnryed  brace-bar  is  welded  to  the  rear  of  the  shank  about  midway 
between  ibe  point  where  the  shank  Is  pivoted  to  the  beam  and  the  tooth 
and  passes  into  the  mortise  at  the  end  of  the  beam,  where  it  may  be 
clamped.  As  before  stated,  the  tooth  and  shank  of  defendants'  device 
eonsist  of  a  single  piece  of  metal,  the  head  of  the  shank  where  it  passes 
into  the  mortise  at  the  end  t>f  the  beam  being  curved  and  resting  on  the 
clamping-bolt  at  propw  distance  from  the  point  where  it  is  pivoted  to 
the  beam. 

Is  tfae'cnrved  form  of  the  head  of  the  shank  the  equivalent  of  com- 
plainants' brace-bar  in  the  sense  of  the  authorities  oit«d  T  It  was  argned 
that  the  word  "  brace,"  as  nsed  in  complainants'  speciflcationSi  has  ref* 
erence  to  the  fnnctions  of  an  arm  or  an  enlargement  of  the  upper  por- 
tion of  the  shaAk  of  the  shovel,  and  that  the  curved  head  of  the  standard 
or  shank  in  the  defendants'  device  lying  within  the  mortise  operates  as 
an  arm  and  secures  the  same  leverage  or  frictional  power  as  does  the 
complainants'  brace-bar.  Whether  this  feature  of  complainants'  com- 
bination be  calle<l  a  brace  or  an  arm,  there  can  be  no  question  of  the 
Amotion  it  is  intended  to  perfbrm.  It  is  not  only  to  be  clamped  in  the 
slot  in  the  beam,  so  as  to  hold  the  tooth  securely  in  working  position ; 
but  it  is  evidently  intended  to  strengthen  the  shank  below  the  beam,  so 
as  to  prevent  it  from  bending  or  breaking  when  in  operation,  which  is 
one  of  the  primary  functions  of  a  brace.  The  complainant,  John  S. 
Bowell,  testifies  that  the  brace  thus  welded  to  the  shank  between  the 
tooth  and  the  beam  stiffens  the  shank  and  allows  the  use  of  a  lighter 
material  tbr  the  shank  than  could  otherwise  be  used.  It  operates  as  a 
snpport,  which,  it  would  seem,  removes  the  terminal  strain  tiom  a  point 
immediat«ly  below  the  beam  to  a  point  midway  or  below  the  center  of 
the  shank.  This  function  of  the  brace  is  not  fouud  in  the  construction 
of  defendants' machine,  for  it  is  evident  that  as  it  is  oonstmcted  the 
strain  terminates  on  the  shaukat  the  point  where  the  shank  is  clamped. 
So  that  while  it  may  be  said  that  frictional  resiatance'or  leverage  be- 
tween the  pivotal  point  and  the  clamping-bolt  is  obtained  in  both  de- 
vices, it  is  observable  that  the  complainants'  brace  pertbrms  a  function 
Uiat  is  omitted  in  the  defendants'  machine.  It  affords  support  to  the 
shank,  etreugth  to  the  structure,  and  the  suitable  term  "  brace-bar  "  is 
used  in  complainants'  spedAcations  as  expressive  of  power  of  resistance. 
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And  it  is  therefore  not  difflcnlt  to  anderstand,  as  some  of  the  witnesses 
have  testified,  vhy  the  complainsntB'  derico  is  leoognized  by  the  pnbUo 
as  tiie  brace-tooth  ood  as  capable  of  greater  resistance  and  less  liable  to 
bend  or  break  than  the  defendants'  machine. 

Then,  I  think  there  is  force  in  the  claim  that  the  curved  part  of  the 
shank  lying  wittiin  the  beiuu  in  defradauta'  device  performs  a  faoetion 
not  found  in  complainants'  combination.  The  cnrr^  bead  rests  on  the 
damping-bolt,  so  that  thereby  all  the  teetii  may  be  adjnet«d  to  a  line. 
The  ftioction  of  ^igmnent  is  thns  secured,  and  by  this  arrangement  of 
the  parts  the  bolt  on  which  tbe  bead  of  tbe  shank  rests  becomes  not 
only  a  damping  device  bat  an  ^igning-bolt.  Furthermore,  it  is  qnite 
apparent  from  an  examination  of  the  models  that  in  the  operation  of 
the  defendants'  machine,  when,  for  example,  the  team  is  backed,  the 
pressare  does  not  move  the  teeth  out  of  position,  liecatise  the  clamping- 
bolt  on  whidi  tbe  curved  bead  of  tbe  shauk  rests  operates  as  a  stop 
and  prevents  any  forward  movement  of  the  teeth ;  whereas  in  com- 
plainants' device  it  is^  evident  that  if  tbe  brace  is  not  set  so  tightl)'  in 
the  mortise  that  it  canuot  escape,  it  might,  in  backing,  be  drawn  en- 
tirely out,  and  thQ  t^eth  would  be  pressed  forward  with  nothing  to 
operate  as  a  atop  except  the  pivot  which  fastens  the  shank  to  the  beam, 
and  with  a  liability  that  as  the  machine  sbonld  be  started  forward  its 
movement  might  be  such  as  to  cause  the  brace  to  cat«h  on  the  beam  or 
to  prevent  it  from  passing  directly  back  within  the  slot  or  mortise^ 

From  what  has  been  said,  and  without  further  elaboration,  it  wonld 
^pear  that  the  claim  made  by  defendants  is  not  without  reason  to 
support  it — namely,  that  in  their  device  they  omit  tbe  brace-bar  and 
do  not  snbstitnte  for  it  an  element  which  « holly  performs  the  same 
function ;  that  therefore  their  substitated  element,  if  there  is  one,  is 
not  an  eqaivalent,  because  "by  an  equivaleut  in  such  a  ease  is  meant 
that  ti>e  iugretlieut  substituted  for  the  one  withdrawn  i>erfonns  tbe 
same  function  as  the  other."  OilU  v;  WelU,  supra.  Further,  that  in 
the  couBtructiou  of  their  device  a  new  element  is  introduced  which  ])er- 
fonns  a  function  substantially  difi'erent  from  that  which  the  complaiu- 
ants'  device  was  designed  to  perform  (see  Babeodc  v.  Jttd^,  I  Fed. 
Beps.,  408) ;  and,  in  short,  that  the  defendants'  combination  is  a  new 
arrangement  of  parts  so  different  from  the  complainants'  as  not  to  be 
the  equivalent  witbia  the  principles  applicable  to  combinations  patents. 

There  is  considerable  similarity  at  least  in  the  application  of  principles 
between  this  case  and  the  case  of  Provty  v.  Kuggles,  supra.  Adopting 
the  langQHge  of  the  court  in  that  case,  it  niHy  be  well  said  here : 

None  (rf'  the  parti  referred  t-o  ore  uew,  Aud  uoue  are  claimed  m  iieir ;  iior  li  auy  iK>r- 
tioD  of  tbe  oombiiistioii  lew  than  the  trliole  clainied  m  new  or  stated  to  prodnce  nii.v 
given  reanlt.  The  eod  iu  view  is  iiropo«e>l  to  Iw  at^complialied  bj*  tbe  uuiun  of  all 
arrangAd  and  combined  together  iu  the  mauner  ileacribeit.  And  tliia  cooibiDatioii, 
eon)]H)eed  of  all  the  parts  mentioned  in  the  speciKcatiou  and  armiigetl  with  reiiereiie* 
to  each  other  •  "  ■  la  the  manner  therein  described,  u  et«ted  to  be  t-lie  iiuprov*- 
nu-nt,  Mid  ie  the  thing  patented.    Tbe  iu>e  of  uiy  tuo  of  theae  jiarta  only,  or  of  Iw* 
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ecMnbined  with  a  third  which  ia  snbatantlally  different  In  fonnMln  thenuuuwrof  it» 
MTMigemeuI  »ud  conneotioD  with  the  othen,  ia,  therefiiie,  not  tiw  thins  patented.  It 
is  not  the  same  combination  if  it  tubstanCiaU;  differt&om  it  in  any  of  ita  porta. 

Certain  models  vere  prepared  and  Bubmitted  by  oue  of  the  expert 
witnesses  as  illastrating'the  enpposed  identity  of  the  two  devipes.in 
questioii}  bat  I  do  sot  think  tbey  demoDstrate  such  identity.  The- 
structaral  arraDgemeut  of  the  parts  in  the  two  machines  is  sabstao- 
tially  different  The  brace-bar  is  a  diatinot  member  of  tiie  complaio- 
aots'  combination.  They  have  claimed  it  in.  their  apeciftcations  to  be 
an  essential  part  of  their  invention.  It  ia  the  eonstractJon  of  the  sev- 
eral parts,  not  separately  but  in  combination,  which  they  claim  to.  be 
new;  and  their  impiovemeot  consists  in  arranging  different  parts  of  the 
coltivfttor  and  combining  them  together  in  the  mitnner  stated  in  the 
specdficatious,  for  the  purpose  of  prodncing  a  certain  effect  Prautg  v» 
Rugglea,  supra. 

Applying  to  the  case  what  I  conceive  to  be  correct  legal  priuciples^ 
my  conclusion  is  tbat  the  defendants  do  not  in&inge  the  complainants'' 
patent. 

Let  the  bill  be  diamissed. 


[United  atiMt  Cin:ait  Ci 

Pbnmimqton  et  Ai.  V.  King. 

De<xded  Jfoy  96,  18U1. 
19  0.  G.,  156a 

1.  Lett«n  Patent  No.  903,069,  granted  to  Feimiiigton  and  Begga,  April  30,  ISTS,  for 

an  improTement  io  lawn-aprinklen,  which  deacribei,  mter  alt*,  "the  loae  Cr 
provided  with  a  nnmber  of  discharge-holea,  d,  at  the  onter  diciimferenoe,  which 
hole*  are  placed  in  a  plane  paaaing  preferalily  throogh  the  hole  B,  bat  bored  at 
a  certain  angle  of  inclination  through  the  cose,  so  as  to  prodaoe  the  roTolring 
motion  of  the  same  by  the  forcible  diaoharge  of  the  watet  through  the  holea,''ia 
not  anticipated  by  aprinlflera  having  radial  arma  which  an  caused  to  revolve  by 
the  force  of  the  water  passing  oat  tliroDgh  one  and  the  aame  aide  of  each  arm, 
nor  by  sprinUera  wherein  the  chamber  or  roae  is  canaed  to  revolve  by  forcing 
the  water  throagh  perfoiationa  in  the  same  nde  of  ridges  formed  on  its  convex 
.  anrfaee. 

2.  In  tbe  absence  of  other  evidence,  a  patented  invention  will  be  held  to  date  from- 

the  time  of  filing  the  application,  and  not  from  the  time  of  the  grant. 

Mon.  CarroU  D.  Wrigkt  and  Jfr.  A.  E,  Beniton  for  the  complainants. 
Jirr.  F.  H.  Angier  for  the  defendant. 

The  plaintiff  ane  on  Patent  "So.  203,069,  issued  to  Pennington  and 
Beggs,  April  30, 1878,  upon  an  application  filed  October  27, 1877,  for 
an  improvement  in  (lawn)  aprinklers. '  In  this  contrivance  water  from 
a  head  is  to  paes  throngh  the  ordinary  socket-tnbes  into  a  rose  of  oirca- 
iar  shape,  with  a  shoulder  and  other  bearings  and  fittings  to  enable  it 
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to  revolve  freely  at  a  low  or  a  bigb  prewnre  of  tbe  water.  The  p^ 
-with  which  we  are  chiefly  coDcemed  ia  the  rose,  which  is  thns  described ; 

Tlie  roM  C  !■  proTided  with  a  Domber  of  diMihaT(ce-hole«,  i,  at  the  onter  aironmfec- 
ence,  wMoh  hglea  are  placed  in  a  plane  paaaiDg  pieferabl;  tbroogli  tbe  hole  B,  btit 
bored  at  a  oertain  angle  of  Inclination  tiiroogh  the  mee,  ao  as  to  produce  the  TevolT- 
ing  motion  of  tbe  Mune  by  the  forcible  discharge  of  the  watet  Ihtoagh  the  holes. 

A  smaller  namber  of  holes  are  to  be  made,  some  of  which  are  vertiod 
asd  some  are  arranged  at  aii  opposite  angle  from  the  larger  and  more 
namerons  holes,  Id  order  to  retard  the  speed  of  rotation  and  add  to  tbe 
beaaty  of  the  jet.  The  claim  is  for  the  combination  of  the  pipes  and 
the  revolving  rose,  as  shown  and  described. 

Before  the  date  of  this  inveation  sprinklers  were  in  pnblio  use  hav- 
ing radial  arms,  which  were  oansed  to  revolve  by  the  force  of  the  water 
passing  out  through  one  and  the  same  side  of  each  arm.  Besides  this, 
two  patents  are  prodaced  which  describe  sprinlclers  mach  like  that  ot 
tbe  plaintiffs'.  Tbe  Kirby  patent,  So.  197,773,  was  granted  December 
A,  1877,  upon  an  application  filed  November  9,  1877.  This  patent  was 
.some  months  earlier,  bnt  the  application  some  days  later,  than  that  of 
Pennington  and  Beggs.  In  the  absence  of  other  evidence  of  the  datee 
of  invention  the  first  application  must  be  taken  to  represent  the  first 
inventioii.    I  have  therefore  not  examined  the  Kirby  patent. 

The  other  patent  is  that  of  Nathaniel  X>.  Clark,  ISo.  148,696,  dated 
Mjtrch  17, 1874,  The  sprinkler  is  like  tbe  plaintiff',  except  in  tbe  re- 
volving chamber  or  rose.  I  copy  Clark's  description  of  Uiia  port  of  his 
invention : 

E  is  a  hollow  veaeel,  which  ie  formed  of  a  plane  and  a  convex  (ide,  the  two  farming 
-a  aemi-globalar  Teeeel.  The  coQTex  tide  haa  a  nnmber  of  radial  ridgee,  //,  formed  in 
it  at  inteiTdla  hf  prewing  or  otherwise  indenting  the  metal  outward  at  the  point 
where  ridgee  coour,  thoa  forming  grooves  on  the  inner  or  reverm  ride  of  the  plate. 
Along  oneeideof  each  of  these  ridges  I  make  perfbntiona,  J 1,  in  the  manner  of  pei- 
Ibrating  an  oidlnarjr  aptinkler. 

After  describing  the  bearings,  &c.,  he  goes  on : 

When  thni  arranged  the  holes  c  c  in  the  npper  end  of  the  pipe  or  noizle  A  will  com- 
mnoicate  with  the  interior  of  tbe  veesel  E,  and  will  deliver  tbe  water  into  it.  The 
water  will  then  be  forced  out  throqgh  the  perforations  by  the  internal  preseore,  and, 
-as  the  perforations  are  all  nuvde  on  the  same  side  of  each  rid)(e,  the  tend^cy  of  the 
water  to  paaa  oat  in  a  straight  line  will  oanse  the  Teasel  E  tn  rotate  automatically. 

The  qnestion  is  whether  there  is  euoagh  invention  to  support  the 
plaintiffs'  patent  in  changing  a  semi-globular  chamber  vith  ridges  in- 
dented in.  it  and  holes  in  one  side  of  those  ridges  into  a  circular  cham- 
ber with  slanting  holes  and  no  ridges.  It  is  not  whether  Petiniugtoti 
and  Beggs  wonld  be  snbordinate  to  Clark,  but  whether  they  can  sup- 
port their  patent. 

I  have  already  given  tbe  state  of  the  art  as  shown  by  the  record. 
Sprinklers  bad  been  made  upon  tbe  principle  of  automatic  revolution 
by  the  water  being  all  forced  in  one  direction ;  but  the  particular  means 
employed  by  Pennington  and  Beggs  seem  io  me  cheaper  and  simpler 
thw)  those  of  Clark.    There  is  nothing  iu  Clark's  patent  about  ho)e« 
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bored  ac  ao  angle.  Oii  the  contrary,  I  nnderatand  that  hib  veBsel  would 
revolve  better,  and  that  he  so  describes  and  draws  it,  by  boring  tlie  holes 
at  right  angles  to  the  long  axis  of  each  ridKe.  There  woald  be  no  oc- 
casion for  the  ridges  if  it  were  not  so.  In  short,  his  ridges  are  the  ra- 
dial arms  of  the  old  sprinklers  embedded  in  a  chamber.  The  plaiotifb* 
dispense  with  these  ridges,  fi'ow,  there  is  notJiiog  in  the  record  to  in* 
struct  me  that  this  is  not  a  discovery;  that  a  mechanic  of  ordinary  skill 
and  knowledge  would  make  this  change  upon  inspection  «f  the  Clark 
patent.  In  the  specification  of  the  defendant's  patent,  taken  ont  in 
1879,  there  is  a  statement  that  his  rose,  which  is  like  the  pluntif&',  is 
'*  caused  to  revolve  on  the  principle  of  tiie  well-known  Barker's  mill." 
That  mill  is  not  known  to  me,  and  the  only  other  oltasions  to  it  in  the 
record  are  two  passages  in  the  testimony  of  the  complainants'  expert, 
ttom  which  I  anderstaud  that  it  was  made  with  radial  arms,  tike  ithe 
old  sprinklers,  which  both  experts  agree  are  not  anticipatdous  of  any  of 
these  sprinklers  which  contain  a  chamber.  I  therefore  pronoance  the 
patent  to  be  valid. 

The  defendant  has  improved  on  earlier  sprinklers,  and  holds  a  pat- 
ent, later  than  the  plaintiffe',  for  his  improvements;  bat  they  ai«  addi- 
tions, and  he  uses  the  plaintiff'  combination  pins  a  tube,  which  enables 
him  to  have  an  upward  jet  of  water,  and  a  v^ve  which  allows  him  to 
Bhnt  the  water  ofF&om  the  rose,  so  that  the  sprinkler  may  be  tnmed 
into  a  jet,  or  both  jet  and  sprinkler  may  operate  simoltaoeonaly;  but 
whenever  t^e  rose  is  working  t'e  apparatus  for  the  jet  has  no  eSisct 
npon  its  operation  or  that  of  the  combination  of  which  it  is  a  part,  ex- 
cept to  divert  a  small  part  of  the  water. 

Decree  for  the  complainants. 


[CDltvd  Slatca  Clnmlt  Canit-DiMrlst  of  ITev  Jnwr.] 

SA.WYBB  «.  KBLLoaa. 

Dedd»d  Ju»e  1, 1661. 

19  O.  a.,  16S7. 

1.  CompWDMit,  »  nmnnftctnreT  of  blnlug,  ntes  (t  bine  label  In  the  fbnn  of  »  wrap- 
per, containing,  in  Mparate  oompartmenta,  various  inioriptioDB  in  letten  of  all- 
ver  broBise,  The  principal  compartment,  which  chiefly  terved  to  indirldnalin 
his  label,  contained  the  designation  "Sawyer'H  Crystal  Bine  and  Safety  Box," 
the  other  compartments  being  in  finer  print  and  the  matter  embraced  in  tliem  ' 
of  a  deacriptire  natnre. 

3.  Defendant's  label,  which  iras  applied  aa  a  wrapper,  was  of  the  same  color,  *lie, 
and  type,  and  of  the  same  general  appearance  oa  that  of  theoomplaioant,  being 
divided  into  compartmenta  correspouding  with  thoae  In  his  label,  the  chief  com- 
paitment  containing  the  inscription  "  Sawin's  Solable  Bine  and  Pepper  Box." 
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3.  It  itppcftTed  that  the  complalnuit  vim  in  the  habit  of  naiog  ft  nnmber  of  iiiaA» 

of  a  eoDiiiicnoQs  character,  which  defendant  had  not  imitated ;  that  the  name 
Sawin  wai  that  of  a  maniifactnreT  who  had  licensed  its  nse  bj  penoDB  to  whonk 
the  defendant  aolil,  and  that  for  yean  cnoiplainant  had  not  sought  to  protect 
his  label  except  indirectly  by  proceeding  npon  a  pftteiit  which  was  finftll.v  de- 
darifd  to  be  invalid. 

4.  HM,  that  defendant  had  inCringed  oomplatnant's  rights,  and  that  there  ffas  not 

snch  an  acqniescence  m  to  stand  in  (he  way  of  his  being  granted  full  nlief. 

Mr.  Rowland  Cox  for  the  complsinant. 

Mr.  Qeorge  Putnam  Smith  for  the  defendant. 

Bbadlbt  and  Nixon,  Judge$: 

This  case,  \vith  its  special  circamstances,  seems  to  qb. to  be  a  verj 
clear  one.  The  complainant's  label,  which  he  allef^es  that  the  de- 
fendant has  wrongfally  imitated,  had  been  in  nse  satHttantially  in  the 
same  form  for  a  dozen  or  more  yearn  prior  to  the  bringing  of  the  suit. 
It  consists  of  a  bine  wrapper  pasted  aronnd  a  small  bottle  holding  the 
blaing,  and  containing,  in  separate  compartments,  varioas  inscription* 
in  letters  of  silver  brooze.  The  firstcompartment  contains  the  general 
designation. of  the  article  in  the  words  "Sawyer's  Crystal  Blae  and 
Safety  Box."  The  other  compartmejits  are  in  finer  print,  and  contain 
commendations  of  the  quality  of  the  article,  directions  for  ase,  and  the 
name  of  the  party  by  whom  it  was  prepared. 

The  label  complained  of  and  admitted  to  be  prepared  and  nsed  by  the 
defendant  is  of  the  same  size,  color,  and  type,  and  of  the  same  general 
appearance  as  that  of  the  complainant,  being  divided  into  oompartments 
corresponding  with  those  in  his  label.  The  ioscriptions,  althongh  not 
identical,  appear  very  like.  The  general  designatioQ  is  in  these  words : 
"  Sawin's  Solable  Blae  and  Pepper  Box." 

Placing  the  two  labels  side  by  side  it  is  easy  to  distinguish  them ;  bat 
ordinary  persons  in  the  habit  of  buying  the  complainant's  bottles  wonld 
be  very  easily  deceived  into  buying  the  defendant's  for  them,  the  gen- 
eral appearance  being  so  similar  in  every  respect.  That  the  defendant?* 
label  is  a  designed  imitation  of  the  oomplainant^s  scarcely  admiia  of  a 
donbt.  Such  perfect  similarity  could  hardly  have  been  the  result  of 
chance.  We  do  not  mean  to  say  that  it  would  be  a  justification  if  it 
w^:e  accidental.  But  it  is  apparent  that  it  was  designed.  Sawin  is 
not  the  defendant's  name.  Why,  then,  did  he  nse  Sawin's  name  and 
not  his  ownl  It  was  evidently  done  for  the  purpose  of  making  a 
closer  imitation  of  Sawyer's  label.  The  defendant,  it  is  tme,  alleges 
that  he  does  not  p'nt  i^  the  bluing  for  himself,  but  for  a  firm  by  the 
name  of  Barron  &  Co.,  who  directed  him  to  adopt  the  label  in  question. 
But  this  is  no  excuse  for  him,  unless  BEirron  &  Co.  were  entitled  to  ase 
the  label.  The  defendant  attempts  to  show  that  they  had  snch  a  title 
by  ha\-ing  hired  from  Sawiu  the  right  to  use  his  name.  This  pretext 
is  too  shallow.  It  is  shown,  indeed,  that  Sawin  did  manufacture  blning 
and  used  a  label  of  his  own,  but  it  was  wholly  unlike  the  label  in  quea- 
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tion.  The  use  of  bia  name  by  BarroQ  &  Co.,  in  the  label  complained  of, 
was  evidently  obtained  for  the  pnrpose  of  making  it  more  closely  re- 
semble Sawyer's.  Sawin's  bluing  bad  no  such  repntation  in  the  com- 
mnnity  ae  to  make  it  an  object  to  hire  hia  name.  As  the  label  stands 
it  speaks  a  falsehood.  The  article  covered  by  it  is  not  "  Sawin's  soln- 
ble  blue,"  and  is  not  "  prepared  by  W.  E.  9awin,  Jr.,"  as  stated  at  the 
foot  of  the  label.  It  evidently  speaks  this  falsehood  for  a  purirase,  and 
that  porpose,  we  are  satisfied,  Is  to  obtain  a  closer  imitation  of  Sawyer's 
label.  It  is  no  excuse  for  the  defendant  that  he  does  this  work  for 
other  persons.  He  is  jnst  as  guilty  as  if  he  did  it  for  himself.  All  who 
are  concerned  in  the  commission  of  a  tort  are  alike  amenable  to  the 
party  ipjured. 

It  is  suggested,  however,  that  the  label  complained  of  is  the  same  in 
all  respects  wht^  the  defendant  had  used  fbr  sevoul  years  prior  to 
its  adoption  by  Barron  &  Co.,  with  the  exception  of  the  caption,  in 
which  Sawin's  name  has  been  introduced  instead  of  his  own.  This  only 
goes  to  show  that  the  adoption  of  Sawin's  name  was  regarded  as  im- 
portant in  carrying  out  the  plan  of  Barron  &  Co.  The  qaestion  readily 
SQggests  itself,  why  did  they  prefer  Sawin's  name  to  £ellogg's  in  the 
caption  of  the  label?  "So  suBBcJent  reason  is  shown  except  that  it  en- 
ables them  more  closely  to  imitate  the  complainant's,  ^o  doubt  Kel- 
logg would  have  been  perfectly  willing  and  glad  to  have  used  his  own 
name,  and  then  tbe  label  would,  at  least,  have  told  the  tmth.  It  is 
annecessary  to  add  to  the  argument  assumed  that  Kellogg's  label  itself 
WOS'  firee  from  objection  as  an  imitation  of  that  of  the  complainant. 
Whether  it  was  so  or  not  may  be  a  question,  but  one  which  it  is  not 
necessary  now  to  determine. 

It  is  farther  suggested  that  the  complainant  has  lain  by  for  severed 
years  while  the  defendant  has  been  publicly  using  his  own  label,  and 
has  thus  acquiesced  in  its  use.  To  this  suggestion  it  may  be 'proper  to 
reply  that  the  complainant  had  a  patent  for  the  article  of  bluing  which 
he  was  prosecuting  and  endeavoring  to  substantiate,  bat  In  which  he 
Anally  &i!ed.  His  feilore  to  establish  his  patent  (which  would  have 
oovei«d  all  bis  rights)  ought  not  to  preclnde  him  fit>m  falling  back  on 
his  right  to  the  trade-mark.  So  essential  delay  has  occurred  sipce  the 
termination  of  the  proceedings  on  the  patent ;  but,  at  any  rate,  an  ac- 
qaieecence  in  Kellogg's  use  of  his  own  label  was  no  acquiescence  in  bis 
use  of  the  new  and  altered  label  having  Sawin's  name  in  the  caption. 

We  think  the  case  is  with  the  complainant,  and  that  a  decree  shonld 
be  made  in  his  fovor. 

Let  a  decree  be  made  accordingly. 
18  o  p 
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(DnHid  SHtB  CmBlt  Caait-8M(b«n  Dtetrkt  of  Kav  ToA.1 

OBANDAIX  ET  AI..  V.  BlOHABDSON  EX  AI.. 

DeoUed  Ft^rvart  33,  1861. 

19  O.  0.,  1<B8. 

1.  BnasuK  No.  4,SS3—CHitDEEK'B'C4ABUOU— Prior  Uhe. 

BeiMoed  Letter*  Patent  No.  4,323,  for  an  InproTeioeiit  In  children'*  curlagM, 
wUeh  elaimed  liiier  aUa,  "(1)  tt  rldlngdATioeconsititiagaf  theproflle-frameaAA, 
eoopeeted  tofetber  bf  »  aeftt,  m  a*  to  allow  tbe  ftet  of  the  rider  to  exUmd  down- 
midly  between  taid  frame*,  aabataittlaUr  a*  deeerlbed ;  (8)  two  proflle-framea 
tennlnatliig  in  rook«n  below,  and  oonoeot«d  together  by  a  wat  and  foot'lMafd; 
(3)  the  omnbinatiOD  of  a  box,  D,  profile-framee  A  A,  and  a  enitable  teat,  C  C,  rab- 
etantlally  a*  deaoiibed ;  (5)  a  hinged  toy-bos  airanged  between  two  profile-frame*, 
rabetantially  a*  de*eribed : "  BtlA,  tiiat  tbe  patent  Is  Invalid  to  tbe  extent  of  theee 
olaimi  in  view  of  evidence  abowing  that  the  invenUon  had  been  in  n*e  long  piics 
to  the  inventloD  of  the  patentee. 

S.  Sunt — AMTEciPATioir — Chanok  or  Forh. 

Whether  tbe  frame*  of  a  oblld'scatriageate  tbe  profile*  or  the  outlinea  of  hone* 
or  are  lolid,  or,  whether  they  are  in  the  form  of  bonei  or  of  eagleeorof  any  other 
bird  or  animal,  i*  a  matter  purely  of  taete  or  detign,  and,  so  far  aa  any  mechanical 
effect  or  reenlt  In  the  combination  la  oonoemed,  i*  of  no  importance. 

Mr,  P.  Tan  Anhoety  for  tbe  plaintilfe. 

Mr.  S.  Wadleigh  and  Mr.  Frtderiek  P.  Fiak  for  the  defendants. 

Blatohfobd,  J. : 

Tbis  suit  ia  broaght  on  Beissoed  Letters  Patent  Ko.  1,223,  granted 
to  William  E.  Grandall,  Jiuinary  3, 1871,  for  an  improvement  in  child- 
ren's  carriagefl,  tbe  original  patent^  No.  100,131,  haviiig  l)een  granted 
to  him  as  inventor  February  22,  1870,  and  leissaed  to  him,  Ko.  3,972, 
May  17, 1870.  Tbe  spedfloation  of  ^o.  4,223,  inolnding  what  is  onttdde 
of  brackets  and  what  is  inside  of  brackets  and  omittiDg  what  is  in  italics, 
reads  as  follows : 

Figure  1  i*  a  dde  view  of  the  device,  illnBtraUng  my  invention.  Fig.  3  ia  a  central 
vertical  longitadinal  section  thereof.    Fig.  3 1*  a  top  or  plan  view. 

Similar  letter*  of  reference  indicate  coireaponding  parts  in  the  soveral  flgues. 

Hy  invention  oonaiets  in  conatnicting  the  body  of  a  child's  carriage  of  two  frame*, 
[representing  bone*  in  profile,  each  mounted  on  a  tookei,  and]  whiA  are  connected 
together  [by]  m  at  to  form  a  seat  [and  a  foot-board]  bdwam  tA«M.  It  also  [of]  eoti- 
tbl*  ia  a  toy-box  [arranged  between  the  profile],  icAfot  it  eoMuetti  to  lit  framea,  nmd 
ttrvmio  Iteef  tks  ritbr  <«  fkt  aaat;  BalilMoy  (ereatdly  movtdottr  imm^er  (»  release  Mm, 
wk«N  iemnd. 

[And,  furtheimoie,  it  oonsists  of  a  comtiination  ot  parta,  a*  will  benlnafta  more 
fuUy  be  set  forth. }  The  body  may  be  mounted  on  wheels  or  rockers,  and  tbo*  fitim  a 
oarviage  or  rocking-horse,  at  the  pleasure  of  the  child. 

In  the  drawings,  A  A  [are]  may  rtprtuitt  two  frames  [representing],  which  in  the 
present  case  are  made  is  titeform  of  horses,  which  ara  arranged  parallel  to  each  other 
with  tbeir  feet  resting  on  a  base,  B,  which,  if  desired,  may  be  in  the  form  of  rooken 
of  on  ordinary  rocking-horse.  The  [profile]  framee  are  connected  together  by  crooa- 
piecoB  [forming  a  seat],  C,  irhtcA,  vit\  tkt  former,  tonttiMt  a  gaordeil  trat  to  that  a 
MUd  ea*  eosfly  ride  teilkomt  daager  of  being  tkromt  or  falling  ottt.  In  order  to  rsNder  Jtls 
fMiim  ttai  more  sMwre  Oer*  1*  «««a«aM  to  tkeframei  iu  fn»tt  of  a«  teal  a  [A]  box,  D, 
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lii  hiDg«d  in  front  of  tb«  aeat,  Miring  to  hold  iJie  child  in  pUo«,  and  fonniug],  wUdt 
4it  one  pctilion  Aolda  tluekiUt  in  t^'eatan^UkmcUeforwu  a  reoeptMie  for  tii  plkythinga, 
■nd  [which  can  be  turned  over  to  let  the  child  ont]  In  Hit  otiiar  poriHom  allaxt  the  ekOi 
toretnvot  kim»«(for  be  rem«x«d  fivn  the  tat. 

The  baae  B  and  [the]  fhwca,  raspeotiTBlj',  may  be  oonneoted  together  b;-  aosiUair 
«nMa  roda,  ban,  or  braces,  or  DtherwiBe.Ibr  strengthening  parpoaee,  and  the  child  niaj 
i^it  hia  feet  on  a  foot-boaid,  E,  which  is  secured  to  the  base  B. 

To  the  bue  B  there  is  connected  inany  Bnitablemannara  seriee  of  Wheels,  F,  whoM 
beariuga  ihoold  be  ao  oonatmded  that  the  wheels  may  be  awnng  or  nioed  np  «i  down, 
^Thereby  the  whole  weight  may  ie«t  either  on  the  wheels  or  on  the  [rookeia]  bed. 

When  UiadeaiiedtoeBiploythe  deviceasacuriage  thewheekareawnngormoTed 
downward,  and  by  means  of  suitable  pint,  O,  or  other  retaining  devices,  the  nioken'l 
atre]  bed  ia  cleared  ftom  the  floor,  and  the  carriage  can  then  be  [need]  drawn  /ormtri 
«•  an  ordinary  child's  carriage. 

When  the  wheels  are  raised  or  remored  then  the  bed  sfaonld  consist  of  lookers,  ao^ 
that  the  child  oan  rock  [itaelf]  UmmI/  after  the  manner  of  a  roeking-hone.  Shoald 
the  arms  or  shafts  of  the  wheels  be  immoTable  flstnres,  the  bed  E  may  consist  of  k 
flat  board  or  itiip  and  not  be  In  the  form  of  rockers. 

It  will  b*pereelTtd  that  tkt  eonitnMom  qf  the  bettg  AC  not  imlgprodneei  a  oDnwaisat 
«wf  m/«  [the  fhunee  A  A  repreeenting  horses  in  profile  and  then  oonnecUng]  seat 
{fbnn  an  attxaeUve  and  amnsing  riding  meehanism,  and  present]  JW  Sn  eUU,  (•< 
Mat  the  appearance  i*  prtUHttd  of  two  [animals]  luirtet,  which  tlie  child  can 
{imaglDartly]  drive  simnltaneoosly  withoat  straddling  tiOier,  and  thus  [without 
-danger  of]  bfiir0leDtal./r0Si  falling  [out]  of.  Suitable  haneasmay  be  placed  ou  tlie 
horaee,  and  the  bridle  extend  within  convenient  reach  of  the  child. 

Iltlnotieeablttiallkeeliildcaiiiiailier/aU/onMrd,  baelMiard,  or sidneanl ,■  amditkm 
prodaoa  an  ntfroeKns,  amnrtng,  and  tafe  riAinf  medlwH. 

BeadiDjf  in  the  foregoing  -what  is  oatelde  of  brackets  and  vhat  is  in 
italics  and  omitting  what  is  inside  of  bnMikets  and  we  hare  ttie  text  of 
the  original  specification. 

The  claims  of  Xo.  4,223,  seven  in  namber,  ore  as  follows  .- 

1.  A  riding  device  consisting  of  the  profile-ftamea  A  A,  couueotad  together  by  a  seat 
40  as  to  allow  the  feet  of  the  rider  to  extend  downwardly  between  the  said  frames, 
anlMtantially  as  deaoribed. 

3.  Two  protlle-fr«met  terminating  in  rockers  below,  and  connected  together  by  a 
seat  anrl  a  foot-board. 

3.  The  combination  of  a  box,  D,  profile-frames  A  A,  and  a  snitable  seat,  C  C,  snb- 
•tantially  as  described. 

4.  The  proflle-frwues  A  A,  seat  C,  bos  D,  bed  B,  Toeken  and  wheels,  combined  and 
operating  in  relation  to  each  other  snbatantially  as  descrJlMd. 

6.  A  hinged  toy-box  arranged  betwoen  two  profile-frames,  lubstantially  as  de> 
«cribed. 

6.  The  wheels  F,  arranged  npon  the  rockers  in  front  and  rear,  in  combination  with 
the  two  proBle-frames  connected  together  by  a  seat  snbetantially  as  deaoribed. 

7.  A  riding  device  produced  snliatantfally  as  deseribed-— that  la  tossy,  that  ft  ean 
be  converted  into  a  carriage  or  rocking  horse  throngh  the  medium  of  rockets  and 
wheels,  the  latter  adapted  to  be  raised  oc  lowered  eabatantially  as  described. 

The  claims  of  the  original  patent  were  four  in  unmbeT,  as  follows: 

1.  The  frame*.  A,  connected  t«gethei  by  a  seat,  C,  fbrmiugthebodyof  aridingdevioe 
and  allowing  the  fiset  to  project  through  it,  when  combined  and  operating  substan- 
tially ns  described. 

2.  The  box  D,  connected  to  the  frames  A,  in  combination  with  the  seat  C,  subatan* 
tially  MS  and  for  the  purpose  described. 
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3.  The  wltMli  F  or  rockera  B,  in  eombliwtioii  with  body  uid  mM  A  C,  inlwUotUlly 
M  knd  for  the  pnrpoM  dworibed. 

4.  The  flnuDM  A,  mat  C,  box  D,  bed  B,  Mid  wheeb  Q,  comWned  Mid  operktitig  to- 
gether rob«t«iIiftUy  u  deaoribed. 

Tbe  claims  of  Xo.  1,223,  which  are  alleged  to  have  been  loMiiged  liy 
the  defendants,  are  diums  1,  2,  3,  sod  5.  The  profile- frames  are  an  ele- 
ment in  each  one  of  those  fonr  claims.  These  proflle-&ame8  are  shown 
by  the  text  of  the  speoiflcation  to  be  frames  showing  the  proflfes  of 
horses,  and  not  profiles  of  anytbing  else. 

The  drawings  of  the  original  patent  and  of  No.  4,223,  which  are  tbe 
same,  aho-v  profiles  of  horses.  Under  the  original  patent  the  claiuia 
were  probably  not  limited  to  the  profiles  of  horses,  but  extended  to  any 
frames  which  answered  the  meehonical  description  of  the  frames  de- 
scribed wiAioat  reference  to  tbe  profiles  of  the  frames ;  bnt  tbe  claima 
of  No.  4,223  are  more  limited  in  respect  to  the  ftnmes  and  require  the 
frames  to  exhibit  the  profiles  of  horses,  besides  answering  the  mechan- 
ical dvsoriptioDs  of  the  frames  described. 

The  admission  in  the  record,  in  ooDDeotioD  witii  the  testimony  of  Smith, 
who  is  shown  by  the  record  to  have  been  first  dnly  awom,  and  what  i» 
alleged  in  the  bill  and  not  denied  in  the  actawer,  shows  sufficiently  that 
the  defendants,  beforo  the  bill  was  sworn  to  or  filed,  made,  used,  and 
sold  ehildren's  carriages  containing  the  improvemeuts  covered  by  clums- 
I,  2,  3,  and  5  of  No.  4,223.  The  bill  avers  tiiat  fact.  The  answer  does 
not  distinctly  deny  it,  but  only  denies  that  tbe  defendants  hare  done  so 
to  the  iitjnry  of  the  plaintiffs  or  in  violation  of  their  righte. 

The  defense  is  want  of  novelty.  In  general  terms,  claini  1  is  for  pro- 
file-frames and  seat;  claim  3  for  profile-frames,  seat,  and  toy -box;  clum 
5  fbr  profile-frames  and  toy-box ;  claim  2  ft>r  profile-frames,  seat,  foot- 
board, and  lookers. 

(1.)  It  is  coQtended  that  Anden  made  in  1861  a  stmctnre  Uke  Exhibit 
No.  3,  containing  the  profile-frames,  seat,  foot-board,  and  rockers,  and 
which  sjiticipated  claims  1  and  2.  No  original  structure  then  made  is 
now  produced.  No.  3,  now  produced,  was  made  in  1877,  as  an  illustra- 
tion, by  John  H.  Brown,  frxun  a  drawing  received  by  him  from  the 
defendants'  book-keeper,  and  at  tbeir  request  This  No.  3  is  almost 
precisely  like  tbe  plaintiffs'  stnictore,  minus  the  toy-box  and  the  wheels. 
It  \ras  reproducetl  after  full  acquaintance  with  the  plaintiffs'  structure. 
It  was  not  made  by  Anden,  After  it  was  made  it  was  produced  on 
Anden's  examination,  and  was  then  shown  to  him  before  he  was  asked 
to  describe  what  he  had  made  in  1861.  Andeu  says  that  he  made  a 
number  of  these  strnctnres  in  the  winter  of  1861,  while  he  was  working 
for  a  Mr,  Christian  in  New  York.  Soon  after  that  he  ceased  to  work  for 
Ohristian.  He  says  he  afterward  made  some  of  the  structures,  and  had 
theiu  on  sale  at  a  place  of  his  in  Madison  street,  and  sold  a  few,  bnt 
found  they  would  not  take;  that  after  that  he  went  back  to  Christian's, 
and  before  doing  so  gave  away  three  or  four  of  them  and  burned  th& 
rest;  that  he  left  Christian's  again,  last  working  for  bimin  1867,  and 
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was  employed  by  Elder  &  Btowd  for  over  three  years,  and  at  the  same 
time  kept  a  toy-store  in  Chatham  street  for  over  two  years  of  the  years 
1868, 1869,  and  1870,  and  sold  some  of  these  Btractares  at  that  place; 
that  he  has  not  seen  any  of  them  since  he  left  Chatham  street,  in  1871  or 
1872,  and  has  made  none  since;  that  those  he  had  left,  from  four  to  six, 
he  gave  to  his  landlord  for  rent,  and  that  they  were  Blow-selliBK  things. 
Being  asked  the  names  of  apy  persons  in  bis  employ  when  he  made  tbe 
articles  in  Madison  street,  he  gives  the  namea  of  Charles  Gnessnar  and 
Bichard  Harding. 

Harding  was  called  by  the  plaintifl's.  He  was  a  cartman,  and  knew 
Anden  in  Madison  street  as  a  painter,  bat  did  no  work  for  him  save  cart- 
ing a  load  of  ftirnitnre. 

Anden  states,  as  a  means  of  tising  the  date  when  he  first  made  these 
4Crnetores,  that  he  was  at  the  same  time  painting  what  was  called  the 
'"  Boston  rocker,"  belonging  to  Palmer  Brothers,  and  that  he  has  a 
memorandum  showing  the  receipt  and  delivery  of  Boston  rockers,  date<l 
between  December  1  and  10, 1861.  He  gives  no  description  of  what  he 
calls  the  "Boston  rocker,"  nor  does  he  state  anything  to  show  what  it 
was,  except,  when  asked  if  it  hul  a  toy-box,  he  says,  "It  had;  to  secure 
the  head  in  the  single-headed  rocker."  That  is  all  very  confbsed.  The 
defendants  claim  that  there  is  other  evidence  to  show  what  this  Boston 
rocker  was,  and  that  it  was  made  about  1861  and  to  no  great  extent 
afterward. 

Rich  testifies  that  he  sold  at  Boston,  from  18d9  to  1801,  a  rocking 
liorse  and  cra^Ue  combined,  made  under  Patent  No.  ^,003,  granted  to 
Anul  Woodworth,  3d,  and  others  February  15, 1850;  but  he  says  that 
it  was  not,  to  his  knowledge,  called  the  "Boston  rocker." 

Goodrich  testifies  to  the  same  rocker  as  Blch  as  sold  in  Boston  in 
1860,  and  says  that  it  was  known  in  the  trade  generally  by  the  name 
of  tlie  "Boston  rocker;"  that  the  last  he  sold  was  in  1869,  and  that 
they  were  not  made  after  that,  to  his  own  knowledge. 

Tibbals  testifies  that  an  article  called  the  "Boston  rocker"  appeai-ed 
in  New  York  aboat  1862 ;  that  the  nearest  thing  to  it  is  Exhibit  4, 
which  is  a  rocker  vdtb  a  seat  in  a  box  and  a  horse's  head  in  the  middle 
in  front ;  that  ho  has  not  seen  one  since  1869,  and  that  it  had  a  short 
run  of  about  two  years. 

The  Woodworth  rocker  is  one  with  a  seat  in  a  bos  and  a  horse's  head 
in  the  middle  in  front. 

On  the  whole  it  must  be  accei>ted  that  the  Boston  rocker  referred  to 
by  Anden  was  the  Woodworth  rocker. 

John  H.  Brown,  of  the  firm  of  Elder  &  Brown,  for  whom  Andeu 
worked,  aa  above  stated,  testiiies  that  Anden  was  their  foreman  painter 
for  sevenil  years,  including  1868;  that  he  sold  to  Auden  toys  and  hobby- 
borses  and  rocking  dexices  in  November,  1868,  to  be  sold  in  his  trade, 
Le  being  engaged  in  business  in  Chatham  street  and  Bethnne  and 
Washington;  that  Auden,  during  the  time  he  worked  for  him,  told 
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liim  about  bis  mannfactitrinfT  bobby-horses,  "shoo-flys^and  "deztero;^ 
that  AnilvQ  called  snch  hobby  homes  and  rocking  devices  a  new  liu& 
of  toy  be  bad  introduced ;  tbat  between  Noreinber,  18G8,  and  Christ- 
mas, 1S6H,  lie  saw  in  Anden'a  paint-room  parts  of  a  proflle-borse  not 
complete,  and  that  what  he  so  saw  was  "the  sides  snbstantially  the 
saDie  as  Kxbibit  3."  Brovru  also  says  tbat  he  assisted  ^nden  to  go 
into  business  by  lettiuf;  him  have  one  liiindred  and  forty -eight  dollars' 
worth  of  goods,  and  took  the  resiionsibility  on  his  own  shonlders. 

Audeu  was  examined  as  a  witnesa  for  tlie  defendants  on  Septeoi)>er 
22,  1877,  and  gave  the  testimony  before  recitetl.  On  the  same  day 
Brown  was  examined  aa  a  witness  for  the  defendants.  On  his  direct 
examiuation  at  that  time  he  was  not  asked  aiiytblug  as  to  Auden, 
although  Andeu  bad  jnst  teetifled  as  to  his  being  with  Elder  &  Itrown 
tor  over  three  years,  and  as  to  bis  selling  his  structures  at  bis  toy -store 
in  Chatham  street  at  the  same  time  tbat  be  was  working  for  Elder  & 
Brown.  On  bis  crose-examiuatioo  on  September  2;i,  1877,  Brown  was 
asked: 

Crow-Q.  58.  Do  yon  knoTr  John  Andeu,  tbe  prerionii  nituesa,  ftiul  boir  long  liavc 
joa  known  biin  f— A.  I  know  biin.  I  ckii  go  back  aa  far  an  If^,  when  I  Hulit  biui 
goods. 

Crow-q.  59.  What  naabe  engaged  in  Ihcn  ?— A.  Foremau  iiaiaterfw  Elder*  l(n)wn, 
my  Ann  at  thiit  time. 

CniBs-Q.  00.  Did  yon  ever  «ee  any  rocking-borsea  made  by  bim ;  aiid  if  ho,  wben 
first  f— A.  I  dill  not. 

This  last  question  and  answer  standing  alone  would  be  understood 
as  meaning  that  the  witness  bad  never  seen  any  rocking-horse  which 
Anden  bad  previously  made,  and  not  that  he  bad  never  seeu  Anden 
go  through  the  i)rocess  of  making  a  rocking-horse. 

The  above  was  all  that  Brown  was  then  asked  by  either  side  abont  An- 
den. Brown's  testimony  stood  thna  for  more  than  two  years  aud  until 
October  2, 1879,  when  he  was  culled  as  a  witness  for  the  plaintifl's  and 
gave,  partly  on  direct  examiuation  and  partly  on  croBs-exaniiiiatiou, 
the  other  testimony  before  recited  aa  given  by  him. 

ThedefendantsnrgethatBrown,lmvingat>Gcnu)arj'irttere8tiiiAndeu'» 
ventare,.hud  every  reason  to  examine  and  notice  his  stock. 

Bond,  a  driver,  says  he  knew  Audeu  while  Andcji  had  a  store  iu 
Chatham  Square,  and  went  into  liis  store  with  and  for  goods  genenilly 
about  twice  a  week,  first  in  1861),  in  the  fall,  and  last  abont  If^TO,  in  the 
spring,  and  never  saw  there  a  rocking  device  with  profile-frames  re- 
sembling the  pluintiit's'  structure.  His  testimony  amounts  to  very  lit- 
tle. The  time  be  si>eaks  of  is  more  than  a  year  Inter  than  the  time 
spoken  of  by  Brown,  and  be  does  not  seem  to  have  bad  any  opiwrtunity 
or  occasion-  to  see  all  that  Anden  bad  or  to  visit  all  tlio  rooms  iu  his 
Bhop. 

Anden  is  DttenipUnl  to  be  contradictetl  on  a  collateral  matter  with  a 
view  of  showing  tbat  he  is  not »  truthful  witness.  In  giving  his  testi- 
mony, in  Septemlier,  1877,  he  says  that  when  he  wont  to  work  for 
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Gliristian  the  secosd  time  "  variouB  articles,  profile-sides  representitig 
horses,  birds,  &a.,  came  continuaDy  to  tbe  shop  to  be  repaired  and 
painted  from  stores  Mr.  Christian  dealt  vith."  He  does  not  state  where 
the  shop  was  to  which  he  refers. 

McOill,  ivho  was  with  Christian  as  a  wood- worker  and  saperioteDdent 
from  1857  to  1872,  and  who  knew  Anden  there  &  a  painter,  says  that 
while  Anden  was  employed  there  there  were  not,  to  his  knowledge, 
"shoo-flys,"  "dexters,"  or  like,  Exhibit  H,  brought  there  for  repairs. 
Andeo's  identification  of  the  articles  he  refers  to  as  "  profile-sides,  rep- 
resenting horses,  birds,  &c.,"  is  very  vague  and  indeflnite.  It  does  not 
appear  that  he  refers  to  the  same  things  McGill  does,  so  no  contradiction 
is  made  ont. 

In  regard  to  other  contradictions  of  Anden  by  MoOill,  it  appears  that 
Christian  had  a  factory  np  town  and  a  wareroom  down  town;  that 
McOill  worked  at  the  factory  and  that  Anden  worked  at  tbe  wareroom. 

The  plaintiffs  contend,  and  very  forcibly,  that  from  the  history  of  the 
success  of  the  plaintiffs^  structure  any  device  made  by  Anden  like  So.  3 
would  at  once  have  attracted  the  attention  of  the  trade  and  have  gone 
into  use.  This  is  often  a  controlling  circnmstance  in  a  caae  of  doubt; 
but  it  often  happens  that,  from  various  fortuitous  circumstances,  a  com- 
plete invention  in  a  branch  of  bnsiness  where  much  depends  on  energy 
and  facilities  and  capital  fails  to  attract  that  attention  which,  under 
different  and  better  auspices,  it  receives  when  independently  piodnced 
at  a  later  day.  On  the  whole,  it  must  be  held  that  Anden's  stmctaro 
is  established  as  anticipating  claims  1  and  2. 

Xo.  3  has  no  toy -box.  Anden  says  in  speaking  of  his  structures  like 
So.3— 

I  fonuil  it  necesaar;  to  Rs.  aomething  in  front,  so  thatasmallchilil  wouldn't  fall  for- 
n'anl  in  front  out  of  it,  no  I  R^eA  them  in  variona  waya,  some  with  a  little  board  or 
tray  or  an  aagnlarboi — tbat  ia,  made  at  an  angle — to  fasten  in  with  the  rod  throngb, 

This  is  very  vi^ne  nnd  does  not  show  the  hinged  toy-box  of  the  plunt- 
fl's  to  be  turned  orer  to  let  theehild  oat.  Elsewhere  he  says  that  tbe 
toy  box  was  flxe<l  between  the  horses'  necks,  so  as  to  secare  the  child 
in  its  seat.  He  says  that  a  few  on  larger-sized  horses  were  nailed  in ; 
that  others  8lipi>ed  in  when  the  child  took  its  seat,  through  cleats;  and 
tliat  others  he  had  sn~ung  on  a  rod  that  went  through  the  horse's  neck, 
"for  amusement  to  theehild,  as  that  style  of  tray,  made  that  way,  held 
the  most  things  that  amused  the  child."  Tliis  is  too  vague  to  show  the 
plaintiffs'  structure.  It  was  easy  to  say  that  the  box  was  arranged  as 
in  the  plaintiffs'  structure  if  the  facts  were  so. 

(2.)  The  making  of  a  stnicture  like  Exhibit  No.  4  by  John  H.  Brown 
before,  tlie  invwition  of  Crandall  is  satisfactorily  proved.  It  has  two 
aide  frames  terminating  in  rockei-s  below  and  connected  together  by  a 
seat  and  a  foot-boanl,  the  arrangement  being  such  as  to  allow  the  feet 
of  the  rider  to  extend  downwardly  between  the  frames.    In  the  front 
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and  the  rear  the  space  across  is  walled  in  by  two  vertical  boards,  oiie 
in  t^he  front  and  one  in  the  rear,  while  in  the  plaintiffs'  pateut  the  spaces 
are  open.  The  side  frames  are  of  one  piece,  solid  to  the  edges  of  the 
rockers,  while  in  the  plaiutifib'  stmcture  the  space  across  under  the 
bodies  of  the  horses  is  open.  In  the  middle  of  the  width  of  a  horizon- 
tal cross-board  which  "extends  rearward  from  the  top  of  the  iront  ver 
ttcal  cioss-piece  the  proHle-bead  of  a  horee  stands  ap  vertically,  and 
from  the  middle  of  the  width  of  a  backboard  to  the  seat  projects  rear- 
ward a  profile  of  the  fiyinfi  tail  of  a  horse.  The  stmctare  coateins  aU 
the  elements  of  claims  1  and  2  in  which  there  is  any  patentable  inven- 
tion. The  frames  do  not  represent  horses  in  proUle,  aod  the  skructure 
represents  the  appearance  of  but  one  horse.  There  is  a  provision  for 
a  bridle,  and  a  ehild  can  imaginarily  drive  the  one  horse  without  strad- 
dling it  and  without  dauger  of  falling  out.  The  child  can  rest  his  feet 
on  the  foot-board  and  can  rock  itself  after  the  manner  of  a  rocking-horse. 
Whether  the  frames  are  the  profiles  cr  the  outlines  of  horses  or  are 
solid  frames  is  a  matter  purely  of  taste  or  design,  and,  so  &r  as  any 
mechanicat  effect  or  result  in  the  combination  is  concerned,  is  of  no 
importance.  60,  putting  a  horse's  head  on  each  frame  or  otherwise 
making  the  structu  re  present  to  the  eye  or  the  mind  of  the  child  apxiear- 
ance  of  two  horses  instead  of  one  is  no  mechanical  invention,  the  other 
parts  of  the  combination  being  the  same,  any  more  than  it- would  be  to 
add  the  appearance  of  one  more  or  two  more  horses  in  &ont  in  any  form 
of  urangement. 

(3.)  No.  5  shows  two  frames  terminating  in  rockers  below  and  con- 
nected together  by  a  seat  and  a  foot-board,  and  the  feet  of  the  rider  can 
extend  downwardly  between  the  frames.  The  frames  are  solid  and  con. 
tiuaoos  to  the  edges  of  the  rockers,  and  each  presents  the  appearance  of 
the  body  of  an  eagle  with  its  head  in  the  center  of  the  length  of  the 
frame,  the  beak  pointing  forward,  the  front  and  rear  parts  of  the  fr'ame 
being  so  painted  as  to  represent  the  outstretched  wings  of  the  eagle,  the 
legs  and  claws  of  the  eagle  comiugout  below,  and  there  being  on  its  breast 
ashieldwith  stars  and  stripes.  Mechanically,  this  strnctore  contains  all 
that  ibiete  is  in  claims  1  and  2  of  the  plaiutifis'  r«aaae,  although  it  con- 
tains no  idea  of  the  horse.  But  whether  the  side  frame  be  in  the  form 
(tf  a  horse  t»r  of  an  eagle,  or  of  any  other  bird  or  animal,  is  a  mere  matter 
of  design  and  has  nothing  to  do  withany  mechanical  element  or  combi- 
nation fooud  in  either  of  those  claims.  It  is  shown  that  Brown  majle 
half  a  dozen  structares  like  No.  5  and  sold  one  before  Crandall's  inven- 
tion ;  that  he  also  made  half  a  dozen  ottiers  like  No.  —  before  Grondall's 
invention,  except  that  they  had  representations  of  swans  instead  of 
eagles,  and  that  the  eagles  were  some  of  them  shipped  and  some  pat  in 
the  show-room,  wnd  the  swans  were  put  in  the  show-poom.  The  evi- 
dence is  also  satisfactory  that  the  structure  like  No.  5  had  a  hinged  toy- 
box  in  front  of  the  seat,  servingto  hold  the  child  in  place  and  forming  a 
recepticle  for  playthings.    It  could  be  turned  over  to  let  the  child  out, 
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and  (lid  Dot  differ  Ironi  that  in  the  plaiutifb'  reissue.  Tibbals  does  not 
Tftmember  the  toy-box,  but  it  is  aatticiently  proved  by  Brown,  Courj,  and 
Alleo.  Claims  3  and  5  are  theretV>re  aiiticiitated  by  tbe  stmcturee  like 
»n.5. 

I  deem  it  unnecessary  to  consider  any  of  the  other  straotores  or  any 
of  the  prior  patents  set  up  in  defense,  as,  on  those  above  considered,  the 
bill  most  be  dismissed,  with  costs. 


[United  Statu  Circuit  CcinTl-NiirttLcni  Dirtrlct  of  Stw  Taik.l 

Amdbewb  et  al  v.  Gbobs. 

Decided  June  1,  1881. 
19  O.  G.,  1705. 

1.  Beissub  No.  4,:jr3 — Dbivkx  Wklls — Coksthuctios. 

The  conatniction  pUoed  iipou  lliis  patent  in  AKdrttc*  r.  Ciir«an(13  Blatohf. 
C.  C.  B.,  307)  and  Jndran  v.  tFriglii  (13  0.  G.,  96i»)  Boatained.  The  claim  ftr 
''  the  ])roces8  of  constructing  welU  by  driving  or  forcing  nn  iiutniineiit  Into  the 
ground  antil  It  ia  projected  into  the  nater  tritbont  removing  tlieearth  upward, 
■a  it  IB  in  boring,  Babstantlallf  aa  herein  described,"  when  i«ad  in  connection 
withth«id«ecnptiTeportionof  the  HpeciHcat ion,  includes  not  merely  the  driving 
of  the  tnbe  or  instmlnent,  bnt  having  the  aii-tight  tnbe  in  the  earth  with  the 
earth  paeked  around  it  and  the  employment  of  the  mechanical  aid  of  a  pnmp 
attached  to  the  tabe  to  cause  a  flow  of  water  when  tbe  well  is  a  non-flowing 
wen. 
9.  Pkocesb— Infkinoembnt. 

In  this  view  of  the  patent,  when  tbe  well  is  a  non-flowing  well,  the  me  to  pto- 
enre  water  of  a  pump  iu  a  well  tiiUK  coustnicted  and  having  its  featuree  in  a  noD 
of  tbe  process,  although  the  pei-son  uxing  tbe  well  and  the  pump  and  tbe  pro- 
cess Diny  not  lie  tlie  person  who  caused  tbe  rod  to  be  driven  or  the  hole  to  Iw 
made  or  the  tnbe  to  be  inserted  or  the  pnuip  to  be  attached. 

3.  Spkcipicatios— St:»'KiciEscY  of  Dkscriptiox. 

It  may  be  that  an  inventor  does  not  know  the  ecientlflo  principle  of  his  inven- 
tion, oi  that,  knowing  it,  be  omitted,  from  accident  or  design,  to  set  it  forth ; 
but  the  patent  is  not  thereby  vitiated  if  he  sets  forth  the  process  or  mode  of 
operation  which  ends  in  the  result  and  tbe  means  for  working  ont  the  process 
or  mode  of  operation. 

4.  Abandonment — Public  Us« — Consbnt  asd  Allowaxcb. 

Under  section  7  of  the  aet  of  Uarch  3,  1839  (5  U.  B.  Stats,  at  Latge,  354),  no 
patent  is  invalidated  by  abandonment  or  public  nse  nnless  there  is  proof  of  act- 
aal  abandMiment  or  of  a  nseof  the  invention  with  the  knowledge  and  allow- 
ance of  the  inventor  mote  than  two  years  prior  to  his  application  for  a  patent. 

Mr.  TAoRfu  Richardaon  for  the  plaintiffs. 
'So  connsel  for  tbe  defendants. 

Blatohfoed,  J".; 

This  suit  is  brought  on  Beissued  Letters  Patent  So.  4,372,  granted  to 
Ifelsou  W.  Green,  one  of  the  plaintiffs,  May  9, 1871,  for  an  improvement 
iu  the  methods  <mF  coDstrncting  Artesian  wells,  the  original  patent,  No. 
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73,425,  having  been  gmuted  to  said  Green  as  inventor,  January  14, 1808, 
on  an  application  filed  March  17,  1836.  The  specifleation  of  the  reissue 
says: 

H,T  luvention  Is  psrticnlarly  iut-enilect  for  the  conatntction  of  ArtoBiau  vella  in 
places  wlieTe  no  rook  it  Ii>  be  penetrateil. 

The  metbodi  of  couatructing  wells  pivriona  to  this  invention  were  what  have  been 
kuown  M  "HiDkiug"  aD(I  "boring,"  ill  bothof  irhich  the  hole  «i opening  coDstitntiug 
the  well  was  produced  by  taking  awaj  a  portion  of  the  earth  or  rock  through  which 
it  was  made. 

This  ioTentioa  conxlMs  in  prodncing  the  well  by  driving  or  forcing  doivn  an  instm- 
ment  into  the  gfonnd  until  it  reaches  the  ^ater,  the  hole  or  opeoiog  being  thna  made 
by  a  more  displacement  of  the  earth,  which  is  packed  aronnd  the  innlrament  and  not 
removed  npwanl  tram  the  hole,  as  it  is  in  boring.  The  instrument  to  be  employed  in 
prudncing  inch  a  well,  which,  to  diBlinguiFili  it  from  imnk  or  bored  wells  may  be  termed 
a  "driren  well,"  may  be  any  that  is  capable  of  enstaining  the  blows  or  prewnre  nec- 
essary to  drive  it  Into  the  earth ;  but  I  prefer  to  employ  a  pointed  rod,  which,  after 
having  been  driven  or  forced  down  until  it  reaches  tlie  water,  1  withdraw  and  i«plac« 
by  » tatte  mode  air-tight  throughout  its  length,  except  at  or  near  its  lower  end,  where 
I  make  oponlngs  or  perforations  for  the  ndmission  of  water,  and  throngh  and  ttota 
which  the  water  may  be  drawn  by  any  well-known  or  suitable  form  of  pump.  In  cer- 
tain soils  the  use  of  a  rod  preparatory  to  the  insertion  of  a  tube  is  unnecessary,  as  the 
tube  itself  through  which  tha  water  is  to  be  drawn  mny  be  the  instrument  which  pro- 
daoea  the  well  by  the  act  of  driving  it  into  the  ground  to  the  rei]uiBit«  depth. 

To  enable  others  to  make  and  use  my  invention,  I  will  proceed  to  describe  it  with 
reference  to  the  drawings,  in  which — 

Figure  1  represents  a  pni-tjon  of  the  pointed  rod  nbove  mentioned,  and  Fig.  S  a  por- 
tion of  the  tube  which  forms  the  casing  or  lining  of  the  well. 

The  driving  rod  A  I  construct  of  woo<l  or  iron  or  other  metal,  or  of  parts  of  each, 
with  a  sharp  point,  p,  of  steel  or  otherwise,  to  penetrate  the  earth,  and  a  slight  swell, 
a,  a  short  distance  above  the  point,  to  make  the  hole  slightly  larger  than  the  general 
diameter  of  the  rod.  Thisnid  I  drive  by  a  falling  weight  or  other  power  into  the  earth 
until  ita  point  passes  sutBciently  fur  into  the  water  to  procure  the  desired  supply,  I 
then  withdraw  the  rod  and  insert  iu  its  place  the  air-tight  iron  or  woodei-  tube  B, 
which  may  be  slightly  contracteil  at  its  lower  end  to  iusnre  ite  eaay  passage  to  its 
place.  In  general,  this  tube  B  I  make  of  iron  and  of  a  thickne!<a  that  will  Iwaraforce 
applied  at  itsnpper  extremity  snfflcient  to  drive  or  force  it  to  its  place  j  and  where  a 
large  or  continuona  flow  of  water  is  desired  I  perforate  this  tube  near  ita  lower  end  to 
admit  the  water  more  freely  to  the  inside.  The  perforations  c  may  be  abont  one-half 
of  an  inch  in  diameter  (less  or  more)  ftnd  from  one  to  one  and  a  half  inches'  apart,  anil 
the  perfomtions  uiny  extend  ^ni  the  bottom  of  the  tube  upward  fWimone  to  two  feet. 
The  diameter  of  the  tube  Khoiild  bo  somewhat  amnller  than  the  diameter  of  the  awell 
«  on  the  drill-end  of  the  driving-rod  D. 

In  localities  where  the  water  ie  near  the  surface  of  the  ground  and  the  well  ia  for  tem- 
porary use  only,  as  in  the  cnse  of  a  moving  army  or  for  temporary  camps,  lighter  aikl 
thinner  materials  than  iron  may  be  used  for  making  the  tubes,  aa,  for  instance,  zinc, 
tin,  copper,  or  sheet  metal  of  other  kind,  or  even  wood  may  lie  used.  The  rod  may  b« 
of  any  auiiable  and  practicable  aize  that  can  be  readily  driven  or  forced  into  the  ground, 
and  may  be  from  one  to  three  inches  In  diameter.  In  some  cases  the  water  will  llow 
out  from  the  top  of  the  tube  without  the  aid  of  a  pump.  In  other  cases  the  aid  of 
a  pump  to  draw  the  wat-er  from  the  well  may  be  iieccNNary.  In  the  latter  cases  I  attach 
to  the  tube,  by  an  nir-tight  connection,  any  known  form  of  pipe. 

The  claim  is  as  follows  : 

The  pnK'esB  of  conNtmcting  nells  by  driving  or  forcing  an  instrument  into  the  grotiuil 
until  it  is  projected  into  the  water  wilhoat  remotlog  the  earth  upward,  as  it  ia  in  bor- 
ing, sniistantially  as  herein  described. 
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The  plaiutiffs  claim  as  exclasive  bnners  of  the  reissue  for  the  county 
of  Madison,  New  York,  and  have  proved  their  title  to  that  effect.  TIte 
bill  allegea  that  the  defendant  hns  made,  sold,  and  nsed  wells  in  Gaze- 
novia,  in  said  Madison  Coanty,  embracing  said  invention,  and  that  he 
has  one  or  more  of  said  wells  and  is  using  the  same. 

The  answer  sets  up  aa  defenses,  first,  that  Green  is  not  the  "  first  and 
original"  inventor;  second,  that  the  bill "  does  not  describe  any  improve- 
ment in  the  method  of  constrncting  wells  or  othvTwise  by  which  the 
defendant  can  know  the  process  or  improvement  in  the  manner  of  con- 
structing welts"  claimed  in  the  bill;  third,  that  the  defendant  is  a  wagon- 
maker  and  has  done  no  other  bnsiness,  and  the  manufacturing  of  wells 
is  not  an  incident  to  his  profession  or  trade;  fourth,  that  the  claim  of 
Green  as  inventor  waa  barred  because  the  improvement  was  in  use  more 
than  two  years  prior  to  the  granting  of  his  patent ;  fifth,  that  the  reissue 
"  does  not  describe  any  new  process  or  any  new  discovery  or  invention, 
but  only  claims  an  addition  to  the  ori^nal  patent — a  patent  on  the  firee 
flow  of  water,  which  is  not  patentable,  as  it  does  not  claim  any  patent 
or  any  new  invention  ol'the  npplication  or  uses  of  flowing  water,  and  is, 
therefoi'e,  ^oid  and  of  no  force  and  virtue,  and,  having  been  adopted 
and  gone  into  general  use  by  the  public,  said  patented  patent  is,  there- 
foi-e,  void  ill  law  and  equity." 

The  answer  also  seta  up  that  a  Unite^l  States  patent,  granted  to 
James  Snggett,  March  9, 1863,  fTo.  42,126,  describes  the  same  process 
claimed  by  the  original  patent  to  Green ;  that  the  reissue  to  Green  iS; 
au  infilngement  on  the  said  patent  to  Snggett  and  on  three  Onited 
States  patents,  one  Canadian  patent,  and  one  British  patent,  granted 
prior  to  the  original  patent  to  Green.  It  does  not  allege  that  the  pat- 
ent to  iSnggett  was  gi'anted  before  the  invention  of  Green  was  made  or 
that  Gi-eeu  did  not  invent  what  he  claims.  It  alleges  that  the  same  in- 
vention was  "in  pnblic  use  for  more  than  two  years  in  the  United 
States,  Caundas,  and  Great  Britain  prior  to  any  claim"  for  a  patent 
having  been  graitted  to  Given,  and  that  all  claims  of  Green  "  as  the  first 
inventor  of  such  new  i)roces3  of  constructing  wells  was  abandoned  by 
aaid  Green  i^om  such  lapse  of  time  to  the  public."  There  is  no  allega- 
tion that  the  invention  was  in  public  nse  in  the  United  States  for  more 
than  two  years  before  tireen  applied  for  his  original  patent,  or  that  any 
nse  was  with  hia  consent  or  allowance,  or  that  be  abandoned  the  inven- 
tion to  tlte  pnblic  in  fact  or  otherwise  than  iufei-entially  ft'om  the  fact 
alleged  that  it  was  in  use  for  more  than  two  years  before  his  original 
Itatent  was  granted. 

The  answer  also  sets  up  tlie  existence  of  various  wells  at  various 
places  at  dates  prior  to  Greenes  application  for  his  patent.  It  alleges 
that  in  April  or  May,  IStil,  there  was  put  down  at  Independence,  Iowa, 
"  a  welt  made  by  driving  down  into  the  earth  an  iron  pipe  or  tube  shod 
with  iron  or  steel  point,  with  perforations  in  the  tube  above  the  point, 
without  a  screen  over  the  same,  and  sections  of  tnbing  attached  as 
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■driren  down  until  it  waa  projected  some  feet  into  the  water,  aad  to  the 
top  of  this  watt  attached  an  iron  pump,  and  the  same  van  used  for  pump- 
ing water  through,  and  was  probably  used  at  such  place  from  April  or 
May,  1861,  until  some  time  in  July  or  August,  1861,  and  was  known  to 
and  used  by"  certain  persona  named;  and  that  "there  was  also  put 
down  in  the  towu  of  Preble,  Cortland  County,  N.  Y.,  a  well  on  the  fanu 
of  Mr.  William  E.  Tallman  (now  dead),  in.  (he  summer  of  185!),  by  nsing 
■an  iron  tube,  one  inch  inside  diameter,  and  perforating  it  with  small 
boles  at  the  lower  end  for  abont  one  foot,  and  by  heating  and  closing 
the  lower  end,  so  as  to  form  a  point  to  exclude  the  earth  while  driving. 
The  pipe,  after  being  thus  prepared,  was  nsed  by  either  first  driving 
-down  an  iron  rod  and  withdrawing  the  rod  and  then  driving  down  the 
pipe  in  the  place  where  the  rod  was  withdrawn,  or  by  driving  down  the 
pipe  without  the  use  of  an  iron  rod  and  attaching  sections  of  pipe  by 
screw -couplings  as  driven  down  till  it  was  projected  to  a  suitable  depth 
into  the  water-bearing  strata  of  the  earth.  An  iron  pump  was  then 
tightly  screwed  to  the  top  of  the  pii)e,  and  by  the  use  of  the  pump  so 
attached  water  was  raised  for  use,  and  a  frame  was  built  over  it,  on 
which  waa  constrncted  a  windmill,  so  attached  to  the  pump  aa  to  work 
the  pnmp  when  the  wind  blew  and  raise  water  through  the  pipe  for 
'rfatering  the  stock  of  said  William  £.  Tallman's  form,  and  was  used  by 
-and  known  to  the  public  And  the  same  was  worked  by  the  windmill 
and  used  forraisiug  water,  as  aforesaid,  for  four  years,  tin  abont  1863, 
when  the  pipe  was  taken  np  and  was  poblicly  used  and  known  to" 
certain  persons  named.  The  ans.wer  does  not  allege  that  the  use  of  the 
wells  at  Independence  and  at  Preble  preceded  Green's  iuvention. 

Finally,  the  answer  denies  all  parts  of  the  bill  not  before  inlly 
answered.  The  answer  is  verified  by  Mr.  Storke,  of  Cazenovia,  the 
defendant's  solicitor,  who  also  signs  it  as  solicitor  and  counsel.  It  is 
not  signed  or  verified  by  the  defendant.  It  is  also  signed  by  Messrs. 
Jed  Lake  and.  W.  W.  Harmon,  of  Independence,  Iowa,  as  counsel. 
There  was  a  replication  to  the  answer. 

The  plaintiffs  took  testimony  in  this  case  and  put  in  evidence  the 
reissue  to  Green  and  a  power  of  attorney  and  an  assignment  from 
Green  to  his  co-plaintifis.  They  also  examined,  as  witnesses  in  tbia 
case,  Thomas  Marshal  and  James  G.  Bichaids,  in  October,  1879. 
The  defendant  pnt  in  evidence  a  United  States  patent  to  James  Sug- 
gett,  No.  42,126j  issued  March  29, 1864,  and  not  issued  March  9, 1865, 
.as  slated  in  the  answer,  and  a  certified  copy  of  the  file- wrapper  in  the 
matter  of  the  original  patent  granted  to  Green.  The  defendant  was 
.also  raamined  as  a  witness  for  himself  in  this  suit  in  August,  1880. 
The  defendant  also  took,  in  this  suit  at  Independence,  Iowa,  the  depo- 
■sitions  of  Thomas  Sherwood,  Thomas  J.  Marlnus,  H.  A.  King,  George 
Wame,  A.  J.  Francis,  A.  F.  Williams,  Thomas  H.  Tyson,  and  S.  P.  Hc- 
Ewen,  in  April,  1880.  The  foregoing  is  all  the  testimony  that  was  takeu 
^direGtly  in  this  suit  on  either  side. 
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Under  a  stipulation  uiacle  lietweeu  the  parties  to  this  sait  and  a  notice 
giren  tbereaDder  by  tlie  defeudaut  to  the  plaintiffs  tiie  depo^tions  of 
Moses  T.  Tallman,  Abram  Vandenbiirgli,  and  JobnD.  F.  Woolston,  taken 
in  Febmary  and  !March,  1880,  in  a  suit  in  equity  in  the  circuit  eonrt 
of  the  United  Stat«8  for  the  district  of  Iowa,  between  William  D. 
Audrewa  and  others,  ptaiutiffs,  and  George  Lelaud,  defendant,  in  re- 
spect to  the  alleged  driven  n-eU  in  Preble,  are  made  evidence  for  tbe 
defendant  in  this  suit. 

Under  a  like  stipnlattoii  and  a  noitice  given  therenoder  by  the  plaint- 
iffs to  the  defendant  tbe  following  depositions,  taken  at  tJie  following^ 
dates,  in  a  enit  in  eqnity  in  the  said  circuit  court  for  Iowa,  between 
'William  D.  Andrews  and  others,  plaintiffs,  and  George  Hovey,  defend- 
ant, are  made  evidence  for  the  plaintiffs  in  this  suit:  December,  1879, 
William  D.  Andrews  and  Thomas  C.  Theaker;  June,  1880,  John  Q. 
Boyce;  Augnst,  1880,  Charles  Brown,  Adelbert  Brown,  George  W. 
Burr,  Thomas  H.  Tyson,  J.  B.  Knys,  Thomas  J.  Burr,  William  H.  Josltn, 
William  O.  Barnard,  and  Joseph  M.  Chandler;  September,  1880,  John 
Wiley,  Lewis  W.  Ooen,  A.  K.  West,  Jed  Lake,  Oscar  C.  Fox,  Hemnu 
F.  Kobiuson,  William  H.  CJiase,  Joseph  L.  Gait,  Hamilton  Ward,  Jnlia 
A.  Green,Jnd8on  C.  Nelson,  Ceylon  H,  Lewis,  John  Vandenburgh  (two- 
depositions  of  his  iu  the  Hovey  suit  being  presented,  although  the  notice 
in  this  suit  mentions  his  name  only  once  as  a  witness),  W.  T.  Blanchard, 
Clinton  D.  Bonton,  Jesse  M.  Blauchani,  John  S.  Cornde,  Matthias  Van 
Hoesen,  Sett)  Aldrich,  Gerrit  S.  Vnn  Hoesen,  Albert  H.  Tan  Hoeseu, 
Amasa  G.  Aldrich,  Xicbolas  H.  Haynes,  Orrin  Pratt,  James  B.  Shnre^ 
Bmma  Share,  Eben  Daley,  and  Thomas  Ballard  {another  deposition 
of  each  of  the  witnesses  Mnttliias  Van  Iloeseii,  Seth  Aldrieh,  and 
Tlioiuiis  Ballard  in  the  Leiniul  suit  beinj^  also  presented,  although  the 
notice  iu  this  suit  mentions  the  name  of  each  only  once  as  a  witness). 

Under  a  like  stipitlation  and  a  like  notice'  tbe  following  depositions, 
taken  at  the  following  dates,  in  the  said  suit  against  Lelaud,  are  made 
evitleitce  for  the  plaintiflb  in  tliis  suit:  August,  1880,  Nelson  W.  Green, 
Joseph  L.  GiUt,  J.  A.  Todd,  John  M.  Fargo,  John  West,  Frank  Fargu, 
Angnstns  Ilairington.  Ilonice  Dibble,  Hiram  Crandall,  Jiiy  Ball,  James 
S.  Scinires,  William  P.  Kandall,  Charles  C.  Taylor,  John  Wheeler,  De  Witt 
C.  Mc(iregor,MertonM.  Waters,  Stephen  Brewer,  Matthias  Van  Iloeseu, 
Scth  Aldrich,  Thomas  Ballard,  and  ImHazanl  (the  remark  before  made 
as  to  the  two  deitositions  of  .Matthiiis  Vmi  Hoesen,  Seth  Aldrich,  and 
Thomas  Ballard  being  applicable  hei-e  also);  August  and  Sei)tember, 
188(>,  Abram  P.  Smith;  September,  1880,  Knstace  D.  Dibble,  No;ih 
J.  Parsons,  Stephen  D.  Freer,  antl  William  S.  Copeland. 

The  plaintiffs'  record  makes  1,305  pi-inteil  pivges ;  the  defendant's  :^- 

The  case  came  on  for  hearing  lui  the  -1st  of  March  last.  All  the  testi- 
mony taken  directly  for  the  defendant  in  this  snit  had  been  lih^l,  but 
the  <lefendant  had  not  printetl  any  of  it,  nor  had  he  printe<l,  as  reqnii-ed 
by  the  stipulation,  the  testiuiiuiy  of  the  three  witnesses  for  the  detendant 
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in  the  Lelnnd  8nit,  before  meutioned,  TallmaD,  Yandenbarfch,  and  Wool- 
atOD,  or  any  of  it,  nor  had  he  filed  a  copy  of  any  of  it.  On  the  15tii  of 
March,  the  first  day  of  the  sitting  of  the  court,  the  defendant  applied  to 
tiie  court  to  postpone  the  hearing  of  the  canse,  bnt  the  application  vrsm 
refosed.  Thereupon  the  canse  stood  for  hearing  for  the  31st,  but  Mr, 
Slorke,  the  solicitor  and  vounsel  for  the  defendant,  who  had  attended 
on  the  15th  and  made  said  application,  did  not  attend  any  more,  and  the 
defendant  was  not  represented  on  the  hearing.  The  case  was  not  argued 
for  the  d^endaut,  nor  was  any  brief  famished  for  him.  The  plaintiffs' 
connsel  argued  the  canse  orally  and  submitted  a  printed  brief,  and  sab- 
se4)uently  a  printed  report  of  his  oral  argnment.  The  plaintiff  also 
filed  a  certified  copy  of,  and  printed  and  submitted  to  the  court,  all  the 
testimony  belbre  referred  to  as  testimony  for  the  defendant,  and  all 
their  own  testimony  before  mentioned  has  been  before  t^e  court  in  print. 
Under  these  circumstances  the  testimony  has  all  of  it  been  read  and  the 
case  is  to  be  disposed  of.  It  is  very  much  to  be  regretted  that  the  court 
has  not  had  the  benefit  of  the  views  of  counsel  on  the  part  of  the  de- 
fendant as  to  the  questions  of  fact  and  of  1  aw  arising  014  the  evidence, 
as  it  is  impossible  for  the  conrt  to  fully  appreciate  the  bearing  of  the 
tefltimony  given  in  reply  to  questions,  direct  and  cross,  put  by  connsel 
for  the  defendant,  or  to  tatty  understand  what  might  or  would  be  the 
view  taken  on  the  part  of  the  defendant  of  evidence  elicited  by  qnestions 
put  on  tbe  part  of  the  plaintiffs. 

The  first  question  which  arises  is  as  to  the  proper  eonstmutton  of  the 
patent.  A  "  well"  is  defined  by  Worcester  to  be  "  a  deep  narrow  pit  dug 
in  the  earth,  and  usirally  walled,  for  the  purpose  of  obtaining  a  supply 
of  water.**  He  defines  "  Artesian  well "  thus  [From  Artesian,  of  Artois 
jn  France,  where  this  kind  of  well  was  first  madej : 

A.  perpendicalor  perfor»tioil  or  "boiing  luto  the  groaiid  deep  enough  to  reftch  »  enb- 
teiTMiean  bodj  of  water,  of  which  the  sootcm  ue  higher  than  the  place  where  the 
peiferatioD  ia  made,  and  so  force  up  to  tbe  Boiface  a  conataDt  stream  of  water. 

The  specificatiou  states  tliat  the  instrument  is  to  be  driven  down  to 
water,  and  the  earth  it  meets  with  is  to  be  displaced  by  it,  and  thus 
packed  around  it  and  not  removed  upward  from  it ;  that  the  tube,  which 
is  either  to  be  inserted  in  the  place  where  the  instrument  has  been  driven 
down  after  such  instrnment  has  been  withdrawn,  or  is  to  be  itself  driven 
down  in  the  first  place,  is  to  be  air-tight  throughout  its  length,  except 
at  its  bottom,  where  it  has  perforations  to  admit  water;  tiiat  these  per- 
forations are  made  ,for  the  purpose  of  obtaining  a  continaous  flow  of 
water,  and  that  where  the  water  does  not  flow  out  from  the  top  of  the 
tabe  witholit  the  aid  of  a  pump,  a  pump  is  to  be  attached  to  the  top  of 
the  tube  by  an  air-tight  connection.  The  specification  contemplates 
the  procuring  of  water.  The  process  seems  to  be' divided  into  two 
stages ;  first,  making  a  hole  for  tbe  tnbe  down  to  water  by  displacing 
the  earth  by  driving  down  a  straight  instrument  into  tJie  earth,  so  that 
the  earth  is  packed  around  the  instrument;  second,  having  in  the  bole 
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thna  made  an  air-tight  tnl>e  snbstautinlly  as  large  as  tbe  hole,  witli  » 
pump  attached  to  the  top  of  the  tube  by  an  air-tight  counection.  Tlie 
apeei&catiou  does  not  otherwise  explAin  the  ratiouale  of  the  process 
-which  tesolts  in  having  the  water  issue  from  tlie  top  of  tbe  tnbe. 

When  a  rod  which  is  not  a  tube  is  driven  dowu  to  water  tbeie  is  as 
yet  no  well.  When  the  rod  is  withdrawn,  if  the  source  of  the  water  is 
higher  than  the  top  of  the  hole,  water  will  issue  from  the  lop  and  there 
is  a  well,  and  when  Che  air-tight  tnbe  is  inserted  in  the  hole  there  is  still 
A  well.  If  the  rod  is  withdrawn  and  the  air-tight  tnbe  is  inserted,  or  if 
such  tube  ia  driven  in  the  first  place  and  no  water  issues  without  the 
aid  of  a  pump,  there  is  no  well,  in  the  ttense  of  tbe  spedflcation,  till 
the  pump  is  put  on  by  an  air-tight  connection  in  such  a  way  that  by 
the  use  of  the  pnmp  the  whole  process  can  result  in  causing  water  to 
issue  from  t^e  farther,  upper  end  of  what  is  so  connected  with  the  top 
of  the  tnbe. 

The  construction  of  a  wdl,  spoken  of  in  the  specification  as  the  in- 
vention made,  and  which  it  most  be  presnnied  was  intended  to  be  se- 
cured, is  thns  not  merely  the  displacement  of  the  earth  by  driving 
down  the  instrument  or  the  tube,  but  is,  in  addition,  having  tbe  air- 
tight tnbe  in  the  earth  with  the  earth  itacked  around  it,  and  a  process 
arranged  by  the  mechanical  aid  of  a  pump  attached  by  au  air-tight 
connection  to  tbe  tnbe  for  causing  the  water  to  enter  the  perforations 
at  the  lower  end  of  tbe  tnbe  and  issue  fivm  the  upper  end  of  the  tube. 
What  particular  forces  are  in  operation  to  produce  this  process  of  ob- 
taining water  when  the  well  is  not  a  flowing  well  is  of  no  importance. 
Tbe  specification  need  not  explain.  Tbe  mechanical  means  are  Sully 
explained  which  resolt  in  tbe  obtaining  of  the  water  fiiom  the  com- 
mencement of  the  driving.  Tbe  process  of  obtaining  the  water  com- 
prehends all  tbe  steps  which  fbrm  part  of  that  process,  as  tbey  result 
from  or  attend  tbe  mechanical  means  set  forth.  The  process  consists  in 
having  an  air-tigbt  tnbe  with  tbe  earth  tightly  packed  around  it,  result- 
ing  fiom  compacting  the  earth  bj  displacing  it  by  dri^-ing  a  rod  or  the 
tube  and  having  a  pump  attached  at  the  top  of  the  tube  by  an  air-tigbt 
connection,  and  by  the  operation  of  the  pump  obtainiug  a  supply  of 
water  at  the  top. 

In  describiog  bow  tbe  invention  is  made  and  used,  so  as  to  enable 
others  to  make  and  use  it,  tbe  description  includes  driving  tbe  rod, 
patting  in  tbe  air-tigbt  tnbe,  and  having  tbe  pump  and  obtaining  a  con- 
tinuous supply  of  water. 

The  invention  being  thus  defined  in  the  specification,  the  claim  is  to 
be  construed  as  broadly  aa  tbe  invention,  unless  necessarily  restricted 
by  tbe  language  used  in  the  claim.    The  claim  ia — 

The  proccM  of  ooiutnictiug  wells  bjr  driTing  dt  foicioK  an  iiutrum«nt  into  lia 
groDnd  until  it  ia  projected  iiito  the  vfttei  without  reuiOTlug  tbe  eartli  upward,  a*  it 
is  in  boring,  mbstantially  aa  described. 

Where  the  well  is  a  fiowiug  well  tjie  water  will  flow  as  soon  a»'  tbe 
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bolv  is  matle,  asd  to  make  the  hole  by  driving  and  diBplacement  aiid  id- 
gert  the  tube  and  have  the  water  flow  develops  the  process.  Where 
the  well  is  not  a  flowing  well  the  pump  in  addition  ia  ueoeasary,  and  die 
use  of  the  pamp  in  the  welt  so  made  is  a  nse  of  the  process.  Driving 
or  forviAg  an  iiistmment  into  the  gronnd  nntil  it  is  projected  into  the 
vater  «-ithoat  removing  the  earth  upward,  as  it  is  id  boring,  ia  an 
essential  element  in  the  process  in  either  case,  and  where  the  Well  is  not 
a  flowing  well  the  claim  is  a  claim  to  the  process  snbstantially  as  de- 
scribed, being  the  process  above  explained  in  case  of  a  non-flowing  well, 
an  inherent  constttiient  of  which  is  the  driving  process,  the  process 
claimed,  however,  including  the  other  modes  of  operation  which  attend 
the  procuring  by  a  pump  of  water  from  a  tube  in  a  well  so  constracted. 
In  this  view,  where  the  n'ell  is  a  non-tlowing  well,  the  nse  to  procure 
water  of  a  pnmp  iu  a  well  thua  constructed  and  having  its  features  is  a 
use  of  the  process,  although  the  person  usingthe  well  and  the  pnmp  and 
the  process  may  not  be  the  person  who  caused  the  rod  to  be  driven  or  the 
hole  to  be  matle  or  the  tube  to  be  inserted  or  the  pnmp  to  be  attached. 

This  reissued  patent  was  under  consideration  in  Andrews  v.  Carma» 
(13  Blatchf ,  C.  O.  B.,  307).  In  the  decision  of  Jadge  Benedict  in  that 
case  the  reissued  patent  was  held  to  be  valid;  the  state  of  the  art  of 
conatmcting  wells  at  the  time  Green  made  his  invention  was  exp]aine<l ; 
the  peculiar  features  of  Green's  driven  well  were  commented  on;  the 
claim  was  held  to  be  a  claim  to  a  process,  the  element  of  novelty  in  it 
cmisisting  in  driving  a  tube  tightly  into  tlie  earth,  withont  removing 
the  earth  upward,  to  serve  as  a  well-pitj  and  attaching  thereto  a  pnmp 
so  that  the  process  pots  to  practical  nse  the  new  principle  of  forcing  the 
water  in  the  water-bearing  strata  of  the  earth  from  the  earth  into  a 
well-pit  by  the  use  of  artiflcial  jmwer  applied  to  create  a  vacuum  in  the 
water-bearing  strata  of  the  earth,  and  at  the  same  time  in  the  well-pit; 
and  it  was  also  held  that  the  claim  might  well  be  constmeil  as  claim- 
ing the  well  as  a  manufacture  constructed  according  to  the  process  de- 
scribed. 

The  evidence  in  the  present  case  shows  that  any  ]>erson,  by  using  a 
pump  applieil  as  directed,  ou  the  tube  as  directed,  in  the  well  construct- 
ed as  directed,  will  pitt  to  practical  use  what  is  iti  Andrews  v.  Carman 
dcflued  to  be  the  "  new  principle."  Although  the  specification  does  not 
state  What  sncli  new  principle  is,  the  evidence  in  the  present  case  shows 
what  ft  is,  and  that  it  is  certainly  and  effectively  developed,  to  the  end 
if  ofttaining  a  copious,  continuous,  aiul  unfailing  supply  of  gfxn\  water, 
alid  that  is  what  is  thus -set  forth  in  Andreirsv.  Carmtm.  Itmay  bethat 
the  inventor  did  not  know  what  tlie  scientific  principle  was,  or  that, 
knowiug  it,  he  omitted,  from  accident  or  design,  to  set  it  forth.  Tliat 
does  not  \itiate  (he  patent.  He  sets  forth  the  process  or  motle  of  oper- 
ation which  euds  in  the  result,  and  the  means  for  working  out  the  pro, 
cess  or  mode  of  (tperation.  Tlie  principle  referred  to  is  only  tlic  why 
apd.the  whert^w*.     that  is  not  required  to  be  set  forth.    Under  section 
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36  of  the  ftct  of  July  8,  1870  (16  U.  8.  State,  at  Large,  201),  nnder 
which  this  reisaae  was  granted,  the  speciflcatiou  contains  a  description 
of  the  invention  and  of  "the  iqanaer  and  process  of  making,  constnict- 
lug,  CMsmponnding,  and  asing  it"  in  such  terms  as  to  enable  any  person 
skilled  in  the  art  to  which  it  appertains  to  make,  oonstmot,  compoond, 
and  nse  it;  and  even  regarding  the  case  aa  one  of  a  machine,  the  spec- 
ification explains  the  principle  of' the  machine  within  the  meaning  of 
that  section,  althongh  the  scientific  or  physical  principle  on  which  the 
proceas  acts  when  the  pnmp  is  used  with  the  air-tight  tnbe  is  not  ex- 
plained. An  iurentor  may  be  ignorant  of  the  scientiflc  principle,  or  he 
may  think  he  knows  it,  and  yet  be  uncertain,  or  he  may  be  confident  as 
to  what  it  is,  and  others  may  think  differently.  All  this  is'immaterial 
if  by  the  specification  the  thing  to  be  done  is  so  set  forth  that  it  can  be 
reprodnced. 

Tliia  reissne  was  also  adjudicated  upon  by  Jndgea  Dillon  and  XelsoD 
iu  AitdretM  v.  Wright  (13  O.  G.,  969),  and  the  claim  was  coustroed  to 
\te  for  a  process  such  as  I  have  deSned  it  to  be.  Under  this  constrnc- 
tion  the  defendant  has  infringed  by  nsiug  a  pnmp  in  atlriven  well  cou- 
Rtnicted  in  a  honse  hired  by  him,  to  obtain  a  sapply  of  water  for  the 
n8e  of  his  &mily,  although  h«  may  not  hare  paid  for  driving  the  well 
or  have  procured  it  to  be  driven.  Such  nse  of  the  well  was  a  use  of  the 
p»t4.*oted  process. 

The  invention  of  Oreen  is  shown  to  have  preceded  any  invention  oinde 
by  r^n^gett  and  describe<l  in  his  jiatent  of  March  119,  ISGi.  The  evi- 
dence tilso  shows  that  none  of  the  defenses  set  np  iu  the  answer  are  es- 
tablished. The  conclusions  arrived  at  iu  the  decisions  in  Andretoi  v. 
Citrman  are  supported  by  the  testimony  in  this  case.  Those  conclusions 
i-ehite  to  the  novelty  of  Green's  invention  and  to  the  question  of  the 
tleilication  and  abandonment  of  the  invention  to  the  public  by  Green. 
The  latter  qnestion  must  be  decided  under  the  laws  in  force  in  1866, 
when  the  original  patent  was  applied  for.  No  iibnndonnieut  or  dedica- 
tion of  the  invention  to  the  pnblic  by  Oreen  is  shown.  The  eonstnictiitn 
of  the  well  on  the  fairground  at  Cortland  under  the  direction  of  Green 
and  its  nse  by  his  consent  was  an  experimental  nse,  to  test  it. 

Tlie  mie  laid  down  in  Andrews  v.  Carman  as  Co  the  proper  eonstrcn- 
tioii  of  section  7  of  the  act  of  Mai-ch  3,  1839  (5  U.  S.  Stats,  at  Large, 
STti),  as  dednce<l  fioni  prior  rulings,  was  that  that  section  had  no  efll'ect 
to  invalidate  a  patent  unless  there  was  pro«>f  of  actual  abandon  iiicnt  or 
of  II  nse  of  the  invention  with  the  knowledge  and  allowance  of  the  in- 
ventor more  than  two  years  prior  to  his  application  for  bis  jMitent.  It 
WHS  held  in  that  case  not  otdy  that  tbeif  wna  no  evidence  of  auy  nse  or 
siile  of  the  invention  by  Gi-eeu  before  bis  application  for  a  pntent,  but 
no  sufficient  eiidencc  from  which  to  conclude  that  any  use  of  any  driven 
well  by  others  before  bis  application  was  consented  to  or  ullnwod  by 
liim.  Such,  also,  was  the  conclusion  in  AitdrcKn  v.  Wriffht,  and  such  is 
tlie  result  of  the  evidence  in  the  present  case. 
19  c  P 
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Gi-een  t«3tiflee  tliat  Ue  drat  heard  in  the  latter  part  of  1865  of  the  nse 
by  otliers  of  di-iveu  wells  luAde  by  his  process,  beiugliis  first  knowledge 
of  any  otliers  tUau  those  he  experimented  with  in  1861 ;  thsit  he  immedi- 
ately, in  December,  1865,  or  Jannar}-,  lS(i6,  made  outaudseut  to  Wash- 
ington an  application  for  a  patent;  that  that  was  lout  in  the  Patent 
OflBce;  and  that  he  followed  it  up  by  one  in  March,  1866,  on  which  the 
patent  was  granted. 

Tlie  e^ndeiice  as  to  tbo  delaj'  in  applying  for  the  patent,  as  bearing 
on  the  question  of  abandonment,  was  considered  iu  Andreica  v.  Carman, 
and  the  decision  was  arrived  at  tliat  the  delay  was  excused.  The  same 
view  was  taken  iu  Andrews  v,  Wright.  The  evidence  In  the  present 
oas^  is  of  the  same  character  and  leads  to  the  saine  oondnmou.  Koiie 
of  the  other  defenses  set  up  in  the  answer  are  established,  nor  is  an  at- 
tempt made  to  snstaiu  any  others  than  those  above  mentioned,  except 
the  Preble  well  and  the  Independence  well.  They  were  not  set  np  or 
testified  about  in  the  cases  against  Carman  and  Wright. 

The  evidence  as  to  the  Preble  well  fails  to  establish  its  existence  as 
a  driven  well  or  one  in  which  tlie  process  of  Green  was  developed.  The 
alleged  inventor  of  it,  William  E.  Tallman,  is  dead.  His  brother,  Mwes 
T.  Tallman,  did  not  see  it  constructed.  All  the  facts  testified  to  about 
it  and  the  remains  presented — the  punctured  pieee  of  pipe,  the  copper 
strainer,  and  the  section  of  iron  stove-pipe,  open  at  both  ends — are  at 
least  as  consistent  with  an  apparatus  for  filtering  the  water  in  the  dug 
well  iu  q^uestiou  while  pumping  it  up  as  with  a  driven  welL  With  the 
copper  strainer  on  the  punctured  lower  end  of  the  pipe,  where  it  prob- 
ably was,  if  the  pipe  were  in  the  well  at  fdl,  there  conld  have  been  no 
driven  well  in  the  sense  of  Green's  welL 

If  there  were  sand  in  the  bottom  of  the  well,  which  was  likely  to  be 
dsawn  in  through  the  punctures  in  the  pipe  when  used  iu  the  dug  well, 
if  those  punctures  were  at  the  bottom  of  the  well,  raising  up  the  pipe 
might  raise  it  above  the  supply  of  water  when  the  wat«r  was  low;  but 
putting  the  strainer  on  the  end  of  the  pipe  and  suirounding  the  strainer 
with  the  section  of  stove-pipe  would  keep  oat-  the  sand  even  when  the 
water  was  at  the  lowest  and  permit  the  water  to  pass,  and  when  the  water 
was  high  enough  to  pasa  through  the  punctures  in  the  pipe'tt  would 
be  au  far  above  the  sand  as  to  be  dear  of  sand.  All  the  evidence  of 
this  witness  goes  to  show  that  the  well  was  not  a  driven  well,  and  that 
there  was  not  in  it  any  such  process  embodied  as  that  of  Green's.  The 
testimony  of  Abram  Vandenburgh  is  not  entitled  to  any  more  weight. 
On  the  other  side  the  evidence  is  overwhelming  that  there  was  and 
could  have  been  no  driven  well  at  the  time  and  place  in  question.  As 
to  the  driven  well  alleged  to  have  been  put  down  at  Independenoe  in 
April  or  May,  1861 ,  it  is  quite  clear  that  the  witnesses  who  testify  to  that 
date  are  mistakftn,  and  that  the  weU  in  question  was  put  down  in  May, 
1866.  The  evidence  to  that  ^fect  is  very  complete  and  detailed  and 
minute. 

There  most  be  the  asnal  decree  for  the  plaintifb,  with  costa. 
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[United  Ststrs  Clronlt  Court— WaMeni  Dtrtiict  of  PeniujlnDia.! 

HOBBS  EI  AL.   V.  KlMCf  EX  AL. 

DeaMtd  Mag  \  IflSl. 

19  O.  G.,  I70S». 

1.  LetUn  Patuiit  Nu.  132,306,  tp-nuted  to  J.  H.  Hobbs,  October  15, 1873,  for  gloun-are 

gradnM«il  nii  its  inner  fatf,  subatuiitially  la  the  iiiaunec  aut  foitb,  examined 
and  Buatained. 

2.  A  patent  for  glasavrare  gradiidted  on  ita  inuer  f»cti  in  uot  anticipated  by  a  prior 

patent  for  a  graduated  cnp,  "tlip  graduations  being  iu  tbu  interior  if  the  cap 
l>e  of  iDBtal  ur  blown  oi  cut  on  its  i;>^tBrior  if  the  cnp  be  of  giatw."  Snoh  piior 
patent  does  not  hIiow  or  in  the  remotesl  dogree  HU}cgest  internal  gradustiona 
upon  glassware  or  any  method  of  producing  the  same, 
2.  In  Hobbs's  {coDiplstn ants')  iiu]>iovement  thu  desired  graduations  are  intheiirst  in- 
stance made  upon  the  face  of  the  plnugei',  and  thuraby  corresponding  gradua- 
tions are  made  in  the  glussnure,  nhile  iu  the  Block  (dcfeudnuls')  plunger  the 
edges  of  the  rings  fonn  the  gradnations ;  but  the  priaciplo  of  the  two  pinngers 
is  identical,  their  methods  of  operation  practically  «like,  and  the  resnlt  snb- 
stantially  the  same.  The  extrusion  of  the  gradnations  entirely  aronnd  the 
glass  may  have  its  advantage ;  but  if  it  were  conceded  tba^  sncb  oxtensiou  is  a 
patentable  improvemeut  njion  Hobbs's  invention,  still  this  would  not  Justify  the 
defendants  Iu  usiug  Uis  iureation. 

Mr.  George  H.  Christy  for  the  complainaiits. 
Mr.  William  Senry  Brown  for  the  defeodauts. 

ACHESON,  J. : 

On  the  15tli  of  October,  1872,  Letters  Patent  No.  132,208,  for  an  im- 
provemeut  in  the  manufacture  of  graduated  glaseware,  iasued  to  John 
H.  Hobbs,  who  subsequently  assigned  the  patent  to  the  plaiutJfTs,  who 
sae  for  the  infriiigenient  thereof. 

To  graduate  the  cftvity  of  a  glass-mold,  and  thereby  produce  articles 
of  glassware  gradaat«d  on  their  outer,  faces,  was  practiced  prior  to 
Hobbs's  inveution,  and  this  is  stated  in  his  specification ;  but  Hobbs 
describes  in  his  specification  an  apparatus  and  method  of  prodncibg 
intemallygradnated  hollov  glassware.  The  operation  of  pressing  is 
that  ordinarily  practiced ;  but  his  plunger  is  graduated  to  any  desired 
scale,  and  in  ,tbis  way  is  produced  any  desired  kind  of  open-topped  glass- 
ware with  a  graduation  ou  its  inuer  foce  exactly  corresponding  to  that 
used  on  the  plunger. 

Hobbs's  claim  is  in  these  words : 

OlnxHware  gntilnnted  od  its  inner  face,  snbstsntiall.v  in  the  manner  set  forth. 

In  his  original  specification,  tiled  with  bis  petition  for  letters  pateut, 
Hobbs  also  claimed  "a  glass-mold  plunger  graduated  on  its  face,  sub- 
stautially  as  set  forth ;"  but  this  claim  tlie  office  nyected,  and  Hobbs, 
HtMiuiescitig  iu  the  decision,  umended  his  si^ectfication  ^iid  stmck  out 
that  claim.  Tlie  efl'ect  of  this  amendment  was  to  restrict  the  claim  to 
the  iiiannfactnrecl  product  or  glassware  graduated  on  its  iinier  face,  sub- 
stantially in  the  manner  set  forth  in  the  specification ;  but  for  nil  pmt- 
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tica)  purposes  tiie  letters  pateut  as  graDted  secured  to  Hobbs  all  the 
benefits  of  liis  invention. 
The  (Icifeudaiits  insist  that  Hobbs's  patent  is  invalid  for  untiortaiiity, 
Tliu  plnngvr  a  {Miyn  llie  specification]  is  made  (f  the  form  which  is  desired  t«  be 
givpii  to  tite  inside  of  the  article  to  be  made,  and  of  aoy  Baitable  oonatructioD,  with 
thiit  addition ;  tliat  it  in  grailiiated,  u  at  a',  to  any  deatreil  scale,  and  from  the  loirer 
eiMl  iipward  to  UDf  desired  diatniicc.  •  ■  *  If  tbepliiogcibe  accnratelygradnated 
tbe  work  produceil  will  in  every  case  be  e<iiiall]-  orarect,  &k. 

It  is  objecte<l  that  the  spedfif^ation  does  not  disclose  how  an  accn- 
rat«ly-graduated  plunger  is  to  be  made ;  but  this  is  a  matter  ho  ob\-ious 
that  it  was  unnecessary'  to  add  anything  to  wfaHt  the  at>eciflcation  states 
and  the  drawings  exhibit.  The  8i>eciflcatioD,  it  seems  to  ns,  concisely 
but  very  dearly  explains  Hobbs's  apparatus  and  method  of  pnidacing 
internally- graduated  hollow  glassware.  But  the  novelty  of  his  inven- 
tion is  called  in  question,  and  the  defendants  have  put  in  evidence  two 
earlier  patents — one  to  William  Hodgson,  jr.,  dated  Febmary  18, 1862, 
and  one  to  Samuel  H.  Tinimons,  dated  September  18, 186<i — whicli,  it 
is  elainaed,  antic)i>ate8  Hobbs's  invention;  but  by  Hodgson's  invention 
the  glass  measures  have  exterior  graduations  communicated  from  grad- 
uating marks  on  tbe  interior  walls  of  the  mold. 

Timmons's  patent  shows  a  cup  attached  to  the  Rtopiwr  or  heck  of  a 
bottle  with  graduation -marks  to  indicate  its  capacity,  "the  graduation 
being  in  the  interior  if  the  cup  be  of  metal  or  blown  or  cat  on  its  exterior 
if  the  cap  be  of  glass."  He  does  not  expressly  state  how  the  interior 
gi'iiduations  are  to  be  made  in  the  case  of  a  metallic  cup,  but  thei-e  is 
nothing  in  his  specification  to  indicate  that  they  could  l>e  formed  otlier- 
wise  than  by  turning  each  gradimtion  by  a  separate  operation,  a  tedious 
pi>M«as  as  comi>ared  with  the  great  mpidity  with  whieli  glassware  may 
be  internally  graduated  by  Hobbs's  method.  It  is  quite  evident,  more- 
i)\-ei',  that  a  metallic  cup  is  liable  to  the  objection — a  most  serious  one 
in  the  case  of  powerful  medicines — that  the  quantity  of  liquid  in  the 
ctipciiunot  lie  accurately  determined  by  looking  down  into  the  cup; 
whereas  by  holding  the  gloss  up  to  tlie  light  the  qnantitj'  of  liquM  can 
be  niadily  and  accurately  di8Cern(.il.  Timmons's  patent  does  not  show 
III-  ill  the  remotest  degree  suggest  internal  graduations  upon  glasnware 
or  iiiij-  itictliiHl  of  pi-oducing  the  same.  On  the  contrary,  he  deolitres 
that  if  the  cup  is  of  glass  the  gra<1nation  is  to  be  bbiwn  or  cut  on  its 
i-Merior  face. 

From  the  uncontradicted  e\idence  it  appears  that  Hoblwi's  invention 
is  a  (kHiideil  impmvemeiit  uiwn  tiie  juiteiiiir  methods  by  wliich  articles 
iif  gliiRsware  were  gnuluated  on  their  outer  funea,  in  that  it  Heenres  nccn- 
rscy  in  the  graduations  and  perfect  uniformity  in  the  glass  meiworeA. 
It  \s  shown  that  where  the  graduations  are  on  th«^  cavity  of  the  glass- 
mold  the  ciirrectness  of  th«'  work  produced  is  eflieeted  by  luiavfriflable 
variations  in  the  quantity  of  molten  glass  put  in  the  mold,  for  them 
variationn  atfect  the  thickness  of  the  artit^les  of  glassware  through  the 
biittoin.     But  with  Hobbs's  apparatus  and  method  the  thicknens  of  the 
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article  thi<oa£li  the  bottoix  makes  no  diflerenoe;  for  if  the  plunger  goes 
down  deeper  into  the  mold  the  graduation  made  in  the  article  will  be 
conespoadinglj  low  down,  and  rice  versa. 

We  are  of  opinion  that  Hobbs'B  invention  waa  not  anticipated  by 
either  of  the  prior  patents  relied  on,  and  that  his  improvement  io  both 
new  and  useful. 

Finally,  the  defendants  deny  that  they  are  infringers.  They  manu- 
facture grwltiated  gliis&ware  under  and  in  accordance  with  Letters 
Patent  No.  217,050,  dated  July  1, 1879,  granted  to  Man  Block,  one  of 
the  defeodants,  and  th(^y  rely  upon  the  Block  patent  for  their  justiflca- 
tiou. 

Block's  patent  relates  to  the  manufacture  of  internally-graduated 
glassware,  and  his  improvemeut  consists  in  a  cup  or  other  article  of  glass- 
ware formed  on  the  inside  with  graduations  extending  entirely  around 
the  same,  and  also  in  the  construction  of  a  plunger  for  forming  such 
graduated  glassware.  His  plunger  consists  of  a  shaft,  over  which,  and 
resting  upon  the  head,  are  placed  one,  two,  or  more  removable  taper- 
ing riuge,  which  are  of  gradually-increasiug  diametere,  and  adjustable 
to  the  desii«d  scale,  and  so  arranged  that  the  edges  of  the  rings  Ibrin 
shoulders  or  graduittioiis  around  the  inside  of  the  glass,  the  patts  of 
the  apparatus  beiug  Iiekl  together  by  a  follower  and  a  nut  screwed 
ou  the  shaft  in  the  manner  described  in  the  specification. 

Block's  first  claim  is  as  follows: 

1.  An  » iiev-  article  of  mamifactnTe,  nTndiiatrd  glaaswara  having  tlie  groduatione  in 
the  foiin  of  Hbonlilora  on  tiw  iii»iilu  of  tliu  gXasa,  ami  exteiiiliuj;  eutirely  around  the 
aanie,  RuljHtaiil  ioUy  ns  aii<l  for  tlip  pnrpoxcs  herein  set  forth. 

Fe  also  claims  the  piniiger  and  the  combiuation  of  the  shaft,  taper- 
ing rings,  nut,  &c. 
In  his  specification  Block  states  that  by  his  invention — 

The  oatside  of  the  glass  ia  left  iiiiooth;  and  the  xtadiiationii  are  on  the  inaide  iu  the 
fonii  of  alionldeiH  extouding  entirely  around  the  glass,  uti  that  the  e^act  quautity  can 
easily  be  luoasTiredtvithout  liability  of  mistakes,  as  the  slightest  variation  cuuDed  hy  on 
inclination  of  the  vpshhI  ou  any  side  wonlil  bo  detected  at  once  ou  acconnt  of  the  oil^ 
cnlar  rings  or  ahonldei-n, 

St>ecimens  of  intemally-giaduated  glassware  mantifactured  under 
the  Hobbs  patent  and  by  the  di>fendant«  in  accordance  with  the  Block 
patent  have  been  submitted  to  the  inspection  of  the  court  as  exhibits 
in  the  case.  The  different*  between  these  sjiecimeiis  is  that  in  the  for- 
mer the  graduation  marks  extend  only  i>artially  around  the  glass  cap, 
while  in  the  latter  the  graduationB  extend  entirely  around  tiie  cap.  In 
all  other  respects  the  specimens  of  the  two  manufactures  are  substan- 
ti^ly  alike. 

In  Hobbs's  improvement  the  desired  graduations  are,  iu  the  first 
instance,  made  upon  tlie  face  of  the  plunger,  aud  thereby  correspwud- 
iug  gnuluations  are  made  in  the  glassware,  while  iu  the  Block  plunger 
the  edges  of  the  rings  form  Uie  graduations;  but  the  principle  of  the 
two  plungers  is  identical,  tlieu-  methods  of  oi>eratiuu  iiracticaUy  alike, 
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and  the  result  sabBtaatiolly  tlie  same.  The  extension  of  the  gradua 
tions  entirely  around  the  glass  may  have  its  advantage;  but  if  it  were 
conceded  that  snch  extension  is  a  patentable  improvement  upon  Hobbs's 
invention,  still  this  would  not  justify  the  defendants  in  nsing  his  inven- 
tion. 

Upon  the  whole  we  are  of  the  opinion  that  the  infringement  com- 
plained of  is  established.  Let  a  decree  be  drawn  in  favor  of  the  plaint- 
iffs. 

McKenhan,  C.  J.  : 

Tliis  cause  was  heard  before  both  of  the  judges  of  the  circuit  court, 
and  the  foregoing  opinion  therefore  expresses  the  concuiTeut  jndgment 
of  the  whole  court. 


[United  SUtea  Clrcnlt  Conrt-Soatbem  Dliitrict  sf  Nev  York.]. 

Hahmebschlag  v.  ScAJsom. 

Decided  April  It),  18B1. 
20  O.  G.,  75. 

1.  RsiesuK  No.  8,460,  No.  200,39^— Prbumin-art  Injunction. 

A  preliminary  injnnctioD  granted  on  vlaims  1,  2,  3,  aud  5,  of  Btiieane  So.  8,460 
and  claim  1  of  No.  309,393,  novelty  and  infrlngeinent  being  clearly  made  oat,  and 
there  ha^iiig  been  general  acqaiescence  in  the  pateatee'a  title. 

3.  Same— Process — Infrinobmest. 

A  process  of  waiing  paper,  whiuh  consists  in  ipreadiiig  a  nnilbriiilayet  of  melted 
wax  npon  the  paper,  in  beating  tbe  paper  f^um  its  oppoBit«  or  nnn-axed  side  to 
draw  and  fuse  the  wax  into  tlie  body  of  tbe  paper,  is  infringed  by  the  use  of  a 
lOBOhine  wbichperfomu  all  these  operations  in  the  order  named,  although,  accord- 
ing to  the  theory  of  the  defendant,  the  wax  is  in  the  first  instance  immediately 
absorbed  by  tbe  paper,  and  Ihe  iron  plate,  over  nhich  tbe  waxed  side  of  the  paper 
is  nest  passed  to  be  polished,  is  merely  heated  to  allow  tbe  laws  of  nature  to  com- 
plete the  diffusion  of  the  wax  throngbout  the  paper. 

3.  No.  209,393  Cosstrued  and  Scstainbd. 

No.  209,393,  alleged  to  be  an  improvement  on  No.  193,867,  in  giving  to  the  paper 
and  the  heated  cylinder  different  rates  of  r<peed,  to  regnlate  tbe  thickness  of  tbe 
layer  of  wax  deposited  npon  tbe  paper,  constrned,  in  connection  with  the  former 
patent,  to  include  tbe  scraper  therein  contained,  withont  which  the  arrangement 
wonld  be  inoperative  to  produce  the  detiircfl  ceanlt,  aud  therefore  Bustniiied  over 
English  Patent  No.  4,152  of  1817,  which  shows  tlie  dittereiitiiitiou  of  siKsed  in  the 
operation  of  sizing  paper,  but  no  scraiior  or  cijiiivalent. 

Messrs.  Frost  »&  Coe  for  the  plaintiff. 
Messrs.  Kitehm  ifc  Brown  for  the  defendant. 

Blatchpobd,  J.; 

This  ie  a  motion  for  a  preliminary  injunction  on  two  patents.  One 
is  a  reissue  granted  to  the  plaintiff,  October  22, 1878,  No.  8,460,  for  an 
improvement  in  waxing  paper,  the  original  patent,  No.  193,867,  having 
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beet)  granted  to  bito  Angust  7, 1S77.  The  epeciflcatioD  of  the  reissue 
says : 

Tlie  object  of  this  iiiventiou  is  to  apply  paraQliiii  or  otbet  wax  topnper  Ui  render  the 
a»me  watur-proof.  TbU  paper  ia  adapted  tn  coDfectionery,  to  preveut  the  adhesiim 
of  nrticlea  oue  to  another  or  to  the  paper,  and  the  paper  may  also  he  need  in  iriap- 
pini;  bQtter,  cheeM,  cutlery,  and  other  articles  reqaiilufi  a  Water-proof  proteotlon. 

Mj-  iuprovemeut  relates  to  a  means  for  heating  the  wax,  applying  it  to  the  paper, 
Hpreiuliiig  ordiffusing  the  wax  into  the  paper,  removing  surplus  was,  and  theupolialu 
ing  the  Biirfiice  prior  to  windiug  the  paper  upon  a  reel- 
In  the  drawing,  Figure  1  ia  a  plan  view,  and  Fig.  2  in  a  lougitudiuil  section,  of  the 
appnrutna  employeil  by  me. 

The  cylinders  ahc  are  hollosr.     •    ■     • 

Each  cylinder  is  snpplied  with  steam  to  heat  the  soiue  to  the  desired  (emperatore, 
SB  ill  a  culendeiing-mochine.     •     '     • 

Tliere  is  a  trough,  w,  heueath  the  cylinder  a,  into  which  parafUne  or  other  wax  is 
Intioduced,  aod  tbe  proximity  of  the  rollers  a  i  to  this  trough  iusures  the  melting  of 
such  wax,  and  the  surface  of  the  cylinder  a  takes  up  a  layer  of  wax  and  applies  it 
to  the  web  of  paper  a,  that  is  drawn  off  the  reel  (  aud  wound  upon  the  reel  ir. 

The  scraper  x  is  applied  to  the  cylinder  o,  between  the  wax-lrough  and  the  place  of 
contact  with  tbe  paper,  to  remove  surplus  vaz  aud  only  allow  a  uniform  layer  of  wax 
to  adhere  to  the  beated  cyliuder  a.  The  paper  passes  heueath  the  heated  cylinder  b, 
with  the  plain  surface  of  the  paper  next  to  the  heated  cylinder.  This  serves  to  heat 
the  [laper  aud  melt  and  diffuse  the  wax  tbroughoat  the  fiabric  of  tbe  paper,  so  as  to 
rondnr  it  thoronghly  water-proof.  The  paper  now  is  drawn  over  the  stationary  sorapei 
I,  to  remove  any  snrplus  parafflue,  and  then,  it  is  brought  over  tbe  heated  cylinder  e, 
with  the  waxed  surface  in  contact  therewith.  By  this  cylinder  o  the  parafflue  is  again 
fused  and  spread  into  aud  upon  the  surface  of  the  paper,  thereby  ironing  and  smooth- 
ing the  wax,  and  giving  to  the  same  a  polished  and  nniform  appearance,  and  the  sur- 
face of  tbe  heated  cylinder  e,  by  preference,  travels  in  the  opposite  direction  to  the 
papOT  with  whtcii  it  oomeq  into  contact.  The  paper  prepared  in  this  nuumer  is  satn- 
rated  and  tendered  tiansparent,  or  nearly  so,  by  the  action  of  the  wax,  and  it  is  a  new 
article  of  niannfaotare  adapted  ta  various  uses  in  the  arts,  as  oEoiesaid. 

The  claims  are  as  follows: 

1.  In  amacbineforapplyiiigwax  tothesnrfaceof  paper,  abeated  cylinder  revolved 
within  the  trough  containing  the  wax  aiid  acting  to  heat  tbe  wax  and  apply  a  layer 
to  a  web  of  paper,  substantially  as  set  forth. 

H.  The  method  herein  qieoifled  of  applying  wax  to  the  surface  of  paper,  consisting 
in  Iranafeiring  tbe  melted  wax  ttt>m  a  trough  to  tbe  paper  by  a  roller,  moving  the  pa- 
per in  contact  with  sach  roller  anA  removing  tbe  snrplus  wax  by  a  scraper,  lubston- 
tially  as  set  forth. 

3.  In  a  machine  for  applying  wax  to  the  surface  of  paper,  tbe  heated  cylinden  a 
and  b,  in  combination  with  the  trough  n  and  scraper  I,  aud  means  for  snpplying  paper 
whereby  tbe  heated  wax  is  applied  to  one  surface  of  the  web  of  paper  by  Liit  ;oller  a, 
and  ^t«rwaTd  tbe  paper  is  heated  attheothersnrface  to  draw  the  wax  into  the  paper, 
substantially  as  set  forth. 

4.  The  heated  cylinders  a  be,  in  combination  with  the  trough  a,  tbe  scraper  I,  and 
mechanism  for  revolving  the  cylinder  c  in  the  opposite  direction  to  the  movement  of 
the  paper  with  which  it  is  in  contact,  substantially  as  set  forth. 

5.  Tbemethod  herein  set  forth  of  watingpaper,  consisting  in  spreading  the  wax  upon 
the  aur&oe,  heating  the  paper  from  the  opposite  side,  to  spread  and  fiise  the  wax  into 
tbe  fabiicof  the  paper,  removing  the  surplus  wax,  aud  remeltiug  aud  polishing  the  wax 
npou  tlie  paper,  snlwtontially  as  set  forth. 

There  is  no  dispate  as  to  the  maDner  of  construction  of  the  defend- 
ant's machine  in  so.  far  as  it  is  alleged  to  inAinge  the  said  reissue.    A 
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lettered  drawing  of  it  is  ftirnislied,  vith  reference  to  which  the  deacrip- 
tiou  of  it,  ae  giTeu  by  the  plaintiff's  expert,  is  as  follows : 

A  indiuMt  a  reel  uonMiniiig  a  web  of  paper,  P,  to  be  coated  with  wax  or  pantfiiue. 
B'  B  are  guides,  being  small  wooiien  rollers,  nvet  and  under  which  the  paper  pluses 
ou  its  waj  to  the  macbiue,  C  Is  a  steam-heateil  cjlinder,  about  ten  inches  in  diaai- 
Mer,  TevolviBg  in  a  trough  coutaining  melted  wax  or  paraffins.  At  one  aide  of  said  cyl- 
inder, extending  the  whole  length  thereof,  i»  a  wooden  bar,  E,  padded  with  felt,  and 
forcibl;  held  agaluat  the  cylinder  C  with  a  couatant  pressure,  and  gerviug  to  prevent 
more  than  a  given  quantity  of  wax  or  parafflne  from  being  carried  up  to  the  paper. 
Close  by,  aay  abont  Bix  inches  therefrom,  is  a  horizontal  plate,  F,  somewhat  wilier 
than  the  paper  and  abnnt  eighteen  inches  long,  heated  by  a  nnmlier  uf  steaiii-plpea,  ^ 
bfneath  it.  This  plate  F  has  a  groove,  h  h',  In  ita  npi>er  aurface,  all  around  its  mar- 
gin at  about  one  and  one-half  or  two  inches  iirom  the  edge  thereof.  One  end,  /,  of  the 
plate  is  aet  lower  than  the  other,  and  in  the  groove  A,  at  that  end,  are  a  number  of 
holes  (see  dotted  linea),  which  alluw  wax  taken  off  the  nniter  aide  of  the  paper  pass- 
ing over  the  plate  to  pa««  through.  U)hi]i  this  hested  plate  Y,  and  receiving  boat 
therefrom,  are  two  diO^sers,  J  J.  These  arc  bars  of  wood  covered  with  thick  fett  mid 
with  clotli  over  all.  They  are  1  oug  enough  to  reuch  entirely  acrosa  the  web  of  pajwr, 
•nd  are  about  four  and  oue-half  inches  wiile  and  two  iuchea  thick.  Immediately  hf, 
youd  these  diffusers  is  a  bmah,  K,  having  at  each  end  a  trunnion  playing  in  a  slot  iu 
a.  standard,  there  being  one  stanilanl  on  each  side  and  tbe  trunnions  permitting  the 
brush  to  rock  or  incline.  The  diffnaera  J  ore  weighliyt,  nod  they  and  the  bi-ush  K  rest 
on  the  paper,  and  occupy  about  one-half  iif  the  surface  of  the  plate,  luid  serve  te  hold 
tlie  paper  in  close  contact  with  the  plate.  Beyond  the  farther  edge  of  the  plate,  but 
uot  far  from  it,  ia  a  ateam-pipe,  M,  one  and  one-quarter  inches  in  dianietAr,  reaching 
entirely  across  the  machine  from  aide  to  side,  the  upper  anrfaoe  of  which  is  flat  nnd 
ilressed  smooth  foi'  half  an  inch  iu  width. 

The  operation  of  the  machiue,  as  given  by  the  plaintiffs  oxi>erl,  is  us 
fbllows: 

The  steam  is  lirsl  turned  on  and  the  entire  apparatus  is  properly  heatc<l  befbre  com- 
mi'iictng  Ui  run  the  paper  through.  The  web  of  paper  on  the  reel  A.pnsses  first  iivei 
the  guiile  B'  anil  then  under  the  guide  B,  and  thence,  in  a  slightly- up  want  direc- 
tion, to,  over,  and  iuc1o«ecoutact  n-ith  theautfoceof  the  upper  side  of  the  steam-heated 
revolving  eylinder  C,  from  which  the  anrplua  wax  has  beeu  removed  by  tbe  bur  E 
acrving  as  a  acragier.  The  cylinder  C,  which  acts  to  heat  the  wax  in  the  trough,  also 
takes  up  wax  and  applies  it  to  the  uuiler  siile  of  the  web  of  paper.  The  paper  then 
pnsaes  to  and  over  the  heated  Iron  plate  F,  with  the  under  or  waxed  surface  In  cou- 
toct  with  said  plate.  The  wax  now  begins  to  come  through  the  tissues  of  the  paper 
to  the  upper  side  thereof,  which  upper  side  ia  next  iirought  into  coutoot  with  the 
heated  diffusera  J  J,  which,  by  means  of  the  pressing  of  their  heated  snrfacea  on  that 
ude  of  the  pajier  ou  which  the  wax  is  not  applied,  thoroughly  incorporates  the  wax 
into  the  NubatHuc'  "I  the  pa])er.  As  tlie  paper  passes  on  imder  tlie  brush  K  that  de- 
vice operates  te  finish  the  spreading  and  equalization  of  the  wax.  The  pa)i«r  mierg- 
iug  from  under  the  dilfusers  J  J  and  the  brush  K,  and  still  iu  chise  contact  with  tbe 
heated  plate  P,  is  drawn  aoross  tbe  marginal  groove  h  in  tlie  plate,  which  groove  acts 
aeascraperandrenioveaanyextm  wax  still  remaining  and  which  con  be  spared,  and  the 
pa]>er  then  passes  over  bo  much  of  thu  heated  plate  as  ia  onteide  of  the  groove.  Fin- 
ally, the  paper  passes  over  and  iu  contact  with  the  tep  aurfoce  of  t^e  heated  pipe  M. 

It  is  conteuded  that  tbe  defendant's  machine  infringes  claims  I,  2,  3, 
and  5  of  said  reissue. 

The  infringement  of  filaiin  5  will  be  first  considered.  The  theory  of 
the  defendant  is  that  the  melted  parafline  being  very  flaid  under  boat 
(wd  having  great  penetrating  power,  when  brought  in  contact  with  the 
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thin  raw  or  nnsized  paper  is  absorbed  almost  instantly  into  ItH  ponis  by 
capillary  attraction ;  that  the  incorporation  of  the  wax  into  the  tissues 
of  the  paper  is  completed  at  and  on  the  surface  of  the  wasing-cylinder, 
and  daring  the  contact  of  the  paper  therewith ;  that  the  process  of  wax- 
ing is  there  flnisbed,  and  all  that  remains  to  be  done  is  to  polish  the  paper 
and  make  it  merchantable  ;  that  the  chief  expense  is  the  wax,  and  the 
use  of  as  little  of  tiat  as  is  possible  is  secured  by  means  of  the  press- 
ure of  the  felted  bar  against  the  waxing-cylinder ;  that  the  purpose 
and  result  of  the  remaining  steps  in  the  defendant's  apparatus,  after 
the  paper  leaves  the  wnxing-cylinder,  are  merely  to  keep  the  waxftised  so 
long  that  the  laws  of  nature  shall  have  time  to  diffuse  the  wax  through- 
oat  the  breadth  of  the  paper ;  that  the  passage  of  the  paper  over  and 
iu  coutat't  with  the  heated  plate  F  serves  only  to  iron  thJe  pnper  and 
give  it  a  smooth  snrface;  that  the  liqnid  surface  cannot  be  polished  in 
any  trne  sense  while  the  paper  is  passing  over  the  plate  F,  and  that 
the  polishing  after  the  ironing  is  due  to  friction.  Iu  support  of  this 
theory  the  defendant's  machine  was  8topi>ed  while  being  operated,  and 
a  length  of  paper  extending  throughout  the  elements  of  the  process 
was  cnt  out  and  marked  with  cross-lines,  showing  the  successive  parts 
of  it  oorresponding  with  the  successive  partA  of  the  machine.  This 
length  of  paper  is  produced.  It  is  claimed  that  this  exhibit  shows  that 
the  wax  came  through  the  paper  and  appeared  on  the  opposite  surface 
of  it  while  it  was  on  the  waxing-cylinder. 

In  connection  with  the  foregoing  views,  it  is  contended  tor  the  de- 
fendant that  the  blocks  of  wood  J  J  are  placed  on  the  paper  solely  to 
keep  it  in  contact  with  the  heated  plate  F ;  that  they  are  not  heated 
and  do  not  become  hot,  but  simply  warm,  and  can  be  handled  with  per- 
fect comfort;  that  a  small  piece  of  solid  paraffine  allowed  to  remain  un 
the  side  of  the  weights  exposed  to  the  plate  did  not  melt,  wliile  a  sniiill 
piece  of  it  placed  on  the  plate  melted  almost  instentaneously ;  that,  as  far 
as  eoucems  the  blocks  J  J,  the  plate  is  the  source  of  heat,  and  that  the 
blocks  do  not  and  cannot  difiuse  heat  toward  the  paper  and  the  plate. 
In  regard  to  claim  5  of  the  reissue,  the  defendant  contends  that  he  does 
not  heat  his  paper  from  the  opposite  side,  and  thereby  fuse  the  wax 
into  the  fabric  of  the  pa])er;  that  there  is  nothing  to  depress  the  web 
of  paper  below  the  level  of  the  edge  of  the  groove  A  while  it  is  passing 
over  that  edge,  and  so  make  a  scraping  action  to  remove  the  surplus 
wax ;  that  the  wax  is  maintained  in  a  melted  state  throughout,  and  so 
is  not  remelted,  and  that  the  ironing  is  produced  by  the  friction  of  the 
waxed  snrfocc  against  the  plate. 

It  is  admitted  by  the  defendant  that  while  the  paper  is  passing  across 
the  heated  plate  F  its  previously-waxed  surface  is  maintained  in  close 
contact  with  the  snrface  of  the  plate  by  the  action  of  the  weighted  bars 
J iT,  coated  with  felt,  and  of  the  biush.  It  is  plain  that  the  jtaper  while 
passing  over  the  waxing-cylinder  not  only  receives  wax  but  absorbs  a 
given  ({uantity  of  it.    !nie  wax  uniy  even  appear  on  the  opiKwito  surface 
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of  the  paper  while  the  paper  is  atill  in  contact  with  the  cylinder.  But 
it  is  impossible  to  believe  tlmt  the  subsequent  use  of  the  heated  plate, 
the  weighted  bars,  the  brush,  the  groove  in  tlie  plate,  %nd  the  heat«d 
steam-pipe  is  not  because  thereby  the  wax  is  thoroughly  incorporated 
into  and  diffused  thronghont  the  body  of  the  paper  and  the  fitbric  made 
merchantable.  Even  if  it  be  necessary  that  the  wax  should  be  main- 
tained in  a  melted  state  to  be  iroued  or  smoothed,  yet  in  this  very  opera- 
tion, by  the  liest  which  is  maintained  as  the  paper  passes  under  the 
weighted  blocks  and  the  brush  in  olose  contact  with  the  plat«,  the 
thorough  diffusion  or  incorporation  of  the  melted  wax  into  the  fiibrio  of 
the  papfr  is  secured.  This  heat  is  thus  maintained  so  as  to  secure  the 
thorough  heating  of  the  unwaxed  surtaee  of  the  paper,  and  su  allow  the 
wax  to  follow  the  i)ores  to  and  throughout  that  surt^ce  from  the  waxed 
surface,  and  through  the  body,  and  become  a  uniform  body  of  wax  in 
all  the  paper.  To  say  that  the  heated  plate  keeps  tli^  uax  fused  only 
80  as  to  allow  the  laws  of  nature  to  diffuse  the  wax  throughout  the 
breadth  of  the  paper  is  only  to  concede  the  infringement,  lu  all  ma- 
chiuery  the  arrangement  of  it  is  designed  to  secure  the  operation  of 
laws  whose  operation  is  certain  to  follow  such  arrangement  of  it,  and 
those  certain  laws  are  the  laws  of  nature,  and  it  is  because  those  known 
laws  are  certain  to  follow  such  arrangement  that  the  arrangement  is 
made.  The  arrangement  is  none  the  less  an  invention  because  it  brings 
into  operation  the  laws  of  nature. 

It  is  true  that  claimfi  speaks  of  heating  tbe  paper  firom  the  opposite 
side,  to  spread  and  fuse  the  wax  into  the  fabric  of  the  paper,  and  that 
in  the  plaintiffs  patent  the  unwaxed  surface  of  the  palter  is  next  to  the 
heated  cylinder  b,  while  in  the  defendant's  apparatus  the  waxed  surfiwe 
is  next  to  the  heated  plat«;  but  the  plaintiffs  speciUcation  shows,  and 
the  fact  is  plain,  that  the  object  of  the  maintaining  of  the  heat  is  to 
maintain  it  at  the  nnwased  surface  of  the  paper,  so  as  to  draw  the  wax 
from  the  waxed  surface  through  the  body  to  the  unwaxed  surface  by 
reason  of  its  melted  condition  and  of  the  absorbing  character  of  the 
paper.  This  is  expressed  in  claim  3,  where  it  is  said  that  after  the 
heated  wax  is  applies)  to  one  surface  of  the  paper  the  paper  is  heated 
at  the  other  suif^e  to  draw  the  wax  into  the  paper.  That  iJthe  opera- 
tion, and  the  defendant's  machine  performs  it  by  sabstantially  the  same 
meaus,  although'  in  that  machine  the  waxed  surface  of  the  paper  is 
placed  next  the  heated  plate  because  the  arrangement  of  plate,  pai>er,' 
weighted  bars,  and  brush  is  such  as  to  heat  the  paper  at  Its  unwaxed 
surface  and  thus  keep  the  wax  melted  and  secure  its  incorporation  and 
di£fuaion  in  tbe  same  way  and  to  tbe  same  extent  secured  by  the  pUuntiflf. 
Claim  6  is  for  a  process,  not  for  machinery.  It  is  a  claim  to  an  art  con- 
sisting of  successive  st<3ps  which  result  in  waxing  the  paper.  The  steps 
specified  in  claim  A  are  four  in. number.  All  those  four  steps  are  prac- 
ticed by  the  defendant  in  substantially  tbe  same  way  and  the  same 
order  as  by  the  plaintiff.    The  raw  i>aper  is  moved  over  and  in  contact 
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with  a  ateam-Iieated  cylinder,  wliich  acts  to  spread  tlie  wax  on  tlie  sur- 
face of  the  paper.  This  is  step  one  of  the  i)]aiutifl'.  In  the  passage  of 
the  paper  over  the  plate  and  under  the  bars  J  J  the  a<;tion  is  such  as  to 
heat  the  nuwaxed  surface  of  the  paper  where  it  is  eh>8cly  pressed  by 
the  bars  at  t)ie  place  of  contact  between  the  bars  and  Huch  nnwaxed 
Bur&ce  and  keep  the  wax  melted,  and  thus 'draw  and  spread  and  fiise. 
it  into  the  fabric  of  the  paper  between  the  waxed  surface  and  the  ua- 
waxed  snrface  and  ou  the  latter.  This  is  step  two  of  the  plaintiff.  The 
drawing  of  the  paper  after  it  leaves  the  brush  across  the  groove  in  the 
plate  allows  any  snridns  wax  to  drop  info  the  groove  from  the  waxed 
snrface.  This  is  step  three  of  the  plaintiff.  The  drawing  of  the  waxed 
sni'faee  in  contact  with  the  heated  plate  beyond  the  groove  and  then  in 
contact  with  the  pipe  M  keeps  the  wax  in  snch  a  inelted  state  that  the 
wiixed  surface  of  the  paper  is  polished.    This  is  Ntep  four  of  the  plaintiff. 

As  to  claim  3,  that  also  is  infringed.  The  heated  cylinder  G  corres- 
ponds to  the  plaintiff's  heated  cylinder  a.  The  troughs  in  thettwo  cor- 
respond. The  bars  J  J  acting  with  the  heated  plate  F  correspond  to  the 
plaintiffs  cylinder  b.  The  groove  corresponds  to  the  plaintiff's  Bcrai>erl. 
There  are  means  for  supplying  paper.  The  heated  wax  is  appUed  to  one 
surface  of  the  web  of  paper  by  the  heated  cylinder  C,  and  afterward  the 
pa]>er  is  heated  at  the  other  snrface  to  draw  the  wax  into  the  paper  by 
the  action  of  the  bars  J  J  in  conjunction  with  tlie  heated  plate  J^\ 

Claim  2  is  iufHngetl.  The  melted  wax  is  transferred  from  a  trough 
to  the  paper  by  a  roller,  which  is  a  hollow  heated  cylinder,  the  paper  is 
moved  in  contact  with  such  roller,  and  the  surplus  wax  is  removed  bj-  a 
scraper.  The  scraper  intended  by  the  claim  is  the  scraper  x,  the  office 
of  which  is  stated  to  be  to  remove  the  surplus  wax  and  to  allow  only  a 
nniform  layer  of  wax  to  adhere  to  tbe  cylinder,  with  a  view  to  having 
the  cylinder  apply  such  layer  to  the  paper.  The  scraper  spoken  of  in 
the  claim  is  a  scraper  used  to  perform  part  of  the  process  of  ai>plyiDg 
tbe  wax  to  the  paper  in  its  initial  application.  It  is,  therefore,  the  scraper 
ic;  bat  even  if  it  were  the  scraper  i  the  groove  in  the  ptate  F  corresponds 
to  that  scraper. 

Claim  1  is  infringed  because  there  is  a  heated  cylinder  revolved  within 
a  trough  containing  wax  and  acting  to  heat  the  wax  and  apply  a  layer 
of  it  to  the  web  of  paper. 

The  defendant's  expert  refers  to  the  following  prior  patents :  English 
PatentNo.  10,774,  to  Thomiis  R.  Williams,  dated  July  21, 184.'>,  specifi- 
cation enrolled  January  20, 1846 ;  whitt  he  culls  "  Ilritish  T^etters  Patent 
No.  55  of  1863,  to  John  Stenhouse,"  a  copy  of  which  is  not  ftimishedj 
United  States  Patent  No.  !»7,893,  granted  December  14, 1869,  to  Cheney 
and  Milliken,  assignees  of  John  Stenhouse,  and  patented  in  England  Jan* 
nary  8, 1862;  English  Patent  No.  5,849,  to  Thomas  Cobb,  dated  Septem- 
ber 15,  1829,  specification  enrolled  llarcji  15.  1830;  and  United  States 
Patent  No.  157,008,  graiitetl  November  24, 1874,  to  Pit^hard  J.  Edwards. 
Bat  the  only  statement  made  in  reference  to  those  patents  as  affbetini; 
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claitim  2,  3,  and  5  of  Keissae  N'o.  8,460  is  that  the  x)laiDtiff's  scraper  x  is 
old  and  is  shown  in  those  i>ateut8.  In  regard  to  claim  1,  the  statement 
is  that  "  the  device"  is  ohl  and  is  sliown  in  those  patents.  No  reasous 
are  given.  What  it  is  in  those  patents  that  is  referred  to  is  not  pointed 
out.  The  sci-aper  j  is  not.  claimed  by  the  plaintiff  by  itself.  It  is  not 
asserted  that  either  claim  2  or  clitm  3  or  claim  3  is  shown  or  described 
in  any  of  those  juiteiits.  The  burden  is  on  the  defendant  to  make  ont 
anticipation.  The  plaintiiTs  expert  states  that  he  does  not  find  claim  1 
or  2  or  3  or  ij  in  the  Williams  Patent  No.  10,774,  and  he  gives  his  reasons. 
He  examines  an  English  Patent  Ko.  1,379,  granted  to  one  Edwards  In 
1872,  which  is*  understood  to  show  what  is  shown  in  the  United  States 
Edwards  Patent  So.  157,068,  and  says  that  it  does  not  auticijiate  claim  1 
or  2  or  3  or  5,  and  he  gives  his  reasons.  He  also  alludes  to  the  Cobb  pat- 
ent, and  says  that  it  is  for  making  roofing,  and  to  th^  Stenhonse  Patent 
yo.  97,839,  and  says  that  it  shows  no  machine  at  all.  He  also  says  that 
neither  Stenhonse  nor  Cobb  nor  Edwards  shows  a  heated  cylinder  act- 
ing to  heat  wax  and  to  apply  the  wax  to  paper  preparatory  to  the  sub- 
sequent dra^¥illg  of  the  wax  into  the  paper.  Cei'tain  it  is  that  no  patent 
i*feiTed  to  by  the  defendant's  expert  affects  claims  2,  3,  or  5,  and  clutm 
1  must  stand,  so  far  aa  this  motion  is  concerned. 

It  is  quite  clear  from  the  history  of  the  article  made  by  the  plaintiff's 
machine  and  process  that  that  article  was  not  cai>able  of  beiug  made  by 
any  machine  or  mecbiiiiical  iti'occxs  before  ma<le  known.  The  artii-le 
existed  before,  and  was  a  very  desirable  article;  but  it  was  made  by 
hand  and  was  too  expensive  tbr  geneial  use.  The  plaintiff,  being  in  the 
business  of  making  i>aratline  or  wax  candles,  had  his  attention  dii-ected  to 
waxed  paper,  then  niiide  by  hand.  It  was  the  first  time  he  had  seen  it. 
He  was  told  that  it  was  nmde  by  hand  and  was  too  eximusive  for  gen- 
eral use,  aiul  that  it  would  be  a  good  thing  to  get  up  a  cheaper  method 
of  makiug  it.  He  innnediately  began  experiments,  which  resulted  in  the 
mat^hine  and  the  process  which  he  patented  by  hia  original  Patent  No. 
193,807.  He  was  tlif  first  p«-rson  who  ever  made  wax  paper  by  machinery 
or  in  a  continuous  w.eb.  The  total  amount  before  made  by  hand  was 
less  than  one  hundred  reams  a  year,  and  it  sold  for  four  dollars  a  ream, 
and  wjvs  of  iin  iufciior  qnalit.y  to  that  made  by  the  mncliines.  Makiug 
it  clieai>er  and  of  better  quality  has  caused  it  to  be  applied  to  many  new 
uses,  and  in  fjMJt  creatwl  a  new  braneli  of  industry.  The  sale  is  now  one 
hundi'ed  thousand  reams  a  ye<ur,  the  plaintiff'  has  reduced  the  price  to 
one  dollar  a  ream,  and  iufringei'S  have  sold  it  at  sixty  cents  a  ream; 
The  i)laiutiff'8  rights  have  been  generally  resjMMited,  but  he  has  sued 
infiingers  and  8tO])pod  some  by  suit  and  otherwise.  Under  all  tihese 
circnm8tan(»!s,  his  imteuts,  l>eing  a  pioneer  and  a  foundation  patent  Imth 
as  to  process  and  to  machine,  is  not  to  be  construed  as  confined  to  sjie- 
cific  details,  if  fairly  admitting  of  the  liberal  constniction  which  such  m 
patent  is  entitled  to.  It  does  admit  of  the  construction  which  has  Iteea 
given  to  it,  and  it  is  entitled  to  that  constructioiL 
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The  other  patent  saed  on  is  No.  209,393,  granted  to  the  plaintiff,  Octo- 
ber 29, 1878,  for  an  improvement  in  waxing  paper.  The  Bpeciflcation 
saya  tliat  the  invention  is  an  improvement  on  No.  193,867,  and  that  "a 
reference  is  hereby  made  to  tbe  same  for  a  description  of  the  constmc- 
tiou  and  operation  of  the  parte,  except  so  far  as  the  present  features  of 
improvement."  The  cylinders  a  and  b  and  the  trough  a  are  the  same 
in  the  drawings  of  No.  209,393,  as  in  the  drawings  of  BeisMe  No.  8,460. 

The  speciflcation  says: 

The  i-oller  of  cylinder  a,  revolving  in  the  trough  n,  i«  heated  hj  Dteam  introdnced 
into  the  interior  or  otherwise,  aiid  the  cjlinder  a  is  located  iu  nlation  to  the  cyliniler  b 
and  roll  of  paper  in  mich  a  manner  that  the  roll  of  paper  is  in  contact  with  its  periph. 
ery  for  a  space  of  two  oc  three  inches  (more  or  less)  in  ividth,  and  the  speed  of  the 
pafer  is  different  to  that  of  the  snrfaoe  of  roller  a,  in  order  that,  where  the  paper 
uiovea  faster  than  the  anrface  uf  the  nillpr  a  the  roller  a  will  spreatl  the  paratSne  wax 
in  a  thin  layer  upon  tlie  paper,  because  the  heated  wax  is  maintained  in  a  tlnid  condi- 
tion by  the  heat  of  the  roller,  antl  the  thickness  of  the  layer  of  wax  on  the  papec 
to  tfaat  on  the  cylinder  will  lie  in  propoi'tjoo  to  the  relative  speed  of  the  paper  and  the 
roller  a;  and  if  the  wax  in  to  be  applied  iu  greater  iinautitioti,  the  snrface  Hi)eed 
of  the  roller  a  is  increased  so  as  to  be  greater  than  that  of  the  roll  of  paper,  and  a 
thicker  layer  of  wax  in  applied  to  the  sheet  of  paper. 

Claims  1  and  2,  which  are  those  here  concerned,  are  as  follows: 

1.  The  method  herein  siiecilied  of  waxing  paper,  consisting  in  drawing  the  pa|)er 
over  the  surface  of  a  cylinder  coated  with  m^t«d  wax  at  aspeeddifferentto  themnre- 
ment  of  the  surface  of  the  cylinder,  so  as  to  regulate  the  thickness  of  the  layer  of  wax 
by  the  relative  speed  of  the  paper  to  that  of  the  surface  of  the  waxed  cylinder,  sub- 
stantially as  sot  fi>rtb. 

i.  The  oouiUioation,  in  a  machine  fur  ivoxiug  paper,  of  a  trough  for  the  wax,  a 
heated  cylinder  for  transferring  the  wax  to  the  paper,  and  mecliauism  for  moving  the 
w ax ing-cy Under  at  a  dilferent  speed  of  surface  fh>in  that  of  the  paper  with  which  it 
is  in  contact,  substaotially  as  spociHed. 

The  plaiiitifi's  expert,  in  an  aittdavit  made  by  him  January  3, 1881^ 
states  that  the  defendant's  machine,  before  described,  and  which  the 
expert  says  he  inspected  in  operation  in  the  presence  of  the  defendant 
ou  ITovember  27,  1880,  "contains  mechanism  for  so  moving  the  paper 
with  reference  to  the  cylinder" — (that  is,  as  described  in  No.  209,393) — 
"  rtnd  moves  it  at  a  faster  speed  than  the  cylinder,"  and  that  therefore 
it  contains  tlie  subject-matter  of  claims  1  and  2  of  No,  209,393.  In 
another  afSdavit,  made  by  the  same  expert,  on  the  same  day,  he  says: 

The  machine  of  defendant  I  saw  in  operation  at  his  factory  making  waxed  paper 
contains  the  differentiation  of  speed  claimed  by  complainant  as  aforesaid,  and  con- 
tains mechanism  therefor  and  for  producing  .waxed  paper  thereby,  including  the 
scraper  for  removing  surplus  wax  from  the  cylinder. 

The  defendant,  iu  an  affidavit  made  January  14,  1881,  quotes  what 
tbe  plaintiffs  expert  says,  as  above,  in  his  first  affidavit,  and  states  that 
-that  part  of  said  affidavit  in  which  said  expert  so  states  "is  not  true,'' 
and  that  "as  a  matter  of  fact,  in  the  defendant's  machine,  both  the  web 
of  pai>er  and  the  waxingcylinder  are  run  at  the  same  rate  of  speed.* 
This  is  hai-dly  a  denial  that  on  November  27, 1880,  the  machine  con- 
tained the  mechanism  stated,  or  that  the  expert  on  that  day  saw  tbe 
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luiper  iiiaving  iii  the  macbiiie  at  a  faster  speed  than  the  cyliuder,  as 
claimeil  iu  the  plaiiitifl''8  patent. 

The  defeudODt'sexiiert  states  that  the  mechanism  referred  to  is  shown 
in  the  Williams  patent  before  mentioned,  So  10,774;  and  in  the  English 
provisional  speciJication of  Alexander  Robertson,  No.  2.315,  filed  Octo- 
ber 16, 1858;  and  in  English  letters  patent  to  Stanislas  T.  M.  Sorrel,  No. 
1,44<)  of  185o;  and  in  English  letters  patent  to  John  Dickinson,  No. 
4,152  of  1817.  No  copy  of  the  Sorrel  patent  or  of  the  Dickinson  patent 
has  been  furnished  to  me.  The  expert  does  not  state  what  it  is  he  refere 
to  iu  any  one  of  the  four  jiatents.  -  The  plaintiff's  expert  says  that 
Williams  does  not  refer  to  the  subject.  He  does  not  allude  to  Eobert- 
son  or  Sorrel.  He  examines  the  Dickinson  specification  at  length, 
and  says  that  it  shows  that  the  differentiation  of  speed  was  known  to 
Dickinson  in  the  operation  of  sizing  paper,  but  that  the  plaintiff's 
Ncrai>er  x  is'  wanting  in  Dickinson's;  that  without  that  scraper  it  is  not 
possible  to  utilize  the  variations  of  speed  in  waxing  paper;  that  the 
scraper  removes  from  the  cylinder  the  greater  proportion  of  the  wax 
taken  itp  by  it  from  the  trough ;  that  the  method  of  reducing  by  the 
differentiation  of  speed  the  amount  of  wax  to  be  deposited  on  the  paper 
is  a  method  a<lde<l  to  the  method  of  reducing  such  amount  by  means  of 
tlie  seraiier;  that  the  scraper,  though  not  referred  to  by  name  in  the 
text  of  No.  20S,393,  is  clearly  shown  in  the  drawing ;  that  the  language 
of  the  text  in  regai-d  to  No.  iy."t,8ti7  and  the  reference  thereto  "for  a 
description  of  the  construction  and  operation  of  the  parte,  except  so  far 
as  the  present  features  of  improvement,"  is  a  suMtantial  incorporation 
of  the  new  improvement  upon  the  former  one;  that  the  specification  ot 
No.  193,867  fully  describes  the  scra^ter  x;  that,  taking  the  two  patents 
together,  the  one  as  au  improvement  on  the  otlier,  the  scra^ter  is  an 
essential  part  of  the  mechanism,  and  its'operation  is  part  of  the  method 
named  in  claini  1  of  No.  209,303;  and  that  therefore  Dickinson  does 
not  contain  plaintiff'^  invention  as  secured  by  claims  1  and  3  of  Wo. 
20II,:)93.  Claim  1  is  to  a  method  and  claim  2  is  to  a  combination  of  ma- 
chinery. The  iilaiutiff's  expert  says  tliat  Dickinson  does  not  in  his  draw- 
ings show  any  machinery  for  effecting  the  differeittiation  of  speed,  but 
simply  says  that  it  might  be  done;  yet  that  if  the  mauhiuery  he  does 
show  were  adapted  to  waxing  paper  by  merely  substitntuig  wax  for 
size  the  description  in  Dickinson  would  be  sufficient  without  di-awiugs. 

The  Npectflcation  of  No.  1!>3,897  is  not  furnished  to  ine,  but  I  assume 
that  it  states  what  is  found  in  tlie  8i>eciflcation  of  Keissne  No.  8,4(il>, 
which  is  that — 

The  scraper  *  is  a])ii1i«<l  to  tbe  c.vllniliT  a  betiveen  tlii)  iviB£.troo){li  nuil  tlio  iilntc 
lit'  viintact  n-ith  the.  jiaiieT,  to  remove  Burpliis  wav  aud  only  attow  a  iiDtbinii  layor  >>f 
vn\  to  flillinn'  to  tlie  lieiituil  cyliiiilei'  a. 

Taking  the  description  iu  No.  209,303  as  if  tlic  description  in  No.  193.- 
8lt7  wore  incoriwrated  in  it,  as  it  must  be,  and  assuiniug  that  the  latteir 
deKcrilws  the  scraper  j-  in  the  above  terms,  "the  cylimler  coated  jrith 
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melted  wax"  in  claim  1  of  No.  209,393  must  be  understood  as  meaning:  a 
cylinder  coated  "  sabstantially  as  set  forth" —  that  is,  with  wax  of  the 
tbickuesB  and  nniformity  left  after  applying  the  scraper  3".  In  the  like 
view,  the  expression  in  chum  2,  "  a  heated  cylinder  for  transCerriiig  the 
wax  to  the  paper"  and  "the  waxing- cylinder,"  mast  be  understood  aa 
meaning  a  cylinder  "substantially  as  specified" — that  is,  not  only  a, 
cylinder  coated  with  melted  wax,  bat  a  cylinder  coated  with  wax  of  the 
thickness  and  uniformity  of  the  coat  of  wax  with  which  the  cylinder 
in  the  description  would  be  coated — namely,  the  coat  left  after  using 
the  described  aeraper  x.  This  is  the  proper  construction  of  the  two 
claims,  and  under  it  neither  the  Dickinson  patent  nor  any  other  patent, 
80  fiu-  as  it  appears,  anticipates  the  claims;  and  as  the  defendant  used 
the  scraper  x  in  connection  with  the  differentiation  of  speed,  he  most  be 
held  to  have  infringed  the  claims. 

An  injunction  is  granted  on  claims  1,  2,  3,  and  5  of  Beissae  No.  8,46U, 
mid  on  claims  1  and  2  of  No.  209,393. 


[United  StMw  CiTCait  Court— OlatHe.  of  Cnmeotleat) 

The  Bbiboepgbt  Wood  Finishihg  Company  v.  Hooper  et  al. 


20  0.  O.,  156. 
Lrttrbs  Patrkt  No.  172,584 — NoviLTr. 

Patent  No.  172,534,  for  a  process  for  filling  the  grain  miiI  flnishiog  tbe  sntfaces 
of  woods,  wLich  claims  "in  the  art  cif  fllliug  wood,  the  emploj^nent  of  fiuelf-iiow- 
dered  Qint,  qnartz,  or  feldspar,  mixed  with  oil  or  other  flaeut  sabstance,  substati- 
tlally  as  described,"  is  not  anticipated  by  the  pat«nt  to  James  Perry,  granted  in 
1656,  for  the  ase  of  silicious  marl  or'iiifusorial  earth  foe  asiiuilor  purpose.  Though 
the  two  clasBes  of  subst^inceR  resemble  eatli  other  cbeniicoliy,  yet  practically  fur 
use  in  tlie  arts  the  respective  classes  of  ortioles  which  ore  named  in  the  two  pat- 
ents possess  very  different  qualities. 

Mr.  8.  J.  Gordon  for  the  plaintiff. 

.Mr.  Morris  W.  Seymour  for  the  defendants. 

Shipman,  J.: 

This  U  a  bill  in  equity,  founded  upon  the  alleged  infringement  of  let- 
t«r8  patent,  dat«>d  January  18, 1876,  to  I^athaniel  Wheeler,  assignor  to 
the  plaintiff,  for  a  new  and  useful  process  for  filling  the  grain  and  finish- 
ing the  surfeces  of  woods. 

In  the  cabinet-maker's  art  it  is  necessaiy  tliat  the  grain  or  the  pores 
of  the  wood  upon  the  surface  slioutd  be  filled  with  some  material  iu 
order  that  the  surface  may  be  smooth,  resist  moisture,  and  reeeire  a 
jtermaneiit  polish.  Divers  materials  and  combinations  of  nuiterials, 
such  as  beeswax,  copal,  starch,  pumice-stone,  plaster-of-paris,  and  va- 
rious gums  have  been  nsed,  but  all  ]troi'ed  ineffectual.    They  absorlwd 


304  DECI810HS  OF  U.  8.  COUBTS  IN  PATc:NT  CASES. 

the  vami^  wliich  was  oaed  for  poliabiug,  sbranb,  rolled  ont,  or  discol- 
oi-ed  the  wood. 

Wbat  was  needed  was  a  non-absorbent  transparent  article  which 
voald  M  the  porea  and  make  a  pennanent,  hard,  smooth  sorface.  The 
process  of  flnlshing  cabinet-work  without  the  use  of  a  filler  involved  a 
large  expenditure  of  money  and  of  time.  It  is  described  by  tlie  pat- 
entee, aa  follows: 

1  fonnd  [in  the  Wheeler  &,  Wilaoa  Camfaaj'a  finiabing-departmeiitj  the  syBtem  or 
proceoB  of  flnlabJng  io  be,  first,  iw  the  work  osme  flMm  the  cabinet-makei',  to  give  it  & 
hi^avy  coAt  of  oil,  to  let  that  dry  a  week  or  more,  then  MDd-paperthe  work  with  boiled 
llDseed-oil  until  the  gata  of  the  oil,  the  Dber  of  the  wood,  and  the  sand  that  came  off 
of  the  MDd-paper  pn)dnc«d  a  lort  of  gnromj  paste,  whioh,  in  the  proceH  of  rubbing, 
would  lodge  in  the  open  poiea  of  the  wfiod,  and  whloh  required  mnoh  time  and  haid 
mbbing  to  fill  the  grains  patiably.  This  gum,  being  oaaqHMed  of  oil,  reqnired  mneh 
tiiiie  to  dry ;  otherwise,  if  varnished  before  it  was  dry  it  wonld  shrink  in  drying  and 
crnck  and  displace  the  varnish,  ThiswaatheproceHS  for  finishing  all  the  ordinary  work. 
Tlie  finer  quality  of  work,  known  as  "  hand-polidi  finish,"  reiinired  to  be  vamisbed  with 
from  three  to  five  coats  of  what  is  known  as  "aetaping- varnish,"  which,  when  dry, 
wnx  scraped  off  with  a  cabinet- maker's  steel  svraper,  leaving  none  of  the  many  ooata 
of  varnish  on  the  work  except  that  in  the  grains  of  the  wood  below  the  anrfaoe,  after 
which  from  three  to  five  coats  of  polishing- varnish  were  applied.  Then  the  work  was 
rubbed  down  with  pnmioe-stone  and  water  and  polished  np  with  rotten-stone  and  the 
hand,  the  palm  of  the  hand  bringing  the  polish  np.  This  process  is  the  same  as  here- 
tofore naed  by  all  piano  makeiH  in  the  oonntry. 

The  invention  and  the  difficulties  which  it  was  intended  to  obviate 
dfQ  thus  described  in  the  si)ecificat)on : 

Heret4ifa)«  varions  materials  have  been  naed  to  fill  the  grain  in  processes  of  flniah- 
iii^  woods,  sach  as  pnlverized  mart,  clay,  floor,  chalk,  starAh,  and  different  gnms,  bat 
all  are  found  to  have  ot^ectlonable  fsatntes  in  nse,  .which  my  new  process  is  designed 
to  obviate.  In  some  of  the  substances  employed  the  particles  when  powdered  m« 
ronnd  or  spherical  and  without  angles,  and  consequently  do  not  readily  adhere  to  each 
other  and  unite  with  the  pores  of  the  wood,  and  others  are  wanting  in  durability  and 
subject  to  li^nrlous  atmospheric  action. 

I  am  alao  aware  that  varions  fonns  of  inflisorii^  eilleatea  have  been  need  in  mixtnres 
for  filling  the  grain  of  wood;  but  these  are  all  very  powerful  absorbents  of  Hqnida  and 
carry  the  moisture  by  the  qnality  of  their  capillarity  into  the  wood  itself,  which  has 
Ii>  be  removed  by  evaporation  before  the  varnish  can  be  applied  to  the  surface  of  the 
'n'ood,  and  whioh  opens  the  pores  when  said  moisture  is  evaporated  and  prevents  it 
from  being  solidified  or  producing  a  btoA  or  smooth  surface  ready  for  the  varnish. 

I  nse  flnely-powderedflint,  quartz,  01  feldspar,  whichare  non-absorbents  of  moisture 
or  liquid  of  any  kind,  and  wbicb>  ^11  the  pores  of  the  wood  by  the  particles  packing 
(ofcether  similar  to  a  concrete,  and  irhich  are  combined  with  any  fluid  substance  that 
vnW  permit  their  being  nibbed  into  the  surface,  such  as  oil  or  vainish  orMher  similar 
fiiiids.  The  finely-powdered  flint  or  quartz  being  so  milled  to  about  the  ooneistAucy  of 
Jelly,  and  colored,  if  desired,  to  match  the  wood  to  be  filled  and  polished,  t  apply  the 
mixture  with  apad  of  cloth  or  leather  to  the  wood  and  rub  it  into  the  pores  until  tbey 
am  full,  when,  by  a  little  contianons  rubbing,  the  surplus  material  will  adhereto  the 
]>ador  cloth  nntil  the  whole  surface  of  the  wood  is  cleaned  off,  leaving  the  pores  of  the 
wood  entirely  packed,  and  when  dry  preaeuting  a  smooth,  bard,  and  glassy  snrfiHse 
of  great  dnrabilltj,  upon  which  one  ooat  of  varnish  will  produce  all  the  fliiMi  desired 
for  fine  fpmitnre. 


b,Goo(^lc 
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Tbe  claim  iB— 

In  the  art  of  fllUng  wood,  tlw  employmeiit  of  flneIy-po<>Td<ited  fliot,  qaftrtz,  ot  ftld- 
spw,  mixed  with  oil  or  other  Itnent  anbHtanoe,  aiibatuituilljr  aa  deacribad. 

The  inveatioii  baa  proved  to  be  a  great  euocesa,  tJie  filler  has  gone 
into  extensive  use,  and  has  effected  a  very  large  saviug  of  time  and  es- 
penee  in  tbe  maDofacture  of  fomitore,  and  is  used  upon  the  finest  work. 
It  makes  a  bard,  permanent,  and  glassy  or  transparent  surface,  impene- 
1a«ble  to  oil  or  moisture,  leaves  the  wood  ib  its  natural  ooIot,  and  re- 
quiring the  application  of  bat  a  single  coat  of  varnish.  The  reasons  of 
its  superiority  consist  in  its  non-absorbent  qnalily  and  m^nly  "  in  tbe 
I>eculiar  nature  of  the  ground  quartz.  The  particles  being  angular, 
sharp,  md,  I  might  say,  needle-pointed,  they  readily  enter  into  and  unite 
with  the  fiber  at  tbe  wood,  and  when  onoe  united  with  the  fiber  of  tbe 
wood,  it  is  impossiUe  to  displace  them;  and  when  large  orifices  require 
to  be  filled  the  partJeles  readil.v  pack  one  upon  another  and  become  per- 
manent and  solid."  The  jelly-like  mixture  of  oil  and  Tarnish  with  the 
quartz  forms,  when  rubbed  into  the  pores  of  tJie  wood,  "a  bard,  im- 
penetrable substance,  which  in  itself  forms  a  protection  to  the  wood." 

The  defendants  made  and  sold,  prior  to  the  date  of  the  bill  and  after 
the  assignment  of  tbe  patent,  wood-filler  which  is  substantially  the  plaint- 
itTs  article  and,  like  the  plaintifPs,  made  firom  powdered  quartz.  It 
is  not  denied  titat  the  manu&M>ture  and  sale  of  this  material  is  an  in- 
fringement of  tbe  plaintiff's  patent  Qood^ftar  v.  JTew  Jersey  Central 
Railroad  Oompony,  1  Fisher,  636. 

The  princiiMd  defense  is  tliat  tbe  defendaote  had  the  right  to  u&e  the 
material  under  a  license  firou)  James  Perry,  to  whom  was  granted  a  pat- 
ent, dated  September  11, 185ti,  which  it  is  claimed  includes  the  Wheeler 
patent    The  fq>eoiflcation  and  claims  of  the  Ferry  patent  are  as  follows : 

This  iuvfntion  consUta  in  tbe  use  of  a  certnin  olsy  or  marl,  knonn  toobemlsta  aa 
"aiKciousniatl"  or  "infbsoTi (dearth,"  in  the  procesaof  filling  the  gnun  or  wood  to  be 
poliehed. 

The  opetatioD  la  effected  in  a  aimdar  uinauer  to  that  in  which  other  materiala  for 
the  aame  purpose  are  aaed — that  ia,  bj-  rubbing  tbe  aubetance  well  into  the  pores  and 
grain  of  wood  in  order  to  prodnoe  a  close,  bard  aarface  capable  uf  beiug  btghl;  fin- 
ished, rotten-atoiie  and  plaater-of-paria  being  the  moat  ooouuon'matecialii.aBed  in  thia 

Tufnsorial  earth,  anch  as  m.v  invention  embracea,  ma;  be  aaed  lu  the  same  atate  in 
which  it  IB  taken  from  the  earth,  viz :  an  impalpable  dn  at  or  powder  of  dlit^OH  char- 
actrr,  or  it  ma;  be  pr.-piir«rl  for  iiae  in  a  manner  which  I  will  now  deaoribe. 

One-half  onnce  of  sal-'ammoniac  (mnriate  of  ammonia),  one-half  ponnd  of  white 
Titriol  (enlphate  of  zinc),  one  onnoe  of  gnm-araliio,  and  half  a  gill  of  gnm-tragacanth 
(dissolved  iu  water)  are  put  iutu  two  i|uaH«  of  water  and  atirred  nntil  the  whole  is 
diasolved.  Bix  pounds  of  ailicions  marl  ia  then  well  atirred  np  in  the  goliition,  and  if 
It  is  proposed  to  give  (be  nialerial  an;  abode  of  color  or  dye,  the  requisite  coloring  mat' 
t«r  can  be  pnt  in  at  this  point,  tbe  whole  mass  being  well  mixed  np  together. 

A  pint  and  a  half  of  lioaeedoil  iaatao  tlioroughl;  atirred  np  in  It.     A  chemical  af 

flnity  is  pnxlnced  by  the  mixture  of  these  ingredienta,  the  baaea  and  salts  eontuned 

nnitiiig  the  oil,  water,  and  marl,  and  tbe  preparatioii  tfana  obtained  prodncea  the  most 

effective  agent  for  the  porpoaea  of  the  cabinet-maker,  piodncing  a  mure  perfect  polish 

20  C  P 
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upon  the  anrfBOe  of  wood,  and  being  uiotb  eaoily  and  conveniently  applied  tlion  auy 
other  mmteri&I  for  this  ol^eot  in  QM. 

The  adv»nt«geB  obtained  by  the  n»e  of  thla  anbitance  ue  rery  importtint,  especially 
to  mauufkctuTen  on  a  Urge  toale,  vbeie  cheapneM  of  mateii»l  in  an  Kgent  so  ezt«ti- 
sively  used  M  thia  claM  to  which  m;  invention  belongs  makes  sach  a  vast  difierence 
in  the  profits  of  the  trade.  This  earth  being  often  found  in  large  quantities  and  then 
the  superior  qualities  it  has  in  polishing  and  filling  wood  render  it  of  great  valne  to 
the  cabinet-maker,  carriage-maker,  and  others  in  similar  oconpatioDS. 

Now,  having  described  my  invention,  what  1  ol^m  as  new,  and  desire  to  aecnre  by 
Letters  Patent,  is — 

1.  The  use  of  silicions  marl  or  Infutorial  earth  for  the  parpose  of  filling  and  polish- 
ing  wood,  substantially  as  herein  set  forth. 

2.  The  combination  of  silioions  marl  with  any  mr  all  of  the  snbstanoea  herein  named 
— sulphate  of  zinc,  mnriate  of  ammonia,  ifnin-arabic,  gnm-tragaeanth,  and  oil— Hub- 
■tautially  in  the  manner  and  for  tJie  purpose  herein  set  forth. 

The  Fenr  article  aa  described  is  bis  patent  is  not  now  nsed,  and  in 
my  opinion  is  not  valnable. 

The  theory  of  the  defeodanta  m  this :  Flint  and  quartz  are  chemically 
silica  more  or  less  pure,  or  what  is  known  to  chemists  as  "silicic  acid." 
Feldspar  is  a  silicate  of  alumina  and  potash,  and  contains  silica  in  large 
qaantities.  Qnartz  and  flint  contain  from  eighty-five  to  one  hundred 
per  cent  of  pure  silica.  Infusorial  earth  is  a  fine-grained  earth  formed 
by  the  deposition  of  the  silicious  coatings  or  shells  of  microscopic  plant's, 
called  "infusoria,"  on  the  bottom  of  ponds  or  lakes  of  water,  and  is  mostly 
silica  mixed  with  carbonate  of  lime  and  other  impurities.  Silicions  marl 
is  a  mixture  of  clay  and  carboDat«  of  lime  and  silica  in  the  form  of  sand 
or  infusorial  shells.  Silicioua  marl  contains  from  twenty  to  fifty  per 
cent,  of  silica.  As,  therefore,  quartz  or  flint  contains  fr^m  eighty-five 
to  one  hundred  per  cent,  of  silica,  and  iufasorlal  earth  and  feldspar  aiv 
mostly  silica,  and  silicions  marl  contains  fifty  per  cent,  of  the  same 
chemical  substance,  a  grant  of  the  exclusive  right  to  use  infusorial 
earth  or  silicious  marl  gave  also  the  right  to  ase  qaartz,  flint,  or  feld- 
spar, the  five  articles  being  substantially  silica. 

The  sufficient  answer  to  this  theory  is  that,  acknowledging  the  t^ts 
which  have  been  stated  to  be  true  and  that  these  articles  are  chemically 
^ery  similar,  yet  pnictlcally  for  itse  iu  the  arts  the  respective  classes  of 
articles  which  are  named  in  the  two  patents  possess  very  differ^it  prop- 
erties. Infusorial  earth  is  a  vegetable  tissue,  "porous  and  delicate  in 
stracture,"  friable,  and  of  chalky  texture,  and  not  iHwscBSing  the  hanl- 
itess  and  sharp  angles  and  needle-like  jwiuts  of  powdered  quartz,  Hint, 
)ind  feldspar,  qualities  which  cituse  the  quartz,  flint,  or  feldspar  to  find 
II  permanent  lodgment  in  the  jwres  of  the  wootl  and  thoi'oagbly  fill  tbeiu, 
fM  that  a  new,  hard,  iinnbsorbent  suri'ace  is  fonnetl. 

As  charcoal  and  the  diamond  are  nlike  cbeniically  comiwsed  of  eai'- 
lum,  yet  are  very  difl^reiic  substances  in  the  arts,  and  are  used  for  dif- 
ferent purposes,  so  (junrtis  and  infusorial  earth,  though  chemically  sim- 
ilar or  substantially  identical,  are  dissimilar  in  the  naes  to  which  tbey 
lire  adapted.  Infusorial  earth,  though  chemically  silica,  is  nnfltted  for 
the  purposes  of  filling  wood,  for  the  reasons  which  render  chalk  or  starch 
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unfitted,  vlijle  powdered  qaartz  has  been  found  to  possess  qualities 
vliietL  make  the  plaintifif's  article  the  only  efficient  and  naeAil  filler 
known  to  the  cabinet-mamifncturers  of  the  country. 

Silicions  marl  is  as  illy  adapted  as  inftasorial  earth,  because,  while 
uiarl  contains  more  sand  tlian  is  found  in  infusorial  earth,  yet  the  sand 
is  in  rounded  and  not  angular  grains.  Feldspar  breaks,  like  qnartz, 
into  angular  fragments,  and  is  also  non-absorbent. 

The  chemical  character  of  the  articles  named  in  the  two  patents  and 
the  differences  for  pralctical  use  between  the  two  classes  of  articles  nre 
tersely  and  clearly  stated  in  the  following  extract  fifom  the  testimony 
of  Professor  Samuel  W.  Johnson,  one  of  the  e]t)>ert.a  called  by  the  plaint- 
iff. The  scientific  experts  of  the  respective  parties  were  not  at  vari- 
Huce  in  regard  to  the  scientific  fects  or  the  scientific  con<;lusious  from 
the  facts.  The  defendants'  expert  was  not  called  upon  in  regani  to  the 
differences  between  the  properties  of  the  two  particles  with  reference  ro 
their  practical  use.    Professor  Johnson  testified: 

By  tbe  t«nD  "iiliclons  ninrl"  I  bIioiiM  iinilHrHtaiid  a  fine  sniidf  orcartliy  iiiali-rial 
coitaiBling  of  clfty,  Hilica  in  the  two  foriiiH  of  sand  and  so-called  "  iufngorial  sliieIdH," 
nhicli  an>  the  skeletona  of  microBeopie  plantx.  The  iufuBorial  earth  cooNista mora 
largely  ur  chiefly  of  these  infusorial  shielda.  Both  tlie  tennB  "«ilicioua  n]arl''Bnd 
"(nfniiorial  earth"  are  conaiderahly  indefinite,  and  »  Inrce  variety  of  difftirent  mate- 
i-inlsmay  he  etaaaed  under  these  nsiuea.  In  the  State  of  New  Jersey  there  ovcnr  vari- 
iins  de]>oHits,  bearing  the  uainea  "  gre«n-Hniid  marl,"  "chocolate  marl."  ''Kray  mai'l," 
'  *  Dab  jnarl,"  "nhell  ntar1,"(litl'eriiigiii«oli>r,  coariienefla of  grain,  chemical  romiiotiitiuij, 
to  any  or  all  of  wliicli  the  term  "  silicions  marl"  wonld  not  be  inappropriate.  There 
is,  liou'ever,  no  distinctive  character  which  I  canld  name  Ihnt  wonid  separate  aoy 
{Hirtienlar  earth  as  "sillcious  marl"  from  one  hnndred  or  one  thonsand  other  earthit 
■lilfvring  from  each  other  obvionsly  in  t«7Ltiire,  color,  and  chemical  uompositioo.  In- 
I'li'iorinl  earth  In,  ou  the  other  hand,  charocteilzed  by  the  presence  in  it  of  "  infusorial 
tihielda,"BO  oalli'd,  rocog>iizal>le  by  the  microscope.  From  the  fact  that  marls  of  all 
kiudaareHedimetitsfrom  water,  anil  that  infiisorial  plants  inhabit  ami  perisli  in  water, 
iiiiiHt  uiarlit  contain  more  or  less  infnwirial  shields,  ao  that  niliciouH  marls  and  infnso- 
rinl  uartJi  coiiilot  i^omiuonly  be  sharply  tlisorimtuated.     ■     •     • 

Qiiaitz,  chnuiically,  is  oxide  of  silicon.  It  contains  no  hydrogen  oiid  yields  no  water 
when  htjuted.  Its  siieoiflc  gravity  is  2.05,  It  will  not  readily  UissoLve  in  a  boiliiijc 
iic|<icous  siilntion  of  potash  or  wxlo.  even  wlien  finely  pulverized.  This  specimen  of 
infnsurial  earth,  Kxhibit  "M,"  which  eoawlsts  tery  largely  of  the  Blteletonsof  micr.i- 
tK'dpic  plants,  is  chemically  oxi<le  of  Hjliciin  pins  water,  and  when  hi>ated  gives  oil' 
Kfveral  per  cent,  of  natur.  lis  siieci  lie  gravity  is  less  than  ttiatof  i|nartz.  It  iesofrrr 
llinu  <iuartx.  It  dissolves  with  the  greatest  ease,  tii  a  large  e.vtenr,  in  a  lioiling  aijne- 
■ms  solution  of  iHitash  or  soila.  It  is,  tlierfifore,  oliuinically  distinct  fmm  qu^irtz,  and 
is  tiasseil  l>y  ininemlogists  with  the  opal,  as  a  mineral  spocies  distinct  from  i]i)artz ; 
ill  ><u]i|)i>rr  of  whicli  I  wonld  retW  to  Dana's  Text-Book  of  Mineralogy,  pulilialied  by 
.John  AViley  &  8on^  I»77,  pages  262  to  2fi7,  iuclnsive,  on  which  last  page,  nnder  the 
K|M'i-irs  "  Oiml,"  reference  is  made  to  infnsorinl  earth,  and  wliere  the  stateinente  which 
I  1i:ive  made  as  to  its  density  aiiil  liardiiess  are  corroborated.  In  i'eA[>eot  to  their  prop- 
f  rl.ies  HI  ii|iplietl  to  the  tilling  of  wood,  I  wonld  call  attention  to  the  fact  that  the  two 
ln>xps,  Kxhibits  "  L"iHid  "M,"  contain  the  same  weightof  tlieivresiieritivoconten's. 
The  masM  of  ipinrtx,  weighing  four  \Mmnds  eleven  onnoes,  is  abont  sevon  inches  long, 
throe  Indies  wid<',  unit  fonr  inches  high.  The  Infiisorial  earth  oci'.upies  a  Ihix  ten 
iiiclHw  long,  sevrn  inihes  wide,  and  five  iiichejt  Jiigh,  lieing  in  the  form  of  liituiw of 
viirioirs  uizeK.  Uiii  :iri'  I'vldenlly  Huveial  tinii's  m*>re  bulky  than  the  same  weight  of 
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qnArti,  and  serenltiDMa  more  bnlkytbaatfaeqaartzwonld  be  if  it  w«re  reduced  topow- 
der,  ench  •■  is  apMiBed  aa  employed  in  the  Wheeler  pftteut.  Tbia  gnat  dillbreiice  iit 
bnlk  )■  due  to  the  ponxtit.v  of  the  iufiitorial  eartb.  Not  only  are  tbe  lampB  of  iufli- 
sorial  earth  nude  np  of  looaHly-coberiog  iufiiwrial  shields  oi  fragments  of  ahields,  but 
these  shields  tbemaelves  bstve  a  rery  delicnte  BtrnotDie,  aa  seen  under  the  micioaoope, 
an  that  the  infusorial  earth,  from  its  spongy  texture,  is  capable  of  absorbing  and  hold- 
ing in  ita  pores  a  considerable  bulk  of  liquid.  This  diffenuce  «f  mechauical  textnre 
corresponds  to  it  dilFerenoe  in  tbe  adaptation  of  these  two  materials  to  use  as  a  wood- 
BUer.  Tbe  infusorial  earth  is  puious  iu  a  degree  comparable  to  the  wood  whieh  it  is 
olaimed  to  fill,  so  a«  to  diininisb  tbe  absorpti<Hi  of  oil  or  vainish,  and  must,  therefore, 
act  very  inefficiently  a«  a  filler. 

Af;aiu,  the  quarti  powdered  as  specified  iu  the  Wheeler  patent  is  seen  under  tlie 
■nicroHCope  to  consist  of  sharp,  aufcular  particles,  which,  when  applied  to  the  aarUux 
of  wood  by  mbbing  with  a  aloth  or  leather  pad,  are  forced  into  th«  pMes  of  tbe  wood, 
where  tbey  firmly  lodge  and  effectually  fill  these  pores  with  an  impervious  material. 
The  bardnessof  quartz  ia  «uch  that  in  the  process  of  filling  itsparticles  ore  not  further 
pulverized  to  any  ai>pr«ciable  extent,  but  are  simply  forced  into  the  wood,  from  which 
they  cannot  be  easily  dislodged.  Infusorial  earth,  on  the  other  hand,  is  friable  nndci- 
preeaure  and  friction,  and  has  a  chalky  rather  than  a  gritty  texture.  It  presents  no 
angular  fragments  which  can  be  rnbbed  into  the  pores  at  the  wood  ao  as  to  fill  theiu 
with  an  nnabsorbent  material.  Quartz  is  a  crystallized  silica  ofa  mineral  origin,  and, 
in  common  with  all  crystals  of  sucb  origin,  baa  no  porosity  that  can  be  detected  by 
the  highest  magnifier,  and  is  iu  niaae  abeolntely. impenetrable  to  water,  oil,  or  other 
similar  liquids.  Infusorial  earth,  on  tbe  contrary,  is  a  bydrated  silica  that  has  been 
organized  into  the  structure  of  a  plant,  and,  in  common  with  all  veget-able  tissues  or 
organized  structures,  is  porons  and  delicate  iu  stmctuni,  »o  that  in  reepeet  to  textare, 
hardness,  sharpness  it  la  quite  tbe  opposite  of  powdered  quartz  in  ita  application  aa  a 
wood -filter. 

Tbe  fact  that  botb  quartz  and  infusorial  earth  consist,  tbe  first  entirely,  and  tbe 
second  largely,  of  silica  or  tbe  oxide  of  silicon,  establislies  no  practical  identity  be- 
tween thetn  for  the  technical  uses  of  the  arts,  and  eajiecially  for  use  in  wuod-fiUing, 
any  moru  than  tbe  iact  that  the  diamond  aud  charcoal  consist,  essentially,  of  carbou 
proves  the  value  of  tbe  diamond  for  feel  or  of  charcoal  an  a  gem. 

Tlie  Band  or  silica  found  in  silicious  marl  is  chemically  identical  with 
pulverized  gnartz,  "iaasmnch  as  both  consist  of  oxide  of  silicon  or 
qaartz,  bat,  pbynically  and  practically,  for  the  purposes  of  wood-fllling, 
different,  because  the  sand,  mixed  with  infusorial  earth,  beiiig  a  geolog- 
ical sediment,  consists  of  rounded  water-worn  grains,  while  powdered 
quartz  of  the  Wheeler  patent  consists  of  angidar,  sharp^ged  irag- 
ments  aud  splinters." 

An  attempt  was  made  by  Mr  .Perry  to  show  that  he  gave  the  pnt- 
eutee  knowledge  of  the  use  of  powdered  quartz,  but  this  defense  is 
without  foundation. 

Let  there  be  a  decree  for  an  ii^ouedou  against  the  defeudants  ami 
for  an  accoanting. 


b,GoO(^lc 
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lUnltLiI  SUtviCircoicGourt— SontlK'ti)  Ulfitrict  of  Kew  Tork.J 

WoosTEE  V.  Blake  et  al. 


Riilcj  34  of  tho  RiiK'B  of  Prautice  prescribed  by  the  Siiiirenle  Court  for  the  coaiU  of 
ei[iiity  of  the  United  St«tu>  reqaires  that  on  ovemiliiii;  «  pleA  the  defendant 
uhall  be'ttUoved  to  auBwer.    That  leave  mnet  be  given. 

Mr.  F.  S,  Betts  for  the  uomplaiiiant. 
Mr.  TT.  H.  L.  Lee  for  the  defendants. 

Blatohfobd,  J. : 

The  company  is  willing  to  have  its  plea  oveimled.  That  is  all  iha 
plaintiff  can  ask.  But  Bale  34  reqoires  that  on  overruling  a  plea  the 
defendant  shall  be  allowed  to  answer.  That  leave  mast  be  given  to  it. 
A  preliminary  ii^nnction  will  be  issued  against  the  other  defendants 
on  the  claims  of  the  Bobjohn  patent,  which  were  adjudicated  upon  in 
the  decision.;  but  If  snoh  an  i[],janctioQ  is  asked  for  against  the  com- 
pany it  must  be  moved  for  on  papers  and  notice.  An  order  will  be  set- 
tled on  notice. 


(Dslted  StMM  Clnndt  C«art-Scni(lwni  DUtrJot  or  New  Tork.] 

FisoHBB  «.  Hayes. 

Decidtd  Ja%aary  X,  ISSl. 

ao  O.  Q.,  239. 

1.  Lbtterb  Patent  No.  74,068  CotfBTRUED  and  Sustained. 

Claime  2  aud4ofIjettM«  Patent  No.  74,068coiutnitid,  and  tho  invention  fimnd 
not  lio  be  anticipated  by  prior  nae  or  by  the  patent  to  W.  £.  Worthen  and  H.  B. 
Benirlck. 
3.  CoNBiKucnoN  OF  Bulbs  66  and  69. 

It  is  within  the  pi>wer  of  the  court,  in  the  exercise  of  its  digcrotlon  nndei  Ea1«a 
66  and  09,  to  direct  tbat  the  replication  filed  and  proofs  taken  after  the  time  pro- 
scribed in  Bale  66  shall  stand  as  if  the  proceeding  had  severally  been  had  within 
the  time  prescribed. 

Mr.  Charles  F.  Blake  for  the  plaintiff'. 

Mr.  Jataea  M.  Whiielegge  for  the  defendant. 

Blatohfobd,  J. : 

This  snit  ia  fonnded  on  Letters  Patent  No.  74,068,  granted  to  the 
plaintiff  February  4, 18(>S,  for  an  improvement  in  machines  for  forming 
sheet-metal  raoMings.  The  patent  was  before  this  court  in  Fischer  v. 
WiUon  (10  Blatchf.  Q.  C.  E.,  220),  and  was  there  adjudicated  upon.  In 
that  case  it  was  held  that  the  defendant  had  infringed  claims  2  and  4. 
The  novelty  of  claims  3  and  4  was  attaclied.    Claim  4  is  in  these  words : 
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4.  AxTMigiiig  the  femal«  die  G  above  the  male  die  E  or  F,  for  the  pnipoM  of  keep- 
ing the  female  die  clear,  aa  wt  forth. 

It  was  ooDStnied  to  be  a  claim  to  tlie  described  arrangement  of  the 
two  dies,  HO  that,  having  such  a  lower  m^e  die  as  E  or  F  is,  the  female 
die  shall  be  above  the  male  die,  aud  thus  be  kept  clear,  resoltiDK  in 
keepiug  both  dies  clear,  instead  of  having  the  femaJu  die  below  in  a 
position  to  be  clogged  and  mar  the  work,  even  thaugb  the  upper  male 
die  sUoidd  clear  itself.  And  it  was  held  that  the  lower  male  die  must 
be  BO  made  and  arranged  as  to  afford  do  chance  for  the  collection  of  dirt, 
that  woald  destroy  tbe  perfection  of  the  work.  Even  though  the  female 
die  is  placed  over  the  male  die,  yet  the  Fischer  iiiventiou  is  nut  found 
if  the  male  die  has  concavities  or  surrounding  hollows  in  which  dirt  or 
foreign  matters  can  collect.  With  that  view  of  claim  i  it  was  held  in 
the  Wilson  ease  that  nothing  was  shown  which  aJfected  the  novelty  of 
that  claim.  Various  patents  were  introdnced  on  the  question  of  novelty 
with  other  evidence.  One  of  these  patents  was  the  Wortheii  and  Hen- 
wick  patent  referred  to  hereafter.  It  was  held  that  nothing  which  was 
shown  wfi'ected  the  novelty  of  claim  ti  or  claim  4, 

In  the  present  case  severalqueations  are  raised  which  were  not  brought 
up  in  the  Wilson  case. 

(1.)  As  to  the  objection  that  the  replication  to  the  answer  was  not  filed 
nntil  after  tlie  time  prescribed  in  Rule  6ti,  and  that  then  it  was  filed 
without  prior  leaveof  the  court,  and  that  the  plaintiffs  proofs  were  tukcn 
after  the  exxtiration  of  three  months  iWtm  the  time  the  replication  was 
in  fact  tiled,  tJic  order  dated  March  19, 18S(),  bnt  iictually  tiled  and  eu- 
tere<l  March  25,  1880,  made  on  the  defendant's  motion  to  dismiss  the 
bill  for  the  forugoing  reasons,  disjiosed  of  the  foi'egoiiig  questions.  It 
was  an  order  within  the  power  of  the  ctturt  to  make,  in  the  exercise  of 
its  discretion,  under  liuloj*  (iG  and  )J!).  TUo  court  could  rightfully  ilirect 
the  replication  filed  and  the  proofs  taken  to  stand  as  if  tbe  proceedings 
huti  severally  beeu  hail  within  the  times  prescribed,  as  fully  as  if  the  or- 
der of  tbe  conrt  to  that  effect  had  been  mtidi^before  taking  such  proceed- 
ings. The  reconl  shows  that  as  fhll  opportunity  was  given  afterward 
to  the  defendant  to  enter  objections  on  the  record  to  the  pr(K>fs  pre- 
viously taken  aud  to  cross-examine  the  witnesses  befon;  examined  as  if  bis 
counsel  had  bqen  present  when  they  were  taken,  and  tJiat  he  availed 
liiniself  of  such  opi>ortunit.y.  The  ortlei-,  through  some  oversiglit,  does 
not  show  on  its  face  that  afildiivits  wei-e  ]>resented  on  the  part  of  the 
plaintiff  us  a  foun^lation  for  denying  flie  defendant's  motion  and  for 
granting  the  plaintiff'  the  reltiif  granted.  Sueli  ufildavits  im^  on  file 
among  the  paiwrs  in  the  cause,  and  it  clearly  apt>ears  that  they  were 
presented  and  acted  on  by  the  conrt.  Like  affitlavits  were  proseutiod 
onlikemoti<nis  miule  at  the  same  time  in  the  case  tigainst  Xeil  and  the 
cast)  against  O'ShauglincMsy  and  SamiMon,  and  those  aflidavit>s  iwg  re- 
ciu^l  hi  the  orders  niiMie  at  the  same  time,  of  the  same  t43uoi',  in  tlioso 
two  cases. 
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(2.)  Ae  to  the  objectioaa  to  the  direct  testimony  of  the  witnesses  Mac- 
Clay  and  Abbott,  these  qaestions  are  disposed  of  in  tbe  decision  ou  the 
separate  motion  of  the  defendant  to  strike  out  sneh  testimony. 

(3.)  T)ie  bill  charges  that  tlie  defendant  "  has  operated  and  nsed,  and 
is  still  operating  and  using,  in  the  city  of  New  York,  at  No.  71  Eightli 
avenue,  a  machine  or  matthines  constructed  in  accordance  with  and  con- 
taining and  embodying"  the  invention  secured  by  the  patent.  The  ob- 
jection is  taken  that  tbe  bill  does  not  state  what  tbe  defendant  bas  made 
by  the  use  of  the  oiaehiue,  or  that  be  has  made  cornices  with  it.  The 
patent  grants  to  the  plaintifif  the  exclusive  right  to  nse  the  improre- 
iiieut  patented  for  any  puri>o8e.  The  improvement  is  stated  in  the  speci- 
Jleation  to  be  an  invention  relating  to  "  a  new  machine  for  pressing 
moldings  for  connces,  &c.,  from  galvanized  or  other  sheet  metal."  What 
is  meant  by  "moldings"  is  shown  by  tbe  red  lines  iu  figures  2  and.3  of 
tbe  drawings.  They  are  structures  resulting  Irom  round  or  angular 
beuds  iu  sheet  metal.    The  allegation  of  the  hill  is  sufficient. 

(*.)  As  to  the  nse  by  the  defendant,  the  evidence  of  MacClay  shows 
that  since  the  patent  was  granted  the  defendant  has  used  at  his  places 
of  business  in  the  city  of  New  York,  for  making  sky -light  bars,  a  ma- 
chine emboiiying  the  inventions  covered  by  claims  2  and  4  of  the  pat- 
ent, with  the  female  die  above  and  reciprocating  up  and  down,  and  the 
nude  die  below,  not  reciprocating,  and  resting  on  an  upright  standard, 
which  was  bent  over  at  the  top  so  as  to  allow  metal  which  had  been 
partly  bent  to  swing  down  under  the  male  dies  while  further  bends  were 
Itting  made,  and  not  have  the  prior  bends  crushed  oiit.  Tlie  male  die 
was  so  arranged  that  no  dirt  could  collect  around  it  or  between  it  and 
the  female  die.  Tlie  defrudant  bad  this  machine  made  for  himself.  In 
the  Fischer  machine  and  in  the  defendant's  machine  only  two  dies  are  in 
place  at  a  time — one  npi>er  one  and  one  lower  one.  Abbott  says  that 
he  saw  the  defendant's  machine  used  in  his  factory  to  bend  sheet  metal 
into  a  sky-light  bar.  The  evidence  is  safilcient  to  show  the  use  of  the 
machine  in  iuAingemeiit  of  claims  2  und  i  in  bending  square  angles  in 
aheet  metal.  This  is  enough.  Moreover,  the  answer  admits  that  the 
defendant  has  a  machine  and  uses  or  operates  it.  A  drawing  of  it  is 
g:iven  by  the  witness  MacClay.  It  was  easy  for  tbe  defendant  to  show, 
if  the  tact  were  so,  that  this  drawing  was  not  correct  or  that  tbe  ma- 
chine had  not  been  used  by  him  in  tha  shape  shown  to  make  the  bends 
testified  to  in  sheet-metal  skylight-bars. 

(o.)  Tbe  bill  alleges  that  the  defendant's  use  of  the  machine  has  been 
■without  the  plaintiff's  consent  This  allegation  is  not  specifically  de- 
uied  in  the  answer,  nor  does  the  answer  allege  any  license'  or  consent. 
It  is  objected  that  the  plaintiflT  has  not  proved  want  of  consent.  This 
was  not  necessary.  It  waa  for  the  defendant  to  prove  consent,  if  any- 
tJiing  needed  to  be  proved  on  the  snlyeet. 

{(>■)  The  apparatuses  testified  to  by  Philip  Barkel,  Axei  Schier- 
macher,  and  John  K.  Hopkins  have  no  bearing  on  the  plaintiff's  patent. 
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They  Eire  DOtaHnded  to  in  the  brief  for  the  defendant.  They  show  no 
organized  machine  vitta  a  concave  nprii^ht  standard,  on  the  top  of  which 
a  male  die  is  placed,  and  they  show  no  male  or  female  die,  and  the  de. 
fendant's  expert,  Mr.  Beuwick,  gives  no  testimony  in  regaid  to  them. 

(7.)  The  machine  testified  to  by  Ristiue  and  Brand  was  a  oorrngat- 
ing-machiue,  and  was  incapable  of  malting  the  stmoture  shown  in  the 
drawings  of  the  plaintifTs  patent.  It  iB  not  shown  ever  to  have  been 
used  in  bending  a  square  angle  in  sheet  metal.  It  is  not  shown  to  have 
been  ever  need  with  only  two  dies  at  a  time,  one  above  and  one  below 
with  the  lower  die  arranged  as  in  the  plaintilTs  machine.  The  testimony 
given  by  Ren  wick  and  Bistlne  as  to  the  machine  and  the  model  of  it  va» 
properly  objected  to  on  the  ground  that  the  use  of  the  machine  was  not 
set  np  in  the  answer. 

(8.-)  As  to  the  Peltier  patent,  Mr.  Benwick  admits  that  a  change 
would  have  to  be  made  in  the  apparatus  shown  by  figure  10  in  order  to 
do  the  work  shown  in  the  drawings  of  the  plaintiff's  patent.  It  is  plain 
that  this  change  is  material.  It  ia  also  clear  that  figure  8  does  not 
show  an  api>aratU8  anticipating  claini  1  of  the  plaintiff's  patent,  and 
that  figure  10  does  not  show  an  apparatus  anticiimting  either  claim  2 
or  claim  4  of  that  patent. 

(9.)  The  Byrne  book,  pages  186  and  187,  does  not  show  the  plaintiff's 
invention  as  to  either  claim. 

(10.)  ThA  only  defense  on  the  question  of  novelty  pressed  with  any 
force  is  the  allegetl  prior  use,  in  such  a  way  as  to  anticipate  the  plain- 
tiff's patent,  of  a  machine  ma<le  under  the  imtent  to  W.  E.  Worthen  and 
H.  B.  Renwick,  before  referred  to.  That  patent  was  granted  July  6, 
1859,  for  an  improvement  in  corrugating  sheet  metal.  Tlie  specification 
of  the  patent  describes  the  then  existing  mode  of  corrugating  sheets  of 
metal  by  means  of  properly-shaped  male  and  female  dies  extending 
over  the  sheet,  and  between  which  the  sheet  is  placed.  The  dies  are 
then  made  to  approach  each  otJier.  The  creeping  of  the  metal  to  sup- 
ply sufficient  surfiice  to  conform  to  the  curves  and  angles  of  the  mold. 
is  resisted  by  the  friction  of  the  bent  metal  sliding  over  the  faces  of  the 
die.H  and  by  the  force  required  to  bend  the  metal  from  the  shape  it  has 
already  taken  into  the  siiape  of  tlie  jiext  succeeding  corrugation.  The 
powerrequired  ia  enormous,  and  the  metal  ceases  to  creep  tind  stretches, 
and  is  injured,  weakened,  or  torn  aiiart.  The  new  device  was  to  cor- 
nigate  by  properly-shaped  dies  acting  in  succession  on  different  parts 
of  the  sheet.    Tlie  method  is  describe«l  thus  in  the  specification: 

■J'lutrf  )K  Blower  iir  fi^nialn  die,  wliiwe  croM-MCtion  iithefariiiiliiiiretl  in  tbe liiiished 
alieet  metal,  anil  it  Anes  uiiC  ilitter  Innn  thim'  tlien  in  n^v.  A  wt  iif  nii])i^i'  <lieN  h  t1i<tii 
prucnrud  whose  Acting;  BiirfiuiiH,  whoii  pi'oiutrly  urrnnijcil,  \v\i\  constitute  a  single  sur- 
face, iHuifiirmiu(;  in  Hhn])c  to  onr  hIiIc  of  tliK  fluinlii;il  slicut.  Tlicy  nre  arraugiid  so  ns 
to  Ih'  frue  t-o  move  toward  iiuil  away  ftyiiii  tlio  u)1(1<t  'lie  Btid  ho  proiiei'ly  guide<l.  In 
osinic  tlfe  luacliine  tlm  ihout  in  laid  louxoty  ou  tlii;  lower  or  bed  siile,  ami  tbi.<n  one  of 
the  upper  dies  ia  fi>n>'(l  iluwu  od  it  until  tlni  luutal  Iak«H  llie  pttit>cr  Mlin))e.  Tliat  die 
it  tlieii  luft  down,  and  the  next  die  in  HUCisuiHioD  in  the  st^i'ies  in  liTonifht  down  and  left 
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down,  «ud  eo  ill  auccessioD  uDlil  the  operatioD  is  flnislieil.  The  nietal  wn  thni  OMep 
ftnd  confoi'oi  to  sbape. 

It  is  apparent  that  this  arrangement,  as  described,  does  not  coDtain 
the  plaiatiffs  iuveatioD,  althoagh  the  specification  apeaks  of  using  the 
apparatus  for  corrugating  moldings  for  the  cornices  of  large  bnildingB. 
The  claim  of  the  paleat  is  this : 

The  m«tl>ad  of  comigatin);  or  molding  sheet  metal  by  sererBl  dies  ikcting  in  buccM' 
iiuQ,  HDbstontiall]'  in  the  manner  speciBed,  npon  a  sheet  resting  upon  abed  dieoc  dies, 
*)o  as  to  cause  the  metal  to  conform  to  shape,  substnutUlly  in  the  manner  herein  de> 

The  patentees  state  in  the  specification  that  tbey  "  intend,  at  times, 
to  use  a  sectional  lower  die  in  connection  with  sectional  upper  dies,  act- 
ing in  succession,  as  a  convenient  method  of  obtaining  several  distinct 
patterns  from  a  comparatively  small  number  of  dies,  and  for  other  pur- 
poses." But  this  suggestion  does  not  meet  the  invention  embodied  in 
claim  1  of  the  Fischer  patent. 

Mr.  Worthen  testifies,  however,  that  be  made  a  machine  for  Althonse 
&  Co.,  in  which  the  upper  die  was  stationary  and  the  lower  die  moved 
up,  the  female  die  being  isometimes  above  and  -sometimes  below.  He 
also  testifies  that  in  the  machine  he  made  for  Althonse  &  Co.,  under  the 
patent,  the  dies  were  generally  in'  gangs,  but  the  last  right-angled  bend 
was  sometimes  put  in  with  a  single  set  of  dies,  one  above  and  one  belotr 
— the  female  above  and  the  male  below— both  detached  from  the  dies 
which  made  the  other  bends.  -  He  also  says  elsewhere  that  the  top  die 
was  fixed  and  a  lower  sectional  die  was  raised  agtiinst  it  and  then  clamped 
up  and  left,  and  the  bed-plate  let  down  and  other  lower  sectional  dies 
raised  in  succession  and  left  up ;  that,  when  two  dies  were  nsed  singly, 
one  above  and  one  below,  the  npper  one  was  fixed  and  the  lower  one 
was  raised  up  against  it,  the  upper  die  being  the  female  die  and  the 
lower  die  the  male  die,  and  tiie  shMt  of  metal  beingplaced  on  the  latter. 
This  machine,  he  says,  was  ultimately  sold  for  old  iron.  He  says  that 
coraices  made  by  the  method  thus  described  were  pot  upon  two  baild- 
tngs,  which  be  names.  Mr.  Henry  B.  Reuwick,  the  other  patentee,  and 
the  same  person  who  is  the  expert  for  the  defendnnt,  says  that  the 
machine  he  saw  at  Althonse  &  Co.'s  was  built  in  accordnnce  with  the 
Worthen  and  Benwick  patent,  and  that  the  upper  die  iuid  the  loirer  die 
were  both  in  sections ;  that  he  has  uo  distinct  reuiembnuice  of  ever  Lav- 
ing seen  the  macbiue  oi>erated  with  only  one  male  die  aud  one  female 
die  in  it,  tbough  it  was  cnpable  of  beiug  operated  with  one  pair  of  dies 
only,  aud  with  the  female  die  uppei'most  j  iiud  that  when  used  with  sev- 
ei*al  dies  in  it  some  of  the  female  dies  wei'e  upt>ernio8t  aud  some  lower- 
most. Wr.  Renwick  does  not  iissert  that,  in  view  of  the  use  of  feniRle 
dies  alwve  mnle  dies,  as  so  testified  to  by  hiui,  in  the  Worthen  aud 
Renwick  uinchlae,  aud  of  what  is  found  in  the  Byrne  book,  there  was  not 
invention  in  claim  4  of  the  Fischer  patent ;  and  he,  in  substAUce*  admits 
that  if  claim  i  is  limited  to  the  use  of  a  single  upi>er  female  die  above  u 
single  lower  male  die  the  iuveution  in  claun  4  did  not  exist  in  the  ma- 
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cbiiie  whicb  Altboase  &  Co.  had,  aniens  that  machine  w»a  used  iii  the 
way  testified  to  by  Mr.  Wortheu,  He  also  testifies  that,  so  far  a8  he 
remembers,  the  ii|)per  set  of  dies  in  that  machine  was  the  stationaiy  set. 

The  statement  that  in  the  niachiiie  referred  to  the  lower  dies  wei'e 
oarried  up  singly  against  the  upper  die  is  coutiadicted  by  foar  wnik- 
uieu — Pressler,  Emei'son,  .Hautluiann,  and  Englenuiu — trho  used  tin 
macUiue  at  Althouse  &  Co.'8, 

Pressler  has  been  in  the  employ  of  Althouse  &  Co.  for  the  iiiist 
tweutj' -eight  years,  and  foreman  for  them  for  the  [last  sisteeu  yeiiis. 
He  says  that  even  when  the  lower  di^was  made  iu  pieces  or  sectiou-s 
so  that  a  difiference  could  be  made  in  the  height  of  the  cornice,  tl».- 
lower  sections  were  bolted  together  and  were  always  elevated  togftlu-i. 
and  one  section  of  the  lower  die  conld  not  be  used  aloue;  that  :i  siii;:le 
male  die  was  never  used  under  a  single  female  die;  tliat  a  ■■iectiouii] 
top  die  was  wedged  down  to  make  the  bend,  and  then  the  wliok-  lower 
die  was  raised  up  against  it,  and  then  that  sectional  top  die  wns  fast- 
ened to  the  lower  die,  and  the  lower  die  was  let  down,  carrying  that 
top  die,  and  then  a  second  sectional  api>er  die  was  operated  with  in 
the  same  way,  and  so  on ;  and  that  the  female  die  was  below. 

Emerson,  a  machinist,  who  has  beeu  in  the  employ  of  Althouse  &  Co. 
for  twenty-two  years,  and  built  the  machine  referred  to  under  Worthen's 
superintendeuce,  says  that  the  tower  die  waa  generally  in  sectiouij,  and 
Gui  upi)er  dies  were  iu  sections';  that  the  lower  sectional  dies  could 
not  be  moved  up  singly,  bnt  werei  bolt«d  together;  that  the  lower  die 
was  moved  up ;  that  one  at  a  time,  and  sometimes  two  at  a  time,  of  the 
nppersectioualdies  weredropped  down  to  bend  with ;  thatheuaverkuew 
of  a  single  female  die  used  above  a  single  male  die  on  the  machine  to 
make  the  last  right-angle  bend,  but  such  bend  was  made  with  a  m^- 
let ;  that  he  does  not  recollect  the  use  of  a  single  lower  male  die  with- 
out any  other  form  of  bend  or  angle  on  tbe  face  of  the  lower  die ;  and 
that  when  a  single  upper  sectional  die  had  been  let  down  and  used  to 
bend  it  Was  clamped  to  the  lower  die,  aud  another  sectional  upper  die 
was  then  used. 

Handmanu,  a  honse-smith,  worked  for  Althouse  &  Co.  for  thirteen 
years,  and  while  they  had  this  machine,  which  he  assisted  in  making. 
He  says  the  upper  dies  were  sectional  and  were  used  in  succession  by 
letting  one  down  at  a  time  and  bending  with  it  by  bringing  up  the  lower 
die  against  it,  and  then  the  upper  die  was  clamped  to  the  lower  die  and 
went  down  with  it,  and  that  a  single  male  die  was  never  osed  under  a 
single  female  die. 

Engleman,  a  house-smith,  has  worked  for  Althouse  &  Co.  for  the  past 
twenty-one  years.  He  worked  on  this  machine.  He  says  he  never  saw 
used  in  it  a  single  male  die  under  a  single  female  die,  there  being  noth- 
ing by  Mie  side  of  the  male  die.  The  testimony  of  Bohne  and  Sellmau 
goes  also  to  contradict  ^^'ortheu  as  to  the  way  in  which  the  last  right- 
angle  bend  was  made  in  the  specific  cornices  referred  to  by  Worthen. 
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It  mnst  be  hehl  that  the  defense  songht  to  be  established  by  the  tes- 
timoiiy  of  Mr.  Woitheii  is  not  made  ont. 

(11.)  Objection  is  made  to  the  spe^-itioiition  of  the  plaintiff's  patent 
l»ecanse  it  states  "that  Irat  two  kinds  of  dies  for  all  kinds  of  smooth 
nioldiu|!:s  that  may  have  to  be  foimed  are  ue«>ded,  riz,  roimded  and 
square  dies,"  and  that "  of  the  latter  but  one  set  is  required  tor  making 
all  soits  of'angles.'^  Xo  sneh  defense  is  set  up  in  the  answer;  but  the 
si>eciflt'atiou  is  not  ojwn  to  the  objeftion  made.  Of  course  a  square  or 
right-nulled  die  will  nut  make  a  bend  of  a  different  angle.  There  is 
nothing  iu  the  siH'eiticatiou.to  indiciite  that  the  patentee  contemplated 
making  auy  angular  bend  other  than  a  right-angled  bend.  The  draw- 
ings show  no  other:  but  they  do  show  right-angled  bends  in  contrary 
directions  on  the  same  molding.  The  expression  "all  kinds  of  smooth 
nioldiugs''  means,  in  respect  to  augular  moldings,  **all  kiuds  of  smooth 
right-angled  moldings."  and  the  expression  "all  sorts  of  angles"'  means 
*'all  the  kinds  of  square  or  light-augled  angles"  which  can  be  made  by 
the  square  dies,  nud  which  are  sLtowu  iu  Figs.  '2  and  3,  the  moldings 
shown  iu  those  two  figures  iu  red  lines  l>eing  the  moldings  which  the 
81>ee  ill  cation  states  the  machiue  is  to  form.  The  only  angles  iu  the 
uioldiugs  iu  those  two  tiguivs  are  right  angles. 

(ll'.)  It  is  not  apparent  for  what  purjtose  the  testimony  of  Kittredge 
was  introtlneed.  Xo  delVuse  to  which  it  cau  relate  is  set  np  iu  the  an- 
swer. It  is  not  rafenvil  to  in  the  brief  of  the  counsel  for  the  defendant. 
So  ilefeuse  of  laches  or  ticeuso  or  acquiesi-euee  by  the  plaintiff  iu  the 
use  of  the  machine  by  the  defendant  is  set  forth  iu  the  jiuswer.  The 
plaintiff's  patent  was  gi-auteil  in  Febrtuiry,  18(k-<.  He  began  his  snit 
against  \Yil8UU  in  May.  18(i!>.  It  was  not  decided  until  April,  1S79. 
The  defendant's  machine  was  made  in  l$'i.  This  suit  was  brought  in 
Jlny,  1871). 

(13.)  The  inventions  covered  by  claims  '2  and  i  of  the  plaintiff's  pat- 
ent weiv  new-,  useful,  and  patentable. 

All  the  qHcstions  raise«l  and  discussed  on  the  part  of  the  defendant 
have  been  carefnily  considered,  and  such  of  them  as  have  not  been  par- 
ticularly adverted  tt>  in  tiiis  decision  have  uol  been  overhx>ked,  but 
they  are  of  such  minor  imtKirtance  that  they  can  have  uo  weight  to  cou- 
tntl  or  modify  the  views  before  expressed,  and  therefore  it  is  not  deemed 
necessary-  to  comment  upon  them. 

There  must  be  a  deci-ee  tVir  the  plaintiff  as  to  claims  2  and  4. 


FiscHKB  r.  Haves. 

Ihfiiied  Jimanry  'X,  Ic^l. 

30  O.  fi.,  -Hi. 
Motion  to  SirrKEss  Testimony. 

A  niotl»n  to  itoji|iwiwtlie  twtiuiou.v  of  a  « ini«is,  on  the  groon-l  that  !!«•  ««•  nti»- 
tiikm  an  to  the  (H-i-:isioti  iu  n'i;unl  to  whii-h  he  supiiosed  UiumIi'  to  b*  tetlitj-fuS' 
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danied  when  it  appeued  that  the  k 

■nd  in  a  proper  maimer,  on  prior  notice  tc 

wM  adminiatered  to  the  witneta  by  the  sxamiiter  before  the  asaminatiou  btgau. 

Mr.  C.  F.  Blake  for  tbe  plaintiff. 

Mr.  J.  E.  Wkitdegge  for  the  defuidaDt. 

Blatohford,  J. : 

This  is  a  motion  by  the  deft^ndant  to  strike  oat  the  testimony  of  John 
D.  MacGlay  and  that  of  Phillips  Abbott,  taken  in  this  case  for  final 
hearing,  on  tbe  ground  Bet  forth  in  the  notice  of  motion:  (1)  that  Batd 
te.'stimony  and  tbe  oath  thereto  are  fictitious  android;  (2)  that  tbe 
direct  testimony  of  said  witnesses  is  fraudulent  aud  inoperative;  (3) 
that  said  testimony  is  unauthorized,  aud  does  not  properly  form  any 
part  of  the  record  or  of  the  proofs  herein. 

The  afBdavit  for  the  motion,  made  by  Mr.  MacClay,  December  7, 1880, 
is  to  the  effect  that  ou  tbe  18tb  of  March,  1880,  the  day  his  direct  testt- 
mony  purports  to  have  been  taken,  he  n'eiit  to  the  office  of  Mr.  Blake, 
the  plaintiff's  solicitor,  and  there  Mr.  Abbott  read  to  Lim  a  paper,  but 
presented  to  him  no  drawing,  and  asked  him  to  sign  the  paper,  and  he 
signed  it,  and  be  was  then  taken  by  Mr.  Oonolly  before  Mr.  Shields,  the 
examiner,  and  wasawomby  Mr.  ESbields  to  tell  tbe  truth,  and  the  whole 
truth,  the  paper  not  being  present,  but  being  retained  by  Mr.  Abbott, 
and  that  he  did  not  after  that  giva  any  deposition  or  return  to  Mr. 
Blake's  office.  He  also  says  that  when  Mr.  Abbott  so  read  the  said 
paper  to  him  he  did  not  read  any  questions  to  him,  and  he  did  not  make 
any  of  the  answers  purporting  to  have  been  made  by  him.  His  expla- 
nation is  that  what  was  so  read  to  him' was  in  naiTative  form,  and  he 
thought  it  was  an  affidavit. 

The  testimony  referred  to  is  in  the  form  of  questions  and  answers, 
and  in  reply'  to  question  13  Mr.  MacClay  explains  a  drawing  then  pro- 
duced aud  shown  to  him,  aud  stated  to  be  offered  in  evidence,  and 
marked  as  an  exhibit.  Mr.  MacClay  also  states  that  when  he  was  cross- 
examined  by  the  defendant's  solicitor  on  the  3tst  of  March,  1880,  he 
thought  tbe  cross-examination  related  to  affidavits  he  had  made  in  this 
case  in  1879. 

It  IS  stated  in  the  heading  of  the  direct  examiuation  that  MacClay 
was  first  daly  sworn.  At  tbe  end  of  the  direct  examination  is  a  jui-at, 
signed  by  Mr.  Shields,  the  examiner,  to  the  effect  that  it  was  sworn  to 
before  him  March  18,1880.  The  defendant's  solicitor  was  not  present  at 
the  direct  examination,  he  having  intentionally  remained  away,  though 
notified,  on  the  ground  that  he  regarded  the  proceeding  as  irregular. 
As  he  was  absent,  it  was  not  nnnatur^l  that  Mr.  MacClay,  a  layman, 
should  not  understand  that  he  was  being  examined  as  a  wituess-in-chief 
for  final  hearing.  It  apjiears  by  the  files  of  this  court  that  be  had 
■worn  to  au  affidavit  in  this  suit  before  Mr.  Abbott  as  a  notary  public 
on  the  23d  of  May,  1879,  aud  to  auotlter  affidavit  in  this  suit  before 
him  ou  the  12th  of  June,  1879. 
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Mr.  MacCIay'8  recollectipD  on  the  7th  of  December,  1880,  as  Boch 
recollection  appears  in  his  affidavit  of  tliat  date  in  narratiTe  form,  as  to 
what  occnrred  at  Mr.  Blake's  office  ou  the  18th  of  March,  1880,  is  very 
tliffereut  from  vhat  appears  from  his  cross-examiaatioD  on  the  3l£t  of 
March,  1880,  to  be  bis  then  recollection  of  those  occurrences,  if  such 
cross-examination  is  to  be  taken  as  referring  to  what  occurred  on 
the  18th  of  March,  1880,  and  not  to  what  ooearred  ou  one  or  the 
other  of  the  occasions  when  he  made  the  affidavits  in  IStO  before  Mr. 
Abbott.  Mr.  MacClay  says  that  he  did  not  understand  he  was  being 
cross- examineil  as  to  his  deposition  of  March  IS,  1880,  but  thought  he 
was  being  cross-examined  as  to  his  affidavits  of  1879.  It  is  pliUD  that 
Ht.  Whitelegge,  who  cioss-exumined  him,  thought  he  was  cross-exam- 
ining him  as  to  what  occurred  on  March  IS,  1880,  and  probably  the 
plaiutitt^s  solicitor  must  have  so  tbought  MacOa.v  was  then  and  there 
shown  his  signature  at  the  end  of  the  eighteen  direct  qneotions,  and  he 
identitled  it;  but  a  pemsal  of  all  the  questions  wid  answers  on  cross- 
examination  leads  to  the  couciusion  thnt  MacClny  may  verj'  well  have 
thought  that  he  was  being  cross-examined  in  reference  to  the  occasion 
when  lie  swore  to  his  nffidavit  of  May  23, 1879,  before  Mr.  Abbott. 
This  is,  however,  of  no  importance  to  the  merits  of  the  motion.  It  is 
shown  very  clearly  and  fiiUy  by  the  affidaiits  produced  in  opposition 
of  tlie  motion  that  the  direct  examiuatiou  of  Mr.  MaeClay  was  regularly 
taken  in  proper  form  and  in  a  proper  manner  on  the  ISth  of  March, 
1880,  on  prior  notice  to  the  defendant's  solicitor,  but  without  his  pres- 
ence, as  before  stated,  and  tliat  the  usual  oath  was  administered  to  Mr. 
MiicOlay  by  Mr.  Shields,  the  examiner,  betbre  the  mtness  was  examined. 
The  jurat,  bearing  date  March  18, 1880,  at  the  close  of  the  direct  exami- 
nation sififneil  by  Mr.  Shields,  was  not  pnt  there  till  after  that  day;  bat 
that  is  immaterial. 

The  drawing  ou  tracing -cloth,  marked  "Complainant's  Exhibit,  Mac- 
Clay,  J.  A.  8.,  examiner,  marked  by  t'xaminer  March  31, 1880,  Fischer 
p.  Hayes,"  is  shown  to  be  the  identical  drawing  deposed  to  by  MacCUiy  in 
his  answer  to  direct  question  13.  It  is  precisely  like  thp  copy' now  pro- 
duced, made  by  lyde,  Maroh  25, 1880.  Hyde  and  Mr.  Wfait«legge  are 
shown  to  be  mistaken  in  their  idea  that  the  drawing  was  made  on  yel 
low  Manila  paper. 

Mr.  Whitelegge  sets  forth  in  his  affidavit  that  the  diroct  testimony  of 
rbe  witness  Abix>ttwas  prepared  for  the  occasion  and  was  not  taken  iu 
the  usual  manner  or  at  the  time  it  purport?  to  hare  bei'ii  taken,  and  is 
petitions,  and  that  the  testimony  of  ^Ir.  Abbott  purports  to  have  l>een 
l»«gnii  and  terniinnte4l  ou  the  31st  of  March,  ISSO;  whei-eas  his  direct 
testimony  was  in  part-  put  iu  ou  the  18th  and  19th  of  Mai-ch.  Any  ern>- 
uet>u8  impression  in  this  i-espect  arises  from  the  order  of  printing  and 
irttm  the  otder  iu  wliicli  the  manuscript  sheets  of  the  testimony  are  )>.it 
tojrether.  A  retVn'iice  to  those  sheets  shows  that  the  dii-eet  testiuu>uy 
of  Mr.  Ablwtt  was  begun  on  the  18th  of  Mait-'h  and  concludetl  ou  the 
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Iftth.  It  is  ehown  that  the  direct  examiiiation  of  Mr.  Abbott  was  rega- 
larly  taken  on  au  oath  previoiuly  administered  to  him  by  Mr.  Shields, 
and  that  the  aUegations  made  by  Mr.  Wbitelegge  against  his  testimony 
are  groundless. 

The  sTeariog  of  Mr.  MacCIsy  again  ou  the  8th  of  April,  1880,  after 
the  close  of  his  cross-esamiDation,  is  fully  explained. 

The  motion  is  denied  both  in  this  case  and  in  so  far  as  it  may  be  con- 
sidered as  made  in  the  cases  against  Xiel  and  against  O'Shanghnessey. 


[Sopnme  Conn  of  tht  rnlt«d  States.] 

The  Hopkiks  &  Diokiksok  Majtopactubino  Company  r.  Cohbin 


DtdAd  Mag  i,  1381. 

ao  O.  G.,  897. 

Beisscc  Leitebs  Patest  No.  6,093  Cosstri-ed, 

The  oontenU  of  a  KiaBoe-applicfttion  lile  ma;  be  examiiied  in  order  to  deteimine 
the  scope  of  the  reiaane  as  granteil. 

Appeal  from  the  circuit  court  of  the  United  States  for  the  District 
of  Conuecticnt. 

Jfr.  Edmund  "Wetawre  for  the  appellant. 
Jfr.  G.  E.  Mitehell  for  the  appeUees. 

Mr.  Justice  Woods  delivered  the  opinion  of  the  coart: 

This  is  a  salt  in  equity,  brought  for  the  infringement  of  certain  reis- 
sued letters  patent,  dated  October  11, 1875,  for  an  improvement  in  sasli- 
loe-ks.  The  original  patent  was  issued  to  George  Voll  and  George  Mc- 
Gregor as  joint  inventors,  and  the  reissue  was  granted  to  their  assignee, 
t^e  Hopkins  and  Dickinson  Manufacturing  Company,  the  appellant. 

In  the  years  1868  and  1869  George  Toll  was  the  foreman  of  George 
McGregor,  a  locksmith  of  Cincinnati,  who  kept  a  shop,  where  he  sold 
:M8h-locks.  Prior  to  February,  1868,  McGregor  had  been  selling  a  self- 
luckiug  sash-tock  made  by  Itobert  Lee,  of  Cincinnati,  nnder  a  patent 
granted  to  him  dated  May  -30,  186.5. 

^^ash'locks  are  a  contrivance  which,  by  fastening  the  top  rail  of  the 
tower  sash  to  the  bottom  rail  of  the  upper  sash,  prevent  the  oi»ening  of 
wiiidowg  from  the  outside  either  by  lowering  the  upper  or  raising  the 
lower  sash.  Their  general  f^oiistructiuri  and  operatioii  is  as  follows:  A 
lever  is  pivoted  upon  the  top  rail  of  the  lower  sash.  When  the  lock  is 
open  the  direction  of  this  lever  is  the  same  an  the  rail  of  the  sash.  To 
fasten  the  sashes  it  is  necessarj-  to  turn  this  lever  on  its  pivot  to  a 
po:^itiou  across  and  at  right  angles  to  the  division-line  between  the  im- 
pinging raih*  of  the  two  Batches,  when  it  engages  with  acatehontbe  lM>t- 
tonii-iiilofthenpper  sash.    This  catch,  if,  as  lias  generally  been  the 
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case,  it  coneiste  of  a  simple  hook,  niider  the  projection  of  which  one  end 
of  the  lever  remains  when  in  the  locking  position,  is  sufficient  to  pre- 
vent the  opening  of  the  window  by  any  direct  pressure  on  the  sashes 
exerted  in  the  ordinary  way  to  oi>en  n  window;  but  thei-e  wonld  be 
nothing  to  prevent  the  pushing  aside  of  the  locking-lever  by  inserting 
from  the  outside,  between  the  impinging  rails  of  the  sashes,  a  knife-blade, 
paper-catter,  or  other  similar  instrument,  and  thus  opening  the  lock.  To 
prevent  this  varioua  devices  have  been  nsed  to  bold  the  locking-lever 
fast  whvn  in  the  locking  position,  so  that  it  couUl  not  be  moved  side- 
wise  &om  the  outside,  but  only  fit>m  the  inside,  by  disengaging  it  tVotn 
Hie  catAih  in  the  ordinary  process  of  unlocking. 

Tbia  object  was  accomplished  in  the  sash-lock  of  Lee  by  giving  the 
lever  a  cei'tain  amount  of  play  on  its  pivot,  so  tbat  when  it  was  tnmed 
to  the  locking  position  it«  end  not  only  jtitssed  iitider  the  catcb,  but  also 
behind  a  lip  in  the  catcb,  thereby  forming  with  the  latter  n  latch  which 
prevented  any  lateral  movement  of  the  lever.  This  was,  therefore, 
called  <i  "self-locking  sash-lock."  As  in  most  sash-lochs,  the  pivoted 
locking-lever  was  secured  to  a  bed-plate  fastened  ujion  the  top  of  the 
upper  rail  of  the  lower  ami  inner  saab.  This  plate  was  designated  the 
"  base-plate."  The  cateb  was  attached  to  a  similar  plate  on  the  bottom 
rail  of  the  upper  sash,  which  was  called  the  "striking-plnte." 

McGregor  was  unable  to  furnish  the  Lee  sash-lock  to  fill  a  large  or- 
der which  be  had  i-eceived,  aud  mentioned  the  fact  to  Toll,  who,  in  a 
short  time  produced  the  model  of  a  self-locking  sasb-lock.  In  this  lock 
tlie  locking- lever  was  pivoted  on  a  cylindrical  stump  upon  the  base- 
plate, the  base-plate  being  fastened  npun  the  upper  i-ail  of  the  lower 
sash.  Theie  Wivs  a  ronnd  hole  in  that  part  of  the  cylindrical  stuuip 
nearest  the  inner  eilge  of  the  sash-rail,  fitted  to  i-eceive  a  small  cylin- 
drical pin  or  bolt,  Tliat  part  of  the  locking-lever  which,  when  it  was 
iu  the  locking  position,  was  over  the  rail  of  the  inner  sash,  had  a  longi- 
tudinal bole  extending  through  it  to  the  pivotal  stump.  Through  tbi^ 
bole  a  cylindrical  pin  extendei.1  from  the  outer  end  of  the  lever  to  the 
8tnm]>.  and  was  {tresseil  by  a  spinti  spiing  against  the  stump.  WLeii 
the  loi'king-lever  was  tnrneil  around  into  the  locking  i>o8ition  the  enil 
of  the  pin,  by  action  of  the  spring,  enteretl  the  bole  by  a  horizontal  mo- 
tion, and  thus  the  lever  was  piwented  front  tuniing  si<lewise.  \Vhen 
it  was  desired  to  unloi^k  the  lock,  the  pin,  which  projected  beyond  the 
i-iid  of  the  )ocking-le\-er  and  endeil  iu  a  knob,  was  pulled  back  out  of 
the  hole,  and  the  lever  was  turned  sidewise  into  its  unlocked  position. 

This  sash-lock  was  made  alxnit  Febrnaiy,  1868,  and  on  the  24th  of 
that  nK>ntlt  Toll  appliinl  tor  a  patent  fur  his  invention,  describing  it  as 
iin  inipiwcnienl  in  aash-locks,  the  object  of  which  was  to  preveiit  the 
k»ck  fmm  being  unfastened  from  the  outside  by  inserting  a  knife  in- 
other  thbi  instrnment  betwei'n  the  sashes  and  pushing  aside  tlic  Jm-k- 
iiig-lever.    The  claim  was  thus  set  forth  in  his  speciltcatiun : 

liiiviut:  thitH  fully  tteM-ribeil  unit  net  titrth  the  Qiitnrf  of  my  inventiun,  wliiit  1  <li-- 
Mie  1"  netiire  by  L.tttiK  Patent  1b— 
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This  applicatiou  was  refused  becanse  the  mrentioo  had  been  antici- 
pated by  a  patent  issued  to  Brocksieper  and  Sargent,  May  11, 185^ 
Reference  was  also  made  by  the  Examiner  in  liis  refuHal  to  the  patent 
of  Kobeft  Lee,  dated  May  30, 1865.  Tbis  application  was  relieard  and 
a^D  rejected,  and  the  rejection  was  acquiesced  in  by  Yoll.  Not  long 
after  his  application,  and  before  its  final  rejection,  Voll  made  a  small 
lot  of  iBilver-plated  sash-locbs  according  to  bis  plan,  which  were  sent  in 
fall  working  order  to  McGregor's  shop  for  sale. 

After  this  rejection  Voll  made  aootber  sash-lock,  omitting  the  hole 
and  pin  features  and  asing  a  pivoted  piece  at  the  outer  end  of  the  lever 
which  worked  vertically  by  a  flat  spring,  locking  the  lever,  as  before, 
by  an  engagement  on  the  base-plate.  Yoll  sent  a  working  model  of 
this  contrivance  to  Mann  &  Co.,  of  Xew  York,  with  a  view  of  having 
a  patent  applied  for,  but  they  iufurnied  them  that  it  was  not  patentable. 
Thereupou  Yoll  and  McG^regor  went  to  work  and  made  the  improve- 
ment in  sash-locks  for  which  a  pa^tent  was  issued  to  them  dated  March 
30, 1869.  The  original  specification  described  by  letter  references  the 
separate  parte  of  the  sash-bolt  and  their  operation,  and  the  claim  was 
stated  as  follows : 

Id  a  MNh-lHilt,  the  aiTaDgemeiit  and  conibinatiou  of  ibe  baae-plalp  C  witb  the  aeg- 
mentc  therrou,  cum  D,  spring-bolt  Y,  arm  G,  and  cali-li  H,  sa  shown  and  described, 
for  the  prniMwe  i>pecified. 

On  July  1,  1870,  Voll  and  McGregor  sold  this  patent  and  the  inven- 
tion thereby  secured  to  the  appellant.  On  August  6, 1875,  the  appel- 
lant applied  for  a  reissue  of  this  patent.  In  the  application  for  a  reis- 
•sue  the  claim  was  tbns  stated : 

A  vibrating  lever  provi<led  with  a  bolt,  iu  combination  with  a  striking  plate  or 
book  and  n-ith  a  catcb -segment  beliind  which  tlie  l>olt  van  pass,  for>uc<l  upon  the 
plale  npon  which  the  lever  is  pivoted,  the  whole  conatitutiiig  a  sash- fastener,  and  the 
parts  enumerated  in  the  claiui  beiug  and  operating  substantially  as  apecilieil. 

The  reissue  was  grantetl  the  appellant  on  October  11, 1875,  as  prayed 
for.  The  essential  distinction  between  the  original  inventiou  of  Yoll, 
for  which  a  patent  was  refused,  and  that  covered  by  the  reissue  to  the 
appellant  of  the  letters  pateut  to  Voll  and  McGregor  is  this:  In  the 
contrivance  first  named  the  locking-lever,  when  in  locked  position,  was 
held  fast  in  its  place  by  a  bolt  which  was  driven  by  a  spiral  spring  into 
a  hole  in  the  stump,  on  which  the  lever  was  pivoted.  In  the  contri\-- 
ance  covered  by  the  pateut  to  Voll  aud  McGregor  the  bolt  which  holds 
the  locking-lever  in  its  place,  instead  of  entering  a  hole  in  the  post,  is 
forced  by  the  spiral  spring  past  the  end  of  a  segment  raised  uih>ii  a 
base-plate,  which  prevents  a  sidewise  movement  of  the  locking-lcvcr 
until  the  bolt  is  retracted.  The  sash-lock  inanufactuied  by  api)elleotJ, 
which  appellant  alleged  was  an  infringement  on  its  reissued  patent, 
had  placed  on  the  end  of  the  locking-lever  a  pivoted  latch  pruvitled 
with  a  downward  projection,  which,  «hen  the  locking-lever  was  placed 
'n  a  locking  position,  entered  a  hole  or  socket  in  the  base-plate. 
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The  court  below  diamissed  the  bill.  Its  decree  is  brought  here  for 
review.  The  defense  insisted  on  is  that  if  tlic  claim  of  appellant's  reis> 
aued  patent  be  construed  to  cover  the  appellees'  sash-locks  it  is  void, 
because  it  embraces  the  previous  invention  made  by  Yoll  alone,  which 
liad  been  abandoned  to  the  public  after  it  bad  been  rejected  by  the  Pat- 
ent Office,  and  which  was  not  the  invention  of  Vol!  and  McG-regor 
jointly,  and  that  if  the  reissue  is  so  coustmed  as  to  cover  the  sasb-locks 
made  by  appellees  it  is  for  a  different  invention  from  that  which  the 
original  patent  to  Yoll  and  McGregor  covered.  We  think  this  defense 
is  sustamed  by  the  evidence. 

It  is  perfectly  dear  that  the  saQh-Iock  manofactured  by  the  appellees 
was  as  much  an  infringement  of  the  device  invented  by  VoU,  for  which 
a  patent  was  refused,  as  it  was  of  the  reissned  patent  of  appellant.  In 
both  Yoll's  contrivance  and  the  patented  device  of  Yoll  and  McGregor, 
which  appellant  claims,  the  catch  to  prevent  the  sidewise  motion  of  the 
lochiug-lever  was  on  thS  base-plate  and  not  on  the  striking-plate,  and 
in  Yoll's  invention  the  catch  consisted  of  aboltdrivenbyaspiralspring 
into  a  hole,  and  in  Yoll  and  McGregor's  invention  the  bolt  was  driven 
by  a  similar  spring  past  the  end  of  a  segment  raised  on  the  baae-plate. 
A  pivoted  latch  on  the  end  of  the  locking-lever  with  a  downward  pro- 
jection entering  a  socket  in  the  base-plate-  to  preveftt  a  lateral  move- 
ment of  the  locking-lever  does  not  appear  to  us  to  be  the  equivalent  of 
'Cither  the  contrivance  of  Yoll  or  of  Yoll  and  McGregor.  The  differ- 
ence between  them  is  as  clear  and  distinct  as  the  difference  between 
a  door-latch  and  a  door-bolt.  But  if  the  sash-lock  of  appellees  is  held 
to  infringe  the  Yoll  and  McGregor  patent,  it  beyond  question  or  con- 
troversy includes  the  separate  device  of  Yoll  for  which  he  made  appli; 
cation  for  a  patent.  The  only  ground  iipoa  which  appellee's  easfa-look 
can  be  held  to  embody  any  part  of  the  device  of  either  is  that  the  catch, 
to  prevent  the  sidewise  motion  of  the  locking-lever,  is  on  the  base-plate 
and  not  on  the  striking-plate ;  but  this  was  the  important  part  of  Yoll's 
separate  invention,  and  he  was  refused  a  patent  for  it  and  abandoned 
his  application  therefor.  He  made  locks  according  to  his  device  and 
put  them  on  sale. 

Construed  in  the  light  of  the  fact  that  the  application  of  YoU  for  a 
patent  for  his  device  was  refused,  the  invention  of  Yoll  and  McGregor 
is  reduced  to  very  narrow  limits.  Their  improvement  would  consist 
solely  in  the  fact  that  the  bolt  in  the  locking-lever,  instead  of  being 
driven  by  the  spiral  spring  into  a  hole  in  the  post  upon  which  the  lever 
is  pivoted,  is  driven  past  the  end  of  a  segment  raised  on  the  base-plate. 
So  construed,  it  is  perfectly  plain  that  there  is  no  infringement. 

Conclusive  evidence  to  establish  the  defense  is  found  in  the  amend- 
inents  made  by  the  appellant  in  its  application  for  reissue.  If  the  re- 
issue had  been  granted  as  applied  for  it  might  with  some  plausibility 
have  been  claimed  that  the  reissued  patent  was  infringed  by  the  sash- 
210  p 
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ktckB  made  by  the  appellees ;  bat  the  application  in  ita  original  form 
was  not  granted.  The  specification  for  the  reissaed  patent  waa  amended 
by  striking  oat  whereTBr  they  occarred  the  words  "  socket  or  depression 
in  the  baae-plate,"  and  sabatitating  the  words  "  catch-segment  or  seg- 
ment." This  shows  beyond  controversy  that  in  asking  for  a  reieaae  the 
appellant  soaght  to  make  ita  patent  over  sash-locks  like  those  made  by 
appellees,  bat  was  not  able  to  do  so,  and  the  reissne  was  restricted  to  a 
sash-lock  in  which  the  locking-lever  was  made  fust  by  a  bolt  driven  past 
the  end  of  a  segment  raised  on  the  base-plate. 

These  conclusions  warrant  the  inference  that  if  the  reiSHaed  patent 
is  to  be  constmed  as  appellant  insists  it  should  be,  and  as  it  maat  be, 
to  include  the  sash-locks  of  appellees,  it  is  broader  than  the  origiaal 
patent,  and  therefore  void.  The  Wood.  Pa2>er  Patent,  33  Wall.,  566 ; 
Ruuellv.  Dodge,  93  U.  S.,  460;  Powder  Company  v.  Potcder  Works,  98 
U.  S.,  126;  Ball  v.  Langlet,  and  Swain  Turbine  Company  v.  Ladd  de- 
>oided  at  the  present  term  ;  Wieka  v.  Stevens,  2  Woods,  3)2. 

We  are  of  opinion  that  the  decree  of  the  cinmit  ooart  dismissing  ap- 
pellant's bill  was  light.    It  is  therefore  affirmed. 


[ITDlted  StalM  Circuit  Conit— DiMrlet  ot  MMaHfaowtU.] 

AUEBiCAN  Bell  Tblephohb  Company  bt  al.  v.  Spencee  et  al. 

Deolied  June  91,  1881. 
20  O.  G.,  999. 

1.  LnTKBB  Patent  No.  174,465  8usTAiirai>. 

P«t«iit  No.  174,465,  iasned  to  Bell  for  kn  ImprovutieDt  in  tekgrapby,  said  in  thft 
speoifiefttion  to  oonaist  in  "  the  emplayment  of  •  vibiatory  at  andnlktorr  oanent 
of  eleotricity,  iii  oontradisti action  to  a  merely  iotennittent  or  pulsatory  current, 
and  of  a  method  of  and  appaialns  for  producing  electrical  undnlationa  npon  tbe 
line-wire,"  clearly  describe*  a  method  and  apparatne  for  traDamlttlDg  vocal  or 
other  Bounds  telegraphically  by  oaasing  electrical  undulations  similar  in  fbrm  to' 
vibrationa  of  the  air  aocatnpaDjing  the  said  vocal  or  other  sounds.  The  fifth  claim 
of  the  patent  is  therefore  valid,  and  is  iiifHnged  by  the  use  of  a  method  and  aip- 
paratus  for  tranuuittiDg  vocal  sounda  which  resemble  those  of  the  patent  in  pro- 
ducing electrical  undulatlonB  copied  t^m  tlie  vibrations  of  a  diaphragm,  thongh 
the  specific  method  of  producing  tliosc  electrical  uudutatious  is  different. 

S.  Sank — Constbitction. 

If  the  Bell  patent  were  for  n  mere  arraugeniont  or  combination  of  old  devloea  to 
produce  a  aomewltat  bettor  result  in  a  known  art,  then  no  donbt  a  person  who 
substituted  a  new  element  not  known  at  the  dute  of  tbe  patent  might  escaiie  the 
ohargeof  infringement  J  but  Bell  discovered  a  new  art — tliat  of  triinHtnitting  speech 
by  electricitj'— mid  ban  a  right  to  hold  the  broadcHt  claim  for  it  which  can  lie  per- 
mitted in  any  oaxe,  not  to  the  abstract  right  of  seuding  sounds  by  telegraph  with, 
out  any  regard  tomeuns  hat  to  all  means  aiidprooesses  which  he  has  both  inventAd 
and  claimed. 

3.    8am  K — NOVELTV. 

Thu  invention  of  Boll  is  not  nntici[>nteil  by  the  apparatus  mwlc  by  Reis,  of  Ger- 
many, in  18(iO,  anil  doncribed  In  several  publications  before  18711,  lutthat  apparatns 
could  only  act  as  a  transiuittornf  electricnl  undulations  and  nut  as  a  receiver,  and 
that  only  by  au  adJuHtmont  not  contemplated  by  tbe  inventor. 
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4.  COHTssTiMa  Clums  to  Bbttlk  CoflTB. 

It  KBa  Dot  tbe  intent  of  tbe  statnte,  f  n  deolaiing  thkt  if  a  patentee  liu  claimed 
too  mach  in  any  part  of  hia  patent  he  afaall  not  noover  coats,  to  direct  that  olaliia 
not  in  lisae  shonld  be  oooteated  for  the  mere  pnrpoae  of  lettling  the  coata. 

Mr.  Chauncey  Smith,  Mr.  H.  N".  DicJcerton,  and  Mr.  J.  J,  Storrow  for 
the  plaintifTs. 

Mr.  Fred.  S.  Betts,  Mr.  W.  0.  Witter,  Bnd  Mr.  Charles  W.  Wett  for 
the  defeodatitB. 

LOWZLL,  J.: 

The  bill  alleges  an  iDfringement  of  two  patents  granted  to  Alexander 
OTf^am  Bell.  The  defendants  admit  that  they  have  infringed  some  valid 
claims  of  the  second  patent ;  bat  the  plaintiff^  are  not  content  with  this 
admission.  They  rely,  besides,  apon  the  fifth  claim  of  the  first  patent, 
which  is  mnch  more  comprehensive  in  Its  scope. 

Patent  Xo.  171,466,  issued  to  Bell,  dat«d  March  ?,  1S76,  is  entiUed 
"improvement  in  telegraphy,"  and  is  said  in  the  speoifleation  to  consist 
in  "  the  employment  of  a  vibratory  or  nndnlatery  current  of  electricity 
in  contradistinction  to  a  merelji  intennittent  or  pnlsatory  current,  and 
of  a  method  of  and  apparatus  for  prodncing  electrical  nndalations  npon 
the  line-wire."  The  patentee  mentions  several  advantages  which  may 
be  derived  by  the  nse  of  this  nndnlatory  cnrrent,  instead  of  the  inter- 
mittent carrent,  which  contiiinally  makes  and  breaks  contaot  in  its  ap- 
plication to  mnltiple  telegraphy — that  is,  sending  several  messages  or 
strains  of  mnsic  at  once  over  the  same  wire,  and  the  possibility  of  con- 
v^lng  soonds  other  than  mnsical  notes.  This  latter  application  is  not 
tiie  moat  prominent  in  the  specification,  thoagh,  as  often  happens,  ithas 
proved  to  be  of  surpassing  value.  This  part  of  the  invention  is  shown 
in  flgore  7  of  the  drawings,  and  is  thns  described  in  the  text : 

The  armatDie  e,  Fig.  7,  is  faBt«ned  tooaely  by  one  extremity  to  the  uncovered  leg  i 
of  the  electio-magnet  b,  and  lu  other  ezttemlty  ia  attached  to  the  center  of  a  itretched 
membrane,  a.  A  cone,  A,  ia  need  to  oonYey  aonnd  vlbratlonB  upon  the  membrane. 
When  a  aonnd  ia  ntteced  in  the  cone  the  membrane  a  ia  aet  in  vibration,  the  annatnie 
e  ia  forced  to  partake  of  the  notion,  and  thas  eleotrioal  nndnlationa  are  created  apon 
tbedioaitEi«/0.  These  undnlationa  are  similar  in  form  t«  the  ail  vibratiooa  canted 
by  the  soond — that  is,  they  are  represented  graphically  by  similar  oarrea.  The  nn- 
dnlatory onrrent  passing  through  the  electro-magnet  /  influences  its  armature  k  to 
copy  the  motionaof  theonnature  c  A  similar  sound  to  that  uttered  in  Aistiienheard 
to  proceed  from  L. 

With  the  figure  7  before  na,  this  description  is  readily  andeistood. 
A  cone,  of  pasteboard  or  other  snlteble  material,  has  a  membrane 
abntched  over  ite  smaller  end.  At  a  little  distonce  is  a  piece  of  iron 
magnetized  by  a  coil,  throngh  which  is  passing  a  cnrrent  of  electricity. 
When  sounds  are  made  at  Uie  month  of  cone  A  the  membrane  vibrates 
like  the  drum  of  a  human  ear,  and  the  armature,  which  is  directly  in 
front  of  the  magnet,  vibrates  with  the  membrane,  and  ite  movements 
cause  pulsations  of  electricity  like  those  of  the  air  which  excited  the 
membrane  to  pass  over  the  wire,  and  tkt  wire  stretefaes  to  anot-her  simi- 
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lat-  magnet  aud  coue  witb  its  membrane  and  Hniiiiture.  The  secoiid 
ai'iiiiitureaud  membrane  take  up  the  vibrationB  tuid  make  them  audible 
by  i-epeating  them  into  the  condeusing-cone  L,  which  translates  them 
into  vibrationB  of  the  air. 

The  defendants  insist  that  the  instrument  repreBented  in  figure  7  will 
not  trauamit  articulate  speech;  that  this  great  result  has  been  reached 
by  Mr.  Bell  entirely  through  the  improvements  described  in  his  second 
patent,  such  as  the  substitution  of  a  metal  plate  for  the  stretched  mem- 
brane and  some  others. 

The  importance  of  the  point  is  that  if  Bell,  who  in  admitted  in  this 
case  to  be  the  original  and  first  inventor  of  any  mode  of  transmitting 
speech,  had  not  completed  his  method  and  pat  it  into  a  working  form 
when  he  took  hie  first  patent,  he  may  lose  the  benefit  of  his  invention, 
because  in  his  second  patent  he  makes  bo  broad  claim  to  the  method 
or  process,  bat  only  to  the  improvements  upon  a  process  assnmed  ,to 
have  been  sufBciently  described  in  his  first  patent. 

There  is  some  evidence  that  Belt's  experiments  with  the  instnuneat 
described  in  figure  7  before  he  took  out  bis  patent  were  not  entirely 
SQCcessfbl;  but  this  is  now  immaterial,  for  it  is  proved  that  the  instra- 
ment  will  do  the  work,  whether  the  inventor  knew  it  or  not,  and  in  the 
mode  pointed  out  by  the  specification. 

The  fifth  claim  of  this  patent  is  for — 

The  method  Mid  »pp»nttiis  far  transinitting  vooat  or  olber  aonnda  telegraphicaU  j,  by 
cftiuing  eloctrieal  nndulalious  similai  in  form  to  the  vibrations  of  the  air  aooompany- 
ing  the  said  vocal  or  other  aoniids,  Hnhstantially  as  set  forth. 

The  defendants  use  a  method  and  apparatus  for  transmitting  voeal 
sounds  which  resemble  those  of  the  plaintifi's  in  producing  electrical  un- 
dulations copied  from  the  vibrations  of  a  diaphragm  and  sending  them 
along  a  wire  to  a  similar  receiver  at  the  other  end.  The  specific  method 
of  producing  the  electrical  undulations  is  different.  It  is  made  on  the 
principle  of  the  microphone,  which  has  been  very  much  improved  since 
the  date  of  the  first  Bell  patent. 

If  the  Bell  patent  were  for  a  mere  arrangement  or  combination  of  old 
devices  to  produce  a  somewhat  better  resnlt  in  a  known  art,  tlien  no 
doubt  a  person  who  substituted  a  new  element  not  known  at  (he  date 
of  the  patent  might  escape  the  charge  of  infringement;  but  Bell  dis- 
covered a  new  art — that  of  transmitting  speech  by  electricity — and  has 
a  right  to  hold  the  broadest  claim  for  it  which  can  be  permitted  in  any 
case,  not  to  the  abstract  right  of  sending  sounds  by  telegraph,  without 
any  regard  to  means,  but  to  all  means  and  processes  which  he  has  both 
invented  and  claimed. 

The  invention  is  nothing  less  than  the  transfer  to  a  wire  of  eleotrical 
vibrations  like  those  which  a  sound  has  produced  in  the  air.  The  dfum 
ia  not  so  broad  as  the  invention.  It  was  undoubtedly'  drawn  scmiewhat 
carefully  in  view  of  the  decision  in  ffReilly  y.  Morse  (15  How.,  62),  and 
covers  the  method  and  apparatus — that  is,  aiiy  process  and  at|f  iippa- 
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ratiis  of  subatautially  similar  cliaracter  to  those  described.  Tlie  patent 
points  out  distinctly  tLat  the  undulations  may  be  produced  in  other 
modes  besides  the  vibration  of  an  armatnre  in  front  of  a  magnet,  and 
the  defendants  make  ase  of  a  mode  not  wholly  nnknown  at  that  time, 
tliongh  much  improved,  in  creating  their  undulations. 

It  seems  to  me  that  the  defendants  use  both  the  method  and  the  ap- 
paratus of  Bell.  The  essential  elements  of  the  method  are  the  produc- 
tion of  what  the  patent  calls  "nndalatory  vibrations  of  electricity"  to 
correspond  with  those  of  the  air,  and  transmitting  them  to  a  receiying- 
instrument  capable  of  echoing  them.  Granting  that  the  defendants* 
instrument  for  converting  the  vibrations  of  the  diaphragm  into  vibra- 
tions of  electricity  is  an  improvement  npon  that  of  the  plaintiffs,  still 
it  does  the  same  sort  of  work,  and  it  does  it  in  a  mode  not  wholly  un- 
known at  the  date  of  the  patent,  though  I  do  not  consider  that  material. 

Au  apparatus  made  by  Reis,  of  Germany,  in  1860,  and  described  in 
several  publications  before  1876,  is  relied  on  to  limit  the  scope  of  Bell's 
invention.  Beis  appears  to  have  been  a  man  of  learning  and  ingeauity. 
He  used  a  membrane  and  electrodes  for  transmitting  sounds,  and  bis 
apparatus  was  well  known  to  curious  inquirers.  The  regret  of  all  its 
admirers  was  that  articulate  speech  could  not  be  sent  and  received  by. 
it.  The  deficiency  was  inherit  in  the  principle  of  the  machine.  It  can 
transmit  electrical  waves  along  a  wire,  under  very  fovorable  circum- 
stances, not  in  the  mode  intended  by  the  inventor,  but  one  suggested 
by  Bell's  discovery;  but  it  cannot  transmute  tiiem  into  articulate 
sounds  at  the  other  end,  becanse  it  is  constmcted  on  a  i^lse  theory, 
and  the  delicacy  of  use  required  to  make  it  perform  part  of  the  ojiera- 
tion  is  fatal  to  its  possible  performance  of  the  other  part.  A  Bell  re- 
ceiver must  be  used  to  gather  up  the  sound  before  the  instrument  can 
even  now  be  adapted  to  a  limited  practical  use.  It  was  like  those  deaf 
and  dumb  pupils  of  Professor  Bel),  who  conld  be  taught  to  speak  but 
not  to  hear.  That  was  all,  but  it  was  enough.  A  century  of  Beis 
would  never  have  produced  a  speaking-telephone  by  mere  improve- 
ment in  constmction. 

I  am  of  the  opinion  that  the  fifth  claim  of  Patent  ^^o.  174,465  is  valid, 
and  has  been  infringed.  The  statute  declares  that  if  a  patentee  has 
claimed  too  mach  in  any  part  of  his  patent  he  shall  not  recover  costs, 
and  it  has  been  argued  that  certain  claims  of  tliese  patents  not  relied 
on  by  the  plaintiffs  are  too  broad.  In  this  stage  of  the  case  the  ques- 
tion of  costs  does  not  arise;  but  I  may  as  well  say  that  there  is  not 
satRcient  evidence  in  the  record  to  enable  me  to  find  whether  these 
claims  are  valid  or  not,  and  that  the  statute  does  not  mean  that  claims 
not  in  issue  should  be  contested  for  the  mere  purpose  of  settling  the 
costs.  More  expense  might  be  incurred  in  such  a  mode  (tt  trial  that  de- 
pended upon  the  main  issue.  ^         . 

Decree  for  the  complainants.  r,oiii--n,AjOOJ^IC 
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[Uallcd  Stall*  CUoidt  Cowl-aoBtbwn  DkMot  of  »•«  To  A.l 

Watbok  XT  AL.  V.  Smith  bt  al. 
DteUti  Mat  9, 1861. 

90  o.  □.,  aoo. 

l!(PBi:«OEMKNT — DEVEySK,    LiCKN'SE. 

Delmue  tbftt  the  xsta  of  infringement  wen  done  under  a,  tloenae  Is  an  BSmft- 
tiTe  defcnae  to  be  ettobliahed  by  proof. 

Whkelee,  J. : 

This  snit  is  brought  apon  Letters  Patent  No.  68,656,  dated  September 
10, 1867,  and  issued  to  Oliver  Salgee,  for  improvenieDts  in  bose-coop- 
lings,  aud  owned  b;  the  plaiDtiSs.  Maaofactuie  and  sale  of  the  pat- 
ented devices  are  admitted.  The  only  defense  made  is  that  what  was 
done  was,  as  is  claimed,  done  nnder  a  license.  This  is  an  affirmative 
defense,  to  be  made  out  by  proot  That  part  of  the  answer  setting  it  np 
is  mere  pleading,  and  not  evidence.  After  careful  examination  of  the 
proofs  it  does  not  appear  by  any  fair  preponderance  of  evidence  tiutt 
the  parties  mntoally  understood  and  agreed  that  the  defeudanta  might 
make  use  of  the  patented  invention,  nor  that  the  plaintiffs  gave  them 
warrautably  to  understand  that  the;  might,  on  which  nnderstanding 
they  acted.  What  they  did  appears  to  be  a  wrongM  infringement  in- 
stead of  a  matter  of  contract. 

Ijet  there  be  a  decree  for  an  injunction  and  an  account,  with  costs. 


[Snpnme  C«art  tf  the  Doited  State*.] 

Webber  v.  YiBaiNiA. 

Dt«UM  May  S,  1^1. 

30  O.  0.,  369. 

1.  Taxation— LicKKBE — Sale  ok  Haxufactdrbs— Patent. 

A  State  Dwy  require  the  taking  ont  of  a  liceoie  forthe  sale  of  a  mannfacturcd 

article,  aud  the  fact  that  the  article  is  prodoced  nnder  a  patent  will  not  defeat 

this  power. 
S.  COMMKRCR— Tax ATiox— Disc RiMiNATiux  Auainst  Niix-BKttiUB.ST  Uamoiactl'- 

RER. 

A  tax  upon  the  manofacturera  of  another  fitate,  while  those  of  the  8tal«  itaelf 
are  free  from  auch  taxation,  is  invalid,  Bince  it  diacriminatcs  agninst  the  rights  of 
the  uon-residt-iit  munufai^turi^r  and  viulatee  the  constitntiuual  proviaion  vesting 
tial  ooutnil  in  the  Federal  Oovemment. 


In  erkob  to  the  Supreme  Court  of  Appeals  of  the  State  of  Virginia. 

Ill  May,  1880,  the  plaintiff  in  error  J.  T.  Webber,  was  indicted  in  the 
CJunty  court  of  Henrico  County,  in  that  State,  for  uiilawfol  selling  and 
ol^ring  for  sale  in  that  county  to  its  citizens  certain  machines  known 
as  "  oinger  sewing-madiines,''  whi(^  were  manufactured  out  of  the  Btatei 
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-withont  having  first  obtained  a  license  for  tbatpurposefirom  the  aathor- 
ities  of  the  coanty  or  having  paid  the  tax  imposed  by  law  for  t]iat  privi- 
lege. The  indictment  vas  fonnded  npon  the  fort}'-fifth  and  forty-sixth 
BectionB  of  the  revenne-f  aw  of  tiie  State,  which  are  as  follows : 

4e.  An;  person  who  shall  sell  or  offer  for  sale  the  nuumfactnred  articles  oi  mocbiuea 
of  other  StAt«B  or  Territories,  tmleis  he  be  the  owner  thereof  and  taxad  as  B  merchant 
or  take  orden  therefor  on  oommisslon  or  olhwrwise,  ihall  be  deemed  to  be  an  agent 
for  the  sale  of  mannfnotored  articles  of  other  States  and  Territories,  aud  shall  not  act 
as  such  withont  taking  ont  a  license  tbeiefar.  No  such  person  shall,  nndeihislicensa 
aa  such,  sell  or  offer  to  sell  such  articles  throagh  the  agency  of  another,  but  a  separ- 
ate license  shall  be  required  ftom  any  agent  or  employ^  who  ma;  sell  or  offer  to  sell 
anch  artiolM  for  another.  For  an;  violation  of  thia  seotiou  the  person  ofiteiding  shall 
pay  a  tine  of  not  less  than  fifty  dollars  nor  more  than  one  hundred  dollars  for  each  of- 

46.  The  speciflc  liceDse-ta:x  njiou  an  agent  for  the  nale  of  any  manufactured  articla 
or  machine  of  other  States  or  Territaries  sliall  be  twenty-flve  dollars,  and  this  tax 
shall  give  to  any  party  licensed  nnder  this  section  the  right  to  sell  the  same  within 
the  county  or  corporation  iu  which  he  shall  take  out  his  license ;  and  if  he  shall  ^uU 
or  offer  to  sell  the  same  iu  any  other  of  the  counties  or  corporations  of  this  State  h* 
shall  pay  an  additional  tax  of  ten  dollars  in  each  of  the  counties  or  corporations  when 
be  may  sell  oi  offer  to  sell  the  same.  All  persons,  other  than  resident  niannfaotn- 
rers  or  their  agents,  selling  articles  manufactured  In  this  State  shall  pay  the  speoifio 
license-tax  imposed  by  this  section.  Acts  of  Assembly,  1S75  and  1876,  p.  184,  chap. 
169,  sees.  45,  46. 

To  the  indictment  theacciieed  pleaded  "not  gtiilty";  and  on  the  trial 
it  was  proved  that  he  had  sold  and  offered  to  sell  sewing-machines  in 
Henrico  Coanty,  as  charged,  but  that  at  the  time  he  was  acting  as  an 
agent  or  employ^  of  the  Singer  Manufacturing  Company,  a  corporation 
created  under  the  laws  of  Kew  Jersey;  that  this  company  had  a  place 
of  business  iu  BichmoDd,  Virginia,  where  it  was  licensed  as  a  resident 
merchant  for  the  year  beginning  May  1, 18S0,  and  bad  paid  the  reqair- 
•ed  license-tax,  and  where  it  kept  a  stock  of  machines  for  sale;  that  the 
machines  sold  by  tlie  accused  were  the  proiierty  of  the  company,  and 
were  manalactured  by  it  out  of  the  State  and  in  accordance  with  si>eci' 
flcations  of  a  patent  of  the  United  States  granted  in  1879  to  one  W.  O. 
Hicks,  and  by  him  transferred  to  the  company.  It  also  appeared  tht^ 
the  accused  had  not  tuken  out  a  license  to  sell  the  machines  in  Hennco 
County,  and  was  not  liiinself  taxed  as  a  merchant  and  had  not  taken 
orders  for  the  machines  on  comniisaioii  or  otherwise.  On  the  trial  his 
counsel  requested  the  coiiit  to  uistmct  the  jurj'  that  if  they  believed 
the  Singer  Manufacturing  Company  bail  paid  for  a  general  merchant's 
license  for  the  year  beginning  May  1,  1880,  and  received  siicli  license, 
or  that  the  machines  sold  were  constnicted  according  to  the  specifica- 
tions of  the  pntcnt  held  by  the  coinpjiiiy,  and  tliat  the  acenseti  was  act- 
ing in  the  sules  mude  only  as  itH  employ^,  be  wus  entitled  to  a  verdict 
of  acquittal.  The  court  refused  to  give  tliese  instmctions,  and,  at  the 
request  of  tlifl  attorney  for  the  Commonwciilth,  instructed  the  j'-iry,  in 
substance,  that  if  they  believed  the  accused  had,  at  different  times 
within  the  year  previous  to  the  indictment,  sold  or  offered  to  sell  in 
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Enrico  County  to  its  dtizens  Singer  aewing-macliines  nuumfactured 
beyood  the  State,  and  at  the  time  Le  was  neither  the  manu&ctarer  him- 
self nor  the  omier  of  tbem,  aad  was  not  taxed  as  a  merchant  in  the 
county,  and  had  not  taken  orders  therefor  on  eommissiou  or  otherwise, 
and  had  not-obtained  a  license  to  sell  the  same  in  tlie  county,  and  had 
not  paid  to  the  proper  officer  the  tax  imposed  by  law  for  selling  the 
Mine  in  that  county,  they  should  find  him  guilty.  The  jory  found  the 
■ocQsed  guilty,  and  he  was  sentenced  to  pay  a  fine  of  fifty  dollars,  be- 
sides costs.  On  appeal  to  the  circnit  coart  of  the  county  this  judgment 
was  affirmed,  and  on  farther  appeal  to  the  supreme  court  of  appeals  of 
the  Statethe  jadgmeut  of  the  circuit  court  was  affirmed.  To  raview 
(he  latter  judgment  the  case  is  brooght  here  on  writ  of  error. 

Field,  J.: 

In  the  county  court,  where  the  accused  was  tried,  the  only  defense 
presented  by  his  instmctions  was  that  he  was  acting  as  the  agent  of 
tiie  Singer  Manufacturing  Company,  which  had  a  license  from  the  State 
as  a  resident  merchant  in  Richmond  to  sell  the  machines,  and  also  held 
a  patent  of  the  TJnit^  States  authorizing  it  to  manufacture  and  sell 
them  anywhere  in  the  United  States.  To  this  defense  the  answer  is 
obvious.  The  license  being  limited  to  the  city  of  Bichmond  gave  no 
authority  to  the  company  to  sell  the  machines  elsewhere,  and  of  coarse 
gave  none  to  its  agent.  Besides,  the  question  as  to  the  extent  of  the 
territorial  operation  of  the  license  depended  upon  the  construction  given 
by  the  coort  of  appeals  of  the  State  to  the  statute,  and  its  decision 
thereon  is  not  open  to  review  by  ns;  and  the  right  conferred  by  the 
patent  laws  of  the  United'  States  to  inventors  to  sell  their  inventions 
and  discoveries  does  not  take  the  tangible  property,  in  which  the  inven- 
tion or  discovery  may  be  exhibited  or  carried  into  effect,  from  the  oper- 
ation of  the  tax  and  license  laws  of  the  State.  The  combination  of  dif- 
&rent  materials  so  as  to  produce  a  new  and  valuable  product  or  result, 
or  to  produce  a  well-tuown  product  or  result  more  rapidly  or  better 
than  before,  which  constitutes  the  invention  or  discovery,  cannot  be  tbr- 
bidden  by  the  State,  nor  can  the  sale  of  the  article  or  machine  produced 
be  restricted  except  as  the  production  and  sale  of  other  articles  for  the 
manufacture  of  which  no  invention  or  discovery  is  patented  or  claimed 
may  be  forbidden  or  restricted.  The  patent  for  a  dynamite  powder  does 
not  prevent  the  State  fix>m  prescribing  the  conditions  of  its  manufacture,, 
storage,  and  sale,  so  as  to  protect  the  commuuity  from  the  dauger  of 
explosion.  A  patent  for  the  manufacture  and  sale  of  a  deadly  poison 
does  not  lessen  the  right  of  the  State  to  control  its  handling  and  nse- 
The  tegialation  respecting  the  nrticles  which  the  State  may  adopt  after 
the  patents  hnve  expired  it  may  equally  adopt  during  their  continuance. 
It  is  only  the  right  to  the  invention  or  discovery — ^the  incorporeal  right 
— which  the  State  canuot  interfere  with.  Congress  never  intended  that 
the  patent  laws  should  displace  the  police  powers  of  the  States,  mean- 
ing by  that  term  those  powers  by  which  the  health,  good  order,  pence- 
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and  general  welfare  of  the  community  are  promoted.  Whatever  rights 
are  secured  to  inventors  must  be  enjoyed  in  subordination  to  this  gen- 
eral authority  of  the  State  over  all  property  within  its  limits.  These 
vievs  find  support  in  the  language  of  this  court  in  Fattergon  v.  Ken- 
tucky (97  V.  S.,  501 ;  7  Beporter,  353).  In  accordance  with  the  viewa 
there  expressed  we  can  find  no  objection  to  the  legislation  of  Virginia 
in  requiring  a  license  for  the  sale  of  the  sewing-machines  by  reason  of 
the  grant  of  letters  patent  for  the  invention.  There  is,  however,  an  ob- 
jection to  its  legislation  arising  from  its  discriminating  provisions  against 
non-resident  merchants  and  their  agents,  and  this  is  presented  by  the 
instructions  given  to  the  jury  at  the  request  of  the  attorney  of  the  Com- 
monwealth. The  forty-fifth  section  of  the  revenue  law  declares  "t^t 
any  person  who  shall  sell  or  offer  for  sale  the  manufactured  articles  or 
machines  of  other  States  or  Territories,  unless  he  be  the  owner  thereof, 
and  taxed  as  a  merchant,  or  take  orders  therefor,  on  commission  or  oth- 
erwise, shall  be  deemed  to  be  an  agenf  for  the  sale  of  those  artioles^ 
and  shall  not  act  as  such  without  taking  out  a  license  therefor.  A  vio- 
lation of  this  provision  subjects  the  offender  to  a  fine  of  not  less  than 
fifty  dollars  nor  more  than  one  hundred  dollars  for  each  ofi'ense.  The- 
forty-sixth  section  fixes  the  license-tax  of  the  agent  for  the  sale  of  such 
articles  at  twenty -five  dollars.  The  license  only  gives  him  a'  right  to- 
sell  in  the  county  or .  corporation  for  which  it  is  issued.  If  he  sells  or 
offers  to  sell  in  other  counties  or  corporations  be  must  pay  in  each  an 
additional  tax  often  dollars.    The  section  then  deelarea  that — 

All  perHona  other  than  raeident  mauufMiturere  or  their  agento  Belling  articles  manu-- 
foctured  in  the  State  shall  psj  the  specific  license-ta^  imposed  by  this  MctioD. 

By  these  sections,  read  togethei-,  we  have  this  result:  The  agent  fin^ 
the  sale  of  articles  manufactured  in  other  States  must  first  obtain  a 
license  to  sell,  for  which  he  is  required  to  pay  a  specific  tax  for  each 
county  in  which  he  sells  or  offers  to  sell  them,  while  the  agent  for  the- 
sale  of  articles  manufactured  in  the  State,  if  acting  for  the  manu&ctnrer,. 
is  not  required  to  obtain  a  license  or  pay  any  license-tax.  Here  there  is- 
a  clear  discrimination  in  favor  of  home  manufactures  and  agtdnst  the 
mannfoctures  of  other  States.  Sales  by  manufacturers  are  chiefly  ef- 
fected through  agents.  A  tax  upon  their  agent-s  when  thus,  engaged 
is  therefore  a  tax  upon  them,  and  if  this  is  ma<le  to  depend  njion 
the  foreign  character  of  the  articles — that'  is,  upon  their  having  been 
manufactured  without  the  State — it  is  to  that  extent  a  regulation  of 
commerce  in  the  articles  between  the  States.  It  matters  not  whether 
the  tax  be  laid  directly  upon  the  articles  sold  or  in  the  form  of  license 
for  their  sale.  If  by  reason  of  their  foreign  character  the  State  can  im- 
pose a  tax  upon  them  or  upon  the  person  through  whom  the  sales  are 
effected,  the  amount  of  the  tax  will  be  a  matter  resting  in  her  discre- 
tion. She  may  place  the  tax  at  so  high  a  figure  as  to  exclude  the  intro- 
duction of  the  foreign  article  and  prevent  competition  with  the  home 
product'.    It  was  against  legislation  of  this  (liscriminating  kind  that 
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the  ftamers  of  tba  Constitatiou  intended  to  guard  when  the;  rested  ia 
Oongreas  the  power  to  regntate  commerce  among  the  several  States. 
In  Welton  v.  Mimouri  we  expressed  at  length  onr  views  on  the  subject, 
iind  to  oar  opinion  we  may  refer  for  their  statement.  !No  one  qnestioiis 
the  general  power  of  the  State  to  require  licenses  for  the  various  por- 
snits  and  occnpatioos  conducted  within  her  limits  and  to  fix  their  amount 
as  she  may  choose,  and  no  one  on  this  bench — certainly  not  the  writer 
of  this  opinion — would  wish  to  limit  or  qualify  it  in  any  respect,  except 
when  its  exercise  may  impinge  upon  the  just  authority  of  the  Federal 
Oovemment  under  the  Oonstitntion  or  the  hmitations  prescribed  by 
that  instrument;  bnt  where  a  ^wer  is  vested  excluairely  in  that  gov- 
ernment and  its  exercise  is  essential  to  the  perfect  ft'eedom  of  commer- 
«ial  intercourse  between  the  several  States,  any  interfering  action  by 
them  must  give  way.  This  was  stipulated  in  the  indissoluble  covenant 
by  which  we  became  one  people. 

In  a  recent  case  we  had  occasion  to  consider  at  some  length  the  ex- 
tent of  the  commercial  power  vested  in  Congress,  and  how  fitr  it  is  to  be 
deemed  exclusive  of  State  authority.  Beferring  to  the  great  variety 
of  subjects  upon  which  Congress  under  that  power  can  act,  we  said 
that— 

Borne  of  them  are  natioual  iu  their  character  and  admit  and  require  nnifbrinity  of 
regulation,  affecting  alike  all  the  States.  OtherH  are  local  or  are  mere  aids  to  coDt- 
meroe,  and  can  only  be  properly  regulated  by  provisions  adapted  to  their  special  oir- 
■enmstancee  and  localities.  Of  the  former  clau  may  be  mentioned  nil  that  portion  i^ 
commerce  with  foreign  countries  or  between  the  States  which  consists  iu  the  trans- 
portatiOD,  purchase,  uHe,  and  exchange  of  commoditieB.  Here  there  can,  of  necessity, 
be  only  one  system  or  plan  of  regnlatioua,  and  that  Congress  aloue  can  prescribe. 
Il^  non-action  in  such  cases  with  respect  to  any  pnrticular  commodity  or  mode  of 
trauepoitatiou  is  a  declaration  of  its  purpose  that  the  commeroe  in  that  conunodity 
or  by  that  means  of  transportation  shall  be  free.  There  wonld  otherwise  be  no  secu- 
rity against  conflicting  regnlatioua  of  different  States,  each  discriminating  in  faror  of 
its  own  products  and  citizens  and  against  the  products  and  citisens  of  other  States. 
CoMtyo/ifoifJev.  Kimball,  103  U.  a 

Commerce  among  the  States  in  any  commoditj-  can  only  be  free  when 
the  commodity  is  exempted  tcom  all  discriminating  regulations  and  bur- 
dens imposed  by  local  authorities  by  reason  of  ite  foreign  growtli  or 
mnunfiuititre. 

Kcversed  and  remanded. 


IL'ultal  SUtra  Clitnit  Conn— Sontlisrn  Dlatrlct  of  Hsw  Totk.J 

ItlCHAKDSON  V.   OeOFT  ET   AL. 

Ih-cidfd  Hank  4.  ISAl. 

•M  o.  (!.,  ;l^i 
Mi:  dftrnje  (iiff'oril  lor  the  pliiiiitilf. 
Mr,  Oittrgc  liUtm  for  tlie  di'ttiiidnnts. 
Blatchpoed,  <7.  : 
The  defendants  do  not  ^iltisfactoriI^^-  show  that  the  Hntchiusou  i>at' 


DECISIONS  OF   U.  S.  COURTS  IK  PATENT  CASES.  331 

eut  is  material  or  relevaut  to  the  case  od  tiie  qnestioD  of  novelty.  It  is 
on  that  qaestiou  that  the  answer  is  sought  to. be  ameoded.  All  that 
Mr.  Brevoort  says  is  that  the  Hnttihinsou  derioe  is,  in  his  judgment, 
"a  material  reference  against  the  Bicliardson  patent,  if  sach  patent  is 
to  be  aaderstood  as  embracing  the  defendant's'  devices."  How  or  why 
he  doee  not  state.  In  the  sense  in  which  Mr.  Brevoort  speaks,  it  would 
seem  that  the  Hatchinaon  patent  conld  be  introduoed  without  being  set 
np  in  the  answer.  On  the  other  hand,  Mr.  Elliott  soya  that  neither  the 
Hntchinson  patent  nor  the  references  to  and  descriptious  of  the  Hutch- 
inson device  recited  in  the  affidavit  of  Mr.  Peterson  contain  the  inven- 
tion of  Biohardson,  and  he  gives  his  reasons  for  so  saying.  His  views 
seem  to  me  to  be  correct.  Moreover,  it  is  not  shown  that  the  new  mat- 
ter could  not,  with  the  exercise  of  reasonable  diligence,  have  been  set 
up  in  the  original  answer. 
The  motion  is  denied. 


[riiit*a  state*  arcDlt  Coait— Eoathers  Dirtrlct  of  >'«t  Tark.] 

McKay,  Trustee,  &c..  v.  The  Scott  Sole  Sewing  Machine  Com- 
pany ET  AL. 
Deaidei  Ftbntam  S5,  I8SI. 
20  0.  G.,  372. 
Blatchford,  J. : 

McEenzie  states  that,  as  the  agent  of  the  Scott  Company,  he,  at  Cin- 
cinnati, sold  and  agreed  to  deliver  duplicates  of  the  Scott  machine  to 
various  shoe-manufacturers.  None  were  delivered.  The  injunction  was 
issned  and  served  September  17.  It  is  not  showu  that  the  five  machines 
afterward  sent  to  Cincinnati  to  the  care  of  Davin  were  intended  to  be 
delivered  to  any  of  said  purchasers  or  to  McKenzie,  or  to  be  sold  to  him 
or  to  any  oue  else,  or  to  be  used  in  business  before  the  expirationof  the 
product  patent,  or  to  pass  away  from  the  control  of  the  direct  agent  of 
the  company.  If  any  of  these  things  had  appeared,  or  if,  in  fact,  with- 
out any  one  of  the  above  intentions,  any  one  of  the  machines  had  been 
used  to  jiroduce  the  product,  even  against  the  action  of  the  agents  of 
the  company,  it  ought  have  been  held  that  there  was  a  violation  of  the 
injunction;  but  as  it  is  to  the  motion  for  the  attachment  nmstbc  denied. 


[rmtad  sum  Clnnit  Court— Soatbun  District  of  Kew  Tork.) 

The  Amebicax  Oabpet  Lining  Oosipany  et  al.  v.  The  Manhat- 
tan Carpet  Lining  Company  et  al.  Same  v.  Wingfield  ex*al. 
VKidtd  ApHi  9,  leei. 

^''■''••"'-  r,,.,,- GoOqIc 

Blatchford,  J.:  o 

I  have  so  much  doubt  on  the  question  as  to  the  validity  of  the  reissae 
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for  tbe  product,  becanae  of  the  withdrawal  of  the  lSo5  application  for 
a  patent  for  the  prodnct  after  its  rejection  aiid  the  taking  of  a  patent 
by  Harrington  in  1856  for  the  machine  alone,  luid  bis  acqaieaceuce  in 
that  state  of  things  until  that  patent  expired,  withont  having  again 
applied  for  a  iiatent  for  the  product,  that  I  think  it  is  not  proper  to 
grant(  the  preliminary  injunctions  asked  for.  I  have  not  considered  any 
of  the  other  qtiestioiis  raised  snd  discussed. 


(CoKedStatMCLnnltCoBrt-Kortban  DUtrtetatHaw  Taflcl 

GOLLIGNON  ET  AZ..  V.  HaYXS. 

D«eiaed  Mat  ">•  ^^^- . 

20  O.  G.,  447. 

1.  Prbuminaby  Injunction. 

Pielimiiiarf  injunctiau  granted  where  it  uppears  that  tlie  pluntitfs  had  beei) 
UMiii&ctDriQg  under  their  patent  fbr  ten  years,  and  had  never  been  interfere^ 
with  except  by  the  defendant,  whom  the;  had  promptly  notlfled  to  ceaee  inflring- 
ing. 
S.  Saju — Dkla.1  in  Brinoino  Suit. 

Mere  forbearance  to  ane,  under  the  eirenmatanoea  stated,  after  the  nollee  given, 
canaot  in  the  abeence  of  any  affirmative  encouragement  to  the  defendant  be  held 
to  affect  the  plaintifts'  right  to  a  preliminary  iqjuoation  in  snch  a  plain  case  aa 
thiai*. 
3.  Sahb— InsNTiTT  OK  DBvicae. 

Where  iu  defeudant's  device  correaponding  parta  are  pivoteil  together  and  fold 
together  in  like  way,  and  by  tbe  identical  mode  of  operation  as  in  the  plaintifts' 
derice,  an  injunction  will  be  granted,  althongh  defendant  is  operating  nnder  the 
patent,  the  claims  of  which  do  not  conflict  with  the  plaintifie'  patent. 
*.  8«us— Ci^iMS  OF  Deff.kdast's  Patknt  mot  thb  Tmt. 

Either  claim  iu  the  defendant's  patent  may  be  valid  as  a  whole,  and  jet  there 
may  be  no  right  to  make  the  whole  atj^cture  shown  in  its  drawings  without  a 
license  under  plaintiffs'  patent. 

Meg»rt.  Blair,  8novi  <C-  Rudd  for  the  plaintiff^. 
JIfr.  S.  H,  Duell  for  the  defendant. 

Blatchpoed,  J. : 

This  isa  motion  for  apreliminary  injunction  founded  on  Letters  Patent 
Wo.  96,778,  granted  November  10, 1869  (erroneously  statetl  in  the  bill 
as  October  16,  1870),  to  Nicholas  CoUignon  and  Claudins  O.  CoUignou, 
for  an  improvement  in  folding  chairs.    The  specification  says: 

This  invention  relates  to  ehnirs  which  fold  up  into  a  small  space,  whereby  they  are 
tendered  much  niiire  ooiivenieiit  for  trnusportation  and  storage  than  rhaira  of  ordinary 
eonstruetlon,  and  conusts  in  the  peculiar  arrangement  and  combination  of  parts,  as 
hereinafter  more  fully  tleecribed. 

In  the  aocompauyin);  slieet  of  drawings.  Figure  1  represents  a  side  elevation  of  the 
chair  OS  when  rendy  for  nso.  Fig.  2  nhons  the  chair  ns  folded  np.  Fig. :)  is  a  baek- 
ude  elevation. 

Similar  letters  of  reference  indicate  correeponding  ports. 
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A  ia  tlie  liftck,  the  aides  of  whiob  eztoud  to  the  floor  aud  form  the  frout  legs,  B  B. 
C  C  are  the  back  legs.  D  Tepre«eute  the  »eat,  and  A  representa  a  brace  in  eauh  side, 
which  is  pivoted  to  the  front  and  back  legs,  as  Bern  in  the  drawings.  The  seat  is 
plTOted  or  jointed  to  the  side  piecea,  which  form  the  back  and  front  legs,  as  seen  at/. 
Mid  to  the  back  or  rear  legs,  as  seen  at  ff.  These  Joints  may  be  formed  by  short  piTota 
or  bolts  or  by  roda  extending  acroaa  from  leg  to  leg  of  the  chair,  as  may  be  deeoied 
best.  A  suitable  namher  of  rounds,  h,  may  couaect  the  back  legs,  C,  and  also  the  front 
legs,  B,  together.    *    •    • 

It  will  be  seen  that  nhen  the  seat  is  raised  the  upper  ends  of  the  bach  legs  (against 
which  the  bock  of  the  chair  bears  in  sapporting  "a  weight  on  the  chair)  ore  thrown 
down  and  the  loner  ends  are  thrown  np,  and  the  chair  will  fold  together,  as  seen  in 
Fig.  2,  thus  Tendering  the  chair  much  more  useful  than  ordinary  chain,  as  it  may  be 
laid  away  when  not  in  nse,  and  may  be  packed  in  boxes  or  iu  bundles  for  trausporta- 

Tbe  ends  of  the  back  legs  may  be  provided  with  pins,  which  shall  enter  holes  in 
the  back  where  the  bearing  comes,  as  at  t,  should  it  be  considered  heat  to  do  so. 

The  claims  are— 

1.  The  seat  D,  pivoted  to  the  front  legs,  B,  and  at  its  rear  end  to  the  back  legs,  C, 
whereby  the  several  parte  are  adapted  to  be  folded  together,  as  herein  ahowu  and  do- 
•oribed,  for  the  purpoae  apeoliied. 

3.  In  oombinadon  with  the  above,  the  brace  E,  arranged  to  operate  BubsjAntiallf 
as  described. 

The  defeodaiit  conatraota  and  sells  folding  chairs  made  iu  accord- 
ance with  Letters  Patent  Ko.  221,062,  granted  to  bim  October  28, 1879. 
It  is  alleged  that  chairs  so  made  infringe  claim  1  of  the  plaintiifs'  pat- 
ent. It  ia  plain  that  that  claim  relates  to  the  pivoting  together  in  the 
manner  shown  of  the  parts  named  in  the  cbair  in  snch  manner  that  the 
parts  can  fold  together,  and  the  chair  become  a  folded  chair.  The  parts 
named  are  the  seat  D,  the  iront  legs,  B,  and  the  back  legs,  C.  The  side 
rail  of  the  seat  on  each  side  is  pivoteid  to  the  front  leg  at  a  point  in  snoh 
Bide  rail  intermediate  between  the  front  end  and  ttte  rear  end  of  such 
side  rail,  and  at  a  point  in  such  front  leg  intermediate  between  the  top 
and  the  bottom  of  sach  front  leg;  and  such  side  rail  on  each  side  is 
pivoted  at  its  rear  end  to  a  point  in  the  back  leg  near  the  upper  end 
tbereot  By  raising  aach  side  rails  toward  the  back  of  the  chair  the 
npper  ends  of  the  back  legs  are  thrown  down  and  the  lower  ends  of 
snch  back  legs  are  thrown  up,  and  such  side  rails,  the  back,  the  front 
legs,  and  the  'back  legs  are  thns  folded  together.  Corresponding  parts 
are  pivoted  together  and  will  fold  together  in  a  like  way  aad  by  an 
identical  mode  of  oxwration  in  the  defendant's  chair.  The  piece  D  in 
the  d^eudant's  cbair,  which  extends  from  the  front  cross-ronnd,  J,  at 
the  forward  end  of  that  piece,  to  the  upper  part  of  the  back  leg,  E,  to 
which  it  is  jointed  by  the  working-joint  M,  corresponds  to  the  side  rail 
of  the  seat  D  in  the  plaintiff's'  chair,  whiuh  extends  from  the  cross-piece, 
at  the  forward  end  of  snch  side  rail,  to  the  upper  part  of  the  back  leg, 
C,  to  which  it  is  jointed  at  g.  In  the  defendant's  the  piece  D  ie  at  a 
point  in  it  intermediate  between  the  fbiut  cross-round,  J,  and  the  back 
leg,  E,  pivoted  to  the  front  leg,  0,  by  the  working-joint  O,  at  a  point 
intermediate  between  the  top  and  the  bottom  of  snch  front  leg.    In  the 
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plaiatiife'  tbe  side  rail  of  the  seat  D  is  at  a  poiiit  in  it  intermediate  be- 
tween the  front  cross-piece,  at  its  forward  end,  and  tbe  back  leg,  C, 
jointed  to  the  front  leg,  B,  at/,  which  is  a  point  intermediate  between 
tbe  top  and  the  bottom  of  anoh  front  leg.  In  the  defendant's,  when  the 
pieces  D  are  rai8e<l  toward  the  back  of  the  chair,  the  api>er  end  of  the 
back  legs,  E,  are  thrown  down  and  the  lower  ends  of  such  back  legs 
are  thrown  np,  and  the  pieces  D,  the  back  A,  the  front  legs,  G,  and  the 
back  legs,  E,  are  thns  tblded  together. 

The  specification  of  the  defendant's  patent  says  that  "the  chnir  is 
folded  by  i-aising  np  the  seat  and  pidling.np  the  rockers.''  The  raising 
np  of  the  scat  is  eftected  by  raising  np  the  piece  D  toward  the  back  of 
the  chair.  Raising  np  the  piece  D  in  the  defeudimt's  and  the  side  rail 
of  the  seat  in  the  plaintiffs'  effects  the  folding  tu  an  eqnal  extent.  It 
does  not  avoid  infringement  of  claim  1  that  the  defendant  changes  the 
direction  of  the  piece  D,  so  as  to  form  a  greater  forwanl  iiugle  with  the 
directiou  of  the  baek  leg  when  tJie  chair  is  fully  unfolded  than  the  angle 
forme<l  in  like  case  by  the  side  rail  of  the  plaintiffia'  sent  with  the  diree- 
tion  of  his  back  teg,  or  that  tbe  place  of  sitting  in  tbe  defendant's,  in- 
stead of  being  at  the  same  angle  as  the  angle  of  the  pieces  D  (as  tjie 
plaintiffs'  place  of  sittiug.is  at  the  same  angle  as  the  side  rails  of  his 
seat  D),  is  made  to  be  at  a  pro[>er  level  or  angle  by  stretching  a  flexible 
seat  from  the  front  cross-roand,  J,  to  the  ronnd  I,  which  latter  round 
is  elevated  above  the  joiuting-places  G  and  M. 

All  the  opinions  as  to  non-infringement  expressed  by  witnesses  fiw 
the  defendant  aro  basetl  on  an  erroneous  view  of  the  plaintiff's'  patent, 
and  on  the  idea  that  becanse  the  plaintiffs'  patent  si>eakB  of  the  seat  D 
as  pivoteil,  and  its  side  rails  are  pivot«d,  and  the  sitting  part  is  in  the 
SAme  plane  with  snch  side  rails,  and  as  the  defendant's  sitting  part  ST 
is  fiexible,  tmd  of  carpet  or  leather,  so  as  to  fold,  and  as  it  is  not  pivoted 
to  the  back  legs  at  all,  and  is  connected  only  at  its  back  end  to  tbe 
roand  I  in  the  front  leg,  C,  therefore  the  defendant  has  no  seat  pivoted 
as  in  claim  1  of  the  plaintiff'  patent.  This  view  overlooks  the  identity 
of  the  piece  D  in  the  defendant's  tiilding  inecbani^ni  with  the  side  rail 
of  the  plaintiffs'  seat  iu  their  folding  me^'hanism. 

The  plaintiffs  show  that  the  defendant  has  made  and  sold  chairs  con- 
stmcted  ia  accordance  with  tbe  drawings  of  the  defendant's  patent. 
This  is  not  denied  by  the  defendant.  Claim  1  of  the  plaintiffs'  patont 
does  not  cover  the  entirety  of  either  claim  of  the  defendant's  patent, 
and  to  make  a  stnictnre  in  aecordance  with  the  description  and  tlraw- 
iiigs  of  tbe  defendant's  itateut  infringes  claim  I  of  the  plainti^'  patent. 
Either  claim  in  the  defendant's  patent  may  be  valid  as  a  whole,  and  yet 
there  maybe  no  right  to  makethe  whole  stnirtni'e  shown  in  its  drawings 
without  a  license  under  tlie  idaintiffs'  patent.  - 

Vaill's  patent,  Ko.  38,13:!,  of  April  7,  l$6^,-does  not,  nor  does  Exhibit 
"  No.  3,"  pnrporting  t«>  represent  it,  nor  does  Kxliibit  *'  No.  4,"  puiiiort- 
ing  to  repi-esent  Onmi's  patent  Xo.  i;t,479,  of  Angust  21, 1850,  nor  dt>e» 
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that  pfit«nt,  uor  does  any  other  prior  patent  referred  to  show  what  is 
found  in  claim  1  of  the  plaintiffs'  patent  and  in  the  defendant's  struct- 
are,  iu  the  view  above  set  forth. 

The  plaintiffs  make  do  claim  that  model  Xo.  1  presented  by  the  de- 
fendant infringes  their  patent. 

The  general  assertion  of  the  defendant  and  others  that  folding  chairs 
like  those  described  in  the  plaintiff^'  patent  were  known  and  used  be- 
fore the  invention  of  the  Collignons  was  made  is  not  supported  by  a 
particle  of  evidence.    JSo  prior  article  is  shown  or  described. 

Tlte  plaintiff,  G.  O.  Collignon,  shows  that  he  and  the  other  joint  in- 
ventor, Ills  brother,  who  died  in  Jnne,  1380,  or  he  and  his  said  brother's 
executors,  have  always  owned  the  patent ;  that  they  have  been  since 
ISGO  making  chairs  with  the  improvementa  covered  by  it,  and  have 
never  been  interfered  with  except  by  the  defendant ;  that  their  busi- 
ness ill  such  chairs  is  to  the  extent  of  about  thirty  thousand  dollars* 
worth  per  year;  that  they  have  two  licensees  who  pay  them  royalties; 
that  the  licensees  complain  of  the  defendant's  infringement,  and  the 
license-fees  are  endangered  thereby;  that  he,  C.  O.  Collignon,  first 
learned  of  the  defendant's  infringement  in  187S,  and  prompUy  notified 
him  to  cease  infringing,  and  has  repeated  soch  notice  three  times  since; 
that  soon  after  the  first  notice  his  brotlier  bei^me  serionsly  iU  and  dis* 
abled  from  business,  and  that  op  to  his  death  and  since  he  has  bad  the 
entire  care  of  their  bnsiness  and  in  great  part  of  his  estate,  and  it  was 
impossible  for  him  to  give  the  time  and  pains  necessary  for  proceedings 
against  the  defendant. 

It  is  shown  that  the  plaintifl^  retained  counsel  in  the  early  part  of 
1880  and  sned  the  defendant  on  the  patent,  in  New  York  City,  in  July, 
1880,  and  moved  for  an  injunction  against  him  in  November,  1880;  'but 
the  suit  was  withdrawn  because  of  a  technical  defect.  The  bill  iu  this 
suit  was  filed  in  September,  1880,  and  the  subpoena  was  served  Decern- 
ber  6, 1880.  This  motion  was  noticed  for  March  15, 1881,  having  been 
delayed  because  of  business  engagements  of  the  plaintiffs'  counsel. 
The  foregoing  facts  are  not  contested. 

The  defendant  shows  that  he  began  making  chairs  soch  as  his  pat- 
ent desciibes  in  September,  1878,.  and  apphed  for  his  patent  June  21, 
1870;  that  in  September,  1879,  he  completed  a  bnilding  for  the  busi-- 
ness,  costing  with  the  land  and  the  proper  machinery  twelve  thousand 
dollars,  and  employs  abont  fifty  men,  at  Cortland  Yilhtge,  New  York, 
and  that  he  is  worth  twenty -five  thousand  dollars.  What  the  defend- 
ant  BO  did  in  respect  to  his  new  building  was  done  after  notice  liYim 
the  plaintiffs.  Mere  forbearance  to  snt>,  under  the  circumstances  stated, 
after  the  notice  given,  cannot,  in  the  absence  of  any  affirmative  en- 
cooragement  to  the  defendant,  be  held  to  affect  the  plaintiffs'  right  to 
a  preliminary  injunction  in  such  &  plain  case  as  this  is. 

The  plaintiffs  show  a  case  of  acquiescence  by  the  public  sufficient  to 
BQStain  a  prelimiiuwy  injnnctiou.    The  defendant  states  geuerally  that 
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chairs  claimed  to  infringe  the  plaintiffs'  patent  have  been  made,  sold^ 
and  used  ia  hostility  to  their  right,  "and  among  others  by  the  Etueka 
Hanufactnring  Company,  of  Sterling,  111.,  who  have  made,  sold,  and 
advertised  the  said  chair  extensiveb^  without  let  or  hinderance  from 
the  complainants."  No  chair  made  or  sold  or  advertised  by  the  oom* 
pany  named  is  produced.  No  advertisement  is  produced.  What  kind 
«f  chair  ia  the  one  referred  to  or  what  is  meant  by  "the  said  chair"  is 
not  shown.  There  is  no  specific  affidavit  from  which  the  court  can 
see  that  the  couclosion  drawn  is  correct;  and  the  statement  is  a  state- 
ment of  only  a  conclusion,  and  not  of  a  fact  which  can  be  judicially 
considered.    The  other  affidavits  are  even  more  general. 

The  case  is  a  clear  one,  and  one  of  irreparable  damage  to  the  plaint- 
iffs, and  not  one  where  there  would  be  as  much  probability  of  doing 
irreparable  mischief  as  of  preventing  it  by  grantang  an  injunction 
The  motion  ia  granted. 


[UnlUd  Stale*  ClTvnit  Canrt-Dtotrlct  of  lUaHChaxtl*.] 

Babbeb  v.  Hali^tt. 

Decided  JpHl  14, 1879. 
SO  0.  Q.,  449. 
1.  Rkissue  No.  7,860 — CHASQt  or  Uovemxnt  op  Cl'thno-Kkive  Patxntablk. 

Plalnliff'B  patent  dectues  bis  inveution  to  ooneidt  uf  a  leoiprocating.kntfe 
adapted  to  trim  ttie  edgea  of  leather  or  other  stock  'n'hile  it  is  being  stitched  and 
in  a  line  that  ia  parallel  with  the  stitching:  Beld,  that  the  machine  differa  &om 
prior  inachineH  organized  to  cut  by  up-and-down  movements  of  variona  sorts,  or 
by  a  drawing  movement  or  bj  a  rotary  sawing  movement,  and  that,  in  view  of  tfas 
evidence,  there  is  ntllity  in  snch  change. 
-i.  Sasib— iNntraoBHKXT. 

Held,  /arf Act,  to  be  ioMnged  by  defendant's  roaobine,  wheiein  the  knife  baa  a 
slight  up-and-down  movement  in  additioD  to  the  forward  movement,  and  moTea 
In  the  arc  of  a  circle  instead  of  in  a  straight  line,  it  appearing  that  moat  of  the 
cutting  ie  done  during  the  forward  movement,  and  that  for  all  praetlci^  parpoaea 
the  series  of  small  arcs  has  the  appearance  of  a  straight  line. 

Metsra,  Carroll  D.  Wright  db  Brown  for  the  complainant. 
Mr.  Chat.  S.  Drete  for  the  defendant. 

Lowell,  iT".; 

The  complainant  is  the  patentee  in  Beissne  Ko.  7,860,  for  an  improve- 
ment in  cutting  attachments  for  Bewing-machines.  The  plaintiff  in  his 
specification  declares  his  invention  to  consist  of  a  reciprocating  kuife 
adapted  to  trim  the  edges  of  leather  or  other  stock  while  it  is  being 
stitched,  and  in  a  line  that  is  parallel  with  the  stitching;  that  before 
this  invention  the  knife  had  been  reciprocated  crosswise  or  against  the 
side  of  the  stock  as  the  latter  is  supported  on  the  machine,  the  knife 
*-ising  nitd  falling  and  cntting  the  stock  during  the  downward  move- 
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ment.  The  mechaDiem  by  which  this  cutting  or  triiuiniiig  is  performed 
is  (lescrihetl  with  mncli  fiillness,  and  a  mitchine  such  as  the  complainaat 
makes  and  sella  is  exhibited. 

The  defendant  lias  a  patent  of  a  later  date  than  the  plaintiff's  original 
patent,  and  produces  one  of  his  machines;  and  the  question  is  whether 
the  cutting  or  trimming  device  made  under  the  defendant's  patent  in- 
iViugos  the  plaintiff's  monopoly. 

It  is  not  contended  that  the  reissue  is  void.  The  mechauism  described 
agrees  entirely  mth  that  in  the  first  patent,  and  though  the  claims  ai-e 
mofe  niiuierous,  there  is  a  claim  in  the  original  n'hich  seems  to  be  broad 
enough  for  all  tlie  purposes  of  this  case.  The  reissue  brings  out  more 
Ailly  what  the  complainant  now  insists  upon  ns  the  distingidshing  feat- 
ures of  his  invention — that  is,  cattiug  against  the  edge  of  the  st^ck  in 
a  line  parallel  with  the  Hue  of  feed ;  and  the  question  is  whether  he  is 
right  iti  this  contentiou. 

Tlie  defendant  baa  produced  several  patents  which  antedate  the 
phuntiff's,  the  earliest  of  which  seeins  of  a  verj'  broad  and  general 
character,  and  perhaps  would  have  conti-oUed  both  of  the  machines  in 
this  ease  if  it  had  not  expired.  It  may  be,  however,  that  the  plaintiff 
has  a  patentable  improvement  on  all  that  had  gone  before;  and  if  so, 
and  if  the  defendant  nses  substantially  similar  means  to  produce  a  like 
result  lie,  infringes. 

I  think  the  plaintiff  has  made  out  that  his  maehiue  does  differ  in  the 
Tray  that  he  says  it  does  from  the  earlier  machines,  which  emxtloy  a  re- 
ciprocating knife.  They  appear  to  be  organized  to  cut  by  up-and-down 
movemcuts  of  various  sorts,  or  by  a  drawing  movement,  or  by  a  rotary 
sawing  movement.  The  evidence  furtlier  pro^'es  that  there  is  utility  in 
the  change  vhicb  the  plaintiff  has  made.  The  defendant  appears  to  me 
to  make  nse  of  a  device  similar  in  operation  to  produce  a  similar  result 
His  knife  is  pivot«d  to  au  indeiiendeut  carrier  or  arm  above  the  plate, 
instead  of  being  attached  to  the  plate,  and  it  works  up  and  down  to  a 
certain  degree ;  but  being  pivoted  at  an  augle  to  the  bed-plate,  the  blow 
of  the  needle-bar  which  brings  it  down  forces  it  tonvai-d  agaiust  the 
eilgc  of  the  stock,  and  most  of  the  cutting  is  done  during  that  part  of 
the  motion.  In  so  for  as  it  has  a  slight  drawing  motion,  it  may  or  may 
uot  be  an  improvement.  The  knife  recjpi-ouates.  not,  indeed,  by  the 
machinery  alone,  for  the  feeil  pushes  it  bock  after  it  has  completed  its 
cut,  but  it  moves  backward  and  forwanl  antomatically,  which  is  all  that 
reciprocating  means. 

It  wa»  argued  that  the  plaintiff's  cntter  does  not  trim  the  work  in  a 
line  parallel  with  the  fecil  when  straight  work  is  being  stitched,  because 
the  knife  moves  in  the  arc  of  a  circle.  The  evidence,  however,  is  that 
fur  all  pi-acticol  pui'i>oscs  the  series  of  smull  arcs  has  the  appearance  of 
ti  striiiglit  line,  at  leiist  when  the  sewing  is  fine,  and  is  equally  accepta- 
ble to  the  tiiide.  Besides,  the  patentee  describes  fullj'  in  his  siteciflca- 
22  0  P 
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tion  a  knife  and  its  attaobments  in  wbich  the  line  of  cut  is  abeoliitel; 
Btraight.  In  short,  the  differences  between  the  two  machines  appear  to 
be  merely  changes  in  the  positioQ  of  the  working  parts,  so  fsa  as  the 
plaintiff's  patent  is  concerned,  though  by  these  changes  some  improve- 
ment may,  perhaps,  have  been  acoompUshed. 

I  decide,  therefore,  that  the  defendant  has  infringed  the  first,  second, 
and  eighth  claims  of  the  Beissued  Patent  Xo.  7,860. 

Decree  for  the  complainant. 


[Cniled  statu  Circuit  Conit—DlMrloI  or  CannKticat], 

Gbifpiths  et  al.  V,  HoLaras,  Booth  &  Hatdeks. 

DecidtdJan«S7,iaei. 

20  O.  Q.,  149. 

Reibsuk  No.  6,067 — Anticipatios. 

Eeiimed  lettervpfttent  granted  to  Joaephloe  C^f  ftud  Clementine  GriffiCh^ 
Beptember  34, 1872,  for  ao  improved  lUBpeiialon-riDg  for  bariDcea  oarda,  cansiat- 
ing  of  a  ring  of  thin  sheet  metal  bavlng  a  shank  or  bottom  piece  pTovided  with 
sbaip  ipirn,  Trhich  are  pnshed  throDghthe  card  and  tnined  down  oq  the  other 
side,  are  anticipated  by  an  nmbrella-fagteneT  coniisting  of  a  ling  of  sheet  metal 
with  gponi  which  are  pnahed  tbrongh  the  india-rubber  hand,  which  serrea  to  keep 
a  folded  umbrella  in  place. 

Mr.  John  VoH  Santvoord  for  the  plaintiffs. 

Mr.  J,  J.  Coombs  and  Jlfr.  Geo.  E.  Terry  for  the  defendant. 

Shipman ,  J. : 

This  is  a  bill  in  eqaity  to  restrain  the  defendant  from  1;he  infl-inge- 
ment  of  reissued  letters  patent  of  September  24,  1872.  to  Josei>hine 
Gary  and  Clementine  G-rifflths,  assignees  of  Harry  S.  Griflaths,  for  an 
improved  BU8])eusion-ring  for  business  cards,  so  that  they  can  be  easily 
hung  against  a  wall.  The  original  patent  was  issaed  to  said  H.  S. 
Griffiths,  May  5, 1868.  The  device  consists  of  a  ring  of  thin  sheet  metal 
having  a  shank  or  bottom  piece  provided  with  sharp  spurs,  which  are 
pushed  through  the  card  and  turned  down  on  the  opposite  side.  These 
spurs  are  made  like  those  of  the  little  article  in  common  use  as  pai>er- 
fasteners.  The  novelty  of  the  patented  device  was  anticipated  by  an 
umbrella-fastener,  called  upon  the  trial  "Twitch  ell's  umbrella-fastener," 
which  was  made  by  the  American  Ring  Company,  of  Waterbury,  Con- 
necticut, for  some  years,  beginning  in  the  summer  or  fall  of  1865,  uid 
which  is  still  in  common  use.  This  fastener  is  a  ring  of  sheet  metal 
with  spurs,  which  are  pushed  through  the  india-rubber  band,  which 
serves  to  keep  a  folded  umbrella  iu  place.  The  ring  attaches  the  end 
of  the  band  to  a  button  or  hook.  The  suspension- ring  is  like  the  nm- 
brella-fostener,  except  that  the  former  h^s  a  longer  shank  than  the  lat- 
ter, because  it  is  a  matter  of  convenience  that  after  the  spurs  have  been 
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fitstenetl  to  the  card  the  ^liole  circumference  of  the  ring  shonld  be  im- 
ocenpied,  so  as  to  permit  it  to  l>e  easily  slipped  npOD  a  naiL  This  is  an 
ohTions  matter  of  conetniction,  and  the  necessary  change  requires  only 
mechanical  taste  and  skill.  Substantially  the  same  artitje  ie  as«l 
for  two  objects,  and  the  new  atte  ie  Quite  analogous  to  the  purpose  for 
which  the  article  was  previously  used. 
The  bill  is  dismissed. 


[rmted  state*  Clnmit  Conrt-SonUwni  ntitriet  of  K*«  Tork.) 

ADAIR  V.  THAYBB. 

Decided  ifarck  29, 18t)l. 

eo  O.  O.,  ata. 

1.  Motion  to  Kiopkn  Denixd — The  Newlt-Discovkrbd  Patent  No  Beferexcr. 

A  motion  t(i  reoiien  n  chw  »nd  to  Hdmit  newly-diBcoveivd  defeuies  lissed  upon 
MTtfttn  English  letters  pntent  denied  where  it  appearad  that  the  pump  dDBcribed 
in  MUd  English  patent  was  a  doulile-acting  exbaoating  air-pmup  for  a  tow-presa- 
ute  engine,  aiid  wai  otherwiM  dilferent  from  the  liftiug-pnuip  claimed  in  the 
ur»t4>r'a  pat«iit. 

2.  GitouHDS  OF  New  Trial. 

A  motion  to  i«open  a  case  for  the  coDBlderatlon  of  a  new  reference  cannot  btt 
granted  when  there  IrbucIi  diAerence between  tlie  patent  and  said  reference  tbat 
if  the  reference  had  been  tn  evidence  upon  the  trial  It  would  not  have  changed, 
theresnlt. 

Wheblbb,  J. : 

This  canse  has  now,  after  final  bearing  and  decree  for  an  iiynuctiou 
aud  an  accoimt  for  an  iuftingemeut  of  a  patent  Ibr  a  pnmp,  been  heai-d 
upon  motion  to  reopen  tbe  case  and  iwlmit  newly-discovered  defenses. 

The  motion  is  fonnded  open  English  Letters  Patent  Xo.  11,473,  gi-iiuted 
Decemlier  3, 1S4C,  to  Thomas  Craddock,  for  improvements  ib  steam  en- 
gines and  boilers  and  innchiner)'  connected  therewith,  inclu<ling,aiiioiLg 
man;  other  tilings,  a  pump. 

Tbe  pump  there  pnteiiteil  does  not  appear  to  be  snflicicutly  like  either 
the  orator's  patented  pump  or  defendant's  pump,  at^udged  to  be  an  iu- 
ftingement,  to  warmnt  fjTiiiitiiig  the  iiiotiuii  under  the  rule  laid  dowu 
iBBtierJcv.Imluiemer{10O.ii.,\M}l)iim\JhFlorezY.Sa^Hold»{l<iB\Mvhf., 
408).  It  is  esseutiiilly  a  double  acting  exhnustiug  uir-piiinp  for  a  low- 
pi-essure  steam-engine,  and  not  a  lifting  water-pump,  aud  is  so  dcsciiliod. 
Its  inlet  and  all  of  its  valves  are  at  the  top  of  its  pistoii-cyliuder,  and, 
as  shown  in  one  form  by  the  <lrawings,  the  valves  atv  lienoath  an  oih'u 
ciBtum  which  is  flooded  with  water  that  will  prime  the  -working  pnrts 
when  water  is  drawn,  and  throngli  which  tbe  valves  and  piston  arereiulily 
Accessible  for  removing  obstnictions  and  making  repairs,  as  those  in  tlie 
orator's  and  tlie  defeudanfs  pumps  are.  But  this  location  of  th<>  itdet 
audthe  valves  o}>entting  as  valves  below  tbe  piston  is  made  practicable 
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by  having  a  long  passage  fivm  the  chaiuber  above  theKO  valves  to  the 
piston-cyliniler  below  the  stroke  of  the  piston,  aud  opeiiiu^  into  it,  aud 
is  nw-essary  in  oiiler  to  caiT>  out  the  idea  of  the  inventor  that  the  pump 
■when  iu  use  should,  as  set  forth  in  the  patent,  be  "ahviiys  filled  with 
■water  iit  the  bottom  to  a  lieight  a  little  nay  above  the  oi>euing  into  the 
passage,  bo  that  tlie  piston  iu  its  descent  always  dit>s  into  the  ivater  be- 
fore it  (^oinert  to  the  end  of  its  stroke  and  drives  that  nater  nitlt  the  air 
before  it  up  the  p-issa^re,  whence  tbej-  are  diseharged  through  the  iwirt. 
The  orator's  and  the  defendant's  pumps  are  lifting-pnmps  for  raising 
water,  and  have  their  valves  operating  as  vahes  below  the  piston, 
practically  located  there,  with  their  inlets  opening  upward  to  them  froiu 
below  in  the  usual  way,  aud  utill  have  open  water-heads  above  the 
valves  flooded  with  water  when  they  are  working  that  will  prime  the 
working  i>art8,  and  through  which  the  valves  and  piston  are  likewise 
accessible  for  clearing  from  obstructions  and  makiug  repaii-s.  The  low- 
er parts  of  the  shells  of  these  pnmps  are  not  whole  like  that  part  of  the 
shell  of  Craddock's  so  as  to  make  tlietn  selfsealing  witli  water  on  the 
lower  side  of  the  piston,  as  his  is,  and  they  could  not  be  made  so  and 
retain  their  com]>actnesB  aud  efficiency  as  lifting  water-pnm^  Neither 
coald  his  be  changed  to  a  lifting-pump  for  water  from  directly  below 
without  taking  away  that  feature  of  it  as  an  air-pump.  His  patent 
would  hMdIy  suggest  the  orator's  pump.  The  diflference  is  so  great 
that  it  is  not  at  all  clear  that  this  patent,  if  it  had  been  in  eTldence, 
would  have  led  to  any  different  result,  bat  rather  tlie  contrary.  So 
.  there  appears  to  be  no  warrantable  ground  for  granting  the  mo^n. 
Motion  denied. 


Wood  r.  Dalbbt  kt  ai. 

Decided  JpHl  96,  ISSl. 

SO  O.  O.,  593. 

J.  Desigs— Jkwelry  SBTOMoa— Novelty. 

A  design  for  jeweliy-setting*  is  not  anticip*ted  by  a  known  design  showing 
certain  featuTes  of  the  patented  design  bat  nnlike  it  in  appearance  both  in  ont-    i 
line  and  detftil.  i 

3.  Same— IktiunormKnt. 

Two  designs  may  be  substantial!;  identical  though  differing  in  minor  detaiL         | 

JIfr.  William  KetiMe  Sail  for  tbe  plaintiff. 
JIfr.  Worth  Otgood  for  the  defendants. 

Whebler,  J.  i 

This  suit  is  brought  for  an  alleged  infilngement  of  Design  Patent 
No.  11,409,  issned  to  the  orator  for  jeweliy-settingB,  expressed  in  the 
specification  to  be  for  a  new  and  improved  design  for  jewelry-settings, 
con»sting  of  a  representation  of  a  bird  upon  a  branch  or  twig,  with  » 


DECISIONS   OF  U.   8.  CODBTS   IN  PATENT  CiSES.  341 

leaf  above  the  bird  and  a  panel  at  the  base  of  the  twig,  in  vhite  and 
gold  colors,  with  a  diamond  npon  the  leaf  and  two  diamonds  upon  the 
panel. 

The  defenses  are,  that  the  i>atent  for  a  uev  and  improved  desigo  is 
not  within  the  statute,  section  4939,  which  oiily  provides  for  patents 
for  new  and  original  designs ;  that  this  design  was  known  and  used  by 
others  before  the  invention  or  production  of  it  by  the  pla^intiff,  and  tliat 
the  defendants  do  not  infnnge. 

Perhaps,  as  has  been  argued  for  the  defendants,  the  statute  was  in- 
tended to  protect  such  designs  only  as  would  be  origiuftl  and  distinctive 
of  themselves,  and  not  those  which  would  be  mere  improvements  upon 
others;  bat,  if  so,  the  word  "  improved  "  in  this  patent  is  not  under- 
stood as  representing  that  this  design  is  a  mere  improvement  upon 
another,  especially  as  no  other  is  mentioned,  but  is  considered  to  mean 
that  this  design  is  of  itself  new  and  distinctive  and  improved  as  com- 
pared with  others,  and,  in  connection  with  the  word  "  new,"  to  repre- 
sent that  it  was  original  with  the  orator. 

The  evidence  shows  seveM  preexisting  bird  designs,  and  the  testa. 
mony  of  severtd  witnesses  is  that  jthis  is  only  a  bird  design  for  such  set- 
tings, and  that,  therefore,  it  is  not  new  or  original.  But  none  of  those 
shown  are  like  this  in  appearance,  either  in  outline  or  detail.  Upon  all 
tite  evidence  in  respect  to  them  it  is  not  shown  at  all  satis&ctorily  that 
settings  of  this  design  were  either  known  or  used  before  the  orator  pro. 
daced  this. 

The  defendants  have  sold  rings  having  a  setting  of  the  same  out. 
line  as  that  represented  in  the  oratoi-'s  patent,  representing  a  bird  upon 
a  branch  or  twig,  with  a  luaf  above  the  bird  and  a  panel  or  a  larger 
part  of  the  branch  in  the  shape  of  a  panel,  and  two  leaves  at  the  base  . 
of  the  twig,  in  white  or  silver  and  gold  colors,  and  a  diamond  upon  the 
leaf  above.  There  are  two  other  leaves  above"  the  bird  in  the  defend- 
ants' setting.  The  wings  of  the  bird  are  in  a  dlfiferent  position  irom 
those  of  the  bird  in  the  plaintiff's  setting,  and  the  upper  leaf  is  turned 
differently ;  but  the  two  leaves  below  the  bird  in  the  defendants'  setting 
are  in  white  or  silver  color,  and  somewhat  resemble  the  diamonds  upon 
that  part  of  the  plaintiff's,  and,  all  together,  more  is  required  than  to 
observe  and  consider  the  artistic  effect  of  each  to  bring  these  differ 
ences.to  notice.  Looked  at>as  ornaments  desirablerfor  their  beauty  or 
appropriateness  according  to  the  taste  of  the  wearer,  these  differences 
in  the  details  become  immaterial.  The  patent  is  for  the  appearance 
which  the  design  will  add  to  articles  of  jewelry,  making  them  desirable 
according  to  its  attractiveness  to  those  who  may  observe  and  want  them ; 
and  it  is  the  right  to  the  exclusive  use  of  this  which  is  secured  by  it  to 
the  orator.  Oorham  Company  v.  White,  14  Wall.,  o71.  The  defendants 
have  not  lefl;  the  orator  to  his  rights,  bat  have  infringed  upon  them  by 
making  ose  of  a  design  which  preseuts  substantially  the  same  appear- 
ance to  that  (dass  of  persons.    For  this  they  most  be  held  liable. 
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Let  a  decree  be  entwed  for  an  ii^un^tion  aod  an  acooont,  aocoiding  to 
the  prayer  of  the  bill,  with  costs. 


SraoEB  MAiruvAOTUBma  Cokpakt  v.  Hbhbt  Stkwabt  Mahupac- 

TITBIira  COJCPANT  ET  AL. 
DeeUM  Uag  9,  IWl. 

90  0.  Q.,  &S4. 

Fatsmtabilitt— Chahqx  of  Locatiom. 

Chwgtng  VOa  looatioit  of  the  thnmb-wnw  goTemiog  •  tenaloD  deriee  in  *  mw- 
iug-maohlne  to  tha  top  of  tha  &M-plate,  vh«n  it  would  b«  nadilf  aAOOMibk  t« 
botb  lunda  of  the  openltoi,  held  to  be  *  patentable  inrention,  it  appearing  Uiat 
new  meolianlHii  h«d  to  b«  detiaed  to  operate  the  dieke  from  the  new  positian, 

Mr.  lAvingiiim  Oifford  for  the  plaintiff. 
Mr.  W.  H.  McDouffoU  for  the  defeDdonts. 

Whkemib,  J.: 

In  seving-machinee  having  bracket-arms  tension  was  given  to  the 
thread  hy  a  thamb-screv  on  tlie  face-plate,  accessible  with  conTenience 
to  the  left  hand  only  of  the  operator  working  a  lever  uf  the  third  order, 
made  elastic  to  relieve  against  the  action  of  the  thamb-screw,  and  con- 
nected by  a  standard  passing  tfaroagh  the  inner  with  the  outer  one  of 
the  two  disks  on  the  &c«-plate,  between  which  tbe  thread  passed. 
Lebbens  B^dwin  Miller  contrived  to  a^j  oat  the  disks  by  a  Uinmb-Bcrew 
on  the  top  of  the  faee-plate,  readily  aooessible  to  the  right  hand  as  well . 
as  to  the  left  of  the  operator  working  an  elastic  lever  of  the  first  order 
inside'  the  face-plate,  and  connected  in  the  same  manner  as  the  other 
with  the  disks,  fie  took  ont  Letters  Patent  No.  214,513  for  this  im- 
provement, which  the  orator  owns.  The  defendants  make  and  sell  such 
sewing-machines  having  a  tbnmb-screw  at  the  top  of  tlie  &ce-plat«  to 
adjQst  the  tension  of  the  thread  by  woridng  a  rigid  lever  of  the  first 
order  inside  the  face-plate,  connected  with  the  disks  in  tiie  same  man- 
ner 88  the  others,  bat  hav^g  a  coiled- wire  Bi»ing  between  the  lever  and 
fhnuib-Bcrew  to  relieve  against  the  action  of  the  thumb  screw.  This 
suit  in  brought  upon  the  patent  i^iainst  this  mannfitotnre  and  sale  as  an 
infringement.  Two  qnestiona  are  made :  One  is  whether  the  change  ac- 
complished by  Miller  involved  suflQcient  novelty  and  skill  to  amount  to 
a  patentable  Invention,  and  the  other  is  whetber  the  defendants  in&inge. 

It  was  quite  desirable  and  useful  to  have  the  means  of  regulating  Uie 
tension  accessible  to  the  right  hand  as  well  as  to  the  left  of  the  op€ira- 
tor.  Flauiug  the  thumb-screw  at  the  top  of  the  &ce-plate  would  do  it 
if  mechanism  conld  be  contrived  to  adji^st  the  disks  by  the  thnmb-sorew 
at  that  place.  Such  mechanism  had  to  be  devised  before  it  could  be 
.made  by  mere  mechanical  skill.  Miller  devised  it,  and  the  effort  must 
have  Arisen  above  mechanical  to  inventave  skill.    Whefi  done  it  was  new. 
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as  distin^oished  from  the  old,  and  appeals  to  Iiave  been  irell  pateota- 
ble. 

The  defeadants  hare  taken  the  thnmb-screw  in  its  new  positi<m  and 
made  it  aooomplisfa  the  same  lesalt  as  Miller  did  by  sabstantially  equiv- 
alent means  and  in  sabetantially  the  same  way. 

Miller  was  not  an  inventor  of  the  whole,  so  as  to  be  entitled  to  cover 
«very  form  of  device  of  that  kind  accomplishing  the  same  result,  bat 
was  entitled  <hi^  to  his  own  particular  improvement,  and  the  defend* 
ants  might  take  any  other  form  so  long  as  they  left  that  to  him;  but 
here  they  have  taken  the  principal  thing  precisely  as  he  arranged  and 
phwed  it,  and  hare  only  changed  the  forms  of  the  minor  paita  1^  tak- 
ing veil-known  eqnivalents.  These  changes  may  be  improvements  opmi 
liis;  bnt  if  they  are,  the  defendants  have  taken  his  patented  inventioa 
to  improre  upon,  which  is  not  allowable. 

Let  there  be  ii  decree  for  the  orator  fiK*  an  iqjnnotion  and  an  aoootut, 
according  to  the  prayer  of  the  bill,  with  costs. 


[roitMl  3t«M  CiRialt  CiMrt- DMtiet  af  Bbate  KAwAI 

^Eff  AMEEICA^-  File  Compaky  r.  S'icholson  File  CoxPAirr. 
Iketdt^  Jtine  :».  ia?l. 
30  O.  G.,  KM.    : 
1.  PATi^ixr  Grasteh  iiv  Speoul  Act— Cuxstrvctiox  of  Act. 

Y'lx'n  a  furelini  p.iteule?  has  uppliril  for  and  taksn  ont  a  patent  In  this  VMMixj 
(in  .Inly  34,  18B0.  for  a  t^nu  of  fonrti>en  years  from  the  date  of  the  grant,  nitiHNit 
ivferenivto  hU  foreign  t>3teat.  and  when  this  grant  wa«  aubteqnentty  conftimad  ' 
b,v  a  sperial  act  of  Ci>ngre««.  .Inly  ■H.  WSfl,  HtU,  that  the  patent  waa  gorwaad  l^ 
the  law*  iu  foree  in  V^  and  nut  h;  the  laK4  in  foFe«  in  Idtt^. 
S.  K\Tt:s»iO!(  OF  Patents  Limited  to  Foubteex  Yiab»  from  a  Foreiqx  Patkct 

PERMlJiSIBLE. 

The  jKMieral  and  bntjid  provision  for  extending  patents  granted  prior  t*  1361 
made  ih*  diserimination  agninst  tlio«e  which  were  limited  to  fourteen  yeats  fron 
the  date  of  a  foreign  patent,  ami  there  ean  be  no  nawinabie  doubi  tliat  CongnM, 
111  th«  statute  of  lAO,  intended  to  leave  pnteui^  granted  befoK  UoKh  3,  IS61, 
vsaetly  where  tliej-  were  before, 

3,  Extkxhep  Patent  Si'STAiNtit, 

A  patent,  therefore,  applied  for  and  obi.iined  under  the  circamttaneea  named 
und  duly  estemied  by  the  Comniisidoner  in  proper  time  and  in  legnlar  form  is 
valiil.  snbject  to  the  ordinary  defonse*. 

4.  Ok  the  Cox*,-t.i'8i%'K!tE»«  OP  TSE  Commis^iokek's  Action. 

lUetuiH,  that  even  if  vmlor  the  eiraiiuistanee«  uamed  the  Ott.ee  should  be  tboaght 
to  Iinvi'  esereiseil  its  diseivtion  inipix'vidently  iu  so  extending  the  pal«nt,  then 
is  no  power  In  the  eonrt  to  ivverse  Oie  derision. 

£.  OOMMI^DIilNKB'rt  PK0ie>ION. 

CoMmiMioner's  deeision  in  ife  MMiiri  (C.  P..  !<*»>,  IM),  Rt  ITanl  (ib.,  190), 
Ke  Bogrr  (il>.,  1;I0).  ami  Bit  Ajfjierlji  (ib..  ItCI),  eomuteuiMt  ota. 

Xr.  Wm.  ir.  DoHg\a»  and  Mr.  CkaHHCfy  Smith  for  the  complainant. 
Jfr.  BenJ.  F.  Hmrstoii  for  the  def^mlant. 
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The  focts  set  out  in  the  bill  and  admitted  by  the  demnrrer  are  as 
fidlowa:  £tieiiiM  Bentot,  of  Paris,  France,  vas  the  inventor  of  a  new 
and  meftil  machine  for  cnttiog  Sles,  and  obtained  letters  patent  there- 
for in  France  Angnst  31, 1834,  and  in  Great  Britain  March  37.  1833. 
On  the  3d  day  of  July,  1860.  he  appUed  for  letters  patent  of  the  United 
States.  They  vere  gn^nted  him  July  34, 1800,  for  fourteen  years  frota 
that  day.  He  assigned  this  American  patent  to  George  Somerville 
ITonis,  ai  Battimore.  In  July,  1861%  a  private  act  of  Congress  was 
passed  (13  Stats.,  909)  reciting  the  grant  of  the  American  patent,  and 
enacting  that  it  should  be  a  valid  grant  for  the  Ml  term  of  fourteen 
years  from  its  date,  notwithstanding  the  Act  that  it  on^t  to  liave  been 
granted  only  for  the  tern  of  fourteen  years  from  the  date  of  the  Freudi 
patent.  The  second  section  provides  that  the  title  of  Xorris,  the  assignee, 
^onld  be  good  and  valid  to  vest  in  him  the  ''execntive  right  nnder  the 
said  patent  for  the  full  period  of  the  tenn  of  ficmrteen  years  from  the 
date  of  said  patent  in  lite  manner  and  to  the  same  extent  as  if  the  said 
patent  when  originally  issned  hail  been  validly  granted  fx  fourteen  years 
fhnn  the  date  thereof." 

Bemot  died  in  18^  and  his  administrator,  befwe  the  23d  day  ot 
July,  1874,  presented  his  petition  to  the  Commissioner  of  Patents  for 
an  extension  of  said  letters  patent,  and  the  Commissioner  did  extend 
them  acctHdingly  for  the  term  of  seven  years  from  Jnly  34. 1874.  They 
have  been  dnly  assigned  to  the  plaintiff  corporation,  and  the  defend- 
ant has  infringe<l  apon  the  rights  thereby  granted. 

The  demurrer  raises  the  qnestion  whether  the  Commiiistoner  Iiad 
power  to  extend  this  patent.  The  statute  of  1836  (sec.  15, 5  Stats..  124) 
gave  to  every  patentee  the  right  to  apply  for  an  extension,  and  it  was 
to  be  given  him  if  he  satisfied  the  official  persons  therein  mentioned  of 
certain  fact?t  touching  his  remnneration,  &c.,  provided  that  no  exten- 
sion of  a  patent  should  be  granted  after  the  expiration  of  the  term  for 
which  it  was  originally  limited.  This  was  the  law  until  the  act  of  31arch 
2,'  1861,  by  which  the  policy  was  wlopte*!  of  granting  patents  for  seven- 
teen years,  and  not  extending  them  under  any  circumstances;  bat  this 
applied  only  to  grants  after  March  2,  l-Wl  (12  Stat.i.,  249).  When  the 
statutes  concerning  patents  were  reviM^d  and  (nnsolidated  in  1870,  sec- 
tion ^i  of  the  statutes  reAerA-e<t  the  rijiht  to  apply  for  an  extension  to 
all  inventors  who>ie  patents  were  grantefl  before  March  3,  1861  (16 
Stats.,  208),  and  thin  is  repeateil  in  Rerised  Statutes,  section  4024  to 
4928.  The  language  of  all  these  statuteri  i^i  bn>ad  and  makes  no  ex<;ep- 
tion  of  iiersons  who  huve  taken  out  patents  in  foreign  countries,  and  it 
is  admitted  by  the  defendant  that  no  di.scrimination  was  made  at  the 
Patent  Office  down  to  1870,  but  that  any  inventor  might  have  an  exten- 
mm  who  wuld  prove  the  necessary-  facts,  without  regard  to  the  (juestton 
whether  he  held  a  foreign  patent.    Many  such  extended  patents  hnrty 
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been  litigated,  and  no  objection  appears  to  have  been  taken  to  the  power 
of  the  OflBce  to  extend  them. 

By  the  lav  in  1836,  and  before  and  since,  a  patent  can  be  granted, 
generally  speaking,  only  to  the  original  and  first  inventor,  and  the  in-^ 
mention  mnst  not  have  been  patented  elsewhere  or  described  in  a  printed 
publication.  The  statute  of  1836  (sec. ^8, 5  Stats.,  121)  provided  that 
nothlDg  therein  contained  should  deprive  an  original  and  tme  inventor 
of  a  right  to  a  patent  by  reason  of  his  having  taken  ont  letters  patent 
therefor  in  a  foreign  country,  and  the  same  having  been  published  »t 
any  time  within  six  monOis  next  preceding  the  filing  of  his  specification 
and  drawings  in  this  eonntry.  By  the  act  of  1830  (sec.  6, 5  Stats.,  354)  the- 
lapse  of  six  months  after  the  invention  had  been  patented  abroad  waa 
declared  not  to  be  fittal,  provided  the  invention  had  not  been  in- 
trodnced  into  pablie  and  common  use  in  the  United  States,  and  provided 
that  all  snch  patents  should  be  limited  to  the  term  of  fourteen  years  fh>ia 
the  date  or  pnbUeation  of  the  foreign  letters  patent. 

We  have  no  more  doubt  than  eotmsel  have  that  the  general  and  broad 
provision  for  extending  patents  made  no  dismimination  against  those 
which  were  limited  to  fourteen  years  from  the  date  of  a  foreign  patent. 
Congress  probably  took  for  granted  that  all  foreign  patents  were  limited 
to  fonrteen  years,  and  they  intended  that  the  American  patent  shonld 
expire  with  the  foreign  patent;  but  in  respect  to  extensions  they  foiled 
to  legislate.  Certainly  there  would  be  no  justice  in  providing  that  an 
inventor  who  had  been  diligent  enough  to  obtain  a  foreign  patent  should 
lose  this  right  merely  because  the  invention  wasft«e  in  foreign  countries, 
wh^i  all  inventions  are  free  there  if  the  inventors  do  not  choose  to  pat- 
ent them.  They  contented  themselves  with  declaring  that  if  an  inventor 
had  a  monopoly  abroad  the  original  term  here  should  coincide  with 
what  they  assumed  to  be  the  term  there. 

Tu  the  revision  of  1870,  section  36,  it  is  enacted  that  no  person  shall 
be  debarred  fittm  receiving  a  patent  for  his  invention,  nor  shall  any  pat- 
ent be  declared  invalid,  by  reasou  of  it«  hanng  been  first  patented  in  a 
foreign  countr}',  provided  it  shall  not  have  been  introduced  into  public 
ose  in  the  United  States  for  more  than  two  years  prior  to  the  applica- 
tion, and  that  tiie  patent  shall  expire  at  the  same  time  with  the  foreigU 
patent,  or,  if  there  be  more  than  one,  at  the  same  time  with  the  one  hav- 
ing the  shortest  term ;  but  in  uo  case  shall  it  be  in  force  for  more  than 
seventeen  years.    16  Stats.,  2I>1. 

We  have  already  said  that  this  same  statute  resen'ed  to  all  tnveutora 
whose  patents  had  been  granted  before  March  2, 1861,  the  right  to  apply 
for  an  extension.  See  sections  C3  to  67.  The  able  and  learned  Com- 
missioner of  Patents,  Mr.  Fisher,  who  was  in  ofiElce  for  a  short  time  a^r 
the  statute  was  passed,  held  that,  notwithstanding  the  broad  language 
of  sections  63  to  67,  and  though  section  25  was  not,  in  his  opinion,  retro- 
active, yet  the  law  of  1870  had  introduced  a  new  policy  to  make  all  thia 
class  of  imtents  free  here  when  they  became  so  abroad,  and  therefore^. 
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in  the  exetdM  tt  hli  dteretion,  he  wookl  not  extend  %  patent  vhi«k 
vonld  expire  Abroad  eontemponneonaly  witii  its  expiration  here.  B* 
irii«tc«,O.D^1870,lM;  As  Word,  ib.,  196 }  iie  .Boyn-,  ib.,  130.  The 
defendant  Inrirts  that  the  Ooumis^Der  iras  not  only  vise  in  this  dm 
of  hie  dlaeacetkin,  If  he  had  any,  bnt  that  he  had  ntme  to  extend  snoh  a 
patent  after  1870.    We  cannot  admit  the  cogency  of  titis  reasoning. 

Thne  can  be  no  reasonable  cloubt  that  Oongrean,  in  Uie  statute  of 
1870,  Intended  to  leave  patents  granted  before  March  %  1S61,  exactly 
when  they  were.  Th^  need  i^tt  langoage  ftor  thlA  porpoae,  uidif  th« 
Ooinniii8i(«ier  bad  power  to  extend  any  ench  patent  before  1870  he  bad 
exactly  the  same  irfterwud,  for  it  la  entirely  dear  that  8eotii»i  25  is  not 
retzoaotJTe.  l%e  intent  of  Oongreas  la flilly  cairied  oat,  becanse  forall 
patents  ainoe  Han^  2, 1861,  there  can  be  no  extension,  and  therefore, 
if  tbey  expire  at  the  end  of  the  earliest  fi»eign  potent,  that  is  Os  «id 
of  them.  l%e  fitllacy  lies  in  applying  to  old  .patents  a  policy  wliich  is 
in  terms  confined  to  new  ones.  The  Patent  Office  reversed  its  decisioo 
in  the  same  year,  after  Hr.  Fisher  had  retired  from  ofllce,  and  t^e  rea- 
soning of  the  latter  opinion  appears  to  .as  sonnd.  Be  Apperlgy  C,  D.„ 
1870,  163.  Even  if  the  Office  should  be  thonght  to  have  exercised  its 
discretion  imptovidently  in  this  oase,  we  have  no  power  to  reverse  the 
decision, 

Bernofs  patent  was  granted  in  1860  while  the  st^nte  of  1830  (seo.  6, 
B  Stats.,  324)  was  in  operation.  It  shoold  therefore  have  been  limited 
to  fourteen  years  tnm  Angost  31, 1854,  the  date  of  the  French  patent 
This  was  not  done.  If  the  private  act  of  Congress  had  not  been  passed 
the  patent-wonld  have  expired  August  31, 1868,  beoanse  the  law  con- 
sidered that  to  be  done  which  should  have  been  done,  and  read  the  stat- 
ute iDto  the  patent.  Jfone  v,  (fBeiUf/,  15  How,,  62.  In  that  event  an 
extension  conld  have  been  granted  before  the  end  of  August,  1868,  bnt 
not  afterward.  [Be  Omner,  0.  D.,  1871,  48).  This  decision  is  cited  in 
the  defendant* B  sopplementri  brief,  as  if  it  ooiuoided  with  Mr.  FisherS 
rnling  against  extending  a  patent  which  is  aboitt  to  expire  abroad. 
This  is  a  misreading.  The  patent  bad  expired  two  years  before  tfa«  ap- 
plication by  the  expiration  of  the  foreign  patent,  under  the  dedslon  in 
'Morae  t.  (/BeiUff,  which  is  cited  by  the  CcHnmissioner  as  bis  auth<Nri^ 
in  the  premises. 

Again,  it  in  contended  that  the  private  act  of  Congress  merely  «nred 
the  defect  arising  out  o/the  grant  of  the  Frendh  patent,  omitting  by  in- 
advertence or  design  all  mention  of  the  English  jiateiit,  and  therefore 
the  American  patent  expired  in  1869.  If  we  were  dealing  with  a  pat- 
ent issned  since  1870  it  would  be  true  that  if  by  any  means  the  French 
grant,  and  that  only,  were  removed  from  the  case  the  patent  would  yet 
ex|)ire  with  the  English  grant;  bnt^  as  we  bave  said,  the  law  of  1S30 
rerjuired  the  Commissioner  to  limit  Bohiot'a  patent  not  to  the  sliurtest 
teriHof  any  fiireign  patent,  wliidi  might  ha  tliroe  or  five  or  ten  years, 
nor  to  any  term  of  foreign  patents  at  all,  but  to  fourteen  years  from  t^e 
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date  of  the  foreign  patent;  and  if  there  were  two,  the  term  shoald  be- 
gin to  ran  from  the  earlier,  in  this  ease  the  French  patent,  and  the  ex. 
istenoe  of  the  later  or  English  i)atent  was  immaterial.  And  when  Con- 
gress said  that  Bernot's  patent  ooght  to  have  been  limited  to  fourteen 
years  from  the  date  of  the  French  patent  tbey  stated  the  case  with  en- 
tire accoracy  and  mentioned  the  only  defect  that  existed. 

Finally,  it  was  argued  that  the  act  of  Congress  was  a  special  exer- 
cise of  sovereign  power  giving  a  prolonged  term  to  the  Bemot  patent, 
and  that  as  the  act  itself  does  not  provide  for  an  extension  there  ean  foe 
none  any  more  than  there  conld  be  if  the  act  had  anthorized  an  entirely 
new  patent,  which  authority,  being  granted«fter  the  policy  of  non-ex-' 
tension  had  been  established  in  1861,  woald  carry  with  it  no  implied 
power  of  renewal.  But  upon  this  last  supposition  the  grant  wonld  have 
been  for  a  new  term  of  seventeen  years,  and  this  was  fbr  the  remainder 
of  a  term  of  fonrteeu  years.  We  think  the  fair  and  obvious  coustmotioB 
of  the  act  is  that  the  patent  was  to  be  considered  a  good  grant  for  four- 
teen years  from  its  date,  with  the  right,  of  course,  in  the  public  to  dis- 
pute its  validity  for  want  df  patentability  in  the  inventaou  or  want  of 
Dovelty  and  so  on,  and  with  the  usual  right  of  the  patentee  to  procure 
an  extension,  if  the  circumstances  shoald  justify  the  Patent  Office  in 
granting  it,  of  which  the  Commissioner  was  the  judge. 

Demurrer  overruled. 


|1Tiiit«d  SUt«  Clniult  Court— Soatlunk  THtttitt  «f  V*v  York.) 

BiCHABDBON  V.   CbOFT  ET  AI.. 

DtchleS  Maivi  A,  ViSl. 


Mr.  Qtorge  Gifford  for  the  plaintiff. 
Mr.  Qeorge  Bates  for  the  defendant. 

Slatohfobd,  J. : 

The  order  of  this  court  allowed  the  defendants  to  give  notice  of  a 
motion  for  leave  to  renew  their  motion  to  amend  their  answer  by  insert- 
ing the  name  of  Kastner.  Instead  of  giving  notice  of  a  motion  for  leave 
t»  renew  such  motion  they  gave  notice  only  of  a  motion  for  leave  to 
funend  the  answer.  But  as  twth  parties  seem  to  agree  to  treat  the  mo- 
-tion  argued  as  one  for  leave  to  renew  and  not  one  for  leave  to  amend, 
X  will  so  treat  it.    I  think  leave  to  renew  should  be  grtrnted. 


,-,,ii,GoO(^lc 
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ICaltad  StUM  CUtBit  CMut— Saatken  DMtkt  of  3I«w  7^.] 

Fischer  «.  Hates. 

DetUtd  AaiHWf  OS,  1881. 
20O.  0.,  flOl. 
1.  CoXTKMPT— Fine— JcDciiE^rr. 

A  oontempt  of  court  is  %  ipeeifie  etimJiiAl  offena*,  maA  tha  impoaltlon  of  »  it» 
tor  mch  eoDtemiit  Is  ■  Judgment  io  m  orimlnftl  caae. 
».  Samx— JuDOUEXT— ExpouTioa  am  Tkuc. 

The  court  haa  no  power  to  vary  aacb  jodgment  after  tbe  expiratim  of  tbe  teim 
at  which  the  fine  was  impoaed. 
3.  Same— Orbek  of  Coi'et— Eecthl. 

The  order  Hiljndging  the  contempt  Deed  Dot  recite  tlie  offeDae  wbere  the  lattw 
ia  aet  fiwth  with  snfflcient  parttoulariiy  in  iba  KffldftTila  and  leporta  filed  in  the 
pneaedtnga  aitd  the  order  ia  connected  therewith  by  snfflcient  rafiMnoM. 


An  ord^r  adjmlging  contempt  for  the  violation  of  an  injunction  need  not  recite 
that  inch  injunction  n  as  lnwfnl. 

5.  Same — Order  Mahe  ix  Original  Burr, 

In  proceedings  in  eqaity  between  partire  to  the  anit  for  contempt  in  not  obey- 
ing an  order  in  the  conse  the  fine  for  anch  contempt  can  be  impOMd  by  ftu  cttdv 
made  in  the  original  snit. 

6.  Same— PonTDR  of  Court  to  Make  Sibsequkxt  Order. 

An  order  oiljndging  the  contempt  and  setting  on  foot  a  proceeding  fbr  the  pnr- 
poee  of  aseerlBining  it  hat  auonut  of  pecuniary  fine  ahonld  be  Impoaed  tberefbr 
and  directing  on  what  principle  and  hy  what  means  It  shonid  be  fixed  doea  not 
eshanat  the  power  of  the  conrt  to  maliK  a  snliaeqnent  order  fixing  the  amonnt  of 
the  fine  and  directing  commitment  nntil  the  same  shonid  be  paid. 

7.  Same — Order  to  Stasd  Committed. 

Where  a  s(atnte  aatborizes  or  preBcribea  the  infliction  of  a  fine  aa  a  punishment 
for  a  contempt  of  coart  it  is  lawful  for  the  conrt  inflicting  the  fine  to  direct  that 
the  party  stand  committed  until  the  fine  is  paid,  althoagh  there  be  no  apecifio 
afBrmative  grant  of  power  in  the  statute  to  make  eneh  direction. 

Mr.  C.  F.  Blate  for  the  plaintiff. 

Mr.  J.  S.  Wkitelegge  for  the  defendaut. 

Blatchfobd,  J. : 

This  Boit  Is  brought  for  the  ioftiDgement  of  Letters  Patent  No.  74,068, 
granted  t«  the  plaintiff  Febcuary  i,  18S8,  for  an  "improTement  in  ma- 
chine for  forming  sheet-metal  moldings."  The  patent  was  before  this 
ooort  in  Fueher  v.  WiUon  (16  Blatchf.  G.  C.  &,  220),  and  was  sustained 
in  April,  1879.  This  snit  was  brought  in  May,  1879.  On  a  motion  made 
<Ri  doe  notice  to  the  defendant,  this  court,  on  the  11th  of  Jane,  1879, 
iBBned  a  preliminary  ii^anction  restraining  the  defendant  ftom  making, 
using,  or  selling  any  machine  embodying  the  inventioiis  described  and 
claimed  iu  the  second  and  fourth  claims  of  the  patent.  This  iiynnction 
was  served  on  the  defendant  on  the  same  day.  Afterward  9  motitm 
founded  on  affldavita  sworn  to  Jnly  18, 1879,  was  made  before  the  court 
for  ^  attachment  against  the  defendant  for  contempt  for  violating  said 
li^anction.    The  afBdavits  were  those  of  Orickson,  Gonidly,  and  Ab- 


DECISIONS  OF  U.   8.  COUBTS  IN  PATENT  CISBS.  349 

l>ott,  aad  went  to  show  a  Tiolation  of  the  injauctioii  by  the  defendant, 
after  its  service  on  him,  in  the  use  iit  makinf^  skylight-bttrs  of  improre- 
meuts  covered  by  the  second  and  foarth  claims  of  the  patent.  The  sky- 
light-bars  'n'ere  wade  of  sheet  metal,  and  were  formed  and  bent  <»  a  ma. 
chine.  The  afBdavits  set  forth  the  particulars  of  tlie  alleged  contempt 
<skarged,  and  were  filed  in  court,  and  copies  of  them  Treie  served  on  the 
ciefendant  on  the  28th  of  Jnly,  1S79.  The  defendant  opposed  the  motion 
ou  affidavits,  and  thecoiirt  made  an  order  on  the  Ist  of  Aagnst,  1879, 
requiring  the  defendant  to  permit  an  inspection  on  the  part  of  the  plaint- 
iff of  his  machinery  for  bending  sheet  metal  and  of  the  method  of  bend- 
ing snch^eet  metal  used  by  him.  The  order  said:  **It  being  the  object 
and  intention  of  this  court  to  enable  the  complainant  herein  to  present 
snch  evidence  to  the  court  herein  as  will  enable  the  complainant  to  make 
oat,  if  the  &ot  be  so,  the  iniringement  of  the  patent  here  in  snit,  and  a 
contempt  of  the  injunction  heretofore  issued  and  served  herein,"  and 
'  referred  it  to  Mr.  Shields  to  ascertain  the  fact  of  said  infringement,  "  if 
the  same  be  so,"  and  report  his  flndinic  to  the  court,  and  ordered  "that 
the  complainant  may  examine  before  the  said  referee,  George  Hayes, 
and  all  his  employes  and  assistants,  and  that  botiii  parties  m%v  exaddne 
anch  other  witnesses  as  they  may  elect  to  examine."  The  referraoe  be- 
fore Mr.  Shields  commenced  ou  the  29tb  of  Augnst,  1879.  Witnesses 
for  both  parties  were  examined  before  the  referee.  The  defendant  wa« 
examined  on  the  put'  of  the  plaintiff,  and  took  no  ofcrjection  to  the  pro* 
priety  or  lawfulness  of  his  being  examined.  He  was  also  examined  as 
a  witness  on  his  own  behalf. 

The  report  of  Mr.  Shields  was  filed  January  8,  1880.  This  coort  had 
on  the  30th  of  Jane,  1879,  on  motion  and  dae  notice,  made  an  order  ad- 
judging the  defendant  guilty  of  contempt  by  using  a  machine  for  bend* 
ing  sheet  metal  in  Tiolation  of  said  ii^nnction.  The  proceedings  covered 
by  the  motion  which  resulted  in  the  order  of  August  1,  1879,  related  to 
a  violation  after  June  30,  1879,  and  the  testimony  before  Mr.  Shields 
and  his  report  related  to  such  a  violation.  Mr.  Shields  in  his  report 
found  that  the  defendant  had,  since  the  order  of  June  30, 1879,  iuMuged 
the  fourth  claim  of  the  patent,  and  stated  in  detail  wherein  such  iu- 
fiingement  consisted.  -The  defendant  filed  exceptions  to  the  fibdings 
in  the  report  On  all  the  proceedings  in  the  case  and  the  testimony 
taken  before  Mr.  Shields  and  his  report  the  plaintiff  moved  before  tiiis 
«ourt,  on  due  notice,  "for  an  order  for  attachment  for  contempt  and 
imuishment  herein,  notice  of  motion  for  which  has  been  heretofore  served 
on  you,  and  which  motion  has  been  partially  heard,  and  was  reforred 
to  John  A.  Shields,  esq.,  referee,  on  the  Ist  day  of  August,  1879."  On 
the  hearing  thereon  the  court,  on  the  7th  of  Pebntaiy,  1880,  made  an 
order  as  follows,  entitled  in  this  cause: 

A  uotiou  for  attMbmeot  tar  ooatempl  haying  eMM  o«  t«  b«  beud  benlD,  and  the 
uutttor  hartng  been  referred  to  John  A.  Shields,  caq.,  to  take  the  teMinoof  of  t»A  to 
Itear  the  parties  ami  to  report  t«  the  court  on  the  queatiou  of  inftingement,  Mid  the 
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Mid  MltgBa  havliig  Nportod  that  the  deAndftat  ha*  BMd  the  IhtmiUoii  dcMribed  in 
tlw  lett«n  pstent  on  which  thia  sail  i»  biongfat,  in  liidatian  of  the  iqJniMtivn  of  the 
eoort  hoein,  aiuce  about  the  Sd  day  of  Jnly,  1679 ;  and  the  eaid  M&ree'B  report  hav- 
ing heeD  preMTited  to  thii  ooQit  for  conBnnation,  and  Mr.  Blake  harinK  been  heard 
for  MMnplaltiaiit  and  Mr.  Whitelegge  fi>r  defendant:  Now,  therefore,  it  la  hereby  or- 
dend,  adjadged,  and  decreMl  that  the  Mid  leport  be,  and  it  benhy  is,  eonfinned. 
*  *  *  And  It  Uftirtherord«nd  that  the  fiirtberbeuliig  of  thli  motion  on  the  qoea- 
tlon  of  pnnlabuant  and  tenna  go  orer  nntil  Friday,  Febmary  13,  1860,  at  the  opening 
ef  oonrt  on  that  day. 

On  the  I7tb  of  .Febnuuy,  1880,  this  coart  made  on  order  as  follows, 
entitled  Id  this  cause : 

A  voUon  for  atlaohment  ftn  otmtempt  heieim  hariiig  eon*  on  fin  ftuther  heariug  on 
the  question  of  paniahment  or  temu  on  this  13tb  dfty  of  Februaty,  1880,  and  Cbarl«a 
F.  Blake,  etq.,  having  been  heard  for  the  motion  and  J.  H.  Whltelegge,  eaq.,  oppoaed: 
Now,  therefore,  It  la  hereby  ordered  and  decreed  that  the  defendant  la  adjndged  to 
have  oonunitted  the  oootrmpt  aUeged,  and  that  he  pa;  aa  a  floe  therefor  the  amoiiut 
of  all  ooeta,  chargca,  and  diabitnnnente  whataoBTer  MifferBd,  bwue,  or  inonxred  hy  the 
oomplalnant  by  reaeon  of  or  on  aeconnt  of  tha  aaid  motion,  and  that  the  qneaUon  of 
the  amonnt  of  aaidflne  benibmitted  tothUaanrtonaffldaTltiandwithont  argument, 
as  follows:  The  oomplalnant  to  aerre  Ma  affldavlta  on  the  aoUoitor  for  the  defendant 
OB  or  befbie  Friday,  Febnuy  SO,  1B80;  that  defendant  aerve  hia  replying  affldavita 
on  oonnael  for  oomplalnant  on  or  before  Tneaday,  F^iamary  M,  18U0,  and  that  oom- 
plalnant hare  the  right  to  reply,  and  that  all  affldavita  be  filed  on  oi  befiir«  Friday, 
FehniaiyS7,.16S0.     ; 

The  plaintjjr  presented  to  the  coort  two  affidavits  on  his  part,  oopies 
of  which  had  been  served  on  the  defendant's  solicitor  on  the  20th  of 
February,  1880.  The  defendant  replied  to  those  affidavits  by  an  affi- 
davit of  liis  own,  a  copy  of  which  he  served  on  the  plaintilTB  solicitor 
on  the  27th  of  Febrnary,  1880.  Therenpon  this  court  on  the  13th  of 
March,  1880,  made  an  order,  entitled  in  this  oaaoe  "on  motdon  tax  sec- 
ond attaohment  for  contempt,"  and  reading  as  follows: 

Thia  motion  having  been  heud  on  the  Irt  day  of  Angnat,  1S79,  on  aiBdavita  and 
argument  by  connael  for  the  reapeotlve  partiea,  and  theranpon  an  order  having  been 
dnly  made  that  it  be  leferred  to  John  A.  Hhielda  to  aaoertain  the  fact  of  aaid  infhnge- 
ment,  if  the  same  be  »o,  and  report  hia  flndlng  to  thia  court;  and  npon  the  coming  in 
of  the  report  of  aaid  refet«e  and  hearing  cMinnael  for  the  t«spective  partiea  in  anpport 
thereof  and  in  opposition  thereto,  said  report  was  conflrmed;  and  it  was  then  fnrthero^ 
dared  that  the  complainant  file  with  the  court  and  serve  copiee  on  defendant  affldavita 
ahowing  the  expenaes  incnrred  in  the  pioaeontlon  of  thia  aeoond  attaahmenl  for  con- 
tempt ;  that  defendant  file  and  serve  aoawering  affidavit*,  that  complainant  may  reply 
thereto,  and  an  amended  order  and  the  affidavit  of  George  Hayes,  the  defendant,  exe- 
cuted on  the  Seth  day  of  Febmary,  1880,  having  been  filed  in  reply  to  said  complain- 
anVa  affldavita,  it  is,  npon  oonsideration  thereof,  ordered  that  the  defendant  pay  into 
oonrt  the  anm  of  IG3S.49,  aa  set  Ibrth  in  the  affidavit  of  Banm  Higham,  axeonted 
herein  on  the  16tb  day  of  Febmary,  1880,  and  the  farther  sum  of  |867.50,  aa  Mt  forth 
in  the  affidavit  of  Valentine  Fieher,  executed  herein  on  the  aoth  day  of  February 
1880,  amounting,  together,  to  the  sum  of  11,389.99,  aa  a  fine  for  wld  second  contempt, 
within  thirty  days  from  the  date  of  the  entry  of  this  order—to  wit,  the  ISth  day  of 
April,  1880— and  that  if  not  paid  the  defendant  atand  oonunitted  till  it  be  paid,  and 
that  when  paid  it  be  paid  over  to  the  ptaintifE  In  reimbnraement, 

On  the  11th  of  Hay,  1880,  the  defendant  sued  oat  a  writ  of  ermr 
iW>m  the  Supreme  Coort  <^  the  United  States  to  reverse  Oie  said  jodg- 
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meat  conyioting  him  of  a  contempt.  The  plaintiff  moved  in  that  conit 
to  dismigs  said  writ  of  error,  and  the  Sapreme  Ooort  dismissed  it  for 
want  of  jurisdiction  on  the  29th  of  November,  1880.  The  plaintiff  now, 
on  presenting  to  this  court  the  mandate  of  the  Supreme  Gonrt  di8niis8< 
ing  said  writ,  mores  for  an  cider  that  the  said  order  ot-  ]fondi  13, 1880, 
be  carried  into  effect;  and  the  defendant  at  the  same  time  moves  that 
the  said  order  of  February  17, 1880,  and  the  said  order  of  March  13, 
1680,  be  declared  inoperative  and  void  and  of  no  eflbot,  or  that  the 
plaintiff  be  perpetnally  restrained  and  eigoined  fh>m  any  farther  actifm 
or  proceeding  respeotlDg  the  same. 

It  is  provided  by  section  725  of  the  Revised  Statutes  that — 

llie  oovrtoof  UiB  United  ShrtM  dull  hkre  power  to  pnniah,  by  fineoT  imprisonment, 
ftt tbodiaoretionof  1li«ooart,eoiiteiapUoftheiraiitIwrity:  I^vMed,  Tli»t aaoli power 
to  pnniah  ooatempte  dutll  not  be  oonrtnied  to  extend  to  any  eaaes  ezoept  the  misbe* 
likvior  of  any  penon  in  their  pnoenoe,  or  m  ne»r  thereto  aa  to  obatinot  the  admlnia- 
tntion  of  Juatioo,  the  niabehaTior  of  any  of  the  offloen  of  said  ooorta  in  th^  offluial 
tnuiMMtioiia,  and  the  diaobedienoe  or  lealatMioe  by  Miy  such  oino«r,  <s  by  any  party, 
Jnroi,  witneta,  or  other  penon,  to  any  lawAil  writ,  prooeaa,  order,  mle,  decree,  uroMn- 
nand  (tf  the  aaid  ooorta. 

It  is  contended  for  tiie  defendant  that  to  render  effeetoal  a  jadgment 
or  order  oonvioting  a  party  of  a  contempt  foimded  on  his  disobedience 
to  an  order  of  the  conrt  three  things  must  concnr :  (1.)  The  order  must  be 
founded  upon  some  legal  or  equitable  right  vested  in  the  party  at  whose 
instance  it  is  Issued.  (2.)  The  tader  must  be  lawftil  and  duly  authorised 
at  the  time  it  issues.    (3.)  The  disobedience  to  it  mu&t  be  wiUM. 

It  is  well  settled  that  contempt  of  court  is  a  specific  criminal  offiense, 
and  that  the  Imposition  of  a  fine  for  a  contempt  is  a  judgment  in  a  crimi- 
nal ease.  Jfew  Orleaiu  v.  Steamthip  Company,  20  Wall.,  387, 392.  Al- 
though there  has  as  yet  been  nether  an  interlocntoiy  nor  a  final  decree 
on  the  merits  in  this  suit,  yet  the  order  imposing  the  fine  for  the  con- 
tempt was  a  final  order  or  judgment  as  to  the  matter  of  the  contempt. 
The  last  order  as  to  that  matter  was  made  prior  to  the  April  term,  1880. 
Sinoe  it  was  made,  tbe  April  term,  1880,  has  bwun  and  ended,  and  we 
toe  now  in  the  October  term,  1880.  The  defendant's  motion  has  not  been 
made  till  in  the  present  term.  The  general  power  of  the  court  over  its 
own  judgments,  orders,  and  decrees  in  oivil  and  erimiual  oases  daring 
the  existence  ot  the  term  at  which  they  are  first  made  is  held  to  be  un- 
deniable. JSx  parte  Large,  18  Wall.,  163, 167,  And  it  is  ftirther  held 
that  the  power  to  vary  a  final  judgment  or  order,  at  least  in  a  case 
where  there  was  jurisdiction  to  make  it,  does  not  exist  after  the  term  at 
which  it  was  mode.  Bank  of  United  Statea  v.  ifoM,  6  How.,  31;  The 
Bank  T.  Lahitut,  1  Woods,  11.  In  United  Statea  v.  Mot*  it  was  held  to 
be  too  late,  after  final  jad^nent  and  at  the  next  tenn  and  by  motion  only, 
to  set  aside  a  judgment  on  account  of  a  supposed  want  of  jurisdiction. 
AjmI  the  authorities  cited  in  that  case  show  it  to  be  well  settled  that 
DO  error  of  law  or  fact,  if  any,  not  involving  jnrlsdiotion,  committed 
by  this  ooort  in  making  the  order  now  sought  to  be  vacated,  can  be  lee- 
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tilled  by  Vbia  oonrt  on  this  motion.  It  does  not  appear  that  any  wror 
VBS  committ«d ;  bat,  for  the  foregoing  reason,  it  is  not  necessary  to  dis- 
-cnss  that  qoestioD.  The  utmost  that  the  defendant  ooold  claim  would 
be  to  have  to  have  this  oonrt  consider  the  qtiestJOD  of  jarisdiction  now 
aa  if  he  were  in  castody  for  the  non-payment  of  the  fine  and  were  before 
this  court  oo  a  writ  of  Jmbeai  corpus. 

The  foregoing  views  cover  all  the  suggestions  made  in  argument  that 
the  defendant  in  the  infringement  on  which  the  order  in  question  waa 
based  was  guided  by  what  be  understood  to  be  the  views  expressed  by 
the  conrt  in  its  decision  in  Fischer  r.  Witmn  (16  Blatchf.  C.  0.  B.,  2i0); 
that  bis  inMngement  was  therefbre  not  willful,  though  mistaken ;  that 
tite  infHngement  was  committed  by  the  making  of  skylight-bars ;  that 
the  pal«ut  of  the  plaintiff  was,  and  is,  Invalid,  and  therefbre  the  ii^anoe- 
tion  that  waa  disobeyed  was  not  a  lawful  order,  and  that  the  amount 
arrived  at  as  a  fine  was  not  proved  in  a  proper  way. 

Some  points  are  made  on  the  part  of  the  defendant  which  are  taken 
by  him  aa  aiisiag  on  the  fiu»  of  the  proceedings. 

(1.)  It  it  ot\)ect«d  that  the  order  of  February'- 17, 1880,  decrees  only 
'*' that  the  deCradant  la  adjudged  to  have  committed  the  contempt  alleged, " 
without  reciting  fhrther  the  offense  of  which  he  ia  guilty.  It  ia  insisted 
that  this  waa  necessary,  and,  flirther,  that  the  order  should  hare  recited 
that  tbe  defendant  had  disobeyed  a  lawful  order  of  the  court,  and  waa 
guilty  oi  a  contempt  of  court  in  ao  doing.  The  contempt  alleged  is  set 
forth  with  sutDcient  particularity  in  the  affidavits  on  which  the  motimi 
for  attachment  was  founded  and  in  the  report  of  the  referee.  AU  the 
proceedings  and  the  various  orders  ate  snfSoiently  connected  togetiier 
l^ reference  and  recital  to  identify  "the  contempt  aUeged"  without  the 
necessity  of  reciting  at  length  in  the  orders  tbe  particnlare  of  tbe  pre- 
vious prooeedinga.  The  origintd  motion  was  noticed  asik  motion  for  an 
attachment  for  contempt  for  a  violation  of  the  injunction,  and  the  pro- 
ceedings weutbn  to  ascertain  that  fact.  Hie  order  of  Angnst  1, 1879, 
on  its  &ce  refarrcd  the  matter  of  a  contempt  of  the  iqjuDctkm,  luid  that 
ia  the  "contempt"  referred  to  in  the  orders  of  February  7  and  IT  and 
the  "contempt  alleged"  spoken  of  iu  the  latter  order.  It  was  not  nec- 
essary to  recite  that  the  injunction  was  a  lawful  ii^unction. 

(2.)  It  is  urged  that  the  fine  for  contempt  could  not  be  imposed  by  an 
order  made  in  the  suit,  but  that  the  order  should  hare  been  made  in  a 
proceeding  in  the  title  of  which  the  ITuited  States  were  made  a  party  to 
the  proceeding.  It  is  said  in  The  People  v.  Craft  (7  Paige,  335)  that  in 
proceedings  in  eqnity  between  parties  to  the  suit  for  contempt  in  not 
obeying  the  process  of  the  court  or  any  order  or  decree  in  the  oaose  the 
proceedings  on  the  attachment  may  Ije,  and  usually  are,  entitled  aa  In 
the  original  suit,  though  it  is  not  irregnlar  to  entitle  them  iu  the  name 
of  "The  People"  on  the  relation  of  the  person  proaecating  the  att«ch- 
ment  against  the  defendant  or  part}'  proceeded  against.  Where  the 
attachment  proceeding  for  a  contempt  is  against  a  witness  or  »  person 
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not  ftpattytotheaoittlieprRetioeie  to«ititletlieorder  fitrHttaduneat 
and  all  snbaeqneDt  {wooeediDgs  tlierecHi  in  the  ntme  of  "Hie  Petqrie'' 
ou  tbe  relation.  &e.     Stitford  v.  Brotm,  4  Paiges  360. 

(3.)  It  is  oonteuded  that  as  the  order  of  FelMiuzy  17,  a^ndging  tke 
contempt,  ordered  that  the  defendant  pay  as  a  fine  the  anowit  (rf'  aU 
costs,  &c.,  and  did  not  order  that  the  defendant  ataod  oiMunittedf  &ie^ 
the  order  of  March  13  was  void,  becaaae  it  ordered  the  defendant  to 
etaud  committed,  &c.  It  is  idso.claimed  that  die  court  exhaosted  its 
power  in  making  the  order  of  February  17,  and  that  even  if  it  did  not,  it 
had  no  iwwer  to  order  the  deCmdant  to  be  committed  until  the  fine 
should  be  paid. 

The  order  of  Fel'mary  17  adjured  the  ^lilt  and  ordered  that  the 
defendant  should  pay  as  a  fine  what  should  on  an  iuvestigation  ordered 
be  ascerrained  to  be  the  aiuouut  of  certain  e^enaes.  The  order  did 
not  specify  any  auionut  as  a  flue.  The  subsequent  order  specified  the 
amount  ttscertaiued  on  the  investigation,  and  Mdered  tliat  it  be  paid  hy 
the  detendaut  as  a  fine  for  the  contempt  within  thirty  days  from  Ae 
order,  and  that  if  not  ]Hiid  the  defendant  stand  oommitted  till  it  be  paid, 
and  that  when  paid  it  be  paid  over  to  the  plaintiff  in  rnmbnraemeut. 

it  is  suggested  that  section  7:^  provides  for  the  punishment  of  a  ood- 
lenipt  by  fine  or  imprisonment,  and  that  therefore  a  commitment  for  mm- 
payuieut  of  the  fine  is  anlawfiil,  Itecanse  such  commitment  is  imprison- 
uifiit.  There  is,  however,  uo  commitment  or  imprisonment  if  the  fine 
Ite  paid.  There  is  uot  couiiuituieut  and  fine.  The  pnnishmeot  by  .a  line 
is  fully  iudicmi  under  the  terms  of  the  order,  if  the  fine  be  paid,  as  the 
onler  directs,  and  in  such  case  there  can  i>p  uo  commitmoit.  So,  if 
there  be  a  commitment  tor  uon-itayment  of  the  floe  there  must  be  s  dis- 
chart^e  as  soou  as  the  fine  is  paid.  The  payment  of  the  flue  is  the 
pntiisliiuent.  The  awarding  or  infilctiou  of  the  Ane  is  no  pnnidiment. 
The  coiuniitnieut  is  an  iucident  of  the  fine.  It  is  not  in  any  manner  the 
*■  iuipris<.>mei)t~  allowed  by  the  statute.  The  payment  of  the  flue  and 
acoinmitnient  for  nut  )Hiiiiugit  caniiot  coexist.  The  commitment  is  uot 
a  st'iiarate  puuishment  of  impristmmeut  added  to  the  |Myiiient  of  a  fine. 
It  is  in  this  view  that  it  has  always  been  held  that  where  a  statotc 
iUitliori/.es  or  prescril>cs  the  infliction  of  a  fine  as  a  punishment  either 
iVii-  a  contempt  of  court  or  tor  a  deflaed  offcuse  it  is  lawful  for  the  court 
iullii'tin^  the  fine  to  dii-ect  that  the  party  stand  <.-ommitted  until  the  fine 
1>«'  |i))id.  although  there  l»e  no  si>eciflc  aflimiative  grant  of  power  in  the 
statute  to  make  such  directiou. 

In  railed  SlaU*  v.  flK»f«»(*(70rauch.32.It4)  itissaid  that  the implietl 
imwcrsot  tiuiug  for  contempt  and  imprisoning  for  contumacy  are  powers 
wiiii'h  cannot  Ih'  disi>enscd  with  in  a  court,  t)ecanso  they  are  necessary 
f  .>  I  lu'  cxcn-isc  of  all  otliers ;  that  they  result  from  the  uatnre  of  courts 
til'  .iiisti<-c.  and  that,  so  far.  our  citnrts  possess  (wwers  not  immediately 
ilciiM'd  I'linii  statute.  Kx inirtc  RohiiMOM^  10  Wall.,  .10ii,olO.  It  might 
j>i.'i>i'xJy  1k'  held  that  the  onler  to  commit  the  defendant  fiw  non-pay- 
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meat  of  the  fine  was  a  inuuBhnieDt  <»dered  for  ocmtanuu!;'  or  ofmtenipt 
in  not  obeying  the  order  to  pay  the  flue,  andaoaponiahmeatforaafoond 
contempt,  and  uot  a  poniahment  for  the  oontempt  of  violating  the  in- 
jnuctiOQ.    Bot  the  order  to  oommit  was  lawful  on  broader  groonda. 

In  foMc  T.  TIk  PeopU  (S  W«ndel),  303,  215)  it  is  said  that  where  a  de- 
fendant is  eonricted  of  a  misdeiDeanor  he  ma^  tw  eommitted  to  inison 
ontal  the  fine  imposed  on  him  for  the  offeuse  ia  pud. 

In  B*  partt  Watkitu  (7  Peters,  568,  57J^)  tiie  exist^ice  of  the  same 
praeti(.«  at  the  common  lav  in  reoc^nized. 

In  iSoa  T.  The  People  (12  Wendell,  3U),  on  a  conviction  fbr  a  misde- 
meaow,  aflne  wag  imposed,  with  an  order  that  thedefendant  stand  com-  ' 
mitted  until  the  same  be  paid.  The  ooort  might  have  imposed  a  ftae 
or  imprisonment  not  exceeding  six  months,  or  both-  On  certiorari,  the 
Snpr«ne  Court  held  that  the  proceeding  was  r^^nlar;  that  the  impiisoo- 
ment  awarded  tbs  no  part  of  the  punishment,  bat  only  a  mode  of  en- 
forcing payment  of  the  fine ;  and.  that,  if  the  fine  was  paid  on  the  de- 
fendanf  B  being  arrested,  the  sentence  gave  no  anth<mty  to  imprison. 

In  Harrit  v.  Tko  Comimmwealth  (23  Pickering,  280)  it  is  held  that 
where  for  .an  offense  the  punishment  is  a  fine  wiljiout  imprisonment, 
the  settled  rule  of  law  is  that  the  sentence  is  to  pay  fbe  fine  or  stand 
committed  nntil  that  sentence  be  performed. 

In  WiMe  V.  The  CommoH«eatth  (2  Metcatf,  408,  til)  it  is  said  tibat 
where  the  statute  anthorizex  a  pnuighm^it  by  fine,  costs  may  be  awarded 
as  incident,  and  the  party  convicted  may  be  committed  till  snch  fine  and 
costs  be  paid. 

In  St^na  v.  JDhhm  (12  Ad.  &  EIL,  X.  S.^  1036)  the  defendant  was  in- 
dicted for  an  offense  and  oouvicted,  Mid  sentenced  to  be  imi»i8oned  for 
eighteen  months,  and  to  give  seciirit7  to  keep  the  peace  for  two  years 
after  the  expiratiou  of  the  ei^teen  months,  and  to  stand  committed  till 
be  shonld.give  snch  security.  The  Exchequer  Chamber,  on  a  writ  of 
error,  held  that  the  sentence  was  proper. 

In  the  case  of  Drayton  and  Sears  (5  Opinions  of  Attomeys-(}eneral, 
379)  dted  in  fn  re  MuUee  (7  Blatehf.  C.  C.  B.,  23)  they  were  convicted 
on  an  indictment  nndc^r  a  statute  which  imposed  only  a  pecuniary  flue 
for  the  offense.  A  fine,  with  costs,  was  inflicted,  and  the  court  ordered 
them  to  be  imprisoned  till  the  fine  and  costs  should  be  paid.  Th^  were 
imprisoued  for  four  years  and  then  applied  to  the  President  for  a  pardon, 
and  the  Attorney-General  (Mr.  Crittenden)  was  of  opinion  that  the 
President  had  the  power,  by  pardon,  to  discharge  them  from  prison  and 
to  remit  tbe  fine,  although,  by  the  statnte,  one  bait  of  the  fine  was  to  go 
to  a  private  person  and  the  other  half  to  a  county. 

In  United  Stales  v.  Robbing  (15  Int.  Bev.  Becoid,  153)  the  deiendant 
was  t»nvict«d  on  an  indictment  and  sentenced  to  be  imprisoned  for  a 
year  and  to  pay  a  fine  and  costs,  and  to  stand  committed  until  tiie  flue 
and  costs  should  be  paid.  After  the  expiration  of  the  year's  imx>rison- 
me^  the  fine  and  costs  uot  being  paid  and  the  defendant  b«ing  atiU  iu 
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jail,  he  wag  bronght  np  on  idbeat  oorput,  and  claimed  tliat  the  part  of 
the  sentence  which  ordered  him  to  stand  committed  nntil  the  fine  and 
costs  shonld  be  paid  was  void.  The  statute  authorized  both  a  fine  and 
impriaonmeDt.  The  court  held  that  where  a  statute  imposes  a  fine,  the 
l>ower  to  commit  a  person  convicted  of  the  statntory  offense  to  Jail  until 
the  fine  is  ptdd  is  eui  inherent  power  in  the  court. 

In  United  8tata  r.  K^erman  (23  Int.  Bev.  Beuord,  202)  the  defendant 
was  convicted  on  an  indictment,  and  sentenced  to  pay  a  flue  and  the 
costs  of  the  prosecntidn,  and  to  stand  committed  until  said  fine  and  costs 
be  paid,  and  to  be  imprisoned  for  one  month.  After  the  defendant  had 
suffered  the  imprisonment  for  one  mouth  he  sued  out  a  writ  of  haiwu 
corpxta.  The  statute  antborized  the  imposition  of  a  fine  and  costs  aud 
of  imprisonment  for  a  specified  time,  but  said  nothing  about  commit^ 
ment  until  the  flue  and  costs  uhould  be  paid.  The  court  held  that  the 
judgment  for  commitment  was  proper,  and  that,  as  the  fine  aud  costs 
had  not  been  paid,  the  defendfuit  was  rigbtfiilly  in  custody. 

The  foregoing  cases  were  not  cases  of  contempt  of  court,  but  as  a  flue 
for  a  contempt  of  court  is  a  judgment  in  a  criminal  case  the  same  rule 
applies. 

In  In  re  MuUee  (7  BlatchC  C.  0.  B.,  23)  the  party  was  fined  fbr  con- 
tempt in  violating  an  injunction  restraining  the  infringement  of  a  pat- 
ent, and  was  ordered  to  stand  committed  nntil  the  fine  should  be  paid. 

In  In  re  Allm  (13  id.,  271)  the  party  had  disobeyed  an  order  of  court 
requiring  him  to  produce  aud  surrender  certain  bootcs  and  papers.  He 
was  adjudged  guilty  of  contempt,  and  was  ordered  to  deliver  them  up 
and  to  pay  the  coste,  and,  upon  refusal,  to  be  committed  to  custody  by 
the  marshal  until  discharged  by  order  of  the  court.  On  habetu  oorpu$ 
it  was  urged  that  the  imprisonment  was  illegal,  because  it  was  to  con- 
tinue during  the  pleasure  of  the  court.    The  court  say : 

When  the  contempt  consieta  of  a  vtoUtJon  of  the  order  of  the  canrt,-uid  is  a  c«n- 
tenipl  not  committed  in  its  presence,  and  the  itAtnM  dors  not  prMcrlbe  the  fonn  of 
th«  order  of  comiuitiaeDt,  the  defendant  maj  be  imprisoned  antit  be  be  discharged  by 
order  of  the  coart,  or  until  farther  order  of  oonrt.  Green  v.  Elifie,  B  Jnilet,  Part  1, 
ld7,  per  Denman,  C.  J. ;  Opinion  of  Cluef-Jnatioe  £enl  in  In  re  I'atet,  4  Johns.,  317 ; 
a.  C,  9  Johns.,  395. 

Gbiet-Justice  Kent,  in  7n  re  Tatet,  says  that  as  it  is  the  established 
course  in  matters  of  contempt  to  receive  the  submission  of  the  party 
whenever  he  is  ready  to  offer  it,  and,  ou  reasonable  satisfaction  made, 
to  discharge  him,  an  order  to  couimit  him  during  the  pleasure  of  the 
court  is  ftivorable  to  him,  for  if  a  definite  time  ia  fixed  in  the  sentenoe 
the  court  cannot  alter  it,  even  on  his  submission.  This  was  said  in  a 
case  wliere  the  sole  pugi^'lnent  inflicted  for  a  contempt  of  coart  was 
imprisonment  until  the  farther  onler  of  the  court.  The  principle  ap- 
plies, aforfiori,  to  tlie  present  case,  where  submission  maybe  made  by 
liayiug  the  tine,  and  where  the  commitment  must  terminate  when  the 
fine  is  paid. 

In  Oreen  v.  JElgie  {a.hov6  cited,  aUo  reported  in  5  Ad.  &  Ell.,  N.  8., 
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99)  the  Court  of  Bevieir  in  Baukniptcy  ordered  one  Green,  a  party  lie- 
fore  it,  to  pay  certain  costs  within  four  days,  or,  in  de&alt,  to  stand 
ocHnmitted  to  prison.  He  was  committed.  Afterward  he  soed  in  tlie 
Queen's  Bench,  for  fEtlse  impiisoument,  the  person  on  whose  ap|>lication 
he  was  oommitted  and  his  attorney.  There  wan  a  verdict  against  the 
latter.  One  ground  nrged  for  sastaining  the  verdict  was  that  the  war- 
rant of  commitment  was  void,  because  it  did  not  direct  how  long  the 
party  should  remain  in  prison.  The  court  held  that  in  that  respect  there 
was  no  objection  to  the  warrant,  bat  it  was  held  bad  becaose  tbe  order 
oo.whioh  it  was  founded  did  not  adjudge  a  contempt  or  direct  anything 
to  be  done  by  the  party  to  dear  himself  &om  it. 

In  Doubltday  v.  Sherman  (8  Blatchf.  C.  C.  B.,  46)  a  flue  was  imposed 
for  contempt  in  the  violation  of  an  ii^anction,  and  the  defendant  wag 
ordered  to  stand  oommitted  ontU  the  fine  should  be  paid. 

It  mast  therefore  be  held  that  this  court  had  pow^  to  order  the  de- 
fendant to  be  committed  until  the  fine  should  be  paid. 

It  is  equally  clear  that  the  court  did  not  ezhaost  its  power  by  the 
order  of  February  17.  That  order  adjudged  the  contempt,  and  set  on 
foot  a  proceeding  for  asoertaining  what  amount  of  pecuniary  fine  sboold 
be  imposed  therefor,  directing  on  what  principle  and  by  what  means  it 
should  be  fixed.  The  subsequent  order  of  March  13  fixed  the  amount, 
imposed  it  as  a  fine  for  the  contempt,  to  be  paid  within  a  fixed  time, 
and  ordered  commitment  till  payment    This  was  proper,and  regular. 

All  the  points  urged  in  &vor  of  the  motion  made  by  the  defendant 
fall  within  the  foregoing  considerations,  and  the  motion  must  be  denied. 
Tlie  motion  of  the  plaintiff  is  granted. 


IDniled  suae*  Clroalt  Coort— Sonttum  Dlabrlct  of  Hew  York.] 

FiSOHBB  V.  HAYK». 

Deeidtd  Jpril  18,  1881. 

SO  O.  O.,  SK. 

t.  (toNTRMPT  OK  Court— Wabbant  of  ComnTmur— Pkactict. 

A  partyhftviDg  been  adjadged  guilty  of  oriminkt  oontempt  in  theTlolationof  Mt 
injuDOtion  in  a  patent  eujt  (6  Fed,  Rep.,  63),  and  awarrant  of  oommitnieDt  beiog 
•bout  to  isane  for  the  non-payment  of  the  flue  imposed,  Bald,  if  the  defenduat 
desimi  to  Bnapeud  the  execution  of  the  warrant  nntil  a  flnal  decree  conld  be  had 
and  appeal  taben  t«  the  8npieme  Conrt,  that  he  thonld  give  a  bond,  with  sure- 
ties, to  pa;  tbeamount  of  said  fine  whraieTer  the  court  ahoald  vacate  the  snspen- 
don,  and  that  a  reasonable  time  wonld  be  allowed  to  give  ench  bond  after  the 
waTTBDt  was  iasned,  during  which  time  the  execution  of  eaid  warrant  wonld  be 
Buapeuded. 
i.  Samk— Same— FouM  of  Pkockss. 

Form  of  process  for  carryinginto  effect  the  provision  of  the  owler  lu  tbeomiteiupt 
pioceediues,  directing  that  the  defendant  stand  ooniinitt«d  till  the  fine  be  paid, 
prescribed  by  the  conrt. 
Mr.  Edmund  Wctwwrc  for  the  plaintiff.  Doiii-crib,GoOQlc 

'  Mr.  Jameg  H.  Wfutelegge  tat  the  defendant. 
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BLATOHPOSD,  J. : 

In  this  suit  this  conrt  decided,  Janoary  26, 1881  (6  Fed.  Bep.,  63;  20 

0.  G.,  601),  that  Oie  provisioDB  of  tiie  order  of  Maroh  13, 1880,  should 
be  carried  mto  effect    That  order  directed  that  the  defendant  should 

.  pay  into  court  11,389.99  as  a  fine  for  the  contempt  referred  to  in  the 
order  within  a  speoifled  time,  and  that  if  not  paid  the  defendant  should 
stand  committed  til)  it  shonld  be  paid,  and  that  when  paid  it  sbonld  be 
paid  over  to  the  plaintiff  in  reimbursement.  The  contempt  coneiaied 
in  the  nse,  in  violation  of  a  prelimintu-y  iiynnctioo  issned  in  this  cause, 
of  a  Diachine  which  the  conrt  held  to  be  an  infringement  of  the  patent, 
the  violation  of  which  was  forbidden  by  said  injunction.  The  amount 
of  the  flue  was  the  amount  found  by  ^be  court  to  be  the  expenses  of  the 
plaintiff  for  cooosel  i^es  and  otherwise  in  prosecuting  the  contempt  i»ro- 
oeeding.  On  this  decision  an  order  was  made  by  the  court  on  the  2d  of 
February,  1881,  ordering  that  the  terms  of  the  orders  filed  herein  Feb- 
ruary 17, 1680,  and  March  13, 1880,  be  carried  into  effect,  and  that  the 
defendant,  within  thirty  days  after  the  service  upon  him  porsoimllyi 
and  also  apou  his  solicitor  herun,  of  a  copy  of  said  order,  pay  into  this 
conrt  the  sum  of  (1,389.99,  named  in  said  order  filed  March  13,  1880,  as 
the  flue  therein  named  for  the  contempt  therein  mentioaed,  "  being  the 
aame  fine  and  the  same  contempt  mentioned  in  said  order  filed  Febru- 
ary 17,  1880,  and  irr  the  proceedings  on  which  said  two  orders  were 
founded,"  and  that  if  said  fine  be  so  pud,  it  be  paid  over  to  the  plaint- 
iff in  reimbursement,  and  that  if  it  be  not  so  paid  proper  process  issue 
to  carry  iuto  effect  the  provision  of  said  order  filed  March  13, 1880,  that 
said  defendant  stand  oommitte<l  till  said  fine  be  paid ;  "aud  that  on 
the  failure  of  said  defendant  so  to  pay  said  fine,  the  plaintiff  muy  apply 
to  tbia  comt,  on  proof  of  said  failure  and  on  notice  to  said  defeudant 
personally  and  to  his  solicitor  herein,  for  an  order  directing  snch  pro- 
cess to  issue  and  prescribing  its  form."  The  plaintiff  has  produced  proof 
of  the  service  on  the  defendant  and  on  his  solicitor  on  the  3d  of  Febru- 
ary, 1881,  of  a  certified  copy  of  said  order  of  February  2, 1881,  and  proof 
of  the  foilure  of  the  defendant  to  pay  said  fine,  and  on  notice  to  said 
4lefendant  personally,  and  to  his  appearance  by  ooansel,  has  moved  for 
jw  order  directing  the  proper  process  to  issue  to  carry  into  effect  the 
provision  of  said  order  made  March  13,1880,  that  said  defendant  stand 
committed  till  said  fine  be  paid,  and  prencribing  the  form  of  snch  pro- 
cess. 

The  court  has  prescribed  the  form  of  snch  process  to  be  a  warrant 
from  the  court  to  the  marshal,  reciting  the  issuing  of  the  injunction,  a 
copy  of  it,  the  retam  ofit«  service,  a  copy  of  said  return,  the  motion  tot 
the  attachment,  copies  of  the  notice  of  motion  and  of  the  afitdavits  on 
which  it  was  made,  the  service  thereof  on  the  defendant  personally  be- 
fore the  making  of  the  motion,  the  hearing  of  the  motion,  copies  of  the 
afitdavits  filed  therehi  by  tlie  defendant,  a  copy  of  the  order  of  August 

1,  1870,  a  copy  of  tlie  report  of  tlie  ret^eree  and  of  the  evidence  taken 
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1>efore  him,  a  cop;  of  the  order  filed  Febnuuy  9, 1880,  a  copy  of  the 
order  filed  Febroaiy  17, 1880,  cities  of  the  atBdavits  filed  in  parsoanoe 
of  the  last-muned  order, »  copy  of  ihe  order  filed  Uaroh  13, 1S80,  a  copy 
of  the  affidavit  on  which  the  defendant  applied  fw  an  order  granting 
time  to  comply  with  the  last-named  orders,  a  copy  of  the  order  of  Aioil 
13, 1881,  granting  tiach  time,  a  copy  of  the  writ  of  error  sued  ont  by  the 
defendant,  copiee  ot  the  bond  and  citation  therein,  a  copy  of  tbe  mui- 
date  of  the  Supreme  Conrt  oi  the  United  States,  a  copy  of  the  order  of 
Febmaiy  2, 1881,  a  c(^y  of  the  affldarit  of  the  service  of  a  copy  of  the 
'"^Int-oamed  order  on  the  defendant  and  on  his  solicitor,  a  copy  of  the 
notifse  of  motion  and  oertifleate  on  which  the  plaintiff  moved  for  an  order 
that  proceM  issue  to  carry  into  efiiect  the  order  filed  March  13, 1880,  tlie 
fact  of  service  thereof  on  the  defendant,  and  the  heanng  of  said  moticm 
and  of  connsel  for  the  defendant  therein,  and  then  stating  that  "  it  ap- 
peuing  that  the  said  George  Hayes  has  not  paid  the  said  fine  imposed 
by  the  hereinbefbre-recited  orders,  and  this  warrant  of  commitment 
having  been  ordered  by  the  said  conrt  to  issne  by  an  indorsement 
thereon  in  the  words  and  figures  following,  viz:  'Let  the  within  war- 
rant of  commitment  issue  itom  this  court,  under  the  fwtal  thereof  and 
the  hand  of  the  clerk  thereof.  '  Sam'I  Blatchford,  Oiicnit  Judge.'" 
And  then  ordering  the  marshal  to  take  the  body  of  the  defendant  wad 
keep  him  in  custody  until  he  shall  have  paid  Into  court  the  snm  of 
$1,380.99,  the  amount  of  said  fine,  together  with  the  fees  of  tJbe  mar- 
shal thereon. 

The  decision  of  this  conrt  on  the  final  hearing  of  this  case  on  plead- 
inffs  and  proofs  was  made  on  the  28tli  of  January,  ISSl,  and  an  inter- 
locutory decree  has  been  entered  herein  in  &vor  of  the  plaintiff^  under 
wliich  an  accounting  is  proceeding.  There  can  be  no  final  decree  till 
afber  a  report  on  sncb  acconnting,  and  there  can  be  no  appeal  to  the 
Supreme  Court  till  after  such  final  decree.  The  defendant  contends 
that  the  grounds  assigned  by  the  Supreme  Court  in  its  decision  dismiss- 
ing the  writ  of  error  as  the  reasons  for  its  action  show  a  valid  reason 
why  sach  warrant  of  comuiitmeut  should  be  withheld  ontil  the  record 
on  tlie  final  decree  herein  is  brought  before  the  Supreme  Court  fior  re- 
view ;  that  this  contempt  proceeding  will  not  bear  the  coufitmction  tbai 
it  is  a  matter  criminal  in  its  character ;  that  the  Supreme  Conrt  has  left 
open  the  question  as  to  whether  the  matter  is  a  mminal  one  or  is  to  be 
treated  as  a  part  of  the  suit  in  equity ;  ttiat  if  it  is  the  latter  it  cannot 
be  reviewed  by  the  Supreme  Court  till  after  a  final  decree  in  the  suit; 
that  there  was  no  intentional  violation  of  the  iiijuuction ;  that  in  sneh 
case  a  contempt  is  not  a  criminal  contempt ;  that  the  contempt  proceed- 
ings ill  this  case  involve  only  the  question  as  to  whether  a  given  ma- 
chine iii£ringes  the  patent ;  that,  for  that  reason  and  because  they  are 
eutitltid  in  the  suit  and  concern  only  the  parties  to  the  suit,  they  are 
part  of  what  was  done  in  the  suit,  and  so  are  reviewable  on  appeal ; 
and  that  the  defendant  oaght  to  be  allowed  an  opportunity  to  present 
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tbese  qnestioBs  to  tbe  Supreme  Ootat,  and  if  pomlble  obtain  a  deetskn 
on  all  the  qnestions  involved  in  tbe  contempt  proceediogB  at  the  same 
time  with  a  deoiaion  on  the  qnestions  at  issne  in  the  salt.  It  is  alBo 
anjrgested  on  the  part  of  the  detendont  that,  if  necessfoy,  he  be  mean* 
while  admitted  to  bail. 

lu  its  decision  diBmissing  the  writ  t^  error  {Hoj/et  v.  Fueher,  1  Mor- 
rison's Transcript^  47)  the  Supreme  Court  say  of  the  order  of  convictioo: 

If  rheoriereonpIaiiieditfiatobetTMtedHputof  what  waa  done  in  the  original 
•nit,  it  CBiiDiit  b«  bronght  here  fiir  reriew  bj  irrit  of  error.  Enon  in  equity  mite  can 
only  Iw  coireeted  in  this  court  on  appeal,  anA  that  after  a  final  deeree.  This  ord^, 
if  part  of  the  proceeding*  in  the  salt,  ^M  interlocatary  only.  If  the  proisMding  he- 
loir,  being  for  contempt,  iraa  independent  of  and  eeparate  tram  the  ari^hal  suit,  it 
cannot  be  le-eswnined  beie  either  by  nrit  of  error  or  appeal. 

If  the  plaintiff  shall  recover  a  sam  of  money  in  this  suit  bjt  the  flnal 
decree,  the  d^ndant  can  stay  tiie  collection  of  that  snm  by  appealing 
and  giving  the  second  reqaired  by  sections  1000, 1007,  and  1012  of  the 
Revised  Statutes ;  and  where  the  case  is  one  for  such  stay  no  execution 
can  isffiie  nnlal  the  expiration  of  ten  days  fhim  the  rendering  of  Hm  de- 
cree. Moreover,  the  court  has  power,  in  its  discretion,  when  an  appeal 
from  a  final  decree  gnwting  mi  iiynnction  is  allowed,  to  suspend  at 
modify  the  injunction  during  tbe  pendem^  of  the  appeal. npon  such 
terms,  as  to  bond  or  otherwise,  as  it  may  consider  proper  (at  the  se- 
curity of  the  ri^ts  of  the  opposite  party.  Btde  93  in  Equity,  of  Janu- 
ary 13, 1879.  These  provisions  for  the  stay  or  snsitension  ot  the  oper- 
ation of  a  decree,  on  giving  a  bond  to  secure  the  rights  of  the-opposite 
party  under  the  decree,  are  based  on  the  view .  that  where  those  rights 
can  be  secured  while  a  review  is  pending  it  is  reasonable  to  give  to  the 
party  seeking  the  review  tbe  stay  or  suspension  till  the  qnestions  raised 
on  review  are  decided,  provided  he  gives  tbe  security.  The  security  to 
be  given  on  appeal  from  the  final  decree  herein  will  not  be  aecnrity  to 
pay  the  amount  of  said  fine.  It  is  therefbre  proper  that  the  defendant 
should  now,  as  a  condition  of  suspending  the  execution  of  the  warrant 
of  commitment  after  it  is  issued,  give  a  bond  with  sureties  to  pay  the 
amount  of  said  fine  whenever  this  coart  shall  vacate  such  suspension. 
A  reasonable  time  will  be  allowed  to  give  such  bond  after  the  warrant 
is  issued,  during  which  time  the  execation  of  the  warrant  will  be  sns- 
pended,  and  when  such  bond  is  given  the  execution  of  tbe  warraot  will 
be  suspended  until  tbis  oonrt  shall  vacate  such  snspensioa.  The  terms 
of  the  order  thereon  will  be  settled  on  notice. 


b,GoO(^lc 
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lUwlU4  StalM  Cinaiit  CmH— SMtb<n  DIuriM  of  Ifav  T«rt.] 

Whitmis  v.  Jazoes. 
VmitdjHlfita,  IddO. 
to  O.  G.,  ^i. 
Mr,  Francit  Forbe*  for  the  plalntifl'. 
Mr.  W.  C.  DouH  for  the  deteudaut. 

Blatchfobd,  J.  : 

1.  That  the  defendant  has  infringed  the  claims  of  ^o.  199,948  is  plain 
and  is  not  denied. 

•2.  The  Euglisb  Patent  Xo.  1,803  fails  to  aho«- the  charaoteriatie  of 
No.  190,948^  vhich  is  that  the  distanoe-pieces  are  to  be  cnt  to  exactly 
eqnal  lengths,  and  the  cat  ends  are  to  be  pai-allel  to  each  other,  aiid 
are  to  oome  in  contact  with  the  upper  and  lover  snrfbces  of  the  alats, 
and  are  to  be  parallel  to  such  snrfeces,  nud  that  at  the  same  time  sack 
surfaces  are  placed  at  an  angle  with  the  vertical  sapporting-wtrea,  and 
the  apper  edge  of  each  slat  is  above  the  lower  edge  of  the  slat  above 
it,  the  blind  being  an  open  blind  and  not  a  close  blind. 

3.  The  suggestion  ti£  Niemsee  did  not  go  to  the  extent  of  the  inven- 
tion. 

4.  Whatever  right  the  defendant  had  to  nse  the  patent  expired  when 
the  last  partnership  was  dissolved. 

5.  The  title  of  the  plaintifl  i^  clear. 

6.  There  has  been  sufflnieut  acquiescence  and  possession. 
The  iiunnctiou  is  granted  as  to  Xo.  199,948. 


[CnltM  8(M«*  Cltvoit  Conn— Son thm  DUtiict  of  Xtir  Turk.) 

Pentlarge  r.  The  Sew  Yoke  Busg  and  BvsHisa  Company. 

Dcoidnl  JHiriMf !«,  IS'?!'. 

■wo.  C...  1^4. 

Mr.  P.  SlereatoH  for  the  complaiiuiut. 
Mr.  Wfflli/g'Hodffes  for  the  defendant. 

Blatchford,  J. : 

If  the  first  oliiim  of  the  pliiiiititr*s  rcissiu'  oiiilHMlies  anything  luoiv 
than  a  bniiji;  with  the  hole  iiud  tlio  s»tid  pmtiitn  opintsite  to  the  ht>le. 
»he  defeiidnut  has  not  i»friiij.'iHt  it.  In  tnaliiii^'  ii  bung  with  a  lu>!o  in 
it  and  a  solid  portion  opviosito  to  the  lio)i',  tin'  ili^foiidaiit  has  iiiado  only 
what  ,is  describiHl  and  shown  in  tlio  KiijrlisU  piiteiit  to  Tiiylor.  The 
defendant  sells  its  bung  as  it  is,  I  do  nm  sco  tiiat  the  I'aft  i hat  die 
hole  in  the  defendant's  bung  is  eylindrU'al.  « iiile  iliat  in  ilio  Taylor 


DEC1BI0H8  OF  U.   8.  C0UBT8  IN  tATENT  CASES..  361 

bon^  is  flaring,  causes  the  defendant's  article  to  be  like  the  plaintiff's 
and  Dot  like  Taylor's. 

The  second  claim  of  the  plaintiff's  reissue  is  not  involved  on  this 
motion. 

The  motion  is  denied. 


(ITnlUd  Slates  Clrmlt  Conrt— DUtrlot  of  CaUlMBte.] 

Califobhia  Abtificial  SToifE  PAvnfG  CouPANT  «.  Pebine.    Sake 

V.  MOLITOE. 

DtwM  Jfay  7,  1881. 

80  0.  6.,  m.3. 

1.  ScEULLiMSER  Patkst— Abtificial-Stone  Pavemk>t6— Infbinoruent. 

The  m«t'l)od  adopted  bj  the  defendants  in  l&fing  arliflcikl-stoue  pavenieutt 
W  ufblloiTit:  Tbey  first'  Inid  ^owu  a  aeotion  tut  wide  aa  the  blocks  ireiewaiit«d> 
and  tamped  it  don-n  solid.  When  partially  set  tbeee  sectiODa  were  cat  into 
blocka  of  propel  teugtlii  with  a  trowel,  thetrowel  cutting  ton  |i;renler  or  leu  depth, 
aoconting  to  the  character  of  the  material.  Into  the  opeu  Joint  Ibiis  made  with 
the  trowel  wrs  floated  or  rubbed  aome  of  the  aanie  materinl  of  which  the  block 
waa  conipoaed.  Then  a  to]>laj-eTof  liner  inatprial  FOntainiu§[  a  larger  proport ion 
of  cement  was  laid  on  the  lower  section,  pressed  dowB,  and  inioothed  over.  The 
trowel  wa«  thc^  pasped  aloiig  Ihe  top  Inyer,  catting  partially  or  wholly  throngh 
it  diteotly  over  the  cntting  below.  The  joint  tUiu  made  in  the  upper  layer  was 
then  smoothed  over,  aud  a  Joint -marker  having  a  tongue  JVom  a  si.xleeutli  to  an 
eighth  of  an  inch  in  depth  was  run  over  the  line  of  the  cuttings,  marking  off  the 
joints.  Artifloial-itone  pavements  eouHliuctrd  in  the  mode  described  as  used  bj 
the  defeudanta  are  InfHugeiuente  of  the  Schillluger  patent. 

2.  BiiMB— 8aue— EquivALEXT. 

In  the  pavementa  so  nutde  by  the  reaiioudents  oi>en  Joiats  are  in  each  case  made 
between  the  blocks  during  the  process  of  formation,  into  which  is  interposed  ma. 
terial  which  remains  there  permanently,  nud  that  material  la  for  the  dvHired  piii- 
pnoe  and  to  some  degrre  the  equivalent  uf  the  tar-paper  and  gives  to  aomo  oonaid' 
erable  extent  the  advantages  of  the  Bchillinger  invention. 
X  Newly-I>ibco'\'eiied  UeiBs. 

The  patentee  is  entitled  to  all  the  benetlts  which  result  fVoui  his  invention, 
whether  he  luw  specified  all  the  benelits  in  his  patent  or  not. 

ir«Mr<.  Wkeaton  &  Serirener  for  the  complainant. 
JU«urf.  Parker,  Shaffer  A'  Dupreg  for  (lie  defendants. 

Sawyeb,  C.  J.: 

In  this  action  is  involved  the  couatritction  of  the  patent  issued  to 
John  J.  Schilliiiger  for  an  imiirovenient  in  concrete  pavements.  This 
patent  has  been  before  me  on  several  occa£iou8,aud  I  have  had  cousidera- 
ble  ditDonlty  in  giving  it  a  satisfactory  coustruction.  Pre\-ioii8  to  com- 
ing before  me  it  was  nt  \'ariou8  times  befbiv  Judge  Blatt-'bford  uiid  Jiidgte 
t5hipmau,  each  of  whom  hml  occasion  to  couatnte  the  patent,  »hd  both 
gave  it  a  construction  wider  iu  its  gwope  thmi  I,  on  drst  examination, 
thonglit  it  would  Iwar.  On  farther  consideration  of  the  patent  aud  of 
their  views  upon  the  point  I  am  not  prt'itared  to  say  with  entire  confl- 
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denoe  fliat  tiieir  eonstmetion  Is  not  oorreot.  Jndge  Blatehford  is  on- 
donbtedl;  one  of  the  ablest  jorista  on  the  national  bench,  and  the  same 
may  be  said  of  Jndge  Shiinnaii.  The  dedsions  of  Jadges  Blatdiford 
and  Sbipman  are  looked  apon  b;  the  Bnpreme  Court  with  great  respeot, 
and  it  is  probable  Hiat  those  two  judges  have  tried  more  patent  cases 
than  fuiy  other  t«Q  judges  in  the  United  States  now  living.  I  have 
therefore  felt  very  great  diiBdenoe  in  dissenting  Aom  them  in  th«  oon- 
stmotion  of  a  patent. 

On  fiirmer  trials  of  cases  involving  the  ri^ts  of  the  complainant 
under  this  patent  I  gave  it  a  more  limited  constrnctiou  tliain  that  given 
to  it  by  the  distlngnlsbed  judges  mentioned.  Tbey  do  not  hold  it  neces- 
sary l^t  during  the  ptooess  of  fimnattou  of  the  pavement  constmoted 
nnder  the  Sohillinger  patent  thme  ahoold  be  interposed  between  the 
blocks  anything  whi<^  should  permanently'  remain.  In  the  previous 
cases  before  me  I  instructed  the  jury  that,  for  the  purpose  of  determin 
iug  the  question  of  infringement  in  those  cases,  there  should  be  aome- 
tiiiug— either  tar-papw  or  its  equivalent — permanently  inturpoeed  be- 
tween the  joints.  Under  the  eonstmction  gii'en  to  the  patent  by  Judge 
BlattOiford,  aud  also  by  Judge  Shipmtui,  there  can  be  no  doubt  but 
that  this  patent  has  been  in&iuged  by  the  respondents  in  both  the  case 
of  the  Oalifomia  Artificial  Ston6  Paving  Company  against  Ferine  and 
the  case  of  the  California  Artifloiri  StoOs  Paving  Company  against 
Hotitor;  and  I  think,  aft«rtblloouslderatjon,  that,  even  nnder  tiie  more 
limited  oonstTQction  which  I  have  heretofore  adi^ted,  the  respondents 
in  both  these  cases  have  infrloged. 

There  is  some  conflict  in  the  tAStimony  as  to  how  these  pavements 
were  constructed  by  the  respondents  in  both  these  eases — as  to  whether 
or  not  th»e  was  any  cutting  at  all  at  the  joints  ixB/H^  the  process  of 
formation;  and  particularly  in  the  Holitor  caflie  It  ^s  claimed  that  no 
catting  whatever  was  done  by  the  respoudenL  I  have  gone  over  the 
testimony  on  thatsnbjeot  carefully,  and  I  am  satined  that  in  botii  cases 
there  was  cutting  at  the  joints  by  means  of  a  trowel  dnring  the  prooees 
of  fitnnation.  The  testimony  of  Molitor  in  his  case,  it  is  true,  is  directly 
to  the  contrary ;  yet  his  testimony  is  somewhat  Impeached,  and  I  am 
disposed  to  think  that  it  should  be  taken  with  stHnfrgrains  of  lUlomiioe. 
I  think,  by  a  careful  study  of  the  teslMony  ot  Sohalike  alon«',  who  Is 
Holitor's  Ibreman  and  one  of  his  principal  witnesses,  it  is  apparent  that 
they  did  do  cutting  with  the  trowel.  •  He  superintended  t^e  coustmction 
of  the  pavement  which  was  laid  in  alleged  inMugement  of  the  oom- 
plainant^s  patent,  and  he  admits  that  there  was  cuttang.  Although  be 
once  or  twice  states  that  there  was  no  useofthetrowd  for  cutting,  yet, 
•under  cross-examination,  being  pressed  by  oomj^nanfs  eonnsel,  be 
says  he  cannot  tell  whether  it  was  cat  through  or  not ;  cannot  tell  faow 
deep  he  cat ;  is  at  a  lose  to  tell  what  was  done  in  that  regard.  Still, 
taking  his  whole  tflstioiony  together,  it  is  mimifest  therefrom  that  he 
''id  cut  with  a  trowel.  C 
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There  are  some  other  mtnesBes,  it  is  trne,  whose  testimony  goes  to 
snpport  that  of  Molitor;  but,  on  th«  other  hand,  the  oomplaiiiaat's 
witueesee  positively  and  distinctly  contradict  them.  Several  of  these 
witnesfies  of  complaioant  appear  to  be  men  of  intelligence,  capable  of 
observing,  some  of  them  having  bad  experience  in  the  same  bnsiiieas^ 
and  they  all  visited  tiie  place  where  the  respondentia  pavement  was 
being  laid  expressly  to  observe  the  manner  in  which  the  work  was  done, 
and  examined  it  luder  such  circumstauoes  as  would  be  likely  to  impress 
upon  their  minds  the  respondent's  mode  of  operation  and  oonsttnction. 
They  would  not  be  likely  to  be  mistaken,  and  if  they  misstate  the'fiicts 
they  must  be  willfully  at  fanit ;  and  they  all  testify  distinctly  that  there 
was  cutting  in  the  joints  daring  the  process  of  formation.  From  the 
testimony  of  these  witnesses  and  of  Schalike,  and  an  examination  of 
the  stones  which  were  afterward  taken  up  £rom  the  respondent's  pave- 
ments referred  to  and  presented  in  evidence,  I  am  satisfied  that  there 
was  such  catting  in  the  Molitor  pavement,  as  well  as  in  that  laid  by 
Ferine. 

The  process  of  laying  the  pavements  in  question  is  substantially  this : 
One  section  baring  been  formed,  a  scantling  or  mold  is  laid  down  par- 
allel with  the  edge  of  the  completed  section,  and  at  a  distance  of  the 
desired  width  of  the  blocks,  and  the  bottom  coarse  of  coarser  material 
is  put  in  to  the  depth  of  about  three  inches  and  tamped  down  solid,  its 
tiiiokness  being  reduced  by  the  tamping  about  half  an  inch.  That 
being  allowed  to  partially  set,  a  trowel  is  afterward  used  te  cut  out  the 
blocks  into  the  proper  lengths,  the  cutting  with  the  trowel  being  to  a 
greater  or  less  deptli,  according  to  the  character  of  the  material  along 
the  line  of  the  eat,  in  some  portions  the  dat'being  doubtless  throagh 
the  concrete,  while  in  other  portions,  where  stones  are  encountered  in 
the  gravel  so  large  as  to  interfere  with  the  trowel,  the  incision  may  be 
of  less  or  even  little  depth.  This  makes  a  joint  in  the  partially-set 
material  so  tamped  soUd,  and  into  the  open  joint  thus  made,  when  the 
concrete  has  partially  set,  is  floated  or  mbbed  in  some  of  the  same  mate- 
rial of  which  the  block  is  composed.  Then  the  top  layer-  or  sur&ce,  com- 
posed of  finer  matenal  and  containing  more  cement,  is  laid  on,  pres&ed 
down,  and  smoothed  over.  The  trowel  is  then  ran  through  on  the 
same  line  of  the  joints,  directly  over  the  cutting  below  and  probably, 
as  a  general  proposition,  passes  through  the  top  layer,  although  I  am 
not  certain  whether  or  not  that  is  always  the  case.  Parting-strips  are 
nsed  by  Molitor,  but  their  purpose  is  simply  to  keep  the  different  colors 
on  adjoining  blocks  fixim  blending.  After  the  top  or  sarfbce  layer  is 
cut  with  the  trowel  the  cute  or  jointe  are  again  smoothed  or  floated 
over,  and  a  joint-marker  (the  tongue  of  which  is  testified  by  some  of  the 
witnesses  to  be  one-sixteenth  of  an  inch  in  depth  and  by  others  to  be 
one-eighth  of  an  inch  in  depth)  is  run  over  the  line  of  the  joints,  mark- 
ing otf  the  block.    The  block  is  thus  finished. 

Now,  this  SohilUnger  patent  is  evidently  a  valuable  patent.    Schill- 


364  OKCIBIOKS   OF  V.  8.  COITBTS  IN  PARENT  CABB8. 

ioger  was  the  first  mm  who  ever  made  pavements  of  this  ofauactw. 
Immediately  after  ita  discovery  it  weot  rapidly  into  very  general  nee, 
aud  other  parties  began  to  infringe.  The  first  infringers,  as  Jndge 
Blatcbford  states,  oat  joints  and  filled  tbem  in  with  pitch  or  asphaltaai. 
In  tlie  specifloation  of  the  Schillinger  patent  the  inventor  sets  forth: 
Withthc  joints  of  this  ■ecttonal  nooente  pcvement  u«eombiDed  itiipBof  t«r-pap«r 
«r«qnlTftlciiitiDatcrUl  Mianged  between  the  eevei*!  blocks  or  eeotioiiii  iDwiali  »iiim>- 
■ter  at  to  produce  *  anilkble  tight  Joint  and  bIIo*-  the  blocks  to  be  laued  sepsratelf 
without  affectiDK  the  bloclts  s<(Jscetit  thereto. 

By  Judge  Blatchford  it  was  held  that  the  pitch  or  asphaltnm  which 
was  filled  into  the  cats  along  the  jointa  effected  the  same  porpose  as 
and  was  the  equivalent  of  the  tar-paper. 

Infringers  then  tried  varioos  ingenioas  metbodsof  e^'ading  the  patent. 
The  next  course  adopted  was  the  filling  of  the  cats  or  joints  by  pooring 
in  cement,  which  is  one  of  the  component  parts  of  the  material  of  whieh 
the  pavement  is  formed,  in  the  same  way  that  the  pitch  or  asphaltum 
had  been  used.  This  was  held  to  be  an  equivalent  of  the  tar-paper  and 
au  inftingemeut 

Then  it  was  held  that  it  was  not  necessary  that  there  shoold  be  any 
material  -i>ermanently  interposed  in  the  cats  or  jointa ;  but  that  if  the 
joiuts  were  made  during  the  process  of  formation  by  inserting  the  trowel 
or  other  iDstmoient,  cnttiug  a  joint  sabstantially  as  was  done  in  this 
case,  then  the  complainant's  patent  wae  inMnged.  It  is  something  very 
lllte  the  infringements  jnst  described  that  the  respondents  iu  these  cases 
have  been  doing — filling  in  the  cuts  with  concrete  composed  of  cement 
and  fine  gravel  in  equal  parts,  instead  of  with  pitch,  asphaltnm,  or 
cement. 

In  the  lajing  of  this  pavement  by  these  respondents  the  first  connw 
of  coarser  material,  being  tamped  down  solid  and  allowed  to  partially 
set,  is  then  iu  a  solid  condition,  is  compact,  and  when  the  trowel  is  mn 
through  it  makes  .an  open  joint  to  the  extent  to  which  it  cuts.  Now, 
Instead  of  pouring  pitch,  tar,  asphaltum,  or  cement  into  the  open  joint 
thus  made,  the  respondent  in  each  of  these  eases  simply  takes  an  inatm- 
ment  called  a  "float"  and  smooths  over  and  into  the  cnt  the  material  on 
the  top  which  has  partialis  set,  and  which  is  composed  partly  of  cement 
and  partly  of  gravel — that  is  to  say,  the  same  material  of  which  the 
layer  of  the  block  is  composed.  This  material  does  not  couuect  the  ad- 
joining blocks  so  perfectly  as  cement  would,  because  the  cement  woald 
bind  them  together  more  strongly,  and  this  composite  material  is  not 
tamped  in,  but  goes  iu  loosely,  and  the  material  in  the  joint  is  therefore 
iu  a  very  ditterent  condition  from  the  like  material  which  is  tamped 
down  in  the  body  of  the  blocks.  It  is  floated  loosely  lute  the  joint  when 
the  material  of  the  block  has  partially  set,  so  thatitisin  a  different  state 
of  consistency,  not  likely  to  attach  itself  flnnly  to  and  be  solid  with  the 
adjoining  material  in  the  blocks.  The  material  in  the  joint,  therefore, 
is  not  homogeneous  with  the  material  composing  the  blocks ;  itsstractore 
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ta  different;  it  is  less  compaot;  looser  in  its  testure;  itislea0adhe«i\-e; 
it  is  less  permanent;  it  has  entered  the  openinir  ^  *  different  state  of 
conaistency;  it  is  different  in  its  chemical  Btroctore,  the  material  hav- 
ing partially  set;  it  is  mstterinterposed  in  the  joint  made  in  the  process 
of  formation,  and  I  do  not  see  why  it  does  not  answer  the  purpose  of 
cement  or  aspbaltnm  or  piteh  or  of  the  tar-paper.  There  is  an  open 
joint  made  by  the  trowel  in  the  process  of  formation,  and  it  is  &lled  by 
the  snbstance  interposed,  which  does  not  adhere  so  firmly  bat  that  the 
pavement  is  much  weaker  along  the  line  of  the  joint  than  in  any  othn" 
place.  Althoagh  this  interposed  sabstsnce  may  in  some  degree  adhere 
to  the  edges  of  the  adjoining  blooks,  the  respondents  get,  to  some  extent 
at  least,  tiie  benefit  referred  to,  and  the  farther  benefit  of  controlling 
the  cracking  fh>m  contraction  of  the  concrete  composing  the  pavement. 
One  of  the  great  objections  to  the  solid  esacrete  pavements  made  be 
fore  Sohillinger'B  invention  was  that  it  cracked  irregolarly,  and  one  of 
the  chief  advantages  of  his  invention,  as  shown  by  the  testimony  in  these 
oases,  is  that  the  openings  resulting  fhim  shrinkage  come  along  the  line 
of  the  joints,  and  the  blocks  themselves  do  not  crack,  althoagh  that  ad- 
vantage is  not  set  forth  in  the  patent  In  the  pavements  constmcted 
by  the  respondente  this  result  has  been  attained ;  and  it  has  been  ad- 
mitted by  the  respondente  in  one  case  in  this  court  in  vitieh  tliis  Schil- 
linger  patent  has  been  in  qaeation  that  the  object  of  ranning  tbe  trowel 
through  at  the  joints  was  to  so  weaken  the  pavement  along  these  lines  as 
to  control  the  cracking  and  leave  the  blocks  as  marked  off  nnbroken. 
This  is  clearly  wi  infringement,  for  the  patentee  is  entitled  to  ^I  the 
benefite  which  resolt  from  his  invention,  whether  be  has  specified  all  the 
benefitein  his  patenter  not.  So  iaheavingfromfrost  and  in  taking  up 
the  pavement  the  breakage  would  be  likely  to  be  along  the  same  line. 

The  conclusion  at  which  I  have  arrived  from  an  examination  of  all  the 
evidence  in  these  cases  is,  that  then,  in  the  pavementelaid  by  theT«8pond- 
euts  in  each  of  these  cases  there  are  open  jointe  made  between  the  blocks 
daring  the  process  of  formation,  into  which  isinterposed  material  which 
remains  there  permanently,  and  the  view  that  I  take  of  it  is  that  that 
material  is,  in  some  degree,  the  equivalent  of  the  tar-paper,  and  gives, 
to  some  coQSldarable  extent  at  least,  the  advantages  of  the  SchitUnger 
invention. 

In  my  jndgment,  based  upon  tbe  testimony  and  my  own  observation 
of  the  specimens  of  blocks  exhibited  in  the  case,  the  respondents'  pave- 
ments thus  made  are  not  equal  to  the  Schillinger  pavement;  but,  then, 
the  respondents  make  pavements  which  are  practical  pavements,  in 
which  the  cracking  resoltiug  from  shrinkage  is  controlled  by  the  joints 
made  in  the  process  of  formation,  and  in  which,  to  some  extent,  the  blocks 
can  be  removed  without  injury  to  the  adjoining  blocks,  although  not  so 
completely  as  in  the  case  of  the  Schillinger  pavement.  The  respondents 
eunstruct  practical  pavemente,  which  can  be  made  cheaper  than  thut 
made  under  the  Schillinger  patent,  having  to  some  extent  the  same  ad-  ' 
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TftDtages,  obt^ned  bysabstantiBllythe  same  means,  and  therefore  come 
in  competitioo  with  the oomplainantjUidtoaooiiraderableexteiitaiiper' 
sede  his  patented  pavwnent.  Therefore,  even  under  the  constmotion 
which  I  have  hwetofore  ^iven  to  tbia  patent,  aitliongh  narrower  thaa 
that  wbloh  has  been  (fiven  to  it  by  the  eminmit  Jodgea  whom  I  have 
named,  1  think  these  pavementa,  laid  by  both  Ferine  and  Holitor,  are 
iofringements  npon  the  Schilllnger  patent. 

TheremaybeBomeadTftntageinthebeveledjointsclaimedtobeasedby 
Holitor;  bat  if  bo  his  pavement  still  embraces  the  Scliillingar  invention, 
if  my  view  is  correct,  and  he  is  therefore  an  infringer. 

In  the  MoIitoT  pavement,  a  portion  of  which  was  taken  np  and  some 
of  the  blocks  introdnced  as  ezfaibita,  the  thickness  of  the  upper  course 
of  fine  material  is  not  more  tiian  half  an  inch,  and  that  contains 
Bulwtantially  nearly  all  the  strength  of  the  block,  for  the  lower  conrse 
of  material  in  these  specimens  is  of  such  an  inferior  character  Utat  it 
can  be  crumbled  to  piecea  b;  rubbing  with  the  Angers.  Yet  even  this 
is  weakened  by  the  catting  of  joints  with  a  trowel,  ae  before  desciribed. 
If,  then,  the  lower  course  is  of  snch  a  cmmbUng  character,  either  on 
account  of  not  containing  a  snffloieut  quantity  (tf  cement  or  because  of 
not  being  properly  tamped,  and  there  is  no  catting  of  the  joints  in  that 
upper  course  with  the  trowel,  the  mere  marking  of  that  top  layer  to  the 
extent  to  which  the  marker  goes  in  would  probably  control  the  crack- 
ing. If  the  tongoe  of  the  marker  will  cut  the  upper  layer  to  a  depth  of 
one-eighth,  or  even  one-sixteenth,  of  an  inch,  then,  the  entire  thickness 
of  that  uppw  layer  being  but  half  an  inch,  it  is  probable  that  that  in- 
cisioD  would  be  sufficient  to  control  the  cracking  of  that  upper  layer ; 
and  as  tliat  layer  is  tbe  moat  substantial  pan  of  the  block,  that-mwking 
might,  and  probably  would,  be  snfflcient  to  control  the  cracking  of  the 
entire  block. 

In  mj^view,  therefore,  the  respondente  in  these  two  cases.  Ferine  and 
Molitor,  have  both  bo  couBtructM  their  pavementa  as  to  gain  the  ad- 
vantages secnred  to  the  complainant  by  the  Schiliinger  patent,  and  by 
Babstantially  the  aame  means  j  and  they  are  therefore  infringers  of  that 
patent. 

In  both  these  cases  the  preliminary  injunctions  heretofore  issaed  will 
be  coutinned  in  force,  and  a  decree  entered  for  complainant  in  accord- 
ance with  the  views  expressed. 


[United  SIMM  Clmiit  Coart— DUtdot  orConnMttnat  ] 

Palmes  v.  The  Oatliho  Goh  Compamt. 

Decided  J%ls  16,  1881. 
20  O.  G.,  815. 
I.  Lrttbrb  Patent  No.  37,053 — Claim  Construed  yon  Pabticdlar  Mbchanisu. 

a  clnim  for  on  improved  repeating  or  macliinu  gun  Jrnnied  in  the  following  Inn- 
gnsge :  "  Praseiitiug  aud  thrustiDg  the  oartridgea  iuto  tbe  rear  of  the  revolviug 
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baml  or  lerleB  of  nicli  twrnla  in  oii«  point  io  Its  oirenit,  ooanuing  and  dtsobft^- 
ing  them  %t  uiother  point  In  Mioh  olnmit  and  lemoving  tlw  BheUa  or  cmm  In 
anoUiBT  part  of  moh  Dironit,  in  the  mumer  anbitAntlally  HBetfiirth,"oon0tnied 
to  be  fbr  the  oombinatlnn  of  devices  lor  effecting  the  ipecified  i««nlt«,  conaiatlng 
in  three  anbcombiBatioDS,  one  for  loading  cBrtrldges  into  the  leKT  of  the  bkirel  of 
the  TOTolTing  gnn  at  one  TK>iDt  iu  Ita  circuit,  another  for  oouflning  and  firing  such 
cartridges  at  another  pidnt,  and  the  third  fbr  extracting  the  shells  of  the  car- 
tridges at  another  point  of  the  oironit,  and  ia  not  infringed  b;  one  who  accom- 
plishes sahstantiallf  the  same  results  bnt  by  different  coinbiiiationa  of  devices. 
^.  Claim  yoR  Besult  Not  Patshtable. 

A  claim  ibr  the  principle  or  mode  of  operation  of  thmsting  cartridges  Into  the 
rear  of  a  biiml  without  Joints,  without  reference  to  the  particular  devices  em* 
ployed,  is  a  claim  for  a  resnlt,  and  is  not  patentable. 

Mr.  Henfy  Fartotu  for  the  plaintafU 

Mr.  Wm.  Edgar  Sivtonds  and  Mr.  A.  P.  Hyde  for  tbe  defendant. 

Shipman,  J^..- 

Thia  ie  a  bill  in  .eqoity  foniided  upon  the  allegi^  infHngement  of  let- 
ters patent,  issaed  tu  tlia  plaintiff,  December  2, 1862,  for  an  improTed 
repeating  or  machine  gun. 

The  first  and  sixth  claims  of  tlie  patent  are  sfud  to  have  been  in- 
fringed, and  aie  aa  follows : 

1.  FreHeoting  and  thmsting  the  cartridges  )nti>  tbe  rear  of  tlie  lerolriug  baiiel  or 
series  of  snch  barrels  in  one  point  iu  its  oircnit,  conllniug  and  dischai^ng  theui  at 
another  point  in  auoh  circuit,  and  removing  tho  ahells  or  coses  in  another  part  of  such 
^droiiit,  in  the  utauner  snbstautfally  aa  aet  forth. 

8.  The  clearing-hooks  1 1,  arranged  and  operated  aa  deaorit>ed,  in  conueotiou  with 
the  nvolving  baiTels  O  or  their  eqnivaleiit«. 

The  defendant's  gnn  is  made  under  letters  pat«ut  to  liiohard  J.  Oat- 
ling,  of  May  9, 18G5.  Tlie  difference  in  the  coostmotionof  the  tro  guns 
is  tars^  and  correctly  explained  by  Mr.  Edwud  H.  Knight,  one  of  tlie 
defendant's  experts,  as  follows : 

ThePalnerguaoonsliitaof  aasrleaof  revolTiDgbamlB  with  one  aet  otlooding,  Ariug, 
and  extracting  meehanlama  openitingupon  eftch  (rf  the  barrels  in  turn,  the  motion  of  tltu 
barrels  being  iutennitt«d  while  these  variona  operallona  are  iwtforniert.  It  may  there- 
fore, for  practical  pnrjHMcii,  be  calledonegun  with  four  barrels.  It  baa  the  atlvotitoge 
ovtir  a  gun  with  nue  barrel  in  allowing  the  vorloua  operating  niecluuiisms  for  lumliiig,  ' 
firing,  and  extracting  to  operate  upon  the  barrels  conaeeutively  us  tliey  panae  fiir  that 
purpose  dniiug  their  oircnit  of  revolatiuu.  The  Qatllug  gun  iiiny  be  considered  as 
faavlug  aa  many  gnii  miHihanleius  us  barrels,  being  a  system  of  a  unmliei  of  independ- 
ent giiiia  revolving  together  on  a  uiunmon  axia.  Each  gun  Ium  ite  own  banvl,  loul- 
ing  and  aliell-extnwtlug  itevicea,  as  well  as  ita  own  tiring-pin.  Each  gun  la  so  far 
ind<^!udeut  tbatit  may  lie  made  inopemtiveby  tlio  extraction  of  tlie  loading-pluugtir 
•ltd  flriug-pin  without  uffbotiug  the  ovtion  uf  tlie  otlu-r  giuut.  The  loading  and  liring 
can  only  take  plaee  wliilo  tbe  revolution  is  proouediiig,  us  themi  aetloiia  de)>«ud  ii]>on 
the  cuutact  of  the  revolviiig  )>arta  with  iiert«iu  stationary  eaina  o»  thu  iiuti<li>  of  the 
hollow  atatloiiary  brKecb-eoniiig.  Bneh  loading  ap|ianitnH  and  Hriiig-)iin  uud  fJM'liir 
lioluiigs  to  ile  own  barro),  with  whiuli  it  is  iu  consl-iiiit  aHgunient.  Eiuih  o)K-riiliiiii  n( 
loading,  lliiiig,  xniA  ejot'ting  covt>ni  ■  certain  part  of  t  hi'  i-in-lixif  revoliilioii,  iH-iuj;  t'lim. 
pluted  SH  to  eneli  barrHl  by  «ue  eiruult.  One  ciit^iiil  delivers  a  volli-.v  »f  biilU  eipial 
iu  number  t»  Miat  of  tbi'  Iiurrcls.     '  '  '-^ 
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It  wM  testified  on  the  pwrt  of  the  defendaat,  withoat  contradictitHi, 
thftt  a  search  ioto  the  state  of  the  art  thron^h  the  United  Btates  and 
British  potenta  and  other  foreign  patents  acoeaaible  at  the  United 
States  Patent  Office- 
Did  not  develop  the  eiiatowe  prior  to  Oatling^  p«teat  o£  180S  of  kny  gun  hkviiig  » 
caiitimuKuly-KTolviiic  bwml,  nor  of  any  gnn  wblch  oaold  be  loaded  while  the  b»m]» 
were  in  revolutioii,  <«  flrad  while  the  barrela  were  in  revolatioti,  or  the  shells  removed 
while  the  bamla  were  in  revolntion.  And  prior  to  the  pAlner  pftteat  mentaoitedi  Mud 
aside  from  Hirhanl  J,  Qatling's  ioTention,  tTiia  aeftrch  did  not  develop  the  exlatenoe 
ofanjKnuwlth  revolviDg  barrels  bkving  a  device  for  preoeotiiig  e»rtridgea  to  Ih* 
barrels,  consisting  of  aeombiDation  of  acarrler-OMe,  for  the  urtridgea,  with  >  grooved 
rotatlug  cylinder  each  aa  ia  ahown  in  the  QatUugj^n,iHW  the  exlatenoe  of  a  tbraatlDg- 
in  device,  consisting  of  a  longitudinally- moving  plauger  revolving  at  tbe  oBine  time 
with  a  ej-lindet  carrying  the  pluoger,  nor  the  ezistcnoe  of  a  confining  device  oonaiat' 
ing  of  the  combination  of  revolving  barrels  with  a  loagltadinally-movlng  plnnger,  at 
the  same  time  revolving  with  the  eylinder  which  earriea'  sgoh  plnnger,  nor  tbe  ezM- 
ence  of  a  discharging  device  conriating  of  a  longitadlnally-moring  fliing-pin,  at  the 
same  time  rerolring  syDchrononal;  with  the  barrel,  to  which  it  ii  appurtenant,  nor 
tte  exist  ence  of  an  extracting  device  cooaiating  of  a  longitodinally-moving  hook  ra 
viilvlDg  MynchroiiODsIr  with  the  barrel,  to  which  it  is  appurtenant. 

The  gun  made  nnder  the  patent  to  Bichard  J.  Gatling,  of  Novuinbei' 
1, 1862,  was,  in  general  terms,  like'  the  gun  of  1865,  except  that  cartridge- 
eases  or  cartridge-cliambers  were  fed  agfunst  the  rear  of  the  revolving 
barrels,  and  the  poivder  was  discharged  in  the  cartridge-chamber  with- 
ont  being  inserted  in  any  other  barrel,  so  tliat prior  to  the  plaintiff's  in- 
vention a  machine-gun  was  in  nse,  so  constructed  that  the  cartridgea 
were  presented  and  thrust  against  the  rear  of  a  rerolving  barrel  during 
one  part  of  its  circuit,  were  confined  and  discharged  during  another 
part  of  the  circuit,  and  were  removed  at  another  part  of  the  circuit. 

It  was  claimed  by  the  plaintiff,  and  was  admitted  by  Mr.  Knight  to  be 
true,  that  prior  to  the  Palmer  patent  there  was  no  machine-gun  which 
contained  a  device  for  thmating  the  cartridge  or  charge  into  the  rear 
end  of  a  continnoos-revolvlng  barrel  as  distinguished  from  a  diambw 
to  be  brought  in  line  with  the  barrels.  It  was  insisted  by  the  defend- 
ant that  the  oiteration  of  the  loading,  firing,  and  clearing  mechanism 
iind  the  mechanism  are  the  same,  whether  a  continuous  or  a  chambered 
barrel  i»  used. 

The  Gatling  gun  of  i86d  discarded  cartridge-chambers  and  thmst  the 
c<»pi»er' cartridge  into  the  rear  of  the  barrel.  It  is  not  claimed  by  the 
connsel  for  the  plaintiff  that  the  respective  devices  in  the  Gatling  gun 
for  loading,  confining,  and  discharging  the  cartridges  are  equivalents 
tor  the  loading  and  firing  mechanism  of  the  Palmer  gnu.  It  is  obvious 
tliat  the  two  guns  are  constructed  upon  a  different  system,  but  it  is 
claimed  that  the  thrusting  n  cartridge  into  the  rear  of  a  barrel  without 
joiut»,  as  dintinguiNhed  from  a  chamber  or  a  barrel  having  joints,  was  an 
important  advance  ii\  the  art,  and  constituted  the  essence  of  Palmer's 
invention,  and  if  that  principle  or  mode  of  operation  is  used  by  the  de- 
fendant there  is  an  inftingcKienl  of  the  firNt  claim  of  the  patent,  even 
liough  the  particuhtr  devices  in  the  two  guns  for  accomplii4hing  this 
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mode  of  operation  tliffer  fib  ranch  that  one  derice  or  series  of  devices  is 
radically  onlike  the  other.  If  the  claim  waa  of  saeh  broad  character  it 
woidd  uot  be  sustained.  (ySeiHg  v.  yfortx,  15  How-.,  62;  MatlkeKS  v. 
Sckoneberger,  18  O.  G..  14ftl. 

Au  examinatiou  of  the  specification  and  claim  shows  that  the  latter 
diil  not  undertake  to  cover  so  wide  a  field.  The  claim,  literally  read,  is 
for  a  result,  but  that  is  not  its  meaning.  It  is  for  the  combination  of 
device!*,  substantially  as  described,  for  effecting  the  specifleil  result.  It 
being  borne  in  mind  that  revolving  guns  were  old,  and  that  revolving 
guns  which  were  loaded,  discharged,  and  cleaned  at  different  part«  of 
their  circuit  antedated  Palmer,  the  claim  is  for  a  combination  of  three 
Btibcombinations — one  for  loading  cartridges  into  the  rear  of  the  barrel 
of  a  revolving  gun  at  one  point  in  its  cirouit,  another  for  confining  and 
firing  such  cartridges  at  another  point,  and  the  third  for  extracting  the 
shells  of  the  cartridges  at  another  part  of  the  circuit.  It  is  not  a  claim 
for  a  continuous  barrel  in  a  revoh-iug  gun  as  distiugnished  from  a 
chamber  or  a  barrel  with  joints,  and  in  snch  relations  to  the  loading 
mechanism  that  the  cartridge  can  be  thrust  into  the  rear  of  the  barrel, 
but  it  is  a  claim  for  the  loading,  firing,  and  extracting  mechanism,  and 
snch  mechanism  or  combination  of  mechanism  as  entirely  differ  from 
the  plaintiff's  are  not  within  the  claim.  If  the  patentee  was  led  to  be- 
lieve that  he  could  cover  any  mechanism  which  shonid  load  a  revolving 
gnu  by  thrusting  cartridges  into  the  rear  end  of  the  barrels,  and  which 
-  abonld  dischai^c  and  thereafter  extract  the  cartridges,  the  three  oper- 
arions  being  effected  at  different  points  in  the  drenit,  he  was  in  error. 

The  remaining  point  is  as  to  the  infringement  of  the  tdxth  claim.  The 
extracting  devices  in  the  two  guns  are  dissimilar.  The  operation  of  the 
respective  devices  is  thus  explained  by  Mr.  Knight; 

In  Ihe  Palmer  gaa  Ibe  bar,  to  the  forwanl  end  of  which  the  estnctor-hooks  are  at- 
tMched,  is  nciprocated  backwardly  by  a  tappet  on  the  opemting  craDk-shan,  and 
when  releaiied  ia  thrown  fortranl  bf  a  Bpring,  io  that  the  hooks  come  against  the 
bieecb-plate  caiTfiDg  the  rear  endti  of  the  barrels.  The  hooks  being  thns  in  position 
aii^lnsi  the  hreech-plale,  the  rev-olnlion  of  the  barrels  brings  the  shell  last  diwharged 
within  the  grasp  of  the  hooks,  tbe.r  forcing  themselves  between  the  llnngn  of  the  car. 
tridge  and  the  breech,  Ihereb.v  looxening  the  shell  to  that  extent.  When  the  lappet 
described,  iu  the  coarse  of  its  rerolntion,  again  operates  i«arwaidly  the  eitractor-bar, 
the  hooks  on  the  end  of  the  tatter  withdraw  the  shell  eoinplet«]y  Aomthebairel,  and. 
a  tomhUr  hnng  to  the  ttunur  and  operated  by  a  projection  on  the  extractoi-bar  dis- 
charges the  shell  from  the  grasp  of  the  hooks,  allowing  it  to  fall  to  the  gronnd. 

In  the  Galling  gnn  the  extractor-hook  is  attached  to  the  plnnger  which  forms  the 
l(reech-cl(i«er  and  snaps  over  tht  flange  of  the  cartridge  daring  the  operation  of  driT- 
ing  the  cartridge  into  the  rtrar  of  the  barrel.  The  extractor-hook  retains  its  pwution 
daring  the  firing  and  for  some  time  solMe^nently,  tintit  the  plunger  commences  Ita 
rearward  motion,  carri'ing  backward  with  it  the  hook  and  the  shell  in  Ita  grasp.  The 
ahe))  is  either  freed  by  its  own  action  and  fulls  to  the  ground  or  is  ejected  by  a  plate 
with  which  it  conies  in  contact,  and  tipped  out  of  the  grasp  of  the  book,  falls  to  the 
ground. 

There  is  no  infringement,  and  the  bill  is  dismissed.         GooqIc 
24  (.■  p  ^ 
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[VilM  ««Mm  CfmllCaut-JIMrtrt  (f  CMMMiMt  ] 

Btku  Oaugx  ash  Libtbsn  Compaht  xt  al  t.  Uilleb  &  Ca 

ZImMM ,  1881. 

90  0.  O.,  UB. 

1.  Honon  torn  VtatLoaxAWY  brjmcTiox  Dexibi»— Patbst  Hsvek  LmoAisit. 

If  othn  Atf  pwllnrinary  Iqjniiettoii,  joadnil*  lilr,  denied  irith  reftreoM  to  cwtkin 
xrf  th«  pstenU  is  qocation  wUeh  had  never  bean  Bade  the  enltJect  of  Unal  md.- 
Jn^icBtlM. 
.  8.  CiBTiTMSTAXcu  AirorxTiKo  TO  1.  Funocs  ADfriiiCAnox  of  the  Patkht. 

Where  It  appeared  that  certain  of  the  patent*,  thoogh  iwTer  the  enl^  -et  of  ■»■) 
a^JodlMtloB,  had  been  Involved  in  Kligatioa,  aad  that  the  defendant,  after  a 
protraeted  and  expenaiTe  eontut  and  after  eamcat  effbrta  at  eompromiee,  had 
deliberately  aeknowledged  InftiDKetuent,  by  the  advice  of  ekillflil  eonntel,  and 
had  lettled  for  a  large  anm,  Hrld  that  thU  Utlgatlon,  coupled  with  the  opinion  of 
a  elrenltjddge  in  another  ca*e  givinf;  ii  liroadconernictiimtotbeclaiinitf  th«  pat- 
ent, got*  very  fltr  to  auawer  the  rerinimnente  of  a  deliberate  exauioatioii  and  a 
(leeialon  l^  a  eonrt.  and  that  Ibe  qneatloo  has  been  so  far  eetileil  that  a  preliiui- 
uary  iiOnnetlon  ehoald  not  be  tefneed  on  the  ground  of  non-adjiidii-atitni. 

Mr.  Edwin  8.  Jenittif,  Xn$r».  Cobiirit  d-  Thaeker.  mid  Mr.  Benj.  F. 
Thnrtto*  for  tbe  plaintiff^ 

Mrttn.  Betttf  Atlwrburg  Jt  Betta  and  Mr.  Chttria  E.  MtteMI  for  the 
detviidaot 
Shipxah,  J.  : 

Tliis  18  a  motion  for  an  injiinctioii  to  restrain  thv  deteiidaiit.  ptH^tHtf 
JUe,  from  the  iiifHugeiueiit  of  tlie  foUMwiiig-di.>9Ci-il>ed  letters  i>i)leiit  to 
John  H.  Irwiu,  viz:  lleisBiit;  \o.  H.itll.  dutml  Marvli  4.  lS7t),  thi>  orig- 
inal being  No.  73,012,  duted  Jinmary  7, 18B8;  B<'i»»no  No.  8,598,  diitett 
Pebmary  23, 1879,  the  origiiml  iK'iiig  >'».  Srt,770.  ditted  May  4.  a8ti9; 
Letters  Patent  So.  104,;118,  dateilJune  14. 1S70,  and  So.  151.:(K{.diile«l 
.  Jnne  9. 1874.  These  pateutd,  ©xcejrt  the  first  and  hist,  wew  for  im- 
provements in  laiitcnis.  The  first  was  for  an  imimtrcinent  iit  lanterns 
and  street-liimpa  mid  the  last  for  an  improvement  in  lamps  and  Iniiterns. 
All  these  lamps  and  lanterns  were  designed  for  bnniinjr  korosem-. 

It  was  not  claimed  that  Patent  So.  UH.318  or  Patent  So.  l.'il.7t»3  or 
the  laniiM  made  therenuder  had  ever  been  thesnlijectof  iMViudicatimi  at 
final  hearing.  I  shall  not,  therefore,  examine  either  of  those  |Kiteut9, 
anil  almll  only  refer  to  So.  104,318  in  its  historical  relation  to  tbe  art. 

The  iwtents  prior  to  So.  104.318,  together  with  So.  tl5;230,  dated 
May,  'J8,  18ttT.  shov  the  course  of  Mr.  Irwin's  improvements  in  lanterns 
fbr  burning  mineral  oils  and  the  progressive  steiwi  by  which  be  reachetl 
Binroess.  The  "  tabular"  lantern,  wliieh  he  uianufnctnred  nuder  Patent 
No.  89,770,  and  Iteissue  S'o.  S.-WS,  has  l>een  a  staple  aitiele  thronglumt 
this  couutrj-  fi>r  many  years,  lias  snpei-aedetl  its  pi-cdeeessttrs,  and  has 
gone  into  nuivei-sal  nse. 

Pati-nts  Nos.  tO.230,  73,tH2.  and  8!>,770  weiv  the  subjtH't  of  litigi»tioii 
it  Hiial  iiearing  in  the  eaw  of  Iririn  v.  Danr  (0  O.  U.,  042).  lH-ti>r« 
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Jadgee  Drammond  and  Blodgett-.  The  opinion  of  the  court  sustaining 
alt  the  patents  was  rendered  in  1876,  and  contains  a  statement  of  the 
art  and  of  the  invention  to  that  date,  it  la  impossible  for  me,  withoot 
an  expenditure  of  mnch  more  tinte  than  I  now  have  at  commaud,  to 
state  the  character  of  Irwin's  inventions  so  that  they  can  be  understood 
by  a  person  who  has  bad  no  previous  aeqaaintance  with  the  subject, 
and  I  mUiSt,  therefore,  refer  to  Irtcin  v,  Dane  for  au  explanatiou  of  the 
various  parts  of  the  lamp  and  of  what  was  done  by  the  patentee.  The 
court  decided  as  follows : 

We  then  come  to  tbe  oonoliuiaii  thmt  Irwin  was  tbe  flnt  inveotot  of  «  device  for 
aeoniing  a  blaat  of  froBli  air  to  the  burner  of  »  lamp  by  meaiu  of  an  ioverted  Aiaael 
•or  bell  and  one  or  more  tubes,  \ty  wbicb  tbe  tax  heated  by  tbe  flame  of  the  lamp  la 
'Oanied  to  rise  into  the  tnbe  and  be  thence  oondaeted  into  a  close  reeerrioir  below  the 
flame,  and  from  thence  anpplied  freely  to  tbe  flame,  •■>  s»  to  smtain  oombiution.  In 
«ther  wordH,  the  combination  of  the  bell,  tube,  air-chamber,  and  burner,  aa  shown  by 
bis  &nt  patent,  was  original  with  him,  and  all  who  nae  bell  and  tnbe  or  tubes  snb- 
«tantially  as  and  for  tbe  purposes  Irwin  nsed  them  infringe  his  flrst  tmtent.  So  all 
who  QBe  a  globe  in  combination  with  tbe  bell  and  the  tnbe  Infringe  tbe  second  patent, 
and  all  who  nse  the  belt,  tube,  globe,  and  perforated  plate  E  at  the  bottom  of  the 
globe  infringe  tbe  third  patent. 

The  leading  principle  of  Patent  No.  89,770  was  to  remedy  the  defect 
of  No.  73,012  as  a  hftod  lieroBene-Iantern — viz,  a  deficiency  of  air  within 
tbe  globe  by  the  ii^eQtion  of  outside  air  into  the  tubes  in  a  continuooB 
and  irreversible  current  and  in  quantities  suffldent  to  supply  the  flame 
— and  consisted  generally  in  placing  the  tnbe  H  entirely  above  the 
globe  and  in  substituting  for  the  old  "bell-moatb''of  thetnbea  shaJlow 
concave  plate,  I,  ot  larger  diameter  than  tbe  top  of  the  globe.  The 
open  space  between  tbe  plate  and  the  globe  admitted  treah  air  into  the 
tubes,  which  were  connected  together,  and  which,  having  their  mouths 
within  tbe  globe,  received  heated  air  fh)m  the  globe  and  fi^esh  external 
air.  The  necessity  for  tbe  ii^ection  of  fresh  air  into  the  tubes  and  for 
an  increased  supply  of  oxygen  to  the  flame  arose  from  the  fact  that 
wheu  the  lantern  was  suddenly  raised  or  o8cillat«d  the  impure  air  within 
the  globe  was  precipitated  and  smothered  tbe  flame. 

In  the  specification  the  patentee  said ; 

When  the  lantern  is  at  rest  and  not  blown  npon  hj  the  wind,  the  air,  heated  by  the 
flame  at  the  burner,  rises  in  tbe  globe  and  passes  into  the  tubes  H  and  F  F.  These 
tubes  present  a  large  radiating  surface,  and  the  beated  air  is  thereby  rapidly  deprived 
of  its  caloric,  so  that  tbe  slight  upward  pressure  of  hot  air  in  the  tube  H  will  be  suffi- 
cient to  insure  a  downward  current  of  cooled  air  througb  the  vertical  portions  of  the 
tubed  F  F  into  the  ajr-cliamber  B  and  the  iuteiioT  of  tbe  bumer-oone  C,  to  supply  tbe 
flame  with  oxygen.  Fnwh  air  in  the  mean  time  passing  up  tbroogh  the  perforated 
plate  E  into  tlie  globe  lends  to  keep  the  glaaa  coot  and  mingles  with  the  currant  from 
tbe  tnbes  F  F. 

When  the  lantern  is  exposed  to  the  wind  the  blast  is  distribatAd  by  passing  tbtougb 
tbe  perforated  plate  below,  and  frttm  the  peculiar  arnuigement  of  the  plate  I  over  the 
globe  the  wind,  passing  into  the  space  between  the  rim  or  flange  g  ami  said  plate  I,  is 
deflected  upward  int«  the  tube  H,  where  it  mingles  witli  the  air  beated  within  the 
globe,  and  bo  paases  down  tbe  tubes  F  to  supply  the  flame,  wliile  tbe  flange  t  upon^the 
■wlck-tnbe  prevents  the  Ibrcj  of  the  blast  from  extinguishing  it. 
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By  mftking  tlie  rim  g  wjtb  ita  upper  portion  inolined  inwud,  m  ahowii,  uij  eormt 
at  Air  enteriug  betoeea  tbe  plat«  I  and  tlie  rim  g  would  thereby  b«  drflectod  opirui 
toward  the  tuontb  of  the  tnbe  U,  snd  this  deflection  of  •  moving  current  of  air  ^odU 
produce  a  cnirent  through  the  tnbea  ('  F  in  aliMnce  of  any  other  canae.  Also,  when 
the  lantern  is  swnng  from  aide  to  side  or  oscillated,  the  centriAjgal  tendency  of  the  ait 
in  the  tobes  canaee  the  air  to  rash  into  the  month  of  the  tnbe  H  from  without,  thn» 
producing  tbe  required  current  at  tbe  hnroer. 

From  the  above  description  it  appean  that  there  ace  three  separate  cauaea  to  produce 
a  proper  eorreut  of  air  tlirongh  the  tubee  F  F  to  the  bane  of  the  flame,  vie :  tbe  aee«zi- 
■ive  force  of  the  air  h»t«d  by  the  bumei-Bame  and  the  cooling  of  said  heated  air 
withid  the  tabes ;  tbe  preesnre  of  a  moving  cnnent  deflected  towardx  the  month  of  tbe 
tubeH,  and  the  cenlrifagal  effect  ofawinging  or  oacilUtiDg  the  lantern.  And  it  will 
be  obeerved  ^|at  the  eeoond  or  third  cansee  will  alwaya  be  onmnlative  with  the  firat, 
to  produce  an  increaaed  current  at  exactly  the  time  when  an  inereaaed  supply  is  de- 
manded, in  cwuequence  of  tbe  atraoapberie  diatnrbanoea  in  the  immBdiate  vieinity  of 
tbe  lantern. 

The  first  claim  of  tlie  patent  was  aa  follows: 

The  combination  of  the  plate  I,  rim  g,  or  ita  equivalent,  tubes  H  and  F  F,  and  tb» 
base  A  B  of  the  lantern,  anbstantially  in  tbe  manner  apeoifted  and  shown. 

The  other  three  claims  are  in  the  same  general  form,  all  8X>eakitig  of 
the  combination  of  the  various  parts  by  letters,  with  the  tabes  H  and 
F,  m  tbe  tobes  H,  F,  &c. 

In  Beissne  !No.  8,598  tbe  patentee  for  the  first  ttme  styled  plate  I 
both  an  "injector"  and  "<yector"of  air;  bnt  it  is  plain  from  tbe  follow- 
ing quotation  from  Incin  v.  Dane  that  the  court,  when  coustdering  the 
original  patent,  nnderstood  the  ejecting  featare  of  the  8x»ace  between 
tbe  globe  and  the  bell : 

The  third  device,  aa  shown  in  Patent  No.  89,770,  ia  for  variona  ImprovemBnta  which 
more  neatly  perfected  tbe  Invention  and  adapted  it  Aw  use  aa  a  portable  out-of-doot 
lantern.  The  theory  of  Mr.  Irwin  seema  to  have  been  and  is  that  tbe  prodnots  of  com- 
bustion— such  aa  carbonic  acid,  gaa,  steam,  and  other  mattera — riae  with  tbe  oiirrent 
of  air  to  the  top  of  the  protector,  and  are  there  thrown  off  from  tbe  ontside  of  the  ris- 
ing column  and  paae  oat  over  tbe  top  of  the  protector  and  between  it  uid  the  bell, 
while  tbe  air  which  paaaes  into  tbe  bell  is  mostly  pure  atmoapheric  air,  uucontami- 
nated  by  and  nnmixed  to  any  eondderable  extent  with  the  prodaota  of  combustion. 
In  order  to  sec  tire  the  exit  of  theae  productsof  comhoetionfrom  the  topof  tbe  lantern, 
a  snfflcient  space  is  left  between  the  protector  and  tbe  bell,  which  la  occupied  by  the 
perforated  rim  g,  and  the  top  of  tbe  rim  la  so  curved  and  deflected  in  and  upward  as 
to  prevent  currents  of  external  air  paasing  down  the  globe  and  citingniBhing  the 
flame.  The  globe  also  rested  upon  a  perforated  plate  or  dish,  E,  which  formed  the 
bottom  of  the  globe,  and  which,  also,  by  ita  perforation,  admitted  tbe  air  freelj',  so 
that  tbe  same  could  become  heated,  and  crowd,  so  to  speak,  into  the  bell,  ao  na  to 
create  the  blast  required  fbr  fbrnisbing  the  air  to  the  bnmer. 

On  tbe  trial  of  this  case  several  eiperimenta  were  performed  in  the  preaeuoe  of  the 
ooort,  toft  tbe  purpose  of  illustrating  the  operation  of  the  various  elements  of  the 
Irwin  combination,  which  seemed  to  demonstrate:  First,  that  It  is  essenti«l  to  the 
operation  of  this  lamp  that  a  space  should  be  left  between  the  globe  and  bell  anfflcient 
to  allow  the  escape  of  the  products  of  oombnstlon.  If  this  space  was  wholljr  doaedr 
so  that  the  products  of  oombustion  were  driven  around  and  into  the  air-chamber  and 
into  the  flame,  tbe  light  waa  nearly  eitinguiahed  and  tbe  operation  of  tbe  lamp  de- 
feated. Second,  that  provision  muat  be  made  fat  admitting  an  ample  auppljr  of  air 
<nto  tbe  globe  at  ita  base,  so  that  it  might  rise  in  tbe  globe,  become  heated,  and  be 
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<ltiTeii  into  the  bell  and  tube.  Whan  thia  supply  of  aii  wm  cut  ofF  the  flame  died 
'down,  aiid  the  opeiktion  of  the  lamp  wai  BOBpeuded. 

lu  Beissne  "So.  8,598  the  patentee  retained  in  the  same  langaage 
tbree  of  the  original  claims,  of  which  I  have  given  au  example,  and 
introdnoed  two  broader  claims,  by  which  he  claimed  the  varions  parts 
in  the  following  manner: 

1.  In  a  lamp  or  lantern,  the  combiufttion  of  the  following  elements,  viz :  a  feed  oon* 
•dnil  or  condalts  which  supply  tmiti  air  to  the  bnmer  to  support  oombnstion,  a  wick- 
bomt'.r  protected  by  a  deflectlDg  oone  or  Jacket,  a  globe  or  protector  Bnnnonnt^g  the 
bnmer  and  open  at  la  npper  end,  and  a  device  sunnoanting  the  globe  oonstmoted 
«Bd  arranged  to  operate  h  an  aboospheric  Iqjector  and  ejector  to  inject  fteah  air  to  the 
fead-condoits  from  the  exterior  atmosphere  and  eject  the  contents  of  the  globe  from 
"the  top  thereof,  whereby  a  protected  and  continuons  air-cironit  is  constantly  main- 
'tained  through  the  feed  coudnit  or  oondnits,  bdmer,  and  globe,  substantially  as  dfr- 
«eribed. 

S.  Ill  a  lamp  or  lantern,  the  eambioation  of>the  fiillowlng  elements,  vU:  a  globe  or 
pmtector  eurmoonting  the  bnmer  and  provld'-d  with  openings  at  the  bottom  for  the 
passage  of  sir  independently  of  the  burner,  a  wickrbnrner  protected  by  a  deflecting 
«one  or  Jacket,  a  deriee  for  injecting  and  ejecting  ur  at  the  top  of  the  globe,  and  a 
conduit  or  conduits  for  supplying  fresh  air  to  ihe  bnmer,  anbetantially  as  described. 

In  Patent  No.  104,318  no  beat«d  air  is  admitted  into  the  tnbes,  and 
the  entire  sapplj  of  oxygen  is  from  fresh  air.  It  is  insisted  by  the  de- 
fendant that  this  patent  is  limited  by  its  terms  to  the  pecalEar  construc- 
tion of  its  devices  for  the  admission  and  ejection  of  air. 

In  1879  the  Bnffalo  Steam  Gauge  and  Lantern  Company  had  com- 
menced the  manufacture  of  '^Ko.  99,**  a  lantern  in  which  tabes  discon- 
nected with  each  other  admitted  only  external  air,  the  products  of  com- 
Ijnstiou  being  tgected  through  an  annular  space  at  the  top  of  the  lan- 
tern. The  conatmctiou  of  the  tubes  and  devices  for  the  admission  and 
■emisKion  of  air  was  similar  to  that  of  Patent  TSo.  104,318.  An  ax)pliea- 
tiou  lor  preliminary  i^juDction  of  this  company's  agent  against  infriuge- 
tnent  of  Eeissaes  INos.  8,611  and  8,59S  and  Patent  No.  104,318  was  heard 
before  Judge  Blodgett,  who  refased  the  motion  conditionally  in  case 
the  defendant  should  file  a  bond  of  indemnity.  Irwin  v.  if  cfio&erfs,  16 
O.  G.,  853.  The  litigatiou  then  proceeded  eamestly.  Proots  were  taken 
on  both  sides,  and  tiie  case  was  about  ready  for  trial,  when  the  defend- 
ant's counsel  settled  the  litigation  by  the  purchase  from  the  owners  of 
«oe-lialf  of  the  patent,  of  their  one-half  interest,  and  their  tools  and  ma> 
chiuery  for  one  hundred  and  five  thousand  dollars,  and  by  the  purchase 
ftom'sflid  Irwin  of  his  one-half  interest  in  tl^  causes  of  action  and  of  a 
sole  license  to  inaim&cture  uiid  sell  nnder  his  one-half  interest  in  the 
patent  for  one  hundred  and  five  thousand  dollars,'  subject  to  the  rights 
«f  Kobert  E.  Dietz,  a  licensee  in  the  city  of  New  York.*  This  corporation 
aubseiiuently  became  the  Steaiu  Gauge  and  Lantern  Company,  one  of 
the  {tliiintiffs  kei-ein. 

Tlie  defendant  is  manufacturing  and  selling  lanterns  called  "No.  IS** 

*Tbe  compntation  of  the  oourl  of  the  amonut  to  be  ]>aid  Mr.  Iri^,7^iH|;ofreet. 
It  was  a  larger  sniu.  '-- 
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aDd  "No.  14,"  made  under  letters  pateut  to  Leonard  Henkle,  dated 
yovember  II,  1879,  and  to  Riissell  B.  Perkins,  dated  September  14, 1880- 
Theae  lanterns  have  elevated  tubes  outside  tbe  globe  disconnected  witb 
each  other  and  for  the  admisaion  of  fresh  air  only.  There  are  i>eculiarly- 
shaped  injectors  at  tbe  months  of  the  tubes.  The  tubes  not  being 
withiu  the  globe,  the  part  analogous  to  plate  I  cannot  serve  as  au  in- 
jector.   It  is  an  fgeetor  only. 

Lantei-ns  "No.  13"  and  "So.  14"  and  "No.  99"  are  external-air  feed- 
ers. Tbe  lantern  under  Patent  No.  73.012  is  an  intemal-air  feeder.  The 
lantern  under  Patent  No.  80,770  is  both  an  interna]  and  an  external  air 
feeder.    The  supply  of  external  air  was  its  important  feature. 

It  is  insisted  by  Mr.  Irwin  that  when  used  as  a  lantern  and  exposed 
to  the  wind  the  external  cnrrents  of  air  only  fill  the  tubes,  and  to  that 
extent  the  statement  in  the  original  and  reissued  patents  of  the  philoso- 
phy of  the  mechanism  may  be  ificorrecc.  The  limits  to  which  I  think 
that  I  am  confined  upon  this  motion  prevent  a  cnnsideration  of  this  part 
of  the  subjectj  but  although  the  patentee  thought  at  the  dates  of  the 
invention  and  of  the  reissue  that  heated  air  would  always  be  a  cumu- 
lative supply,  it  is  plain  that  he  stated  in  the  original  specification  that 
when  the  lantern  was  oscillated  iu  the  open  air  external  air  would  be 
furnished  in  sufficient  quantities  to  produce  the  required  curreut  at  the 
burner. 

TJie  affidavits  of  Messrs.  Henry  B.  Beuwick  and  John  E.  Earle,  the 
experts  for  the  defendant,  do  not  deny  the  novelty  of  the  Irwin  '•  tubu- 
lar" lamp  made  either  under  Patents  Nos.  73,012  or  89,770.  I  mean  that 
the  novelty  of  the  structure  as  a  whole  is  not  denied.  The  affidavits 
point  out  that  previous  patents  bad  tubes  for  conveying  heated  air  or 
fresh  air  to  the  flame,  and  each  expert  treats  tbe  respective  Irwin 
inventions  as  new  examples,  respectively,  of  former  classes  of  lamp. 
In  Irwin  v.  Dane  the  court  came  to  the  conclusion  that  the  patentee 
had  by  his  successive  combinations  of  devices,  beginning  with  Pateut 
Ho.  65,330,  introiluced  »  new  principle  or  set  of  principles  into  the  cou- 
striiction  of  kerosene  lamps  and  lanterns,  and  had  entered  upon  a  nen 
field  of  invention.  Neither  can  it  apparently  be  denied  that  Irwin  first 
made  a  hand  kerosene- lantern  which  conld  be  relied  upon  when  o-icillated 
in  the  open  air  and  exposed  to  currents  or  blasts  of  wind;  Tbe  reason 
of  its  success  must  be  that  a  haud-lantem  with  a  globe  of  ordinary  size 
needed  a  supply  of  external  air  which  must  be  furnished  iu  a  continu- 
ous and  non-reversible  current,  and  that  Irwin's  lantern  furnished  fresh 
air  to  the  flame  in  sUch  manner  and  by  such  means  that  the  current 
was  ample,  continuous,  and  irreversible,  and  that  the  fiame  was  not 
interfered  with  by  cross-cupents. 

Two  Ukcta  seem  to  be  established:  first,  that  Irwin's  hand-lantern 
made  in  accordance  with  Patent  No.  89,770  was  a  novelty  and  a  success; 
and,  second,  that  it  owes  its  success  to  the  introduction  of  exterual  air 
by  tbe  devices  used  in  combination  with  the  other  parts  of  the  lautem. 
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The  queatiOD  of  iiifrinffenient  remains  to  be  considered.  Upon  a 
motion  for  preliminary  iujanction  the  plaintiff's  must  establish  tlie  imiut 
of  infiriDgement  beyond  a  reasouabk  doubt;  and  as  this  question  often 
depeods  upon  the  proi>er  constructiou  of  the  patent,  its  claims  should 
ortlinarily  have  beep  construed  by  a  coart  of  competent  jarisdiction  or 
should  have  been  practically  construed  by  the  consent  and  acquiescence 
of  that  part  of  the  public  which  is  cognizant  of  the  extent  of  the  mo- 
nopoly. In  this  case  it  is  contended  by  the  defendant  that  its  lantema, 
having  tubes  disconnected  with  each  other  and  incapable  of  receiving 
heated  air  from  the  globe,  are  not  within  either  of  the  claims  of  Patent 
No.  89,770,  aud  therefore  are  not  within  those  claims  when  repeated  in 
the  same  language  in  Reissue  No.  8,598.  There  is  good  reason  for  advo- 
cating this  opinion,  and  therefore  the  motion  cannot  be  granted  as  to 
those  claims  of  the  reissue. 

It  is  next  claimed  by  the  defendant  that  the  condnits  of  the  first  two 
claims  of  Beissue  N^u.  8,598  must  be  the  tubes  F  and  F,  placed  within 
the  globe  where  they  can  aud  do  receive  a  supply  of  heated  air,  so  that 
the  asceosive  curreut  of  heated  air  forms  a  part  of  the  supply  for  the 
tubes,  and  also  that  the  device  or  plate  I,  which  surmounts  the  globe, 
must  both  inject  and  eject  air.  In  the  defendant's  lantern  the  injecting 
devices  are  directly  over  the  tubes,  aud  no  air  is  injected  &om  the 
opening  over  the  globe. 

There  has  been  no  abjudication  by  a  court  upon  this  question  of 
construction.  If  it  should  be  held  that  the  fi«sh-air  condnits  must 
necessarily  be  within  the  globe,  so  as  also  to  receive  heated  air,  or  if  the 
injecting  devices  must  necessarily  snrmount  the  globe,  then  there  is  no 
infringement.  It  seems  to  me  that  the  litigatiou  in  this  case,  taken  in 
connection  with  the  opinion  in  Irwin  v.  MeRob^U,  goes  very  far  to 
answer  the  requirements  of  a  deliberate  examination  and  a  decision  by 
a  court.  Irwin  and  his  co-owners  engaged  in  an  earnest  and  thoroughly- 
contested  litigation  with  the  Buf^o  company  upon  the  subject  of  these 
patents.  The  latter  had  the  advantage  of  the  Akill  and  knowledge  of 
the  senior  expert  of  the  present  defendant.  It  came  to  the  conctasion 
to  purchase  peace  and  the  right  to  inannfaetnre  under  the  Irwin  patents. 
With  a  great  sum  it  obtained  its  freedom.  The  settlement  of  the  liti- 
gation and  the  acknowledgment  of  infringement  by  tbe  defendant  was 
deliberately  made  under  the  ad  viceof  counsel,  and  after  earnest  attempts 
at  compromise.  The  payment  of  two  hundred  fmd  ten  thousand  doUars 
was  a  confession  of  inability  to  make  a  successfbl  contest.  This  litiga- 
tion, coupled  with  the  opinion  of  Judge  Blodgett  in  the  case  of  Jrtcin  v. 
McBoberU,  where  he  was  "  very  much  impressed  with  a  conviction  that 
the  defendant's  lantern  infringes  the  claim  of  the  complainant's  patents 
as  they  are  reissued,"  and  in  the  opinion  in  Incin  v.  Dane  upon  the 
broad  character  of  the  invention,  bring  the  question  of  infringement  as 
near  to  an  adjudication  as  it  is  practicable  without  having  an  opinion 
by  a  court  apou  the  precise  question  in  dispute.    I  am  satisfied  that  by 
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virtue  uf  all  the  recited  decisions  aud  the  isircnmstauoes  of  this  case  tbe 
question  has  been  so  far  settled  that  I  ought  not  to  refuse  an  iqjnDction 
upon  the  groand  of  non-a^adlcation. 

Tlie  defendants'  experts,  starting  apparently  upon  the  preaoise  that 
the  Irwin  patents  are  on^  improrementa  apon  tbe  old  English  and 
Fi^ich  patents,  properly  come  to  the  coaclnsioii  that  they  shonld  be 
narrowly  constrned  and  shonld  be  oonflued  to  tike  apeeifie  foms  of  de- 
Tioes  which  are  respectively  shown.  Withoat  going  back  to  tbe  earlier 
Irwiu  inventions,  I  think  that  in  his  Patent  "So.  89,770  he  was  the  pre- 
decessor, and  not  a  follower,  of  others,  and  while  for  the  parposes  of 
this  motion  it  is  held  to  be  trae  that  his  claims  in  tbe  original  patent 
were  limited  to  the  particolar  form  of  the  devices  deaeribed  in  the  speci- 
flcataon,  yet  that  by  Beissoe  S'o.  8,008  be  properly  covered  bioad^  ter- 
ritory. 

If  one  inventuT  piwoedea  all  the  lest  Hid  atrikM  out  lOmothiQg  wMoh  loelndea  And 
nndetlies  *11  that  they  produce,  he  acqnirea  »  monopolj  and  Mibjecta  them  to  tribute. 
(_8tiflai  T.  Bailviat  Cmipwiy,  97  U.  8.,  554.) 

I  have  not  deemed  it  expedient  to  examine  tbe  clnims  of  Beissne  No. 
8,611  upon  the  question  of  infringement. 

The  plaintitTs  make  oat  a  clear  case  of  very  seriona  iDJnry  in  case  a 
provisional  injunction  should  not  be  gnuited. 

The  motion  for  an  itumietion,  pendsnte  lite,  against  the  infringement 
of  the  flrstandseooDdclaimsof  Reissued  Potent  No.  8,598  by  themsau- 
fiuituro  or  sale  of  lanterns  "  No.  13  "  or  "  Ho.  14,"  or  lanterns  contaiuiug 
a  combination  of  devices  equival^it  thereto,  is  granted. 


(Uplteil  SMtoi  Circuit  Court— EuUrn  Diilrlat  of  WiHwnaiii.l 

The  Woven  Wiee  Maiteess  Company  v.  Simmons  bt  al. 

DfiMed  June  14,  lesi. 

20  O.  O.,  955. 

1.  EkiSsuk  No.  7,704 — Claiub  Construku. 

lu  Beisaaed  L«tt«raPateiitNo.  7,704,  ]p«ut«dtothe(somplaliiaDt  forAnimpiove- 
nii'nt  in  bedstead-frames,  Htld  that  the  tlTat  claim,  irhen  coneideTod  in  ooaneotiOB 
tvitli  the  sped AMit ions,  must  be  cotwtmed  to  mean  a  uombioBtion  of  aid«  ban, 
inclined  double-end  bars,  aad  elastic  cotled-wire  fabric  attached  only  to  the  «iid 
bars,  with  the  end  bora  of  the  triuae  elevated  above  the  Hide  bora,  so  that  the 
fabric  will  be  snapended- Above  the  side  bars  from  end  to  eud  of  the  frame ;  and 
that  the  second  claim,  in  its  refetenoe  to  end  bars,  muat  be  construed  to  mean 
inclined  doable-end  bars. 

3,  8*mk—In  Vikw  of  Factb  Si'atbd,  no  Ikfrikoemknt. 

As  the  end  bars  of  defendants'  bed-bottom  are  not  toclined,  ami  in  view  of  Um 
further  fttut  to  be  considered  in  the  some  connection,  that  the  end  bars  are  not 
elevated  above  the  side  bars,  so  as  not  to  come  in  contact  with  them,  bnt  r«st 
ilirrctty  upon  tbe  sidebars,  and  that  the  angle-ironB  of  defendauta'  froote  are  not 
BdjnBtedtoholdtheeud  ban  above  the  aide  bars  free  from  contact,  and  in  viair  of 
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tbe  limltationa  to  be  neceBitarilyplnctilou  tUvcomploiuaut'spateutbecanHof  tha 
state  of  the  art,  Held,  that  the  defeudants  do  not  infViuge. 

Messrs.  Coburn  tfc  Thacher  for  the  comitlaitiaDt. 
Messrs.  West  <t-  Botid  for  tbe  deteDdauts. 

Dteb,  J. : 

This  IB  ft  suit  in  equity  fur  an  iiuuiiction  and  to  recover  damages  ou 
account  of  the  alleged  infringemeot  of  certain  reinRaed  letters  patent, 
granted  to  the  complainaiit  May  29,  1877,  for  an  improvement  in  bed- 
stead-frames, of  vhicli  J.  M.  Faruham  was  the  inventor  and  original 
patentee. 

Ill  the  speeiflcations  of  the  reissue  the  patentee  describes  the  inven- 
tion ftij  follows : 

Mf  iurvntion relates  to  a  newfraQie,  Trhicli  ie  provided  with  an  elaatio  or  Qexilile 
sheet  or  fabric  for  the  support  of  tbo  bedding.  The  frame  Is  made  of  proper  size  to  be 
inttei'teil  withia  any  ordiuar;  bedstead. 

Uy  invi  ntiou  consists  in  the  coiiibJuBtiou  of  the  side  bars  and  end  bars,  with  tbe 
«Dil  bars  elevated  above  tlie  side  bura  in  such  a  manner  that  the  elastic  fa  brie,  stretched 
from  end  bar  to  end  bar,  can  extend  the  entire  width  of  the  frame  over  the  side  bars, 
aod  an  elastic  fabric  attached  to  tbe  end  bars  only  of  the  fritme ;  and  it  also  eonsiste 
in  tbe  roinblnation  of  tbe  side  bars  and  end  bars  of  the  tteoie,  C0Qaect«d  together  by 
StandBTds  or  comer-irons  B.  Itj  this  nriaugement  tbe  fabric  is  seciimly  held.  *  * 
'  It  trill  be  observed  that  the  pnrpose  of  this  method  of  attaching  the  fabric  to  the 
fman  is  to  give  to  the  fabric  ite  greatest  elasticity  by  attaching  it  at  its  euds  ouly  aiid 
at  the  same  time  making  it  as  near!}'  the  full  size  of  the  frame  as  could  be  well  done, 
white  it  is  substantially  free  from  contact  with  the  l^ame  when  used,  excepting  at  Ita 
ends,  where  it  is  rigidly  secured  to  the  end  bats. 

itiore  detailed  description  of  the  device  iu  the  specifications  is  as  fol- 
lows : 

To  the  ends  of  each  side  bar  are  secnred  by  means  of  bolts  a  a,  npward-projecting 
Standards  B  B,  made  of  metal  or  other  suitable  material.  These  bolts  pass  throngh 
short  Imgitudinal  slots  in  the  standards,  whereby  the  Utter  may  b«  adjusted  to  stretoh 
the  cloth  when  desired.  These  standards  are  grooved  or  have  ribs  on  their  inner  sides, 
l>j-  which  theenila  of  the  end  bars,  C  C,  arebeld.  The  end  bars  couuect  the  side  bars 
and  tbvir  standards  with  each  other.  Each  end  bar  is  made  of  two  pieces  or  bars,  b 
And  c,  both  of  equal  and  foil  leuglh.  Between  them  are  held  the  ends  of  the  fabric 
consiitnting  the  bed-bottom,  and  clamped  by  means  of  screws  or  bolts  dd.  The  end 
li&M  are  held  in  inclined  positions,  as  shown  in  Figure  I,  by  the  ribs  or  grooves  ou  the 
Staitdards,  and  are  held  in  place  by  means  of  screws  e,  which  are  fitted  through  the 
standiirds,  or  by  other  e<|nivaleut  deviers.  By  being  iu  the  inclined  position  the  end 
bars  are  arranged  to  hold  the  fabric  secure,  without  coming  in  contact  with  its  under 
side  more  than  is  necessary. 

The  claims  in  the  reissued  patent  are : 

I.  Tlie  combination  of  the  side  bars  and  end  bars  and  elastic  ctn led- wiis  with  fabric 
I>,  artacbM  only  to  the  end  bars,  with  the  end  bars  of  the  frame  elevated  above  tbe  side 
bars,  Bii  that  the  fabric  will  be  suspended  above  the  side  bars  from  end  to  end  of  the 

3,  The  combination,  in  a  removable  bed-bottom,  or  bed  stead -frame,  of  the  side  bare, 
A,  standards  or  comer  pieces  B  end  bars  C,  and  tbe  elastic  fabric  D,  combined  and 
arranged  Hobstantlally  as  and  for  the  puriioses  specified. 

3.  The  inclined  double-end  bars  C  of  a  betlstead-frame,  aimnged  substautiidly  ■■ 
MvA  for  the  purpose  herein  shown  and  described. 
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4.  The  sli»nd*c(U  B,  oODstrncted  m  dcKiibed,  amnged  longilndtiikllf  sdJiuMbTs 
on  the  aide  ban  of  a  bedatead-frame,  to  permit  the  inclined  end  ban  to  1m  set  a  snito- 
ble  distance  apart,  as  aet  foitb. 

The  first  and  second  of  these  claims  are  new  in  the  reiasiied  x>atcDt'. 
The  third  and  fourtli  are  tiie  claiiua  in  the  origiual  iiatent,  and  are  re- 
peated iu  the  reiasae. 

This  reissned  patent  haa  l>eeD  sustained  as  against  all  prior  devi<«8 
in  Wkittlet^  V.  Ames  (IK  O.  G.,  357),  and  I  concur  in  the  riews  ex- 
pressed by  Judge  Blodgett  in  that  case  touching  the  validity  of  the 
patent. 

-The  only  question  necessary  to  consider  here  is  that  of  inftingement. 
The  defendants' device  consist*  of  the  coiled-wire  fabric,  side  rails,  double- 
end  rails,  and  certAiu  kinds  of  corner-irons  which  exhibit  the  element 
of  adjnstiability.  The  end  bars  rest  directly  upon  the  side  bars— 
that  is,  the  inner  edge  of  each  end  bar  rests  upon  and  is  in  direct  con- 
tact with  the  side  bars.  One  end  bar  is  held  iu  place  by  ordinary  bolts, 
which  pass  through  it  and  the  side  bars.  The  other  end  bar  is  united 
with  the  side  bars  by  what  may  becalled  "  angle-irons  andbolta."  These 
angle-irons  are  bolted  to  the  nnder  sides  of  the  side  bars  and  the  end 
bar,  and  the  fiice  of  the  angle-iron,  which  thus  rests  upon  and  is  fast- 
ened to  the  side  bars,  is  longitudinally  slotted,  so  that  in  conuectioD 
with  screw  and  bolt  the  iron  is  made  adjustable.  These  irons  do  not 
bold  the  end  bars  elevated  above  the  side  bars — that  is,  they  are  not 
constructed  and  applied  so  as  to  hold  the  end  bar  iu  a  position  where  it 
is  free  flxim  contact  with  the  side  bars.  As  before  stated,  the  end  bars 
rest  directly  upon  the  side  bars.  The  outer  face  of  the  end  of  each  eud 
bar  is  covered  by  a  piece  of  metal  which  is  fastened  to  it  by  sui'ewii,  and 
project  slightly  over  the  side  bar  where  the  two  bars  are  brought  in 
contact.  The  only  purpose  of  this  piece  of  metal,  so  for  as  £  can  see,  is 
to  give  to  the  outside  comers  greater  finish.  The  end  rails  are  double, 
as  in  the  complainant's  device,  and  between  the  two  pieces  which 
together  make  the  end  rail  the  ends  of  the  wire  fabric  are  clamped  and 
held. 

Now,  it  is  said  by  the  counsel  of  complainant,  in  their  brief  that — 

Farnham'a  invention  consisted  of  the  spei'tni  iray  in  iThicb  he  attached  this  woven- 
wirefahric  to  the  frame, -whereby  he  produced  new  results  (hat  had  never  been  attained 
in  a  bed-bottom  before,  and  that  special  way  consisted  in  atrachlng  the  fabric  to  the 
end  of  the  frame  so  that  the  coiIn  extended  IVoni  end  to  end  of  the  trame  of  the  kind 
shown,  leaving  the  eoiln  entirely  free,  thereby  having  the  tall  elasticity  and  siiriug  of 
the  coiled  wires  that  cotnpose  the  fabric. 

And  it  is  contended  that  the  gist  of  the  invention  consists  in  an  end 
attachment  of  the  fabric,  leaving  it  nnattnched  to  the  side  rails,  so 
that  the  strain  on  the  fabric  is  lengthwise  of  the  coils  of  wire,  thereby 
utilizing  the  elasticity  and  recoil  of  the  coiled  springs ;  that  if  this  result 
is  accomplished  by  resting  the  eud  bars  directly  on  the  side  bars  and 
without  elevating  the  end  bars  above  the  side  bare  so  that  they  do  iiot 
come  in  contact,  and  also  wltbotit  making  the  end  bars  inclined,  the 


DECISIONS  OP  U.   8.   C0UET8  IN  PATENT  CASBa  37D 

tirat  claim  of  the  complainant's  pateut  is  iniriiiged.  It  seemA  to  be  th» 
view  of  cODDBel  that  as  the  third  claim  is  a  claim  on  the  special  con- 
stractioDoftheehd  bars  alone,  and  aa  the  fourth  claim  is  a  claim  for  the 
standards  arranged  as  therein  described,  it  was  not  the  intention  of 
the  inventor  to  limit  the  constmction  of  his  first  claim  to  the  nse  of 
inclined  end  bars  or  of  any  particular  forms  of  standards  or  comer-irons^ 
In  determining  what  was  the  invention  patented  to  complainant,  the 
original  patent  to  Famham  and  Hie  specifications,  drawings,  and  claims, 
of  the  reissue  must  all  be  taken  into  consideration.  And  although  in 
the  first  and  second  claims  of  the  reissue  the  end  bars  are  not  described 
as  inclined  double-end  bars,  and  although  in  the  second  claim  the  end 
bars  are  not  described  as  elevated  above  the  side  bars,  I  think  the  first 
claim  must  be  constrned  to  mean  a  combination  of  side  bars,  inclinedi 
double-end  bars,  and  elastic  coiled- wire  fabric  attached  only  to  the  end 
bars,  with  the  end  bars  of  the  frame  elevated  above  the  side  bars,  ao 
that  the  fabric  will  be  snapended  above  the  side  bars  from  end  to  end 
of  the  frame ;  and  that  the  second  claim  must  be  held  to  mean  combina- 
tion of  the  aide  bars,  A,  standards  or  comer-pieces  B,  inclined  doable- 
end  bars  C,  and  the  elastic  fabric  D,  combined  aud  arranged  as  and  ibr 
the  purposes  specified. 

In  view  of  the  state  of  the  art,  the  patent  must  be  limited  to  the  con- 
struction described.  This  was  the  \iew  taken  by  Jndge  Blodgett  in 
Wkittleaeg  v.  Ames,  tvpra.    He  says: 

The  ate*m1)oat  linuk-bot'him  shown  in  the  teBlimouy  of  Bobert  E.  Campbell  and  tlM- 
Preiistke'au^  Dye  patenM  moHt  be  coDsidenid  bb  operating  to  limit  the  elaioi' 
of  thii  patent  to  the  special  devices  shown.  The  Campbell  bunk-bottom  wad  made 
of  cauvaa  stretched  from  end  rail  to  end  rail  without  oataide  faatenlngB,  anthtthoa^ 
cftUTOSiDaynot  uomewitbintbadeHnitlonof  an  "  eloatic  sheet,  "there  can  be  no  donbt 
that  it  ie  a  " flexible  Bhe«t."  The  Dreuaike  bed  was  made  of.cniled-wire  fabric,  and 
-while  provi-ion  waa  made  for  niile  faat«ningB  I  think  therecanbeuo  donbtheiutend* 
ed  that  the  strain  of  BUpporting  the  weight  to  be  home  by  the  bed  was  to  come  upon. 
the  end  fnsteuings. 

In  the  light  of  this  evidence,  I  think  that  while  these  two  flrst  claims  in  the  reiswed 
patent  may  be  sustained  for  the  combination  of  the  side  railN,  standarda,  end  rails,  aud 
elastic  coiled-wire  fabric,  ;et  it  mast  be  limited  to  the  peculiar  kind  of  side  riula,  stand- 
Ards,  aud  end  rsils  shown,  or  their  manifest  equivalents.  Bide  rails,  end  rails,  and 
elastic  coiled-wire  fabric  were  old,  bat  the  inclined  end  rail  made  In  two  parta  for  the 
ptupose  of  clamping  the  fabrio  and  holding  it  suspended  b;  means  of  the  inclination 
between  the  points  of  attachment  seems,  so  far  as  the  proof  in  these  oases  shows,  to 
have  been  the  invention  of  Farnham.  So,  too,  his  "  standards"  or  comer-pieces  B  are 
not  shown  to  have  been  anticipated  by  any  prior  user  or  inventor. ,  I  think,  tlierefore,. 
that  the  owner  of  the  Fnmham  patent  had  the  right  to  claim  by  the  reissne  (be  oom- 
binatlon  of  the  elastic  coiled-wire  fabric  with  these  parts,  whether  they  were  new  or 
old,  hot  he  had  not  the  right  to  claim,  broadly,  for  Famham,  the  sole  right  of  suspend* 
ing  the  fiibrib  of  which  the  bed-bottoms  is  made  troat  "end  to  end  of  the  fiame," 
because  Campbell,  Dye,  and  Dniesike  had  suspended  t3ie  flexible  sheet  of  a  bed-bottom 
teoia  end  t«  end  of  the  ftanie  before  Famham  made  his  frame. 

lu  this  constmction  of  the  complainant's  patent  I  fully  concur. 

As  the  different  elements  of  the  Famham  invention,  considered  sepa- 
rately, were  oH,  and  as  flexible  material,  if  not  the  cmled-wire  f^bric^ 
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hat)  l*eeu  prevknul;  used  in  bed-bottoms  bj-  snspeudiug  it  from  end  to 
«ntl  uf  tbe  frame,  it  seems  rery  clear  tbat  the  complaiuaut's  reissued 
patent  most  be  ckwely  limited  to  the  cootitnictiou  wliicb  It  describes. 
Comndering  tbe  natnre  of  tbe  invention  and  tbe  langua^  of  tbe  speei- 
AeatioD  and  (daims,  witb  tbe  aeconipaniring  drawmge,  it  seems  to  me 
evident  tbat  to  establisb  infringement,  in  the  langnage  of  Jndge  Blodg- 
«tt,  "tbe  peculiar  kind  of  side  railft,  standards,  and  end  rails,  01  their 
maaifest  eqniralaitt,''  most  be  sbovn,  and  it  migbt  be  added  tbat  tbe 
pecnliar  adjustment  of  tbe  different  parts  or  tbe  clear  eqoiralent  of  mtb 
Adjustment  shoold  also  be  shoim. 

Botb  Judge  Shipman  and  Jndge  Blatfhfoid,  as  I  understand  them, 
cencnr  in  tbe  oonstmction  which  Jodge  Blodgett  has  put  upon  this  pat- 
«it.  Woven  Wire  Mattre$a  Compant/  v.  Wirt  TTeft  Betl  Compamg,  1  Fed 
Bep.,  222;  Woten  Wire  Mattret*  ComptMg  v.  Palmer,  a  Fed.  Bep.,  811 

lo  Woven  Wire  Mattren  Campang  v.  Wire  Web  Bed  Compani/,  eupn, 
Jodge  Shipman  says: 

.  JndeeBIodgettlaendmllf  of  amnion  that  tbceodhanof  the  firitcUimiuiutbetk 
"incliDod  doable  end  ban^of  the  tltiid  claim,  ftndthM  the  iluidaid  of  the  second  cUim 
IDVM  be  adjnatable  on  tbf  itide  ban  to  at  t«  peroiit  the  inclosed  end  l>ara  to  )•«  b«i  i 
•oitalile  dutance  apart,  enbatautially  as  stated  iii  The  fourth  claim. 

And  for  the  reason  that  in  the  case  decided  the  end  bara  were  inclined, 
thereby  preventing  the  under  side  of  the  fabric  from  resting  on  tbe  end 
bars,  Jadge  Shipmau  held  the  defendants'  device  in  tbat  case  an  in- 
fHngement 

In  Woven  Wire  Mattress  Company  v.  Pa\t»er,  gupra,  Jadge  Blatcbfoid 
evidently  regarded  the  incliuation  of  the  end  rails  and  their  elevation 
above  tke  side  rail?  by  meauc  of  the  comer-standards  as  mat«rial,  and, 
asl  constme  hisoiJtuioD, he  mainly  restflhisjadgmentupon those featnies 
of  the  infringing  device  before  him  in  finding  infringement.  Tbe  bed- 
bottom  made  by  the  defendants  in  the  case  at  bar  has  been  described 
The  exhibit  in  evidence  shows  a  slight  inclination  of  the  end  rails,  bat 
the  proofs  very  satisfactorily  establish  the  &ot  that  snch  was  uot  its 
original  constmction,  and  tbat  in  the  bed-bottoms  which  tbe  defendant$ 
manufacture  the  end  rails  are  made  to  rest  squarely  on  the  side  raik 
and  without  any  inclination  of  the  former.  The  testimony  tbat  soth 
was  the  construction  originally  of  the  exhibit  in  evidence  is  corroborated 
by  the  &ct  that  the  exhibited  bed-bottom  was  made  iu  1879,  has  since 
been  moved  from  place  to  place  and  used  as  an  exhibit  in  other  litigi 
tion,  and  the  signs  of  wear  and  tear  are  evident  in  the  fact  that  the 
diffeieut  parts  are  considerably  out  of  the  lines  of  proper  adjustment 
This,  I  think,  must  be  plain  to  the  eye  of  any  mechanic  and  upon  tbe 
testimony  and  an  inspection  of  the  exhibit  itself  I  am  of  the  opinion  that 
the  slight  inclination  of  the  end  rails  now  visible  is  attribntable  10  the 
strain  of  the  fabric,  the  shrinkage  of  the  wood,  and  generally  to  wear 
and  tear. 

Hince  the  end  rails  of  thedefendants'lfed-trattom  are  not  placed  abor« 
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flie  side  railfl  so  as  not  to  come  in  contact  with  them,  hut  rest  directly 
upon  the  side  rails,  it  might  be  a  close  qaestion  whether  there  is  in  the 
defendants' de^ice  the  elevation  of  the  end  rails  ahove  the  side  rails 
which  is  Intended  to  be  described  in  the  complainaQt's  patent.  Certainly 
the  angle-irons  of  the  defendants'  frame  in  a  material  respect  do  not 
serve  the  purpose  of  the  complainant's  standards,  for  the  latter  are  ad- 
justed ontside  the  rails  and  hold  the  end  rails  above  the  side  rails  so 
that  they  ilo  not  toneh,  and  so  that  with  the  iucliq^tion  of  the  end  rails 
the  under  side  of  the  fabric  cannot  rest  on  the  end  rails.  Whatever 
might  be  the  view  taken,  if  the  only  question  was  whether  the  defend- 
ants' firame  shows  the  elevation  of  the  end  rails  above  the  side  rails  ex- 
hibited in  the  complainant's  drawings  and  model  or  its  eqnivaleut,  or 
if  it  was  whether  the  angle-irons  in  defendant's  frame  are  the  equivalent 
of  complainant's  standards,  I  am  of  the  opinion  that,  in  view  of  the  lim- 
itation to  be  necessarily  placed  on  the  complainant's  patent  because  of 
the  state  of  the  art  when  Faruham  made  his  invention,  the  absence  of 
inclined  end  bars  in  the  defendants'  bed-hottom,  in  connection  with*  the 
other  differences  between  it  and  the  complainant's  f^me,  just  spoken  of, 
relieves  the  defendants  from  the  charge  of  in&iogement.  In  coming  to 
this  determination  I  rely  npon  the  proofs  before  me  that  the  defendants 
have  not  constructed  and  do  not  construct  their  frames  with  inclined 
end  rails,  and  it  will  be  understood  by  the  parties  ihat  a  diflferent  con- 
clusion entirely  might  result  if  I  were  not  satisfied  from  the  proofs  that 
the  slight  inclination  now  apparent  in  the  exhibit  in  evidence  is  not  at- 
tributable to  original  construction,  but  to  the  causes  before  stated. 
Decree  for  defendants. 


ISapremeCoDiiertheDiatrlctafCalunibli.l 
Ex  PARTE   PiSHEE. 

Dtcided  JptH  Ttm,  IdSl. 

20  o.  a.,  nsr. 

AOGKBGATioN— Not  Patentable. 

A  mere  aggregation  and  liriugiag  together  of  oIA  devices  or  inatnimeDtatities  is 
not  a  patentable  inrention  nnlesB  some  new  resalt  is  obtained.  The  result  of 
boMinK  firm]}-  the  ends  of  railroad-raik  by  meuia  of  BOrews  or  bolts  and  by  a 
plate  ander  the  ends  ia  nell  known,  and  tfae  aimple  adoption  and  application 
uf  a  ribbed  plate  with  the  bolt  screwed  to  its  place  between  tbe  ribs  ia  only  the 
application  of  two  old  devices  withont  the  attainment  of  any  new  result. 

Appsal  from  the  Commissioner  of  Patents. 
The  ease  is  sufficiently  stated  in  the  opinion. 

Mr.  Wm,  C.  StrawbriAge  and  Mr.  J.  Bonaall  Taylor,  tor  Clart  FishOT, 
cited  tbe  following: 
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If  the  patentee  borrowed  tbe  ides  of  the  diflfereut  parts  which  go  to 
«ODBtitiite  hla  inTention,  and  for  the  first  time  brought  them  together 
into  one  whole,  and  that  whole  is  materially  different  f^m  any  whole 
ttiat  existed  before,  then  he  is  the  original  and  flrat  inventor  and  is  en- 
titled to  a  patent  therefor.    Mong  v.  Sizer,  1  Fish.,  17. 

If  not  only  all  the  primary  elements,  but  all  the  subcombinations  ex- 
isted in  different  machines  before,  bat  were  never  brought  together  to 
constitute  one  and  co-oiierating  to  prodnce  one,  and  the  inventor  bring 
them  together  by  indention,  prodncing  a  useful  result,  he  is  entitled  to 
a  patent  for  snch  combination  and  arrangement.  Boite  v.  Morton,  1 
Fish.,  sm. 

If  the  idea  of  a  combination  is  a  meriterioos  invention  it  will  be 
deemed  new,  although  a  competent  mechanic  coold  easily  adapt  tbe 
parts.    Browm  v.  Whtttemore,  5  Fish.,  524. 

And  see  the  doctrine  laid  down  in  Lee  t.  Slandy,  2  Fish.,  89;  Vnio* 
Sufiar  Refinery  v.  Mattkieue*,  2  Fish.,  001 ;  Merriel  v.  Toomans,  11 0.  G., 
970;  Middletaum  Tool  Company  v.  Judd,  3  Fish.,  Ul;  The  MiUer  and 
Petera  Manufaeturing  Company  v.  Du  Brul,  12  O.  G.,  361. 

Mr.  Justice  Wtlie  delivered  tbe  opinion  of  the  court : 

This  application  was  filed  in  the  Patent  Offlt'-e  January  24, 1879.  The 
application  was  examined  by  the  Primary  Examiner,  who  made  an  ad- 
verse report  or  decision.  An  appeal  was  taken  to  the  ExamiDers-in- 
Chief.  The  applicant  amended  his  claim,  and  the  application  was  re- 
jected by  the  Examinerg-in -Chief.  He  again  amended  bis  claim,  and 
again  tbe  Primary  Examiner  investigated  and  again  made  an  adverse 
report^  Two  or  three  times  at  least  these  amendments  took  place,  until 
the  application  was  reduced  to  its  present  shape,  when  it  was  examined 
by  tbe  Primary  Examiner,  who  rejected  it.  An  appeal  was  then  taken 
to  the  Examiners-in-Chief,  and  they  rejected  it  the  second  time.  An 
appeal  was  then  taken  to  the  Commissioner  of  Patents,  and  be  r^ected 
it  These  if^ections  by  the  Patent  Office  seem  to  have  been  based  upon 
the  want  of  novelty,  the  invention  as  claimed  having  been  anticipated 
by  two  or  three  prior  inventions  in  this  country  and  abroad.  It  is  not 
worth  while  to  refer  to  these  prior  inventions,  because  tbe  decision  here 
ivonld  be  based  then  upon  technical  groauds  in  examination  and  com- 
parison with  the  claims  of  tbe  prior  inventions. 

Tbe  ease  as  it  apiiears  here  is  this :  Tbe  petitioner  erases  all  the  claims 
heretofore  presented  and  substitutes  this: 

Tb«  combiualion  of  the  aole-piece  pmTided  witb  riba  npoa  Its  under  anrfkoe  uid  with 
flanges  npon  its  upper  surDtM,  the  rails,  and  tbe  forelocka  bj  means  of  single  bolts, 
tbe  arraogemeut  being  such  that  the  bolt-heada  are  prevented  from  tumiTig  by  tbe 
ribe,  while  the  foielooks  are  held  riicid  between  tbe  flanges  and  webs  of  the  rails,  sob- 
etantially  as  shown  and  described. 

Now,  a  bolt  with  a  screw  and  a  nut  are  old  mechanical  implements, 
and  a 'bole-plate  placed  under  the  two  ends  of  the  rails  is  an  old  claim. 
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A  groove  in  a  sole  piece  or  plate  is  an  old  iuventiou.  A  groove  ased 
in  cotinevtion  witli  a  nut,  so  as  to  prevent  the  nut  from  taming,  is  like- 
vise  ail  old  invention.  The  inveiitiou  in  tbis  instance  consists  in  riba 
to  tbe  sole-piece  on  tbe  nnder  surface  of  the  sole-piece.  It  occurred  to 
this  gentleman  that  he  'irould  bare  the  sole-piece  rolled  vitb  grooves, 
because  a  sole-piece  rolled  with  grooves  on  the  nnder  side  and  a  corre- 
siKtnding  rib  on  the  upper  side  would  be  a  stronger  plate  than  a  flat  plate 
with  a  groove  cut  out  of  it,  and  tbe  rolled  groove  would  serve  the  pur- 
pose of  holding  the  nut  to  tills  plate  as  perfectly  ae  tbe  groove-cat  woald 
do;  and  that  is  tbe  sole  invention  for  which  a  patent  is  claimed.  Now 
he  claims  that  the  rolled  rib  upon  the  upper  surface  and  a  correspond- 
ing groove  in  the  under  surface  have  never  been  ased  in  that  way,  and 
that  it  is  a  stronger  plate  than  any  other,  and  that  the  use  of  the  plate 
in  connection  with  the  nut  that  holds  the  bolt  6rmly  is  an  improvement. 
The  Commiasioner  decided  that  it  was  no  invention  becanse  it  had  been 
anticipated  by  prior  inventors;  but  we  think  that  there  is  still  another 
fundamental  objection  to  it.  Everybody  knows  that  a  piece  of  iron 
rolled  with  ribs  makes  a  stronger  piece  of  plate  than  a  flat  piece  of  iron 
with  a  groove  cut  oat  of  it.  There  was  no  invention  in  that.  It  was 
known  to  everybody,  and  the  only  patentable  quality  which  the  peti- 
tioner claims  here  is  tbe  use  of  such  a  plate  as  that  in  connection  with 
the  screw.  Now,  tbis  seems  to  as  not  to  be  a  patentable  discovery  at 
all.  It  is  a  mere  aggregation  of  things  well  known  to  any  mechanic. 
There  is  no  new  result  firom  the  use  of  this  combination.  The  result  of 
holding  firmly  the  eudsofrailroad-railaby  means  of  screws  orbolta  and 
by  a  plate  nnder  tbe  ends  is  well  known,  and  tbe  simple  adoption  and 
application  of  a  ribbed  plate  with  the  bolt  screwed  to  its  place  between 
the  rib  is  only  the  application  of  two  old  devices.  Now,  it  is  not  every 
combination  of  well-known  things  that  entitles  a  party  to  a  patent  as  an 
inventor.  A  mere  aggregation  and  bringing  together  of  old  devices  or 
instrumentalities  is  not  an  invention  auless  some  new  result  is  attained, 
and  here  there  is  no  new  result. 

In  Haines  v.  Fas  Warmer  (20  Wall.,  353)  tbe  Supreme  Court,  by  Mr. 
Justice  Strong,  say ; 

It  must  be  conceded  tbat  a  new  eombination,  if  it  jiroduceii  uev  uid  iisefal  resnlta, 
It  patentable,  though  all  the  coastitueutH  of  the  coniblDation  were  nell  kDown  and 
in  common  uw  before  the  combination  iroa  made ;  but  tbe  resnltu  mnst  be  a  product 
of  tbe  combination  and  not  a  mere  aggt«g«t«  of  several  results,  each  the  complete 
product  of  one  of  th«  combined  elemoDta.  Combined  cesulta  are  not  necewarily  a 
novel  reialt,  nor  are  tbe;  an  old  retnlt  obtained  in  a  nevr  nod  improved  manner. 
Herclj'  brlDginjf  old  devices  into  juxtaposition,  and  there  allowinK  each  to  work  out 
its  on'n  effect  without  the  prodtiotion  of  something  novel,  is  not  invention. 

And  in  the  prior  case  of  Stimpsoii  v.  Woodman  (10  "Wall.,  117)  Mr. 
Justice  Nelson  says,  delivering  the  oi>inion  of  the  court  (I  read  ftom 
tbo  syllabus,  which  is  a  correct  synopsis  of  the  opinion) : 

When  a  roller  in  »  particulai  combination  bad  been  used  before  without  designs 
on  it  and  a  roller  with  tlesigna  on  it  had  ftlBO  been  uaed  in  another  combination,  it 
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WH  not  m  pAtentftble  iiivei.tion  lo  pBRC«  (iMigoa  on  the  loller  in  the  flrtt-nameil  com- 
bioktlon.  Boch  a  change,  with  the  cxIatiDK  kuonled^  In  the  art,  InvoWed  Hiioplj 
mechNiicBl  akill,  which  ia  not  pateii'>ble. 

The  petitioner  in  that  caw  asked  for  a  patent  for  the  use  of  a  roller 
with  designs  ujion  it  for  the  purpose  of  makinf;  and  impressing  figures 
upon  leather.  Before  that  workers  in  goat-skin  were  in  the  habit  of 
folding  over  the  inner  part  of  the  skin  nxK>n  the  outer  part  when  it  was 
partially  in  an  undressed  condition  and  subjecting  it  to  pressure,  and 
by  80  doing  impressed  a  rongbness  apon  the  skin,  which  it  preserved 
aftervard.  It  occurred  to  this  applicant  that  if  he  would  take  aroU^ 
alnd  have  lines  and  dots  marked  upon  it  he  might  produce  this  rough 
impression  upon  the  skin  in  a  new  way  by  the  nse  of  the  roller.  The 
roller  bad  never  been  nsed  in  that  way  before,  although  a  plain  roller 
for  the  purpose  of  smoothing  the  skin  and  rollers  with  designs  upon 
them  and  marks  and  dots  and  flgnres  had  been  used  for  other  purposes 
anteriorto  that  time;  but  he  was  the  first  man  to  whom  it  occnrred 
that  a  roller  marked,  dotted,  and  lined  and  roughened  might  be  used 
for  the  purpose  of  finishing  the  skin  and  giving  it  the  rough  appearance 
which  we  see  in  morocco.  Bat  the  Supreme  Court  said  there  was  no 
invention  in  that ;  rollers  had  been  nsed  before,  and  smooth  rollers  had 
been  nsed  in  dressing  skins,  fuid  rollers  with  designs  upon  them,  had 
been  used  in  other  things,  so  that  he  merely  applied  the  use  of  the 
figure-roller  to  this  particular  article  of  skins.  The  court  held  that  it 
was  not  a  patentable  invention — that  it  was  merely  a  new  applicution 
of  what  was  known  before. 

A  very  ridiculons  illustration  of  the  kind  of  invention  that  is  hen 
claimed  was  once  presented  tx>  this  court  on  appeal  Itom  the  Patent 
Ofliee.* 

It  occnrred  to  a  man  that  a  balloon  might  be  made  a  nsefal  tbiug  io 
merchants,  mechanics,  &c.  His  idea  was  to  have  a  balloon  swung 
across  the  street  with  hand-bills  on  it  and  devices  to  attract  ^.ttention, 
Bo  that  persons  engaged  in  business  wbo  would  pay  him  for  his  inven- 
tion might  use  the  balloon.  Everybody  driving  or  walking  on  the 
street  would  have  his  attention  drawn  to  the  balloon  and  to  the  Hags 
and  streamers  attached  to  it,  and  would  thus  be  induced  to  look  at  the 
advertisements.  He  thought  it  would  be  a  veiy  good  method  of  adver- 
tising, but  the  Patent  Office  rejected  bis  application.  He  appealed  to 
this  court,  and  we  afl&rmed  the  decision,  not  because  it  was  not  a  novel 
concern,  for  such  an  idea  had  never  entered  into  any  other  man's  Iiead, 
but  because  balloons  had  been  known  and  advertisements  had  been 
known  and  hand-bills  had  been  known,  and  it  was  a  mere  combination 
of  well-known  things  without  any  new  results. 

For  this  reason,  as  well  as  for  the  reason  given  by  the  Patent  Office, 
that  this  invention,  if  it  were  an  invention  at  all,  had  been  antici|>ated. 
we  think  that  the  decision  of  the  Commissioner  ought  to  be  affirmed. 
'  In  re  Gould  (I  Mao  A.,  410). 
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[United  SUttea  Ctranlt  Conrt—Bonthflm  DUtrlct  af  New  York.] 

Davis  kt  al.  v.  Brown  et  ai. 

Deddtd  Mag  SS,  1H81. 
■20  O.  O.,  lOSl. 


Mr.  W.  F.  Cogmell  and  Mr.  S.  D.  Bentt&g  for  the  plaintiff. 

Mr.  B.  F.  Thurston  and  Mesim.  Wood  di  Boyd  for  the  defendants. 

Blatohpobd,  J.: 

This  suit  is  broa  jcht  on  Seissaed  Letters  Patent  Ko.  8,589,  granted  to 
Charles  F.  Davis  and  Willtam  Allen,  February  18, 1879,  for  an  improve- 
ment in  grain-drills,  the  original  patent  having  been  granted  to  said 
Davis,  aa  inventor,  Febmary  18, 1868, 

The  foUoviug  is  the  specification  of  the  reissne,  reading  what  is  in- 
side of  brackets  and  vhat  is  oateide  of  brackets,  omitting  what  is  in 
italics: 

FigoM  1  npicwnta  >  toft  plan  Lot  top  Tiew]  of  the  driU  with  the  aeed-boz  ntaoved, 
bnt  its  portion  ahown  by  rtd  [dotted]  lines,  to  show  tbe  parts  andemeatb.  Fig.  3 
repreaenta  the  ertuik  rod  or  shaft,  to  which  the  front  ends  of  the  diag-baTS  are  attached 
tcJMa  detached  from  the  machine.  Fig.  Srapreseuls  anend  viewof  thedrill,  with  the 
wheel  removtid  to  show  the  paTts  behind  it,  and  representing  by  blaek  ItaU  and] 
dotted  and  rtd  lines  the  several  operatiTe  parts  and  their  positionB  onder  the  chaiigM 
of  the  machine  or  of  its  parts. 

Similar  letters  of  lefereuce  tehtre  they  oomr  i%  t%t  teparaU  fiff»re»  denote  likt  [con«- 
B{ionding]  parts  In  all  of  the  drawings  [figures]. 

The  object  and  purpose  of  my  invention  art  [is]  to  shift  oi  change  the  seeding 
nUoea  or  boea  from  a  straight  to  a  zigzag  line,  and  vice  versa,  and,  further,  to  ao  hong 
tbe  sboea  or  hoes  as,  in  addition  to  tbia  [tbe]  shifting  prooeas,  to  admit  of  being 
raised  separately  or  the  whole  series  together,  as  may  be  fonnd  necessary. 

Upon  on  axle,  A,  snpported  in  [on]  tbe  uaaal  eonying-wheela  B  B,  is  mounted  a 
main  frvme,  C,  and  on  tbe  main  frame  a  seed-hoz,  O,  the  slides  of  which  may  lie  oper- 
ufed  in  any  of  the  well-known  ways.  In  bearings  E  in  tbe  front  portion  of  the  main 
fiame  is  bang,  so  as  to  rock  or  titrn  tbeiein,  a  dgzag  or  crank  abaft,  F  (shown  de- 
tached in  Fig.  2),  and  to  the  crania  [crank]  or  wrists  a  a  a  of  this  shaft  are  con- 
nected, seriatim,  the  drag-bnTs  i  i  i,  by  means  of  bows  or  yokes  c,  each  bow  or  yoke 
t»king  two  of  said  wrists,  as  shown  in  Fig.  I.  To  the  rear  ends  of  Uieso  drag-bars  b 
are  attached  the  shoes  or  hoes  O,  in  any  of  the  usual  well-known  ways. 

In  the  projecting  rear  portion  of  the  main  frame  C  there  is  bnng  a  shaft,  d,  npon 
which  there  is  a  lever,  e,  by  which  it  can  be  locked  or  rolled  in  its  bearings.  At  suit- 
itble  distances  npoQ  this  shaft  d  there  is  placed  a  series  of  leven,  /'/,  one  for  each  shoe 
(IT  hoe,  which  ore  kept  in  tbeir  proper  poaitions  on  the  shaft  by  pins  1 1  or  other  snit- 
uble  devices,  bnt  which  can  lie  moved  independent  of  the  shaft  or  of  each  other,  or  all 
together,  aa  will  be  explained.  The  levers/  have  a  hub  or  swell,  g,  at  their  central 
IMrtioua,  where  tbe;  ate  slipped  onto  the  shaft  d,  and  into  each  one  of  these  hubs  ia 
set  a  pin,  2,  which  is  alMive  the  pins  1  1  in  the  shaft,  so  that  each  lever  can  be  turned 
upon  the  shaft;  but  wbeii  the  ^baft  is  rocked  or  turned  then  all  tlie  levers  are  worked 
Mlmnltaneonsly.  To  the  forward  ends  of  these  levers/  the  shoes  or  hoes  are  reapect- 
25  C  P 
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ivel;  contiMtad  by  a  liok  or  hiuged  Tod,  k,  tba  rewwaid-iirctjocting  eiiila  of  wid  luvun 
Mtviog  as  hMuIlea  for  the  operfttor  to  wise  and  WM-k  aeparately  ^Thou  nectsBHaTj  U 
4a  to,  01  be  CMI  TRIM  the  whole  eeriei^  by  aeizing  and  working  the  luvut  e.  One  eoil 
of  the  shaft  d  pntJecU  through  tho  timher  of  the  maia  trame  for  oonvenionce  uf  plw- 
ing  the  purta,  and  npon  it  U  a  lever,  H,  aod  a  iprinif  loclciiig-leTeT,  i,  connected  Trilh  it, 
both  of  which  leven  the  operator  may  graap  at  oqco,  aud  by  preBaai«  lirat  iiulock  tlw 
c*tch  and  then  move  the  main  lever  H,  and  the  abaft  d,  at  well  as  the  parti  counected 
with  it.  The  catch  or  locking  lever  i  takea  Into  or  agaiDit  u  [the]  Htop-plate,  j,  oa 
the  main  frame  when  not  otherwiu  controlled.  The  upper  portion  of  the  lever  U 
eerves  at  a  handle  to  work  it  by,  and  to  the  lower  end  of  it  in  pivoted  a  rauk-bur  [or 
counecting-rod},  m,  ivhioh  takee  Into  a  pinion,  h,  faateued  on  the  end  of  the  crank  at 
f  iltiag  shaft  ¥,  and  when  the  pinion  n  is  tnnied  the  crauk-ahaft  ia  also  tamed,  and  ai 
11  Id  tnnied  it  ahiita  the  shoee  or  hoCB  into  a  ligiag  or  a  straiglit  line,  aa  the  com 

When  the  letter  H  and  the  xigiCBg  abaft  F  [and  the  connecting-bar  m]  and  that 
aeveral  connected  aud  operative  parts  are  in  the  poaitioue  ahovn  by  tlie  ilatk  [full] 
lioea  in  Figa.  1  and  J,  the  ahoea  or  hoes  O  are  then  in  a  atiaight  line  acroso  the  machine-, 
but  when  the  lever  H  is  shifted  into  the  poaltion  shown  by  the  ml  [dottfHl]  lines  in 
Fig.  3,  it  tarns  the  shaft  and  moves  the  parts  connected  nith  tliein,  and  the  Hhoea  or 
hiiea  will  then  stand  in  a  zigzag  line  across  the  machine,  aa  shoivn  by  the  rtd  [ftill] 
linra,  or  in  whet  may  be  t«ruied  two  lines,  one  in  advance  of  the  other;  and  [iii  order] 
that  the  shoea  or  hoes  may  be  thus  moved  into  one  or  two  lines  and  atill  be  suscepli- 
ble  of  being  raised  up  separately,  or  iu  their  series  capacity,  their  counections  aud 
[the]  atlnrbmenls  most  all  be  hinged  or  yielding.  When  there  ia  an  odd  iiiiitibeT  of 
■hoes  or  hoes  on  ihe  machine,  the  odd  one  shoald  be  In  the  rear  series,  in  'vhich  caw 
there  woiildbenoneceasityof  looking  the  lever  H  when  the  shoes  wera  [are]  saairanged, 
as  the  greater  resistance  on  the  greater  number  would  always  keep  them  so ;  bat  if  m 
even  number  of  shoes  be  used  and  an  eqnal  number  in' each  row,  then  the  lever  Tonld 
have  to  be  locked  or  fastened  in  both  of  its  positions. 

It  is  obvious  that  other  mechanical  devices  may  be  used  for  shifting  the  shoes  w 
hoG9  Ih)m  a  straight  into  a  zigzag  line,  or  viee  varsa, 

I  have  devised  several  waysof  accomptiBhIog  this  movement.  [The  rack-bar  m 
connecting-rod  nt  may  be  nsed  for  tfaia  purpoae,  and  thereby  the  ahoe«  or  hoes  may  be 
shifted  from  a  attalght  to  a  zigzag  liox  or  vice  versa,  said  connecting-bar  m  being  held 
in  position,  if  desired,  by  any  of  the  usual  uiechantcal  devices  for  that  purpose ;  aec- 
oud,  by  means  of],  as  for  i»ttanee,  a  aheave,  pnlley,  or  chain-wheel  [which]  may  be 
keyed  to  the  end  of  the  crank-shaft,  and  to  this  sheave  ni  wheel  a  chain  may  be  at- 
tached and  paaaing  around  it,  actaiding  ttemce  to  tk«  lerrr,  so  that  by  leoriMp  the  tertr 
[means  thereof]  the  same  effect  would  [can]  be  attained  aa  by  the  ntik  and  pinion.. 

Another  plan  may  be  as  follows:  A  crank  or  croes.arms  may  be  iilaced  on  the  tarn. 
iug-sbaft,  and  by  means  of  [a]  connecting  [rod  or]  roda,  wUcA  eomeet  the  oremka  or, 
arinu  leilk  tlie  leter*,  the  shaft  may  be  tnmed  [by  the  opemtor],  and  the  shoes  Ihna 
thrown  into  a  straight  oi  zignag  line,  as  ma;  be  desired;  or,  Instead  of  [the  orank- 
Bhaft]  erank-tlitift  to  lUft  the  thoei,  the  shoes  may  be  united  in  sets  to  different  ban, 
wbiph  may  bo  straight,  both  bars  being  nnited  to  cross-bars  or  beads  at  their  ends. 

^'ow,  by  shifting  [the  relations  of]  these  two  bars  [and  by  the  means  aforesaid,  OT 
by  the  connecting-  rod  ni,  the  operator  can]  (Aey  will  ahift  the  nhoea  [nt  boea]  attacheil 
to  them  and  change  them  Into  the  potitlont  [position]  hereinabove  deacribed.  When 
the  hoea  are  set  in  a  zigzag  line,  as  above  mentioned,  and  are  in  that  position  raiaeil 
np,  a  pin,  3,  in  the  extreme  end  of  the  shaft  d,  will  take  agaiuat  a  pin,  i,  in  the  lever 
H,  and  thereby  shifting  the  hoes  into  more  nearly  a  straight  line  as  they  riae,  or  iuti< 
quite  a  straight  line,  depending  upon  the  extent  to  which  ihey  are  raised. 

Bea<Ung  in  the  foregoing  what  is  outside  of  brackets,  iiiclucliug  wliat 
is  in  italics,  and  omitting  what  is  inside  of  brackets,  gives  tbe  text  of 
Mte  specitlcatioD  of  tbe  original  patent. 
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Tlic  claima  of  the  reissoe,  six  in  number,  are  as  follows: 

1.  The  shoes  or  hues  of  a  seed-plftQter,  attached  to  the  main  frame,  snbstantiaUy  aa 
dtucribed,  ivherebf  the;  uajf  be  Bimultaiieousl;  shifted  from  asttaight  to  a  zigzag  line 
or  vloe  versa,  bj  a  single  movement. 

2.  The  shoes  or  hoee  of  a  8e«d-plauter,  attached  to  the  main  f^me,  tubstantiallj  as 
described,  in  oomblnatioo  with  a  lever  or  Its  eqniTalent,  whereby  they  oon  be  shifted 
at  the  pleasure  of  the  operator  from  a  straight  to  a  zigiiag  line,  oi  vice  versa. 

3.  T)ie  shoea  or  hoes  of  a  seed-plauter,  attBolied  to  the  main  frame,  subatantlally  aa 
described,  iu  combination  with  a  rod  or  its  eqnivatent,  whereby  they  can  be  shifted 
fWini  a  straight  to  a  zigzag  line,  oi  vice  versa. 

4.  A  sc^es  of  shoes  or  boea  tlutt  are  capable  of  being  changed  ftom  a  straight  to  a 
EigzagUne,  or  vice  versa,  Id  combination  with  indepen'dent  levers  vonnecting said  shoes 
or  hoes  with  the  lifting-bar,  whereby  they  oan  be  raised  by  the  operator  lodividnally 
or  afi  a  whole,  Bnbstantially  as  described. 

5.  The  shoes  hinged  to  both  its  dmg-l>ar  and  its  individual  lever,  so  that  it  can  be 
raised  ot  lowered  in  either  of  its  changed  positions  by  a  lever  tliat  is  permanently 
located,  substantially  as  described. 

6.  In  combination  with  a  series  of  shoes  or  hoes  that  are  capable  of  being  changed 
by  the  operator  at  the  rear  of  the  maohine  &om  a  straight  to  a  zigzag  line,  or  vice 
versa,  a  sbatt  and  liftiug-lever  connected  therewith,  whereby  the  whole  stries  con  be 
laiited  at  oucc  by  the  operator  to  pass  ohstnicitous,  siibBtautially  as  described. 

The  claime  of  the  original  patent  were  three  in  nttmber,  as  follows : 

1,  So  attaching  the  shoes  or  hoes  of  a  seed-planter  lo  the  main  frame  as  that,  by 
means  of  a  lever  or  it«  equivalent,  said  shoes  may  be  shitted  from  a  straight  to  a  zig- 
zag line,  or  vice  versa,  at  pleasure,  Hubstantially  as  described. 

S.  In  conibinatioa  witli  a  series  of  shoes  or  hoes  that  are  capable  of  being  changed 
&om  a  straight  to  a  zigzag  line,  or  vice  versa,  the  so  connecting  of  said  shoes  by  in- 
dejiendent  levers  to  the  lifting-  bats  as  that  they  may  be  raised  by  the  operator  iu. 
dividnally  or  as  a  whole,  snbsl.autially  as  ilescrjbud.  • 

3.  Hingiug  the  shoe  to  both  its  drag-bsr  aud  to  its  individual  lever,  so  that  the  shoe 
ina}  be  raised  and  lowered  in  eitber  of  its  changed  positions  by  a  lever  that  is  peruia- 
nently  located,  substantially  oe  described. 

Claim  1  of  the  original  is  sobstantially  the  same  as  claim  2  of  the  re. 
isBue.  Claim  2  of  the  original  is  substantially  the  same  as  claim  i  of 
the  i-eisaue.  Claini  3  of  the  original  ia  substantially  the  same  as  claim- 
5  of  the  reissne. 

The  original  specification  stated  that  there  were  two  objects  in  the  in- 
vention. One  was  stated  to  be  to  shift  or  change  the  seeding  shoes  or 
boes  from  a  straight  to  a  zigzag  line,  or  vice  versa.  It  is  plain  from  the 
text  and  from  the  mechanical  constrnction  of  t)ie  apparatus  that  the 
shifting  was  to  be  done  by  the  operator  from  the  rear  of  the  machine 
»n<l  without  stopping  the  machine,  and  that  all  the  shoos  which  were  to 
be  shifted  were  to  be  nsed  simultaneously  and  not  successively.  The 
particular  method  shown  was  to  have  in  the  front  part  of  the  machine 
a  taruiug  shaft  with  cranks  on  it  so  arranged  that  the  shaft  did  not 
have  a  straight  contiuuous  axis,  but  had  8et«  of  axes  in  different  line-i 
alternating,  so  that  yok«s  being  attache<l  encit  to  two  of  the  ci-anks,  and 
eacli  two  of  the  cranks  having  axes  in  a  different  line  from  tlie  line  of 
the  axes  oi'the  next  two  adjoining  eranks,theyokeii  being  snbHtHutially 
eqnal  length,  and  being  connectcti  by  dra^-bars  at  the  rear  end  of  tlie 
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drag-bars  to  the  8hf>e8,  a  rotating  movemeiLt  giveo  to  tbe  daok-sbaft 
would  shift  the  shoes,  moving  all  of  them,  each  alternate  shoe  moving 
in  an  opposite  direction  from  the  direction  in  which  every  otber  alter- 
nate shoe  moved,  nod  thus  a  space  being  opuied  or  closed  of  double 
the  distance  through  which  any  shoe  traveled.  The  peculiar  method  at 
producing  the  shifting  shown  in  the  drawiogg  and  modd  was  to  have  a 
cross-shaft  in  the  rear  end  of  the  madiine  and  tut  upright  lever  on  tbe 
end  of  it  extending  np  for  a  handle,  and  below  having  pivoted  to  it  a 
bar  running  ftnrward  and  made  in  its  Corward  eoA  into  a  rack  workiug 
into  a  rack-pinion  on  the  ead  at  the  crauk-shafL  Uoving  tiie  lern- 
worked  the  rack  and  pinion  and  tamed  the  crank-ehalt  and  ^Htetl  the 
shoes.  The  extent  of  thcextreme  rotating  moveaneut  of  the  crank-sliaft 
was  about  a  half  a  circle  back  and  torih.  It  is  i>erfectly  obvious  that 
when  the  principle  of  the  shifting  of  the  shoes  by  so  attaching  th«n  to 
a  shaft  having  a  rotating  moveasent  tliat  such  rotating  movement  of  the 
shaft  would  shift  the  ^oes  attached  to  tbe  shaft  was  embodied  in 
machinery,  and  one  methodof  imparting  such  rotating  movement  to  tbe 
shaft  was  embodied  in  machinery  by  a  lever  acting  through  a  rod  and 
a  rack  and  pinion,  it  was  mere  mechanical  skill  and  not  invention  to 
substitute  for  tbe  lever,  rod,  rack,  and  pinion  some  other  mechanical 
means  of  giving  such  rotating  movement  to  the  shaft.  Accordingly, 
tbe  original  specification  says  that  it  is  perfectly  obvious  tli^  other 
mechanical  devices  may  be  used  for  shifting  the  shoes.  It  then  sng- 
g6»t»  as  one  mode,  to  have  the  lever,  insteiid  of  workiug  a  rod,  rack, 
imd  pinion,  work  a  chain  extending  from  it  to  and  aronnd  a  sheave  or 
pulley  keyed  on  the  end  of  tbe  cnuik-shaft.  It  also  suggests  that  "  a 
crank  or  cross-arms  may  be  placed  on  tbe  turning-shaft,  and  by  aMniis 
of  connecting-rods,  which  connect  the  cranks  or  anus  with  the  favets, 
tbe  shaft  may  be, turned."  This  evidently  means  that  a  crank  sr  ctobs 
arm  maybe  put  on  the  end  of  t^  shaft  in  phkce  of  the  pinion,  and  a 
connecting-rod  be  run  from  tbe  crank  on  tbe  cross-arm  to  the  lever  and 
be  w<»k»dby  it  to  rotate  the  shaft.  It  ^so  says  that, '"instead^  <nwik- 
riliafts  to  shift  tbe  sltoes,  tbe  shoes  may  be  united  in  sets  to  differeut  buns 
which  may  be  straight,  both  bars  being  united  to  cross  bios  or  hmds  at 
their  ends,"  and  that "  by  shifting  these  two  bars  they  will  shift  the  fliMM*s 
attatihed  to  them."  The  idea  h^a  is  to  dispense  with  tine  crank-ahuft 
and  fasten  sonic  of  the  shoes  to  one  straight  bar  and  some  to  a  seeoiiil 
Straight  bar,  and  have  cross  bars  or  heads  at  tlie  ends  of  tlie  t««  ban* 
so  uniting  tiiem  that  tlie  bare  may  be  shifted  to  shift  the  sliouA.  The 
idea  seems  ht  be  preserved  tluonghout  of  iiaving  a  lever  at  tine  vear 
part  of  the  macliiue  at  the  end  of  a  conuecting-Tod  <m  a  iihaiu,  and 
working  thereby  ii.  pinion  era  pulley  on  a  Hhait,4n-  two  ban  witli  ahevs 
atlftclittd  to  tlieiii. 

Tin;  defendanb^  have  a  machine  in  which  every  tUteritate  sbuo  is  oni- 
nectcft  to  fui  immovable  part  of  the  biune,  and  «v«ry  other  dtemate 
-thoc  is  cunnoeted  to  a  swinging  cross-bar,  which  hangs  down,  se  ah  t» 
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bave  R  rotating  motion  back  and  forth  in  the  arc  of  a  drde  by  reason 
of  its  being  hnug  In  bearings  in  tlie  side  of  the  irame.  A  rod  extends 
trow  near  the  middle  of  the  width  of  the  swiu}png  cross-bar  to  the  rear 
part  of  the  Itaiiie,  behind  the  line  from  which  the  shoes  are  soBpended, 
-which  rod  is  sapported  In  the  center  of  its  length  and  terminates  at  its 
rear  end  in  a  handle,  so  that  an  oiterator  can  work  it,  and  by  pnlling  it 
shift  suiinltaneonuly  all  the  shoes  that  are  attat^hed  to  the  swinging 
«roBB-bar.  Two  coiled  springs  are  so  arranged  that  when  the  rod  is 
pnlled  the  springs  are  compressed,  and  when  the  rod  is  released  the 
iictiuu  of  the  spring  tends  to  throw  the  swinging  croas-lmr  and  the  shoes 
attached  to  it  toward  the  front  of  the  frame  a^iu,  reetoriug  them  to 
the  position  from  which  the  pulling  of  the  rod  nlO^'ed  them.  Thtis  only 
alternate  shoes  are  shifted ;  bat  the  advantage  of  simultaneously  chaug- 
ing  the  relative  itositiona  of  the  toes  of  the  shoes  to  eacAi  other,  and 
thns  making  a  wider  si>uce  in  a  straight  line  1)ettreen  any  two  toes  at 
one  time  than  at  {mother  is  secnrod,  iis  in  the  phiintiffs*  aiTangemeut. 
In  the  tlefendants'  machine  the  shoes  are  so  set  tJiat  their  toes  are  nevei' 
in  a  straight  line  across,  bnt  when  nearest  to  each  other  are  somewhat 
out  of  a  straight  line,  and  the,  judling  of  the  rod  cnnses  the  distnuce  be- 
tween them  to  increase.  The  shiies,  which  move  in  increasing  such  dis- 
tance, do  so  through  the  rotating  motioii  to  and  fro  of  the  swinging  cross- 
bar to  which  they  niv  attached,  such  niition  l>eing  imparted  by  tJic  pnll- 
ing  at  the  rear  of  the  machine  of  the  ro<l  nttacbed  to  tlio  swinging  croes- 
biir.  In  the  plaiutifl's'  machine  the  sliotts,  which  move  in  inoivasing 
such  distAnoe,  do  so  tlii-uugli  the  rotAHng  motion  to  and  fro  of  tlie  cnuik- 
shatt  to  which  they  ai-e  attachecl,  sm^t  luotion  being  imparted  by  the 
pushing  at  tlie  rear  of  tlie  niat^ine  of  the  rmI  tliia'  carries  the  rack,  the 
rml  being  worked  by  a  lever.  It  makes  no  difTtM-ence,  so  lur  us  the  nse 
of  the  reiU  iuveiiHou  of  Davis  is  c>onoeme<l,  that  it*  the  defendnnts,- 
machine  only  alternate  shoes  are  shitted  and  not  all  the  shoes,  and  that 
the  shoes  which  are  not  shifte«I  are  fastenetl  to  an  unmoving  bar,  and 
that  the  actuutJng-nxl  is  in  the  length  of  tlie  swinging  cross-bur  and 
uot  lit  one  end  of  rt^  and  tliAt  tlte  rotting  motion  of  the  i>oiuts  where 
tho  shoes  are  attached  is  accompanied  by  a  lianging  down  of  the  swing- 
ing cross-bar  instewl  of  having  the  bearings  in  the  Une  of  its  axis,  and 
that  tlie  actuatiug-rod  is  pnUed  directly  at  its  rear  oud  instead  of  being 
piisliud  throagh  a  lever,  and  that  the  sliocs  are  set  nominally  out  uf  a 
tttruight  line.  These  minor  matters  are  all  aside  li-om  the  real  iuventimi 
of  Diiviit  as  disclosed  by  his  original  specifications. 

The  next  qnestiou  is  what  is  secured  by  the  claims  of  (ho  patent,  in 
Yie»-  of  anything  shown  to  have  oxietMl  before.  Vanons  alleged  prior 
iUTvsitionH  and  patents  are  set  up  in  t'he  luiswer.  TestinMny  iiiii>eais 
to  have  ls>en  taken  only  ns  to  thtHie  of  Powers,  Ixynider,  and  Ivi'ing  in 
Te8)>ect  to  sliil'ting  arrangpm(<nts.  The  lattei'  two  were  not  insisted  on 
St  the  benring,  and  are  not  mentioned  in  the  di-feudants'  brief.  Antici- 
pation by  Poweara  is  stTenaonsly  urged  as  to  tlie  shifting  airangeuieuts 
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It  is  also  urged  that  the  defendants  bave  done  in  tbat  respect  only 
what  Powers  did  befure  Davis.  Davis  carries  back  bis  ioventioii  to 
September,  1806.  Wbaterer  Powers  did  be  did  in  1862.  He  was  en- 
■gsged  in  tbat  year  in  makiug  and  selliug  farm  implemeats  at  Madison, 
Wis.  l>aring  tbe  winter  of  1861-'62  and  tbe  spriag  of  1862  be  was 
selling  tbere  grain-drills  witb  iron  drag-bars.  Dnriug  tbe  season 
of  1862,  noticing  tbe  working  of  drills  in  tbe  field,  be  conceived  tbe 
idea  tbat  tbe  shoes  coald  be  put  into  sutgle  and  doable  ranks  bv  a 
more  easy  method  than  that  then  naed.  He  worked  out  a  plan  and 
made  a  mode)  of  it,  and  applied  for  a  patent  tbereon.  Tbe  applica- 
tion was  filed  November  10,  1862.  Tlie  patent  was  ordered  to  issue 
December  6, 1862,  but  was  never  issued.  Why  does  not  appear.  The 
specification  filed  states  that  tbe  "invention  consists  of  a  device  to  en- 
able the  shovels  or  plows  of  a  drill  to  be  set  in  single  or  double  row»  or 
ranks  with  greater  ease  and  facility  than  hitherto."  Tbe  method  de- 
scribed and  shown  in  the  drawings  is  to  bave  a  croas-row  of  statiouary 
shovels,  a  cross-row  of  other  shovels  attached  to  a  cross-bar.  Tbie 
cross-bar  is  arranged  at  each  end  of  it  to  slide  to  the  extent  of  eight 
inches  to  and  fro  in  a  groove,  and  thus  two  rowa  may  be  made  oi-  the 
sliding  cross-bar  may  be  set  at  a  point  where  all  the  shovels  are  in  a 
line,  and  thus  one  row  be  formed.  Tbe  movable  cross  bar  is  secured 
when  set  by  bolts.  The  claim  covers  "tbe  method  of  doable  and  single 
banking  the  drill-teeth  by  the  adjustment  of  the  sliding  cross-bar  A,  to 
which  are  attached  tbe  alternate  drill-teeth  or  shovels  to  different  ]>osi- 
tiona  between  the  side  pieces  of  the  frame."  The  description  states 
that  "by  this  device  doable  or  single  ranking  can  be  eftlected  in  a  mo- 
ment instead  of  the  more  tedions  processes  of  other  similar  machines," 
and  that  "  doable  and  single  ranking  is  a  highly  important  feature  in  a 
-  drill  to  adapt  it  to  different  soils  and  circumstances."  It  is  clear  that 
this  shifting  coold  not  be  produced  in  Power's  apparatus  by  an  u|>er- 
ator  riding  on  the  machine  nor  without  stopping  tbe  motion  of  the  ma- 
chine. There  was  no  rod  or  means  of  actuating  the  sliding  cross-bar 
except  to  take  hold  of  it  by  the  hand  and  slide  it  and  8x  it  in  placo  by 
setting  movable  bolts.  Davis's  actaating-lever  has  connected  witb  it 
a  spring-locking  lever,  so  arranged  that  both  levers  can  be  grasp«-d  at 
once,  and  by  i)res3ing  the  locking-lever  toward  the  other  lover  a  catcli 
is  unlocked,  so  that  the  main  lever  can  be  moved.  In  the  defendants' 
machine  there  is  a  locking  device  on  the  actaating-ro<l  at  about  the 
center  of  its  length.  This  automatic  simaltaneous  shifting  devict^  is  a 
marked  feature  in  both  tbe  plaintiffs'  and  the  defendants'  arrangements, 
and  18  wanting  in  the  foregoing  stnicture  of  Powers.  Powers  put  the 
foregoiogshiftingarrangement  "unto  twoor,  may  be  three  drills"  which 
he  bad  on  band.  He  testifies  to  tlie  use  of  two  of  them,  and  says  that 
they  worked  perfectly  so  far  as  changing  the  rank  of  the  drill  was  con- 
eemed.  He  made  a  different  style  of  drill  lor  1803,  and  then  ceased  to 
make  drills. 
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We  now  come  to  what  is  more  material.  Powers  says  that  "ou  one 
or  more"  of  tlie  machiiica  contftining  tlie  foregoing  shifting  arrange- 
ment  licli^tLe  following  device:  He  attached  chains  to  the  two  ends 
of  the  sliding  cross-bar  and  underneath,  which  chains  went  forward  to 
the  »oini  disks  of  a  rock-shaft  in  front  of  the  front  beam,  to  whi'ih  was 
attached  a  hand-lever  adapted  tobe  reached  and  operated  by  the  driver 
(III  the  seat  of  the  machine.  By  palling  this  lever  backward  the  rock- 
shaft  took  lip  the  chains  and  bi-onght  the  rear  beam  forward  to  the  sin- 
gle-rank position.  The  lever  was  secured  in  position  by  a  pin  in  a  semi- 
cirealar  guide  centering  on  the  axis  of  the  rock-shaft.  When  it  was  de- 
sired to  double-rauk  the  shovels  the  pin  was  removed  and  the  lever  was 
allowed  to  sweep  forward,  which  permitted  the  rear  cross-beam  to  draw 
backward,  when  tJie  drill  was  in  motion  to  double-rank  again.  Powers 
illustrates  this  arrangement  by  a  drawing  marked  "Powers's  No.  2." 
Powers  says  that  be  does  not  know  what  became  of  these  drills ;  that  he 
bad  taken  out  a  patent  on  grain-drills  in  1862,  before  making  said  ap- 
plication ;  that  he  has  no  recollection  of  applying  for  a  patent  for  the 
band-lever  sbifllug  device ;  that  that  was  got  up  aftei?  tbn  applicatiou  of 
November  10, 18C2,  was  filed,  and  tlint  he  thinks  he  filed  an  application 
for  another  patent  on  grain-drills  after  die  application  of  Novemlier  10, 
18C2.    He  testifies  as  follows: 

CriiRs-quitstioii  32.  At  what  xeaaon  af  tbn  j-eor  aiid  iu  vrhat  year  waq  tliiH  \evrv  ilo- 
viee  attached  to  this  roocbiae  Bbove  refeii'ed  to !— Answer.  I  think  it  was  in  the  full 
or  e.irly  wiutw  of  18IV2,  moat  likel  y  the  latf«r  part  of  Noveral)or  of  tliat  j-par. 

Urots-qneatlan  Xt.  When  \tm  the  machine  naed  in  (he  neld  with  all  these  attacli- 
meiits  alwve  desorib«d  f— Answer.  It  was  nsed  in  the  enauinR  npring,  I  believe,  bat 
tried  in  the  fall  before  iu  earth,  to  see  if  the  ooutrivauce  would  work. 

This  is  all  that  Powers  says  on  this  subject  He  does  not  say  that  the 
machine  with  the  hand-lever  did  work  successfully  or  that  it  was  more 
than  an  experiment.  The  improvement  of  an  actuatJng-lever  was  a  de- 
sirable one,  yet  do  more  were  made.  He  does  not  say  distinctly  that 
more  than  one  was  uiade  with  the  lever.  His  testimony  as  to  use  in  the 
field  is  qualified  by  "  I  believe,"  and  lie  tells  of  no  other  use  but  a  trial, 
the  result  of  which  he  does  not  give.  He  was  not  encouraged  to  make 
more  or  to  apply  for  a  patent,  although  he  thought  enough  of  the  ar- 
rangement shown  iu  the  application  of  November  IU,  1862,  to  make  that 
appliciktion,  and  although  ho  applie<l  for  auother  patent  on  grain-drills 
aft«r  the  time  when  he  alleges  he  devised  the  hand-lever  arrangement 
Skinuer  gives  no  support  to  this  hand  lever  arrantfement.  He  has 
no  affirmative  recollection  of  it.  He  remembers  a  drill  in  Powers's  shop 
with  a  device  by  which  tlte  Loes  were  shifted  fi-om  doubla  to  yingle  rank 
uiid  vice  verga.  He  saw  the  shift  iniute,  but  he  doect  not  remember  the 
device  for  making  it,  except  that  there  was  a  bar  sliding  horizontally, 
CO  which  some  alternate  drag-bars  were  attached,  and  a  stationary  bar 
to  which  other  alternate  drag-bai-n  were  attached;  nor  does  he  remem- 
ber what  the  device  was  for  holding  the  movable  bar  in  iMwition.    lAIl 
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this  ia  referable  to  the  maeLiue  described  in  the  appUoatioD  for  the  pat- 
eut  vithout  tilt  hand-lever  arrangement. 

Stowe  teatiflea  that  in  Janaary,  1863,  he  thinks,  he  saw  Skinner  at 
Fowers's  shop,  and  they  two  saw  a  drill  there  with  a  device  attached  for 
shifting  the  shoes  to  single  or  double  rank,  and  saw  Powers  work  it 
inth  a  lever,  which,  when  drawn  back,  moved  the  shoes  foiTard  bj 
moving  forward  a  sUding  bar,  to  which  the  shoes  were  attached. 

Beater  testifies  to  seeing  »t  Fowers's  shop  daring  the  &11  of  1863  a 
gnun-drill  being  bailt  which  had  a  lever  in  the  front  part  of  the  tramti 
with  a  roller  and  a  chain  at  ea«h  end  of  the  roller,  the  chains  mnniiig 
to  a  sliding  bar,  m  that,  by  pnlling  the  huidle  forward,  it  would  bring 
the  hoes  into  doable  rank.  He  was  a  workman  for  Fowers  at  the  time. 
He  does  not  know  what  became  of  the  machine.  There  was  bat  one 
drill  made,  as  far  as  he  knows. 

Snch  recollection  as  Beater  and  Stowe  testify  to  was  evidently  greatly 
stimulated  by  the  exhibition  to  them  of  the  drawing  "Powertfs  No.  2" 
and  of  a  model  of  the  arrangmnent  Their  independent  testimony  is 
very  weak. 

At  most,  however,  whatever  Powers  did  in  the  way  of  the  actnatiiig- 
lever  shown  in  the  drawing  "Fowers's  No.  2"  was  a  mere  experimeDt. 
He  acted  as  if  he  regarded  it  as  of  no  value.  It  would  have  been  of 
valne  if  it  had  been  perfected.  The  reason  why  he  threw  it  aaide  u 
valueless  must  have  been  because  it  was  not  perfected.  The  case  is  one 
foiling  within  the  principle  of  Qayler  v.  WUder  (10  How.,  177);  Hall  v. 
Bird  {6  Blatchf.  C .  C.  B.,  438 ) ;  HarUhom  v.  Tripp  {7  id.,  120 ) ;  OoAom 
V.  Sing  (1  GlitT.,  592, 611,  G12);  oaA^Wilson  v.  Cooh  (19  O.  6.,  482} ;  and 
not  within  the  principle  of  Cojgin  v.  Ogdm  {18  WalL,  120). 

What  is  shown  in  Fowers's  application  of  Kovember  10, 1862,  even  if 
ft  perfected  invention  embodied  in  working  machines  successfully  nsedi 
does  notanticipate  claims  2  and  3  of  the  plaintiffs*  reissaed  patent  Claim 
2  of  the  reissae  is  the  same  as  claim  1  of  the  original.  The  defendantB 
ha^e  their  shoes  attached  to  the  main  fraine  substantially  as  described 
in  the  original  and  reissued  patents,  in  combiiiatiou  with  what  is  the 
equivalent  of  the  Davis  actuating-rod,  bo  that  thereby  the  movable 
shoes,  though  not  the  immovable  ones,  are  simnltaneonsly  shifted  flrcMu 
one  line  to  another,  so  that  after  the  shifting,  all  the  shoes  taken  to- 
gether, movable  and  immovable,  form  a  line  more  or  less  zigzag  than 
beture.  This  was  never  accomplished  as  a  perfected  invention  by  anyone 
before  Davis.  It  is  what  Davis  does  and  what  the  defendants  do,  and 
they  thereby  infringe  claim  2  of  the  reissue.  The  defendants'  rod  is 
witliin  the  plaintiffs'  arrangement.  It  is  the  material  part  of  the  plaint- 
iffs' simultaneously  actuating  arrangement.  Davia  has  the  rod  and  the 
lever  added  to  it.  It  is  no  iuventioii  to  leave  off  the  lever  and  retain 
thu  rod,  and  instead  of  locking  the  lever  loch  the  rod.  The  lever  iu  the 
one  case  pulls  and  pushes  the  end  of  the  rod.  The  hand  of  the  opera- 
tor in  the  other  case  pulls  and  pushes  the  end  of  the  rod.    In  having 
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tlie  rod  and  lever  Davie  has  the  rod  aa  well  as  the  rod  and  lever.  Claim 
2  of  the  reissue  being  a  claim  to  the  lever,  and  so  a  claim  to  the  levei 
and  rod  together,  for  the  lever  can  shift  nothing  unless  the  rod  is  at- 
tached to  it,  is  a  valid  claim,  and  is  intriuged  if  the  rod,  vhieh  is'  the 
material  aud  esse utial  part  of  it,  is  used,  the  rod  being  new  with  Davia 
as  well  as  the  lever.  Sittm  v.  Lather,  8  Ell.  &*B1.,  1004;  Sellers  v.  Dick- 
inson, 5  Exch.,  313;  Adair  v.  Tkayer,  17  BJatchf.  C.  C.  B.,  468. 

Chiim  3  of  the  reissue  is  also  valid,  and  is  not  open  to  the  objection 
that  it  is  not  warranted  b;  the  original  specification.  The  rod  extend- 
ing to  the  rear  of  the  machine  is  the  material  thing  in  the  actuating 
mechanism,  and  is  fully  described  and  shown  in  the  origiiifd  patent  as 
the  rack-bar.  It  is  called  a  "connecting-rod"  and  a  "connecting-bar" 
in  the  reissue,  and  not  iu  the  original;  but  that  is  immaterial.  It  is  a 
cuunecting-rod  aud  a  counectiug-bar.  It  conuects  the  actuatiug-lever 
with  the  erdnk-shaft.  As  in  tbe  defendants'  machine,  it  connects  the 
actuating  hand  of  the  oi>eratnr  «ith  the  swiujiiog  cross-bar.  The  reissue, 
in  speaking  of  mechanical  devices  for  shifting  tbe  shoes,  says : 

The  nick'bM  or  oaiin«cting-rod  m  may  b«  iisod  for  this  purp'oM,  aud.  thersbj  the 
Bliuee  or  lio«i  ma;  Iw  shifttxl  ftooi  a  straight  to  a  ligiag  line  or  vice  versa,  ftaid 
cULnectiug-bar  m  being  held  iu  poeitiuD,  if  desired,  by  any  of  the  dsdbI  meehanioal 
devices  for  that  purpose. 

This  statement  is  not  found  in  the  original  specification,  but  the  rack- 
bar  m  is  described  and  shown  in  tbe  original,  and  it  is  shown  there  as 
used  to' shift  the  shoes,  aud  it  does  shift  them  when  its  near  end  is 
moved,  as  it  is  by  the  lever  shown.  A  locking-lever  is  shown  to  hol<^ 
the  actaating-lever  in  position,  and  ii  is  only  tb^  skill  of  the  mechanic 
when  tlie  lever  is  dispensed  with  and  the  bar  is  retained  to  hold  the  bar 
in  [MiBition  by  a  locking  device.  Ko  additional  support  is  given  to  (laims 
2  and  3  of  the  reissue  by  calling  in  the  reissue  the  rack-bar  a  connect- 
ing-rod or  by  omitting  in  the  reissue  the  words  "which  connect  the 
cranks  or  arms  with  the  levers,*^  as  those  claims  are  warranted  by  the 
original  specification. 

Claim  1  of  the  reissue  is  not  to  be  so  coustraed,  in  view  of  what  existed 
in  auy  machine  made  by  Powers,  according  to  what  is  shown  in  his 
applicatiou  of  November  10, 18C2,  if  to  be  regarded  as  a  complete  inven- 
tion, as  to  cover  what  is  found  in  such  machine.  The  claim  is  to  be 
construed  as  a  claim  to  the  shoes  attached  snbstantially  as  described 
aud  capable,  so  far  as  they  are  movable,  of  being  simultaneously  shifted 
by  a  siugle  movement,  such  movement  being  produced  by  mechanism 
Id  the  machine,  and  not  requiring  the  stopping  of  the  machine  or  the 
removal  of  pins  or  bolts.  So  construed,  claim  1  is  valid  aud  is  infringed 
by  the  defendants'  machine. 

Davis  put  his  shifting  invention  into  use  and  granted  licenses  under 
bis  original  patent.  The  form  in  which  he  used  it  in  model  Ko.  3  was 
substantially  tbe  embodiment  of  £he  same  invention  shown  in  the 
drawings  of  his  patent.    It  had  no  crank-shaft,  but  had  a  bar  with 
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short  UTOSS-barB  fixed  to  it  and  cmss-aruia  extending  between  the  ci-i>8H- 
bare  and  drag-bars  attached  to  these  arms,  and  he  dispeoaetl  wirU  tlie 
rack  and  pinion,  and  prolonged  one  of  the  cross-bars  near  the  middlu  of 
the  length  of  the  first-named  bur,  and  earned  a  rod  from  it  to  the  rear 
of  the  machine  to  the  lowfr  end  of  a  haud-Iever  on  a  shaft  from  which 
the  shoes  were  hung,  and  so  worked  the  shoes,  the  first-named  bar 
tnrnlng  as  a  shaft  in  bearing,  and  each  alternate  drag-bar  being  so 
attached  to  the  first-named  bar  when  attached,  a  rotating  motion  in  the 
arc  of  a  circle  in  a  direction  opposite  to  that  of  its  adjacent  drag-bar. 
Au  unsQccessfnl  attempt  is  made  to  show  that  Da^'is*s  shifting  arrange- 
nient  as  embmlied  by  hiui  iu  machines  was  impracticable  and  worthless ; 
but  it  is  shown  to  have  been  i>ractically  applied  in  the  form  of  model  'So. 
2  and  in  other  forms. 

Davis  is  clearly  shown  to  Lave  been  the  first  iwrson  to  make  a  atio- 
cessful  mnchine  for  changing;  the  shoes  of  a  gmin-drill  into  substantially 
two  lines  from  substantially  one  line  by  a  shifting  movement  applied  to 
any  of  the  shoes  by  mechaulKm  operating  on  and  from  the  rear  of  the 
machine,  and  worked  i^ithont  stopping  the  machine  or  seriously  inter- 
fering with  its  operation.  His  invention  and  patent  are  entitled  to  a 
liberal  construction.  Claims  1,  '2,-  and  3  of  the  reissue  ai^  not  antici- 
pated, and  the  reissue  is  not  invalid  because  for  a  different  iiiveution 
from  the  original. 

As  to  claims  4,  u,  and  6  of  the  reissue,  they  are  infringed,  and  the  fore- 
going Aiew  of  the  status  of  the  I>avis  invention  shows  that  thoee  claims 
are  not  anticipated  by  tie  Jessnp  apparatus  or  by  any  otherprior  struct- 
ure. There  is  a  patentable  combination  and  voaction  between  the  de- 
vices for  shifting  the  shoes  and  the  lilting  devices  for  raising  the  shoes 
either  Himultaneously  or  individually.  It  may  often  Iw  necessary,  after 
shifting  has  been  determined  upon  and  while  it  is  iu  process  of  being 
tifi'ected,  to  suddenly  raise  one  or  more  or  all  of  the  movable  shoes  be- 
cause of  some  apparent  obstruction  in  the  path.  So  a  compound  motion 
of  the  toe  of  the  shoe  results,  composed  of  a  backward  or  forward  mo- 
tion and  an  upward  utotioii,  resulting  from  the  co-actiou  of  shifting  and 
lifting.  As  the  compound  motion  is  a  resultant  of  the  two  forces,  so  the 
two  forces  act  iu  combination  to  produce  the  compound  motion. 

There  must  be  a  decree  for  the  plaintiffs  for  an  account  and  a  i>er- 
petual  injunction,  witli  costs. 


[tToltod  SUtM  Circuit  Court— WoBleni  District  of  Text).] 

Still  &  Bno.  v.  ItEADiNQ  et  al. 

20  O.  G.,    10-J5. 
1.  Df.muruf.r— Lie liN sons  iNcosiPKTKin'  TO  Maintais  Suit — Ovbrbuled. 

CiTtniii  pateiiteeH  liaving  eiitereil  into  a  contrnct,  -whereby  tliey  sold  fur  a  terai 
o(  years  the  u)iclii8tt-e  right  granted  by  their  imteiit,  ruMerving  certain  shop  ri^tt, 
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liring  anit  Agaiust  ft  thint  party  for  tba  iufringement  of  their  lett«n  patent.  Tbe 
defendRDta  demur  on  the  gronnd  that  the  patenteea  cannot  maintain  anit  in  their 
own  name,  becanse  of  the  aalu  of  their  riftbt  fur  h  teem  of  years.  Held,  thitt  the 
patentees  bare  a  beneHcial  interest  in  the  li^t  secured  to  them  l>y  theii  letters 
pat«nt,  which  in  a  proper  case  they  may  protecit  in  a  conrt  of  Justice.  The  pat- 
entees certainly  oirn  the  mnsinlng  interest  after  the  lapse  of  fire  yean,  &ud  have 
a  right  to  see  that  snob  intorest  is  not  destroyed.  Demurrer  orerruled. 
2.  Same— luauFFiciENCY  of  Petitiow — Subtainkd. 

In  order  to  make  a  prima  fade  cose  of  liability  against  a  third  party,  it  must 
affirmatively  appear  in  tbe  petition  that  auoh  party  is  not  nsing  the  invention 
mider  the  authority  of  the  patentees'  liceuHC. 

Meggra,  WaUon,  Green  tfc  SiU,  Mettra.  Hanco€k  &  W«tt,  and  Mr.  J.  W. 
Robin»on  for  tbe  plaintiffs. 

Mr.  8.  8.  Boyd  for  the  defendants. 

TUBNEB,  J. : 

The  plaintifb  ia.their  petition  allef^e  tliat  on  the  IStb  day  of  Septem- 
ber, 1877,  they  obtained  letters  patent  from  the  United  States  Govern- 
ment for  the  exclusive  right  to  nae,  make,  and  vend  their  new  invention, 
and  known  as  the  "  Still  saddle-trees  " ;  that  on  the  ISth  day  of  January, 
1878,  petitioners  contracted  with  one  J.  S.  SRllivaii  &  Co.,  of  Jefferson 
City,  in  the  State  of  MisHouri,  and  sold  to  the  said  J.  S.  Sullivan  &  Go.  thfr 
exclasive  right  to  use  tbeir  said  invention,  ezeepc  that  the  plaintiffs  re- 
served the  right  to  us«  theii  own  invention  in  their  two  shops  in  Texas ; 
that  said  contract  with  J.  S.  Sullivan  &  Co.  vaa  to  continuein  force  tor 
the  term  of  five  years  j  that  the  letters  patent  granted  to  them  (the 
petitioners)  was  to  secure,  and  did  secure,  to  them  the  exclusive  right  to 
use  and  control  their  said  invention  for  tbe  term  of  seventeen  years. 
Tbe  petition  alleges  that  these  defendants  have  infringed  the^  right 
secured  to  them  by  said  letters  patent  by  the  use  of  their  invention  in 
the  construction  of  saddle-trees,  &c.,  since  the  Ist  day  of  January,  1880, 
up  to  tbe  time  of  filing  their  suit.  The  petition  alleges  that  iu  the  sale 
of  the  use  of  their  invention  to  J.  S.  Sullivan  &  Co.  it  was  agreed  that 
said  J.  S.  Sullivan  &  Co.  should  pay  to  the  plaintiffs  a  certain  sum  of 
money  for  each  saddle-tree  made,  used,  &c. ;  that  the  defendants  by 
using  plaintiffs'  saddle-trees,  and  by  sales  of  saddles,  &c.,  have  deprived 
them  of  their  jnst  rights  as  patentees,  and  have,  in  fact,  in&inged  upon 
their  patent,  and  thus  deprived  them  of  the  royalty  that  they  would  be 
entitled  to  if  they  had  secured  their  right  to  make  said  saddle-trees 
imdei  a  contract  with  J.  S.  Sullivan  &  Co.  The  petition  alleges  that 
defendants  are  not  nsing  their  invention  by  their  authority  and  not  un- 
der authority  or  by  virtue  of  said  contract  between  petitioners  and  said 
J.  9.  Sullivan  &  Co.  riaintiffs  claim  to  have  been  damaged  by  defend- 
ants iu  consequence. 

This  is  a  brief  statement  of  the  allegations  in  tbe  petition  down  to  the 
tiiirteenth  paragraph.  In  this  paragraph  it  is  alleged  that  defendant^) 
agreed  to  make  a  partial  compensation  to  plaintiff  and  to  cease  the  use 
of  said  trees ;  bat  at  the  very  time  such  Bettlement  was  about  to  be 
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miMle  other  persons  hereinafter  named,  of  Urge  fortune,  &c.,  autiug  to- 
gether with  a  view  of  ignoring,  obatraeting,  defieating,  and  iatiniidatiug 
plaintifls  from  asserting  their  right,  issued  a  circnlar,  which  circular  ia 
copied  into  the  petition,  whioh  circular  being  received  by  the  defendants, 
tliey  declined  to  pay  petitioners  and  oontinned  the  nseof  ptuintiffs'  in- 
TODtion,  &0. 

To  this  petition  a  demnrrer  is  iDterposed.  The  first  point  raised  is  that 
these  plaintiff^  cannot  under  the  facts  of  the  case  maintain  a  snit  in 
their  own  name  in  any  event  because  of  the  sale  to  J.  S.  Sullivan  &  Go. 
of  the  right  to  use  fhr  the  period  of  five  years,  a  little  less  than  one-third 
of  the  time  the  benefits  of  the  invendon  were  seoared  to  plainti^.  I 
hold  that  plainti^  have  a  beneficial  interest  in  the  right  secured  to 
them  by  their  letters  patent,  which  in  a  proper  case  they  may  protect 
in  a  conrt  of  justice.  They  certainly  own  tM  remaining  interest  after 
the  lapse  of  five  years,  and  if  that  interest  is  ofvalae  they  have  a  right 
to  see  that  it  is  not  destroyed. 

To  illastrate,  let  us  su^tpose  that  these  defendants  are  in  fact  using 
plaintiffs'  invention  to  their  damage,  and  SuUivan  &  Co.  refuse  to 
take  notice  of  the  iiiftingement,  or  suppose  that  Sullivan  &  Co.,  with  a 
view  of  avoiding  the  payment  of  the  royalty  due  to  plaintiff  by  them, 
ba^'e  an  understaading  with  defendants  that  they  will  uot  interfere 
with  Item,  and  they  divide  profits,  and  thus  attempt  t«  deprive  the 
plaiutdffe  of  the  royalty  justly  due  them,  I  certainly  think  plaintafi^ 
have  flocb  rights  in  their  invention  as  they  could  protect  it.  Plaintifis 
have  not  sold  their  right  to  the  patent  as  patentees,  they  have  sold 
merely  the  exclusive  right  to  use  it  for  the  spaee  of  five  years,  accord- 
ing to  the  petition  of  plaiutiffs,  and  nothing  more. 

This  point  of  the  demurrer  is,  in  that  view  of  tbe  case,  not  well  tf^en. 
The  acgnment  of  the  case  having  taken  this  view  of  the  question, 
I  have  thought  it  proper  to  notice  it,  and  the  same  is  overruled. 

The  material  jwint,  however,  in  the  case  is  that  taken  and  raised  by 
the  demurrer,  which  goes  to  the  sufficiency  of  the  i)etition  to  enable 
plaintiffs  to  recover  under  it,  all  its  allegations  for  the  purpose  of  this 
demurrer  being  admitted.  The  petition  shows  the  sale  to  J,  S.  Sullivan 
&  Co.  to  have  been  made  January  15, 1878.  The  injuries  complained 
of  began  January  1,  1880.  After  this  sale  to  J.  8.  Sullivan  &  Co.  any 
person  to  whom  they  should  grant  the  right  to  use  the  Still  tree  woald 
be  protected  thereby,  and  plaintiffs'  remedy  wonld  be  by  suit  against 
Sullivan  &  Co.  for  the  royalty.  It  follows,  therefore,  as  the  plalntifiis 
show,  that  J.  8.  Sullivan  &  Co.  have  the  right  to  use  their  invention 
and  authorize  other  persons  in  the  United  States  to  use  the  same;  that 
in  order  to  makeaprtma/cunecase  of  liability  against  a  person  for  using 
the  Still  patent  it  must  affirmatively  appear  that  such  person  is  not 
using  it  uuder  the  authority  or  license  of  J.  S.  Snllivan  &  Co.  Does 
the  imtition  show  this  T  The  rule  to  be  applied  is  that  the  pleadings 
will  be  construed  most  strongly  against  the  i^eader. 
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It  is  insisted  bj  defendauts  that  this  ia  a  necessary  allegation,  ami  I 
am  of  the  same  opiaioB,  because  if  these  defendauts  are  -working  nnder 
SoUivan  &  Co.  and  a»ing  Still's  patent,  then,  of  course,  the  only  remedy 
plaintiffs  can  hare  is  by  suit  against  Sullivan  &  Co.  for  their  royalty. 
If  defendants  are  not  \rorking  uuder  Snllivau  &  Co.  and  are  infringing 
plaiutifEs'  patent,  then  plaiutifts  would  be  entitled  to  their  remedy 
against  tUem;  hence  the  necessity  of  the  allegation  that  they  are  not 
authorized  to  ose  plaintiffs'  uiventiou  by  J.  S.  SuUiraa  &  Co.  It  is 
alleged  that  they  are  not  using  it  under  anthority  or  by  virtue  of  the 
oontract  between  plaintiffs  and  J.  S.  Sullivan  &  Co. ;  but  that  is  not 
alleging  that  they  are  not  using  it  under  or  by  virtue  of  a  contract  made 
by  defendants  with  J.  S.  Sullivan  &  Co.  The  demurrer,  therefore,  upon 
this  point  is  sustained. 

The  thirteenth  pai'agraph  cannot  be  relied  upou  as  connecting  the 
J.  S.  Sullivan  Saddle  Tree  Company  with  the  J.  S.  Sullivan  &  Co.  to 
whom  plaintiffs  sold,  because  it  states  that  certain  persons  hereinafter 
mentioned.  This  is  inferentially  saying  that  they  have  not  been  men- 
tioned before.  Bnt  suppose  it  did,  and  tlie  circular  should  be  regarded 
as  part  of  the  i>etition,  and  that  Sullivan  &  Co.  were  in  fact  the  Sulli- 
van Saddle  Tree  Company.  What  then  follows  1  The  most  that  could 
be  said  would  be  that  the  Saddle  Tree  Company  were  authorizing  these 
defendants  to  ose  the  Moody  tree,  and,  in  that  event,  if  the  Moody  tree 
iB  the  cme  invented  by  plaintiffs,  then  J.  S.  Sullivan  &  Co.  are  respou- 
sible  to  plaintiffs  for  the  royalty,  and  their  remedy  is  against  them  and 
not  against  the  defendants  in  this  suit.  If  the  Moody  tree  is  not  the 
Still  tree,  then  there  is  no  infringement  of  plaiuti^'  invention  and  he 
cannot  complain. 

The  demoner  to  their  petition  on  this  point  is  sustained,  as  also  to 
the  prayer.    The  demurrer  to  the  prayer  is  also  well  taken. 


[rmied  SUlu  Clreolt  Cmut— Wedero  nutdat  of  PeiiBai'lnBiB.| 

Cook  et  al.  t.  Bidwell. 

DteiOtd  3faf  Ttrm,  1879. 
20  0.  C,  imt. 

ASSKiXT*Eirr— JOIXDBR  OP  AssiGSOR. 

lo  all  cases  where  an  aurii^iimeiit  doen  not  jibsn  the  legal  title  and  in  not  abiMliite 
and  unconditional,  or  there  are  remainiDg  riffhtH  or  lisbilitien  of  the  awiignrir 
which  may  be  affected  by  the  decree,  he  in  a  iiecesHary  party  to  the  anit. 

Jfe8sr«.  W,  W.  <&J.  J.  Clark  and  Meiisr».  Barton  d'  Sowt  ior  the  com- 
plainants. 

JlfeMrtt.  Bakewell  d;  Kerr  for  the  respondent 
ACHBSON,  J..- 

On  July  19, 18TC,  Albert  Ball  and  the  defendant  entereil  into  a  written 
affreenfent,  by  the  terms  of  which  the  defendant  was  to  manu&cture  n 
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plow,  kuovD  as  tbe  "Bed  Jacket  plow,"  under  two  patents  of  the 
United  States,  wliich  liad  been  issued  to  Ball,  aud  pay  Ball  on  each 
plow  made  by  the  defendant,  and  "  sold  and  collected  for"  a  royalty  of 
fifty  centH,  to  be  settled  and  paid  iu  the  months  of  Jtonaiy  and  July  of 
each  year ;  and  the  defendant  was,  further,  to  pay  Ball  a  comniissitHi 
of  Ave  Iter  cent,  on  net  collections  uijod  sales  of  plows  made  by  B^  ur 
his  agents  in  whatever  territory  he  might  work  up,  Ball  to  pay  the 
traveling  exitenses  of  himself  and  his  agents  and  the  defendant  to  sap- 
ply  printed  matter,  the  defendant  to  meet  tlie  demand  Aom  responsible 
parties  for  plowB  on  reasonable  notice,  the  agreement  to  coutinae  dar- 
ing the  term  of  the  patents,  which  bear  date,  respectively,  Jauoary  3, 
1871,  and  January  4,  187«. 

On  Jannary  13, 1877,  by  a  written  iuRtniment  of  that  date,  Albert 
Ball  assigned  to  John  Ball  &  Co.  "all  royalty  or  patent-fees  dne  or  to 
become  dne"  to  him  under  the  above-recited  agreement,  *'this  assign- 
ment to  be  for  the  term  of  four  years  irom  this  date ; "  and  by  an  instra- 
ment  of  writing  of  the  same  date  he  assigned  all  his  interest  in  said 
two  patents  to  said  John  Ball  &  Co.,  "subject  to  a  contract  this  day 
exe<;nted  by  and  between  said  John  Ball  &  Co.  and  myself"  (Albert 
Bull).  By  this  latter  contract  John  Ball  &  Go.  sold  their  mannfoctnring 
establishment  to  Albert  Ball  for  the  consideration  of  eighteen  thoasand 
dollars ;  and  the  contract  provided  (inter  alia)  for  an  assigumeut  to  John 
Ball  &  Go.  of  the  aforesaid  royalty  on  the  Bed  Jacket  plow  and  of  said 
patents,  "said  assignment  of  said  patents  and  royalty  and  license-fees 
to  be  for  a  period  of  four  years."  And  the  contract  contains  the  fur- 
ther provision  that  if  the  purchase-money,  with  interest,  is  not  ftilly 
paid  "at  the  end  of  four  years  said  Ball  is  to  pay  any  balance  then  on- 
paid  to  said  John  Ball  &  Co.  within  thirty  days  thereafter,  and  on  full 
payment'of  said  consideration  the  patents  aforesaid  and  herein  men- 
tioned are  to  be  assigned  by  said  John  Ball  &  Co.  to  said  Albert  Ball, 
his  heirs  or  assigns." 

On  the  15th  of  Febraarj-,  1878,  John  Ball  &  Co.  assigned  all  their  in- 
terest and  claim  in  said  patents  and  in  the  aforesaid  agreement  between 
A11>ert  Ball  and  the  defendant  to  George  Cook  and  Jacob  Miller. 

(Ju  the  19th  of  November,  1878,  Cook  and  Miller  served  a  written 
notice  upon  the  defendant,  in  which,  after  reciting  that  he  had  fiiiled  to 
coiriply  with  th^  "conditions  of  said  license"  to  manufacture  plows  und^ 
said  patents  "in  not  paying  the  royalties  as  provided  by  said  license, 
tlnire  being  now  due  and  unpaid  to  us.  a  large  sum  as  royalty  on  said 
liceuNC,  in  ivhich  sum  or  amount  you  are  now  in  default,  and  having 
also  broken  and  failed  to  comply  with  other  terms  of  said  liceuse,"  they 
notified  the  defendant  that  they  terminated  and  annnlled  hiK  license. 
They  subseqnentlj  filed  the  bill  iu  this  case,  in  which  they  pray  that  the 
defendant's  license  may  be  decreed  to  be  forfeited,  that  ho  may  be  en- 
joined ti'om  manufacturing  plows  under  said  patents,  an4  that  he  might 
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be  reqaired  to  account  for  aad  pay  the  plaintiffs  all  royalties  for  wbieli 
he  may  be  in  airear  ami  damaj^s. 

Tlie  notice  of  November  19, 1878,  assnmed,  and  the  bill  asanmes,  that 
the  agreemeut  between  Albert  Ball  and  the  defendaut  contains  condi- 
tions for  the  breach  of  which  by  the  defendant  his  license  to  niannfAc- 
ture  is  revocable;  but  the  agreement  contains  nothing  of  the  kind. 
There  is  no  provision  therein  for  revocation  or  forfeiture,  and  therefore 
there  is  no  foundation  for  a  decree  annulling  the  license  {McKnigkt  v. 
JTrcwte,  51  Pa.  St.,  232) ;  certiiinly  none  under  the  evidence.  But  were 
it  otJierwise,  such  decree  would  not  be  made  upon  this  bill,  for  Albert 
Ball,  whose  rights  are  involved,  is  not  a  party  to  the  suit.  Gloninger 
V.  Eazanl,  42  Pa.  St.,  389,  That  he  has  an  interest  in  the  question  of 
annulling  the  defendant'^  license  is  manifest.  His  assignments  of  the 
Xtateuts  and  of  the  royalties  payable  by  the  defendant  are  not  absolute, 
but  merely  as  collateral  security  for  a  debt  due  by  him  to.  John  Ball  & 
Co.,  and  they  are  expressly  limited  in  their  operation  to  the  term  of  four 
years.  Fui-thermore,  an  important  part  of  the  agreement  between  Al- 
bert Ball  and  the  defendant — to  wit,  that  relating  to  Ball's  commissions 
upon  sales — was  not  touched  by  the  assignments.  Now,  clearly  a  decree 
nnnnlling  the  defendant's  license  would  necessarily  affect  Ball's  conunia- 
sions,  and,  indeed,  york  a  rescission  of  the  entire  agreement  between 
him  and  the  defendant. 

It  only  remains  to  be  considered  whether  the  complainants  are  entitled 
to  relief  under  their  prayer  for  an  account,  and  if  so,  upon  what  prin- 
ciples snch  account  Is  to  be  taken. 

Albert  Ball  testifies  that  be  visited  the  defendant's  office  on  the  17th 
of  Januarj-,  1877.    He  says : 

I  hauded  bim  a  notice  from  John  Ball  &  Co.  of  the  tntnsfer  of  mj  rights  and  ro.v- 
alti>  s  that  had  become  ilue  under  inj  coutract  n-itli  Mr.  Bidwell,  and,  I  think,  in  con- 
nection with  that  a  letter  stating  they  bad  withdrawn  a  certain  clronlar  they  hod 

On  January  27, 1877,  John  Ball  &  Co.  addressed  the  defendant  a  let- 
ter, in  which  they  say : 

Yon  are  hereby  notified  that  Alb«rt  Ball  hoH  oBsigned  to  ne  all  royalty  or  patent-fees 
^lituli  are  due  or  to  become  duo  niider  proTiaiong  of  contract  betweeo  you  aod  him 
<lal(-d  Jnl;  19,  1^6,  and  that  we  sball  look  to  you  for  payment  of  iauie  to  us. 

To  this  notification  the  defendant  replied  by  letter,  dated  January  30, 
1877,  in  which  he  says: 

I  tnke  note  of  jonr  notice  that  Albert  Ball  has  asalgued  to  you  the  royalty  which 
uiiiy  l>eeoiiLe  dne  to  him  under  my  cootract  with  him  dated  July  19,  mT6,  and  in  repl.v 
thereto  have  to  atate  that  the  amount  in  round  fisurea,  equal  to  about  fifteen  hundred 
dnllarB,  has  already  been  advanced  to  Mr.  Albert  Ball  upon  the  royalty  and  commis- 
aioii.s  for  belling.  As  I  cannot  Vuow  at  this  date  how  much  of  the  amount  wilt  lie  a]>- 
plicnble  to  comniinaious,  I  could  not  dctcrminK  liow  much  of  it  would  go  oft  the  roy- 
alty. Any  balance,  however,  which  may  be  doe  iipou  the  same  it  will  be  cijuiilly 
ar^eenblo  to  me  to  pay  you  at  the  proper  time.  ■ 

Under  date  of  February  0, 1877,  John  Ball  &  Co.  wrote  to  tlie  defeu<l- 
aut — 
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We  CMinot  coDHDl  tfa»t  may  amoanti  Mlvaiiced  to  Mr.  Ball  After  the  1701  instant 
■hould  be  iaeladed  In  the  amonnt  held  SDliJect  to  ray aJty ,  at  jon  h*d  notice  through 
liim  of  the  tnuwfer  to  na,  aod  amonatawlTKUwdafteTBiich  notice  were  ao  done  at  yonr 
own  risk  of  beiog  taken  np  by  commlaaioDB  or  otberwUe  by  Hi.  Ball. 

It  Api^eara,  an  I  anderstand  tlie  evidence,  that  on  Jaunarj  18,  1877, 
the  defendant  wade  an  advance  to  Albert  Ball  of  (646.40,  which  after- 
ward waa  redaced  to  (464.20.  This  advance,  the  evidence  shows,  was 
in  accordance  with  previons  dealings  between  Ball  and  the  defendant 
nnder  their  agreement,  and  nothing  in  the  evidence  relating  to  the  tmne- 
ivction  indicates  any  iotentional  bad  &ith  to  John  Ball  &  Go.  Is,  then, 
the  position  taken  by  them  and  by  the  complainants  that  this  advance 
4!aniiot  be  brought  into  the  account  between  them  and  the  defendant 
tenable  f  I  think  not.  The  notice  proved  to  have  been  given  to  the 
defendant  on  January  17  wa«  of  the  transfer  of  "  royalties  Uiat  had  be- 
come due,"  and  it  does  not  appear  that  proper  notice  was  given  before 
the  letter  of  January  27, 1877 ;  but  if  the  notice  of  Jannary  17  had  been 
ever  so  full,  why  shonld  it  have  tlie  effect  claimed  for  itt  The  defend- 
ant was  np^  a  mere  licensee  of  Albert  Ball,  accountable  for  royalty.  Ball 
and  the  defendant  were  engaged  in  a  joint  enterprise  which  was  to  en- 
dure while  the  patents  were  in  force;  and  if  the  defendant  conceived 
that  the  success  of  the  enterprise  would  be  promoted  by  an  advance, 
why  might  he  not  make  it,  notwithstanding  the  alleged  notice  1  Why 
should  he  be  trammeled- by  an  assignment  to  which  he  was  not  a  party 
and  to  which  he  had  not  yet  given  his  consentf  The  assignment  to 
John  Ball  &  Co.,  it  will  be  observed,  was  not  of  the  entire  agreement 
between  Albert  Ball  and  the  defendant.  It  was  a  partial  asaigument 
only.  Upon  what  sound  principle  could  the  contract  be  severed  by  one 
party  without  the  assent  of  the  otherl 

Say  the  Supreme  Court  iu  Mandeville  v.  Welch  {5  Wheaton,  286} : 
A  creditor  ahall  not  be  permitted  to  split  np  a  single  canae  of  aotiou  into  many  ac- 
tioua  withoot  the  assent  of  his  debtor,  since  it  may  subject  him  to  many  embarraaa- 
menta  andresponsibilitieHiiot  contemplated  in  hisorigiaal  contract.  He  has  the  right 
to  stand  npon  the  siiigleneas  of  his  original  coatroet,  and  to  ilecliue  an;  legal  or  eqiii- 
tnble  auignments  by  which  it  may  be  broken  into  fragments. 

It  will  not  do  to  say  that  Ball's  royalties  and  commissions  are  distinct 
and  separable  claims.  They  botli  arise  under  one  contract,  grow  out 
of  the  same  enterprise,  are  closely  connected,  and  properly  the  subject 
of  one  account. 

It  seems  to  me  that  it  is  only  by  virtue  of  the  defendaut's  assent  to 
the  assignment  to  John  Ball  &  Co.,  given  in  his  lett«r  of  January  30, 
1877,  and  his  subsequent  recognition  of  the  plaintiffs'  riglits  upon  the 
bnsis  of  that  letter,  that  the  plaintiffs  can  maintaia  this  bill.  In  all 
cases  where  the  assignment  does  not  pas!i  the  legal  title  and  is  not  ab- 
!iolute  and  unconditional,  or  there  are  remaining  rights  or  liabilities  of 
the  assignor  which  may  be  effected  by  the  decree,  he  is  a  necessary 
party.  1  Dan.,  ch.  192;  Story's  Kq.  PI.,  sec.  loS.  Xow,  the  assign- 
ment here  being  not  absolute,  and  but  partial,  Albert  Ball  would  be  a 
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necessary  party  save  for  the  defendant's  assent;  and  as  the  plt^tiffs 
mnst  rely  npon  the  defendant's  assent  in  order  to  maint^n  their  bill 
they  must  take  it  with  its  qnalificatiou. 

The  case  irill  be  referred  to  a  master  to  state  an  account  between  the 
parties  in  conlbrmity  to  the  views  berein  expressed.  Whui  the  bal- 
ance dae  the  plaintififo  is  ascertained  we  will  consider  whether  they  may 
not  be  entitled  to  an  iiganction  against  the  defendant  nntil  he  pays  Qi» 
arrears  of  royalty  so  found  to  be  due. 


(nolted  SMIes  Circuit  Coart— Dlttrlct  of  H*atBcba*MU.1 

The  CoLLine  Oompant  v.  Coeb  et  al. 

DeddedXay  21,  ISei. 

20  O.  G.,  1084. 

1.  Rkissue  No.  5,294  Cokstrusd. 

Itoisane  No.  5,SM  of  patent  No.  50,364  hsld  to  be  >n  impMvemenl^  on  the  Coes 
wrenob,  wbioh  improvement  consisted  in  Kilding  thereto  a  ant  under  the  step- 

a.  Pbtitioh  -ro  Bboprn— SuFFiciENOT  op  Affidavits. 

Jordan  and  Smith,  being  Joint  applicants  and  pateDt«ea,  aold  their  patent  to 
plaintiffa,  irho,  after  suit,  obtained  an  iut«rlocntory  decree.  On  petition  of  de- 
fendante  to  open  the  case  aud  lile  au  additional  answer  setting  up  the  newly -dis- 
covered fact  that  Jordan  nas  the  sole  inventor  of  the  anbJect-mBtteT  covered  by 
the  patent,  said  petition  beiuf;  based  npon  Jordan's  affidavit  that  he  iraa  the  sole 
inventor,  conpled  with  affidavits  of  other  partira  wlio  sweat  that  they  liave  heard 
Jordan  speak  of  himself  as  the  inventor,  and  never  heard  Smith  make  any  sniih 
pretension.  Btl4  that  if  the  defendants'  affidavits  aloue  and  uncnntradicted  were 
the  evidence  at  a  final  hearing,  they  coiild  hardly  avail  to  pemnade  the  conrts  that 
th^  invention  was  wholly  Jordvi's. 

3.  Same— Sahb. 

Defendants'  affidavits  being  met  by  proof  that  Jordan  and  Smith  repeatedly 
spoke  of  the  iavenCion  as  joint,  and  by  affirmative  evidence  that  Smith  made  a 
wrench  before  Jurdan  began  to  espei'imeut,  in  which  the  atep-plate  was  sustained 
by  a  Bet~screw,  the  defenilante  contend  that  Smith  is  tiic  sole  inventor.  Held  that 
the  wrench  which  Smith  made  woald  be  an  infringement  of  the  patent,  bnt  that 
that  fact  docs  not  prove  that  it  anticipated  the  patent,  aud  that  as  made  by 
Smith  it  wan  merely  an  experiment  on  the  wn;  to  the  completed  invention,  aud 
has  no  effect  at  all.     Leave  to  open  the  case  nfnsed. 

Mr.  B.  F.  Tkurgtoa  and  Jlfr.  IT.  E.  Simon^a  only  for  the  complaiaant. 

Mr.  I.E.  Dodge  and  Mr.  O.  L,  Roberta  for  the  defendants 
Lowell,  J. : 

As  interlocutory  decree  was  entered  in  this  cause  some  months  since 
that  certain  of  the  claims  of  the  patent  sued  on,  whicB  was  Reissue  Xo. 
5,294  of  Patent  No.  50,364,  granted  to  Luciut;  Jordan  and  Leauder  B. 
Smith,  and  by  them  sold  and  assigned  to  the  plaintiffs,  were  valid,  and 
that  one  of  them  hud  been  infringed.  The  impro^'ement  eoQsisted  iu 
26  c  P 
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oddio^  to  tbe  wall-knowiL  "Ooea"  wreuch  a  not  tinder  the  step-plate  by 
which  DiDoh  of  the  strain  apon  tfaewoodeu  huidle  of  the  wrench  waa 
diverted  to  the  main  iron  bar.  This  was  new  and  useful.  The  acconiit- 
inf;  has  not  been  had,  and  of  conrae,  no  flual  decree  has  been  rendered. 

Tbe  defendants  now  i>etitiou  for  leaf  e  to  open  the  case  and  file  an  nd- 
ditional  answer  setting  np  the  newly-discovered  fact,  as  they  believe  it 
to  be,  that  Locins  Jordan,  one  of  the  patentees,  was  the  sole  iuveutor 
of  the  improvement. 

Jordan  and  Smith  were  partners  in  the  manufacture  of  wreuobeH,  and 
Smith  advanced  money  for  expenses  at  the  Patent  OfSce,  and  tliey 
agreed  to  be  joint  owners  of  tlie  patent ;  bnt  the  defendants  aver  tliat 
this  was  merely  a  bnsiuess  arnvugement,  and  that  tbe  application  should 
have  been  made  by  Jordan  alone,  accompanied  by  an  asaigumeut  of  tbe 
invention  to  himself  and  Smith.  The  law  in  so  if  the  facts  are  as  tbe; 
are  assumed  to  be.  Jordan's  affidavit  tbat  he  was  tlie  sole  inventor  is 
filed,  and  other  afilants  testify  tbat  they  have  heard  Jordan  speali  of 
himself  as  the'  inventor  and  never  heard  Smith  make  any  such  i>re(eD- 
sion ;  tbat  the  talk  of  the  shop  at  the  time  the  patent  was  obtained  wiis 
that  Jordan  made  tbe  invention.  Jordan  swore,  on  hid  application  for 
the  patent,  tbat  both  were  inventors,  and  ho  has  sold  the  joint  pateut 
and  received  his  share  of  the  money.  Smith  is  dead.  The  transaction 
is  not  recent.  Under  these  circumstances,  if  tbe  defendants'  afild»^'itB 
alone  and  uncontradicted  were  the  evidence  at  a  final  hearing  they  could 
hardly  avail  to  persuade  me  tbat  the  invention  was  wholly  Jordan's; 
but  Uiey  are  met  not  only  by  proof  tbat  Jordan  and  Smith  have  repeat- 
edly spoken  of  the  Invention  as  joint,  but  by  affiiTuative  evideuce  that 
Smith  made  a  wreueh  before  Jordan  began  to  experiment  in  which  tbe 
step-plate  was  sustained  by  a  set-screw  at  the  place  where  the  patent 
puts  the  nat.  After  this  the  partners  talked  over  the  matter  and  con- 
sulted, and  the  joint  application  was  made.  Upon  these  affidavits  tlie 
defendants  contend  that  Smith  was  tbe  sole  inventor,  which  is  equally 
useful  for  their  purpose. 

I  suppose  that  tbe  wrench  which  Smith  made  would  be  an  iufHiij;^'- 
meut  of  the  patent ;  but  that  does  not  prove  that  it  anticipated  the  i>iit- 
eut.  The  nut  is  decidedly  better  for  the  pui-pose  of  the  improveiiieiit 
than  the  set-screw.  If  the  Smith  wrench  had  been  made  by  a  third  per- 
son and  had  proved  to  be  useful  it  would  have  limittd  tbe  scope  of  the 
patent,  andifwonld  have  tbe  saiue  ettect  if  invented  by  Smith  himself; 
but  upon  tbe  affidavits  it  was  merely  an  experiment  on  the  way  to  tbe 
completed  invention,  and  has  no  effect  at  all. 

In  this  state  of  the  oise  thei-e  is  but  this  argument  for  opening  tbe 
ease,  that  another  action  is  pending  by  tbe  plaintill's'  against  different 
defendants,  in  which  these  maters  may  be  invet^tigated,  and  if  it  should 
turn  out  upon  tbe  hearing  of  that  case  that  the  patent  is  void,  it  woidd 
work  a  great  hardship  upon  these  defendants  to  be  obliged  to  pay  dam- 
ages and  to  be  eiyoined  when  all  the  rest  of  the  world  oonld  nse  the  in- 
vention. 
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Th«  plaiotiff  corporation  meets  this  point  by  saying  in  its  printed 
brief  that  it  is  willing  to  defer  taking  tlie  final  decree  in  this  oaiue  nn- 
til  time  has  been  given  to  bring  that  cause  to  a  hearing.  Even  vith- 
oat  sach  a  stipulation  I  do  not  find  that  euongh  doubt  is  thrown  by  the 
afiSdavite  upon  the  soundness  of  the  original  decree  to  require  me  to 
open  it ;  but  with  that  understanding  no  possible  ground  is  left  for  such 
action. 

Leave  to  open  the  oanse  refused. 


[United  Slatea  Circuit  Ctmrt— Soatbcrn  Dittriot  of  Mew  Tark.J 
GOBVBN  £T  AL.  V.  SCHBOEDBB  ET  AL. 

Deddetf  FebrNOrs  T,  1^81. 

30  O.  Q.,  1085. 

Taxation  ov  Costs. 

Objection  based  on  aection  4981  Revised  Statutes  having  been  made  to  a  pro- 
poeed  interlocntoiy  decree  becanae  au  scconni  of  the  tpuuB,  prottta,  BaTingn,  Aiid 
advantages  of  infriiigeuient  was  dii«cted  instead  of  profits  uiereljr,  and  b«cikii«e 
costs  were  awarded  to  be  taxed  wUb  executiou  toisene  by  it  m  drawn,  Hvltl,  Hist, 
tbe  right  of  recovery  foriufriiigutueiit  does  not  wholly  rest  on  the  section  cit<'d ; 
second,  the  act  of  IBTO  enlarged  the  jurisdiction  of  courts  of  equity  hy  providiug 
that  damages  in  addition  to  profits  to  be  accoDutMl  for  might  be  recovered,  but 
this  did  not  nstrict  the  right  to  recover  for  ^ains,  savings,  or  advaotogca  recover- 
able before ;  third,  all  questions  as  to  irbether  the  gains,  savings,  or  advantages 
are  such  as  are  due  to  the  intriugement  and  as  the  defendants  are  legally  account- 
abtefot  will  arise  npou  the  soconnting;  fourth,  costs  do  not  follow  as  a  matter  of 
right  inequity  proceedings  SS  in  proceedings  at  law,  but  are  sobjdottothe  discre- 
tion of  the  court,  and  are  to  be  awarded  aa  apart  of  the  decree,  or  they  csddoi  be 
recovered,  althongh  they  may  be,  and  generally  are,  taxed  after  the  decree;  fifth, 
thedetoimlnatii.nofcostemustordinarilybemadeupon  the  hearing  in  chief;  sixth, 
costs  cannot  be  taxed  fnlly,  and  noexecation  can  properly  issue  until  the  final  de- 
cree, butshonld  he  awarded  or  refuseilwhen  the  interlocutory  decree  iapreseutwl ; 
seventh,  execution  cannot  issue  until  after  the  final  decree,  and  then  an  appeal  und 
supersedeas  seasonably  taken  out  wilt  stay  the  execution. 

Jifr.  Andrew  J.  Toid  for  orators. 

Mr.  Samuel  OreenAaum  for  defendants. 

Wheeler,  J. : 

Objection  is  made  to  the  proposed  decree  in  this  case 'liecanse  an  ac- 
comnt  is  direct«<l  of  the  gains,  profits,  savings,  aud  advantages  of  the 
infringement,  instead  of  profits  merely,  antl  because  costs  are  awarded, 
to  be  taxed,  with  execution  to  issue,  by  it  as  drawn.  Section  4921  Re- 
vised Statutes  is  referred  to  as  providing  for  the  recoverj-  of  profits  only. 
But  the  right  of  recovery  for  iDfriiigenieiit  of  a  patent  does  not  rest  upou 
tbat  section  wholly.  Before  the  act  of  1870,  part  of  which  was  broaght 
into  that  section,  was  passed  damages  fur  infringements  could  not  be 
recovered  in  equity.    The  right  of  recovery  re8te<l  upon  the  general 
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pi-ovtsioas  of  the  atatates  by  virtue  of  whicli  patents  were  ^rauted  luid 
the  ^iieral  priiic-iples  of  law  upon  which  relief  ia  equity  is  afforded. 
That  statute  enlarged  the  jurisdiction  of  courts  of  equity  by  providing 
that  damaj^ea  in  addition  to  profits  to  l>e  accounted  &r  might  be  recoT- 
ered.  This  did  not  restrict  the  riftht  to  lecorer  for  gains,  savings,  or 
adrautagea  recoverable  befitM«  when  they  resulted  to  the  infringer  from 
tlie  iufHngeinent.  All  questions  as  to  whether  the  gains,  savings,  or 
advantages  are  such  as  ore  due  to  the  inftingement  and  as  the  defend- 
ants are  legally  accountable  for  will  arise  upon  the  acconutiug.  These 
words  seem  to  be  proper,  although  [terhaps  tliey  arenot  necessary  in 
siK-h  a  decree. 

Costs  genemlly  in  proceedings  ineqnity  do  not  follow  as  matter  of  right, 
as  in  proceedings  at  law,  but  are  snbject  to  the  discretion  of  the  court, 
aud  are  to  be  awarded  as  a  part  of  the  decree,  or  they  cannot  be  recov- 
ere<1,  alttiongh'  they  may  be,  and  generally  are,  taxed  after  the  decree. 
Sher  V.  Matig,  16  How.,  98.  The  determination  as  to  eosta  most  or- 
diuiuily  be  made  npon  the  hearing  in  chief.  It  is  then  that  the  merits 
of  the  case  are  gone  into.  This  Hearing  was  in  chief  and  in  its  nature 
fiual,  although  the  decree  is  interlocutory.  The  costs  cannot  be  taxed 
fiilly,  and  no  execution  can  properly  issue  until  the  final  decree,  but 
still,  now  is  the  time  to  determine  in  regard  to  them  and  award  or  reAue 
them.  They  are  awarded,  an  usual,  unless  there  are  special  circnsi- 
atauces  to  govern  otherwise,  to  the  prevailing  party.  It  is  said  that 
with  this  award  and  direction  a  bond  and  supersedeas  wlU  be  too  late 
to  stay  the  execution  on  api>eal.  But  thia  objection  is  not  well  founded. 
The  whole  matter  must  wait  until  after  the  final  decree  before  any  ex- 
ecution can  issue,  and  then  an  appeal  and  supersedeas  reasonably 
taken  out  will,  under  the  statute  and  rales,  stay  the  execution. 

The  whole  decree  seems  to  be  proper,  and  is  signed  as  presented. 


[nnl  ui  Stetei  circuit  Court— Soathisni  Diitriot  uf  Haw  York.] 

McCLOSKBT  V.  DV  BOIH. 

Decided  April  Term,  1861. 

SO  0.  0.,  1066. 

M  niov  TO  Heopen. 

A  motion  to  reopea  a  caao  for  thn  iDtrodnctioit  of  new  oviOenoo  sbould  uot  ba 
Jtmiited  unlaw  the  new  evidcnco  n-ould  vary  tlie  caae  aud  probably  lead  to  »  dif- 
ferent reoiilt. 

Mr.  Jamen  A.  ^Vhitttey  for  the  complainant. 

Mr.  Peter  Van  Antwerp  aud  Mr.  Kodneg  Magon  for  the  defendant. 

Whbblee,  J..- 

Tlii>4  (^iise  ]i&n  becti  heard  ridco  a  de<;rvtal  order  for  dismissing  tiie 
Itlll  of  coinplaiut  and  b<;fore  dtscree  signed  uiwn  a  motion  of  ttiu  plaint- 
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iA'  to  reopen  the  uaa^  for  the  iotroductiou  of  new  evidence  as  to  the  nov- 
elty and  utility  of  the  patented  trap.  It  is  plain  that  the  motion  should 
not  be  granteil  unless  the  new  evidence  would  vary  the  case  and  prob- 
ably lead  to  a  different  result. 

Tlie  patent  is  simply  fur  a  die-drawn  seamless  soft  metal  ]>ldmher'8 
trap  inade  by  forcing  the  metal  through  dies  at  varying  velocities  on 
opposite  sides.  It  describes  liothing  to  distingaish  Uiese  traps  from 
others  except  the  mode  of  mann&ctare  and  longitudinal  striatioDB  ap- 
pearing ujion  them,  which  are  merely  the  result  of  the  manufiicture,  and 
have  nothing  to  do  with  the  Quality  or  operation  of  thetraps.  The  patent 
assumed  that  soft-metal  traps  were  before  known  and  in  use,  and,  he- 
sides,  that  faet  was  a  matter  of  common  knowledge,  of  which  the  court 
took  judicial  notice.  There  was  no  e^'ide^ce  as  to  the  quality  and  char- 
tict^ristics  of  the  die-drawn  traps  as  compared  with  the  cast  traps  be- 
fore most  in  use.  Tiie  uew  evidence  would  tend  to  show  that  their  walls 
have  greater  solidity  and  more  perfect  uniformity,  and  that  they  are 
more  elastic,  and  that  the  quality  of  the  metal  is  changed  sumI  improved 
by  the  process  of  drawing,  and  that  they  have  largely  superseded  all 
others  in  nse.  All  these  difTereoces  are  dne  to  the  process  in  manufact- 
ure in  forcing  the  meta)  tlirongh  dies,  all  of  which  effects  were  before 
well  known.  They  are  the  same  as  the  differences  between  cast  and 
drawn  lead  pipe,  ns  was  shown  in  Leroy  v.  Tatham  (11  How.,  156). 
There  the  testimony  was  that  the  drawn  lead  pipe  "  was  superior  in 
quality  and  strength,  capable  of  resisting  much  greater  pressure,  and 
more  free  from  defects  than  any  pipe  before  mode;  that  in  all  the  mo<)es 
of  ma&iug  lead  jiipe  previously  kuowu  and  in  use  it  could  be  made  ouly 
in  short  pieces,  but  that  by  this  improved  mode  it  could  be  iniide  of  any 
required  length,  and  also  of  any  required  size,  and  that  the  introduction 
of  lead  pipe  made  in  the  mode  described  has  superseded  the  use  of  that 
made  by  any  of  the  modes  before  in  use,  aud  that  it  was  also  fnmisfaed 
at  a  less  price." 

Still  the  court  said,  throngh  M!r.  Justice  McLean : 

A  patent  for  leaden  iilpeawoulil  not  be  gowl,  as  it  would  be  for  ah  efTcct,  Buil  would 
floiiBeqaeiitly  proliibit  all  other  peniong  from  iisiog  thesamo  article,  however  mannfnct- 
nred.  Leaden  pipes  are  the  samu,  the  metal  being  In  no  r««pect, different.  Any  dif- 
ference In  fonn  and  Htroiigth  mntit  arise  tram  the  mode  of  loannfactiiring  the  pip«B. 
The  new  property  iu  the  metal  claimed  to  have  been  diacovered  by  the  patentees  be- 
longs to  the  prucess.of  manafoctnre,  and  not  to  the  thing  mode. 

And  in  CoUar  Company  v.  Tan  DenneR  (23  Wall.,  530),  Mr.  Justice 
Clifford  said: 

Artlelee  of  niHunractiire  may  be  new  in  the  commprolal  MUiie  when  tlivy  ore  not  in 
the  sense  of  the  patent  law.  New  articles  of  (Himinerce  ur«  not  pulnntable  us  new 
mannractnrua  nu)t<BH  it  appeats  in  the  given  case  that  the  pnMlnction  of  the  new  article 
involved  tlie  oserciise  of  Invenlinu  or  ilistovery  licyoud  what  was  necessarj-  to  construct 
the  apparatns  for  its  maiinfat'ture  or  )irodiiction. 

The  plaintiff  (lid  not  discover  that  soft  metal  cnuld  bts  wrought  through 
dies,  nor  that  the  qnality  of  wronght  soft  metal  is  geuerally  saperiorto 
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thHt  wliich  ii  merely  cast,  and  does  not  preteiul  tBat  lie  did  ;  ^id  iiia 
patent  is  not  for  any  Riiclt  discovery,  nor  for  the  Application  of  it.  He 
coudtnicted  a  machine  by  which  crooked  pijw  conld  be  made  of  soft 
metal  the  same  as  straight  pipe  had  before  been  made,  and  tlie  crooked 
pjlte  conld  be  cat  off  so  as  to  constitute  traps.  His  patent  is  for  the 
traps  made  in  that  way,  for  tlie  effect  merely  of  that  machine.  He  has 
not  the  discovery  of  any  principle,  even  such  as  Tatham  had  in  the 
working  of  soft  metal,  to  support  his  patent,  as  the  minority  of  thecourt 
in  Le  Eoy  v.  Tatkam  thought  Tatham  had  to  supiiort  his  patent. 

This  newly-offered  evidence  of  the  differences  in  quality  bet^teen  the 
drawn  traps  and  cast  traps  shows  merely  the  differences  between  drawn 
pil>e  and  cast  pipe  or  wrought  lead  and  cast  lead,  and  could  not  affect 
the  decision  of  the  case  at  all  in  the  view  taken  of  it  by  the  court.  If 
this  construction  of  the  patent  and  view  of  the  case  are  wrong  they  can 
be  corrected  by  appeal. 

The  motion  must  be  denied. 


I  United  state*  Ctronlt  Court— Soaifaeni  Dfitrtot  ot  NaT  Tork.  I 

Shabp  v.  Kbissuek  BT  Ai. 

i^Mided  (Mobtr  5,  1^81. 

MO.G.,  1161. 

Statemkkt  of  Case. 

Two  of  th«  dofoDiUuU  have  put  id  a  plea  to  tbe  bill  wliioli  nets  fbrtli  "  that 
neither  they  iiur  either  of  tb«m  have,  ■Ince  the  iiualiig  of  tbe  patent  set  forth  in 
the  bill,  ever  made,  construoted,  usett,  ot  vecded  to  others  to  be  used,  the  iuven- 
tiOD  described  In  aaid  patenC."  Tbe  plea  alMileDlFaiufringeineiitof  thepateut  in 
any  manner  whatever.  There  ia  no  auawei  to  any  part  of  the  bill.  The  plaintifi' 
moves  that  the  plea  1)e  atricken  frotii  the  flies  as  improper,  or  else  be  ordered  to 
stand  OB  an  ausner.    Held — 

1.  riiACTicK— Plea. 

If  the  plea  should  be  tried  on  tbe  fact  of  infriugemeut  and  the  issue  be  found 
foe  the  ptaiotilf,  and  the  plua  bo  thus  overruled,  it  would  a»em  ditUcult  uiidei 
tquity  ruivs  34  and  SJ  to  exclude  tbe  defeudaut  from  contesting  again  under  ou 

a.  LshulNGEMKNT— Plea— AxswKii. 

The  iiuestlon  of  the  luf^ingement  of  a  patent  ttependf  very  much  on  the  cou- 
rtrnotion  of  its  claims,  and  that  depends  very  much  on  prior  pat«ntB  on  the 
Mime  subject.  If  snofa  prior  ]>ateDts  are  to  be  put  in,  they  ought  to  be  set  up  in 
au  answer  and  be  put  in  once  fbr  all,  and  the  issuti  of  infiingement  ought  to  be 
tried  but  once,  and  undue  an  aoawer,  aud  not  nnder  a  plea. 
3.  Plba. 

None  of  the  adjudicated  cases  saDction  in  a  cose  like  this  a  plea  meroly  of  non- 
infringement under  ruk-n  of  practice  snob  an  tlioiie  which  govern  tbia  caae.     On 
',  the  aiUboritiea  cuoilcniii  audi  a  jilca. 
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It  is  oiiI,v  irhen  ft  plea  is  nuesceptioualile  iu  its  foim  and  charaoter  that  it  ie  to 
lie  Bet  dowD  for  arguuieut  or  to  be  replied  to. 

McKitrs.  Brieaen  it  BetU  for  the  plaiotiGE. 
.1/r.  ir.  JI.  h.  Lee  for  the  defendants. 

Blatchfokd,  ./.; 

Tlie  bill  iu  tliJH  cane  is  brought  for  the  infringement  of  a  patent.  The 
bill  alleges  that  the  defendants,  without  the  license  of  the  plaintiff,  and  in 
^'ioliition  of  his  rights  and  in  infringement  of  the  patent,  did  "make, 
coiiKtnict,  nse,  and  vend  to  others  to  be  used,  the  said  invention,  and 
di<l  make,  construct,  use,  and  vend  to  others  to  be  used,  hydrocarbon- 
stoves  made  according  to  and  employing  and  containing  eaid  invention," 
and  "have  made  and  sold  and  caused  to  be  made  and  sold  large 
quantities  of  said  hydrocarbon-stoves." 

Two  of  the  defendants  haveput  in  a  plea  to  the  bill,  which  sets  forth 
"  that  neither  they  nor  either  of  them  have,  since  the  issuing  of  the  let- 
ters patent  set  forth  in  said  bill,  ever  made,  constructed,  used,  or 
vended  to  others  to  be  used,  the  invention  di.'scribed  iu  said  letters 
patent,  •  •  •  or  made,  constructed,  nsed,  or  vended  toothers  to  be 
used,  hydrocarbon-stoves  ma^le  according  to  and  employing  and  contain- 
ing said  invention."  The  plea  also  denies  that  the  defendants,  "or 
eitlier  of  them,  have  ever  infringed  upon  or  violated  any  exclusive 
light  secured  by  said  letters  patent  in  any  manner  whatever." 

There  is  nothing  else  in  the  plea,  and  there  is  no  answer  to  the  bill 
or  to  any  pai-t  of  it.  The  phvintiff  moves  that  the  plea  be  stricken  froui 
the  tiles  as  improper,  or  else  be  onlered  to  stand  as  an  answer. 

The  defendants  show  by  affidavits  that  they  are  advised  and  believe 
tbnt  the  stoves  they  have  made  were  not  infHngements  of  the  patent 
sued  on;  that,  by  the  advice  of  their  counsel  and  for  the  purpose  of 
uvoi<ting  expense  to  both  parties,  the  single  defense  of  uou-infringe- 
iiient  wiis  inter])osed  in  the  form  of  a  plea;  that  the  defendants  have 
ot  Iier  defenses  which  they  wish  to  embody  in  an  answ«*r,  should  it  be  nec- 
essary for  them  to  answer,  the  most  important  of  which  defenses  are  prior 
patents  anticipating  the  plaintiffs  patent  and  also  Umiting  its  scope,  so 
as  to  render  infringement  impossible,  and  prior  knowledge  on  the  part 
of  various  individuals,  and  that  to  take  evidence  in  regard  to  all  such 
l>riur  patents  and  prior  knowledge  would  be  very  expensive  to  both  par- 
ties. 

The  defendants  contend  that  the  plea  is  a  proper  one;'  that  it  was 
not  necessary  for  the  plea  to  be  supported  by  an  answer  even  under 
the  old  equity  practice;  that  under  the  equity  rules  prescribed  by  the 
Supreme  Court  of  the  United  States  no  plea  is  to  be  accompanied  by 
au  answer  except  where  fraud  or  combination  is  alleged  in  the  bill;  and 
that  even  if  the  plea  be  defective  in  form  or  substance,  or  if  it  should 
htne  lH'«n  supported  by  an  answer,  the  plaiutiif  has  mistaken  his  remedy. 
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Ko  aathority  is  cited  wheiv  a  i)lea  like  tbe  present  one  has  been  pat  in 
or  allowed  in  a  suit  for  the  iiifringement  of  a  patent.  By  equity  nile 
34,  if  a  plea  is  overruled  either  on  an  issne  of  law  or  an  issue  of  fact  in 
regard  to  it,  the  detendant  has  an  absolute  right  to  put  in  an  answer  to 
the  bill  or  to  to  much  thereof  as  is  covered  by  the  plea.  By  equity  rale 
39  a  defendant  has  a  right  in  all  cases  to  insist  by  answer  apon  all  mat- 
ters of  defense  (not  being  matters  of  abatement,  or  to  the  character 
of  the  parties,  or  matters  of  form}  in  bar  of  or  to  the  merits  of  the 
bill  of  which  he  may  be  entitled  to  avail  himself  by  a  plea  in  bar.  If 
the  present  plea  should  be  tried  on  the  fact  of  infringement  and  the  is- 
sue be  found  for  the  jilaintiff,  and  the  plea  be  thus  overruled,  it  would 
seem  difficult  nnder  the  above  rules  lo  exclude  the  defendant  &om  con- 
testing again,  under  an  answer,  the  question  of  infringement,  especially 
as,  under  the  issues  raised  by  an  answer,  and  nnder  tbe  light  thrown 
on  tbe  subject  by  the  proofs  on  the  issue  on  the  plea,  and  under  new 
proofs  on  the  issues  on  the  answer,  the  question  of  infringement  might 
be  presented  in  a  very  different  light  from  that  in  which  it  was  pre- 
sented on  the  trial  of  the  issue  on  the  plea,  and  in  one  much  more  favora- 
ble to  the  defendants.  Jndeed,  the  defendants'  afflda^'it  on  this  motion 
states  that  they  will  desire  by  answer  to  put  in  prior  patents  to  limit 
the  scope  of  the  plaintiff's  patent,  so  as  to  render  infringement  impossi- 
ble. It  is  difficult  to  see  how  they  are  to  be  prevented  from  doing  this 
by  answer  after  the  overruling  of  ttieir  plea.  The  question  of  the  in- 
fringement of  a  patent  depends  very  much  on  the  construction  of  its 
claims,  and  that  depends  very  much  on  prior  patents  on  the  same  sab- 
ject.  If  sach  prior  patents  are  to  be  put  in,  they  ought  to  be  set  up  in 
an  answer  and  be  put^in  once  for  all,  and  the  issue  of  infringement  ought 
to  be  tried  but  once,  and  under  an  answer,  and  not  nnder  a  plea. 

The  defendants  think  they  will  succeed  on  the  question  of  infringe- 
ment, hut  the  plaintiff  thinks  otherwise.  If  the  defendants  succeed  ex- 
pense will  have  been  saved  by  haying  no  other  issue  but  that  on  tbe 
plea;  but,  if  the  plaintiff  succeeds  on  the  plea,  he  must,  to  realize  his 
success,  go  through  a  second  litigatiou  on  the  same  question,  and  no 
expense  will  have  been  saved.  The  one  result  is  now  to  be  contemplated 
qnite  as  much  as  the  other.  Within  the  principles  laid  dowu  in  Rhode 
IsUind  V.  MasBOcktisettii  (li  Peters,  210)  it  would  be  uqjnst  to  the  plaint- 
iff to  permit  the  issue  of  infringement  to  be  determined  on  the  plea. 
Besides  this,  none  of  the  adjudged  cases  sanction  in  a  suit  like  this  a 
plea  merely  of  non-intiingement  under  rules  of  practice  such  as  thoae 
which  govern  this  case.  On  the  contrary,  the  authorities  condemn  such 
s^  plea.  Bailey  v.  Le  if^,  2  Edw.  Ch.  B.,  514;  Bla<^  v.  Black,  15 
Gleotgia,  445;  Milligan  v.  MUledge,  3  Crauch,  230.  It  is  only  when  a 
plea  is  nnexceptiouable  in  its  form  and  character  that  it  is  to  be  set 
down  for  argument  or  to  be  replied  to.  Rhode  Island  v.  MassttehusetU, 
14  Peters,  210,  257. 

The  motion  to  strike  this  plea  from  tbe  flies  as  improi>er  is  a  otoieot 
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motion,  and  must  be  granted,  witii  leave  to  the  defenttants  t«  answer  in 
thirty  days,  on  payment  of  costs. 


rCnitcd  SUt»>  Cinnlt  Conrt-SoathcRi  Dlitrlot  of  New  Tork.1 

ALeybB  £1  AL.  V.  MAXHEIMEB. 

DfMed  Odober  S.  ISbl. 

20  0.  G.,  lltffl. 

1.  Bbisbii!  Li^tterb  Patent  No.  8,59i  bivAUO. 

ReiaHiie  Patent  No.  6,594  seeks  to  ealorgo  the  iuvention  as  well  as  the  patent, 
and  is  not  supported  by  the  original. 
S.  Krissce, 

The  atatnte  never  iutenttecl  to  allow  a  patent  to  lie  enlarged  except  in  H  clear 
case  of  mistake. 
3.  Same. 

lliere  is  no  safe  or  Just  rule  but  thatnhichcoufinesaieiesue  patent  to  the  same 
invention  wliich  n-as  ilescrilred  or  indicated  in  Ihe  original. 

Mr.  J.  Van  Santroord  for  the  compUkinant«. 
Mr.  Arthur  v.  Brieaen  for  the  defendant. 

Wheeler,  J. : 

This  suit  is  brought  upon  Letters  Patent  No.  139,784,  granted  to 
Michael  Grebner,  June  10, 1873,  and  I'eissned  to  the  plaintiffs  Febraary 
25,  1879,  in  No.  8,594,  for  an  improvement  in  wire  cages. 

Among  the  defenses  set  up  is  one  that  the  reissue  is  for  a  different 
invention  &om  that  in  the  original  patent.  The  original  patent  was  for 
a  cage  having  the  horizontal  bauds  provided  with  slots,  through  which 
loops,  formed  outwardly  on  the  upright  wires,  were  placed  and  held  by 
a  locking-bar  extending  around  tbe  cage  outside  the  band  and  through 
the  loops,  making  a  firm  and  durable  connection  between  the  bands 
and  wires.  After  that,  and  before  the  reissue,  cagfes  were  invented  and 
brought  into  use  having  their  horizontal  bands  made  tubular,  of  sheet 
metal,  with  holes  above  and  below,  through  which  tite  upright  wires 
were  placed,  having  bands,  like  loops,  extending  outwardly  within  tUe 
hollow  bands  to  form  a  connection  between  the  wires  and  bands.  The 
reissue  is  for  a  cage  having  horizontal  bands  of  sheet  metal  or  other 
suitable  material  provided  with  holes  that  engage  with  the  vertical 
fllliug-wires,  which  have  loops  or  crimpa  that  fit  the  holes  and  effectnally 
prevent  the  vertical  displacement  of  the  horizontal  band,  and  a  locking- 
bar  like  that  in  tbe  original  to  prevent  either  of  the  fllHng-wires  from 
being  pressed  in  so  as  to  disengage  its  orimp.s  from  the  cross  or  hori- 
zontal band.  The  first  claim  is  for  the  combination,  in  a  cage,  of  filling- 
wires  provided  with  loops  or  crimps  and  cross-bauds  provided  with 
holes  adapted  to  engage  with  the  loops  or  crimps. 
Th««  is  nothing  in  the  original  patent  about  the  engagement  of  the 
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loops  with  the  slots  otherwise  than  by  being  held  together  by  the  lock- 
ing-bar. The  loops  showD  ia  the  drawiugs  are  Dot  shaped  to  of  tlieiu- 
■elves  hold  the  oruss-band  in  place.  The  connectiou  betjceen  the  bands 
and  the  wires  depend  wholly  upon  the  locking-bar.  The  eombinatioD 
mentioned  in  the  first  claim  of  the  reisaue  would  not  be  an  operative 
combination  at  all  with  tliepartsmade  only  as  described  in  the  origin^ 
The  invention  sought  to  be  covered  by  the  reissae  is  of  a  cage  held  in 
shape  by  the  fitting  of  crimiis  in  the  wires  to  holes  in  the  cross-bauds, 
while  that  in  the  original  is  of  a  cage  held  in  shape  by  the  locking  of 
loops  on  the  wires  through  slots  in  the  cross-bands. 

These  inventions  are  essentially  different.  The  reiBsne  was  apparently 
expanded  beyond  the  original  to  cover  the  intervening  inventions  of 
others.  The  langnage  of  the  Supreme  Oonrt  in  Swain  l^rbine  ani 
Mannfacturinff  Company  v.  Ladd  (18  O.  G.,  62)  seems  peculiarly  appli- 
cable to  this  case.  It  is  said  there  that  the  statute  was  never  intended 
to  allow  a  patent  to  be  enlarged  except  in  a  clear  case  of  mistake,  and 
that  there  is  uo  safe  or  just  rule  but  that  which  confines  a  reiaane  patent 
to  the  same  invention  which  was  described  or  indicated  in  the  originaL 
This  reissne  seeks  to  enlarge  tbe  invention  as  well  as  the  patent,  and 
is  not  supported  by  the  original. 

Let  there  be  a  decree  that  the  reissued  patent  is  invalid,  and  that  the 
bill  of  complaint  be  dismissed,  with  costs. 


[United  Stu«  Cinnlt  CdufC— Sauthem  UlaMct  of  Sew  York.] 

Mazheiheb  v.  Meteb  et  al. 

Deddid  Oclober  5,  18B1. 

ao  o.  a.,  iifli 

1.  Lkiters  Patent  Nos.  162,400  and  218,758. 

Conntrtied  and  sustained. 
3.  JoiMDEH  OF  Invention. 

Inventions  connected  togetbei  by  boing  appropriate  for  ase  lu  the  8ame  article, 
for  the  coniiDOD  purpoae  of  inkkiog  the  article,  may  bejoioed  in  one  patent. 

Mr,  Arthur  v.  Briesm  for  the  complainant. 
Mr.  J.  Van  Saatvoord  for  the  defendants. 

Whbelee,  J.: 

This  suit  rests  upon  two  patents  granted  to  the  orator  for  improve- 
ments in  bird-cages:  tbe  first,  numbered  1C2,400,  dated  April  20, 1876, 
for  a  cage  in  which  the  horizontal  bands  are  solid  wires  with  holes, 
through  which  tbe  upright  wires  are  placed,  and  whicli  are  held  in  place 
on  the  upright  wires  by  short  bends  iu  the  latter,  forming  shoulders 
above  and  below  the  horizontal  wires,  without  solder  or  other  fastening ; 
tbe  second,  iminbereil  iilS,758,  dated  August  19,  1870,  after  an  inter- 
ference between  him  aud  Michael  G-rebner,  who  prosecuted  it  at  the 
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iiistiiMce  and  expense  of  tlie  defendants,  is  for  a  cage  in  whicb  the  b&r- 
izoutal  bands  are  hollow  wires,  through  which  the  vertical  wires  pass, 
with  short  bends  in  tbem  witliiri  the  hollow  ofthe  horizontal  wire,  which 
is  flattened,  so  as  to  lock  them  together.  The  defendants  deny  the 
novelty  of  the  second  patent  and  infringement  of  either. 

The  plaintiff  insiats  thtit  they  are  concluded  rs  to  the  noveity  of  the 
second  patent  hy  the  decision  in  his  favor  against  them  in  the  interffer- 
fiice  pi-oceedinga.  The  defendautK  make  and  sell  cages  having  vertical 
wires  with  bends  in  the  hollow  of  horizontal  bands,  locked  by  flattening 
the  latter,  like  the  plaintilTs,  except  that  the  bends  extend  in  the  direc- 
tion of  the  axis  of  the  bands  instead  of  radially,  whereby  the  band  can 
be  flatt«-ued  more  perfectly.  It  does  not  appear  from  any  of  the  evi- 
dence that  any  cages  had  ever  been  constructed  before  the  plaintiffs 
invention,  described  In  his  first  patent,  in  which  the  upright  wires  and 
cross-band  had  been  helu  together  by  their  own  conformation,  wltboat 
tlie  aid  of  solder  orsomecontrivance  totieorlock  them  together.  That 
indention  and  i>atent,  therefore,  underlie  all  TOnstrLictions  of  cages  where 
the  horizontal  bands  are  held  in  place  solely  by  shoulders  formed  on 
the  ui>right  wires. 

The  plaintiffs  second  patent  is  for  an  improvement  upon  his  flrat  by 
bringing  the  bends  within  a  hollow  cross-band  ami  making  the  connec- 
tion more  firm  by  dattening  the  ciossband  aud  bringing  the  shoulders 
formed  by  the  boles  through  it  more  closely  to  the  shoulders  on  the 
vertical  wires.  The  cross-bauds  are  held  in  place  solely  by  the  shonl- 
ilers  on  the  upright  wires  in  both,  the  improvement  in  the  latter  con- 
sisting merely  in  the  better  mode  of  bringing  the  shoulders  to  bear. 
1 II  the  dcfi'ndants'  cage  the  cross-bands  are  heldin  place  solely  by  these 
niciins,  aud  the  slionlders  are  brought  to  bear  by  the  plaintiff's  improved 
niettiod.  They  therefore  infringe  both  patents,  if  the  second  is  valid. 
The  only  near  approach  to  the  plaintiff's  invention  sought  to  be  pat- 
ented in  this  patent,  and  the  only  one  to  which  special  reference  is 
deemed  to  be  necessary  prior  thereto,  is  in  some  cages  made  by  John  L. 
Fisher,  inventor  and  assignor,  in  Letters  Patent  N'o.  107,326,  dated 
August  31,  1875,  for  an  improvement  in  bird-cag^s,  in  1876,  at  Buffalo. 
This  patent  is  for  a  cage  with  a  hollow  cross-baud,  like  the  plaintiffs, 
M  ith  short  Iwnds  on  the  ui)right  wires  within  the  hollow  of  the  cross- 
bund,  but  held  in  place  by  a  wire  key  iusei'ted  within  the  bends  and 
thi-uiigh  the  wire  and  locking  the  upright  wires  to  the  cross-band.  This 
is  not  the  plaintiff's  invention,  which  does  away  with  all  contrivances 
JV»r  fasteuuig,  except  the  shape  of  the  cross-band  and  upright  vires. 
The  evidence  shows  clearly  that  Fisher  made  some  cages  before  the 
l>latuti&''8  invention  without  tliis  wire  key.  Those  so  made,  without 
otiter  fitting  than  the  insertion  of  the  upright  wires  with  their  bends 
tlirongb  the  holes  in  the  cross-band,  would  not  have  a  firm  attachment 
of  the  cross-baud  to  the  wires. 
It  is  said  in  behalf  of  the  plaintiff  that  none  of  these  had  all  the  cross- 


412  DECI8I0H8  Oy  U.   8.  COUBTB  IN  PATENT  CASES. 

iMutda  without  the  key;  but  this  is  not  material,  for  one  crosa  band  aud 
its  oonoection  with  the  wires  would  show  the  inveutiou  as  well  as  more. 
The  evidence  tends  to  show  that  in  shapins  some  of  these  cages  the 
cross-bands  oat  of  which  the  ke.v  had  been  left  were  flattened,  and  » 
Ann  connection  thereby  made  between  them  and  the  npnght' wires. 
That,  if  done,  wonld  show  the  construction  of  the  plaintitrs  bccond 
patent.  But  it  is  doubtful  whether  that  was  done.  If  done,  it  was  not 
for  the  purpose  of  making  a  better  connection  between  the  bands  aud 
wires,  nor  known  then  to  have  that  effect,  but  w&s  accidental,  aud 
incidental  to  the  process  of  shaping  the  cages.  Neither  does  tiiis  effect 
appear  to  have  been  observed  before  the  date  of  the  plaintiff's  inven- 
tion, if  it  ezis  ed.  This  wonld  not  show  that  Fisher  or  those  who  saw 
his  Work  invented  or  had  prior  knowledge  of  this  thing  patented  by  the 
plaintiff  before  heinvent^^l  it.  Kev.  Stats.  IT.  S.,  sec.  4920;  Amirem 
V.  Carvtan,  13  Blatchf.  C.  C.  E.,  307. 

These  conclusions  make  it  uonecessary  to  consider  the  effect  of  the 
decision  in  the  interference  proceediujts  even  as  to  the  invention  of 
Grebner,  set  up  in  his  application,  which  set  on  foot  the-:e  proceediugK. 
The  defendants'  mode  uf  plHcing  the  bends  in  the  upright  wires  length- 
wise in  the  hollow  of  the  cross-band  may  be  an  improvement  upon  the 
plaintififu  mode;  but  if  it  is,  in  employing  that  improvement  they  make 
nse  of  the  plaintiff's  patented  invention  without  right,  although  that 
improvement  is  patented. 

The  plaintiff's  second  patent  also  contains  a  claim  for  a  feed-ciip  in 
conuection  with  the  vertical  wires  of  the  cage,  and  it  is  insisted  for  the 
defendants  that  this  invention  is  independent  of  the  other,  and  that  the 
patent  for  both  is  therefore  void.  But  these  iuveutions  are  connected 
together  by  being  appropriate  for  use  in  the  same  cage  for  the  coiumou. 
purpose  of  making  a  bird-cage,  and  uuder  these  circumstances  the 
joinder  of  both  in  one  patent  does  not  render  the  patent  void.  Emer- 
son V.  Sogg,  2  Blatchf.  C.  0.  E.,  1;  Hogg  v.  Etnersoa,  6  How.,  437. 

Let  a  decree  be  entered  tor  an  injunction  aud  an  account,  according 
to  the  prayer  of  the  bill,  with  costs. 


[Dnited  8UteR  Clrcnlt  Canrt— SoutberD  DlMrcit  of  ftew  Yorfc.] 

Weenee  v.  Reinhaedt  et  al. 

JieciiM  a^teaiber  39,  1861. 
W  0.  Q.,  1X63. 
Dedfgn  Letters  Patent  No,  11,166  coustrued  anil  siiHtftiued. 
jlfr.  Arthur  v.  Brieaen  for  the  orator. 
3£r.  Jacob  L.  Sanes  for  the  defendauts. 
Wheelee,  J.  :■ 

This  suit  is  brought  for  relief  against  infringement  of  Design  Letters 
Patent  N"o.  11,186,  granted  to  the  orator  on  application  made  March  19, 
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1S79,  for  a  desigu  for  trimming  produced  by  embossing  on  floting 
macMaerf ,  dat«d  May  6, 1879.  Tbe  orator  makea  and  sells  trimming 
according  to  bis  i>ateiit«d  design,  as  he  claims  it  to  be,  and  the  defend- 
ants admit  having  made  the  same  thing;  but  they  set  up  in  defense 
that  the  patent  does  not  cover  that  design,  that  the  orator  vas  not  the 
oiiginal  and  first  producer  of  the  design  which  it  does  cover,  and  that 
so  mncb  of  the  desigu  as  they  have  made  use  of  had  been  in  public  ose 
and  on  sale  with  the  consent  and  allowance  of  the  orator  for  more  than 
two  years  prior  to  his  application  for  the  patent. 

Tiie  impression  created  at  the  hearing  was  that  the  defendants  had 
not,  in  view  of  all  the  evidence  on  both  sides,  sustained  either  of  the 
last  two  defenses  by  the  requisite  measui-e  of  proof.  A  careful  review 
of  all  the  evidence  confirms  that  impression.  The  8i>eciflcation  and 
drawings  of  the  patent  taken  all  together  show  a  row  of  embossed, 
smooth,  oblong,  and  balf-cytiudrical  projections  between  and  parallel 
with  two  rows  of  ordinary  fluting,  which  are  the  prominent  and  original 
features  of  the  design,  and  are  what  the  orator's  trimming  mad^  under 
the  patent  shows.  This  design  is  what  he  invented.  It  proved  attrac- 
tive, and  his  patent  conferred  upon  him  the  exclusive  right  to  impress 
tbat  appearance  upon  trimmingii.  The  defendants  appear  to  have 
infringed  upon  that  right. 

Therefore  there  must  be  a  decide  for  an  ii^nuctioD  and  an  account, 
according  to  the  prayer  of  the  bill^  with  costs. 


[Uolted  Stfttei  Cinolt  Coart— Eiuteni  Dlitijot  of  PeoniflTiuilLi 

DEDEBICK  ff.  CAS8ELL  ET  AL. 

Decided  Oclober  6,  1881. 

20  0.  G.,  1233. 

1.  Rrissub — Claims. 

Extensive  division  and  eulargenientof  clMmaBftbrd  no  legal  groand  of  objection 
to  a  leisane  unless  new  matter  has  lieen  Introdnced. 
S.  Rkissuk— New  Hattbr. 

Notliing  which  ia  plainly  emhraced  in  the  Bpecifications,  model,  or  drawings  of 
the  original  patent  is  regarded  I);  the  conrta  as  new  matter.  Mechanical  combi- 
nations ahown  bnt  not  claimed  in  the  original,  may  be  tav-fnllj'  claimed  by  re- 

3.  Same. 

It  njost  clearly  appear  that  now  matter  basi  heeu  introduced  before  a  reiaane  or 
its  olaima  can  be  r^ected. 

4 .  IXKUl  SGEM  BNT — COM  BIK  ATIOS — EQUI  V  ALKTITa . 

A  patent  for  a  new  conibinntion  of  old  elements  is  iufiinged  whenever  another 
employs  snbalantially  the  same  combination  In  plan  and  elements  which  operates 
In  the  same  manner  and  produces  substantially  the  same  results.  The  doctrine 
of  cqnivaleuts,  with  slight  modificntiou)',  applies  with  its  much  force  to  such  an 
inveDtion  as  to  any  otbe^. 
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5.  Ihwntiok— Ukchanical  Skill. 

It  ia  no  aiiswer  to  aaeh  >  patent  to  My  tiiftt  th«  coaibiii»tioii  leqniTed  noiuTeDtioBi 
that  ADj  mechuile  might  hkve  wlected  the  parts  and  comhined  them.  Tlte  fact 
that  DO  mechanic  did  hefore  aelect  and  combine  tb«  parts  andprodacesacbam*- 
chin?,  Dotwitbitandlog  the  great  need  for  it,  ii  aanffloient  reply  toBnchaauggM- 

6.  DtFRiiraKXBiiT— DtrvitRBNCB  in  Forh. 

Where  the  defendant's  machine  baa  been  made  to  differ  in  form  from  that  ■■( 
the  complainant,  the  absence  of  advantage  saggests  the  thought  that  these  difTiT- 
enciK  were  resorted  to  in  the  hope  of  escaping  lesponsibility  for  inQiugement. 
7.' DtTPLiCATi  Claims. 

Two  clainiR  in  the  same  patent  or  in  different  patents  for  snbatautially  the  snn» 
combination  or  device  will  not  both  be  aastoined,  but  one  will  be  snatainetl,  if- 
otherwise  vdid,  anil  the  other  lejfieteA ;  and  the  court  will  exercise  its  diacretioD 
as  to  which  claim  shall  under  the  circomatances  be  held  good,  and  will  xafitaln 
that  claim  which  beat  protecta  the  invention. 

8.  Claim— METnon—pRucEss. 

A  claim  for  a  method  or  process  consisting  merely  in  the  necessary  mode  of  oiicr- 
ation  of  a  certain  machine  U  to  be  constraed  an  a  claim  far  the  mocliine,  and  iioi 
for  a  method  or  process  Independent  of  the  machine. 

9.  CoMMNATiOK  OF  Machisk  *Nn  Product. 

Where  an  article  is  prudnced  by  a  macbine,  and,  remaining  temporarily  in  the 
machine,  co-operates  therewith  to  produce  certain  mechanical  effects  upon  the 
articles  snbMqaently  produced,  it  cannot  be  claimed  in  combination  with  the  ma- 
chine. Notwithstanding  its  remainiug  in  the  machine  and  co-operating  tbeis- 
with,  it  is  still  merely  the  product,  aud  the  machine  must  be  claimed  iiidepeml- 
eutly  of  it. 

10.  Rkstatkhent  or  Claims. 

A  needless  and  improper  mnltipHcation  of  claims  in  a  reissue  does  not  vitiat* 
the  whole  patent,  bnt  only  the  aaperflnoiis  claims. 

Xr.  L.  Sill  for  the  complainant 

3tr.  C.  E.  Marsh,  J.  Pusey,  and  Collier  tfe  BeU  for  tbe  defeudants. 

Butler,  J..- 

Tlie  suit  embraces  seven  patents  foriatprovemeuts  in  baliD^-pressea, 
immbered  8,130,  8,316,  7,983,  8,312, 8,292,  8,296,  and  187,220.  Tbe  last 
named,  however,  the  plaintiff  has  wichdrawii.  The  first  and  second  are 
reissues  derived  from  original  No.  132,506,  dated  October  29, 1872 ;  the 
third  and  fourth  are  reissues  deriveil  from  original  'So.  132,039,  of  same 
date  as  132,5C«;  the  fifth  is  a  reissue  of  original  No.  151,477,  dated 
June  2,  1874,  and  the  sixth  a  reissue  of  original  No.  177,216,  dated  May 
9,  1S7C.  As  the  ease  now  stands  tbe  respondent  is  chargol  with  iDfrin;!- 
ing  twenty-^wo  claims,  being  the  third,  fourth,  Hftb,  sistb,  seventh, 
eighth, tenth,  and  eleventh  of  No.  8,130;  the  second  and  third  of  No. 
8,316;  the  third,  fifth,  and  eleventh  of  No.  7,983;  the  sixth,  seventh, 
eighth,  tentli,  and  eleventh  of  No.  8,312;  the  second,  fifth,  and  sixth  of 
No.  8,292,  and  tbe  first  of  No.  8,296.  Tbe  fourth  and  sixth  of  Ho.  7,!rS.t. 
and  the  fonrtb  of  No.  8,2S)G,  included  in  the  bill,  have  been  witbdmnn, 
aud  tlie  fifth  of  No.  8,292,  whicb  was  not  so  inclnded,  has  been  iutro- 
duced  for  consideration  by  agreement.  ( '(M)>j[c 
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The  anawei  denies  the  vulidity  of  the  several  patente  and  claims  and 
the  charge  of  infringement 

The  issnes  raised  can  only  be  disposed  of  intelligently  by  considering 
each  patent  and  claim  separately.  It  is  not  necessary,  however,  to 
state  at  large  onr  reasons  for  the  disposilaon  made  of  them.  To  do  so 
wonid  require  a  written  analysis  of  the  varioas  machines  and  devices 
exhibited  to  prove  anticipation  and  a  comparison  of  their  several  parts 
with  the  respective  olunui  of  the  plaintiff,  as  well  aS  a  dissertation  on 
the  former  state  of  the  art,  which  woald  involve  macb  useless  labor  and 
much  more  time  than  can  be  spared  for  the  poritoae.  The  qoestious  of 
law  involved  are  neither  new  nor  difficult,  and  the  qaestions  of  fact  are 
SQch  as  commonly  arise  in  patent  cases.  I  shall  therefore  do  little  more 
than  state  conclosions.  A  few  considerations,  common  to  all  the  pat- 
ents; and  many  of  the  claims,  can  be  disposed  of  most  profitably  at  the 
oatset. 

As  haslteen  stated,  the  original  letters  were  surrendered  and  reissues 
obtained  (for  separate  minor  or  sabordinate  combinations  as  respects 
ISo.  132,566  and  Mo.  132,639),  with  the  several  claims  of  each  origiuAl 
(or  many  of  them)dividedand  enlarged.  While  this  extensive  division 
and  enlargement  of  claims,  induced  probably  by  a  nervous  apprehension 
of  fatare  difficulties,  tends  to  confusion  and  litigation,  and  is  therefore 
reprehensible,  it  affords  no  legal  ground  of  objection  to  the  reissues, 
unless  new  matter  has  been  introdaced.  The  introduction  of  new  matter 
is  forbidden  by  the  stetute.  N^othing,  however  plainly  embraced  in  the 
specifications,  model,  or  drawings,  is  regarded  by  the  courts  as  new 
matter.  Bmtz  v.  Eliat,  6  O.  Gt.,  117;  Thonuu  v.  Manttfacturing  Com- 
pany, 16  O.  O.,  541;  Olue  Company  v.  Upton,  6  O.  G.,  S30;  Anltman 
V.  HoOy,  11  Blatohf.,  317;  8mitk  v.  Goodyear,  11  O.  G.,  246;  «.  C,  11 
Otto,  486. 

WhUe  language  may  be  found  in  QiU  v.  WeU»,  22  Wall.,  1,  and  a  few 
other  cases,  which,  standing  alone,  might  justify  a  belief  that  where  a 
general  combination  embraces  minor  sabordinate  combinations  not 
claimed  in  the  original  patent,  a  subsequent  introduction  of  claims  for 
the  latter  is  invalid,  such  a  couclneion,  however,  cannot  be  reconciled 
with  what  has  be«a  decided  elsewhere  both  before  and  since.  Henry  v. 
yelaon,  12  0.  Gr.,  753;  Kerosene  Lamp  Company  v.  Littte,lS  O.  G.,10(i9; 
ateveng  v.  Pntehard,  10  O.  G.,  505;  Brown  v.  SeU>y,  23  Wall.,  181;  Say- 
more  V.  Morgan,  11  Wall.,  644;  Pearl  v.  Ocean  Mills,  11 0.  G.,  4;  Chriiit- 
man  v.  Ramsey,  17  O.  G.,  95;  Tussel  v.  Spaeth,  14  O.  G.,  274.  The  pat- 
ent, whether  a  reissue  or  an  oiiginal,  is  entitled  to  a  presumption  in  its 
ikvor.  Saitroad  Company  v.  8timpson,liFeteTB,44S;  Stevensv.Pritch- 
flrd,  10  O.  G..  505;  fim«n«r  v.  An?M««,  13  O.G.,  870;  Smithv.aoodyear, 
ib.  To  jnstiiy  the  rejection  of  a  patent  or  its  claims,  therefore,  on  tlie 
allegation  of  new  matter  it  must  clearly  appear  that  such  matter  has 
1>cen  introduced.    A  careful  examinat'ion  of  the  originals  and  reissues 
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inTolT«d  ID  ihiB  coae  has  notaatisfled  as  that  new  matter  has  been  intro- 
duced. 

These  patents  are  principally  for  new  combinations.  A  majority  of 
patents  granted  in  modem  timAs  are  for  such  inreations,  and  they  ue 
none  the  I^bs  entitled  to  protection  and  none  the  less  valuable  ou  this 
accoant  A  nev  macfaioe  or  a  new  maoufoctore  is  tfans  produced 
■whereby  new  and  iisefiil  resnlts  are  obtained.  Such  a  machine  is  in- 
fringed whenever  another  employs  substantially  the  same  combination 
in  plan  and  elements,  wbioh  operates  in  the  same  manner,  and  produces 
substantially  the  same  result.  The  doctrine  of  equivalents,  with  slight 
modiflcatioD,  applies  with  as  much  force  to  sneh  an  inventioo  as  to  auy 
other.  Gould  v.  Reeae,  13  Wall.,  192;  Seymour  v.  Oibome,  11  Wall., 
556 ;  Gill  V.  WeOi,  22  Wall.,  14,  1 6.  Where,  however,  there  is  a  (lifter- 
ence,  not  in  form  simply,  but  in  substance,  a  dift'ereuce  in  plan  or  com- 
biuation — in  short,  a  difference  in  invention — of  course  the  one  machine 
will  not  infringe  the  other.  The  old  elements  fh)m  which  one  individaal 
has  drawn  are  open  to  all.  It  is  the  peculiar  combination  which  one 
has  effected  that  another  shall  not  copy.  It  is  the  substance  of  t^ 
combination,  however,  and  not  the  form,  that  is  to  be  regarded.  U 
the  same  plan  and  substantially  the  same  means  of  carrying  it  out  be 
employed,  it  is  but  copying. 

That  the  plaiutifl'^s  press  (considered' as  an  entire  machine)  is  the  re- 
sult of  a  new  plan  and  new  combination,  that  invention  was  necessary 
to  prodnce  it,  aud  that  great  benefit  has  resulted  &om  its  production 
and  nse  we  cannot  doubt.  An  extended  inquiry  respecting  the  state 
of  the  art  prior  to  its  invention  in  1S72  .is  nunecessary.  The  baliug- 
presses  employed  for  hay  up  to  that  time  were  of  a  primitive  character. 
The  upright  press,  principally  used,  consisted  of  a  box  or  tube  of  about 
three  by  five  feet  in  diameter,  in  which  a  platen  or  traverser  moved, 
compressing  the  hay  and  forming  the  bale  by  a  single  movement. 
While  the  hay  was  thus  held  in  position  doors  in  the  side  of  the  box 
were  opened  and  the  bale  was  bound  and  removed.  The  platen  was 
then  drawn  up  and  the  operation  repeated.  The  bale  rested  on  its  side 
while  within  the  box,  and  consequently  was  pressed  aud  bound  trans- 
versely. Longitudinal  presses  had  been  constTucted  by  laying  the  box 
or  tube  above  described  upon  its  side,  into  which  the  hay  was  inserted 
through  doors  ou  top.  After  tramping,  the  doors  were  closed  and  the 
platen  moved  forward  until  the  hay  was  compressed,  when  they  were 
Opened  and  the  bale  bound  and  removed.  Beater-presses  (referred  to 
by  the  witnesses  as  in  nse  to  a  limited  extent)  were  similar  lo  the  two 
described,  having  a  device,  however,  to  supply  the  necessity  for  ti'amp- 
iiig  while  the  box  was  being  filled.  For  baling,  cotton  presses  of  simi- 
lar construction,  though  somewhat  more  ingenious  and  complicated, 
were  employed.  Hone  of  the  sevei-al  niachincB  i-eferred  to,  however, 
were  like  the  plaintiff's,  either  in  plan  or  (rombinatiou  of  parts,  orcaiw- 
ble  of  iMjrfonning  its  functions.     If  it  be  true,  as  alleged  by  the  ck- 
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feodaot,  that  all  the  parts  embraced  in  the  plaintiff's  preaa  may  be 
found  in  the  varioos  devices  previonsly  used  to  TOmpress  hay,  cotton, 
peat,  and  clay,  the  plaintiff's  right  to  the  new  combination  which  he 
constrncted  voald  be  none  the  less  complete.  It  will  not  answer  to  say 
this  required  no  invention,  that  any  mechanic  might  h&ve  selected  the 
parte  and  combined  them.  The  same  might  be  said  wiIIl  equal  force  in 
almost  every  instance  in  which  a  patent  for  combination  is  issued.  The 
fbet  that  no  medianio  did  select  and  combine  the  parts  and  produce 
such  a  press,  notwithstanding  the  great  need  for  it,  is  a  sufficient  an- 
swer to  the  saggeation. 

The  invention  consists  in  oiugtruotingamaohine  whereby  hay  may  be 
pressed,  baled,  and  tied  off  in  a  straight  tube,  open  at  bo)ih  ends,  by  a 
«ontinuon8  opwation,  each  bale  completed  being  exp^lea  by  the  pro- 
cess of  forming  another  behind  it,  and  all  interruption  from  feeding 
tied  removing  bales  thos  avoided.  Such  a  press  was  never  before  con- 
atruoted  and  such  s  result  never  before  obtained.  The  press  consists 
of— 

A.  horizontal  tnbe,  opeu  at  both  eoda ;  a  ram  or  traveiMr  working  bank  and  forth 
rapidly  in  one  end  of  the  tube  by  means  of  a  sweep,  cranlc,  and  pitman,  which  enabled 
the  horse  or  other  power  to  move  forwaid  oontinaouslj'  without  atopping  or  iflTersiuK 
«nd  which  caooed  the  ram  to  make  strokes  or  morementa  of  tised  ext«nt  and  eqaal 
power;  an  opening  in  the  top  of  the  tube,  into  which  the  hay  was  fed,  one  forkfnl  at 
a  time,  ao  that  each  forkful  wonld  be  thrnst  forvard  to  a  fixed  distance  b,v  the  next 
iitroke  cf  the  ram,  and  thereby  compacted  Into  a  vertical  section  of  pressed  bay ;  retain- 
ing-ahoulders  in  t^e  walls  of  the  tube  at  or  near  the  forward  limit  of  the  movement  of 
the  nun,  to  keep  the  hay  sections  from  expanding  backward  on  the  return  stroke  of 
the  ram;  grooved  partitions,  to  be  inserted  betiveen  the  baUsand  moved  along  iu  the 
tube  wth  thtm,  to  separate  one  tiale  from  another,  and  to  facilitate  the  introduction 
of  the  bands ;  tie-slots  in  the  sides  of  the  tube,  to  enable  the  bands  to  be  introduced, 
passed  around  the  bales,  and  tied  off  without  intermptiog  the  feeding,  pressing,  and 
discharging  operation ;  proriaiou  for  adjuating  the  walla  of  the  tube  tOTrard  or  from 
each  other,  to  regulate  the  friction  upon  the  sides  of  the  bale,  and  a  springing  or  yield- 
ing front  face  to  the  ram  or  traverser,  to  prevent  the  bay  f^m  orerlapping  It  and  bind- 
ing bettvien  its  upper  edge  and  the  top  of  the  tube. 

This  is  the  plaintiff's  language,  but  as  a  general  description  it  is  accu- 
rate. That  the  defendants'  press  infringes  we  do  not  doubt.  Whether 
all  the  plaintiff 's  claims  are  valid  and  so  iutringed  is  yet  to  be  considered . 
But,  looking  at  each  press  as  a  whole  and  comparing  the  two,  we  find 
iio  material  or  substantial  difference.  Each  has  a  crank-toggle  and 
reciprocating  traver^,  a  press-box  and  bale-chamber  with  tyiug-slots, 
and  retaiuing-shoulders  at  its  rear  end.  Each  bailds  up  a  bale  of  sepa- 
i-ately-compressed  sections,  and  discharges  it  when  formed  through  the 
forward  end  by  means  of  additional  charges,  aud  each  has  the  adjusta- 
ble sides  at  the  front  end  of  the  bale-chamber,  to  regulate  the  friction 
of  the  passing  bale.  In  short,  the  hay  is  received,  pressed,  aud  formed 
into  bales,  held  iu  positaon,  bouud,  aud  discharged  by  the  two  presses 
substautially  in  the  same  manner,  practically  by  the^same  means  and 
mode  of  operation,  aad  with^ulwtantially  the  same  result.    Horizontal 
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tying-slota  are  found  oo  bat  one  side  of  the  defendaDts"  (while  the  plftint- 
iff's  has  them  on  both),  bnt  a  vertical  slot  or  openitig  on  the  otbei  i» 
snbatituted  for  passing  the  bands,  the  only  office  of  tying-siots.  S'eithei 
this  or  any  other  difference  fonnd  is  deemed  materUl.  Thpy  are  diftet- 
enceB  in  form  that  add  no  ralne  to  the  machine.  The  defendants'  will 
do  nothing  that  the  plaintiff's  will  not  do  as  well  and  as  expeditiously. 
The  absence  of  advantage  in  the  oomplioated  method  of  passing  the 
bands,  rendered  necessary  by  omitting  the  slots  on  one  side,  and  the 
other  diffnences  in  constraction,  might  suggest  the  thought  that  tboM 
differences  were  resorted  to  in  the  hope  of  escaping  responsibility  for 
infringement. 

Taming  now  to  the  several  letters  patent,  and  taking  ap  the  resi^ect- 
ire  claims  involved  in  their  order,  we  And  that  of  Beissue  "So.  8,130 
they  are  three,  four,  five,  six,  seven,  eight,  ten,  and  eleven,  which  read 
asMIows: 

3.  The  Biota  I,  in  conibinstion  with  th«  b«le-ctMnbei  C,  provided  with  ahoulden 
«DbaUjitiAlIy  for  the  purpolb  set  forth. 

4.  The  above- desaribed  method  of  successive!;  ejecting  finiahed  bales  from  »  press  by 
meuiH  of  additional  charges  of  material  forced  within  the  chamber. 

5.  The  procDmbent  oi  horiioDtal  preu-box  and  bale-chamber  B  C,  constmcted  with 
a  feod-oritloe  at  the  top,  as  at  A,  and  provided  with  horicontal  side-t^ing  alotsl,  aab- 
■tsnIiaUy  for  the  purpose  aet  forth. 

6.  A  press  for  baling  liaj,  cotton,  and  other  tlbroiu  material  that  is  bound  into 
bales,  so  conatmoted,  combined,  and  operated  that  the  hay  is  fed  in  or  pressed  at  on- 
end  of  the  chamlter  and  forced  out  at  the  other  end  bf  a  common  traverser  and  eiranle 
taneoos  operation,  as  set  forth. 

7.  A  preM  for  baling  hay,  cotton,  and  other  ftbraas  material  that  is  bonnd  into  bales, 
so  constructed,  combined,  and  operated  that  the  finished  bale  is  forced  ontof  one  end 
of  tlie  chamber  as  the  loose  material  is  fed  in  or  pressed  at  the  other  end  by  a  common 
traverser  and  slmaltaueons  operation,  m  setfortb. 

8.  The  traverser  E,  constmcted  with  a  coutracting  or  yielding  front,  to  wedge 
together  when  the  hay  overlaps  it,  substantially  for  the  purpose  set  forth. 

10.  The  retaining-shoulder  H,  In  combination  with  the  bale-chamber  C  and  tr»T- 
ereer  G,  for  the  purpose  set  forth. 

11.  In  a  procombent  press,  in  which  the  hay  and  other  loose  material  Is  pressed  in 
sections  into  bales,  the  slots  I,  in  combination  With  the  pieas-case  B  C  and  traveraer 
E,  for  the  purpose  aet  forth. 

Of  the  above  three,  Ave,  seven,  eight,  ten,  and  eleven  are  valid.  The 
proofe  snstain  the  presumption  of  novelty  and  ntility.  Eight  is  for  an 
improved  traverser,  seven  is  for  the  complete  machine,  while  the  otheia 
are  for  minor  or  subordinate  combinations  enibAced.  That  the  trav- 
erser is  new  is  admitted ;  that  its  novelty  is  useful  and  iuvolved  iuven- 
tion  is  quite  clear.  The  uovelty  and  utility  of  the  completed  machine 
and  the  validity  of  the  claim  for  it  have  already  been  fiiUy  considered- 
The  objection  urged  against  acme  of  the  claims  to  minor  combination, 
that  the  parts  do  not  co-operate  or  combine  in  action' does  rot  seem  to 
be  suHtaiiied  by  the  proofs.  Six  we  find  to  be  identical  with  seven,  and 
the  double  claim  cannot  be  sustained.  Four,  properly  construed,  is 
also  identical  with  seven.    It  is  for  the  effect  produced  by  constrnctinfp 
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and  Operating  the  plaintiff's  press.  It  conid  only  be  infiini^l  by  doing 
this.  Tbe  language  the  "abo\-e-de9Gribe<I  method"  and  the  otherwii^e 
implied  reference  to  the  apeciflcations  require  the  claim  to  be  rea<l  as 
one  for  the  plaintiff's  methwl  of  o])enitiiig  bis  press.  In  Blanchard  t. 
Sprague  (3  Sumner)  this  coustniction  was  made  where  there  was  much 
less  to  justify  it,  and  it  has  been  adopted  in  numerous  other  instances. 
Stone  V.  Spyague,  1  Story,  270;  Gray  v.  James,  Pet,  C,  0,  R.,  394;  Jones 
V.  Pearee,  Webster  P.  C,  123 ;  Blaitchard  Company  v.  Warner,  I  Blatchf., 
2.59;  Bailroad  Company  v.  Duboit,  13  Wall.,  47;  C/flrft  v.  Bmfietd,  10 
Wall.,  133.  If  it  were  for  a  method  independently  of  the  plaintiff's 
press,  it  would  be  bad  for  want  of  novelty.  The  same  method  of  eject-, 
ing  Hubstances  out  of  presses  by  successive  charges  of  material  behind 
has  been  in  use  time  ont  of  mind.  The  presses  fof  peat  and  brick  ex- 
hibited by  the  defendants  show  it.  That  the  substances  were  not  hay, 
baled  or  unbaled,  is  not  important.  The  method  was  the  same;  the 
application  of  it  to  other  material  would  be  but  another  use.  The  sug- 
gestion that  the  substance  so  ejected  was  not  hay,  baled  and  ejected  as 
the  plaiutiff  does  it,  brings  us  back  to  the  point  at  which  we  started  by 
illustrating  that  the  claim  is  not  for  an  independent  process,  but  for  the 
plaintifi^s,  as  x>erformed  by  his  particular  machine,  involving  his  entire 
invention.  In  either  view,  however,  the  claim  cannot  be  allowed. 
Of  lleissue  No.  8,316  the  claims  involved  read  as  follows: 
2.  The  combination  of  the  aweep  or  horse  level  with  the  crank  F  Mid  pitman  L,  for 
operating  the  traverser  of  &  baling-preso. 

.1.  The  crank  or  toggle  L  F,  in  combination  with  the  traverser  E,  receiviug-bos  B, 
and  bale-chamber  C,  anbetantially  as  described. 

Progwrly  construed,  these  claims  embrace  the  same  matter.  If  the 
first  were  confined  to  the  language  in  which  it  is  expressed,  it  would 
probably  hare  to  be  rejected  for  want  of  novelty,  for  it  would  thus  seem 
to  be  for  a  new  application  of  an  ordinary  horse-power,  requiring  no 
invention.  That  the  plaiutiff  intended  it  to  be  so  confined  is  rendered 
qnite  probable  by  the  insertion  of  the  next  claim;  which  involves  the 
same  matter,  in  combination  with  other  elements  of  his  press.  The 
same  combination,  however,  is  incorporated  in  the  first  by  necessary 
implication.  It  must  therefore  be  rejected,  the  second  of  the  two  being 
allowed  because  of  its  greater  perspicuity.  There  is  no  reason  to  doubt 
the  novelty  ornttility  of  this  claim  or  to  question  its  validity  on  any 
other  account. 

Of  Reissue  No.  7,983,  the  claims  involved  are  as  follows: 

H.  In  a  horizontal  baling-prois  in  which  the  bales  are  compressed  and  ejected  tbrongh 
the  end,  the  bale-chamber  D,  constrncCed  with  tapering  or  adjustable  sides,  to  regu- 
litt«  the  resistance  offered  t«  the  passage  of  the  bale,  for  the  piiriHwe  of  compressing 
and  bardeniug  it,  enbetautially  as  described. 

5.  The  press-head  forme«l  of  the  previoualj  completed  bale,  anbstantially  fin  tha 
purpose  set  forth. 

-11.  The  follower  0,  ae  the  partition  or  separation  between  the  finutb^d  andfo 
bnl«,  aa  set  forth.  C.OO'^lc 
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The  third  the  proofe  shon-  to  be  a  novel  and  patentable  combination. 
We  do  not  think  any  of  the  devices  exhibited  by  the  derendants  prore 
anticipation.  Its  atility  cannot  be  questioned.  The  fifth  is  invalid.  The 
bale,  claimed  as  the  "press-head,"  forms  no  part  of  the  patent«d  ma- 
chine. It  is  the  product  of  the  preu,  the  resolt  of  its  operation  and 
use.  The  eleventh,  for  the  "follower  O,  as  a  partition,"  refers  to  the 
"fbllower  O"  described  in  the  speciflcatioDS.  So  valid  objection  to  it 
is  shown. 

Of  Reissue  2T^o.  8,312,  the  clatms  involved  read  as  follows : 

6.  The  toggle  O  F,  oonmoted  to  the  reeipraeAlitig  vrmTttaer  C,  in  combiuatton  with 
the  prew-ckM  B  D,  provided  with  *  yielding  bewi  or  letuteace,  for  the  pnrpaee  Mt 
forth. 

7.  The  press-box  B,  leciprocatJug  travereer  C,  in  combination  nith  ibBle-chambcr 
D,  provided  with  »  movable  partition  between  the  forming  and  flniahed  balee. 

S.  The  pcocen  of  forming  the  bale  within  the  chamber  bj  means  of  a  movable  par- 
tition, the  traveraer,  and  the  previoail.v-«ompreaBed  bale,  Bobetantijilly  as  described. 

ID.  In  a  baling-preaa,  the  crank,  eccentric,  or  cam  or  the  ti^^cle  F  G,  in  tMnnbiBa- 
tioD  with  the  reciprocating  traverwr  C  and  baling- chamber  B  D,  provided  with  a 
moi  able  partition  frame  for  the  bales. 

11.  The  bale-cbamber  D,  provided  with  atatlonar;  ret^nlug-ahouldera,  in  combina- 
tion with  a  movable  partition  for  the  bales. 

The  sixth  differs  from  the  third  of  No.  S.316  only  in  the  last  element 
named,  "  the  yielding  head  or  resistance,"  and  as  this  element  is  ad- 
mitted to  be  the  "  finished  bale "  embraced  in  claim  five  of  No.  7,983, 
which  we  have  already  considered  and  rejected,  this  claim  also  must  be 
disallowed.  The  distinguishing  feature  of  the  seventh,  eighth,  tenth, 
and  eleventh  is  the  "movable  partition"  in  combination  stated.  If  by 
this  partition  is  meant  a  plain  slide  (a  partition  without  grooves),  as  the 
plaintifi's  testimony  as  well  as  the  language  employed  to  desmbe  the 
device  would  indicate,  the  claims  are  unjustifiable.  No  such  partition 
is  indicated  in  the  specifications,  drawings,  or  model,  for  the  very  good 
reason,  no  doubt,  that  its  use  would  be  impracticable  in  the  press.  The 
partition  there  shown  is  the  grooved  "  follower  O."  The  laafoage  of 
the  specification  is,  "  the  follower  O,  n-ith  tying-grooves,  is  inserted  in 
the  press-box  in  the  rear  of  the  finished  bale  and  forced  alomg  with  it,'* 
thus  constitntiug  a  partition  between  the  bales  and  facilitating  the  pas- 
sage of  bands.  In  the  original  patent  a  single  claim  is  founded  on  this, 
in  the  following  words :  "  10.  The  follower  O,  constructed  with  grooves 
on  both  sides,  in  combination  with  the  bale-chamber,"  &c. 

In  the  Reissue  No.  7,983  two  claims  are  founded  upon  it,  as  follows : 
"  6.  The  follower  O,  constructed  with  grooves  on  both  sides  for  the  ties, 
in  combination  with  the  bale-chamber,"  &c.;  and  "11.  The  follower  O, 
as  a  partition  or  separation  between  the  finished  and  forming  bale." 

Whatever  the  plaintiff  may  have  intended  by  the  term  "movable  par- 
tition," as  employed  in  the  claims  now  under  consideration,  it  must  be 
held  to  refer  to  the  "  follower  O,"  the  only  movable  partition  c<Hitem- 
plated  in  the  original  application  for  ft  patent.  The  attempt  to  fonad 
-^our  additional  claims  on  this  device,  as  here  exhibited,  is  censonUite. 
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If  the  purpose  was  to  vary  the  character  of  the  device,  it  was  an  effort 
to  expand  the  scope  of  the  invention.  If  not  this,  it  is  a  senseless,  con- 
fasiog,  and  tl  refore  mischievous  multiplication  of  claims  for  the  same 
subject-matter.  Construing  the  term  "movable  partition"  to  mean  the 
"  follower  O,"  everything  embraced  in  these  claims  is  fully  covered  by 
the  sixth  and  eleventh,  just  referred  to.  Beading  the  latter  in  connec- 
tion with  the  specifications  and  drawings  (as  we  must),  they  include 
every  element  and  combination  here  embraced.  The  "  process,'*  as  it  is 
called  iu  the  eighth,  is  simply  the  operation  and  effect  of  the  plaintitf's 
piess,  with  the  "  follower  O  "  used  iu  the  manner  set  forth  in  the  speci- 
fications.   The  claims  are  disallowed. 

Of  Reissue  No.  8,293,  the  claims  involved  read  as  follows: 
2.  Id  that  clasa  of  horizontal  prooesa  In  which  the  bky  i»  fod  ftnd  preaMd  in  wotioDS 
by  a  nciprocatiDg  traverser  and  ccank  or  toggle  power,  as  set  fbrlli,  the  loose  or  ad- 
justable sweep  or  borse-lev^r,  for  the  purpose  set  forth. 

5.  In  that  cImb  of  baling-preneH  \n  which  the  hay  is  fed  and  pressed  in  sections,  a 
press-case  provided  with  a  screen-bottom  nnder  the  reciprocating  traverser  D,  and  in 
combination  with  the  same,  for  the  purpose  set  forth . 

C.  In  a  baling-press  in  which  the  material  is  compnwsed  In  sections  by  a  reciprocat- 
ing traverser,  the  pressing  devices  so  arranged  and  operated  that  the  reaction  or  elas- 
ticity of  the  pressed  material  shall  reverse  the  traverser  without  turning  the  horse- 
lever  or  sweep. 

Here,  again,  two,of  the  claims,  the  second  and, sixth,  embrace  the 
same  matter.  Each  is  substantially  for  an  arrangement  of  the  power 
and  pressing  devices,  such  as  is  described  in  the  si>eciflcations  and  shown 
in  the  model  and  drawings  to  prevent  thereactiOQ  or  rebound  of  thepressed 
material  throwing  the  lever  against  the  horses.  The  matter  embraced 
is  new  and  patentable,  but  the  double  claim  cannot  be  allowed.  While 
it  may  be  a  matter  of  indifference  whether  the  one  or  the  other  be  re- 
jected, we  will  reject  the  second  and  allow  the  sixth.  In  the  fifth  the 
only  element  demanding  consideration  is  "  the  screen -bottom"  under  the 
reciprocating  traverser.  The  claim  is  not  to  the  screen,  and  could  not 
be,  for  this  is  a  verj-  old  device,  but  is  for  placing  it  in  th«  press-box 
under  the  traverser.  It  is  for  an  improvement  added  to  the  press  in 
1874.  A  similar  screen  is  found  in  the  Wallen  patent  for"baliug- 
presses,"  of  1873,  inserted  in  the  bottom  of  the  press-box,  and  partly  at 
least  nnder  the  traverser,  or  .thti  space  over  which  it  passes,  designed 
for  the  same  use  and  answering  the  same  purpose  as  iu  the  plaintiff's. 
That  it  is  less  serviceable  in  the  Wallen  press  is  not  important.  This 
results  not  from  any  difference  in  the  device  or  its  location  in  the  box 
or  combination  with  the  traverser  or  other  parts  of  the  press,  but  from 
the  difference  iu  the  presses  themselves  and  in  the  methods  of  forming 
bales.  In  Wallen's  the  bale  is  formed  in  the  press-box,  into  which  the 
required  quantity  of  hay  is  placed  before  any  pressure  is  applied,  thus 
tiflording  but  little  opportunity  for  the  escaxte  of  dust  through  the  screen 
below,  while  in  the  plairitilTs  the  bale  is  formed  in  a  separate  chamber, 
into  which  each  forktHil  of  hay  is  pushed  as  pitched  in,  thus  allowing 
the  dnst  of  each  in  snoceaslon  to  fall  upon  and  paaa  through  the  screen. 
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This,  diflerence  or  peculiar  constmotioD  of  the  plaintifTB  press  does  not 
enter  into  bis  claim  for  the  improvemeut  noder  consideration.  The 
presR,  as  we  have  seen,  is  covered  by  previooslj'-issoed  patents.  He  is 
entitled  to  no  greater  consideration  as  respects  this  improvement  of  it 
than  a  stranger  woald  have  been  if  be  had  made  it  His  clwm  can  only 
be,  as  ill  terms  it  is,  for  adding  a  screen  to  the  press,  previously  c<m- 
Btmcted  and  patented,  Jnst  as  he  did  it.  In  this  view  it  is  plain  that 
what  he  thns  did  was  bat  oopying  what  WalJen  had  done.  There  was 
nothing  whatever  new  about  it.    The  claim  is  therefore  disallowed. 

Of  Beissue  So.  8,296,  the  only  claim  involved  ia  the  following: : 

1.  The  prM»-«aw  provide)]  with  one  or  more  apertures,  O,  for  the  pnrpoae  set  forth. 

We  do  not  find  any  vaUd  objection  to  this  claim,  which  is,  as  the  one 
preceding  was,  for  an  improvement.  It  waa  a  nsefiil  addition  and  was 
novel.  That  it  was  not  inHerted  in  the  original  patent  for  the  improve- 
ment is  unimportant.  It  is  very  plainly  described  in  the  specifica- 
tions, and  althongh  an  occasional  use  of  it  only  was  then  coutemplated, 
the  propriety  of  inserting  it  in  the  reissue  cannot  now  be  t]ueationed. 

This  disposes  of  the  several  claims  so  far  as  respects  the  qneatiou  of 
validity.  The  question  of  infringement  need  not  ocenj»y  much  more 
time  than  has  already  been  devoted  to  it  in  contrasting  the  two  presws 
as  complete  or  entire  machines.  To  thethird,  fifth,  tenth,  and  eleventh 
claims  of  No.  8,130  and  the  third  of  Ko.  8,31C,^which  are  for  combina- 
tions into  which  the  plaiutilf's  bale-chamlier  enters  as  an  element,  the 
defendant  answers  that  he  does  not  use  such  a  bale-chamber,  and  con- 
sequently does  not  infringe.  What  we  have  already  said  in  comparing 
the  two  presses  generally  disposes  of  this  answer  so  far  as  we  are  con- 
cerned. We  are  unable  to  discover  any  material  difference  in  the  two 
bale -chambers,  and,  finding  the  several  combinations  aud  matters  in- 
volved iu  these  claims  embraced  in  the  defendants'  machine,  we  must 
and  do  find  them  to  be  infringed.  Thi«  leaves  for  consideration  the 
seventh  and  eighth  of  No,  8.130,  the  third  aud  eleventh  of  No.  7.983,  the 
sixth  of  No.  8,292,  and  the  first  of  No.  8,'29G.  As,  however,  the  seventh 
of  No.  8,130  embraces  the  entire  press,  the  question  of  infringement  re- 
specting it  is  already  disposed  of.  The  eighth  is  very  clearly  infringed. 
The  defendants'  traverser  is  so  like  the  i)laintiff's  that  they  cau  hardly 
be  distinguished.  Iu  character  and  efl'ecttheycanuotbe.  The  formal 
difierence  resorted  to  by  the  defendants  is  immaterial.  The  thinl  and 
eleventh  claims  of  No.  7,983,  the  sixth  of  Ko.  8,292,  and  the  first  of  No, 
8,296  are  also  infringed.  Tlie  matters  claimed  distinctly  appear  iu  the 
defendants'  press. 

Thid  disposes  of  a  case  so  far  us  we  are  concerned  that  has  involved 
an  unusual  ejti>enditure  of  time  aud  lalior,  and  iu  which  the  interests  of 
both  x>arties  have  been  presented  with  unusual  ability. 


b,Googlc 
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[Strang  Cooit  of  tba  DUtrict  of  Colnmblki  1 

MUBBAY  r.   AaBB  ET  AL. 

Dtcided  JMuary  Tirm,  18H1. 

SO  O.  G.,  1311. 

Salr  of  Fatknt  bt  Ordkr  of  Court— Trustkb  to  AsaioK. 

A  court  of  equity  msj  direct  Hie  sale  of  the  iDtereatof  an  inventor  in  his  pttont 
in  order  to  satlBf;  a  jQdgment  obtalbed  ajtainat  blm  in  a  oonrt  of  law,  the  writ  of 
execDtioii  having  been  Mtnmed  nulla  bona,  and  for  that  pnrpose  will  reqiiire  tha 
patente«  to  make  an  aaaigameut  of  the  patent,  as  provided  in  moUod  4896  of  th« 
R«vi«ed  8tatat««  of  the  United  States,  and  iu  default  of  snob  aieigumeut  within  a 
limited  time  will  appoint  a  tnut^,  with  authority  to  execute  the  saue. 

Masrt.  Sine  &  Thomas  for  tbe  plaintiff. 

Mr.  T.  T.  CntUitden  and  Mr.  Warrick  Martin  for  the  defendaut*. 

Mr.  Justice  Haoneb  delivered  the  opinion  of  the  coart: 

The  bill  in  this  case  i»  filed  by  Talbot  G.  Murray,  alle^ng  the  recov- 
ery by  him  of  a  judgment  on  the  law  side  of  this  court  against  the  de- 
fendants, Wilaon  Ager  and  others,  for  92,164.66,  It  avers  .that  an  ez- 
ecntion  was  duly  issued  upon  the  judgment,  which  was  returned  nulla 
bona  by  the  marshal;  that  the  defendant,  Wilson,  Ager,  is  the  inventor 
and  owner  of  certain  inventions  secured  to  him  by  letters  patent  fi-om 
the  Uuit«d  States,  which  are  described  in  the  bill  "for  improvement 
in  machines  and  processes  for  decorticating  grain;"  that  the  complain- 
ant is  without  any  mean8>of  realizing  his  judgment,  except  by  the  sub- 
jection of  the  patent  right  to  its  payment,  and.  the  bill  prays  that  bis 
rights  as  patentee  mny  be  sold  under  the  decree  of  the  court  and  the 
proceeds  applied  to  the  payment  of  the  judgment;  that  an  injunction 
may  be  granted  to  restrain  the  defendant,  Wilson  Ager,  from  selling  or 
assigniug  the  patents  during  the  pendency  of  the  suit,  and  that  the  de- 
fendant, after  sale  had  been  made,  may  be  comi>elled  to  execute  such 
assignment  of  the  patents  to  the  purchaser  as  may  be  necessary  to  vest 
the  title  in  conformity  with  the  patent  laws  of  the  United  States. 

Tbe  defendant's  answer  admits  the  rendition  of  the  judgment,  the 
return  nnsatistled  of  the  execution  issued  thereon,  and  that  be  is  the 
owner  of  the  patent  rights  described  in  the  bill ;  but  he  claims  that  these 
are  not  subject  to  seizure  and  sale  under  the  proceedings  instituted  by 
the  complainant. 

The  court  below  passed  a  decree  dismissing  the  bill,  and  the  com- 
plainant appealed  to  this  court 

The  question  involved  in  the  case  is  one  of  great  interest  and  of  nov- 
elty, so  far  as  we  have  been  able  to  discover. 

It  is  infflsted  upon  tbe  part  of  the  patentee  that  the  rights  secured  to 
him  by  his  patent  cannot  be  made  the  subject  of  sale  by  any  process  at 
law  or  in  equity  against  his  consent. 

The  Constitution,  by  article  I,  section  S,  declares  that  Congress  shall 
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bave  power  to  promoto'  the  progress  of  Bcience  and  the  oeefal  arts  by 
secoring  for  limited  times  to  authors  aod  iDventors  the  exdosive  right 
to  their  respective  writings  aad  discoveries.    In  conformity  with  tbis 
provision  a  carefiil.  system  of  laws  has  been  devised  regulattug  the  ia- 
sae  of  patents  aod  directing  the  mode  in  which  tiiey  may  be  assigned. 
Section  1898  of  the  Bevised  Statotes  declares  that  every  each  patent  or 
iuterest  therein  shall  be  assignable  in  law  by  an  instrument  in  writing, 
and  that  snch  assignment  or  conveyance  shall  be  void  a.s  against  any 
sabseqaent  purchaser  ox  mortgagee,  for  valuable  consideratiott  withoot 
notice,  unless  recorded  in  the  Patent  OfBce  wiUiin  three  months  &oiij 
its  date.    Section  4896  prescribes  the  mode  in  which  a  pattsnt  may  be 
issoedjto  an  execotor  or  administrator  of  an  inventor,  in  trust  for  big 
heirs  at  law  or  devisees,  in  ease  of  the  death  of  the  patentee  before  the 
issue  of  the  patent,  and  declares  that  the  patent  shall  be  eitjoyed  by   . 
his  representatives  or  devisees  in  as  full  manner  and  on  the  same  tenuB   | 
and  conditions  as  it  might  have  been  eiyoyed  by  the  original  patentee,   j 
Similar  provisions  exist  in  the  statutes  with  reference  to  copyrights,    I 
which  are  declared  to  be  assignable  by  an  instniment  in  its  prescribed    i 
form  recorded  in  the  office  of  the  Librarian  of  Congress.  i 

It  is  insisted  upon  the  part  of  the  patentee  that  it  is  well  settled  up- 
on authority  that  the  patent  right  in  the  hand  of  the  inventor  cannot 
be  made  the  subject  of  sale  under  an  execution  at  law,  and  the  case  in 
14  Howard,  628,  Stevem  v.  Cadi/f  is  relied  upon  as  establishing  this  propo- 
sition. It  is  to  be  observed  that  the  case  refers  to  a  copyright,  and  not 
to  a  patent  right,  and  although  it  is  intimat«a  in  the  case  of  htevms  v. 
QlaMing:,  in  17  Howard,  454,  that  there  is  no  common  law  copyright  in 
this  country,  it  is  well  settled  that  there  existed  at  the  commou  law  > 
marked  distinction  between  the  rights  of  an  author  to  his  writings  and 
those  of  an  inventor  in  his  inrention.  The  authorities  declare  that, 
independent  o^  statute  or  of  grant  from  the  government,  an  anthor  had 
a  .right  to  the  exclusive  publication  of  his  writings  while  no  such  excln-  I 
sive  right  existed,  independent  of  statute,  in  an  inventor.  This  lust 
position  is  asserts  by  Judge  Taney,  in  10  Howard,  Qaylor  v.  WiUler, 
who  declares  that  an  inventor  has  no  exclusive  right  to  his  inveotion 
until  he  obtains  a  patent,  and  that  no  action  could  be  maintained  by  an 
inventor  against  any  one  for  using  it  before  the  issuing  of  the  patent 
The  text'Writers  explain  this  distinction  upon  the  idea  that  the  writer 
O'eates  something  which  bad  no  existence  until  produced  by  himself,  as 
the  "  Paradite  Lost^  could  never  have,  been  written  unless  Milton  had 
composed 'it;  whereas  an  inventor,  like  a  discoverer  in  astronomyor 
geography,  only  brings  to  light  matters  which  had  existed  long  pre- 
viously, as  the  propulsive  power  of  steam  must  have  been  discovered  | 
sooner  or  later  if  the  attention  of  Watt  had  never  been  tomeil  to  the 
subject. 

But  conceding  that  patent  rights  and  copyrights  stand  on  tfae  same 
footing,  let  us  examine  how  the  decision  in  14  Howard  controls  the 
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preseut  iuquiry.  The  facts  of  tliat  case  are  that  the  eomplainant  took 
oat  a  copyright  of  a  map  of  the  State  of  Rhode  Islaad;  that  while  ea- 
gaged  in  publishing  and  selling  the  map,  by  rirtae  of  the  copyright, 
a  jadgment  was  recovered  againat  him  by  a  creditor,  execution  iwned, 
and  the  copper-plate  upon  which  the  map  in  qnestiou  was  eDgraved 
was  seized  and  Rold  by  the  sheriff  to  the  defendant,  who  thereupon  pro- 
ceeded to  strike  from  the  plate  copies  of  the  map ;  and  the  prayer  of  the 
bill  was  that  an  injunction  might  be  granted  to  restrain  its  printing  and 
pablishiug  in  violation  of  the  complainant's  copyrigbt. 

The  single  question  iu  the  ease^  say  the  court,  is  whether  or  not  the 
property  acquired  by  the  defendant  in  the  copper-plate  at  the  sheriff's. 
Hale  carried  with  it,  as  an  incident,  the  right  to  print  and  pnbbsh  the 
map  engraved  upon  its  face.  The  Supreme  Court  declare  that  all  that 
was  sold  by  the  sheriff  was  the  piece  of  copper  upon  which  the  map  was 
engraved;  that  the  sheriff  did  not  attempt  to  sell,  and  bad  no  right  to 
sell  under  the  execution,  the  copyright. 

The  copj-right  is  the  exclusive  light  to  the  mnltlpIicMiou  of  the  copies  for  the  beue- 
fit  of  the  antbor  or  his  Rgsigaees,  disconneoteil  from  the  plitt«  or  Mij  other  pbysickl 
existcDce.  Jt  ia  an  iucorporeal  right  to  print  and  publish  the  map,  or,  a«  said  b;  Lord 
Mansfield  iu  ilillerv.  TaglOF{i  Bnn-.,2396),  u  property;  in  motion,  and  haiino  corporeal 
tangible  Babstance. 

The  court  proceeds : 

The  copper-plate  eogiaring,  lifce  any  other  tangible  personal  property,  is  the  sub- 
ject of  seiznre  and  sale  i)n  execntion,  and  the  title  paaaes  to  the  purchaser  the  same  as 
if  made  at  a  private  sale;  bnt  the  incorporeal  right  secured  by  the  statute  to  th» 
oathortomattiply  copiesof  the  map  by  the  useof  the  plate  being  intangible  and  rest- 
ing altogether  in  grant,  Is  not  the  subject  of  seizure  or  sale  by  meuUB  of  thin  process;, 
certainly  not  at  commoii  law. 

So  far  as  this  applies  to  copyrights,  it  seems  expUuit  euoagh.  Bnt 
the  court  proceeds : 

No  doubt  the  property  may  he  leachetl  by  a  creditor's  bill  and  be  applied  to  the  pay- 
ment ofthe  debts  of  the  author  the  same  as  stock  of  tho  ilebtor  is  reached  and  applied, 
the  court  compelling  a  transfer  and  sale  of  the  stock  for  the  benefit  of  the  creditors. 
Bat  in  case  of  sach  a  remedy  we  suppose  it  would  be  necessary  for  tlie  conrt  to  com- 
pel a  transfer  to  the  purchaser  iu  conformity  with  the  requirement  of  the  copyright, 
act  inorder  to  invest  him  with  a  completetitle  to  tbeproperty.  •  ■  •  An  assigu- 
luent,  therefore,  that  would  invest  the  assignee  with  tlie  property  of  the  copyright 
aeoording  to  the  act  of  Congress  must  be  in  writing  nnd  signed  in  the  presence  of  two 
witnesses,  and  it  may  be  well  doubted  whether  a  transfer  even  by  a  sale  under  a  de- 
cree of  B  court  of  chancery  would  pass  th^  title  go  as  to  protect  the  purchaser  iinlesei 
by  a  conveyance  in  conformity  with  this  requirement. 

The  bill  In  the  present  case  is  evidently  framed  in  conformity  with  the 
suggestion  in  the  opinion  of  the  Supreme  Court,  and,  as  we  understand 
it,  is  wanttnted  by  the  debberate  judgment  of  that  tribunal. 

It  is  insisted,  however,  npon  the  part  of  the  patentee  that  so  mach  of 
the  opinion  as  asserts  that  the  copyright  may  be  subjected  to  a  decree 
in  equity  is  obiter  dictum,  and  that  it  is  overruled  in  the  subsequent  case 
of  Stevmt  V.  Gladding  (17  How.,  .450).    That  case  arose  under  the  same 
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state  of  racts  and  iavolved  the  same  controversy  which  vaa  determined 
in  14  Howard.  It  ^ipeara  tliat  under  the  opinion  in  14  Howard  the 
caae  was  remanded  to  the  circuit  court  for  the  district  of  Rhode  Island. 
When  the  mandate  arrived  the  judge  who  heard  the  case  below  had 
died,  and  when  the  case  of  Stevent  v.  Oladding  was  called,  the  counsel 
for  tiie  respondent  desired  to  be  beard,'  'Hhoagb,"  as  the  jadf^e  states, 
"  be  ftankly  avowed  that  the  question  passed  on  in  the  former  c  j»v  was 
the  only  one  which  ooold  now  be  raised." 

We  bave  examined  that  decision  with  oare,  and  we  can  see  nothing 
in  it  that  can  be  considered  as  reversing  the  ruling  in  14  Howard^  which 
asserts,  as  we  understand,  the  right  to  maintain  such  a  bill  as  the  pres- 
ent one.  Judge  Curtis,  in  bis  opinion,  sbtt«R  tbat  the  positions  assumed 
by  the  counsel  of  the  judgment  creditor  are  that  copy  and  i>atent  rights 
are  subject  to  seizure  and  sale  on  execution ;  that  whenever  the  owner 
of  the  copyright  of  a  map  causes  a  plate  to  be  made  which  is  capable 
of  no  beneficial  use  except  to  print  his  map,  he  thereby  annexes  to  the 
plate  the  right  to  use  it  for  printing  the  map,  and  also  the  right  to  pub- 
lish and  sell  tbe  copies  and  print  It;  and  tbat  when  the  plate  is  sold  on 
execution  these  rights  pass  with  the  plate  as  incidents  or  aoceaeories 
thereto,  though  no  mention  is  made  of  them  in  the  sale. 

It  is  in  reference  to  this  contention  that  Judge  Curtis  uses  tbe  Ian 
gnage  which  has  been  relied  upon  in  behalf  of  the  pateutee  in  this  case. 
He  declfu^  that  there  would  be  "great  di£Scnlty  in  assenting  to  tbe 
proposition  tbat  patent  and  coi>y  rights  held  uuder  the  laws  of  the 
United  States  are  subject  to  seiznte  and  sale  on  execution."  Not  to 
rei>eat  what  he  said  on  this  subject  in  14  Howard,  531,  it  may  be  added 
tbat  these  incorporeal  rights  do  not  subsist  in  any  particniar  State  or 
district — they  are  coextensive  with  the  United  States.  There  is  noth- 
ing in  any  act  of  Congress  or  in  the  nature  of  tbe  rights  themselves  to 
give  them  locality  anywhere  80  as  to  subject  them  to  the  process  of 
courts  having  jurisdiction  limited  by  the  lines  of  States  and  districts; 
that  an  execution  out  of  the  court  of  common  pleas  for  the  county  of 
Bristol,  in  the  State  of  Massachusetts,  can  be  levied  on  an  incorporeal 
right  subsisting  inBhode  Islaud  or  New  York  will  hardly  be  pretended; 
tbat  by  the  levy  of  such  an  execution  the  eutire  right  could  be  divided, 
and  so  much  of  it  as  might  be  exercised  within  the  county  of  Bristol 
sold,  would  be  a  position  subject  to  much  difficulty. 

It  thus  appears  that  the  question  aUuded  to  by  Judge  Curtis  is  that 
which  had  been  urged  in  argument  by  counsel,  viz :  the  right  to  subject 
tbe  copy  and  patent  right  to  sale  by  execution  at  law,  and  that  the 
difScuIties  suggested  by  the  judge  have  reference  only  to  the  sale  under 
Bucb  an  execution.  But  tbe  Supreme  Court  in  tbe  next  sentence  show 
that  they  do  not  design  to  decide  even  this  point.    Judgd  Curtis  adds: 

Tbeae  are  important  qaeetiong,  on  which  w«  do  not  flud  it  neCeMnry  to  ezprcM  ftu 
opinion,  becan>e  in  this  caw  Deithet  the  co;)yright  as  aaah  nor  auf  part  of  it  iraa  at- 
tempted to  be  sold. 


DECI8IOK8  OP  U.   8.  COURTS  IN  PATENT  CASES.  427 

And  the  judge  proceedH  to  shon-  that  the  only  thing  attempted  to  be 
sold  by  the  sheriff  was  the  right  to  the  copper-plate  on  which  the  m^ 
had  been  eugraved. 

lu  a  later  part  of  the  opiuioii  ttie  judge  says: 

Fi>r  thM«  i«<ui>nii,  m  well  aa  iNuae  aUied  In  14  Howard,  our  ooDclaslon  i»  that  the 
merenwnFrBhipof  theropper-pUteof  a  niap  l)y  the  nirnernf  the  copyright  does  not 
attach  to  the  plate  the  cxcluidTi!  right  ofpriDling  and  piibliabiagtlic  map  held  iiiider 
the  act  of  Congreaa  or  any  part  therrof,  bat  Che  mrorynreal  right  nuhaiHtji  wholly  aep- 
ftratefrom  and  indepeudent  of  the  iilatc,  and  does  nut  pass  with  it  bj-  a  xale  thereof 
on  Fxeention. 

The  only  questions  beyoud  this  vrhieh  are  discussed  by  the  court  are 
whether  the  prayer  of  the  bill  that  the  penalties  imposed  by  the  aet  of 
<!>oitgre8S  shall  be  decreed  against  the  purchaser,  aud  whether  thei'e 
should  be  an  acconnt  of  the  proBts.  We  see  nothing  iu  the  decision 
which  iu  any  way  can  be  lield  as  a  withdruwat  by  the  Supreme  Court 
of  the  distinct  assertion  in  14  Howard  that  au  interest  under  a  copy  or 
patent  rightcan  be  subjected  to  the  jiaymeut  of  the  debts  of  the  patentee 
by  a  proceeding  in  equity. 

Tbeargumeot  ab  tticoaTettiente  urged  by  Judge  Curtis  as  a  reason  why 
aach  rightsshonlu  not  be  considered  as  liable  to  seizure  under  an  execu- 
tion at  law  is  invoked  in  the  present  case.  It  is  insisted  that  the  Con- 
stitution and  laws  passed  are  designed  to  secure  to  the  inventor  and  au- 
thor the  rights  to  their  inventions  and  writings,  and  that  this  provision 
would  be  nullified  if  those  rights  were  subject  to  seizure  iu  any  way  bo 
creditors.  Bnt  it  is  plain  that  the  benefit  designed  by  The  constitutrnnal 
provision  would  be  no  more  destroyed  by  their  sale  for  the  payment  of  the 
inventor's  creditors  than  by  tiie  voluntary  sale  by  himself.  If  sold  to 
l)ay  his  debts,  he  has  alivady  obtained  the  benefit  of  the  grant  as  much 
as  if  sold  of  his  own  motion.  It  is  clear  that  he  would  have  the  right 
volnntarily  to  sell  his  entire  right  in  any,  the  remotest,  portion  of  the 
cointtrj'.  ^Notwithstanding  that  those  rights  are  co-extensive  with  the 
Union,  they  would  )>ass  to  his  i>et'soual  representative  or  legatee,  aud 
oonid  be  subjected  to  the  payment  of  the  debts  of  such  heir  or  devisee 
in  any  part  of  the  countrj'. 

It  was  iong  ago  settled,  as  far  back  as  the  case  in  3  Bos.  &  Pul.,  777, 
Sesae  v.  titcvenson,  decided  iu  1803,  that,  imleiJcndent  of  any  provision 
in  the  English  bankrupt  law,  the  right  of  the  patenti-e  in  an  invention 
would  pass  as  assets  to  his  assigoe*  iu  l)ankniptoy.  Lord  Alvanley,  in 
deliveriug  the  opinion  in  the  case,  says : 

But  if  the  inventor  avail  hiir>Be1f  of  hia  knowledge  and  skill,  and  thereby  itctiiiire 
a  bi'ueficial  interest  which  may  be  thf  subject  of  Hgaigiimf  iit,  I  cannot  frame  to  myself 
an  arjtiiment  why  that  intereat  Bhniil<1  not  pass  iu  the  same  manner  as  any  other 
{iroperty  acqnired  by  his  personal  iiidiistry.  -  -  -  \Ve  are  therefore  clearly  of  the 
npinioa  that  the  Interest  iu  the  letters  patent  was  an  Interest  ofsncli  a  natnre  as  to 
bo  The  subject  of  an  anigunient  by  the  couiuiissiouers  iu  bankruptcy. 

And  by  the  last  bankrupt  law.  Revised  Statutes  of  the  United  States, 
section  5046,  iKitent  rights  aud  copyrights,  with  the  other  classes  of 
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property  therein  eRiunerated,  Me  express! j  declftred  to  be  rested  iu 
Aangnee  of  the  banlu-apt.  By  section  5063  the  assignee  is  required  to 
Hell  all  the  estate  of  the  bankrupt  upon  such  terras  aa  he  thinks  most 
for  the  interest  of  the  creditors. 

It  cannot  be  denied  that  under  this  authority  the  assignee  could 
make  sale  of  the  interest  of  a  bankrupt  patentee  iu  the  most  valuable 
patenta  iu  the  remotest  comer  of  the  conntry,  iu  Alaska,  or  at  the  Dry 
Tortogas,  and,  nnless  his  discretion  in  this  respect  was  restrainetl  by  a 
court,  npon  the  ground  that  its  exercise  ^as  manifestly  iqjurions  to  the 
interest  or  the  estate.  If  the  fact  that  the  operation  of  the  patent  is 
co-extensi%-e  vith  the  Union  is  sufficient  to  infer  the  absence  of  the 
power  of  sale  nnder  a  decree,  as  sugt^ested  in  14  Howard,  it  is  not  easy 
to  see  why  the  same  difficulty  should  not  preveut  the  exercise  by  tlie 
aaa'gnee  in  bankrjptoy  of  what  woald  be  his  ni(ini  s'.ioned  right  of  the 
disposition  of  the  patent  right. 

If  the  contention  on  the  part  of  the  patentee  in  this  case  is  correct, 
then  it  results  that  there  may  be  a  class  of  property  in  this  country, 
yielding  great  revenues  &om  the  royalties,  which  wonld  be  exonerated 
by  thiS'Special  exemption  from  the  responsibility  which  attaches  to  all 
other  classes  of  property— payment  of  the  honest  debts  of  the  debtor — 
and  that  one  possessed  of  such  patent  rights,  by  skillfully  refusing  to 
invest  hisrevenues  in  auy  other. description  of  property,  may  snccess- 
fnlly  baffle  his  creditors,  though  they  may  have  supplied  him  with  the 
very  means  which  enabled  him  to  achieve  the  success  of  his  patent. 

We  have  been  referred  to  two  decisions  alleged  to  have  been  made  in 
this  court — one  by  Justice  Wylie  and  the  other  by  Justice  Mac  Arthnr — 
in  which  it  is  stated  that  the  position  contende<l  for  by  the  patentee  in 
this  case  was  sustained ;  but  an  inquiry  from  those  judges  has  satisfied 
ns  that  the  cases  went  oft  on  other  points. 

We  have  been  referred  to  some  decisions  which  it  is  alleged  are  at 
variance  with  the  conclusions  at  which  we  have  arrived,  but  a  careful 
examination  of  them  has  satisfie<l  us  that  such  is  not  the  case.  The 
case  in  1  Holmes's  Beports,  puge  152,  which  decides  that  the  trustee  m 
insolvency,  under  the  Massachusetts  statute,  has  no  title  to  a  patent 
right,  prwieeds  upon  the  express  words  of  the  statute,  which  declares 
that  only  those  species  of  property  which  can  be  seized  by  execution  at 
law  pass  to  the  assignee;  ami  ns  it  is  settled  that  a  patent  riglit  can- 
not be  taken  under  «n  execution  kt  law,  the  statute  necessarily  ex- 
cluded it  as  assets  from  the  trustee  in  insolvency.  The  case  in  1  Oalli- 
son,  485,  simply  declares  that  a  sheriff  who  had  sold  under  execution 
a  number  of  patented  machines  for  a  debt  due  by  tlie  patentee  could 
not  be  held  liable  under  that  provision  of  the  patent  law  which  declares 
that  the  sale  of  patented  machines  without  the  consent  of  the  patentee 
shou'd  subject  the  vendor  to  suit  for  damages. 

In  the  case  in  4  B.  Monroe,  09C,  Cooper  v.  Ownn,  it  is  decided  that 
where  (ui  author  had  conveyed  the  copyright  of  a  book  to  a  trustee 
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tor  tlie  benefit  of  his  ^fe  in  ftnuil  of  his  creditors  a  judgment  recovered 
by  tlie  trustee  against  tbe  pnrcbaser  of  ttie  patent  right  for  part  of  the 
purchase-tnoaey  coald  be  subjecteil  in  equity  to  the  payment  of  a  judg- 
ment recovered  by  a  creditor  agaioat  the  patentee,  and  the  remark  of 
that  court  relied  upon  by  the  patentee's  counsel  la  this  case  as  sustain- 
ing their  position  were  not  required  in  the  case,  and,  in  our  opinion,  do 
not  support  their  contention. 

We  have  been  appealed  to  with  great  earnestness  to  decide  in  favor 
of  the  inviolability  of  the  right  of  the  patentee,  for  the  reason  that 
patenteeK  as  a  class,  notwithstanding  the  benefits  they  confer  upon  the 
couimuDityj  seldom  participate  in  tlte  profits  which  are  derived  tVoui 
their  inventions ;  that  they  live  laborous  lives  and  die  poor ;  and  it  is 
urged  that  it  would  be  an' additional  hardship  to  deprive  tkem  of  the 
exemption  snpposed  to  be  secured  to  them  by  their  grant  from  the 
United  States. 

Assuming  the  correctness  of  this  supposition,  and  th«t  it  is  tme  that 
they  seldom  reap  the  benefit  of  their  labors,  it  results  that  what  is 
snpposed  to  be  the  present  state  of  the  law  exempting  those  interests 
from  sale  does  not  operate  very  beneficially  in  their  behalf.  If,  not- 
withstanding the  assumed  exemption,  they  receive  ffoah  slender  profits 
from  their  labor,  a  change  in  the  law  coald  not  place  them  in  a  worse 
position.  It  may  be  that  they  might  profit  by  a  condition  of  things 
which  would  expose  their  interests  at  public  sale  to  competition,  and 
thus  bring  the  merits  of  their  inventions  more  prominently  before  the 
public. 

For  these  reasons  we  are  of  the  opinion  that  the  decree  below  should 
be  reversed,  and  we  will  sign  a  decree  directing  the  sale  of  the  inter- 
est of  the  patentee  for  the  payment  of  the  judgment  creditor,' and 
directing  him  to  execute  the  assignment  required  by  the  statute,  and, 
in  defonlt  of  such  assignment  within  a  limitod  time,  appoint  a  trustee, 
witk  authority  to  execute  the  same. 


[Supreme  Conrt  of  CBllfornU.) 

Pacific  Bank  v.  Eobinbon. 

Bedded  Jpril  19,  IS81. 

20  0.  G.,  1314. 

Patknts— AsBirisMEXT  to  Pat  Jpdgmest— Receiver— Supplementary  Procked- 

A  patent  right  iuaed  under  th«  laws  of  the  United  States  may  be  reqoii^d  to 
be  oaBigned  to  a  receiver,  nnder  proceedioga  snpplemeutary  to  e^cution,  «bo 
ma;  Mil  the  same  and  apply  the  proceeds  in  satisfactiou  of  tbe  iudgment. 

Appeal  from  Fourth  District  Court,  San  Francisco.    ,^         . 
Messrs.  Wkeaton  &  Serirener  for  the  appellant.  C> 

Messrs.  Winans,  Belknap  &  QoHoy  for  the  respondent. 
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McKee,  J.y  in  detiveriuf;  the  opiuiou  of  the  court,  said  : 

The  qnentioD  is,  bag  »  court  of  eqnity  power  to  compel  its  assijpuneDt 
and  Aal«  for  the  benefit  of  judgment  creditorsT  In  1852  Mr.  Jnstice 
!N'el»)n,  in  Shpkens  v.  Cady  (14  How,,  528),  held  that  a  copyright  to 
priut  and  pnbliah  maps  of  the  State  of  New  Hampshire  conld  be 
reached  by  a  creditor's  bill  aiid  applied  to  the  payment  of  debts  of  the 
owner  of  the  copyright,  under  a  decree  compelling  a  transfer  iu  con- 
formity with  the  provisions  of  the  act  of  Congress.  That,  however,  was 
mei-e  obiter,  because  the  decision  of  the  question  was  not  necessarily  in- 
volved in  the  case.  And  aAerward,  in  1854,  in  the  case  of  Stephens  t. 
Otadding  (17  How.,  447),  which  was  a  branch  of  the  case  of  Stephens  T. 
Cody,  Mr.  Justice  Cnrtis  declined  to  pass  upon  the  question,  becanse 
neither  the  copyright  nor  any  interest  in  it  had  been  attempted  to  be 
sold.  Bnt  in  1875  the  supreme  coart  of  New  York,  in  the  case  of  Barntt 
V.  Morgan  (3  Hun.,  703),  lookup  the  dictum  of  Mr.  Jnstice  Nelson  in 
Siepkeng  v.  Cadg  and  approved  of  it  as  a  snstainable  legal  proposition. 
An  onler  had  been  made  at  special  term  directing  the  defendant  in  the 
case  to  deliver  to  a  receiver  appointed  under  stipplemeutarj'  proceed- 
ings certain  patents  and  models  appertaining  thereto.  From  the  order 
defendant  appealed  to  the  Supreme  Conrt.  Assignability  of  tbe  patents 
by  the  voluntary  act  of  the  owner  under  the  act  of  Congress  which  cre- 
ated them  was  conceded,  and  according  to  the  authority  of  Hesse  v.  Ste- 
venson (3  B.  &  P.,  577),  Xias  v.  Adamson  (3  B.  &  Aid.,  226),  and  Cdles  v. 
Barrow  (4  Taunt.,  754),  it  bad  been  established  that  patent  rights  of  a 
bankrupt  pass  by  act  and  operation  of  law  to  his  assigness  in  bank- 
raptcy  for  the  benefit  of  creditors.  In  Hesse  v.  Stevenson,  Lord  Alvan- 
ley,  in  delivering  the  opinion  of  the  court,  useil  this  langnage : 

It  h  said  tbitt  althoDgli  by  tlie  aiwigDmeiit  every  rigbt  and  intereat,  aud  every  rigbt 
of  action,  as  well  Hsright  of  posaesaion  and  poHsibilitj-  of  int«i«et,  in  Uk«nontof  the 
bankrupt  and  vested  in  the  aaslgnees,  yttt  tbat  the  thiita  of  a  man's  own  invention  do 
not  pass.  It  is  true  that  the  schemes  which  a  man  may  have  in  hia  own  head  before 
he  obtain  his  certificate,  or  the  fruits  which  he  may  make  of  suoh  scbemea  do  not  poM 
Dor  could  the  assignees  require  bini  to  assign  tbem  over,  provided  be  does  not  carry 
his  gcliemee  into  effect  until  after  he  baa  obtained  bis  certificate;  bnt  if  he  avail  bim- 
aelf  of  bis  knowledge  and  skill,  anil  therebj  aoqnire  a  beueticial  interest,  which  maf 
be  the  snbjeot  of  asaigunieot,  I  cannot  frame  to  uiyeelf  an  argument  why  that  interest 
abonld  not  pass  in  tbe  same  manner  as  any  othtr  property  acquired  by  faia  personal 
industry. 

Patent  rights  being,  therefore,  assignable  by  the  voluntary  act  of  the 
owner  and  by  act  and  operation  of  law,  it  followed  that  a  conrt  of  eqnity 
could  compel  the  defendant  to  assign  them  to  a  receiver,  to  be  sold 
and  applied  to  the  satisfaction  of  judgments  against  him,  and  the  Su- 
preme Court  affinneil  the  order  of  tbe  special  term.  "  If,"  said  the 
court,  "  the  use  of  a  monopoly  which  such  a  grant  confers  is  not  suffi- 
ciently productive  in  the  hands  of  the  inventor  to  pay  his  debts,  the 
privilege  bestowed,  being  a  right  of  property,  as  declared  by  Chief-Jus- 
tice Taney,  should  be  transferred  to  the  person  designated  by  law  and 
sold  for  the  benefit  of  the  creditor.    It  would  be  marvelous,  if  not  no- 
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jast,  perpetuation  of  the  ideal  if  an  inventor,  having  obtained  a  patent^ 
thus  divulfrjug  hia  secret  and  at  the  same  time  acquiring  a  property  iu 
it  for  practicaltle  parposes,  should  be  permitted  to  Iiold  it  unuBed 
agaiuBt  tiis  creditors  uotil,  either  by  compromise  or  the  lapse  of  time, 
his  obligations  shontd  be  dischatgetl,  ami  this,  too,  althongh  it  might 
be  one  vhich,  by  assignment  or  npon  mannfactnre  of  the  thing  in- 
vented, would  readily  yield  enough  to  pay  all  existing  liabilities."  The 
case  of  Campbell  v.' James  (10  Reporter,  103),  decided  May  1,  1880,  in 
the  Uuited  States  circuit  court  of  Xew  York,  to  which  we  were  referred 
in  the  argument,  is  not  at  all  in  confiict  with  the  authority  of  Barnes  v. 
Morgan.  This  case  arose  out  of  a  bill  of  equity,  in  which  the  defend- 
ant was  chargeable  with  the  infringement  of  a  patent  claimed  to  be 
owned  by  the  plaintiff  as  assignee;  and  the  priucipal  questions  involved 
in  the  case  were  the  validity  of  the  aasigoment  alleged  to  have  been 
made  by  the  owner  and  the  right  of  the  plaintiff  nnder  it  to  recover  as 
well  for  the  inf^Dgement  before  the  HSBignmeot  to  him  as  for  that  after. 
There  is  nothing  in  the  case  which  involves  the  power  of  a  State  coart 
in  equity  to 'compel  the  assignment  of  a  patent  according  to  the  aet  of 
Congress  for  the  benefit  of  judgment  creditors  of  the  owner.  Of  course 
the  United  States  courts  have  jnrisdiction  of  any  questions  which  anise 
as  to  the  title  itself;  bnt  as  the  thing  itself  is  not  exempted  from  seJE- 
ure  and  sale  by  the  laws  of  the  State  we  think,  upon  principle  and  au- 
thority, that  the  order  of  the  coart  below  was  correct 
Order  afSrmed. 


(United  State*  Clranlt  Court— Bouthem  DlMrlM  of  Hew  Turk.] 

Seldbm  tr  AL.  V.  The  Stockwbll  Self  Liohtiho  Gas  Bvbner 

COMPAKY. 

Decided  SeptmlKr  5, 1881. 

20  O.  G.,  1377. 

1.  AsBioinEH,  HowxvKR  RxMOTE,  May  Takk  out  Rsiesux. 

Tbe  privilege  of  reisBae  nnder  section  48%,  Beviied  Stattitw,  1b  Dot  confined  to 
the  immeiliftte  awignee  of  the  inventor.    The  word  "asaignee,"  aa  need  in  the 
statute,  meaoH  the  "  aeeignee"  in  any  degree,  however  remote. 
a.  CoNSTRUcnos  or  Section  4895. 

The  p»t«iit  waa  iuned  and  aasignment  made  before  the  Sth  day  of  July,  18T0, 
within  the  int«nt  of  section  48^5,  if  an  aBoigDment  wae  made  befoie  that  time  whicli 
divested  the  inventor  of  hia  interest  in  the  patent. 

3.  KiUSBUE  OP  A  Rribsdk. 

There  ma;  be  a  reiaane  of  a  reiasne.  Section  4916,  Revised  Statatea,  anthorizeft 
the  reiasne  of  "  any  patent."  A  reiasne  patent  is  none  the  leas  a  patent  within 
this  section  because  it  Is  a  leissQe  patent. 

4.  Orioinal  Patent  Ihoperativk— Decision  of  Commissioner  Cokclusivb. 

The  question  as  to  whether  the  original  patent  waa  inoperative  or  invalid  by 
reason  of  the  defective  or  luanfficient  apecification  is  oonolnaively  decided  Uy  th«. 
Comnilssloner  by  the  fact  of  hia  granting  the  reiasne. 
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e,  CoHMissioKKR's  Decisio;;  sot  Rkviewabi^. 

The  deci«iim  of  the  CouimiHioner  that  »  caw  provided  for  by  Bectiou  4916  existed 
la  not  reviewkble. 

6.  RRinet'E — Divisiox.. 

Hodifled  formsof  BOiaTentiou  elearl;  Hhown  iii  the  original  pat«Dt  form  "dis- 
tinct BDd  tepaiate  parts  of  tbe  thing  pat«otrd,"  and  may  couBtitnt«  subject-mat- 
ter ot  separate  patents  npoit  reissue. 

7.  Dedication  to  thb  Pcbuc. 

There  is  no  warrant  for  tbe  suggestion  "  that  what  i%described  and  shown  in 
the  origioal  epMiflcatiou  and  drawings  is  neceaearily  to  be  regarded  as  so  dedi- 
cated to  tbe  pnblie  that,  if  not  claimed  in  the  original,  it  cannot  be  claimed  in  the 
leisane.*' 

Mr.  Edwin  JB.  Brown  for  the  plaintiffs. 
Mr.  George  BUI  for  the  defendant. 

Blatchfokd,  J. : 

This  salt  is  bronght  od  two  patents.  The  first  one  is  Reissue  Ko. 
S,iW,  granted  November  12, 1878,  to  George  Selden,  one  of  the  plaint- 
iffs, for  an  improvement  in  pocket  lighting  devices.  The  original  pat- 
ent, TSo.  50,860,  was  granted  November  7,  1865,  to  Pfailoe  B.  T;l«r, 
"WUliam  M.  Chandler,  and  L,  ¥.  Btandish,  and  was  surrendered  aud  re- 
isBned  October  23,  1877,  to  said  Selden,  in'  two  divisiODS,  No.  7,927, 
Division  A,  and  So.  7,938,  Division  B.  No.  8,490  was  granted  on  the 
surrender  of  No.  7,927. 

The  specification  of  No.  8,490  is  signed  \>y  said  Selden,  and  dbt  b; 
Tyler,  Chandler,  and  Staudish,  and  was  sworn  to  by  liielden,  and  by  no 
one  else.    It  is  as  follows : 

Be  it  known  that  Philos  B.  Tyler,  William  M.  Chandler,  and  L.  F.  Stradish  did 
invent  certain  new  and  nsefal  improvements  in  pocket  lighting  devices,  of  which 
the  following  is  a  fnll,  clear,  and  exact  de»criptiou,  reference  being  bad  to  the  acconi- 
panjing  drawings,  making  part  of  this  spectScation,  in  which — 

Fignre  1  is  a  side  elevation  of  tbe  lighter.  Fig.  2  represents  the  same  in  section. 
Fig.  3  is  a  rear  view  of  a  portion  of  one  of  the  repeating-matches  employed,  and  Fig. 
4  represents  a  longitndinal  section  thiongh  the  same. 

Similar  letters  of  reference  denote  corresponding  parts  wherever  nsed. 

The  invention  relates  to  a  novel  lighter  for  oarryiiig  in  the  pocket,  consisting  of  ■ 
case  or  shell  adapted  to  inclose  and  protect  a  coutinuons  or  repeating  match,  and 
provided  with  appliances  permanently  attached  to  it  for  feeding  and  igniting  the 
match,  as  hereinafter  explained. 

In  the  accompanying  drawing,. a  a'  represent  a  case  or  shell,  made  in  the  form  of  a 
ehollow  box,  one  side  or  plate,  a,  thereof  being  provided  on  its  edge  with  a  Bangeor 
rim,  nS  forming  a  chamber  or  magazine  for  containing  tbe  repeating  match  or  tape, 
whicli,  when  in  plate,  is  covered  by  a  hinged  oi  removable  cover,  a'. 

The  plate  or  side  a  has  a  pin  or  arbor,  b,  secnred  to  it,  arranged  abont  central  to  the 
mafcazine  or  chamber,  and  projecting  through  a  perforation  in  the  cover  a',  and  ■ 
hook,  e,  pivoted  on  the  cover  a',  aud  engaging  with  tbe  projecting  end  of  tbe  pin  or 
arljor  b,  serves  to  hold  the  cover  in  place. 

Figs.  1  and  !  of  the  drawings  show  a  couveiiient  form  of  case  for  general  ose, 
representing  it  as  approximating  a  circular  form,  or,  rather,  that^of  a  short  cylinder, 
provided  with  what  may  be  termed  an  "eccentric  extension"  and  an  opening  or  out- 
let through  the  same  at  e.  tlirough  which  the  repeating-match  ia  fed  outward  u 
dcMted.     One  wall  of  this  outlet  t  extends  slightly  beyond  tbe  other  and  forma  a  pro> 
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jMting  lip  or  p(M»-pi»M,  tf,  om  whldh  Om  nputting-matoh  piaw  •■  it  1b  fed  outward, 
uld  lip  or  noso-pieoe  Mrviog  to  aupport  the  mAtoh  directly  agsiiut  the  kotion  of  tlie 
ignltiDg  device. 

At  a  point  near  the  ontlet-paaaage  t  the  oaae  or  shell  a  is  provided  with  a  toothed 
wheel,/,  or  eqniralent  device,  for  feeding  the  match  ontwaid,  the  ahaft  of  aaid  wheel 
being  jonmaled  in  the  aide  walls  or  platee  of  the  ooee  or  ontlet-paasage,  as  shown  atf. 
On  the  inner  side  of  the  flaoffe  or  rim  d',  opposite  to  the  wheel/,  is  seonred  a  spring, 
g,  which  orarhauge  the  foed- wheel/,  and  aervee  as  a  guiding-apron  for  holding  the 
lepeating  mateh  or  tape  in  oontaotwith  the  wheel,  inmring  the  endwise  or  feetling 
movement  of  said  match  or  tape  between  the  two  when  the  wlieel  is  rotated. 

Direetiy  over  tlie  noaa-pieee  tf  is  a  device,  h,  for  igniting  the  ropeatlng-matoh,  con- 
ioBling  of  an  angolar  lip  or  prvijeetioo  on  a  vibrating  arm,  k',  which  at  its  rear  and  is 
rigidly  oooneeted  with  a  rock-ahaft  or  pin  having  its  lieadngs  in  the  case  a  or  walli 
a'  a>,  and  provided  with  a  handle  oi  thmnb-pieoe  on  its  onter  end,  ontatde  of  the  case 
oi  shell,  by  means  of  which  the  igniting  device  k  may  lie  operated  for  igniting  the 
ia:itch. 

The  vibrating  arm  fc'  is  inclosed  and  protected  by  being  placed  within  a  compart- 
ment or  chamber,  i,  as  shown. 

Tbeltghter-oaae  thtu  constructed  isdeejfpied  to  incloM  and  protect  a  match  oomposed 
of  a  Bti4p  of  paper  or  tape,  fc,  provided  either  with  a  conttnnons  strip  of  igniting 
material  or  with  such  material  arrMiged  in  spote  ot  pellets  at  regnlar  intervals  in  its 
length,  as  shown  at  m,  Figs.  3  and  4,  and  whieh,  for  adapting  it  to  he  placed  in  com- 
pact shape  in  the  case  a,  is  rolled  np,  as  shown  in  Fig.  S. 

Any  snltable  kind  or  preparation  of  igniting  material  may  be  nsed  npon  the  tap0 
or  strip  of  papn,  and  where  it  is  need  in  connection  with  a  tape  or  wiek  of  other 
material  than  paper  said  wick  or  tape  may  be  satnnted  with  stearine  or  other  snit- 
able  material,  adapting  it  to  l>e  readily  ignited  by  the  igniting  pellet  or  atrip. 

In  operation,  the  wlok  or  tape  la  fed  ontward  by  means  of  the  wheel  /  nntil  a  pellet 
or  portion  of  the  igniting  material  r.  sta  on  the  noee-pleoe  d,  when  it  Is  ignited  h;  the 
vibra^on  of  the  arm  h'  and  igniting  device  A,  and  in  tnrn  servea  to  ignite  the  wick  or 
tape,  which  may  then  be  naed  for  any  pnrpooe  to  which  it  is  applicable. 

The  wick  will  oontinne  to  bnm  as  long  as  any  portion  of  it  pn>}ect8  beyond  the 
ootlet-paaaage  e  or  noae-piece  d,  and  may  be  fed  outward  and  allowed  to  bnni  as  long 
as  reqniied,  when,  by  withdrawing  it  or  allowing  it  to  bnm  nntil  ^1  that  projects  is 
oonsnmed,  the  air  will  be  exelnded  from  the  remainiDg  portion  and  the  lire  will  bo 
extingnished. 

The  operation  may  be  repeated  nntil  the  entire  repeating-niatcb  is  consomed,  when, 
by  removing  the  cover  a'  or  opening  the  case  a,  a  new  match  or  tape  may  be  inserteil. 

Having  now  descrihed  the  invention  of  the  said  Tyler,  Chandler,  and  Standish,  I 
wonld  slate  that  I  do  not  wish  to  be  limited  to  any  particalar  igniting  material  in  the 
mannfactnre  of  the  repeating-match,  nor  to  the  nse  of  a  tape  or  wick  saturated  with 
aUarine,  as  any  snltable  material  mayiM  employed  both  for  igniting  the  wick  or  tape 
and  aatnrating  the  same  snch  as  will  adapt  it  to  l>e,readily  ignited;  nor  do  I  wish  to 
Ite  limited  to  the  specific  form  of  case  shown,  nor  to  the  particnlar  constractiou  aud 
arrangement  of  the  devices  for  feeding  and  igniting  the  repeatlng-matcb,  the  form 
and  arrangement  shown  l>eing  such,  however,  as  to  adapt  the  lighter  to  general  nse, 
and  ooiutitnting  a  convenient  and  compact  form' for  carrying  in  the  pocket. 

The  clfums  involved  in  this  suit  are  the  first  five,  which  are  as  follows : 

1.  In  a  pocket  lightiug  device,  a  magazine,  Cfue,  or  shell  for  inclosing  the  strip  or 
coil  nf  repeating  match,  proviiled  with  El  lip  oi  nose-piece  projected  beyond  the  oat«r 
o(ieiiinK  or  passage  for  the  match,  and  serving  to  uphold  the  match  against  the  action 
of  tlie  igniting  device. 

3.  In  a  pocket  lighting  device,  a  magazine,  case,  or  shell  forcontainingarepeating- 
luatch,  provided  with  a  lip  ornoee-piece,BnbBtantiallvaB  descrilMil,  for  npholdiugthe 
28  C-P 
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natrli,  RuA  an  Ignitlog  device,  between  wblch  »uil  the  lip  or  nnw-pieee  the  match  U 
Igulted. 

3.  In  ■  pocket  lighting  device,  a  magazlue,  obm,  or  shell  for  containing  the  strip  or 
eoilof  Te|H'atiag-Riaieb,  provided  with  an  ontlet  opening  of  jweaage  for  said  match, 
and  a  lip  or  uow-picc«  projected  beyond  aaid  ontlet  on  a  line  parallel,  or  nearly  «o. 
with  the  line  uf  feed  of  the  niat«h. 

4.  In  a  gtocket  lighting  device,  a  magazine,  caae,  or  shell,  with  a  lip  or  noee-pien 
fornpWbling  the  repeatiug-mateU  ngainBt  the  action  of  the  igiiitiog  device,  and  ovrr 
vbich  the  match  1h  fed  nntwanl,  in  combination  with  an  igniting  device  arranfird 
parallel,  or  nearly  mo,  with  the  duct  or  i>Bna^  throogtl  which  the  wick  or  mat<ll 
pasjie*  to  be  iguitud. 

r>.  In  a  pocket  lighting  device,  the  combination  of  a  magazine,  caae,  or  shell  for  in- 
ciuHiog  a  strip  ov  coit  uf  rcpeating-niatch,  a  nose-piece  extending  teyond  the  outtri 
thei«ror  in  the  magnziue,  case,  or  stiell,  a  permnuently-attached  igniter  acting,  in  con- 
JnnctioD  with  saitl  noae-piece,  to  effect  the  ignition  of  the  repeat! ng-match,  and  > 
di-vice  forfeetliug  tlie  rH)>eat ins-match  ov^  thenoee-pteco. 

Otie  of  the  defenses  set  np  in  the  answer  is  that  No.  8,490  ia  for  another 
and  tlifterent  invention  from  any  covered  by  or  described  in  No.  5O,S60 
or  its  drawings  or  specifleation.  The  specification  of  No.  50,860  was  as 
follows: 

lie  it  known  that  we,  Philos  B.  Tyler  and  William  H.  Chandler,  of  Springfield,  in  j 
the  State  of  Masgacbusetts,  and  L.  F.  Standiah,  of  Chicopce  Palla,  iutheSlateof  Mnsnt- 
«lin»etts,  have  invented  certain  new  aiid  iisefnl  improvements  in  fnctiou-matches  and 
ttpparatiiH  for  iisiii^  TLein ;  nml  ne  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  I'xnct  description  thereof,  reference  being  had  to  the  accompanj~ing  drawings, 
niakiiig  part  of  this  spvcitication,  in  which — 

Fignre  1  is  a  face  view  of  a  contiiiiioiis  match;  Fig.  3,  a  like  view  of  a  repeatiug- 
match ;  Fig.  3,  a  longitudinal  section  of  a  repetting-match ;  Pig.  3a,  another  longitn- 
dinnl  section  of  a  Tcpeating-matcli  (both  sections  drawn  on  a  large  scale) ;  Fig.  -I,  i 
aide  view,  ami  Fig.  H  a  section,  of  onefi)rni  of  apparatus  for  using  sncb  matcboB,  and 
Figs.  G  and  T  like  views  of  another  form  of  snch  aiiparatna. 

The  same  letters  indicate  like  parts  in  all  the  Aspires. 

Prior  to  onr  said  invention  matches  for  producing  fltune  have  been  made  in  sepanK 
pieces  of  some  material  which,  when  ignited,  would  produce  a  flame,  generftlly  splinli 
of  wood  rendered  uore  readily  ignitible  by  having  one  end  coated  for  aahort  distauw 
with  snlphnr  and  the  extreme  end  thereof  witJi  phosphorus  or  other  substance  whieli 
will  readily  ignite  by  iriction.  At  each  iguitiou  the  entire  of  one  such  match  iscitlitr 
entirely  consumed,  or,  if  not  entirely  consumed,  what  is  left  of  it  is  thrown  uway,  inil 
geiievnlly  the  uiodes  of  keeping  and  using  such  niatclies  nro  attended  with  uicon- 
VBuieucc  aud  ilaugur. 

Tiie  object  of  our  said  invention  is  to  form  a  contiiiuons  or  reimatiug  match,  reqiiii-   \ 
ing  only  so  much  of  it  to  be  used  as  may  be  reiinired,  and  then  extiugniahnd,  and  tlit 
residue  retained  for  further  use,  nntil,  after  repeated  use,  the  whole  isconsnined.   AnJ 
viii'  Piiid  invention  also  relates  to  apparatus  for  cootaitiiug  aud  nsing  snch  continnoai 
or  rciieating  uiatcbes. 

We  prepare  said  coutinuons  or  repeating  matches  by  taking  a  strip,  o,  of  paper  a 
tni>e,  of  any  desirable  length  and  about  a  qnarter  of  an  inch  in  width,  and  oaluratr  i[ 
wltli  stcarino  or  eiinivaleut  coinbnstible  snfaatance,  which,  when  ignited,  will  imxliicr   i 
a  flame  aud  bai-n  more  slowly  and  steadily  than  the  paper  or  tape,  and  when  ignitad  . 
will  continue  to  bum  nith  a  flitnic  tlimiighout  the  entii'o  length,  uulese  it  be  ei:tiii- 
guished  by  sotne  means. 

For  a  con  tin  noun  match  wc  apply  toouo  surface  of  the  prepured  stripj  and  along  tlie 
niiiUiie  imrticin  thereof,  asat  b,  nulpliiir  aud  pliosphorua,  appljing  tha  sutphai'  lii-' 
1'  nd  then  the  phosphui'ns,  or,  iuHte]ul,  other  equivalent  substance  oc  comiionud  for  tj;-   , 
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uitiiig  by  friction  maybe  no  applied.  Biit  lor  ni'akiug  what  ne  t«rui  a  "t«x>«atiQg- 
Dintcb,"  incrtenit  nf  applying  tbe  aiilpbtir  and  pbusphoruH  or  cqnivaleut  therefor  con- 
tiiiiionsly  we  apply  it  iu  Hj>ot«  at  eqaal  distaQcea  apart,  leaving  a  length  of  the  pre- 
pared strip  betweeu  every  two  aDlHcieut  to  make  a  flame  for  the  reqnireil  Itugtb  of 
time.  And  aa  the  mateTial  for  iguitiug  by  friction  does  uot  adhere  to  the  anrfoce  of 
tbi;  prepared  atnp  with  much  forue,  aod  for  that  reasou  would  be  likely. to  be  rnbbed 
off  in  making  Mctinn  apou  it  to  igiiile  it,  a  pari  of  our  aaid  iuvontiou  relates  t«  a 
meaiiR  of  securing  anch  preparation,  aodcandata  in  punching  holes  c  through  the  Etrip 
eithfr  before  or  after  it  haa  been  prepared  with  the  inflammable  matter,  ao  that  tliu 
phoMphonuj  or  equjvaleut  therefor  wheu  applied  will  ent-er  snchp^rforatioiiaaa  at  d, 
undltecume  thereby  secnrely  ooDuecteil  with  the  strip,«u  that  it  caunoi  be  rubbed  off. 

Fur  the  convenient  use  of  our  contiiinous  or  repeating  matchua  the  atrip  ia  to  lie 
placed  iu  a  caae  of  a  circular  form,  as  represeuteil  at «,  the  strip  being  coiled  op  in 
the  form  of  a  volute,  and  one  aide,  /,  of  the  oaae  being  fitted  to  the  oircolar  rim  g  ao 
tliat  it  can  bo  put  uii  or  tjtkeu  off  readily,  liko  tbe  cover  of  uu  ordiuary  aniiff-bqx,  or 
it  may  be  hinged  to  the  rim.  The  end  of  the  match-atrip  ia  puahed  out  throngh  an 
opening  in  the  rim  aod  into  and  throngli  a  tangent  nSae-piece  or  beak,  h,  tbe  .under 
part  of  n'bich  is  provided  nith  a  toothed  roller,  i,  tUo  teeth  of  wbicli  act  on  tbe 
under  face  of  the  atrip,  which  ia  home  against  the  aaid  roller  by  a  siijjht  spiing,  j,  so 
tbnt  by  turning  the  said  roller  with  the  flnger  the  ruqnired  length  of  niat-uh  U  pnshed 
out  1>eyond  tbe  end  of  the  nose-piece.  But  instead  of  tui-ning  this  roller  by  tbC'fingei- 
actjugon  the  under  part  it  uiay  Ite  entirely  inclosed  in  tbe  nose- piece  of  the  case  and 
its  arbor  provided  with  a  thumb-aud-liuger  wheel. 

An  iutrumeut  which  we  term  the  "igniter"  iaattoclied  at  it«  rear  end  to  a  litll« 
arlior,  mounted  on  the  outer  or  top  piato  of  the  nose-piece,  and  this  arbor  is  foruiod 
ontiiide  with  a  thuiub-uuil -finger  piece,  I,  no  that  it  can  bo  tuiiied,  nnd  the  extreme 
end  of  thia  igniter  extendti  to  thaoutcr  end  of  the  nose-piece,  and  is  there  formed  with 
A  lilightly-projecting  lip,  nt,  brought  to  a  poiut  or  roughened  on  tbe  lower  e<1y;c,  which 
bears  on  tlie  matcl).  TUo  igniter  is  narrow,  ao  that  when  turned  to  one  side  the  lip 
lies  by  the  side  of  tbe  strip,  aud  when  the  end  of  the  match  liaa  beeu  jiuuhed  out  be- 
yond tbe  nose  it  is  ignited  by  giving  a  alight  vibrating  motion  to  the  igniter,  which 
carries  its  iioiuted  or  rougliuued  lip  across  the  surface  of  the  nmtcb.  When  the  match 
bos  been  ij^iited  and  inflamed,  tbe  flame  can  be  continued  as  long  as  desired  by  push- 
ing out  more  of  tbe  match  beyond  the  nose  of  the  case,  for  it  will  only  become  extiu- 
gniijbed  when  the  flame  reaches,  or  rather  approaches,  the  end  of  tbe  nose,  which  cuts 
oD'tlie  enpply  of  atmospheric  air  which  feeds  the  llame. 

Tbu  fonn  of  casealwve  described  is  that  which  we  deem  best  suited  for  general  use; 
bnt  for  lighting  clutndeliMH,  gas  burners,  &c.,  at  a  height  beyond  tlie  reach  of  tbe 
hunil,  we  make  the  case  in  the  form  of  a  straight  tabe,  ■,  into  wbicb  the  match-strip 
is  imterted,  tlie  upper  end  of  tbe  tube  being  provided  with  a  nose-piece,  roller,  aud 
iguilur  in  tike  luatinet  as  the  caae  already  dearribed. 

M'e  wish  it  to  be  understood  that  with  reference  to  the  niatcbes  we  do  not  limit 
onrs^dves  to  tbe  use  of  any  special  material  for  the  atrip,  nor  for  saturating  tbe  strip 
to  luake  it  bum  wilh  a  flame,  nor  to  tbe  kiml  or  preparation  of  nmt«rial  for  igniting 
by  friction.  We  have  named  the  materials  auit  preparations  which  we  deem  best, 
but  »8  there  are  many  subst-ancea  and  preparations  possessing  equivtileut  propertitrs, 
nny  of  these  niay  be  rea<lily  substituted  withimt  departing  from  our  said  iuvtntinn. 
»ni1,  iu  fact,  tbe  strip  may  be  prepared  so  as  to  lie  sufficiently  inflummaUe  to  be  ig- 
nited by  tbe  phoHpliorus  without  the  iLie  of  siitiihur.  In  short,  our  invention  does  not 
i-elale  to  tba  preparation  or  cnnibinatiou  of  materials  forproduoing  a  flame  by  friction, 
liitr  to  the  sirncture  of  an  inflaiuuiable  match,  by  which  it  is  rendered  continuous  or 
»i'l>eating. 

Tlie  claims  were  as  follows : 

I.  The  continnous  or  equivalent  repeat  iug-niatcli  composed  of  a  strip  of  substance 
wbicli,  when  igniteil,  will  bnm  wilh  a  flame,  combined  with  the  preparation  of  sul- 
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pkni  and  phoaphonu^  or  the  •qnlntlant  tIi«t«of;  wbloli  will  ignite  bf  fHotioa,  pnt  <m 
•long  tbe  whole  leDfth,  or,  M  the  »qaivAlent  thereof;  in  spoM  at  given  dlBtwicei 
«p«it  (ttoDg  the  whole  length,  UHl  mbetftntUUr  M  and  fin  the  pnrpese  deecribed. 

S.  Plerdfl^  tbe  atrip  with  holea  and  applyliig  tbe  material  .that  ignites  by  Aietioii 
thereto  to  ptevent  mieh  material  from  beeomlng  detaehed  tberefiom,  aUsnbeUutiillf 
aa  deaoribed. 

3.  In  the  apparatna  for  nidng  oontinnooa  or  repeating  matobea,  the  noae-pieee  or     ' 
tnbe  thmnigh  whleh  the  matoh  paoaea,  in  oomblnatioD  with  the  vibrating  igniter  or 
the  equivalent  thereof,  aabataatlally  aa  and  for  the  porpoee  deaoribed. 

4.  In  combination  with  tbe  noae-piece  tbroogb  whiefa  the  match  pawea,  the  roller, 
or  eqnivalent  Iheieof,  for  moving  the  mateh,  and  the  igniter  or  the  eqnivalent  there- 
of, aa  and  for  the  pnrpoae  deaoribed. 

5.  In  oombiliati<m,  the  oaae  for  oontaiolng  the  matob,  the  noae-pieoe,  the  roller  for 
moving  tbe  matob,  and  tbe  Igniter,  or  the  equivalents  for  them,  as  and  for  the  purpote 
deae^bed. 

1.  It  is  provided  by  section  489S  of  the  Bevised  Statutes  ttiat "  patents 
may  be  granted  and  issned  or  leissned  to  the  assignee  of  the  inventor 
or  discoverer,  bat  the  assignment  mnst  first  be  entered  of  record  in  the 
Patent  Office."    Selden  -was  the  fonrth  assignee  in  saooession  of  ttie 
entire  interest  in  the  original  patent,  and  vas  not  the  immediate  as- 
signee of  tbe  inventors.    The  defendant  contends  that  the  words  "  the 
assignee "  in  the  statnte  mean   the  immediate  assignee,  and  not  the 
nltimate  assignee,  and  that  Beissae  Kos.  7,927  and  8,190  were  invalid 
beoause  they  were  granted  to  Selden,  and  he  was  not  tbe  immediate    i 
assignee  of  the  inventors.    This  is  not  the  proper  coustraction  of  the    j 
statute.    "The  assignee  "  means  tbe  assignee  in  any  degree  and  how-    ! 
ever  remote.    By  section  4884  the  grant  is  directed  to  be  made  to  "  the    i 
patentee,  his  heirs  or  assigns."    This  is  not  limited  to  the  first  assignee,    j 
8o  section  4898,  in  declaring  that  "every  patent  or  any  interest  there-    . 
in  shall  be  assignable,"  and  that  "the  patentee  or  his  assigns '^  may    . 
convey  an  exclnsive  right  tinder  the  patent  for  the  whole  or  any  sped-    ' 
fied  part  of  the  United  States,  clearly  means  that  an  assignee  in  any    ' 
degree  is  an  assignee  for  all  purposes.    All  parts  of  the  statnte  are  to   j 
be  constmed  harmonionsly  in  this  respect,  as  there  appears  to  be  no 
good  reason  for  a  contrary  constmctiou.    It  is  true  that  section  4  oi  the 
patent  act  of  February  21,  1793  (1  IT.  S.Stats.  at  Large,  322),  nsed  the 
words  ^'assignees  of  assigns  to  any  degree";  but  the  absence  of  the 
words  "  to  any  degree  "  cannot,  in  \iew  of  all  tbe  provisions  of  tiie  pres- 
ent statute,  be  regarded  as  restricUog  the  meaning  of  the  word  "as- 
signee." 

2.  It  is  also  provided  by  section  4895  that  "in  all  cases  of  an  applicii- 
tiou  for  a  reissue  of  any  patent  the  application  mnst  be  made  and  the 
corrected  specification  signed  by  the  inventor  or  discoverer,  if  he  is  liv- 
ing, nnless  tbe  patent  was  issued  and  the  assignment  made  before  the 
8th  day  of  Jnly,  1870."  The  applications  for  reissue  which  resulted  in 
Beissnes  Kos.  7,927  and  8,490  were  made  and  the  corrected  8i>ecifica- 
tions  were  signed  by  Selden,  and  not  by  Tyler,  Chandler,  and  Standisli. 
and  it  was  not  shown  that  they  were  not  living.    It  is  cooteuded  that 
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for  this  reason  those  reissaes  are  void.  It  ia  claimed  that  this  case  ia 
not  within  the  exception  in  the  atatnte,  becaase,  Hltlioagh  Ko.  50,860 
waa  granteil  before  Jnly  8, 1870,  the  assignment  to  Seldf^n  wan  not  made 
uutil  September,  1877 ;  but  it  is  aafflcient  to  bring  a  caee  within  the  ex- 
ception if  the  assignment  which  divested  the  inventor  of  his  interest  in 
the  patent  waa  made  before  July  8, 1870.  In  the  present  case  the  in- 
ventors and  patentees  assigned  the  original  patent  iu  July,  1866. 

3.  It  is  contended  that  Ho.  8,490  is  void  because  it  ia  a  leissae  of  a 
reissue,  and  that  the  statute  does  not  anthorize  the  reissue  of  a  reissued 
patent;  but  section  491C  autborizea  the  reissae  of  "  any  patent."  A  re- 
issued patent  is  none  the  less  a  patent  within  this  section  beoanse  it  is 
a  reissued  patent.  The  section  calls  it  after  its  issue  a  **pateut  so  re* 
issued." 

4.  It  is  urged  that  a  reference  to  the  origimU  patent  aud  to  the  record 
of  the  reissues  discloses  that  the  original  patent  was  not  iooperative  or 
iiivaUd  by  reason  of  a  defective  or  iusufKcient  spedficatiou.  But  thia 
qucKtion  was  conclusively  decided  by  the  UommissiODer  of  Patents  by 
the  fitct  of  his  granting  the  reissues,  the  application  in  each  case  ha\-ing 
set  forth  that  the  surrendered  patent  was  inoperative  by  reason  of  an 
insufficient  specification.     Seymour  v.  Osborne,  11  Wall.,  516, 543  to  545. 

5.  It  is  objected  that  iu  his  application  for  N'o.  8,490  Selden  made 
oath  that  Ko.  7,927  waa  inoperative  by  reason  of  an  iDSofficient  spedfl- 
cation,  and  that  his  attorney  afterward  in  a  letter  to  the  Commissioner 
of  Patents  stated  that  the  ground  of  the  application  waa  that  the  claims 
of  No.  7,927  were  too  broad  in  view  of  a  prior  English  patent.  The  de- 
cision of  the  Commissioner  that  a  caae  provided  for  by  section  4916  ex- 
istetl  ia  not  reviewable. 

6.  The  same  view  applies  to  the  objection  that  Selden's  oath  did  not 
point  out  the  particular  insufficiency  iu  the  specification  or  bow  No.  7,927 
was  iuop^attve. 

7.  It  is  objected  that  No.  7,927  and  No.  7,928  were  each  of  them  issued 
for  all  parte  of  the  thing  patented.  The  point  taken  is  that  the  original 
specification  describes  two  forms  of  CHse,  the  circular  case  and  the  ex- 
teuded-tube  case;  that  these  two  forms  of  case  are  not  "distinct  and 
separate  parts  of  the  thing  patented";  that  each  form  of  cose  has  all 
the  parta  of  the  thing  patented,  and  that  each  of  said  reissues  is  void 
for  want  of  jurisdiction  in  the  Commissioner  to  issue  it  as  a  patent  for  a 
distinct  and  separate  part  of  the  thing  patented.  The  Commissioner 
has,  by  section  4916,  power,  in  his  diacretiou,  on  the  surrender  of  a  pat- 
ent, to  "  cause  several  patents  to  be  issued  for  distiuct  and  separate 
parts  of  the  thing  patented "  on  payment  of  the  reissue  fee  for  each. 
The  original  specification  describes  the  circular  ease  and  also  the  ex- 
i:euded-tul>e  case,  the  latter  to  be  used  fbr  lighting  at  a  height.  Bach 
form  of  case  was  to  have  iu  it  the  same  apparatus.  In  the  reiasnes, 
JSoa.  7,927  and  8,490  show  only  a  case  of  circular  form  for  a  pocket  light- 
ftjig  device,  aud  No.  7,928  ahowa  only  an  extended-tube  ease  for  a  gas- 
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lighting  torch.  In  each  reiaaae  the  apparatng  in  the  case  is  snlMtan* 
tially  the  same ;  hut  each  form  of  apparatns  is  fairly  a  distinct  and  sep- 
arate part  of  the  thing  pat^ted.  The  pocket  lighting^  device  caunot  be 
naed  to  light  gas  at  a  height,  nor  can  the  extended-tube  device  be  car- 
ried in  the  podket. 

S.  There  is  no  warrant  for  the  snggestion  "that  what  is  described  and 
shown  in  the  original  specification  and  drawings  is  necessarily  to  be  re- 
garded as  BO  dedicated  to  the  poblic  that  if  not  daimed  in  the  original 
it  cannot  be  claimed  in  a  reiasoe." 

9.  It  is  contended  that  No.  8,490  is  void  because  it  is  not  for  the  same 
invention  as  the  original.  One  objection  nrged  is  that  No.  8,490  speaka 
of  the  device  as  one  for  carrying  in  the  pocket  and  as  a  pocket  lighting 
device,  while  the  original  did  not  speak  of  the  pocket.  But  the  origi- 
nal spoke  of  the  circular  case  as  one.  for  convenient  use  and  as  l>e8t 
anited  for  general  nse,  and  the  stmcture,  as  shown  in  the  drawings,  and 
doubtless  in  the  model,  is  manifestly  one  convenient  for  the  pocket. 
What  is  said  on  this  subject  in  Ko.  8,490  cannot  be  regai'ded  as  new 
matter.  There  is  no  difference  in  stmcture  or  snbstai^ttal  alteration  in 
drawings  or  change  of  cajtacity.  Various  verbal  criticisms  are  made  in 
argnment  as  to  differences  between  the  text  of  the  original  specification 
and  that  of  No.  8,490,  and  as  to  dilferences  in  the  di-awinga ;  bnt  no 
witness  of  the  defendant  points  out  any  of  them  aa  of  auy  materiality, 
nor  does  a  careftil  examination  of  those  snggest«d  show  that  they  are 
of  tiie  least  importance. 

10.  The  defendant  sets  up  against  the  novelty  of  the  first  five  claima 
of  No.  8,490  Patent  No.  48,459,  granted  to  Henry  B.  StockweU,  June 
27,1865,  for  an  "improved  fiilminate  gas-ligliter."  That  patent  hae 
been  pnt  in  evidence  by  the  defendant,  bnt  no  expert  witness  for  the 
defendant  speaks  of  it,  while  the  testimony  for  the  plaintiffs  shows  that 
it  does  not  anticipate  those  claims  of  No.  8,490.  In  each  one  of  those 
claims  there  is  a  strip  or  coil  of  repeating-match,  supported  by  a  noee- 
piece,  which  is  attached  to  the  case  and  projects  beyond  it,  and  holds 
the  matob  up  against  the  action  of  the  igniting  device.  There  is  no 
snoh  arrangement,  nor  any  equivalent  for  it,  in  parts  or  ojKration,  in 
No.  48,469.  The  defendant  also  sets  up  against  those  claims  En{j:It8h 
Patent  No.  444,  to  Gabriel  Beuda,  dated  October  19, 1832,  provisional 
apectflcation  filed  that  day,  aealed  April  16, 1863,  fall  specification  filed 
April  19, 1853,  for  "improvements  in  apparatus  for  nbtaimng  fire  for 
smokers."  The  record  shows  that  the  attention  of  the  Patent  Office 
was  directed  to  the  Benda  patent  in  granting  No.  8,490,  and  that  the 
claims  were  amended  in  view  of  that  patent.  No  expert  witness  for  the 
defendaut  asserts  that  Beuda  is  an  anticipation.  The  .Beuda  patent 
shows  a  case  with  a  coil  or  strip  of  igaitible  comi>onnd  within  it,  so 
arranged  as  to  be  fed  Irom  the  case  by  a  feed-wheel,  and  when  fed  be- 
yond the  case  it  is  ignited  by  bending  it  over  and  scraping  it  with  a 
loose  cover,  which  serves,  when  the  apparatos  is  not  in  use,  to  close 
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the  opening  tbroagh  wbich  the  atrip  is  fed.  There  is  not  in  it  an;  nose- 
piece  projected  beyond  the  passage  for  the  match  and  serving  to  nphold 
the  match  against  the  action  of  .the  igniting  device.  There  is  not  any 
igniting  device  arranged  parallel,  or  nearl;  so,  with  the  passage  throagh 
which  the  match  goes  to  be  ignited.  There  is  no  permanently-attached 
igniter  acting  in  coi^unction  with  sach  a  nose-piece.  Benda  bad  a  ro- 
peating-match  and  a  toothed-wheel  match-feeder,,  feeding  the  match 
through  a  noae-piece  to  the  point  of  ignition,  and  something  on  which 
the  match  rested  while  being  ignited  by  friction  procluced  by  hand 
through  an  igniting  device ;  bat  the  mechanisms  of  the  two  stractnres 
are  different,  and  their  parts  do  not  co-operate  in  the  same  way  to  at- 
tain the  result  of  an  ignited  match. 

11.  It  is  claimed  that  the  defendant's  apparatns  infringes  the  first 
five  claims  of  No.  8,490.  The  plaintilib'  structure  operates  by  the  fric- 
tion of  the  igniter  made  to  move  crosswise  by  the  hand  against  the 
match.  In  the  defendant's  the  feeding  of  the  match  raises  a  spring- 
hammer,  which,  when  the  pellet  on  the  match  is  at  the  proper  |>oint,  is 
released  and  ignites  the  pellet  by  percussion.  Bat  the  defendant's 
structure  contains,  nevertheless,  all  the  elements  which  constitute  the 
first  five  claims  of  Ko.  8,490,  The  diflierences  between  the  two  structures 
are  formal  and  nnsubstantial,  in  view  of  the  state  of  the  art  and  of  the 
real  invention  of  the  patentees  and  of  the  claims  of  "So.  8,490.  Ko  ex- 
pert witness  for  the  defendant  testifies  as  to  non-infringement.  Tbem 
may  be  features  of  improvement  in  the  defendant's  stmctnre,  but  still 
it  is  an  iofHnirement.  The  same  structure  is  idleged  t«  infringe  claims 
1  and  2  of  Letters  Patent  No.  206,835,  granted  August  6, 1878,  to  said 
Selden,  for  an  "improvement  in  cigar-lighters."  The  device  described 
in  that  patent  has  a  case  within  which  is  coiled  a  strip  of  material  hav. 
ing  upon  it  ignitible  pellets.  This  strip  is  fed  out  of  the  case  by  a  feed- 
ing device,  and  when  one  of  the  pellets  has  arrived  at  the  proper  posi- 
tion it  is  struck  by  ahammer,  and  thereby  lights  a  wick  or  flexible  ponk, 
which  is  contained  in  a  tal>e  which  has  a  feeding  device  to  govern  the 
motion  and  position  of  the  wick,  and  is  provided  with  an  extinguisher. 
The  wick-tube  is  so  arranged  in  relation  to  the  point  of  explosion  of  the 
successive  pellets  as  to  insure  the  lighting  ofthe  wick  by  such  explosion 
when  the  extinguisher  is  moved  fhim  its  closed  position  and  thewick 
Is  fed  forward  by  the  feeding  device.  Claims  1  and  2  of  So.  306,835  are 
as  follows: 

1.  In  apo«ket  lightin);  device,  tbe  conbination  of  an  acUuBtalife  perciiBsiou-tape 
jnii'i-'d  I<y  ;iii7  s^itnble  mccharlsm. 

U.  In  a  pocket  lii-btiug  device,  t,  box  or  cams  baviug  n  baniiuer  capable  of  operation 
&«m  tbe  exterior,  a  viidk  ilnct  ot  tube,  nieaas  for  feeding  and  espItMiiiig  a  pellet  by 
f^o  BCtiou  of  tho  bammer,  and  a  wiok-fe^Hler. 

The  "  atynstable  tinder"  is  described  as  a  wick  or  flexible  punk  placed 
in  a  tube  Mid  adapted  to  be  fed  forward  or  upward  by  a  star-whe^l  or 
otb^i*  saitable  device  for  that  purpose.    The  "ac^nstable  percnsdfHi- 
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tape"  is  described  as  fed  forward  by  a  pawl.  A  mechaDism  sncfa  as  "a 
star-wheel  or  other  suitable  device,"  to  feed  the  wick^  is  ao  essential 
element  in  claim  1.  It  is  a  neoessaryfeatoreofthe"  adjustable  tinder" 
of  that  claim.  It  is  also  a  necessary  element  of  claim  2  as  "  a  wick- 
feeder."  In  the  defendant's  stmoture  there  is  no  snch  meohauism.  The 
wick  is  palled  liy  the  band  in  both  directions,  without  any  feeding 
mechanism.    Therefore  there  is  no  infringement. 

There  most  be  a  decree  for  the  plaintifb  on  the  first  five  claims  of 
No.  8,490  for  an  injunction  and  an  account,  with  costs. 


(Ualtod  SMm  CInalt  Cmrt-fiMrtlMni  DIatatet  ot  V»w  Toric.l 

The  Atlahtio  Giaht  Powdbk  Compakt  v.  The  Dittmab  Pow- 

SBB  MAltTTPAGTUBlNa  GOHPAirr  ET  AL. 

DeMed  Bt^ttmbtr  86,  1B8I. 

20  O.  O.,  1380. 

I.   HOTtOM  FOB  ATrACHMINT. 

U oticRi  foi  attaohment  will  lie  •gainst  partiea  TiolAting  m  pnlimiQAry  ii^anotloii 
by  aaiug  merelf  oolonble  variatioiu  of  the  patented  inTentioD. 
S.  Eeibsub  No.  5,799— iNFEDrOBMKrr. 

The  article  called  "  glulcodioe  "  i*  a  componnd  made  by  a  mecbanical  miztan 
of  iiitn>-g);cecine  irith  nitro-saccbaroHe  (or  nitratrd  angar).  The  nitro-eaoeh*- 
nwe  has  no  chemical  relation  iritb  the  nitTD-glyoerine,  but  merely  aeta  as  an 
absorbent  to  take  up  the  iiitro-gl;oerii)e  and  render  tbe  lemlting  eompoand  man 
practioally  oseful  and  effective  as  an  explorire  and  fat  more  ufe  and  cooTenteot 
for  handliug,  storage,  and  traDsportation  than  nitro-glycerine  In  Its  ordinary  con- 
dition aa  a  liquid.     It  is  therefore  ui  inlHagement  of  Beiwae  No.  5,799. 

Messri.  Oifford  &  Gifford  for  the  plaintiff. 
Mr,  Lexon  Saldane  for  Hie  defendants. 

Blatohfobd,  t7.  .■ 

This  is  a  motion  for  an  attachment  against  the  defendants,  the  Ditt- 
mar  Powder  Manufacturing  Company  and  Carl  Dittmar,  fi»r  TioUting 
the  preliminary  injunction  issued  and  served  herein  by  making  and 
selling  a  blasting-powder  called  "  glukodine  powder."  I  am  of  the  opin- 
ion, from  the  testimony,  that  what  the  defendants  call  ^'glakodine"  is 
a  compound  made  by  a  mechanical  miztore  of  nitro-glycerine  with  nitro- 
saccharose  (or  nitrated  sugar),  and  is  not  a  new  chemical  comxrannd ; 
that  the  conBtituent  nitro-glycerine  is  shown  to  be  separable  as  snch 
from  the  constituent  nitro-saocbarose,  and  that  the  nitro-glyoerine 
uBe<i  ia  so  combined  with  absorbents  of  it  as  to  make  a  dry  powder 
safe  to  handle,  transport,  and  nse.  The  nitro-glycer]ne  is  so  avaUed 
of  Hs  to  produce  pratically  the  same  effect  as  if  it  were  not  mixed  with 
any  nitro-saccharose.  It  is  the  explosive  element  in  the  powder.  It  is 
combined  with  a  solid  absorbent  substance,  "whereby,"  inthelaugnage 
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of  tbG  specification  of  Ko.  fi,799,  ''the  condition  of  the  nitro-fflycerine 
is  so  mpdifled  as  to  render  the  resulting  explosive  compound  more 
practically  useM  and  effective  as  an  explosive  and  far  more  safe  and 
convenient  for  handling,  storage,  and  transportation  than  nitro-glyeer- 
iiie  in  its  co^linary  condition  as  a  liqaid."  The  absorbent  snbstance  is, 
in  the  langnaige  of  siud  specification,  "free  trom  any  quality  which  •will 
cause  it  to  deeompOBe,  destroy,  or  injure  the  uitro-glycerine,"  and  the 
absorbent  absorbs  and  retains  "a  sufilcient  amount  of  nitroglycerine 
to  form  on  eflQcient  explosive."  The  matter  seems  to  be  so  firee  trom 
doubt  as  not  to  foil  within  the  cases  where  a  uew  suit  has  been  required 
to  reach  the  article  complained  of.  The  absorbent  is,  in  its  use,  an 
equivalent  of  the  absorbent  of  the  patent,  and  I  see  no  doubt  on  the 
question  of  inft^ngement.  Disobedience  to  an  injonctioii  is  a  contempt 
of  court    Rev.  Stats.,  sec  725. 

The  injunctiou  in  this  case  forbade  the  making,  osii^,  or  selling  ow- 
tain  powders  described  in  it,  and  any  powder  substantially  like  any  of 
said  designated  powders,  and  any  infiringement  of  said  patent.  What 
the  defeadaats  did  they  did  not  do  accidentally  or  unintentionally,  but 
knowing  fully  what  they  did.  They  were  therefore  guilty  of  contempt. 
What  they  did  is  not  Oie  less  legally  a  contempt  because  they  did  not 
think  they  were  infringing  or  were  advised  that  they  were  not  Any 
question  o(  animus  can  bear  only  on  the'exteut  of  punishment. 

The  patent  is  still  in  life.  De  Florez  v.  BegHolds,  17  Blatohf.,  C.  0.  B., 
436. 

The  powders  now  passed  upon  are  ihoee  known  as  3So.  2,  Ko.  3,  No. 
4,  and  So.  5.    Ab  to  them  an  attachment  mast  be  issued. 


[United  Bute*  Clrontt  Coiirt--Soathtiii  DlMHo.  of  Va*  York.1 

HABtHUBSCHLAa  V.   SCAMONI. 

Dnidtd  Stptmher  87,  1B8I. 

20  O.  G.,  1449. 

1,  AwnciPATiOK— Patent  without  Dbawinqb— iNsuFFidBin  Dbbciuftion. 

A  muhfiin  for  «Dh>iiiallcally  waxing  paper  by  a  o<Mitinnoiu  eperatioD  in  not 
•ntidpated  by  a  prior  patent  nuaooompaDied  by  drafringa  which  DMiel;  gives  a 
snggeBtton  of  a  cMatiiiiioaa  prooew,  bnt  whiob  fnrDiBbed  BDob  a  meager  verbal  de- 
■oriptioDuf  the  InstrnmeDtalitiea  employed  that  an  ordinarfiusiihaiiio  or  OM  ((killed 
in  the  art  oonM  not,  without  experiment  and  without  adJding  to  the  dMOilptioa, 
build  a  machioe  to  accomplish  tbe  detiied  lesnlt. 
S.  Hamhkrschlao  v.  Scahoni  (20  O.  Q.,  75)  Atfibhkd. 

The  nature  of  plaiutiff'a  iuventiou  and  extent  of  his  claims,  aa  atMed  and  oon- 
etmrd  in  Sammerteklag  v.  Soamoni  (20  0.  Q.,  75),  afflrmed. 

Me»»rB,  Frost  &  Coe  for  tbe  plaintiff. 
Hiessrg.  Kitchen  d;  Brown  for  the  defendant 
:BLA'TCHF0RD,  J.:  r,g,,-  Mi,GoO(jjlc 

I  have  oatefblly  examined  the  provisional  spedfloation  of  John  Sten- 
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boose,  Sled  Janoai?-  8, 1862,  of  English  Letters  Patent  Kn.  55,  granted 
to  him,  dated-  Jaoaaiy  8, 1862,  and  seated  Jane  24, 1862,  and  alsti  the 
ftill  speoiflcation  filed  Jnly  8, 1862,  also  the  BpeciUcation  of  United  States 
Patent  No.  97,983,  granted  December  14, 1869,  to  Cheney  and  Millikeu, 
assigneeH  of  said  Stenhonee.  There  are  no  drawings  to  these  speciRca- 
tions,  nor  an;  references  to  any  drawing.  There  is  a  snggestioD  of  a 
continnooB  process,  commencing  nith  raw  fabric  and  ending  with  coated 
and  finished  &bric;  bdt  no  machinery  is  described  or  shown  to  work 
oat  such  process.    The  description  says : 

When  fKbiioa  of  ennaltlenible  1en|cth  have  U>  lie  treated  with  panfflne  the  pnirm 
can  be  mode  contiunona  by  paaaing  them  over  one  or  idoto  hot  wooilen  or  metallic  roll- 
«n  ooAted  with  puafflae  fruui  working  in  »  bath  of  that  nibstanae.  The  excew  d 
parsffine  is  removed  \>j  meaoB  of  what  is  called  a  "  gage-Bpieader,"  having  a  gage  or 
knife  Used  above  it  and  fhmished  with  ncnw*,  to  as  to  reflate  the  aiuonnt  of  par- 
affliie  applied  to  tbe  roller.  Tbe  atnoaDt  of  parafflue  can  also  be  regulated  liy  mrau* 
of  a  brosh  or  nlintlar  apparatus,  aliui  acting  on  a  roller,  the  Ihorongh  incorporation  of 
the  parafBne  and  fabric  being  wibteqnentlj  completed  with  hot  mllen,  by  mransof 
which  any  exceM  of  panEBne  oan  also  be  removed. 

Tbe  defendant  claims  that  his  present  machine  is  made  in  accordauce 
with  tbe  Steohoase  description  above  qnoted.  On  this  subject  the  plaint 
ifl>B  export  says: 

First.  The  abeence  of  drawings  apireais  to  ma  fttal  to  the  Stenhonse  patents  as  aa- 
tleipating  references.  On  defeadaat's  theory,  the  Btenhonae  patents  oootain  »  descrip- 
tion of  machinery  capable  of  making  machine-made  waxed  paper.  In  the  alioenee  (d 
drawingB,  and  having  only  the  meager  verbal  description  of  the  Stenhouae  patents,  I 
do  not  think  that  any  ordinary  mechanic,  or,  Indeed,  any  one,  however  skilled,  conldt 
withant  experiment  and  without  adding  to  the  deaoription,  boild  any  machine  what- 
ever. At  the  moat,  and  viewed  in  the  most  favorable  light,  aooh  deaoriptions  contain 
oolyhinfaior  BOggeations;  but  the  moment  it  is  necessary  to  experiment,  to  depart 
from  the  descTiption,  to  vary  the  detailn,  we  enter  the  lealtns  of  invention.  If  Sten- 
houaehad  had  any  Idra  of  making  waxed  paper  by  machinery  or  invented  any  machine 
whatever  fur  that  purpose,  however  cmde  or  impertsct  it  may  have  been,  it  seems  to 
me  inconceivable  that  he  would  not  have  abonn  soch  machine  in  drawings  and  maiie 
aoeh  drawings  a  part  of  his  speoifloations.  The  absence  of  drawings  indicates  that  he 
had  not  even  an  ides  or  conception  of  any  machine  whatever  or  of  any  prooefls,  except 
a  band  procesB,  of  making  waxed  paper. 

Second.  The  process  referred  to  in  the  Stenhouse  patents  is  not  automatic.  Id  com- 
plainant's process  the  raw  or  unwaxed  paper  is  wound  on  a  reel  in  a  web  of  iudcfl- 
nlte  length  and  the  end  of  the  paper  passed  tbrough  tbe  machinery  to  the  winding- 
np  reel.  After  this  is  done  the  whole  process  is  automatic.  The  actions  of  the  redi 
are  snch,  in  connection  with  the  rest  of  tbe  machinery,  that  tbe  web  of  paper  la  an- 
tomatically  fed  to  the  machine,  automatically  waxed,  and  automatically  wound.  AU 
that  is  necessary  is  to  renew  the  paper  from  time  to  time,  and  the  process  can  be  con- 
tlniled  indefinitely.    The  Stenbonse  patents  do  not  ahow  nocb  an  antomatio  process. 

Third.  It  is  plain,  fmm  the  claim  of  tbe  Stenbonse  patente,  that  thoan  patents  are 
not  for  any  machine  process.  It  Hppcurs,  itom  tlic  number  and  nature  of  the  articles 
and  fabrics  to  which  Stenhpuse  claims  to  apply  wax,  that  be  was  deairona  of  giving 
his  patents  the  broadent  possible  scope,  yet  tbe  only  way  in  whinb  he  clainiB  to  tqiplj 
wax  to  these  fabrics  is  by  manipulating  it.  Tbe  number  of  articles  Ut  whicli  be 
claims  to  apply  wax,  contrasted  with  the  limitation  in  tbe  claim  that  the  wax  shall 
be  applied  to  them  by  stretching  the  article  and  fabric  on  a  metal  plate  and  tbrB 
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mmiipuUtiDg  it,  malcea  it  clear  to  me  that  erery  proccM  referred  to  io  tbe  cl»iin  aitd 
patenta  waa  only  a  hand  pMoaaa, 

Fourth.  The  history  of  tiie  article — waxed  paper — isoonoloaiTe  against  defenclanfa 
theoT7  of  anticipation  by  tli«  Stenhonaa  patento.  The  history  of  the  way  in  which 
waxed  paper  was  made,  its  price,  quality,  annnal  prodnetioo,  and  extent  of  uae  t>e-  - 
fine  sjid  since  complainant's  inventioB,  is  fully  given  in  Jndge  Blatchford's  opinion 
on  the  motion  for  ii^nnotion  herein.  Theae  facW  have  never  been  disputed.  Judge 
Blatehford'B  opinion  states  with  Teferenoe  to  these  facta  as  follows ;  "Jt  isqolteelear, 
£rmn  the  histoiy  of  the  article  made  by  the  plaintiff's  machine  and  process,  that  that 
article  was  not  capable  of  being  made  by  any  machine  or  mechanical  process  befoEO 
made  known." 

For  the  abow  reasons  I  am  of  the  opinion  that  the  ptenhonse  patents  do  not  antici- 
pate the  complainant's  invention. 

In  tlie  English  prorisioDal  specification  Stenbonse  speaks  of  spply* 
ing  wax  to  various  kinds  of  wood,  eiUier  in  planks  or  mannfitctured 
into  articles — sacb,  for  instance,  as  "vats,  cisterns,  the  stftres  of  bar- 
rels, tabs,  and  similar  vessels  for  containing  liquids ;  corks  and  articles 
manufactured  ttoia  cork ;  paper,  sacb  as  writing  and  printing  paper, 
tissne- paper,  packing-paper,  pasteboard,  papier-mache,  and  paper  which 
has  been  written  on  with  a  pen  in  the  nsual  way,  or  paper  suitable  for 
lithographic  or  printer's  ink,  paper  or  parchment  which  has  been  writ- 
ten on  or  may  be  written  with  lithographic  ink,  cartridge-paper,  and 
cartridges ;  linen,  woolen,  or  silk  cloths  and  threads,  or  cord  mannfiict- 
nired  fhjm  them;  and  roi)e8,  leather,  eggs,  and  preserved  meats."  In 
the  f^ll  English  specification  the  ool;  articles  mentioned  are  "leather 
and  thread,  cords,  ropee,  and  textile  fabrics  composed  of  cotton,  linen, 
wool,  or  silk."  The  United  States  patent  mentions  "wood,  leather, 
paper,  and  textile  fabrics  composed  of  cotton,  linen,  wool,  or  silk,"  The 
specifications — all  of  them — speak  of  tbe  object  of  tbe  invention  as 
being  to  render  the  articles  ''leas  pervious  to  air  and  Uquids." 

The  claim  of  the  English  fall  specification  is  this : 

The  employment  uid  application  of  paraffine,  eithet  solid  or  in  a  Btate  of  aolutioD, 
or  mixed  with  wax,  ateariiiB,  atearioacid,  or  any  of  the  other  solid  fat  acids,  to  leather 
and  thread,  cords,  ropes,  and  textile  falirics  composed  of  cotton,  linen,  wool,  or  silk, 
for  the  pnrpoee  of  rendering  the  same  less  pervious  to  air  and  liqnids,  as  heieinbefon 
mentioned. 

The  claim  of  the  United  States^patent  is  this : 

The  employment  and  application  of  paraffine,  in  a  solid  state,  to  wood,  leather, 
paper,  or  textile  fabrics  composed  of  cotton,  linen,  wool,  or  »ilk  by,  means  of  a  metal 
plate  heated  to  a  temperature  from  130°  to  '250°  Fahrenheit,  the  article  to  be  trrated 
to  be  stretched  thereon  and  then  manipnlaled,  sulistautially  as  nnd  for  the  purpose 
set  forth. 

The  opinion  referred  to  is  that  given  by  this  conrt  in  this  case,  April 
10,  1881,  on  the  motion  for  a  preliminary  injnnction. 

The  defendant's  expert,  speaking  of  the  Stenbonse  English  patent, 
says: 

There  is  no  drawing  attached  to  this  patent,  which  would  be  fatal  %o  it,  io  my  opin- 
ion, OS  au  anticipating  refereooe,  if  after  reading  it  any  doubt  existed  as  to  what 
jnechmism  was  intended  to  be  desorilied.  To  my  mind  no  such  donbt  exisia,  and  it 
Js  a  description  ftom  which  any  mechanic  could  build  a  machine.    With  tiiis  view  of 


444  DECISIONS  OF  U.   8.  COUBTS  IN  PATENT  CASES. 

the  iDktteT,  the  enJotiMd  mmoliine  of  Bckinonl  waa  olWred  to  nake  it  oonfbhn  exactt; 
totlMStanhouedeacriptiini.  A  bath  of  p«nffliw  vh  provided,  in  which  worked  one 
bot  metallic  roll,  and  over  which  waa  oanaed  to  piua  the  material  to  be  coated.  Tlie 
exoBM  of  panffine  waa  removed  \>y  an  ■^■■■table  ftsge  IuvIdk  a  kDife,  and  two  hot 
rollen  wen  employed  to  Inaoie  the  tborongh  inootparstion  of  the  parafBoe  and  papor. 
Theaketoh  "Exhibit  A"  hereto  attMcbed  ehowe  tlw  niKcbine  y  mnde in  eutot  aoeord- 
«nce  with  the  Steohouae  deecription.  The  varioaa  mechaiiluua  named  by  SteDbonee 
«Te  all  old  and  well  known,  and  the  metlioda  of  tieating  them  are  abo  old  Uid  wull 
known,  atedm-hot  bare  and  hot  water  having  long  been  known  as  eqnivalents.  It  i> 
clearly  my  opinion  that  the  maohine  ahoo  n  in  "  Exhibit  A  "  ib  the  Stoanbonse  mft- 
chlue,  and  nothing  bnt  the  Stenhonae  machine,  and  that  nothing  hae  been  taken  f^on 
the  Hammeraohlag  reioaoa.  StenhooM  direct*  that.tlie  mibstanee  to  b^  parafflned  Iw 
paaaed  orer  the  roller  working  in  the  bath,  and  in  the  machine  "Exhibit  A"  the  <dd- 
eat  and  beat  known  meokanieal  device  haa  been  need  to  so  canae  the  paper  to  paw. 
If  (be  inaolilue  "Exhibit  A"  la  deemed  to  be  within  the  finit,  second,  third,  and  flflb 
claims  of  the  Reissne  No.  8,460,  tben,  in  my  opinion,  said  inTsntions  are  described  in 
the  Btenbonae  patent.    . 

There  is  no  ''Exhibit  A  "  or  other  exhibit  or  sketch  annezed  to  tiie 
as  affidavit,  and  it  cannot  be  tqld  to  what  constmction  the  witness  refen 
being  the  one  he  is  deposing  to  as  the  defendant's  Btmctnre.  Else- 
where in  his  affidavit  he  states  that  Scamoni  does  not  keep  his  par 
afflne  bath  liquid  by  a  roller  or  rollers,  bqt  heats  his  bath  by  a  special 
MtK  of  pipes,  and  that  Scamoni's  machine  is  not  one  in  which  there  are 
carried  ont  in  the  process  the  steps  of  first  coating,  then  heating,  then 
scraping,  and  tben  polishing.  It  does  not  appear  that  the  witness  ever 
saw  the  new  Scamoni  machine,  either  in  operation  or  otherwise. 

As  I  understand  the  papers,  the  defendant's  new  machine  is  that  rep- 
resented by  the  traced  drawing  "  Exhibit  0, "  and  which  I  nnderstand 
to  be  the  drawing  served  by  the  defendant's  solicitors  on  the  plunfafTB 
solicitors  June  2, 1881,  as  a  cross-section  of  such  machine.  In  regard 
to  this  drawing  the  plaintiff's  expert  testifies  as  foUws : 

In  this  drawing,  A  indioatee  a  reel  containing  a  web  of  paper,  P,  to  be  coated  wiU 
wax  OF  paraffiue.  B,  B',  and  B>  axe  guides,  being  small  toUen,  orer  and  mular 
which  the  paper  passes  on  its  way  to  the  maohine.  C  is  a  hot  cylinder  revolving  in  a 
trongh  containing  melt«d  wax  or  parafflne.  At  one  aide  of  aaid  cylinder  C  i%ft  bar, 
E,  held  against  aald  cylinder  with  a  constant  preasare,  and  serving  to  prevent  mue 
than  a  given  quantity  of  wax  from  being  carried  np  to  the  paper.  At  the  other  side  of 
aaid  cylinder,  and  altont  eighteen  iDohes  or  tj^iee  feet  tJierefiom,  ore  two  cylinders  or 
rollersrl^  ui<l  H,  plaeed  and  held  in  close  contact  with  each  other.  The  lower  ndlcr 
or  cylinder,  F,  is  internally  beat«d  by  ateam,  and  at  the  end  of  tbe  machine  ie  th«  wind- 
ing-np  reel  W,  on  which  the  waxed  paper  is  wunnd.  The  operation  of  this  machine, 
a«  shown  in  the  drawing  "Exhibit  C,"  is  as  follows:  The  raw  or  nnwaxed  papa, 
being  wound  on  the  reel  A,  is  paned  over  and  under  the  guides  B,  B,  aud  W,  thence 
in  a  eltgbtly  upward  directioQ  to,  over,  and  in  close  contact  with  the  anrfaoa  of  the 
nppfr  ^de  of  the  cylinder  C,  from  which  the  earplns  wax  has  been  remoTod  by  the 
bar  B  serving  aa  a  scraper.  Said  cylinder  C  also  takes  np  wax  from  the  tiongb  and 
applies  it  to  the  nnder  side  of  the  web  of  paper.  The  paper  tbence  paaeee  to  and  over 
the  heated  cylinder  F,  and  under  the  cylinder  H,  which  is  heated  by  Urn  contact  with 
the  said  cylinder  F.  .This  cylinder  H  so  heate  the  paper  at' its  opposite  eide  aa  to  dif- 
fuse wad  horonghly  Incorporate  the  wax  into  the  fabric  of  the  papw.  The  clooe  otn- 
tact  of  the  two  hot  rollers  or  cylinders  F  and  H  frees  tbe  paper  fhnu  all  ■orploa  wax, 
tnd  also  serves  to  maintain  the  wax  in  snch  a  melted  etate  on  the  aarfoee  of  th«  p4«, 
ifaat  the  paper  is  so  polished  as  to  present  a  smooth  and  nnifonu  appearaooe. 
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I  Fegaid  the  mftobine  md  proetM  ■hown  in  tliii  drawing  "Exhibit  C,"  and  uwd  by 
defendADt,  aa  ui  infriDgBiiient  of  olaima  1,  S,  3,  and  5  of  oomplalnant'i  palant  In  ault^ 
Keiame  No.  6,460,  and  a  Tiolation  of  the  iajimotion  herein,  for  the  foUowing  reaaona: 

Aa  to  claim  5.  The  steps  speoified  in  claim  5  are  fonr  in  unmber,  and  are  all  prac- 
ticed by  the  defendant.  The  tkw  paper  is  mored  la  oootact  -with  a  hot  cylinder  vhick 
acta  to  spread  the  wax  on  the  snrhoe  of  the  paper.  Thlaisetep  one  of  the  oomplain- 
ant.  In  the  passage  at  the  paper  over  the.  cylinder  F  and  nnder  the  cylinder  H  th» 
action  is  snch  as  to  heat  the  paper  at  its  opposite  side,  when  It  Is  closely  pressed 
by  the  cyllnden  F  and  H  at  the  place  of  their  contact  with  the  paper  and  keep  the 
wax  melted,  and  thns  draw  and  spread  and  fnae  it  into  the  fabric  of  the  paper.  Thia 
is  step  two  of  the  complainant.  The  piessnre  of  the  two  cylinders  F  and  H  upon  tb» 
paper,  as  It  psirn  between  them,  removes  any  surplus  wax  fWim  the  p^per.  This  la 
step  tltree  of  the  oomplainant.  At  the  same  time  the  pieesore  and  heat  ot  the  two 
cylinders  on  the  sarfaoea  of  the  paper  pasdng  bettceen  tbem  so  maintains  the  wax  in 
a  melted  state  that  when  the  paper  emerges  tnaa  between  the  two  cylinders  the  snr- 
&ceB  of  the  paper  are  so  polished  as  to  present  a  smooth  and  nniform  appearance. 
This  is  step  fonr  of  the  complainant. 

As  to  claim  3.  The  hot  eyliuder  C  coneaponds  to  the  oomplatnant's  cylinder  a. 
The  cyliikder  H  coTTeepands  to  the  oomplainant's  cylinder  t.  The  pleasure  of  the  two 
cytindeiH  F  and  H  correspondH  to  the  complainant's  scraper  I.  There  are  means  for 
■applying  paper.  The  heated  wax  is  applied  to  one  enrface  of  the  web  of  paper  by 
the  hot  cylinder  C,  aod  afterward  the  paper  is  heated  at  the  other  snrfaoe  to  draw  the 
wax  into  the  paper  by  the  action  of  the  ojlinder  H  in  conjaacjbion  with  the  heated 
cylinder  F. 

As  to  claim  2,  The  melted  wax  is  trsnafenad  fh)m  a  trough  to  the  paper  by  a  roller, 
which  is  a  hot  cylinder.  The  paper  is  moved  lo  contact  with  snch  roller  or  hot  cylin- 
der, and  the  sniplDS  wax  is  nmoved  by  a  scraper,  S,  which  oorreepouds  to  complain- 
ant's scraper  t. 

Aa  to  claim  1.  There  is  a  hot  cylinder  rerolred  in  a  trongh  containing  melted  wax 
and  acting  to  apply  a  layer  of  wax  to  the  enifaoe  ot  the  paper. 

The  defendant's  expert  states  that  he  thinks  the  scraper  I  ia  the 
scraper  referred  to  in  the  second  claim  of  No.  8,160,  and  that  the  defend- 
ant has  no  such  scraper.  In  my  former  opinion  I  had  oocasion  to  exam- 
ine this  point,  and  came  to  the  conclnaion  that  tiie  scrapw  of  claim  2 
vae  the  scraper  x  and  not  the  scraper  I. .  The  defendant's  expert  states 
that  the  defendant  has  bat  one  cylinder  before  his  culendering-rolls, 
while  the  plaintiff  has  two  heated  cylinders,  a  and  b,  before  his  polishiog- 
cylinder  e,  and  embraces  both  a  and  i  in  his  third  claim. 

The  defendant  in  his  affidavit  does  not  doiy,  but  admits,  that  he  has 
Dsed  the  machine  represented  by  "  Exhibit  0  "  to  wax  paper,  and  does 
not  deny  that  the  description  of  it  given  by  the  plaintiff's  expert  is  cor- 
rect. The  cylinder  0  is  described  by  the  plaintiff's  expert  as  "a  hot 
cylinder  revolving  in  a  trough  containing  melted  wax."  It  is  not 
spoken  of  as  internally  heated  by  steam,  as  is  said  of  the  cylinder  F. 
The  cylinder  F  is  also  callvA  a  "heated  cylinder,"  but  the  cylinder  C  is 
not  called  a  "heated  cylinder."  The  plaintiff's  cylinder  a,  to  which  the 
cylinder  G  is  stated  to  correspond^  is  described  in  No.  8,460  as  hollow, 
and  as  supplied  witti  steam  to  heat  it.  Wherever  it  is  mentioned  in 
the  description  and  claims  it  is  called  a  "heated  cylinder."  I  must  as- 
sume that  the  cylinder  C  is  meant  to  be  described  as  having  impartetl 
to  it  heat  not  derived  wholly  from  the  melted  parafflne,  and  as  being 
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«ftpable  of  sappljin^  heat  to  the  parsfflne.  The  drawiii);  Exhibit  C 
seems  to  indicate  that  it  is  hollow  and  heated  by  steam.  Otherwise 
it  seems  idle  to  call  it  a  "hot  cylinder."  It  is  only  such  a  heated  cylin- 
der acting  to  impart  to  the  wax  beat  which  it  receives  Irom  a  sonrce 
other  than  the  wax  that  is  involved  in  claims  1,  3,  aad  4  of  So.  8,160; 
and  although  it  may  be  tme  that  the  defendant  has  pipes  to  heat  his 
bath,  I  nnderstand  them  to  be  in  addition  to  snch  a  heated  cylinder, 
wliich  tuds  in  keeping  the  parafQne  liquid,  although  it  is  not,  as  iu  tlie 
plaintifl'^s  apparatus,  the  only  means  of  heating  the  paraffiue  and  keep- 
ing it  liquid.  1  notice  that  the  plaintiff's  expert  does  not  state  that  the 
cylinder  0  acts  to  heat  the  wax.  It  may  be  that  it  is  not  a  heated  (bl- 
inder iu  the  sense  above  explained.  If  it  is  not,  the  defendant  does 
not  infringe  claim  1.  If  it  is,  he  does.  Any  donbt  imses  from  the 
obscurity  of  the  papers  on  both  sides.  It  is  vei?  plain  that  claim  2  is 
infringed,  even  though  the  roller  C  may  not  be  soch  a  heated  roller  as 
is  above  mentioned.  Claim  3  is  clearly  infringed.  Claim  5  also  is  in- 
fringed, whether  the  roller  C  ia  such  a  heated  roller  as  is  referred  to 
or  not. 

For  the  reason  set  fbrth  in  the  affidavit  of  the  plaintiff's  expert,  be- 
fore quoted,  there  is  nothing  in  the  Stenhouse  patents  which  destroys 
the  novelty  of  claims  1,  2,  3,  and  5  of  Ko.  8,460,  or  which  justifies  the 
defendant  iu  using  this  new  machine  or  the  process  it  works  out. 

In  regard  to  the  Van  Skelline  machine,  there  is  not  in  it  any  snch 
heated  cylinder  as  the  cylinder  a  of  claim  1  of  No.  8,460,  or  as  the  cyl- 
inder G  of  the  defendant.  It  does  not  anticipate  claim  2  of  No.  8,460, 
becanse  not  ofdy  ia  there  not  iu  it  a  roller  which  transfers  the  melted 
wax  from  the  trough  to  the  paper,  but  tiiere  is  no  scraper  between  the 
roller  and  the  paper.  It  does  not  meet  claim  3  of  So.  8,460,  becaose  it 
has  no  heated  cylinder  like  the  heated  cylinder  a;  nor  does  it  meet 
claim  5  of  No.  8,460.  The  operation  of  spreading  the  wax  upon  the 
surface  of  the  paper,  substantially  as  set  forth  in  the  description  of  No. 
8,460,  iuvolves  spreading  it  by  means  of  a  uniform  layer  of  wax  on  the 
spreading-cylinder,  produced  by  a  scraper  applied  to  snch  cylinder  be- 
tween the  trough  and  the  place  of  contact  with  the  paper,  vhich  removes 
from  the  cylinder  the  surplus  wax  takeu  up  by  it  from  the  trough.  In 
Yan  Skelline's  machine  the  paper  ia  dipped  into  the  bath  of  wax  and 
takes  up  all  the  wax  it  will,  and  then  the  scraper  is  applied  to  the 
paper.  The  defendant's  process  imitates  the  plaintiff's,  and  not  Van 
Skelline's. 

The  motion  for  an  attachment  is  granted. 


b,Googlc 
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Kbw  Yobk  Bung  and  Bushiko  Compaht  v.  Hoffman. 

Dtetdad  FAnarg  Term,  1S8I. 
SO  O.  G.,  1451. 

I.  RkiSSUBS— BUNOB  FOB  Ca8K8— Ksn"  Hattxb. 

Whate  the  original  patent  deaoribed  an  improvement  In  bnngs  for  cMki,  con- 
nititing  of  a  wooden  bniliiug  inside  an  iron  one,  or  a  yielding  one  Intide  a  rigid 
one,  but  ma.'e  the  donble  conical  form  of  the  wooden  biiahing  to  be  of  tbe  Teiy 
enKuce  of  that  part  of  tlie  invention  and  of  the  oombination  of  which  it  waa  an 
important  part,  a  leiaane  olaiaing  any  form  of  wooden  bnehing  in  an  iron  one, 
Hild  to  l>e  lor  an  inveiitiou  not  deacribed  in  the  origiual  patent,  and  void  ae  oon- 
taioing  new  matter. 
S.  Same— Sjlmb— FoRic,  wheh  EsaxmiAi.,  must  kot  b^  Depaiited  troh. 

When  form  iaof  the  sntntance  of  tlie  invention  itia  not  to  be  disregarded. 

Mr.  Wyllit  Bodgea  for  the  plaiutiff. 
Mr.  Freaton  Stmentim  btr  the  defeodaDt. 

'W'hbeleb,  J. : 
This  sait  is  bronght  apoD  Letters  Patent  So.  141,473,  dated  Angnst 

5,  1S73,  issued  to  Samuel  H.  Thomi>soD,  for  an  improTementin  bnsbinge 
for  fancet-holes,  and  reissned  Kovember  12, 1S78,  in  IXo.  8,483,  to  Will- 
iam G.  McKean,  George  H.  Jackson,  and  JeiKoson  Brown,  jr.,  assign* 
eea,  and  iiow  owned  by  tbe  plaintiff. 

The  principal  defenses  set  np  are  that  the  original'  patent  was  void 
for  vant  of  novelty;  that  the  reissue  is  for  an  invention  different  from 
that  described  in  Uie  original,  and  that  the  defendant  in  what  he  does 
does  not  infringe. 

The  only  anticipations  necessary  to  be  noticed  are  the  English  patent 
to  William  Bowland  Taylor,  dat«d  August  6, 1864,  and  sealed  Febrnary 
3,  1S65,  far,  among  other  things,  the  employment  in  beer-barrels  of  peg- 
holes  smallest  in  the  middle  of  the  stave  and  conical  both  outward  and 
inward;  the  patent  of  the  United  States  to  John  Huegg,  assignor  to  J. 

6.  Harriott,  No.  70,024,  dated  October  22, 1867,  for  a  wooden  bnng 
screwed  into  an  iron  casing  or  bushing,  having  screw-threads  on  both 
its  outer  and  inner  circumference,  and  screwed  into  the  stave  of  beer- 
barrels;  the  Patent]^o.lll,352,dated  January  31, 1871,  issuedtoJosiah 
Kirby,  for  wooden  bungs  with  a  hole  in  the  middle  for  a  vent-tube, 
filled  with  a  plug,  both  bnng  and  plug  being  made  with  the  grain  of  tbe 
wood  mnning  horizontally;  and  the  Patent  "So,  123,789,  dated  Febru- 
ary 30, 1872,  to  Otto  yetzow  and  John  F.  Feck,  for  an  elastic  bashiug 
for  &ucet8  tapering  toward  the  interior  of  the  barrel  both  on  its  onter 
aud  inner  circumferences,  with  a  shoulder  on  the  inside  at  the  inner  end 
to  bear  ngainst  the  end  of  the  t^ucet. 

The  original  patent  of  Thomi>son  was  for  a 'wooden  boshing  having 
tlie  hole  for  the  faucet  smallest  in  the  middle  aud  conical  both  outward 
mid  inward,  screwed  into  another  bnshiug  or  casing  made  of  iron  with 
screw-threads  to  be  screwed  into  the  barrel.    The  claims  were  for  the 
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boshing  oonstrncted  uid  armnged  as  dtMcribed,  and  for  Uie  combinatton 
of  the  bustaing  and  oasiiig  coiutracted  and  arranged  as  deseribed,  for 
the  pnrpOBea  spedfied. 

The  speciflcatioii  of  ibe  jmasae  states  that  "the  invention  oonsista, 
broadly,  in  a  device  oomposed  of  a  rigid  sleeve  or  casing  to  be  Insrated 
within  the  Ibacet-hole,  and  provided  with  a  yielding  lining ; "  and  the 
claims  are  for  "  a  componnd  boshing  for  fancet-holes  of  banels,  consist- 
ing of  a  rigid  sleeve  or  casing  and  a  yielding  lining,  as  set  forth,  and 
the  combination  of  a  casing  and  a  lining  having  a  dooble-beveled  inter- 
nal formation,  as  shown  and  described,  and  for  the  pnrpose  set  forth.* 

The  defendant  sells  beer  in  casks  having  iron  casings  screwod  into 
the  staves  for  the  bong,  like  that  in  the  Baegg  patent,  and  like  that  for 
the  wooden  boshing  in  the  plaintiff's  pat«Dt,  with  bangs  having  a  hole 
nearly,  bnt  not  qoite,  Uirongh  them  in  the  center,  filled  with  a  ping  to 
be  driven  in  by  a  vent-tobe,  carrying  with  it  the  solid  portion  of  thv 
bong  opposite,  when  the  barrels  are  tapped,  like  the  bnngs  described 
in  Patent  TSo.  148,747,  dated  March  17, 1874,  and  reiasoed  in  TSo.  5,937, 
dated  Jane  30,  1874,  to  Ba&el  Fentlai^e,  for  an  Imppovement  in  bnngs 
for  casks.  When  these  bangs  are  so  tapped  by  the  insertion  of  the  vent- 
tnbe  the  remaining  portion  of  the  bnng  with  the  iron  casing  abont  it 
fbrma  a  componnd  bashing  of  wood  within  iron  for  the  vent-tobe  rami- 
lar  to  that  described  in  the  plaintiff's  reissued  patent  for  fancets ;  and 
the  defendant  sells  the  beer  in  casks  provided  with  snch  bnngs  and 
casings,  intending  and  expecting  tiiat  the  bongs  will  be  so  tapped  with 
venttnbes  and  nsed  nntil  the  beer  is  withdrawn,  and  that  then  the  bar- 
rels will  be  retnmed  to  be  refilled  and  eapplied  witli  new  bnngs,  and 
the  process  repeated. 

It  is  tme,  as  has  been  argoed  for  the  defendant,  that  the  doable-con- 
ical hole  for  the  foacet  is  shown  in  the  doable-conical  peg-hole  in  tbe 
patent  of  Taylor^  and  the  rigid  casing  for  the  wooden  bashing  in  the 
iron  casing  for  the  wooden  bong  in  the  patent  of  Buegg ;  the  simple 
wooden  bashing  of  the  reiasne  in  the  yielding  boshing  of  the  patent  of 
yetzowand  Heck,  and  tbe  wooden  boshing  of  a  vent-tabe  driven  through 
ft  bang  in  the  patent  of  Kirby;  bat  still,  as  argoed  for  the  plaintiff,  no 
one  of  these  shows  all  the  elements  of  this  invention  as  shown  in  either 
tfie  originM  patent  or  the  reissae.  N^one  of  them  had  a  yielding  bash- 
ing tike  one  made  of  wood  in  an  iron  onter  bushing  or  casing,  forming 
a  compound  bashing  yielding  to  the  faucet  or  vent-tabe,  and  rigid  and 
snpporting  to  the  barrel,  as  the  plaintiffs  bashing  and  casing  is-  It  is 
also  tme,  as  has  also  been  argued  for  the  defendant,  that  the  defendant 
does  not  himself  make  erase,  or  vend  to  others  to  be  used,  the  whtrii.- 
patented  invention  of  the  plaintiff,  so  but  that  if  the  whole  8topi>ed 
where  he  stops  there  would  be  no  infringement.  But  it  does  not  stop 
there.  He  fiirnidhes  the  means  which  afterward  became,  and  iutendetl 
they  should  become,  the  compound  bashing  described  in  the  reissued 
patent,  and  in  tliat  manner  directly  procured  the  iuftingement  to  be 
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done,  if  any  vaa  done,  by  those  tapping  the  bungs  to  draw  the  bew, 
and  he  is  himself  liable,  if  any  oiie  is,  for  that  inftingemeut.  WaUage 
V.  Holtnea,  9  Blatchf.,  65 ;  Cotton  Tie  Supply  Company  v.  McCreadgy  17 
Blatchf.,  G.  G.  B.,  291.  So  the  origtual  patent  was  valid  and  the  reis- 
aoed  patent  ia  infringed,  and  thetuming  question  iu  the  case  la  whether 
the  taiginal  pat^it  will  support  the  reissne. 

The  original  patent  described  a  wooden  bnshing  inside  an  iroq  one, 
or  a  yielding  one  inside  a  rigid  one,  and  if  the  description  had  been  gen- 
eral, as  this  statenienj  is,  it  would  have  covered  what  the  reissue  de- 
scribes and  olainia  broadly.  Snch,  however,  la  not  the  case.  The  orig- 
inal describes  the  double-conical  form  of  wooden  or  yielding  boshing 
only,  and  this  form  is  described  to  be  of  the  veiy  essence  of  that  pari;  of 
the  inventiou  and  of  the  combiuation  of  which  the  wooden  bj^hiug  was 
an  imitoriifint  part;.  Thompson  was  not  the  original  idveutor  of  bush- 
ings, nor  of  wooden  bushings,  nor  of  iron  bushings,  for  which  any  pat- 
«nt  has  been  granted  underlying  all  others  of  either  class,  so  as  to  give 
a  monopoly  of  them.  He  ia  aubaeqoent  to  Taylor,  Bnegg,  and  Eirby, 
and  could  only  have  a  patent  for  what  was  distinguishable  fmm  their 
inventions,  and  his  patent  could  be  valid  only  for  that.  Eailviay  Com- 
pany V.  Saylea,  97  U.  S.,  554.  The  form  of  the  wooden  bashing  was  an 
important  part  of  what  so  distinguished  it,  and  when  form  is  of  the  sab- 
stance  of  an  invention  it  is  not  to  be  disregarded.  Machine  Company  t. 
JHutpiy,  97  U.  S.,  120.  Thompson  invented  a  particular  form  of  wooden 
bnshing  incased  in  an  iron  one,  futd  took  a  patent  for  that,  describing 
DO  other. 

The  reissue  is  for  any  form  of  wooden  bushing  iu  an  iron  one.  That 
is,  for  an  invention  not  described  in  the  original.  If  he  had  discovered, 
as  lie  now  has,  that  other  forms  were  useful,  he  might  doubtless  have 
had  a  patent  covering  them,  or,  if  lie  had  described  them  in  his  patent, 
bad  a  valid  reiasne  covering  them,  but  he  did  not  do  either. 

Let  there  be  a  decree,  dismissing  the  bill,  with  costs. 


ISaptwne  Coart  of  tbe  UoiMd  Sutei.) 

Price  v.  Kelly. 

Decided  Ocloim-  25, 1661. 

20  0.  G.,  1452. 

BURDBK  OF  PKOOF. 

The  appellaot,  upon  whom  rests  the  burden  of  proviiig  iuMogemeDt,  not  hav- 
iox  produced  the  ueceHSar;  proof,  the  decree  below  is  afflruu^ 
Appeal  from  the  Circuit  Court  of  the  TJuited  States  for  the  District 
of  Minnesota. 

Mr.  J.  J.  Noah  for  the  ajipellant. 

Mr.  Chief-Justice  Waite  delivered  tbe  opinion  of  the  court: 
This  case  is  very  imperfectly  presented.    "So  one  appears  for  tlie  ap- 
29  c  p 
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pellee,  and  the  record  i*  inoomplete.  The  btll  chargw  the  appellee  with 
an  iDfringement  of  certain  letters  patent  iasned  to  and  owned  by  the 
appdjaot.  The  answer  attacks  Uke  validity  of  the  {Mtent  and  deiiies 
tiie  Infringement.  The  coart  below,  without  passing  on  the  other  qoes- 
tions,  held  there  was  no  infringement.  The  appellee  evidently  claimed 
under  a  patent  to  himself,  which,  with  the  accompanying  drawings  and 
eertain  models,  was  in  evidence.  This  evidence  is  not  before  ns.  Seither 
the  patent  dot  the  dAwings  are  in  the  record,  and  the  models  have  not 
berai  btooght  op.  Nor  have  we  been  able  to  And  anywhere  in  the  rec- 
ord a  Batdsfiiet(»y  description  of  the  atmctnre  which  the  appellee  uses. 
The  burden  of  proving  the  infringement  is  on  the  ^pellant'.  The  neces- 
sary proof  in  this  respect  has  not  been  made,  and  the  decree  below  is 
coBseqaently  affirmed. 


(Unllrd  Stttti  Clnutt  Cmrt-SMawB  IHtttlet  of  H«w  YoA.] 

iBWin  BT  AL.  «.  The  MXTBOPOLITAn  TBI.EFHONB  AMD  TbLXOBAPH- 
COMPAirr  ET  AL. 

DcddM  Oetobar  31,  ISBl. 

20  O.  0..  146S. 

1.  Lkttim  Patbxt  No.  909,966  CoKSTmcBD— iNPRuraainurr. 

Clsima  N««.  1  and  9  of  PktoDt  No.  809,366  u«  not  inMnged  by  m  inatfnmeDt  in 
wUeb  the  piBwaie  of  tho  oleetiodM  ii  obtained  by  tbe  direct  strain  of  »  flat  spring, 
S.  LxTTKU  Patxitt  No.  K&,38B  Coitstrukd — Lkfrd4C}kiiknt. 

Claim  No.  3  of  Patent  No.  9S&,386  is  not  Infringed  by  an  instrnment  in  which 
the  Tibrating  disk  does  not  have  free  edges  and  does  not  vibrato  bodily  in  the 
sense  of  the  patent. 

[Bill  in  equity  on  two  patents  for  improveptentB  in  telephone-traus- 
mitters,  granted  to  John  H.  Irwin,  No.  209,266,  October  22, 1878,  and 
No.  236,388,  March  9, 1880.  Tbe  bill  alleged  that  the  Blabe  transmitter 
infringed  claims  1  and  2  of  tlie  first  and  claim  3  of  the  second  patent-. 
The  American  Bell  Telephone  Company,  defendant,  pleaded  that  the 
coart  had  no  jarisdiotiou  over  them.  The  Metropolitan  Company  de- 
fended on  the  merits.]. 

Mr.  F.  B.  BetU  for  the  plaintiffs. 

Mr.  C.  Smith  and  Jlfr,  J.  J.  Storrme  for  the  defendants. 

Blatohpobd,  t/^.; 

I  think  the  proper  and  necessary  constructjon  of  claims  1  and  3  of 
No.  309,266  is  that  the  normal  pressnre  of  the  electrodes  mnst  be  ob- 
tained by  means  of  gravity,  connteracted  partly  by  a  delicate  retractile 
spring,  elastic  in  the  direction  opposed  to  gravity.  The  spring  most 
snspeud  tbe  needle  against  tbe  force  of  gravity.  The  def^dants'  in- 
*Tament  does  not  employ  gravity  to  secore  pressnre,  nor  a  spring  to 
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modify  tbe  force  of  gravity,  bat  it  obtains  the  normal  preesqra  of  the 
electrodes  by  the  direct  strain  of  a  flat  spring. 

Ae  to  No.  225,388,  there  is  no  infringement  of  claim  3.  The  vibrating 
disk  of  the  defendants  does  not  have  free  edges,  and  is  not  capable  of 
vibiatiiig  bodily,  in  tbe  sense  of  the  patent.  In  conseqaence  of  being 
held  by  the  spring  and  the  clamp  it  bends,  and  some  parts  between 
the  center  and  the  edge  move  more  than  others. 

The  bill  will  be  dismissed,  with  costs,  when  the  case  is  disposed  of 
aa  te  the  Bell  Company, 


[Uolted  SMlM  Clranit  Coart— Northern  DItbrlet  of  New  Tork-l 

The  MALLUBV  MANUPACTtJRINa  COaiFA:!(T  V.  MABKS  ET  AL. 

Dtdded  October  19,  1881. 

SO  0.  O.,  1531. 

1.  Construction  of  Claimr. 

FatculB  will  be  coDStmed,  if  possible,  to  sastaiii  tlie  claim,  and  stat«nieut«  in 
th«  «pecifle«tion  tbftt  CMtun  thingi  shown  to  be  old  are  the  eqnivmlent  of  the  in- 
vention ma;  be  ntjeoted. 

8.  Letterb  Patent  No.  74,392  Coxstrced  and  Sustainsd. 

Letters  patent  No.  74,399  construed  to  cover  the  com bi nation  of  the  brim  of  % 
hkt  with  a  droopinK  tpTiDg-hoop  bent  or  tnisted  in  such  manner  as  to  impart  a 
droop  to  Uie  front  and  rear  of  the  brim  and  an  elevation  to  thesides  thereof  and 
embraces  apotentable  invention,  though  straight  nntwisted  wires  had  been  before 
nged  on  brims  made  of  a  flexible  fabric,  and  although  it  was  well  known  that  giv* 
ing  a  permanent  twist  to  resilient  trire  would  permanently  alter  its  longitndinid 
■et. 

Mr.  Eugene  Treadtcell  tor  the  plaintiff. 

Mewrs.  Betta,  Atterburif  «t'  Betts  for  the  defendants. 

BLATCHPORD,  J. : 

This  suit  is  brought  ou  Letters  Fatedt  No.  74,392,  granted  February 
11, 1868,  to  George  Mallory  for  an  improvement  in  hats.  The  specifica- 
tion says : 

Fignrel  represents  a  side  view  of  a  hat  constructed  according  to  my  invention.  Fig. 
2  represents  a  perspective  view  of  one  of  the  springs  of  the  same.  Fig.  3  represents  a 
top  view  of  the  hat.  Fig  4  represents  an  edge  view  of  one  of  the  springs  of  the  same, 
and  Fig.  5  represents  n  ctoss-seetiOD  of  the  hoop  enlarged. 

The  object  of  my  invention  is  to  improve  hats  made  f^m  flexible  fabrics,  snch  as 
cloth ;  and  the  invention  consists  of  the  combination  of  tbe  lirim  of  the  liat  witli  a 
drooping  spring-hoop,  by  which  I  mean  a  spring-hoop  bent  or  twisted  in  snch  manner 
as  to  impart  a  droop  to  the  front  and  rear  of  the  brim  and  an  elevation  to  the  sides 
thereof. 

Tbe  hat  represented  in  the  accompanying  drawings  embodies  my  invention  when 
the  hoop  is  formed  of  concavo-convex  wire,  the  brim  being  strained  and  shapsd  by  a 
spring  hoop  which  is  both  concavo-convex  and  twisted,  so  as  to  give  tbe  required  droop 
At  the  ftont  a:id  rear.  The  hoop  is  beet  formed  oal  of  st«el  wire,  which,  by  p 
between  rollers  in  a  manner  well  known  to  metal-workers,  is  formed  roiiiiiling  oi 
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■ide  iDd  hcdlowing  od  th«  other,  to  (h*t  its  trausvene  section  is  such  ns  in  represeoted 
■t  Fi);.  5.  A  piece  of  tbix concaro-coiivex  nire  of  tht  proper  length  to  form  tbe  hoop 
isciit  off  and  isbeut  in  tbe  fulloiriDg  iiisuuei':  Two  vises  are  secured  to  a  bench  at 
a  distance  apart  a  little  Um  tlisii  the  leogtli  of  the  piece  of  wire,  so  that  it  can  be 
■trained  between  theni,  its  ends  being  griped  simultftuooiiBl)'  in  both.  A  forked  snp- 
port  is  alto  flzed  npou  the  bench  midway  between  tbe  rises,  and  the  fork  or  slit  in 
this  snpport  is  made  Just  large  enoogb  To  receive  the  wire  edgewise.  The  piece  of 
wire  is  ^trained  Imtween  tbe  vises  and  in  the  fork.  Then  a  forked  insinuuent  ie  ^>- 
plied  to  it  midway  between  the  center  support  and  one  of  the  vises,  and  tlie  wire  is 
partially  twiated  by  nieaiiii  of  this  forked  iDstriimeut  until  th«  re([uired  1>eud  is  ob- 
tained. Tbe  instrument  Is  then  applied  in  like  manner  to  the  wire  at  the  other  side 
of  the  central  snpport,  and  the  partial  twiitiug  there  is  made  eqnat  to  that  imparted 
to  t  lie  portion  of  the  wire  Brat  twisted.  The  piece  is  then  removed  from  the  viHeaand 
•  sheet-brasB  clasp,  a,  similar  to  those  need  for  shirt-hoops,  is  applied  to  one  of  its 
ends.  The  piece  is  then  inserted  In  a  tabular  socket  or  case,  m,  fbrnicd  in  the  rim  of 
the  hut  through  so  opeiiiug  left  for  the  purpose,  and  its  end^  are  secured  together  by 
the  brass  clasp ;  or  the  lioop  may  first  be  formed  by  uoiiiiig  the  ends  of  the  piece  of 
the  clasp,  and  then  it  may  be  sewed  into  a  tubular  socket  in  the  rim  of  the  hat.  When 
the  ends  of  the  hoop  are  united  it  will  be  found  that  the  hoop  has  the  forin  edKewise 
shown  at  Figs.  2  and  4,  and  when  it  is  in  tbe  bat  the  brim  is  compelled  by  the  form 
of  the  spring  to  droop  at  the  &ont  b  and  rear  c,  as  shown  at  Fig.  1,  and  to  rite  at  ths 
sides  d.  I  generally  apply  two  hoops  to  the  brim  of  the  hat-body,  placing  one  at 
about  half  the  breadth  of  the  brim  from  the  crown,  as  shown  at  h;  and  in  formiog 
the  hoops  and  applj-ing  them  to  tbe  hai>brin)  I  take  care  to  make  them  sufHeientl; 
large  and  to  so  apply  them  as  to  strain  or  etretch  the  brim  by  distension. 

My  iDTention  may  be  used  by  forming  the  hoop  of  straight  untwisted  conoavty-con- 
vex  wire;  alsobyusingilat  wirefortheboopandtwistingit,  asabovedescribed,  Tbe 
hat  i)ON<(essee  the  advantage  resulting  from  the  light  weight  of  a  concavo-conveK  hoop, 
as  well  as  the  stylilh  (troop  resnlting  tram  tbe  twist  of  the  hoop;  and,  beMdea,  the 
rounded  esteriorof  nucb  a  hoop  tends  to  prevent  the  material  bearing  upon  it  from 
wearing  away,  as  it  has  no  sharp  comer  to  cnt  the  cloth. 

The  claim  is  aa  follows: 

The  combination  of  the  brim  o(  a  bat  with  a  drooping  hoop,  so  that  the  brim  is 
eauNcd  to  droop  at  the  frout  and  tbe  rear  and  to  rise  at  tbe  sides,  substantially  as  set 
forth. 

It  is  proper  to  detennine  in  the  first  place  tlie  coiistruetioii  of  the  pat 
ent.  It  does  not  claim,  broadly,  a  hat-brim  wUicli  droops  at  th«  front 
and  rear  and  rises  at  the  sides. '  It  claims  the  combination  of  the  brim 
of  a  hat  with  a  dj-ooping  hoop,  substantially  as  set  forth,  which  combi- 
nation prodnces  the  effect  specified.  The  specification  states  vhat  is 
meant  by  "  a  drooping  hoop  "  in  theclaim.  It  means  "  a  droopingr  aiH-ing- 
hoop  " — that  is,  "  a  spring-hoop  bent  or  twisted  in  snch  manner  as  to 
impart  a  droop  to  the  iront  and  rear  of  the  brim  and  an  elevation  to  the 
sides  thereof."  A  droop  at  the  front  and  rear  of  the  brim  and  bb  ele- 
vation at  the  sides  thereof  were  not  new  nor  claimed  as  new.  The 
means  of  prodncing  snch  droop  and  elevation  were  claimed.  The  hoop 
mnst  be  a  spring-hoop.  It  must  be  a  hoop  having  a  spring  action.  It 
must  both  strain  and  shape  the  brim.  The  specification  calls  the  hoop 
a  spring,  and  says  that  it  is  the  form  of  the  spring  when  it  is  in  place 
^n  tbe  brim  that  causes  the  brim  to  droop  at  the  front  and  rear  and  rine 
the  sides.    The  droop  is  required  to  be  so.  large — that  is,  so  large  cir- 
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cnmfereDtially — and  so  applied  as  to  strain  or  atretnli  tbe  brim  liy  di»- 
tentioD,  as  veil  as  to  stiape  it.  The  Hi)eciflcatioD  also  sliows  that  when 
it  says  that  the  hoop  is  "  beat  or  twisted  "it  uses  the  wonl"  bent  "as  sy< 
nonymoua  iiith  tbe  wonl  "  twistetl."  The  hoo]>  is  to  be  bent  by  twisting 
ita  material.  The  text  says  that  tbe  material  is  bent  by  twiatiog  it  in 
the  manner  described,  and  that  it  in  twisted  until  the  required  beud  is 
obtained.  The  remark  in  the  specification  tliat  tbe  "  invention  may  be 
osed  by  forming  the  hoop  of  straight  nntnisted  concavo-convex  wire** 
mnst  be  rejected  as  not  affecting  the  proper  constniction  of  the  claim, 
and  the  hoop  of  the  claim  must  be  a  spring-hoop  twisted  substantially 
in  the  manner  described-in  the  patent.  This  construction  is  necessary 
to  snstain  the  claim,  in  view  of  the  state  of  the  art,  as  shown.  In  addi- 
tion, the  brim  of  the  hat  must  be  maile  from  a  fiexibte  fthric. 

The  answer  denies  infringement.  The  defendants,  while  admitting 
that  their  hat,  Marks'  Ko.  1,  shows  a  spring-hoop  with  a  droop  at  the 
front  and  rear  and  an  elevation  at  tbe  Hides,  combined  witli  a  brim  of 
flexible  material,  contend  that  it  is  not  shown  that  the  droop  was  im- 
parted to  the  wire  of  the  hoop  by  twisting  it  in  the  manner  described 
in  the  patent.  This  is  not  so.  The  plaintiff's  expert,  Mr.  Renwick, 
sa^'s  that  the  second  device  entering  into  the  conibinntion  of  the  claim 
of  the  ikatent  is  a  "  hoop  made  of  resilient  material,  such  as  steel  wire^ 
and  bent  or  twisted  so  as  to  droop  at  the  parts  which  correspond  with 
the  front  and  rear  iif  the  brim  of  the  hat,  and  to  i-ise  at  the  i>arts  which 
correspond  with  the  sides  of  the  brim."  He  then  says  that  the  hoop  iu 
Marks'  Xo.  1  "  is  a  drooping  spring-hoop,  apparently  identical  in  its 
construction  and  in  its  characteristics  witli  the  drooping  spring-hoop 
which  constitutes  the  second  device  of  the  said  plaintiff's  patent."  This 
is  prima  facie  sufiBcient.  There  is  no  evidence  in  contradiction  of  it. 
On  the  contrary,  the  cro88-ex»mination  of  said  expert  seems  to  proceed 
oo  the  view  that  the  wire  in  Marks'  2so.  1  is  twisted.  If  this  were  not 
so,  it  was  easy  for  the  defendants  to  h«^■e  shown  it. 

There  was  sufficient  invention  to  snpi>ort  tlie  patent.  Tlie  existence 
of  straight  untwisted  wires  before  in  brims  made  of  a  flexible  fabric  does 
not  anticipate  the  patent  It  requires  experiment  and  invention  to  pafis 
from  them  to  the  arrangement  of  the  patent,  although  it  was  known 
before  that  the  giving  a  permanent  twist  to  a  resilient  wire  would  i>cr- 
manentFy  alter  its  longitudinal  set.  Tlie  Adams  and  Slicer  i>ateut  of 
December  24, 18C1,  covered  the  giviufr  such  an  excess  in  the  leugtli  of 
n  reed,  wire,  or  other  non-extensible  flexible  article  over  that  of  the 
onter  edge  of  the  brim  of  a  hat  so  formed  of  an  extensible  material  tliat 
when  said  ree<1  or  wire  should  be  inserted  and  forced  into  a  case  on  said 
outer  edge  it  would  give  not  only  firmness  to  the  brim,  but  also  arising 
curvature  thereto  of  any  desirable  configuration.  This  was  an  attempt 
towartl  tlie  resnlt  aimeil  at  in  the  plaintiff's  patent,  but  the  means  were 
different.  The  means  of  the  plaintiff's  patent  were  not  obvious.  Tliey 
were  mnch  superior  to  those  of  the  Adams  and  Slicer  patent,  as  is  shown 
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by  the  great  success  which  the  Mallory  hrim  at  once  met  with.  With  all 
the  knowledge,  which  skilled  men  had  aa  to  the  twisting  and  set  of 
resilient  wire,  they  gToi>ed  ahoat,  trying  all  methods-bat  the  one  which 
Wiw  the  needed  one  to  secure  the  desirable  result.  Yet  iu  this  case,  as 
in  all  other  cases  like  it,  it  is  aaid  that  the  means  were  so  obvious  m 
not  to  amount  to  invention. 

The  En^ish  yatent  to  John  Arerj ,  2fo.  1,822,  of  1856,  only  speaks 
of  using  a  steel  or  other  metai  spring  to  give  form  and  flexibility  to  a 
tMunet  or  a  bonnet  foundation.  There  is  no  suggestion  of  twisting  the 
wire.  . 

The  English  proTisional  specification  of  John  Taylor  and  others  of 
March  23, 1860,  So.  751,  speaks  only  of  giving  a  final  shape,  set,  or 
finish  to  a  bat-brim  by  a  frame  made  to  tbe  required  shape  either  of 
metal,  wood,  composition,  or  any  suitable  metal  or  material.  It  has 
nothing  to  do  with  tbe  Mallory  invention. 

The  French  patent  to  Langenhngen  and  Hepp  of  October  i,  1362,  "So. 
66,002,  speaks  only  of  giving  strengtib  and  stability  to  tbe  edge  oft 
braided  hat  by  folding  the  edge  and  sewing  into  the  fold  a  rush,  a  brass 
wire,  or  a  spring  of  whalebone.    This  is  of  no  importance. 

The  patent  to  William  H.  Mallory  of  September  8,  lti63.  No.  39,822, 
showt)  only  flat  steel  hoops  or  springs  inserted  at  right  angles  to  the  brim 
of  the  hat  iu  hems  or  tucks  formed  in  the  btim. 

The  other  patents  put  iu  evidence  by  the  defendants  were  granted 
ti&A:i  the  invention  of  Mallory  was  made.  That  was  made  in  July  <h 
August,  1863. 

The  defendants  claim  to  have  shown  that  tbe  Mallory  invention  was 
made  by  Carl  Fischer,  in  1855,  in  Xew  York,  when  he  was  working  for 
Small  &  Stieglitz,  and  that  Fischer  then  twisted  wires  in  the  manner 
described  in  tbe  plaintiff's  patent,  and  placed  them  in  the  brims  of  hats 
to  tlie  number  of  seventy  or  seventy-five  dozen,  and  that  such  bate  were 
solil.  On  all  the  evidence  in  regard  to  this  invention  by  Fischer,  it  mast 
be  held  that  it  has  not  been  satisfactorily  established.  The  defendants 
also  set  np  a  prior  invention  by  Philip  Lasky  in  1861  or  1862,  and 
one  by  John  H.  A.  Nissan  at  the  end  of  18G1  or  the  beginning  of  1862. 
On  the  whole  evidence  these  are  not  made  out. 

The  foregoing  views  apply  also  to  the  suits  against  Isidor  and  Hein, 
Da\iil  Fox  and  others,  John  I.  Bancroft  and  others,  and  Patrick  Corbit. 
They  also  apply,  eicept  as  to  iuMngement,  to  the  suite  against  Marcus 
Marks  and  Abraham  Marks,  in  which  infringement  is  admitted  by  the 
auRwer. 

In  the  case  against  Marcus  Marks  and  Abraham  Marks  tbe  answer 
sete  up  An  agreement  made  by  the  plaintift'  with  the  defeudante  on  or 
about  April  1,  1878,  whereby  the  plaintifl'  Ueensed  the  defendant  to 
make  nud  sell  hate  under  the  patent.  The  evideuce  fails  to  establiedi 
such  agreement. 

There  must  be  deei-ees  for  the  pluntiff  in  all  the  suits,  with  costs. 
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(DDited  BtatHCitooU Court— DMHot  of  Ooqiu(!tl«ut.| 

Tucker  «.  Saroekt  &  Co. 

Deeiitd  Seplmber  S.  1881. 

90  O.  O.,  WSBL 

Beissukd  Letters  pATiurr  Nos.  2,355  and  3,356  Cokstrued. 

Constnictian  of  the  patent  Mt  forth  in  Tnektr  t.  Burditl  (^i  Fed.  Beps.,  808)  ftdoptod, 
and  beld  tbftt  iwtent  not  anticipated  by  a  prior  prooeea  emplOTiog  a  thiolc  fllm  of 
oil,  whioli  Tcenlted  in  depoBitiog  a  coating  of  baked  size  over  the  oiidiEed  iron. 

Mr.  Eliku  G.  Loomit  and  Mr.  Jame»  E.  Mayruidier  for  the  plaintiff. 
Mr.  Charles  E.  Mitehell  and  Mr.  John  S.  Beack  for  the  defendaDt. 

SHIPMAN,  J. : 

This  18  a  bill  In  equity  baaed  upon  the  alleged  infringement  of  £eia- 
sue  Letters  Patent  Kos.  2,355  and  2,356,  dat«d  September  11,1866,  and 
granted  to  The  Tucker  Hannfactnring  Company,  as  assignee  of  Hiram 
Tucker,  and  now  owned  by  the  plaintiff,  one  patent  being  for  an  improved 
process  of  bronzing  or  coloring  iron  and  the  other  being  for  the  iron 
thns  bronzed.    The  original  patent  was  issned  December  15, 1863. 

These  reissued  patents  were  the  enbrject  of  litigation  before  Mr.  Jus- 
tice Clifford  in  Tueker  t.  The  Tueker  ManH/aeturing  CompcMiy,  report«d 
in  10  Official  Gazette,  page  464,  and  before  Judge  Lowell  in  Tut^c«r 
V.  Bw^itt  et  oL,  reported  in  5  Feder^  Beporta,  page  808,  and  in  TtwJvr 
V.  Dana  decided  January  21, 1881,  and  not  yet  reported.  They  have 
heretofore,  to  a  certfun  extent,  been  the  subject  of  discussion  in  this  court. 
Judge  Lowell,  in  Tuclur  v.  Bvrditt,  describes  the  patented  process,  and 
construes  the  patent  as  follows: 

The  process  ooneistsof  cleaning  a  pieoe  of  oast-lroo  of  tlie  deMTod  psttera  from  the 
«»nd  and  scale  which  adhere  t-u  it  when  it  comes  from  the  mold,  Uid  then  ooatlng  it 
-withaverf  thinfilmof  oil  aadsubjectingittnaliigbdegieeof  heat  one  or  more  times, 
irbereby  varioos  colors  may  be  prodnced  upon  the  snrface  of  tlie  iron  and  rendered 
permaueot,  which  before  this  invention  were  not  prodnced  in  csAt-iron,  or,  if  approxi- 
tnstcd,  were  not  permanrnt.  A  film  of  varnish  containing  oil  may  be  nsed  instead  of 
oil,  and  may  tnftinge  the  patent;  and  so,  if  the  iron  is  first  heated  and  then  Tarnished 
aud  heated  again,  tiie  proceos  may  be  infrioged. 

"With  this  general  deflnitloo  of  the  patented  process  the  parties  do 
not  now  find  &u1t 

The  patentee  describes  the  process  more  at  length  in  the  speoi&ca- 
tiou  of  Beissne  'So.  2,355,  and  says : 

Metals  b^ve  heretofore  been  lacqnered  or  bronsed  by  the  application  of  a  solution 
of  reaiu  and  metallic  powders  or  salts  and  dried  by  exposure  to  air  or  heat.  Iron  ha* 
bebn  japanned  by  ooyering  ita  snrface  with  oily  aolntionsof  asphaltnm  and  pigments, 
aud  subsequent  application  of  h«B(  sufficient  to  produce  hardness.  These  are  well- 
klioivn  operations. 

My  invention  consiste  in  a  process  of  covering  iron  with  a  very  thin  coating  of  oil 
And  then  snlifecting  it  to  heat,  the  eftect  of  which  is  to  leave  upon  the  iron  a  firm 
film  wbich  is  very  dnrable,  and  gives  the  iron  a  highly  ornamental  appearaaoe,  lik« 
-that  of  btonse. 
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In  practieo  I  proceed  ••  follows :  TIw  matmee  of  the  iron  i«  cleansed  from  wud 
KAle,  nr  otlwr  fbrsigD  ni»tter,  aQil  when  ftn«  effecla  ■!«  deaired  the  Biirfkce  ia  bnt 
DMdeHiiooth  orpollsbed.  Under  given  coaditioni  of  heatlDg  and  oiling,  the  finer  tbe 
polish  the  lighter  is  the  bronze  tint  prodnced.  In  cases  where  ora anient ation  is  ob- 
tained b;  relief,  the  salient  parte  shonld  be  most  highly  polished  or  most  •moothl; 
•nrfaced,  in  order  that  the  colon  produced  upon  them  shall  not  be  so  deep  as  It  ia  on 
tkoee  paria  which  an  in  the  rear,  so  as  to  imitate  thereby  more  ae«rly  the  effects  of 
geuolne  bronie,  in  which  the  natoral  oxidation  is  apt  to  be  worn  somewturt  airs; 
from  its  salient  parts,  and  therefore  lighter  in  color.  When  the  iron  ia  thus  prepared, 
I  cover  it  with  a  very  thfu  coating  of  linseeil-otl,  or  any  oil  which  is  the  eqnivalEDt 
therefor,  for  the  purpose  here  specified  (such  a  ooftting  as  I  And  best  attained  bj-  ap- 
plying the  oil  with  a  brash,  and  then  rubbing  off  the  oiled  surface  thoronghly  with 
a  rag,  sponge,  or  other  suitable  implement),  and  then  place  it  in  an  oven,  where  it  is 
■nhmitted  to  a  dejtree  of  heat  which  may  be  measured  by  an  intensity  sufficient  Is 
change  a  tftigbtened  surface  of  clean  unoiled  iion  to  a  color  varying  ftota  a  ligbt 
straw  color  to  a  deep  blue,  the  lowest  degree  of  heat  producing  the  ligfatest^olored 
changes  and  the  lightest  bronze,  and  the  hi gheet  degree  of  heat  producing  the  darkest- 
colored  chanices  and  the  darkest  hronie.  It  is  Important  that  the  coating  of  oil  b* 
made  extremely  thin,  aa  a  coating  of  any  material  thiehneaa  will  leave  a  rough  and 
varied  surface  after  the  heat  ia  applied.  As  the  oiled  iion  becomes  heate<l  the  color 
obtained  will  be  bronze  of  an  intensity  corresponding  to  (he  degree  of  heat  employed; 
Itnt  it  should  be  observed  that  the  heat  may  be  made  so  intense  and  so  long  continued 
as  to  dsetroy  the  oil,  in  which  case  the  iron  will  lose  the  bronse  tint  acquired  an4 
will  aianme  the  dark-bloe  shade. 

The  defeodsot  is  said  to  have  inftioged  tlie  two  reissues  by  the  mas-  | 
nfactnre  and  sale  of  cast-iron  batts,  samples  of  which  were  prodnced 
and  marked  Exhibits  "A  D"  aod  "D  D."    These  bntta  are  colored  h 
this  way :  The  sanken  parts  are  first  covered  with  a  bhuk  jnpau,  and 
this  coat  of  blacking  is  baked  in  an  oven  at  a  temperatnre  not  ezceed- 
iug  32<P  Fahrenheit.    This  japanning  of  the  saoken  parts  is  ituioate- 
rial.    It  is  not  really  claimed  to  foe  a  Tucker  bronzing.    The  object 
probably  is  to  make  a  marked  contrast  between  the  siuikeu  and  salient 
parts  of  the  butt.    All  but  the  sunken  paits  are  then  groaud,  and  sub- 
jected to  a  heat  of  480°  Fahrenheit,  which  colors  the  iron  a  dark  straw 
color.    The  ground  parts  of  one  of  the  exhibits  are  nearly  or  qoite 
blue.    A  coat  of  copal  varnish  of  substantial  thickness  is  then  pnt  od 
and  baked  in  a  heat  of  not  over  300°  FahreDbeit    This  proclnces  s 
material  coating  of  oxidized  varnish  upon  the  surface  of  the  iron  which  ' 
can  be  scraped  up  by  a  rapidly-drawn  knifb-blade  as  a  shaving  rolls  up  ' 
before  the  knife  of  a  plane.    It  was  not  claimed  by  the  defieadaut  that 
the  varnish  was  not  oxidized  by  the  heat.    Ko  proof  was  offered  by  tht 
plaintiff  in  regard  to  the  oxidation  of  the  iron  during  the  second  heat- 
ing, and  I  do  not  think  it  of  importance.    The  plaintiff  relies  upon  tlit  i 
uncontradicted  -  fact  that  by  successive  applications  of  heat  the  iron  . 
and  varnish  were  oxidized ;  and  if  an  iron  sur&ce  oxidized  by  heat 
with  a  coating  of  varnish  oxidized  by  heat  necessarily  make  Tncker  I 
bronze,  then  the  defendant  iufriiiges  the  plaiutitTs  patents. 

This  precise  question  has  not  apparently  been  the  subject  of  iliscns- 
sion  either  before  Judge  Clifford  or  Jadge  Lowell,  and  therefore  it 
becomes  necessary  to  ascertain  the  exact  extent  of  the  inventitai  by  the 


DECIBION8  OF  U.   8.   COURTS  IN  PATENT  CASES,  457 

aid  of  the  evidence  whicli  traa  introduced  in  regard  to  novelty,  and 
which  the  defendant  insisted  proved  that  the  Tucker  process  was  prac- 
ticed in  its  ftictory  prior  to  1839. 

F.  W.  Brocksleper  was  in  the  employment  of  Peck  &  Walter,  the 
Peck  &  Walter  Manufacturing  Company,  aud  J.  B.  Sargent  &  Co.,  the 
predecessors  of  the  defendant  in  New  Britain  between  1849  and  1859, 
ae  a  foreman  in  the  ornamental  deparfment  of  their  work,  and  is  now 
a  contractor  in  the  defendant's  factory  in  New  Haven.  He  did  the  class 
of  wort  hereafter  described-hetween  1856  and  1859  in  New  Britain,  hnt 
the  work  of  which  I  speak  particularly  was  done  after  1857,  in  a  new 
kiln  made  under  the  superintendence  of  Mr,  Gebhard,  the  head  painter 
of  the  establishment,  for  the  purpose  of  furnishing  a  very  high  heat. 
Brocksieper  treated  hat-hooks,  coait-hooks,  jamb-hooks,  sash-fosteners, 
match  boxes,  looking-glass  frames,  and  cast-iron  horses  for  saddlers'  win- 
dows in  the  following  way : 

We  had  the  c»8ting9  east  with  a  facing  so  as  to  come  oot  of  the  siuid  very  nearly 
eatiraly  free  of  Band,  then  thote  CMtingB  rolled,  drilled,  and  conDtBr-Bunk,  the  hlgli^t 
parta  i»  the  promineot  parta  of  the  oTDaments  brightened  irith  sand-paper  or  emery- 
pkper,  broBlied  dean  from  dnst,  then  stied  and  baked.  In  order  to  handle  tbem  easy 
(those  hooks),  we  bad  them  fastened  on  a  block  nith  a  spring,  and  sized  them  in 
qaantities  as  they  were  ordered,  let  them  stand  long  enongh  ao  that  the  site  would  not 
stick  to  the  fingert,  then  ne  pnt  them  iu  pans  or  on  hooks  and  pat  them  ]n  the  kiln 
to  bake. 

The  size  was  a  mixture  of  equal  parts  of  turpentine,  copal  varnish, 
And  linseed-oil,  and  was  applied  in  a  very  thin  coat  pat  on  with  a  stiff, 
fine  brush  as  lightly  as  he  could.  The  kiln  was  heated  to  42(K>  Fahren- 
heit. Several  batches  of  hooks  of  from  twelve  dozen  to  twenty-four 
dozen  each,  between  one  hundred  dozen  and  two  hundred  dozen  sash- 
fasteners,  about  one  hundred  looking-glass  frames,  and  horses  iu  "  con* 
siderable  quantities "  were  made  and  sold.  The  match-boxes  were  prob- 
ably made  in  larger  quantities. 

It  is  manifest  that  this  style  of  ornamentation  did  not  become,  a 
marked  feature  of  the  defendant's  business.  It  was  not  caught  up  as 
an  attractive  style  by  their  customers,  though  Brocksieper  was  much 
pleased  with  it,  and  did  what  he  could  to  press  it  upon  the  attention  of 
bis  employers.  While  there  is  no  doubt  that  the  reproductions  of  this 
method  of  coloring  which  were  made  by  Mr.  Buff  under  the  eye  of  the 
examiner  are  Tucker  bronze,  I  do  not  think  that  the  articles  which  were 
made  in  1857  were  precisely  of  the  same  character,  for,  if  they  had  been, 
they  would  have  received  the  prompt  attention  of  the  public. 

The  plaintiff  says  that  they  were  not  made  by  his  process  for  two 
reasons :  First,  that  there  is  no  evidence  that  the  iron  was  oxidized  by 
the  heat,  which  is  au  essential  part  of  his  process.  All  the  testimony 
in  regard  to  the  mauner  of  manufacture  shows  that  the  iron  must  have 
been  heated  80  as  to  be  oxidized.  The  kiln  was  sufltciently  hot,  the 
coating  of  ajze  was  sufficiently  thin.  That  there  was  no  oxidation  rests 
ID  theory  alone.    The  second  reason  is  that  tbe  coating  was  too  thick 
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to  make  geaniae  Tanker  brooze,  and  the  plaiutifPs  counsel  qnote  the 
langnage  of  the  speciflcatiOD  to  show  the  stress  vhich  the  patentee 
placed  upon  the  thinness  of  the  oil  coating.  [Ti>ou  this  point  I  think 
the  plaintiff  is  right.  There  was  oxidation,  bat  there  was  a  coating  of 
baked  size  orer  tlie  oxidized  iron,  which  was  a  different  thing  from  the 
resDlt  prodoced  by  the  plaintiff's  process.  .  The  articles  which  were 
manaftetnied  did  not  have  the  beanty  of  Tucker  bronze,  but  prenented 
the  appearance  of  a  varnished  or  painted  article.  It  follows  that  bright 
cast-iron  oxidized  and  covered  with  a  coat  of  oxidized  oil,  varnish,  or 
size  m^  be,  but  is  not  necessarily,  Tncker  bronze. 

Tucker  bronze  is  a  new  snrfiuje  of  the  iron  produced  by  the  joint  oxi- 
dation or  by  the  saccessive  oxidations  of  the  iron  and  a  film  of  oil  or 
varnish  thereon  by  means  of  high  heat,  and  Is  not  a  new  coating  of  oxi- 
dized oil  or  varnish  upon  the  iron.  The  oil  oinst  be  applied  in  such  s 
way  that  after  oxidation  tiiere  is  no  sabstantJal  covering  of  baked  qi] 
uiKm  the  surfoce  of  the  iron.  The  surface  of  the  iron  is  a  bronzed  sur- 
face, because  the  Aim  of  the  oil  is  so  thin  anA  is  so  closely  united  witb 
the  pores  of  the  iron  as  to  be  almost  a  part  of  It,  and  does  not  form  a 
substantial  covering  like  a  ooat  of  varnish  over  the  sur&ce  of  the  iron. 
In  Tucker  bronze  which  has  been.snbjected  to  one  heat  the  film  of  oil 
can  with  difficulty  be  scraped  oft  with  a  knife.  When  the  iron  has  had 
two  or  three  successive  applications  of  oil  and  has  been  heat«d  two  or 
three  times,  the  oil  comes  off  by  scraping  in  the  form  of  little  flakes  or 
of  powder. 

Tucker's  discovery  was  that  bright  cast-iron  covered  with  a  thin 
film  of  oil  would  take  on,  by  the  action  of  high  heat,  a  new  surface 
resembling  bronze.  The  defendant  covers  the  oxidized  surfiice  of  the 
iron  with  an  oxidized  coat  of  varnish.  It  does  what  Biocksieper  did  in 
1857,  except  that  it  takes  two  8tet>a  instead  of  one  to  accomplish  the 
result. 

Let  the  bill  be  dismissed. 


(riJt«4  8tBt«t  Cinnlt  Conrt— Sonthim  DUtrlct  of  ITew  Tork] 

OOBVBN  ET  AL.  r.  SCHBOEDBB  BT  Al^. 

DeMed  Julf  13,  1881. 

30  O.  G.,  15^ 

Brissuk— Box  FUR  Trakspoktixo  Eoos— Nkw  Hattek. 

Where  tbe  drawing!  att«cbed  to  the  original  patent  allowed  •  eaae  for  tnuu- 
poriing  eggs  with  only  two  layers  of  ulU  »o  uranged  that  tbe  top  «nd  bottom  of 
tbe  boxes  fuiin  the  sides  of  tbe  cells,  but  thawed  msn;  cells  in  eaeb  layer  interior 
to  Ihoee  of -which  tbe  sides  nf  tbe  case  form  one  side,  and  where  the  epecifioation 
setsftirth  sncoeselre  layers  ofsach  cells,  to  be  limited  only  by  the  height  of  tha 
boxes,  Held  that  t^ere  were  olsatly  shown  uels  itnd  lay  era  oFoella  formed  itre^eotire 
of  tbe  walla  of  tbe  case,  as  well  as  oells  uf  which  the  wall  fimned  a  part,  and  that 
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t1i»intBrii>r  ftnd  moat  (Mfs  ooot  irern  n  \nTt  at  WiM  of  tlw  iureutioD  pftteotcd,  and 
that  the  pateDlmiglil,  nnder  tboMRtuie,  well  berelMiiAdMidliiuilod  totlut  ftat, 
Mr.  Andrew  J.  Todd  for  the  orators, 

Mr.  Samuel  Breenbaum  and  Mr.  Everett  P.  Wheeler  for  the  defend- 
aiitB. 

ThiB  Bait  is  brouglit  apoii  ICeist)u«  Letters  Pateut  No.  8,091,  g^ranted 
to  tint  orators  as  ussignees  of  the  defeiidantB  John  L.  Stevens  and 
George  W.  Stevens,  dated  February'  19, 186S,  for  au  iinprovemrat  in 
cases  for  transiwrtiug  eggs,  for  wbich  original  Letters  Patent  No. 
62,;t78,  dated  February  26, 1867,  were  granted  to  the  assignors.  The 
defenses  are  that  the  reissue  is  for  a  different  invention  fh>iu  that  in 
the  original  patentj  that  the  iMitentees  were  not  the  original  and  firat 
inventors  of  this  improremeut,  becanse  it  was  known  to  and  used  by 
others  than  either  of  them  before  the  invention  by  both  or  either  of 
them,  and  because  it  was  invented,  if  at  aJl  by  either,  by  John  L.  Stevens 
alone. 

The  invention  coosists  in  placing  thin  strips  of  the  proi>er  width  edge- 
wise, eroasing  each  other  and  bftlved  together  at  proper  distances  be- 
tween thin  horizontal  ]iartitions  in  a  box,  making  layers  of  cells  to  hold 
each  an  egg  separate  from  all  the  others,  secure  against  injury  itom 
witlwut  the  box  and  from  moving  the  box  in  transportation,  and  easy 
to  be  packed  and  unpacked.  The  walls  of  the  box  would  form  one  side 
of  the  onter  cells  if  the  partitiona  and  Htnps  next  i>ara]lel  to  them  should 
be  placed  the  size  of  a  cell  &om  them,  but  outer  cells  ao  formed  are  not 
safe  for  the  eggs.  In  the  original  i»atent  the  specification  and  drawings 
showed  caaes  with  outer  cells  so  formed  as  if  for  use,  while  the  reissue 
is  for  a  case  so  made  and  shown,  but.for  only  the  cells  formed  irrespect- 
ive of  the  walls  of  the  case  to  hold  eggs.  It  is  argued  for  the  defend- 
ants with  some  force  that  this  difference  shows  diflferent  inventions. 
The  drawings  of  the  original  bliow  a  case  with  only  two  layers  of  cells, 
bat  they  show  many  cells  in  each  layer  interior  to  those  of  which  the 
sides  of  the  case  form  one  side,  and  the  siwcifieation  8et«  forth  succes- 
sive layers  of  such  cells,  to  be  limited  only  by  the  height  of  the  box. 
So  there  were  clearly  shown  cells  and  layers  of  cells  formed  irrespective 
of  the  \rall8  of  the  case,  as  w.ell  as  cells  of  which  the  walls  formed  a 
part,  all  of  which  were  more  or  less  safe  for  the  eggs.  The  interior  and 
most  safe  ones  were  a  part  at  least  of  the  invention  patented,  and  the 
patent  might,  mider  the  statute,  well  be  reissned  and  limited  to  that 
part.  That  there  were  traveling- cases  made  for  carrying  sampler,  con- 
taining trays  divided  by  similar  partitions  into  several  small  comi>art- 
menta,  and  that  boxes  for  holding  chalk-balls,  and  others  for  holding 
pcrf^imery -bottles  aud  medicine-bottles,  and  others  for  holding  sin^l 
ink-bottles,  made  with  similar  partition  strips  aud  having  compartments 
ill  two  layers  separated  by  a  horizontal  partition,  before  these  patentees 
made  this  invention,  is  shown  by  the  evidence  beyond  any  fair  question 
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ur  donbt ;  bat  thiit  any  box  or  case  was  nuAde  having  more  tbsu  two 
layers  of  cells,  so  tbat  any  of  tbe  cells  lind  all  tbeir  sides  irrespective 
of  the  walls  of  the  .box  or  case,  or  so  that  any  of  them  were  adapted  to 
transporting  eggs,  as  those  patented  are,  before  the  invention,  is  nob 
sbovn  beyond  fair  donbt,  as  is  required  in  order  to  defeat  a  patent. 
Those  shown  were  adapted  to  small  articles  desired  to  be  kept  separate 
and  disiHtsed  of  singly,  and  not  adapted  to  handling  eggs  in,  to  be  dis- 
posed of  in  dozens  at  a  time.  It  is  not  claimed  that  any  of  them  were 
actually  nsed  for  tbe  trausportatioo  of  eggs,  and  that  fact  goes  strongly 
to  show  that  none  were  made  which  conld  be  so  nsed  to  advantage. 

Tbe  evidence  upon  which  it  is  claimed  that  the  invention  was  made 
by  John  L.  Stevens  alone  consists  wholly  in  parol  proof  of  loose  state- 
ments and  admissions,  which  are  so  explained  or  denied  tbat  they  foil 
far  short  of  showing  by  the  measnre  of  proof  required  to  defeat  a  i>at- 
ent  that  the  invention  was  known  to  and  used  by  one  before  it  was  by 
both. 

There  are  some  questions  as  to  tbe  relation  between  the  defendants 
which  may  afiect  tbe  accounting,  but  are  not  necessary  to  be  decided 
now. 

Let  there  be  a  decree  against  the  defendants  Schroeder  and  Seavers 
that  the  patent  i^  valid  and  that  they  have  infringed,  and  for  an  injunc- 
tion and  an  account  against  them  according  to  the  prayer  of  the  bill. 


[Uoltea  StMu  ClTcolt  Conn— Sontbeni  KMrlet  of  Stw  Tork.] 

LOBILLARD  &  Co.   t.  DOHAN,   CABKOLL  &  Go. 

Dreidtd  April  TVnM,  1831. 

■20  O.  G.,  1587. 

1.  Decisioxs  in  Lokillaru  r.  McDowell  an'd  Lorillard  c.  Bidokway  afkirmed. 
The  deciiionn  iii  Laiitlard\.  McDowell  (11  O.  G.,  640}  adcI  Larillard  v.  Sitlgeiraf 
(tS  O.  G.,  123)  npon  the  qneation  of  the  identity  of  file  iciBBae  with  the  origiiuri 
ftffinned. 

S.  ExOLiSH  Patents  Date  from  Filing  of  Specification. 

The  force  of  English  letters  patent  as  references  are  overcome  bj-  evichnce  sIioif- 
ing  that  the  dotnestic  patentee  innde  tlie  invention  before  the  date  of  the  filing  of 
the  foreign  aiiecili cation. 

3.  Tin  Taos  for  Plugs  of  Tohacco— Axticipatios. 

The  use  of  screws,  nails,  coins,  and  other  similar  things  pressed  into  tlie  enrface 
of  the  plugs  at  certain  stages  of  tlie  mannfactnre  to  iudeutify  some  particiilai 
plugs  to  the  mannfactnre  re  themselvt^s,  and  not  to  go  ont  into  the  market  n  itb 
the  plngB,  does  not  anticipate  a  mode  of  marking  and  identifying  each  arparatc 
plug  of  tobacco  as  being  of  a  paiticiilar  ijnality,  origin,  or  mannfacinrf>,  by  tin 
labels  or  tags,  haviug  a  desired  inscription  npoa  them,  and  pronga  exteudinc 
backward  IVom  their  edges,  pres^ted  into  the  pings  in  the  last  processes  of  oiaunftet- 
nre,  with  their  faces  even  with  the  surface  of  tlie  plugs,  where  they  would  to 
held  by  the  prongs  and  the  snnonnding  tobacco. 
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Mr.  Hvingaton  GiforA  for  the  plaintiffs. 
Mr.  Samuel  8.  Boyd  for  the  <1efeii(lautB. 

Wheeler,  J..- 

TUis  cause  depends  ui>ou  Eeissued  Letters  Patent  INo.  T,3G2,  dated 
October  24, 1876,  granted  to  Cbai'les  Sieiller  upon  the  uurreuder  of  orig- 
inal Iietters  Patent  ^o.  158,604,  dated  Jautiar>'  i:^,  ISTo,  for  au  im- 
provement in  plag-tobacco.  Their  validity  is  contested  n^wn  the  grounds 
of  want  of  pate u table  iiiveutiotty  want  of  novelty,  and  want  of  support 
of  the  reissue  by  the  original.  They  have  been  before  the  United  States 
circuit  court  for  the  easteru  district  of  Penusylvauia,  in  Lorillard  v. 
MePoicell  (11  O.  G.,  640),  where  it  was  held,  on  a  motion  for  a  prelimi- 
nary iiyanction,  by  McKennan,  J.,  tliat  the  reissue  was  supported  by 
the  original,  and  was  not  void  either  for  want  of  inveutiou  or  uovelty 
and  in  Lorillard  v.  Ridgeway  (16  O.  G.,  123),  where  it  was  held  on  final 
hearing,  in  view  of  the  defenses  there  iuteiposed  by  the  same  judge, 
that  lAere  was  a  lack  of  patentable  invention  and  novelty.  The  qaes- 
tion  as  to  the  reissue  was  the  same  there  that  it  is  here.  The  decision 
ajton  it  in  the  former  case  was  not  disturbed  by  the  change  of  opinioD 
ID  the  latter,  and  that  decision  is  a  sufficient  authority  for  holding  the 
eamt^  way  here;  and,  besides,  the  reasoning  upon  which  that  conclusion 
was  reached  is  fully  concurred  in.  The  same  respect  would  be  paid  to 
ttie  decision  in  the  later  case  ui>on  the  other  questions  if  it  had  bee** 
made  upon  the  same  evidence;  and  it  has  not  been  claimed  or  urged  in 
argument  bnt  what  that  case  should  be  followed  unless  this  case  is  sub- 
atantially  different. 

The  invention  is  of  a  mode  of  marking  and  identifying  each  separate 
ping  of  tobacco  as  being  of  a  particular  quality,  origin,  or  manufacture, 
by  tin  labels  or  tags,  having  the  desired  inscription  upon  them,  and 
prongs  extending  backward  from  their  edges,  i>res8ed  into  the  plugs  in 
the  last  processes  of  niannfhcture,  with  their  faces  even  with  the  snr- 
fsLce  of  the  plugs,  where  they  would  be  held  by  the  prongs  and  the  sur- 
rounding tobacco. 

Among  the  things  in  evidence  in  that  case  as  anticipations  were  En- 
glish Letters  Patent  No.  1,516,  dated  April  30, 1874,  granted  to  Gibson, 
Kennedy,  and  Prior  for  an  improvement  in  the  manufacture  of  tobacco 
Aud  apparatus  employed  therein,  the  specifications  of  which  were  filed 
in  the  Great  (Seal  Patent  Office,  October  27,  1874,  which  was  before 
Siedler  was  then  shown  to  have  made  his  inveutiou,  and  in  those  speci- 
fications was  described  as  placed  in  each  plug  of  tobacco,  in  the  process 
of  finishing,  at  the  surface,  "  a  thin  metal  plate  bearing  the  manufactur- 
«r'8  name,  abode,  trade-mark,  or  mark  of -quality."  Kow  Siedler's  in- 
vention is  shown  to  have  been  prior  to  the  filing  of  that  specification. 
This  removes  that  patent  from  among  the  anticipations  to  be  considered. 
De  Florez  v.  Raynoldt,  17  Blatchf.  C.  C.  Bep.,  436.  This  point  is  not 
disputed  in  behalf  of  the  defendants.    The  use  of  these  plates  or  disks 
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irs8  the  most  like  Siedler's  method  ot  anything  shown  in  that  case.  In 
TJeir  of  that  nse  it  vas  well  said  that  it  was  '*difBcnlt  to  see  how  the 
mere  attachment  of  prongs  to  a  flat  disk  which  had  been  used  before 
would  involve  a  patentable  exercise  of  inrentiveness."  That  nse  being 
removed,  the  question  is  now  materially  changed,  and  ib  to  be  decided 
apon  the  case  as  now  presented.  United  Statet  Stamping  Compami  v. 
King,  17  Blatchl  G.  C.  Rep.,  55.  ^ 

The  anticipations  now  to  be  considered  are  screws,  nails,  coins,  and 
other  similar  things  pressed  into  the  sarfiice  of  the  pings  at  these  stages  ' 
of  manafocture  to  identify  some  particular  pings  to  tlie  mann&ctnreiB 
themselves,  and  not  to  go  into  the  maAet  with  the  pings  to  be  observ- 
ed by  tradesmen  and  consamers;  and  initial  letters  and  trade-naioes 
impressed  into  some  plags,  of  lots  placed  in  the  molds  at  the  same  time, 
by  metallic  letters  placed  loosely  among  the  plogs  within  the  molds,  or 
attached  to  the  inner  surface  of  tiie  molds,  intended  to  mark  the  tobacco 
with  those  pings  for  ooDsnmeni,  and  there  were  tin  labels  almost  exactly 
like  Siedler's  in  nse  npon  the  corks  of  bottles.  The  coins  and  things  «f 
that  sort  wonld  not  accomplish  the  whole  object  songht  by  Siedler'a  inven- 
tion. They  woald  identity  particular  pings  throngh  the  process  of  loan- 
n&ctnre,  and  that  is  all  they  were  used  for,  bnt  wonld  be  of  no  use 
between  manafitctorers  and  cnstomers  or  consumers.  The  letters  were 
not  labels,  and  oonld  not  be  made  to  answer  the  place  of  labels  on  that 
substance.  From  the  uatnre  of  the  tobacco  the  letters  must  bo  large 
to  be  legible;  too  large  to  have  enoogh  to  answer  the  porpose  of  a 
label  put  upon  the  surface  of  sin^e  pings,  and  they  could  not  by  the 
means  used  be  pnt  npon  but  few  of  the  plugs  as  they  were  subjected  in 
a.  body  to  the  final  pressure.  The  tin  labels  fW)m  e^rks  could  not  be 
placed  upon  the  finished  pings  tastefully  and  secarely,  because  the  hard- 
pressed  sur&ce  of  the  plugs  wonld  not  receive  and  hold  them. 

The .  object  desired  was  to  mark  each  plug  so  that  the  mannfoctnrer 
or  packer  would  be  known  by  the  mark  ou  each  ping  throughout  until 
it  shonld  reach  the  consumer,  and  to  do  this  by  such  means  that  the 
products  of  one  could  not  be  place  dander  the  marks  of  another,  and  so 
as  to  leave  the  plugs  symmetrical  and  tastefiil  to  those  who  will  nse 
them.  A  label  or  tag  was  to  be  sought  which  wonld  not  be  large 
enough  to  cover  much  of  the  snrface,  of  gaeb  material  that  letters  of  a 
size  small  enough  so  a  sufficient  number  coold  be  used  might  be  put 
npon  it,  which  co'nld  be  fastened  permanently  eoongh  to  remain  until 
the  pings  reached  the  consumer,  and  which  wonld  be  removable  then, 
and  wonld  not  injuriously  aflfect  the  quality  of  the  tobacco.  Siedler  ac- 
complished tliis  by  the  tin  label,  which  could  be  lettered,  having  prongs, 
pnt  into  each  plug  in  the  last  stages  of  mauufocture  and  pressed  into 
theui,  so  that  the  shape  of  the  plug  wonUl  be  preserved ;  the  label  ooaid 
not  be  removed  without  disfiguring  the  ping,  therefore  one  could  not 
be  exchanged  for  another,  and  it  could  be  removed  by  the  consnnier 
when  that  part  of  the  plug  should  be  reached,  and  which  wonI<  not  af- 
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fieot  the  qnalitf  of  tlie  to1>acoo  at  all.  This  conid  not  be  wrought  out 
froiD  the  means  at  hand  before  wichoat  thought  and  contrivance  enough 
to  warrant  the  decioiou  ot  toe  Patent  Office  that  they  constitute  inven- 
tion.  yo  one  had  done  this  before  him.  Therefore,  as  the  oase  now 
atauds,  the  patent  must  be  adjudged  to  be  valid.  With  the  reissue  valid, 
there  is  no  question  about  i^fHngement. 

Let  there  be  a  decree  for  an  injunction,  and  an  account  according  to 
the  prayer  of  the  bill,  with  costs. 


[UoilMl  SMm  Circuit  Court-aonUwrn  DlMrlM  at  Oklo.l 

W"ATKIM8  «.  City  op  ClSOESBtATI. 

Dtdiltd  Aagtttt  10, 1681. 

SO  0.  Q.,  1686. 

1.  Sbibsuxd  Lettkrb  P&tbst  No.  7,706  Scstainkd. 

Belssned  Letters  Patent  No.  7,706,  being  a  raicnie  of  pmtent  granted  Lonf  i  Fiwberr 
March  3D,  188D,  for  iinproT«Di«Qt  in  vnpor-banien,  Htld  valid  and  lufrlnged  by 
bnmen  known  as  "Globe  borner"  and  ''Cbampion  bnrner". 
S.  SAxe — Dkvixbd. 

Tbe  Fiicher  pat«Dt  beM  to  eoTer  Tapor-barnera  having  a  tube  at  paaaage  ar- 
nu)ged  to  coodnot  a  portion  of  tbe  oxygenized  vapor  from  the  mixing  or  gaa 
chamber  to  a  point  below  where  the  commixtnre  takes  place,  la  order  to  heat  th* 
finid  ID  the  lover  part  of  the  chamber. 
3.  Orms  Patbmi«  Dii<tinouishbd  thbrkfrom. 

Tarioni  prior  patenta  distinguished  from  the  Fischer  and  held  not  to  enibodf  thu 
invention  described  and  oMnied  in  it. 

STATEXEKT. 

The,  Fischer  invention  is  described  in  the  opinion.  The  *' Champion 
borner"  used  by  defendant  had,  instead  of  the  external  return-tube  to 
convey  the  oxygenized  gas  back  to  heat  the  geuerating-chamber  shown 
in  the  Fischer  patent,  a  sleeve  surrounding  the  mixing-chamber,  into 
which  an  opening  from  the  mixing-chamber  just  below  the  tip  of  tbe 
burner  allowed  a  portion  of  the  oxygenized  gas  to  pass,  while  openings 
at  the  bottom  of  thissleeve  about  on  a  level  with  the  bottom  of  the  mixing, 
chamber  discharged  the  gas,  forming  a  jet  which  served  to  heat  and 
vaporize  the  oil  below.  The  "Globe  burner"  had  a  similarly-arranged 
sleeve  in  the  form  of  a  globe,  the  gas  passing  into  the  top  of  this  globe 
in  the  same  way  as  in  the  Champion,  and  being  dischMged  throngh 
perforations  in  this  globe  at  a  point  below  where  they  entered,  but 
slightly  above  the  bottom  of  the  mixing-chamber,  producing  ft  jet  sery- 
iDg  to  heat  the  generating-chamber  beneath.] 

Meurt.  Parkituon  &  ParHiuon  for  the  complainant. 

Messrt.  Paxto*  &  Warrington  for  the  defendant. 

Matthews,  J. : 
This  is  a  bill  in  equity  complaining  of  an  inlHngement  of  a  patent  for 
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improTement  in  Tapor-bornen,  ori^nally  xmnted  to  Looia  Fischer, 
March  30, 1809,  sabaeqoently  aasigued  to  oomplaiiuuit,  aod  i«iasned  to 
him  Hay  29, 1877,  as  Beisiine  So.  T,TUG.  The  bill  prays  fyr  an  iqjniic- 
tioD  and  accoant. 

The  claim  of  the  patent  is : 

Id  k  Tftpor-bnmer,  a  tnbe  or  pMM|[e  KtmagtA  to  eoudnct  a  portion  of  the  ozygen- 
iiMl  vapor  ttota  the  mixing  or  gat  chamber  to  a  point  below  iti  commnnitiatioD  with 
•aid  ga*-Ghamber  for  heating  purpoan. 

Tlie  alleged  infringement  couaifits  in  the  use  by  the  defeodant  of  two 
descriptioDs  of  Tapor-bumers  iu  street-lamps,  one  kuo  vu  as  the  "  Globe 
burner,"  the  other  as  the  "  Chaiiipion  burner."  The  fact  of  the  use  by 
t^e  defendant  of  these  bnmers  is  admitted,  bat  it  is  denied  that  tliey 
infringe  the  complainant's  patent,  and  it  is  alleged  that,  if  they  or  either 
of  them  do,  the  complainant's  patent  is  void,  as  being  covered  by  prior 
patents.  I  have  no  dit&culty  in  determining  that  the  bBrnersosed  by  the 
defendant  described  as  the  Globe  and  Champion  bamers  are  infinnge- 
ments  of  the  complainant's  patent. 

The  inv^tion  in  controversy  is  an  improvement  in  the  mechanism  by 
irhich  hydrocarbon  oil  is  continnonsly  converted  into  an  oxygenated 
lllumiDating  vapor  or  gas  in  its  passage  from  the  reservoir  to  the  burner- 
tip.  In  thelangnageof  the  patent,  it  "consists  in  the  pecnliar  construc- 
tion and  arrangement  of  parts  for  passing  a  current  of  gas,  after  its 
commixture  with  air,  from  the  upper  part  of  the  bamer  down  toward 
the  generating-chamber  for  the  purpose  of  heating  the  stud  chamber." 
The  precise  improvement  covered  by  the  patent  is  stated  in  the  claim 
already  quoted,  and  consists  iu  the  tube  or  passage  arranged  to  conduct 
a  portion  of  the  oxygenized  vajjor  from  the  mixing  or  gas  chamber  to 
a  imint  below  where  the  commixture  takes  place,  in  order  to  heat  the 
fluid  in  the  loww  part  of  the  chamber.  This  arrangement  I  find  dis- 
tinctly in  the  two  descriptions  of  burners  used  by  the  defendant^  the 
Globe  and  the  Champion. 

It  is  contended,  however,  by  the  defendant  that  the  complainant's 
claim  and  patent  for  this  improvement  is  covered  and  avoided  by  three 
prior  patents,  copies  of  which  are  in  evidence.  They  are  its  follows :  1. 
Patent  to  M.  L.  Coileuder,  November  20, 186U,  for  improvement  in  hy- 
drocarbon-burners. 2.  Patent  to  W.  H.  Smith,  reissued  August  17, 
1869,  for  improvement  in  vapor-burners.  3.  Patent  to  T.  G.  Clayton, 
May  15, 1860,  for  improvement  in  vapor-lamps.  In  the  flr^t  two,  the 
Collender  and  Smith  patents,  the  devices  and  arrangements  of  the  parts 
are  so  unlike  those  of  the  complainant  that  it  is  not  necessary  to  set 
them  out  for  the  purpose  of  exhibiting  the  difference,  and  they  may  be 
dismissed  from  the  case  without  comment.  In  the  Clayton  burner  the 
oxygenizing  of  the  vapor  does  not  take  place  at  all  in  a  chamber  pro- 
vided for  that  purpose  before  ignition,  but  only  as  the  vajior  rising  min- 
gles with  the  air  at  the  point  of  combustion  at  the  tip  of  the  burner. 
^he  nature  of  the  invention,  as  declared  in  the  i>atent,  consists  in  con- 
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verting  the  fluid  with  vapor  or  gaa  bdov  tiie  flame  by  means  of  the 
burner  aa  described,  and  the  uae  of  one  or  more  jeta  of  ttie  same  vapor 
or  grtB  banied  below  the  geoerator  and  burner  a8  described ;  but  these 
jeta  are  not  carried  b;  means  of  any  tnl>e  or  passage  tA  any  point  below 
where  tbey  issue,  so  as  to  heat  thechamber  coataiaing  the  fluid  in  its 
lower  part,  but  merely  assist  the  illuminatiiig-flame  id  inoreasiDg  the 
heat  conducted  to  the  fluid  by  the  metal  of  which  the  burner  is  made, 
so  HS  to  facilitate  the  evaporation.  The  small  pipes  or  tabes  described 
in  this  patent  are  for  the  purpose  of  conveying  the  vapor  to  ibe  place 
of  combustion,  and  not,  as  in  the  complainent's,  for  conveying  the  bam- 
ing  jet  of  gas  to  a  lower  part  of  the  chamber  containing  the  flnid  lor 
the  purpose  of  heating. 

On  the  whole,  I  ant  satisfied  that  the  complainant  is  entitled  to  a  de- 
cree as  prayed  for,  with  the  usual  reference  as  to  damages. 


[TTDtt*!  StatM  Clraalt  Court -Dlatiiot  of  ConoMtloDt.] 

FiTOB  KT  AL.  V.  BbAOO  &  Go. 

90  O.  O.,  1580. 

I.  CoNBTRucnos  OT  Claims-— Statb  of  the  Akt. 

Wlen  tbe  clnims  of  a  patent  are  HUHceptible  of  v»rioaa  mMuiiiigs,  that  aonattaa. 
tlon  will  be  adopted  whtcb,  in  view  of  the  titate  of  the  art.  limits  the  patentee 
to  and  give*  him  tbe  fnll  benefit  of  the  InrenttoD  be  haa  made. 

3.  Sahe— Tkchmical  Terms. 

The  general  terms  and  sometimes  special  noida  in  the  olaima  tuual  recsive  such 
ft  ooDstmction  as  ma;  enlarge  or  contract  the  scope  of  the  olaim,  so  as  to  uphold 
that  Invention,  and  only  that  invention,  which  the  patentee  has  aotnall;  made 
and  deacribed,  when  mch  constmotion  is  not  abaolotelj  Inoonaiatent  with  the 
laognage  of  the  oUim.     Ettabrook  v.  Dunbar,  10  O.  ,G.,  909. 

3.  Combination — Aoorigatiom. 

When  there  is  a  new  and  beneficial  resnlt  attained  by  a  new  arrangement  of  the 
parta  of  a  combination,  there  is  a  new  combination,  although  the  action  of  certain 
elements  may  remain  nnchanged. 

4.  Same — Sxap-HoOk — Samb. 

When  in  a  soap-hook  the  claim  was  for  a  combination  of  spring  and  recessed 
tongne,  the  rectos  being  so  looat«d  that  by  leoson  of  the.  new  location  of  tbe 
spring  the  hook  was  made  cheaper  and  easier  to  clean,  BeUt  that  it  was  immate- 
rial whtther  the  action  of  the  spring  bad  been  improved  or  nof,  prot  ided  that 
there  is  a  benefit  which  is  the  result  of  the  new  combination. 

Mr.  John  8.  Beach  for  the  plaiutifb. 

Mr,  WiUiam  JS.  Simondt  for  the  defendants. 

Shipman,  J; 

This  is  a  bill  iu  equity  founded  upon  the  allegetl  infringement  by  tbe 
defeudants  of  I^etters  Patent  granted  May  16, 1865,  to  Charles  B.  Bristol 
and  others,  assignees  of  said  Bristol,  for  an  improved-snap-hook,    Tbe 
patent  is  owui^d  by  tbe  plaintifi's. 
30  c  p 
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BrlBtoI'B  inTeotioD  (qnoting:  from  the  tesdmoDy  of  Mr.  Earle,  tjie 
plaiutdiltf  expert)-  U  an  improvement  in  that  class  of  suap-hoobB  in 
vhich  tlte  ton^e  is  pivoted  in  a  recess  between  two  cbeeka  in  the  shank. 
In  this  recess  a%wil-8pringr  is  arranged  aroand  the  pivot  so  that  the 
two  epds  of  the  spring  bear  one  upon  the  tongue  and  the  other  upon 
the  body  of  the  hook,  tending  to  press  the  tongue  np  against  the  end 
of  the  hook,  hot  yet  permit  the  tongne  to  be  depressed  to  open  the 
hook.  In  this  class  of  hooks  prior  to  Bristol  the  tongue  was  cast  Tritb 
a  recess  upon  its  under  side  to  form  two  cheeks  corresponding  to  tbe 
cheeks  in  the  shank  of  the  hook.  Tbe  cheeks  on  the  tongue  were  drilled 
corresponding  to  the  bole  throagh  the  cheeks  in  the  shank,  so  that 
ft  rivet  coald  be  inserted  throagh  the  sides  of  tbe  shank  and  both  sides 
of  the  tongue  to  form  the  pivot  on  which  the  tongue  would  tnm.  The 
coil  of  the  spring  was  arranged  aroand  the  pivot,  titte  two  ends  bearing 
one  upon  the  shank  and  one  upon  the  hook,  as  before  described. 

Tbe  invention  of  Bristol  was  in  two  parte.  The  dirst  pai;t  consisted 
in  constructing  the  tongue  with  a  recess  npon  one  side  opening  outwwd, 
through  which  one  arm  of  the  spring  muflt  project  to  bear  apon  the 
hook.  In  this  recess  the  coil  of  the  spring  was  placed.  The  advantages 
of  this  method  of  oonstmction  were  those  of  economy  of  material  and 
ease  of  manufacture.  Besides,  dirt  and  foreign  substances  could  not 
collect  in  an  open  recess.  The  second  part  of  the  invention  consist^ 
in  an  improved  construction  of  tbe  body  of  the  hook.  It  is  described 
in  the  second  claim,  but  as  it  was  not  infringed  it  need  not  be  carefiill; 
considered  here.  It  is  sufficient  to  say  that  it  consisted  in  casting  » 
stud  or  fulcrum-pin  upon  one  of  the  cbeelfs,  but  not  extending  to  tlie 
other,  the  length  of  the  stad  beiug  no  greater  than  the  space  between 
the  cheeks  when  they  are  pressed  together  bo  as  to  retain  the  tongue 
iipon  the  pin. 

The  first  claim,  and  tbe  only  one  infringed,  was  for — 

Tb«  cotnbination  of  tbe  tongne  g  with  the  spiral  ipting  (Fig.  4)  when  the  tpniig 
n-orkn  nn  thetorBiODpriadple  andruatB  in  a  recess  (as  r)  in  the  rearend  of  thetaiij(nv. 
sillistantially  as  herein  described, 

TIlis  hook  has  had  large  success.  Thirteen  millions  hare  been  sold 
since  1865. 

Tbe  defendante'  hook  has  substantially  the  plaintiffs'  recess.  It  dif- 
fers somewhat  in  shape,  and  both  ends  of  the  spring  do  not  project  for- 
ward toward  the  hook,  bat  the  recess  has  the  beretofore-describeil 
distinctive  features  of  the  first  part  of  the  invention.  It  is  us^ess  to 
»iiy  that  because  the  defendants  do  not  have  the  precise  shape  of  the 
recess,  or  because  Iwth  ends  of  the  spring  do  not  point  the  same  way, 
therefore  the  first  fhiim  is  not  infringed.  The  claim  is  too  broad  for  sudi 
a  narrow  constrnction. 

The  more  plaiiaibUi  line  of  argument  is  that  the  claim  whs,  throngb 
ignorance  of  the  piior  art  or  through  inadvertence,  made  so  broad  that 
it  had  no  novelty,  and  is  therefore  invalid.    The  defendants  therefore 
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dMire  to  constroe  the  claim  to  mean  ''any*  form  of  swiDgiog  hook  so 
mooDted  as  to  be  oaiMble  of  oscillatiDg,  and  having  a  spiral  spring 
working  on  the  torsion  principle  and  resting  in  a  recess  of  any  ibnn  in 
the  rear  end  of  the  tongue."  Upon  this  constmction  the  Jodd  patent 
of  1864  fmd  other  patents  would  be  anticipatory. 

The  clum  was  rather  loosely  drawn,  and  did  not  describe  the  recess 
as  definitely  as  it  perhaps  ought  to  have  done.  Bat  the  plaintifb  have 
refrained  t!rom  Becking  a  reissne,  and  have  preferred  to  trnst  their  pat- 
ent to  the  well  known  liberal  rnles  of  constmction  wbiuh  have  been 
adopted  by  the  oonrts  of  this  country,  and  which  seek  to  give  the  owner 
of  the  patent  his  actual  invention,  if  such  fovorable  constxactiun  can 
fairly  be  made.  The  state  of  the  art  shows  tliat  the  placing  a  spring 
h»  actuate  the  tongue  in  the  recess  r  at  the  side  of  the  tongue  was  tlie 
distinctive  feature  of  Bristol's  invention,  and  was  tui  improvement  upon 
tlie  •! add  hook,  in  which  "the  spriug  was  inserted  in  the  bottom  of  a 
channel  formed  between  the  two  cheeks  of  the  shank  and  inclosed  be- 
tween the  two  cheeks  of  the  tongue."  The  rule  of  constmction  is  clearly 
shited  by  Judge  Shepley  in  ISstabrooh  v.  Dunbar  (10 1).  «.,  «09),  Alter 
saying  tliat  technical  claims  are  to  be  construed  with  reference  to  the 
mtate  of  the  art,  so  as  to  limit  the  patentee  to  and  give  him  the  full 
benefit  of  the  invention  he  has  made,  the  learned  judge  says : 

Tbe  geniiral  terms  and  aoiuetiiueH  special  wvn)e  io  the  cUinw  malt  mceive  iuch  a 
construction  an  may  eiiUrKe  or  contTuct  the  scope  of  the  oUini,  so  as  to  uphold  that 
invention  aud  on I7  that  invention  which  the  patentee  has  actnall;  made  and  de- 
iwrlbed,  when  aach  cuQBtraccion  in  not  abaolately  Incnnsmtent  with  the  langnage  of 
th«  cllUm. 

Under  this  rule  the  first  claim  is  for  a  tongue  constmct«d  with  a  re- 
cess in  its  side  opening  outward,  combined  with  a  coil-spring  which  rests 
in  such  recessj  aud  operates  1>etween  the  body  of  the  -book  and  the 
tuugne. 

The  defendants  also  Insist  that  the  claim  if  so  construed  is  invalid, 
because  if  the  invention  consisted  in  a  combination  of  a  tongne  having 
a  peculiar  recess*  with  a  spring,  the  form  of  the  recess  does  not  affect 
the  spring,  and  consequently  the  claim  is  for  a  mere  aggregation  of  parts. 
There  most  be  a  combination  of  spring  and  tongue,  and  the  spring  mast 
be  placed  where  it  can  actoate  the  tongue.  The  old  locution  wiw  in  a 
channel  formed  between  the  two  cheeks  of  the  tongne.  The  location 
was  objectionable,  not  beuanse  the  spriug  did  not  cause  the  tongue  lu 
suap  easily,  but  because  another  location  wonld  be  more  economical 
and  would  keep  the  hook  more  free  from  dirt.  The  new  cotubinatiuii 
was  of  spring  and  recessed  tongne,  the  recess  being  so  ooustructtd  that 
by  means  of  the  new  location  of  the  spring  a  new  aud  beneficial  lesuli 
was  attained.  It  is  not  material  whether  the  benefit  was  to  the  spring; 
or  not;  .but  it  is  material  that  the  benefit  should  be  the  resnlt  of  the 
uew  combination.    The  coitibiuation  in  this  case  does  not  fall  within 
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the  principle  of  Hailen  v.  Van  Warmer  {20  Wall,  353),  which  condemue 
a  combination  creating  no  new  effect  as  its  result. 

Without  examining  in  detail  all  the  objections  which  are  urged  in  tlie 
ehtborute  brief  of  tlie  defendants'  counsel  against  the  charge  of  in&in^- 
nieut,  it  is  sufBctei^t  to  say  that  infringement  of  the  first  claim  is  tlie  re- 
sult of  the  cmnstmction  which  has  been  given  to  that  claim. 

There  dionld  be  the  nsoal  decree  for  the  plfuutifis. 


[Cnfled  Sl«t«»  Circuit  Court— Nortliera  Diatrict  of  New  York.] 

DODQE,   TbUSTSE,  «.  FbABT  ET   AL. 

I>ccided  Jutt  9,  1881. 

30  O.  G.,  1590. 

Patents  or  Ei.tA8  8.  Inoai.ls,  May  8,  1860,  and  B.  Q.  Budding,  Acgust  8, 1863, 
AND  Hay  3,  1864,  CoNsnttTED. 

This  CMe  turning  on  tbe  precise  qnMtions  presented  iu  tile  caae  of  StMitta, 
I^attet,  V.  Helw*(10  O.  G.,  4),  tlis  views  tliere  expressed  as  totheconatractionof   ! 
psteut  and  upon  iufringement  adopte<l. 

Wallace,  J..' 

It  will  not  be  expected  tJiat  this  court  will  disregard  the  delibersK  ' 
judgment  of  Judge  Shepley  in  Siceetser,  Trugtee,  v.  Belmg  upon  the  pre- 
cise questions  presented  now,  and  place  itself  in  direct  antagonism  W 
his  conclusions  uuless  constrained  to  do  so  by  the  clearest  courictiong 
that  he  erred.  That  Judgment  is  entitled  not  only  to  the  respect  dne 
to  a  court  of  co-ordinate  authority,  but  also  to  the  high  consideration 
dne  to  the  deliberate  conclusions  of  a  judge  of  large  learning  and  ex- 
perience in  patent  causes.  i 

In  Stceetaer  v.  Helmg  Judge  Shepley  construes  the  complainant's  pat-   | 
ents  to  belong  to  a  class  of  luTentions  in  which  there  is  a  combination 
of  certain  mechanism  for  holding  the  sole  or  heel  of  the  shoe  (or  botii) 
to  be  polished  with  the  mechanism  of  the  polishiDg-t«ol  under  socli 
condttions  of  mechanical  combination  that  either  the  holding  mechan-   I 
ism  can  be  moved  so  as  to  bring  the  heel  of  the  shoe  in  proper  relations 
to  the  polishing-tool,  or  the  poliahing-tool  caii  be  so  operat^  as  to  bring  i 
it  into  proper  relations  with  the  heel  by  means  of  the  holding  mechau-    ! 
isui;  and  bis  judgment  was  that  iu  the  defendant's  machine  there  is  no 
attempt  to  combine  a  shoe-holding  mechanism  with  the  poUshing-tod 
80  that  the  two  will  operate  properly  together.    The  criticism  made 
npon  his  statement  that  there  is  no  attempt  in  the  defendant's  machine   ' 
to  combine  a  shoe-liolding  mechanism  with  the  polishing-tool  so  that 
the  two  will  operate  properly  together  is  unwarranted,  becaaae  it  i> 
ob^■iouB  that  he  does  not  nieau  any  kind  of  shoe-holding  mechanism, 
but  refers  to  such  as  travels  in  a  fixed  path  in  relation  to  the  poHshinj:- 
tool,  and  within  certain  limits  maintains  the  heel  adjustably  in  tlifo 
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relation.  Aside  horn  tlie  weights  to  be  accorded  to  his  jadgmeutas 
authority,  I  agree  with  hia  coucIusiods  both  as  to  the  coustruction  of 
tlie  complainant's  patents  and  as  to  the  question  of  ini^ngunents,  and 
am  of  the  opinion  that  in  the  defendant's  machine  the  shoe  holding 
mechanism  of  the  complainant's  pat^int  i»  dispensed  with. 

It  may  be  forcibly  nrged  that  a  narrower  construction  of  the  complain- 
ant's patent  ^faoald  be  adopted  than  was  necessary  in  the  case  before 
Judge  Shepley  or  is  necessary  in  this  case.  There  is  much  to  indicate 
that  in  the  Ingalls  and  Budding  patents  the  shue-hulding  mechanism 
is  designed  to  hold  the  shoe  rigidly,  although  the  mechanism  itself  is 
to  be  at^ustable  iu  the  relations  with  the  polishingtool  by  the  manipu- 
lation of  the  oi>erator,  and  is  especially  contrived  with  this  riew. 
Plainly  the  object  of  the  second  Baddiug  patent  was  to  remove  the 
practical  difficulty  resulting  irom  this  feature  of  mechanism,  and  he 
devised  a  mechanism  which  could  be  more  freely  manipulated  by  the 
operator,  thus  allowing  tbe  shoe  to  be  more  finely  turned  and  guided. 
But  it  does  not  appear  to  have  been  conceived  by  Bndding  that  tbe 
tiue  way  to  obviate  the  difficulty  was  by  dispensing  with  all  devices 
for  rigidly  holding  the  shoe  during  the  polishing  operation  and  substi- 
tuting such  as  woold  enable  the  operator  to  guide  and  control  the  shoe 
by  holding  it  in  his  hands.  If  the  correct  construction  of  complain- 
ant's patents  requires  that  one  element  of  their  combination  shall  consist 
of  a  holding  mechaoism  in  which  the  shoe  is  rigidly  held  by  the  mecban- 
iain,  the  defendant,  by.  dispensing  with  this,  may  or  may  not  have 
effected  a  practical  improvement;  but  he  has  done  that  which  distin- 
goisbes  his  machine  from  the  class  to  which  the  complainant's  patents 
refer,  and  has  not  appropriated  the  invention  conceived  by  Ingalls  or 
Budding. 

Tbe  bill  is  dismissed,  with  costs. 


[UalUd  SMteB  CircaiC  Conit— Eutorn  District  of  UiDhlsaa.] 

Kells  v.  McKenzie  et  al. 

Deoidei  Xova»ier  7, 1881. 

20  0,  G.,ief5.t. 

1,  KKJSsrr— ScoPK  OF. 

A  reissued  (lalcDt  ia  not  vnlid  fur  every  tlihig  wliicli  iniglit  Lave  Vieuu  claimed  in 
tlie  origiiijl  p:itriit,  Lor  iloeu  it«  vnliJity  depend  wholly  ii|iou  thafuut  tliat  tbo  iiew 
featiires  attempted  to  l>e  seuiired  I  berelif  wi^re  HiiKg^stcd  In  tbe  models,  drawinga, 
tn  the  ti|>eciHcatioDs  orthe  origiual  imtcnl.  Hcnct,  where  a  pnteutee  iu  his  apeci- 
ficntioDB  vUiina  as  liis  iiiv«utioQ  a  particular  piirt  i>f  &  inavhine,  and  his  claims  are 
all  limited  tu  that  part,  a  reisHne  etDbrnci.iiK  utlu'V  and  ilistiuci  portions  of  the  ina- 
chiue  is  not  for  the  name  inveutiun,  aud  in  jiro  IiihIo  loid,  altliiragli  the  designs 
ftc company ing  the  original  pAteut  shuw  all  the  features  uontaiued  iu  the  reiasne. 


470  DECISIONS   OF  U.   8.   COURTS   IN  PATENT  CASES. 

2.  RKiaevKi)  Patest  No.  8,967— First  voitr  Cuims  Void. 

The  firat  four  cUJiiia  of  Hpi»ned  Patent  No.  8,867,  to  Philip  H.  Kolls,  fur  an 
impTQvement  id  l)rick-machiD«a,  itn  void,  for  tb«  Tsaaon  that  tltey  CDUr];^  the 
■cope  of  thp  original  patent. 

3.  Reismjkd  Fatkut  Nil.  8,127  ViiiD. 

Btfimaei]  Palitut  No,  0,117,  to  PliiUi>  H.  Krllit,  for  en  iniprovcmuMt  to  briek- 
machineH,  ia  alao  void,  liecanve  a  machine  oinbotljing  the  iuventioii  therein  claimed 
nas rm  Male  more  than  tiro fean  liefim  the  application  for  theoriginal  patent tru 
tiled. 

Mr,  Thoman  K  tiprnffue  for  the  coinplaiuant. 
Mr.  George  H.  Lotkrop  for  the  defendauts. 

Bbown,  J.; 

This  wans  a  Knit  upou  Reissued  Letters  I'ateut  Kos.  8,867  aiid  8,127, 
for  improvemeut^  in  brick-machines.  Of  Keissne  Xo.  8,S<07,  defendants 
were  charged  with  liaviag  inliingetl  the  follotviDg  claiiiiB: 

1.  A  hori7.otital  brick  or  tile  inachiue  coimtnicted  witli  a  tab  aiipportwl  at  ite  end) 
in  (be  atandarda  and  with  a  uoKe.pieoe  or  die-hulder  gii  ihe  front  exteiiHioii. 

2.  The  oombioation  of  the  front  Hlandanl,  miptiortlug  the  ext^mity  of  tbe  tab,  ■ 
nose-piece  attached  dirtctly  1o  iaid  Htaiidard,  uiid  a  iliu  Be*;iiTed  to  the-  iioiH--piuv4;,  all 
anbatantially  as  herein  deitcribed. 

Of  Beissae  No.  8,127,  they  were  eliarged  with  having  infHiiged  seven 
claims,  Dot  neceHsiiiy  to  l)e  here  set  forth. 

The  macliiue  described  in  complainant's  model  and  siiecificiitions  coii- 
siats  of  a  horizontal  tub  of  iiou,  aapported  by  two  standanls,  4)ne  at  the 
front  and  one  at  the  rear  end,  boltet!  together  so  as  to  prevent  the  press- 
ure of  the  clay  from  forcing  tlieni  apart.  Uikhi  the  rear  end  of  the  tub 
is  a  hopt>er  for  i-eceiving  clay,  and  tUmugli  its  center  is  a  shaft  armed 
with  blades  set  in  a  spiral  position,  the  revolutions  of  which  not  only 
puddle  tlie  clay,  but  force  it  forward  through  the  tub  and  through  a 
nose-piece,  at  the  end  of  which  are  inserted  dies  for  the  molding  of  tlie 
clay  in  proper  shape  as  it  passes  out  of  the  machine.  Behind  the  rear 
standard  are  two  cog-wheels,  used  for  turning  the  shaft. 

The  first  objection  taken  to  Heissue  No.  8,867  is  that  it  is  not  for  the 
same  invention  as  that  covered  by  the  original  patent,  and  is  there£bre 
void.  To  determine  this  ijuestion  it  is  necessary  to  consider  with  some 
care  what  the  powers  of  the  Commissioner  are  with  respect  to  reissuing 
patents,  and  to  draw  the  line  (often  a  very  difficult  task)  between  that 
which  is  and  that  which  is  not  the  same  invention.  By  the  fifty-third 
section  of  the  act  of  1870,  Kevised  Statutes,  section  4910 — 

Whenever  any  patent  is  inoperativii  or  invaliil  by  reason  of  a  dofeettve  or  ioBiiffi- 
cient  Bpeuiflcalion  or  by  rcoaon  of  the  patentee  tlaiiuiu);  aa  his  iiwii  inventiou  or  Ait- 
covtry  mure  than  lie  ha'd  a  right  tci  claim  as  new,  if  the  emir  hox  arieon  by  iuwlvei^ 
tviiire,  accident,  or  luistake,  and  without  any  fraiidnlent  or  deceiilive  iutt'atiou,  tbe 
Conimienioner  xhall,  on  the  Hurrender  of  auch  patient  and  tlio  paynieiit  of  tbe  duty  n- 
qnired  liy  law,  cause  a  uew  patent  for  the  annic  Invention  or  in  accordance  -n-jtli  tbe 
corrected  Bpecificatioii  to  be  isaiied  to  the  patentee,  &c.  •  •  ■  Bnt  no  new  mattar 
shall  be  introduced  into  the  specitiuatiou,  nor  in  catie  of  a  machine  patent  sbalt  tb* 
model  or  drawings  be  amended,  except  each  by  the  other.     But  when  there  in  uritbef 
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fnoilel  nor  ilrawing,  amuiilnienU  may  be  made  apon  proof  Mtlifhctory  to  the  Com- 
niiuiouer  Ihftt  such  jiew  matter  or  amendmeut  nan  a  part  of  tbe  orlgiaal  tnTention 
and  wai  omittM  ttota  the  specification  liy  inadvertenM,  uccldeut,  or  miatake,  aa 
aforesaid. 

Under  this  section  it  is  now  settled  tliat  tlie  decision  of  the  Gomtnis- 
sioDer  ceissuing  the  patent  is  final  and  coaclaeive,  and  is  not  anbject 
to  review  in  any  conrt,  except  as  to  the  identity  of  the  invention.  Bat 
if  it  be  apparent  npon  the  face  of  tbe  patent  that  he  has  exceeded  his 
authurity,  and  has  thus  acted  withont  jurisdiction,  and  that  there  is  a 
niiinifest  repugnancy  between  tbe  old  and  the  new  patent^,  then  it  rnxut 
be  held  as  a  matter  of  legal  construction  that  the  new  patent  is  not  for 
tbe  same  inveiTtion  as  that  eaibrace<l  and  secured  in  tlie  original  pat- 
ent. Under  the  language  of  the  statnte  the  Commissioner  can  on^ 
anthorize  a  reissue  when  the  patent  is  inoperative  or  invalid  by  rea- 
son of  a  defective  or  insofflcient  speciflcation  or  by  reason  of  the  pat- 
entee claiming  as  bis  own  invention  or  discovery  more  than  be  had  a 
'  right  to  claim  as  new.  Bat  in  S^mour  v.  Oaborn  (tl  Wall.,  544)  it  was 
«aid  by  Mr.  Jostice  Clifford,  in  delivering  the  opinion,  that— 

He  ma;  doobtleas  under  that  aathoritj  allow  the  patentee  t«  redeaoribe  hit  Ihtbii- 
tion,  and  to  include  in  the  iltrtcriptioD  and  claima  of  tbe  pfttent  not  only  what  waa 
veil  described  before,  but  whatever  else  wh  aoggeated  or  anbalantiallT  indicated  in 
the  sprcification  ur  drawings  which  properly  belong  to  the  iarention  as  actually 
niaile  and  perfected. 

This  caee  and  that  of  Battm  v.  Taggart  (17  How.,  74)  have  very  gen- 
erally been  accepted  by  patentees  as  authority  for  the  proposition  that 
a  patent  might  be  reissued  so  as  to  cover  everything  snggeeljed  in  the 
drawings  in  the  original  patent,  although  the  claims  and  the  introduc- 
tory statement  of  tbe  invention  may  have  had  reference  solely  to  another 
l>ortiou  of  tbe  machine,  and  other'persons  might  be  thus  led  to  suppose 
that  the  patentee  regarded  nothing  else  as  his  invention  or  consented 
to  abandon  his  right  to  tbe  remainder  to  tbe  pnblic.  Tbe  cases  in  the 
Stipreme  Conrt  are  not  easily  reconcilable,  more  probably  firom  tbe  diffi- 
culty of  understanding  tbe  exact  question  de^nded,  in  the  absence  of 
drawings  and  models,  than  from  an.v.  change  of  view  as  to  the  law,  and 
the  cases  in  the  circuit  courts  are  in  hopeless  confusion.  The  tendency 
of  later  oases  in  the  Supreme  Court,  however,  has  been  to  hold  the  pat- 
entees to  a  much  more  rigid  rule  than  that  indicated  in  Seymour  v.  0»- 
born,  and  the  court  has  tirequently  expressed  its  disapproval  of  the  prac- 
tice which  has  grown  np  of  claiming  everything  which  might  have  been 
claimed  in  tbe  original  patent,  to  the  detriment  of  those  who  may  have 
acted  npon  the  supposition  tJiat  such  claims  had  been  abandoned  to  the 
public.  Tims,  in  SvstOl  v.  Dodge  (93  U.  S.,  460),  the  origina!  patent 
was  for  a  process  of  treating  bark-tanned  lamb  and  sheep  skin  by  means 
of  a  compound  in  wliicb  heated  fab  liquor  was  an  essential  ingredient. 
This'pateut  was  surrendered  and  reissued  for  the  use  of  fat  liquor  in 
any  condition,  hot  or  cold,  in  the  treatment  of  leather,  and  for  tbe  pro- 
cess of  treating  bark-tanned  lamb  or  sheep  skin  by  mewis  of  a  compound 
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in  wliicli  fat  liquor  was  the  priocipal  ingretlient.  The  state  of  the  liqnor 
wns  not  meutioned  as  essential  to  the  treatment  or  accoiQplishmeut  of 
aDj-  of  the  results  sought.  It  was  only  stated  as  a  thing  to  be  de^ii-etl 
tliat  the  liqnor  should  be  heated,  and  that  it  vouhl  be  preferable  that 
other  iiigredieiita  were  mixed  with  the  heated  liquor  to  make  the  com- 
pound mentionetl.  The  court  held  the  reissue  void  upon  the  grouud 
that  the  use  of  the  liqnor  hut  or  cold  wati  au  expansion  of  the  original 
patent,  which  required  it  to  be  hot;  and  this  although  the  patentee  was 
first  to  discover  that  fot  liquor  in  any  condition  coald  be  used  for  the 
purpose  specified.  It  was  said  "that  as  a  reissue  could  only  be  grauted 
for  the  same  iurentiou  embraced  by  the  original  patent,  tike  speciflcntion 
could  not  be  substantially  changed  either  by  the  addition  of  new  matter 
or  the  omission  of  important  particulars,  so  as  to  enlarge  the  scoiie  of 
the  inveutioQ  as  originally  claimed."  The  original  patent  was  not  in- 
operative nor  invalid  from  any  defective  or  insufficient  specification. 
The  description  given  of  the  process  claimed  was,  as  stated  by  the  pat- 
entee, fitll,  clear,  iind  exact,  and  the  claim  covered  the  specification. 
The  one  corresponded  with  the  other.  The  change  made  in  the  old 
specification  by  eliminating  the  necessity  of  using  the  fat  liqnw  iti  a 
heated  condition  and  making  in  the  "new  specification  its  use  in  that 
condition  a  mere  matter  of  convenience,  and  the  insertion  of  an  independ- 
ent claim  for  the  use  of  fat  liquor  in  the  treatment  of  leather  generally, 
operated  to  enlarge  the  character  and  8co}>e  of  the  invention,"  So  in 
The  Powder  Company  r.  The  Poicder  Works  (98  TJ.  S.,  126)  it  was  held 
that  "letters  granted  for  a  certain  process  of  exploding  nitro-glycviine 
would  not  support  reissued  letters  for  a  composition  of  nitro-glycerine 
and  gunpowder  and  other  substances,  even  thongU  the  original  applica- 
tion claimed  the  invention  of  the  process  and  the  compound."  In  this 
case  Mr,  Justice  Bradley  says : 

The  spRcificfttJon  ma;  be  amended  bo  aa  to  make  it  more  oleu  uid  distjuot.  The 
claim  may  be  modified  »>  us  to  make  it  more  cuufonaable  to  tbettiaot rights  of  tbepa^ 
eiitee,  but  the  loveotiou  mnat  be  the  same. 

So  particular  is  the  law  on  this  subject  that  it  is  declared  "that  no 
new  matter  shall  be  introduced  into  the  specification."  This  prohibi- 
tion is  general,  relating  to  all  patents;  and  by  "new  matter"  we  snp- 
pose  to  be  meant  new  substantive  nmtter,  snch  as  would  have  the  effect 
of  changing  tlie  invention  or  of  introducing  what  might  be  the  subject 
of  another  application  for  a  patent.  The  danger  to  be  provided  against 
was  the  temptation  to  amend  the  patent  so  as  to  cover  improvements 
which  might  have  come  into  use  or  might  have  been  invented  byotliers 
after  its  issue.  The  legislature  was  willing  to  concede  to  the  patentee 
the  right  to  amend  his  specification  so  as  fully  to  describe  and  claim  tlie 
very  invention  attempted  to  be  secured  by  his  origiual  patent,  ami 
which  was  not  l\illy  secured  thereby  in  consequence  of  inadvertencf, 
accident,  or  mistake,  but  was  not  willing  to  give  him  the  right  to  patdi  i 
up  his  patent  by  the  addition  of  other  inventions  which,  though  thej 
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uiiglit  be  his,  Itail  not  been  aiiplied  for  by  him,  or,  if  applied  far,  bad 
been  abandoned  or  vaived.  For  such  inventions  he  \a  reqaired  to  make 
a  new  applicatioo,  eubject  to  such  rights  as  the  public  and  oUier  iu- 
ventors  may  have  acquired  in  the  mean  time.  A  case  bearing  more  di- 
rectly upon  the  one  under  considpration  than  any  other  one  1  have  met 
is  that  of  the  ManufactHring  Co'mpany  t.  LaM  (103  U.  S.  408),  and  as 
it  contains  the  latest  espressiou  of  the  Supreme  Court  upon  this  snb- 
jeet  it  is  entitled  to  great  weight.  The  original  patent  wae  for  a  water- 
wheel  of  specific  constmctioQ  and  form,  with  an  annular  chamber,  a 
peculiar  gate  and  guide  arrangement,  and  a  coDtrivance  for  ac(jnsting 
the  wheel  on  the  step.  There  were  three  claims  to  the  patent.  After 
a  lapHe  of  twelve  years  and  a  half  tlie.patentee  obtained  a  reissue  with 
eleven  diffureut  claims  of  a  sweeping  character,  which,  taken  lit- 
erally, wonld  have  giten  him  a  monopoly  of  all  water-wheels  having 
simultaneously  an  effective  inward  and  downward  flow  and  discharge, 
whatever  might  be  the  shape  of  the  floats  or  of  the  crown.  The  court 
considered  itself  bound  to  consider  the  claims  of  the  reissued  patent  in 
auoordauce  with  the  limitations  of  the  invention  in  the  original  patent, 
and  held  the  excess  to  be  void.  In  delivering  the  opinion  Mr,  Justice 
Bradley  spoke  very  forcibly  of  the  evils  arisiuf;;  from  expanding  claims 
in  reissued  letters  patent,  and  in  commenting  u^ton  the  statute  ob- 
served; 

It  WM  never  inteudtxl  to  ftUow  %  patent  to  be  enlarged,  bat  to  allow  the  oorreutlou 
of  mUttikuH  iiiadvert«utly  committed,  anil  the  restriction  of  clainia  which  bad  been 
inipro|>erIy  made  or  wbicb  had  been  made  too  broad— Just  the  contrary  of  tbat  wblch 
baa  vome  tu  be  the  practice.  In  a  ckar  case  of  mistalte  (not  error  la  judgment)  the 
patent  mav  nndonbfedly  l>e  enlarged,  bat  tbat  should  be  t)ie  exception  anid  not  the 
rule;  whereas  the  enlargement  of  clairoa  has  become  tbe  rule  and  their  contraction 
tbe  exception. 

And  in  speaking  of  the  reissue  iif,that  case  he  says : 

The  invention  of  a  wheel  was  not  claimed  nt  all.  Awheel  was  described,  but  It  waa 
a  wheel  madeatler  aporticalarpattemorform,  and  atljustedtoapartionlarapparatna 
for  tbe  reception  and  discharge  of  the  water.  •  *  •  Instead  of  correoting  inad- 
vertent mistah(>g  in  the  sped ftcations  which  rendered  the  patent  inoperative  and  void, 
tbe  pretended  descriptions  are  evidently  intende^l  lo  widen  the  scope  of  the  palent 
and  matie  it  embrace  more  tbai)  it  did  at  first. 

The  mistake  of  the  patentee  (or  his  assigns)  seems  to  have  been  in  snpposing  that 
he  was  entitled  to  have  inserted  in  a  teieHned  patent  all  tbat  be  might  have  applied 
-  for  and  had  inHerted  in  the  original  patent.  *  *  *  A  reissue  can  only  be  granted 
ftir  the  Slime  invention  wbivb  was  originally  patented.  If  it  were  otherwise,  a  door 
would  l)e  {Ipened  to  the  nilniission  of  the  greatest  frauds.  Claims  and  pretensions 
sliown  to  1in  unfounded  at  the  time  nii){lit,  after  the  lapse  of  a  few  years,  a  change  of 
the  officeiK  in  the  Patent  Office,  the  death  of  witnesses,  and  tbe  dispersion  of  docnments, 
be  setup  nuew,  and  a  reversal  of  the  first  decision  obtained  without  appeal  and  with- 
out any  knowledge  of  tbe  previous  invcHtigations  upon  the  subject.  >  '  '  Hence 
there  is  no  safe  or  jiut  rule  but  that  which  confines  il  reissueil  patent  to  tbe  same  iu- 
veuion  wliioh  was  duscrilied  or  indicated  in  the  original. 

Bearing  in  mind  now  tbat  the  rei.ssne  must  be  for  the  same  invention 
OS  the  original  patent,  and  tlitit  the  fact  that  tbe  patentee  might  have 
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applied  for  and  had  inserted  in  his  origiaal  intent  all  that  be  dow  claims, 
is  not  conolnsive  evidence  that  his  reissue  is  valid,  let  as  examine  the 
reissue  under  cousideration  in  the  light  of  these  autliorities.  Is  it  for 
the  same  invention  as  theoriginalf  In  tbeoriginal  patent,  So.  124,590, 
the  patentee  specifies  his  invention  in  the  foUovinj:  precise  and  un- 
equivocal language : 

The  iiiT«Dt[oii  oouiisto,  fint,  in  »  p«aullail;-«haped  donble  throat-piece  j  seooud,  iu 
*  mode  of  attaching  and  BOpportiiig  ramoT&ble  diM;  third,  iu  giving  the  dies  codtbi 
siclea,  ao  at  to  (eonre  the  fllliag  of  comera  and  produce  concave  or  recaeiert  brickH ; 
finirth,  in  a  yielding  box  to  reoeiTe  the  proper  length  of  claj'  for  one  or  more  aet«  of 
bricks,  and  to  hold  the  MUiie  while  the  bricks  are  being  HeTerod  ;  fifth,  in  a  sliding 
cnt-off  adapted  to  sever  the  bricks  at  each  end ;  sixth,  Id  a  oombinatiun  of  cant,  fbrkud 
lever,  and  connecting-rod  for  operating  the  cut-off;  seventh,  in  driving  the  cntolT 
from  the  tob-shafl ;  eighth,  in  an  expelliog- screw  cast  with  a  shaft-socket  and  feather. 

It  will  thus  be  seen  that  this  stetement  of  his  invention,  an  well  as 
the  eight  claJms  made  iu  the  original  patent,  relate  solely  to  that  por- 
tion of  the  machine  in  A?o&t  of  the  forward  standard  at  the  point  where 
the  clay  passes  beyond  the  action  of  the  screw  and  is  molded  to  pass 
through  the  dies.  There  ia  no  intimation  that  heolaims  any  novelty  in 
the  general  coostrnetioD  of  the  machine,  or  of  its  tnb  or  standards,  or  of 
any  combination  by  which  the  tnb  is  attached  to  the  standards  or  the 
standards  are  held  iu  place  aud  prevented  from  spreading,  although  it 
is  true  that  the  drawiugs  annexed  to  his  patent  show  a  machine  cocn- 
pleted  in  all  these  particnlars.  lliis  patent  was  issued  March  12, 1872. 
The  defendants  began  building  machines  similar  In  their  general  cou- 
stcuction  to  complainant's  machine,  but  avoiding  the  use  of  that  por- 
tion of  Ike  machine  covered  by  complainant's  patent  in  the  fall  of  1877. 
Iu  July,  1879,  complainant  applied  for  a  reissue,  in  which  he  states  his 
invention  as  before,  but  enlarges  very  greatly  its  scope : 

The  snbjeot  of  mj  invention  is  a  horitof  tat  brick-machine  coDstrnct«d  with  a  tob 
supported  at  \M  ends  in  saltable  staodarda,  and  with  a  nose-piece  or  die-tiolder  pio- 
Jectlng  forward  from  one  of  the  standards  and  adapted  for  the  attachment  of  snitaUc 
dies,  which  are  formed  to  deliver  the  claj  Id  one  or  more  horizontal  columns  od  the 
Mige,  instead  of  fiatwise,  as  heretofore,  the  advantages  at  muning  the  clay  on  edgt 
being  that  they  are  lens  liable  to  distortion  and  in  hotter  shape  for  cottingintobiickB. 

Hy  invention  nrther  consists  of  abrick-maohioe  having  a  horizontal  thaftprovidid 
with  a  collar  In  rear  of  one  of  its  bearings  tooonfine  the  ahafc  against  forward  movt- 
meot  when  the  machine  is  tunning  empty. 

Four  additional  claims  are  made,  none  of  which  have  any  relation  to 
the  claims  made  in  the  original  patent.  Now,  if  it  be  true  that  the  p»^ 
eutee  may  claim  in  hia  reissue  anything  which  was  suggested  in  the 
draA^ings  of  his  original  patent,  this  reissue  is  valid;  but  if  he  ia  cod- 
fined  to  what  he  declares  is  his  invention  in  his  original  patent,  then  it 
is  invalid.  There  is  nothing  here  tending  to  show  that  his  original  pat- 
ent was  inojienvtive  or  invalid  by  reason  of  a  defective  or  insnfficieut 
spi'ciflcation.  On  the  contrary,  his  specifications  ace  full  and  complete,! 
and  his  claims  apx'car  to  cover  evei^thing  which  he  set  forth  as  his  ovn 
invention.    Ther^  ia  no  attempt  to  amend  the  claim  contained  iu  the 


DECISION'S  OF  U.   8.   COUBTS  IN  PATENT  CASES.  475 

fli-st  xxitent.  There  is  Doteven  an  attempt  to  eiilar^  the  scope  ot  these 
daiiiiH ;  but  there  are  four  new  and  distinct  claims  made  to  parts  of  the 
inacbiDe,  to  which  no  reference  is  made  in  the  oriKinal  patent  as  his 
invention.  Indeed,  a  coinpariaou  of  the  two  specifications  preclades 
the  idea  of  inadvertence,  accident,  or  mistake,  siuce  all  but  two  of  the 
claims  of  the  ori^nal  patent  ar$  reproduced  iu  the  reissue,  and  there  is 
uo  pretense  that  this  pateut  was  inoperative  or  invalid  as  to  anything 
therein  claiiaed  to  be  the  patentee's  invention.  It  appears  to  be  a  case 
where  tbe  patentee  has  materially  enlarged  the  sf'ope  of  bis  patent  for 
the  purpose  of  reaching  those  who  are  constructing  machines  after  the 
same  general  design  as  his  own. 

Upon  tlie  best  consideration  I  have  been  able  to  give  to  this  matter 
I  have  oome  to  the  conclusion  that  this  reissue  cannot  be  suppoi-ted, 
aud  that  as  to  these  four  churns  it  is  void. 

Proceeding  now  to  the  second  patent  iu  this  suit,  Beissae  No.  8,127, 
dated  March  19,  1878,  the  original  of  which  was  lasiied  May  23,  187t(, 
^n  objection  is  taken  to  the  first  claim  upon  the  ground  that  this  claim 
was  made  in  the  original  patent  and  r^ected,  that  the  patentee  acqui- 
esced in  this  rejection,  and  therefore  cannot  make  the  same  elaim  in  the 
reissned  patent.  It  is  true  that  in  the  case  of  Leggett  v.  Avery  (101  U, 
S.,  256)  it  is  said  by  Mr.  Justice  Bradley  that  it  is  very  doubtful  whether, 
where  an  appli<taDt  for  letters  patent,  in  order  to  obtain  the  issue  there- 
of, acquiesces  iu  the  rejection  of  a  olaiiu  thereto,  a  reisaue  coiitainiug 
such  claim  would  be  valid.  In  that  case,  however,  on  the  sorreuder  of 
the  original  letters,  there  was  a  disclaimer  of  a  part  of  the  inveution 
described  by  them  filed  by  the  patentee  in  the  Patent  Office,  aud  reis- 
sued letters  were  granted  for  the  remainder.  Afterward,  in  the  second 
reissue,  the  disclaimed  inventions  were  embraced,  aud  it  was  held  that 
the  patentee  could  not  sustain  a  bill  to  restraiit  the  iufriugement  of 
them.  The  decision  upon  this  point  is  not  easily  reconcilable  with  that 
of  Smith  V.  TAc  Goodyear  Dental  Vulcanite  Company  (93  TJ.  8.,  486,  500), 
»iid  with  the  other  cases  there  cited,  and  upon  the  whole  I  should  not 
feel  inclined,  without  a  mure  definite  ruling  upon  this  point,  to  hold  this 
claim  bad  upon  that  accunnt.  It  would  seem  that,  as  Xhe  reissue  in 
tbts  case  was  applied  for  within  two  years  after  the  original  patent  was 
issued,  this  nugbt  be  cousidered  as  rather  in  the  nature  of  a  renewal  of 
bis  application  for  the  allowance  of  this  claim  and  for  a  rehearlug  of  the 
mutter.  I  do  not  deem  it  necessary,  however,  to  express  a  decided 
opinion  upon  this  point. 

Another  objection  is  taken,  which  goes  to  the  foundation  of  the  whole 
patent.    Bevised  Statutes,  section  4886,  provides — 

Tli»i  »nj  p«rMu  who  boa  invented  or  discovered  any  new'or  useful  art  "  ■  ' 
nut  in  public  nae  or  on  sale  for  moK  tlian  two  yean  prior  to  hia  application  ■  ■  * 
may     *     *     ■    obtain  a  patent  therefor. 

Tliere  is  evidence  in  this  case  tending  very  strougly  to  show  that  in 
Angnst,  1873,  a  machine  which  embotlied  all  the  essential  features  of 
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this  pateiit  was  offered  for  sale  by  tbe  patentee  to  Jamison  &  Aftlk-k, 
brick-malEera,  atCheslertou,  Indiana.  A  prior  macbiue  embodying  all 
tlie  materia!  combtnatioDB  claimed  in  this  patent  was  completed  by  tlie 
complainant  in  1868  aud  wae  tried.  Complainant  uays  that  this  experi- 
ment demonstrated  tbe  fact  that  if  the  machine  were  constructed  of 
nuSlcieDt  strength  it  wonld  be  a  valuable  operating  machine.  It  vas 
laid  aside  for  the  present,  however,  aud  stood  in  a  shed  at  An^ell's 
foQudry  in  Adrian  during  the  winter  of  1808  and  1809,  wben  it  tras 
t^kkeu  to  pieces  and  a  portion  of  it  saved  and  put  into  another  machine, 
which  was  built  in  1872  at  Farnu'&  Dodge's.  This  machine  appesira 
to  have  had  all  the  material  elements  oftlie  machine  shown  andclaitueil 
in  this  patent.  In  August,  187 1,  it  was  sent  to  Jamison  &  Afilick,  brick- 
makers,  at  Chesterton,  and  the  important  question  arises  whether  it 
was  seut  there  for  trial  only  or  for  trial  and  sale.  AfBick,  one  of  the 
firm,  testified  that  it  was  shipped  to  them  on  terms,  as  they  nuderstood, 
that  they  were  to  buy  it  if  the  machine  worked  satisfactorily;  if  not, 
complainant  .was  to  pay  his  own  expenses  and  take  tbe  machine  back. 
They  kept  It  apparently  two  or  three  weekH,  and  while  there  it  was 
nsed  experimentally  to  see  whether  it  woald  work  or  not.  It  seems 
that  complainant  went  there  for  the  purpose  of  testing  it,  to  see  if  it 
would  rnn;  bat  it  was  finally  shipped  back  to  Adrian,  not  being  satis- 
factory to  the  firm.  It  is  stipnlated  that  Jamison,  the  other  member 
of  the  firm,  would  testify  ^bstantially  as  Afflick  did  upon  this  point. 
The  only  other  direct  testimony  is  that  of  the  complainant  himself,  who 
says  he  sent  it  there  for  an  experimental  machine,  to  see  whetlier  he 
conld  get  it  to  do  good  work.  His.  testimony  upon  this  point  is  sub- 
stantially as  follows: 

Q.  Did  j-oii  not  send  it  away  od  trial,  to  be  sold  or  to  be  bought  b;  Junlsoo  •& 
Afflickif  they  liked  itt    A,  Ni>t  until  affair  it  waa  tested. 

Q.  Didn't  yon  sead  it  there  od  trial,  to  be  bought  by  JamiMiu  &,  Affiick  if  they  liked 
it  r    A.  I  did  not. 

Q.  How  did  you  come  to  send  it  ap  to  themi  A.  He  came  down  to  see  me  for  re- 
pain  on  bie  wlieel -machine,  and  w«  got  to  talking  about  machinet,  and  I  told  faiiu: 
"Jamison,  if  you  are  a  mind  to,  I  will  send  yon  that  raacbine  awhile  to  try  it,  nnd  if 
it  worka  all  ligM  it  will  be  all  right." 

Q.  What  doj^n  muan  by  being  "all  right,"  that  the  machine  wonld  be  all  nghiT 
A.  So  it  wonld  work  all  right. 

Q.  How  do  you  meaa  "work  all  right;"  what  Woiildbeall  rightf  A,  What  would 
be  all  right  t 

Q.  Teg,  eir.  A.  It  wonld  be  all  right  provided  they  wanted  it.  We  didn't  know 
whether  lie  wanted  it  or  not.     He  didn't  B»y  whether  he  wanted  it  or  not. 

Q.  If  it  worked  all  right  were  they  to  take  it  T  A,  They  didn't  nay  they  would 
take  it. 

Q.  They  could  take  it  f  ,  A.  They  could  if  they  wanted  to. 

Q.  Didyou  try  tosell  itto  themT  A.  No,  sir,  I  didn't  try  to  sell  it  to  them.  I  tin4 
wani«d  to  got  the  machine  so  I  could  do  gomethiug  with  it,  aud  antit  1  knew  it  wat 
so  1  cuald  put  it  ont. 

ThU  testimony  is  evidently  very  evasive,  but  it  leaves  a  strong  im- 
>ression  upon  my  mind  that  in  reality  the  machine  was  sent  to  Ches- 
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terton  for  sale  if  satisfactdry.  There  is  no  reason  shown  why  complain- 
ant sent  it  to  a  distant  place  simply  for  trial,  particularly  as  it  appears 
that  he  tri^d  the  same  machine  at  Condit's  yard  in  Adrian  before  send- 
ing it  to  Chesterton.  This  trial  seems  tohare  proved  a  failure,  and  the 
machine  was  afterward  put  in  better  condition,  and  might  aa  well  have 
been  tried  in  Adrian  again  if  all  that  complainant  desired  was  to  ex- 
periment with  it.  I  think  this  is  the  only  direct  testimony  upon  the 
point.  The  witness  Galloway  testifies  that  he  beard  the  matter  talked 
over  between  complainant  and  the  one  who  was  to  bay  the  machine, 
and  that  it  was  shipped  to  be  sold  if  it  suited ;  that  it  was  afterward 
shipped  and  returned  to  Adrian.  There  is  also  evidence  tending  to 
show  that  complainant  in  1872  endeavored  to  sell  this  same  machine  to 
one  Wiggins,  and  although  this  is  denied,  the  matter  of  the  sale  of  the 
machine  when  perfected  seems  to  have  been  made  the  subject  of  a  con- 
versation between  complainant  and  him.  The  machine  was  afterward 
rebuilt,  and  sold  a  short  time  within  the  two  years  before  application 
vas  made. 

On  the  whole  the  evidence,  1  thiuk,  establishes  the  fact  that  this  ma- 
chine was  on  sale  more  than  two  years  before  application  was  made 
for  the  patent 

The  question  whether  the  offer  to  sell  a  single  machine  would  be  suf- 
ficient to  avoid  the  patent  was  not  discussed,  and  I  express  no  opinion 
upon  the  point. 

Since  this  opinion  was  written  my  attention  has  beefi  called  to  an  in- 
tei'esting  article  upon  reissued  patents  in  the  November  number  of  the 
Atnerican  Law  Beview,  volume  15,  page  731,  in  which  the  learned  writer 
draws  the  same  inferences  which  I  have  from  the  recent  at^ndications 
of  the  Supreme  Court. 

It  results  that  the  bill  must  be  dismissed. 


[United  SUt«  CIrenit  Coort^-SonUieni  DMHnt  of  New  Tork.J 

BEATTT  v.  HODOES  EI  AL. 

Deciied  July  la,  1881. 

20  0.  G..  1666. 

1,  Lettkiis  Patent  So.  135,716  wot  for  a  Patentablr  Ixvkntion. 

Letters  Patect  No.  135,716  for  alleseil  impmveinent  in  bata,  eoaHUting  in  ex- 
tendioB  a  Bwrat-llning  well  ont  npou  the  brim,  crimpini;  it  over  tlio  angle  formed 
bj  Ihe  brim  au<l  crown,  auil  Htitcbing  it  to  the  brim  by  stiches  pasain};  perpeu- 
(licularly  through  the  brim  uutsiAe  of  the  urown-baud,  are  not  for  a  patvotiible  iu- 

'2.  Sw kat-Ltmsok— Oi.i)  Stitch  in  Nkw  Cosxkction— Diiuble  Use. 

Swnat-linliig  «i  extending  ont  upon  tbo  brim  hod  not  been  aritched  to  the 
lirim  byeti'ehea  extending  perpiMidicnIarly  tbrouicU  it  outside  the  crowa-band 
befora;  but  ae  anch  swirat-tiuinfiia  nure  known  and  anch  stitching  was  known,  all 
the  pliintilf  nally  foiiud  out  thut  iriia  Ufw  wax  thnt  iinch  Htit-chee  would  be  naenil 
iu  tbnt  place.  This  whs  merely  jmttiiig  old  atitchea  tu  a  new  use,  and  uut  pateut- 
itble. 
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3.  Samb— AORRKOATiox— No  Nkw  Rksult. 

Tbe  atircbaa  of  that  aort  »Dd  kind  of  aweat-lining  nift7  i  evt^r  haye  been  pnt  tr- 
gether  in  that  way  before ;  bat  whether  the;  had  oi  not,  they  do  not  work  U^etli- 
er  to  Aaomplish  bd;  new  remit  attrihatBble  to  their  new  reUtloiM  to  each  other. 

.Vr.  Eugene  Treadwell  for  tlie  ptaiDtiff. 
Mr,  Frederic  H.  BetU  for  the  defendaDts. 

Wheeler,  J.: 

This  8Dit  is  bronght  npon  Letters  Patent  'So,  185,716,  doted  December 
2C,  1$76,  iaaaed  to  the  plaintiff  for  an  alleged  improvement  iu  hats, 
conaiHtiUg  in  extending  the  sweat-lining  well  oat  upon  the  brim,  crimp- 
ing it  over  the  angle  formed  by  the  brim  and  crown,  and  stitchiiiK  it  to 
the  brim  by  stitches  passing  perpendienlarly  through  the  brim  oatside 
of  tbe  crown-band.    The  principal  defenae  is  want  of  novelty. 

The  evidence  sbo^s  cleiirly  that  hats  with  sweat-liningij  extending 
well  out  upon  tbe  brim  and  far  enough  to  be  sticthed  ihroagh  the  brini 
outside  the  crown-band  were  well  known  before  the  orator's  invention, 
and  perpcndicalar  stitching  was  well  known  long  before.  If  the  crinH>- 
ing  referred  to  in  the  patent  means  holding  in  place  by  the  stitches,  which 
ill  this  connection  is  the  literal  meaning,  then  sweat  linings  so  held 
were  als*  welt  known.  If  it  means  shaping  to  the  parts  of  tbe  brim  and 
crown  adjacent  to  tbe  angle  formed  by  them  in  tbe  sense  of  cramping 
as  tbe  word  crimp  is  sometimes  used  by  boot  makers,  the  sweat-linint» 
extending  oat  ni>ou  the  brim  were  in  tbe  former  sense  criniped  by  the 
stitches  holding  them,  aud  in  the  latter  sense  by  the  head  of  the  wearer 
shaping  them  over  the  angle  of  tbe  brim  into  the  crown,  if  tbey  were 
not  so  shaped  before.  The  crimping  in  the  latter  sense  was  probably 
better  done  by  the  plaintifi'  tlian  it  had  been  done  before,  bnt  that  waa 
merely  applying  better  workmanship  to  the  subject,  and  not  inventing 
anything  new  iu  that  behalf.  Probably  sweat-linings  so  extending  ont 
upon  the  brim  bad  not  been  stitched  to  tbe  brim  by  stitches  extending 
perpendicularly  through  it  outside  the  crowu-baud  before.  Bnt  as 
such  sweat-linings  were  known  and  sach  stitching  was  known,  fdl  tiie 
plaintiff  really  found  out  that  was  new  was  that  such  stitches  wonld 
lie  useful  in  that  place.  This  was  merely  potting  old  stitches  to  a  new 
nse  and  not  patentable.  The  ^titches  of  that  sort  and  that  kind  of 
sweat-lining  may  never  have  been  pnt  together  in  that  way  before;  bnt 
whether  they  had  or  not,  tbey  do  not  work  together  to  accomplish  any 
new  result  attributable  to  their  new  relations  to  each  other.  Tlie 
sweat-lining  would  be  tbe  same  ^tened  in  some  otlier  way  that  it  Ik 
fastened  by  these  i>erpendicular  stitches.  Hailen  v.  Van  Wormtr,  a' 
Wall.,  453;  ReekmHorfer  v.  Faber,  92,  U.  S.,  347. 

Let  a  decree  be  entered,  dismissing  tbe  bill  of  comi>Iaint,  vHtb  owlt. 


b,Googlc 
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[United  Btitea  Clraalt  Omul— aanUia^  DIaMat  of  Haw  Tuk.] 

Campbell  v.  The  Matob,  &o.,  op  Xbw  Yobe. 

DteUtd  Flbnarf  JarM,  1881. 

SOD.  0.,1B17. 

1.  Emoimk  Pdhf— Anticipatiok. 

Ad  invention  in  Btram  ftre-engine  pnmpB,  whereby  such  an  engine,  having  con- 
itant  power  for  diMhargiugseTeTalatreanu  of  wat«r  through  linesof  hoMof  vari- 
nn«  lengths,  lua;  be  made  to  tiaow  fewer  atreanu  or  the  same  nnmber  throngh 
longer  lines,  when  the  resistanoe  to  diachargs  will  be  greater,  without  varying  - 
the  power  or  causing  undue  strain  upou  the  working  parts  or  hose,  by  meana  «f 
a  passage  froni  the  dlsohaige  to  the  suction  side  of  the  pninp,  regolatedbyavalv?, 
is  not  anticipated  bj-  an  engine  provided  with  a  passage  for  wat«r  lesjling  fmiii 
the  inotlon  to  the  discharge  side  qf  the  engine,  which  can  he  opened  and  closed 
by  a  valve,  for  the  purpose  of  having  water  earned  through  It  and  past  the  pnmp 
ing  apparatus  and  discharged  throngli  the  hose  by  hydrant  pressure  when  the 
punpH  ate  not  operating;  nor  by' steam-piston  flre-engines  having  tnbes  leading 
ftam  the  sootiun  and  disclinige  parts  of  the  engine  toward  each  othi^r  nntil  they 
meet  auil  diBtharge  in  one  tube  into  the  boiler,  and  oontrollahle  by  valves  for 
the  pnrpose  of  taking  water  from,  either  the  suction  or  discharge  nide-of  the  boiler, 
it  not  appearing  that  either  of  these  devices  was  ever  before  that  time  used  for 
the  pnqwae  of  passing  water  tram  the  discharge  to  the  snotion  side  of  the  engine 
to  relieve  iindne  pressure  on  the  discharge  side,  caused  by  lednciug  the  number 
of  disobarge-openinga  or  iuoreasiug  the  difficulties  of  discharge  by  lenglhening 
the  hose. 

a.  Public  Usk— Expkbimkntal  Ubk. 

The  nse  of  an  invention  in  pnblic,  two  years  prior  to  the  filing  of  the  application, 
will  not  invalidate  the  patent  when  the  invention  is  of  such  a  natnre  that  it^ 
trial  can  only  be  conducted  in  pnblio. 

;{.  Same— KxowLKDUK  and  Consext  of  Ikvkmtor. 

Under  the  taws  of  1S36  und  1B39  use  or  sale  of  an  invention  to  defeat  a  patentee 
must  be  with  ibe  consent  ami  allowancu  of  tKe  inventor. 

.Vr.  Qtorge  S,  WiUiaim  for  the  plaiutiff. 

-Vr.  Frederic  H.  Betts  and  .Vr.  Wyltlt  C.  Betts  for  the  defendants. 

Wheeler,  J. : 

Tlie  plaintiff  has  title  to  Letters  Patent  No.  13,920,  dated  May  '24, 
1864,  and  issned  to  James  Knibbjs,  assignor,  for  an  improvement  in 
steam  fire-engine  pumps,  whereby  auch  an  engine,  having  constant 
jiower  for  discharging  several  streams  of  water  through  lines  of  hoaeof 
varionB  lengths,  may  be  miide  to  throtv  fewer  streams  of  the  same  nnm- 
ber through  longer  lines,  when  the  resistance  to  discharge  woold  be 
gi^eater,  without  varying  the  power  or  cansing  undne  strain  iiiM>n  the 
working  parts  or  hose,  by  means  ot  a  passtige  from  the  discharge  to  the 
saction  side  of  the  pump,  regulated  by  a  valve,  for  the  surplus  water  on 
the  diiiiOiarge  side  caused  by  the  restriction  upon  the  discharge.  Thist 
sttit  is  bronght  for  an  infringement  of  this  patent,  which  is  not  ilcnied 
if  the  pat^int  is  valid.  The  validity  of  the  patent  is  questioned  upon  the 
ground  that  Knibbs  was  not  the  lirst  Inventor  of  this  improvement; 
that  the  same  had  been  pateutetl  abroad  prior  to  liis  inveutiun,  and 
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tbftt  the  same  had  been  in  pablic  ose  and  on  sale  ia  this  conDtry  for 
more  than  two  yean  prior  lo  his  application.  The  aaticipations  relied 
upon  are  steam  flre-engiDes  which  are  made  by  the  Aoioskeag  Mauofac- 
taiing  Ck>mpany,  of  MaiicbeBter,  Sew  Hampshire ;  the  ateatu  fire-engine 
«<  Philadelphia,"  which  was  made  by  Re^ney,  Keatie  &  Co.,  of  Phila- 
delphia, and  the  patent  of  K.  A.  Wilder,  Ho.  27,662,  dated  March  3T, 
1860,  The  foreign  patentH  are  the  Eoglish  one  of  Joseph  Bramah,  No. 
I,d48,  dated  April  11),  1793,  and  the  French  one  to  Beuoit  Daportail, 
yto.  19,532,  dated  Joue  12,  1857. 

The  foots  as  to  the  existence,  knowledge  o^  and  use  of  the  devit^s  in 
these  flre-engincfl  are  to  be  found  ftom  a  comparatively  large  mass  <tf 
evidence,  consisting  of  doctimenta,  drawings,  pictures,  and  the  soqie- 
what  confiictiDg  testimony  of  nnmerous  witnesses  as  to  rarioas  facts 
and  circomstanccs.  Upon  the  whole,  after  mnch  examiuatiou  and  con- 
sideration, it  satiafactorily  and  beyond  any  foir  doubt  appears  that 
prior  to  the  iurentioii  of  Knibbs  the  Amoskeag  Manula«-tariDg  Com- 
pany made  and  put  into  rotaiy  steam  fire-engines  manafiictared  by  them 
a  passage  for  water  leading  fitrtn  the  suction  to  the  discharge  side  of 
the  engines  which  could  be  opened  and  closed  by  a  valve,  for  tlie 
purpose  of  having  water  carried  through  it  and  past  the  pumping  ap- 
paratus and  discharged  through  the  hose  by  hydrant  pressure  when 
the  pumps  were  not  operating,  which  was  used  at  places  whero  there 
was  hydrant  pressure  for  that  purpose;  and  that  Beaney,  Neafie  &  €o. 
made  and  put  into  steam  piston  fire-engines  tubes  leading  from  the  suc- 
tion and  discharged  parts  of  the  engine  toward  each  other  until  they 
met,  and  fn  one  tube,  from  the  place  of  meeting  to  the  boiler,  which 
could  be  opened  and  closed  by  valves,  one  in  each  branch,  for  the  pur- 
pose of  taking  water  &om  either  the  suction  or  discharge  side  into  the 
boiler,  the  two  brandies  leading  from  the  suction  and  discharge  sides 
constituting  a  passage  controlled  by  two  valves  through  which  water 
could  be  taken  irom  the  dist^harge  to  the  suction  side  to  relieve  pressure 
on  the  discharged  sidej  but  it  does  not  appear  by  that  measure  of  clear 
Xiroof  beyond  any  fair  or  reasonable  doubt  (which  is  necessary  to  defeat 
a  patent]  that  either  of  these  devices  was  ever  before  that  time  used  for 
the  purpose  of  passing  water  fi^om  the  discharge  to  the  suction  side  of 
the  engine  to  relieve  undue  pressuue  on  the  discharge  side,  cammed  by 
rednciug  the  number  of  discharge-openings  or  increasing  the  difficulties 
of  discharge  by  lengthening  the  hose ;  nor  that  the  utility  of  these  pas- 
sage-ways for  that  purpose  was  before  that  time  knowu.  Neither  docs 
it  at  all  appear  that  Knibbs  derived  any  aid  from  either  of  these  devices. 

The  counsel  for  the  defendiiiit,  after  iusiatiug  stienuously  that  the 
j>assages  were  in  fact  used  for  the  pariioses  of  Knibb's  invention,  like- 
wise insiat  that,  in  view  of  the  existence  of  these  things,  if  that  only 
should  l)e  found,  Knibbs  only  put  an  old  device  to  a  new  use,  wliicb 
would  not  be  patentable.    This  presents  the  qnestiou  on  tLe  iiart  of 

bis  case  whether  such  prior  knowledge  and  use  of  a  like  de\ice  as  W 


SECiaiONS  OF  U.  S.   C0UBT8   IN  PATENT  CASES.'  481 

found  to  have  been  bad  will  defeat  the  patent.  His  invention  waa  uoti 
to  be  used  under  all  circomstances  of  the  use  of  the  eugine.  It  was 
for  use  only  in  combination  with  the  constant  power  for  a  larger  dis- 
clmrge  and  a  restricted  discharge.  The  second  claim  of  the  patent, 
and  the  only  one  in  controversy,  is  for  the  connecting  passage  and 
valve  for  the  purposes  described  and  set  forth,  the  principal  of  which 
purposes  was  the  use  in  that  combination. 

The  statutes  providing  for  defenses  to  suits  upon  patents  require 
defendants  to  set  forth  the  names  and  residences  of  i>ersons  having 
prior  knowledge  of  the  thing  patented  and  where  and  by  whom  it  had 
been  ,nsed.  XJ.  S,  Bev.  Stats.,  sec.  4d20.  The  proof  must,  of  course, 
correspond  with  and  support  these  allegations.  The  proofs  in  this  case 
do  not  support  the  allegation  that  the  persons  knowing  of  and  using 
the  Amoskeag  engines  and  the  engine  "  Philadelphia,"  as  these  persons 
are  found  to  have  known  and  used  them,  knew  of  and  used  Kuibbs's 
invention.  Those  connected  with  the  Amoskeag  engines  used  the  pas- 
sage to  avoid  the  pump,  and  those  connected  with  the  "Philadelphia" 
used  only  a  part  of  it  at  a  time,  and  then  iu  connection  only  with  con- 
trivances for  feeding  the  boiler,  and  neither  of  them  used  it  iu  connec- 
tion and  combination  with  the  working-pump  and  over-pressed  hose  at 
all ;  and  they  respectively  had  knowledge  coextensive  with  the  use  they 
made.  They  had  brought  together  all  the  parts  necessary  to  accom- 
plish the  result  be  accomplished,  bnt  did  not  know  how  to  use  them. 
This  is  not  t^e  known  use  required  to  defeat  a  patent.  Tilghviaii  v. 
Proetor,  102  F.  S.,  707. 

Wilder's  patent  is  for  a  two-way  valve,  iu  combination  with  appai'a- 
tus  for  feeding  a  steam-boiler  with  water,  by  which  surplus  water  is 
returned  to  the  tank.  The  combinntiou  with  which  it  is  made  to  work 
is  entirely  difi'erent  from  that  iu  which  this  passage  and  valve  is  placed, 
and  the  working  parts  are  not  the  same.  The  same  may  be  said  of  the 
patents  of  Bramah  and  of  Dupoitail.  Both  were  iu  use  before  steam 
fire-engines  with  the  necessities  of  their  great  and  constant  motive 
Ijower  were  known. 

The  facts  in  regard  to  use  and  sale  of  the  invention  prior  to  the  ap- 
plication appear  from  the  evidence  to  be  that  Knibbs  was  the  engineer 
of  a  steam  lire-engiue  iu  use  in  the  city  of  Troy  for  the  protection  of 
proi>erty  there  against  flre,  and  iu  the  latter  part  of  April,  ISOO,  ap- 
plied his  invention  in  the  fonu  of  a  pipe  leading  from  the  discharge  to 
the  sactioa  sides  of  the  engine  with  a  globe-valve  between.  The  in- 
veution  was  tried  and  operated  satisfactorily,  except  that  he  thought, 
the  xiassage  was  rather  snmll.  This  engine,  which  was  called  the 
"  Arba  Reade,"  was  continued  iu.use  with  the  invention  upon  it,  Knibbs 
cuDtiiining  to  be  the  engineer.  In  January,  1S62,  the  city  of  Troy  pro- 
cured another  steam  flie-engiue  of  substantially  the  same  pattern,  to 
which,  at  the  request  of  Knibbs,  his  invention  was  applied  iu  the  f^rm 
31  C  p 
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of  an  opeDing  throngli  the  partition  between  tlie  discharge  and  enc- 
tion  aidei  of  the  pomp,  with  a  Talve  working  to  a  seal  at  the  opening, 
throngh  wbioh  the  exoeM  of  water  eonld  be  made  to  pass.  This  en- 
gine, which  was  called  the  "J.  C.  Osgood,"  was  pat  to  nse  for  the  city, 
and  the  iDTention  operated  aatisfactorilf  to  Enibbs  as  well  as  to  otben 
concerned.  The  tobe  to  the  "  Arba  Beade"  was  made  larger  in  Febm- 
ar;,  1863,  and  worked  more  satis&ctorily  to  all.  Enibbs  tboaght  of 
applying  for  a  patent,  consalted  a  solicitor  of  patents  about  it,  and 
made  application  for  the  one  that  was  granted  May  13, 1864,  withont 
at  any  time  intending  to  abandon  his  invention  to  tbe  pablic. 

In  1861,  and  consequently  more  than  two  years  before  the  ^plica- 
tion, the  Amoskeag  Mannfiictnring  Company  made  other  steam  fire- 
engines  oontaining  this  invention,  which  were  sold  and  went  into  uae, 
and  Item  that  time  until  after  the  application  sncfa  engines  were  occa- 
sionally made  and  sold  by  the  company  and  perhaps  by  other  mana&ct- 
nrers,  and  went  into  the  onstomary  use.  This  was  done  without  the 
consent  and  aUowanoe  of  Enibbs.  It  is  contended  that  these  nses  and 
sales,  either  those  with,  or  those  without,  the  consent  and  allowance  of 
Enibbs,  will  defeat  the  patent.  This  invention,  like  that  in  ElizdbeA 
V.  Pavement  Company  (97  U.  B.,  126),  conld  not  well  be  experimented 
with  and  tested  in  private.  Its  object  was  connected  with  pnrpoBes  in 
their  natnre  pablic,  and  its  practice  was  necessarily  somewhat  of  tbe 
same  nature.  The  invention  was  not  essentially  varied  by  tbe  trii^ 
and  nse  made,  and  was  patented  according  to  its  features  as  first  tq>- 
plied.  Still,  it  was  not  clear  to  the  inventor  that  no  changes  or  modifi- 
cations woold  be  necessuy,  and  necessary  to  be  specified  in  the  appli- 
cation for  a  patent,  in  order  to  obtain  the  full  benefit  of  one.  In  this 
view  the  nse  by  him  as  engineer  and  by  the  city  of  Troy  at  his-reqaest 
is  deemed  to  have  been  experimental  and  allowable  within  the  rale  hud 
down  in  the  case  cited.  Still,  if  consent  and  allowance  of  the  inven- 
tion are  not  necessary  to  defeat  a  patent,  tl)e  other  sales  and  use  were 
safflcient  to  accomplish  that  result.  It  has  frequently  been  said,  but 
in  cases  where  the  point  was  not  directiy  raised,  that  such  consent  and 
allowance  was  not  necessary.  Egbert  t.  Xippmon,  15  Blatchf.  G.  C- 
Beps.,  39S;  Keileh«r  v.  Darting,  14  O.  O.,  673.  And  there  are  oases 
tiie  other  way.  Andrewt  v.  Carman,  13  Blatchf.,  307 ;  Draper-  v.  Wat- 
tlee,  16  O.  G.,  639. 

In  view  of  these  differences  of  opinion  or  statement  it  may  be  well 
to  recnr  to  the  statutes.  In  section  7  of  the  act  of  1836  it  is  provided 
that  the  Commissioner  shall  make  or  cause  to  be  made  an  examination 
of  the  alleged  invention  or  discovery,  and  if  it  shall  not  appear,  among 
other  things,  that  it  h^  been  in  public  nse  or  on  sale  with  the  appU- 
oanf  s  consent  or  allowance  prior  to  the  application,  and  if  the  Commis- 
■ioner  shall  deem  it  to  be  safficiently  asefbl  and  imporiamt,  it  shall 
be  his  duty  to  issue  a  patent  for  it.  }n  section  16  of  the  same  act  it  is 
]^vided  thata  defendant  in  a  suit  for  infiingement  may  set  up,  among 
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other  .things,  in  defense  that  the  invention  had  been  in  public  ase  or  on 
sal«  with  the  consent  and  allowance  of  the  patentee  before  his  applica- 
tion for  a  patent. 

These  are  the  ooly  prorisioos  for  prerenting  the  issue  of  a  patent  or 
a  recovery  for  the  inflingemeut  of  one  on  account  of  the  inreotion  be- 
ing in  pnblic  use  or  on  sale,  except  some  provisions  as  to  the  effect  of 
foreign  patents,  not  muterial  to  this  qaention,  which  wore  in  force  when 
tliis  patent  was  granted.  The  act  of  1839  does  not  provide  fur  prevent- 
ing the  issne  of  a  patent  on  this  account,  and  does  not  enlarge  in  any 
ilirection,  bnt  is  restrictive  of  this  defense.  It  saves  to  manufacturers 
and  purchasers  before  the  application  for  a  patent  the  right  to  specific 
machines,  mannfactares,  or  compositions  of  mattor,  and  provides  that 
no  patent  shall  be  held  invalid  by  reason  of  the  sales,  purchases,  or  nse, 
except  on  proof  of  abandonment,  or  that  the  purchase,  sale,  or  use  has 
hcen  for  more  tlian  two  years  prior  to  the  application.  No  purchase, 
sale,  or  nse  after  the  invention  would  prevent  or  invalidate  a  patent  but 
for  these  provisions  of  the  act  of  1836,  and  it  is  against  those  provisions 
that  the  effect  of  the  making,  nse,  and  sales  of  these  specific  articles  is 
saved  by  the  act  of  1839.  The  nse  save<l  against  is  the  pnblic  use  men- 
tioned in  the  act  of  1836,  as  seems  to  have  always  been  understood, 
although  it  is  not  mentioned  as  public  In  the  act  of  1839,  and  the  being 
in  use  and  on  sale  saved  against  are  the  public  use  and  sale  with  the 
consent  or  allowance  of  the  inventor,  mentioned  in  the  act  of  1836. 
Draper  v.  Wattles,  16  O.  G.,  639. 

Upon  these  considerations  there  must  be  a  decree  for  the  plaintiff. 
The  patent  has  expired,  and  therefore  no  injunction  will  be  granted  un- 
less f\irther  moved  for  upon  some  special  grounds.  Let  a  decree  be 
entered  mljudging  that  the  patent  is  valid  and  that  the  defendant  has 
infringed,  and  for  an  account,  according  to  the  prayer  of  the  bill,  with 
costs. 


gDolted  BUt«*  Ctrcnlt  Coirrt— Nortbern  District  of  Oblo,  Eastern  Dlvlrioii.] 

BoYEB  t;.  Russell  &  Co. 

Decidtd  .Vonmber  26, 188L 

ai  O.  G.,  isia 

Incorrect  Patsnt-Drawisg. 

Wbero  the  Pateot  Office  model  baa  been  deatroyerl,  an  alleged  mistake  in  fbe 
patent-drawing  slionld  be  very  clearly  establiabed  before  a  conrt  ihonld  att«mpt 
to  oliange  by  decree  the  poeitiou  of  a  part  Tepreaented  iD  anch  drawing. 

Welkee,  J.  : 

This  snit  is  brought  by  the  complainant  against  the  respondents  upon 
Letters  Patent  TTo.  167,570,  granted  September  7,  1875,  to  complainant 
for  an  improvement  in  grain-separators.    The  bill  charges  infringement-, 
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and  praj'8  fi>r  an  iqjanotion  and  aocoDDt-.    The  answer  denies  the  alleged 
infringement,  and  denies  that  the  claims  were  patentable  in  view  of  a 
large  nnmber  of  prior  patents,  to  which  it  refers.    Eeplication  filed  and 
heard  od  the  eridence. 
In  the  complaiDaQt's  patent  the  claim  is  stated  as  follows : 

Having  thai  fallydetcrlbed  my  invention,  what  I  clftini  m  new  ftnd  detiie  to  aecnn 
by  lettera  patent  is — 

Tbe  revolving  rftke  operatiog  in  combination  with  the  atraw-defleetor  S  and  ebtkar 
n,  mbstaotiallr  a*  set  forth. 

This  is  the  only  claim  relied  upon  by  the  complainant,  and  for  the 
inftingementof  which  tbin  action  is  brought.  The  patent  is  a  combina- 
tioD  of  old  devices,  and  which  may  be  patentable  where  new  and  osefid 
results  are  thereby  produced.  The  revolving  rahe.  the  deflector,  and 
the  shaker  are  each  separately  old  devices,  and  each  been  used  for  many 
years  before  tbe  complfunant's  patent. 

It  ia  important,  in  the  first  place,  to  determiDe  what  was  the  com* 
plainant's  combination  for  which  he  received  his  patent.  The  original 
model  filed  in  the  Pc^tent  Office  has  been  destroyed,  so  that  it  coald  not 
he  pat  in  evidence  for  inspection.  We  have  before  ns  the  drawings  on 
file  in  the  Office — one  copy  put  in  evidence  by  the  complainant  and 
another  copy  by.  the  respondents.  In  these  drawings  the  position  <^ 
the  deflector  in  relation  to  the  shaker  or  carrier  seems  to  diflfer  very 
much.  In  that  of  the  respondents  the  defiector  is  shown  to  approach 
the  shaker  so  nearly,  as  to  render  the  machine  entirely  inoperative  for 
the  thrashing  purposes.  The  complainant's  exhibit  shows  a  greater 
space  between  the  lower  part  of  the  defiector  and  the  shaker,  but  it 
seems  to  have  been  altered  after  the  printing  of  the  drawing.  We  have 
also  before  us  a  model  made  by  the  resiiondents  tmm  the  drawing, 
which  ahowB  that  the  machine,  if  so  made,  would  be  useless  for  the 
purpo.se  of  the  invention.  It  may  be,  as  claimed  by  the  complainant, 
that  t}ie  position  of  the  defiector  was  in  some  way  changed  in  making 
the  drawing  of  the  original  model,  and  the  complainant  intended  to 
give  more  space  between  it  and  the  shaker  than  appears  in  the  respond- 
ents' exhibit;  but  as  the  patent  was  issued  ou  the  drawings  filed  it' 
should  be  very  clearly  established  that  this  mistake  occurred  before  this 
court  should  attempt  to  chauge  it  by  a  decree.  Ou  this  ptnut  the 
evidence  is  somewhat  confiicting,  but  we  think  the  preponderance  is 
with  the  defense. 

The  combination  of  these  old  devices,  then,  as  made  and  patented  by 
the  complainant,  did  uot  produce  any  new  or  useful  results.  It  ie 
inoperative  and  without  value,  and  would  not  do  the  work  for  which 
it  was  designed.  If  the  machine  as  now  used  is  practically  nsefiil,  it 
has  been  made  so  by  the  changes  and  improvements  suggested  and 
introduced  by  the  respondents  and  others.  The  beater  and  other 
improvements  introduced  by  the  respondents  are  not  only  necessary  to 
a  sncccssful  operation  of  the  invention,  but  materially  change  the 
relations  and  ftiiictions  of  some  of  the  diflicrent  parts — notably  t^wt  of 
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the  beater.  Tlie  fiinction  of  this  part  of  tbe  cambinfttion  is  entirely 
different  firam  the  fanotious  presented  for  the  complainant^B  "rotary 
rake."  In  the  speciflcations  of  the  complainant's  patent  its  ftinction  is 
described :  "  The  revolving  rake  pnlls  tbe  straw  ftom  nnder  Hie  straw- 
deflector  S,  and  prevents  the  machine  from  clogging  at  this  point." 
For  a  Buooessful  separator,  it  is  necessary  to  use  a  beater,  one  or  more, 
to  stop  the  velocity  of  the  straw  aa  it  leaves  the  thrashing-cylinder, 
and  also  to  knock  out  the  grain,  and  thereby  prevent  it  from  passing 
over  the  shaker  and  ont  among  the  straw.  There  is  no  need  of  a  rake 
as  sach  to  get  the  straw  from  the  deflector  if  space  enongh.  is  left  to 
allow  its  passage.  The  velocity  of  the  thrashiag-cyhnder  vith  the 
inclosed  box  of  the  machine  will  drive  the  straw  away  from  the  machine. 

We  think,  therefore,  that  the  complainant's  combination  as  patented 
has  not  been  infringed  by  the  respondents.  This  view  of  the  case 
renders  It  unnecessary  for  ns  to  determine  whether  any  of  the  machines 
referred  to  by  the  respondents  anticipated  the  patent  of  tbe  complain> 
ant 

The  bill  is  dismissed,  with  costs. 

Judge  Baxter  concurs  in  this  opinion. 


ISnprene  Conrt  of  tfa«  United  StsUs.] 

The  Lehigh  Valley  Railroad  Company  et  al,,  r.  Mellon  et  al. 

DedSed  Oeieber  25,  18BI. 
20  O.  O.,  1891. 

1.  CossTRL'cnoN  OF  Patbst— SpF.ciiiCATiox  and  Ci-hm. 

In  view  of  the  section  of  the  law  which  require*  an  applicant  for  a  patant  not 
only  to  delivec  a  written  descriptiou  of  bis  inventioD  or  dlscoTery,  but  toparticu- 
l&rl;  specilV  nnil  point  ont  the  part,  improrement,  or  confti nation  which  be  claims 
na  bis  own  invention  or  discovery,  and  iu  view  of  the  practice  of  tbe  Patent  Office 
under  these  provisioiiR  and  the  decisions  of  this  court  we  think  that  the  scope 
nf  letters  pat«nt  should  be  limited  to  the  invention  covered  by  the  claim,  and 
thai,  althongh  the  claim  may  be  illustrated,  it  cannot  be  enlarged  by  tbe  langna^ 
nseil  in  other  parts  of  the  specification. 

2.  Same — Samr. 

An  inventor  cannot  go  beyond  what  be  has  claimed  and  insist  that  his  patent 
covered  something  not  claimed  merely  because  it  is  to  be  fonnd  in  the  descriptive 
part  of  the  spec  ill  cat  ions. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania. 

Meigrs.  A.  J).  Campbell  and  £,  N.  JHckerson  for  tbe  appellants. 
Messrs.  Hector  T,  Fenton  and  Farman  Shepard  for  tbe  appellees. 

Mr.  Jnstice  Woods  delivered  the  opinion  of  the  coart: 

On  October  2, 1866,  Letters  Patent  No.  68,447  were  granted  to  Ed- 
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ward  Mellon  for  on  improvement  in  the  mode  of  attaching  tires  to  the 
vheels  of  looomotives.  For  the  porpose  of  illustration,  three  figures, 
numbered,  respectively,  1,  2,  and  3,  were  appended  to  the  Bi>ecification8 
on  which  the  application  for  the  patent  was  based.  The  si>eciflcatious 
were  aa  follows : 

FigniM  1  M»d  t  are  oentral  aectioiu  of  •  loeomotlvc- wheel  liAvlEg  a  tin  applied  In 
It  according  to  my  inventloii ;  Fig.  3,  a  wetion  of  a  portion  of  a  loeomotive- wheel  bay- 
ing ita  tin  affected  bj  wear,  drawn  with  a  rieir  of  showing  th«advaatag«  ofoneftt' 
ture  of  my  invention. 

Bimilar  letten  of  reference  indicate  like  parts, 

Thia  iaventicHi  haa  for  tta  ot^jeot  the  aeonring  of  tirea  on  the  wheels  of  locoinotivu 
without  the  aid  of  bolta,  and  in  snclt  a  manner  that  the  tiro.  In  case  of  becnuiug 
looae,  cannot  eaaoally  alip  off  ftom  the  wheel. 

The  ioTention  conaiata  in  baring  the  wheel,  or  the  tire  which  in  to  be  fitted  on  tlic 
■ame,  provided  with  a  siiigle  ttange  arraugnd  in  such  a  inaoner  that  said  flange,  in  cou- 
nection  with  the  nsual  flange  on  the  tire,  will  keeji  the  latter  on  the  wheel. 

The  invention  alao  conrista  in  conitrocting  the  tire  vitli  a  roundnl  edge  at  one  Me 
ei  its  inner  anrfiue  In  order  to  prevent  aaid  edge  from  indenting  and  sinking  iuro  tlie 
periphery  of  the  whe«l — a  ooulingenc)'  which  would  otherwise  occur  in  cousequeme 
oi  the  tire  becoming  stretched  hj  use. 

A  repreaenta  a  locoiuotive-wheel,  which  maj  \»  oonatruoted  in  the  uaiiai  or  any 
proper  mauoer,  and  B  is  the  tire  fitted  thereon.  The  ]>erlphery  of  thewheel  A  in  i>ru- 
Tided  at  the  inner  edge  with  a  flange,  a,  as  sUown  in  Figs.  1  and  S. 

The  tire  B  is  shmnk  on  the  periphery-  of  the  wheel  A,  as  usnal ;  and  it  will  1>e  teeu 
that  the  flange  a  prevents  the  tire,  should  it  become  loose  on  the  wheel  A,  ttma  itlip- 
pingoff  at  the  inner  side  of  the  wheel,  and  the  flange  b  of  the  tire  will,  of  ooniae,  pte- 
vent  the  latter  from  slipping  off  at  the  outer  side  of  the  wheel. 

By  this  arrangement  no  bolts  or  set-screws  are  required  to  aid  in  fasteuiugt  he  ticenii 
(he  wheel,  ibr  It  is  Imposeible  for  the  tire  to  leave  the  wheel  either  at  the  right  or 
left  side  thereof. 

The  same  result  may  he  attained  by  having  the  stirface  of  the  tire  at  its  outvr  edge 
provided  with  a  flange,  a',  as  shown  by  at  the  upper  part  of  Fig.  2. 

The  inner  surface  uf  the  tire  at  its  inner  edge  is  rounded,  as  shown  at  e  in  all  tli< 
figures,  In  order  to  prevent  said  edge  from  indenting  or  sinking  into  the  periphery  uf 
the  wheel.  The  tires  of  locomotive-wheels  are,  under  the  jars,  coucusaiona,  and  wear 
to  which  they  are  subjected,  considerably  stretched,  and  they  invariably  become  cou- 
cave  at  their  inner  surface  (see  Fig.  3),  the  edges  spreading  over  the  sides  of  the 
wheel,  and  forniing  in  a  lock  in  some  cases,  so  as  to  render  the  cutting  of  the  tir« 
necessary  in  order  to  detach  it  from  the  wheel.  With  my  improvement  ttke  flange  ■ 
would  cause  the  inner  edge  of  the  inner  surfare  of  the  tire  to  iudenl  the  periphery  uf 
the  wheel  or  form  a  crease  in  it  if  the  edge  c  were  not  ronnded. 

The  great  featnre  in  this  invention  is  that  I  retain  the  tire  on  the  wheel  withoet 
the  employment  of  bolts,  rivets,  keys,  or  other  like  attachments.  I  heat  my  tire  until 
it  has  expanded  saOicieutly  to  be  slipi)ed  over  the  periphery  of  the  wheel.  It  then 
cools  and  coutracts  and  holds  or  binds  the  wheel  firmly. 

After  the  wlteel  as  completed  has  been  in  use  a  certain  length  of  tiiue  the  tire  will 
stretch,  and  tfaos  become  loose  on  the  wheel:  theit  the  pressure  of  the  resistance 
against  the  rail  will  bearor  force  Ihn  tire  inward  against  the  flange  a  of  the  wheel.  No«', 
t  is  not  intended  to  run  the  engine  unnecessarily  with  a  loose  tire ;  but  should  this  tire 
become  loose  while  on  the  road  there  is  sufficient  safety  in  ranning  the  engine  until 
the  depot  is  reached  or  until  it  will  be  convenient  to  repair  or  leptaoe  It  by  a  new 

The  tire  can  be  readily  slipped  off,  there  being  no  riveta  or  other  fasteninga  to  »nde, 
and  the  oonvenieooe  and  utility  of  my  improvement  are  appuent. 
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I  Mm  Rware  of  the  invention  described  in  patent  to  N.  Hodge,  November  18,  18U ; 
bat  I  wiah  it  to  be  understood  that  I  do  not  cUim  the  invention  therein  d«aotlb«d— 
viz,  the  angolu  flAoge  upon  the  inner  edge  of  the  wheel  and  tlie  flnnge  npon  the  out«r 
edge  of  the  wheel;  but — 

I  do  claim  as  my  iuventioQ — 

The  wlieel  with  a  cnrved  flange  upon  the  iouer  edge.  In  eoubioation  with  a  tire 
with  a  rounded  oomei  to  At  aafd  onrred  flaUge,  as  aet  forth. 

The  applicatioQ  for  the  patent,  as  is  shown  by  the  flte-wrapper,  was 
made  Octol>er  6, 1863.  It  vas  twice  reacted,  the  last  time  on  April  23, 
1866. 

The  bill  in  this  case  charged  that  the  Lebigh  Valley  Bailroad  Com- 
pany, the  .appellant,  had  infiinged  the  patent  of  the  appellee^  and 
prayed  for  an  iiyunction  and  an  acconnt  of  profits. 

The  answer  of  the  nppellant  denied  that  the  appellee  was  the  first  in- 
ventor of  the  mode  of  attaching  tires  to  wheels  of  locomotives  described 
in  his  said  letters  patent. 

The  answer  set  ai>  former  patents  and  pnblioations  showing,  as  was 
claimed,  tires  and  wheels  such  as  the  apiiellauts  nse,  and  bearing  date 
many  years  before  the  alleged  indention  of  the  appellee.  Among  them 
were  the  letters  patent  to  Nebemiah  Hodge,  dateil  November  18, 1851, 
for  a  new  and  osefhl  improvement  in  railroad-car  wheels.  One  of  the 
drawings  (that  designated  as  figure  2)  annexed  to  his  specifications  on 
which  said  letters  patent  were  granted  shows  a  flange  or  shoulder  from 
the  rim  of  the  wheel-center  projecting  over  and  overlapping  the  tire. 

The  answer,  by  way  of  further  defense,  denied  infringement. 

The  cirenit  conrt  npon  final  hearing  foand  against  the  appellant  upon 
both  issues  made  by  the  answer,  and  by  its  decree  )>erpetaally  ei^joiued 
it  froin  further  iufringemeht,  and  directed  an  account  to  be  taken  of 
profits  derived  by  the  appelant  from  the  infringement  of  the  patent, 
and  npon  the  coming  in  of  the  master's  report  rendered  a  decree  in  favor 
of  appellee  for  the  sum  of  three  thousand  and  eighteen  dollars.  This 
appeal  is  taken  to  reverse  that  decree. 

It  appears  ftom  the  evidence  that  railroad-locomotive  wheels  are  com- 
posed of'  two  parts — the  body  of  the  wheel,  called  the  "wheel-center," 
and  a  tire  which  snrronnda  It,  substantially  in  the  same  manner  in  which 
the  tire  surrounds  the  fellies  of  an  ordinary  wagon-wheel. 

The  invention  of  the  complainant  Mellon  relates  solely  to  a  method 
of  fastening  tires  upon  locomotive-wheel  centers.  It  appears  ftom  the 
record  that  there  are  two  ways,  generally  Bx>eaking,  of  fastening  these 
tires  npon  their  wheel-centers.  One  by  making  the  tire  a'little  smaller 
in  diameter  thmt  the  wheel-center,  then  heating  it  so  that  it  will  expand 
somewhat  more  than  the  difference  between  its  diameter  and  the  diam- 
eter of  the  wheel-center,  and  in  that  condition  slipping  it  on  the  center, 
and  allowing  it  to  cool,  thus  following  the  method  of  a  blacksmith  in 
shrinking  a  wagon  tire  upon  a  wooden  wheel.  Another  method  is  to 
fasten  the  tire  cold  npon  the  wheel-center  by  means  of  screws  or  bolts. 
The  former  method  is  now  almost  universally  used.    In  shrinking  the 
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tires  OD  the  wke«Is  it  is  the  practice  osoally  followed  at  present  to 
tnm  the  wheel-center  and  to  bore  the  tire  in  a  eyliudrical  form  and  to 
rely  solely  npon  the  contraction  of  the  tire  by  cooling  to  retain  it  npoa 
the  wheel.  A  modifiontiou  of  this  method  is,  that  in  place  pf  having 
the  wheel-center  and  tire  to  meet  each  other  in  a  oylindrical  joint,  to- 
have  some  bind  of  a  flange,  lip,  or  shoulder  to  project  either  from  the 
dronmferenee  of  the  wheel-center  <a  from  the  bore  of  the  tire  to  fill  a 
corresponding  groove  or  recess  in  the  opposite  part,  so  that  when  the 
tire  has  been  shmnk  on  the  wheel-center  it  cannot  be  driven  sideways 
off  the  wheel  against  the  resistance  of  this  flange.  The  wheels  exhib- 
ited in  the  drawings  of  Mellon's  patent  belong  to  &is  latter  case. 

The  right  of  the  appellee  to  the  relief  prayed  for  in  th,e  bill  -depends 
in  part  npon  the  construction  to  be  placed  on  his  letters  patent. 

Coonsel  for  appellee  contend  that  bis  patent  covers  two  things,  which 
he  claims  are  inenbstance  set  forth  in  his  specification,' as  follows:  first, 
in  having  the  wheel,  or  the  tire  which  is  to  be  fitted  on  the  same,  pro- 
vided with  a  single  flange  arranged  in  such  a  manner  that  said  flange,, 
in  connection  with  the  ordinary  flange  on  tlie  tire,  will  keep  the  latter 
on  the  wheel ;  second,  in  coustrnotiug  the  tire  with  a  roonded  edge  at 
one  side  of  its  inner  surface,  in  order  to  prevent  said  edge  from  indent- 
ing and  sinking  into  the  i>eripliery  of  the  wheel— a  contingency  which 
would  otherwise  occur  in  conseqnence  of  the  tire  being  stretclied  by 
nse. 

Conceding  that  the  patent  is  to  be  construed  according  to  the  con- 
tention of  the  appellee,  we  are  of  opinion  that  he  has  not  shown  himsdf 
entitled  to  relief. 

Ad  inspection  of  the  specifications  and  drawings  which  accompany 
the  letters  iiatent  granted  to  Xehemiah  Hodge  under  date  of  November 
18,  1851,  shows  precisely  the  contrivance  first  described  in  the  specifi- 
cations of  appellee's  patent.  The  drawings,  representing  a  central 
cross-section  of  a  car-wheel,  appended  to  Hodge's  specifications,  accn- 
rately  illustrate  the  first  allegefl  invention  described  in  the  specifications 
of  appellees  patent.  His  patent  cannot  therefore  be  held  to  iDclnda 
that  coutrivauce.  So  far  as  that  part  of  his  alleged  invention  is  con- 
cerned, the  defense  for  want  of  novelty  is  conclusively  establislied.  But 
there  is  another  answer  to  this  part  of  the  appellee's  case.  The  act  of 
July  4, 1836  (sec.  6,  5  StatS'  at  Large,  117),  under  which  this  patent 
was  issued,  requires  that  an  applicant  for  a  patent  shall  not  only  "  de- 
liver a  written  description  of  his  invention  or  discovery,"  but  "  shall 
also  particularly  specify  and  point  out  the  part,  improvement,  or  combi- 
nation which  he  claims  as  his  own  invention  or  discovery."  This  pro- 
vision is  snbstantially  re-enacted  in  the  act  of  July  8, 1870  {Rev.  Stats., 
sec.  48S),  and  remains  in  force.  As  a  rule,  therefore,  the  speciflcationa 
filed  with  applicatious  for  letters  patent  contain  a  general  description 
of  the  invention  sought  to  be  patented,  which  is  followed  by  what  Ib 
teohuioally  called  the  "  claim."  In  reference  to  this  latter  part  of  the 
BpecifloatioiiB,  this  coart,  speaking  by  Mr.  Justice  Bradley,  has  said: 
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It  ia  wall  known  tliM  the  tcnna  of  the  claim  an  carefblly  MinitiiilKd  in  the  Patent 
Office.  Over  thie  part  of  the  speciAcation  the  chief  oonteat  genersll;  arieee.  It  deflnee 
vhat  the  Office,  after  a  fnll  exMuination  of  preTione  Inventione  and  the  etate  of  the- 
art,  detemunee  the  applicant  ia  entitled  to."  Sumi  v.  Mej/er,  100  U.  B.,  671.  See, 
alM,  Stftlom  Bridgt  Co.  t.  Ptimkt  Inm  Co-,  K  U.  S.,  276. 

Id  view,  therefore,  of  the  statute,  the  practice  of  the  Patent  Office, 
and  the  deciBions  of  this  conrt,  we  think  that  the  scope  of  letters  patent 
sbonld  be  limited  to  the  inventiou  covered  by  the  claim,  and  that,  though 
the  claim  may  be  illaatrated,  it  cannot  be  enlarged  by  the  laugna^  nsed 
in  other  parts  of  the  speciflcationa.  We  are  therefore  justified  in  look- 
ing at  the  .claim  with  which  the  specifications  of  the  appellee's  invention 
conclude  to  determine  what  is  covered  by  his  letters  patent.  The  clmm, 
so  far  from  covering  an  angular  fiange  upon  the  wheel,  expresslj  ex- 
cludes such  a  fiange  and  claims  only  a  flange  with  a  cnrved  or  rdonded 
corner. 

Id  this  case  the  description  of  the  appellee's  invention  ia  much  brofuler 
than  his  claim.  It  seems  quite  clear,  &om  the  present  form  of  api)ellee'8 
specifications,  and  ttom  the  fact  that  his  application  for  a  patent  was 
twice  ngected,  that  he  was  compelled  by  the  Patent  OfBee  to  narrow 
his  cUim  to  its  present  limibi  before  the  Commissioner  would  grant  him 
a  patent  In  doing  this  he  neglected  to  amend  the  descriptive  part  of 
his  specifications.  He  cannot  go  beyond  what  he  haa  claimed  and  in- 
sist that  his  patent  covers  something  not  claimed,  merely  because  it  is 
tA  be  found  in  the  descriptive  part  of  the  specifications.  The  appellee 
ia  therefore  precluded  from  claiming  relief  against  the  appellant  for  the 
use  of  a  flange  with  a  square  corner.  He  is  consequently  driven  to  the 
second  branch  of  hia  alleged  inventiou,  as  set  out  in  his  bill  of  complaint, 
as  the  baais  of  any  relief  against  appellant.  This,  as  ia  clear  from  his 
claim,  Gonsista  simply  in  rounding  oil'  that  comer  of  the  inner  side  of  the 
tire  which  fits  into  the  re-entrant  comer  made  by  the  flange  upon  the 
rim  of  the  wheel-center,  so  as  to  prevent  the  corner  of  the  tire  tcom  in- 
denting and  sinking  into  the  periphery  of  the  wheel-center. 

The  charge  in  the  bill  of  infringement  of  this  part  of  appellee's  alleged 
invention  ia  not  snstiuued  by  the  proof.  The  answer,  which  is  under 
oatb,  denies  infringement.  Infringement  must  therefore  be  shown  by' 
satisfactory  proof;  it  cannot  be  presumed.  The  evidence  for  the  appel- 
lee entirely  fails  to  establish  this  part  of  his  case.  On  the  contrary,  the 
proof  adduced  by  the  appellant  is  not  only  persuasive  but  conclusive  to 
show  that  it  never  made  or  used  the  flange  with  the  rounded  comer. 

We  are  of  opinion,  therefore,  that  the  record  discloses  no  case  against 
the  appellant.  The  decree  of  the  circuit  conrt  must  therefore  be  re- 
versed and  the  cause  remanded  with  instructions  to  dismiss  the  bill ; 
and  it  is  so  ordered. 


b,GoO(^lc 
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nXalted  StatM  Oln^  0«ait— DtoIrM  of  Vaw  >«(My-1 

Sawtsr  V.  Eellooo. 


SO  O.  O.,  liU3. 

fThe  ml«  ia  tbe  United  States  in  reai>ect  of  tlie  effect  of  an  acquies. 
cence  Id  tbe  iDfringement  of  a  trade-mark  is  less  stringent  than  in  Eng- 
land. The  decisions  of  the  two  countries  differ  essentially.  lu  one 
aoqniesoence  hora  all  relief  In  the  other  it  perhaps  never  prevents  the 
issuance  of  an  iiyunction,  and  does  not  preclude  an  accounting  unless 
the  delay  has  been  onreasonahle.] 

1.  iKyUKGHRNT— KKOWLKDOB  OV. 

Oefendutt  e<immMi««d  to  dm  Um  InMnglug  murk  %Mxlf  in  1878.     Snit  «u  insti- 
tatod  In  Jane,  1879.    Then  wh  no  proof  tfamt  eomplainant  sctnftlly  Inwv  or 
the  QM  by  defendant  of  the  iufrin^ng  mark  until  tt  abort  time  IiefbTe  the  bill  nu 
41ed.    Stld  tbat  complainnnt  wM  entitled  to.nn  scoounting  and  to  bucIl  d&inigei 
M  he  oonld  abow,  witb  ooata  of  tile  anit. 
S.  Sun — HiMAauB — Pkcxeho  Goods  roR  Hakkkt  CoNSTiTUTsa  Liability  -roR. 
It  ftppeand  that  delaadant  had  nacd  the  falw  label  on  goods  wbioh  had  bnn 
packed  hy  Mm  fbr  a  dugle  Arm,  and  tliat  lu  had  not  aold  Uie  goods  in  the  open 
market.    BtU  that  he  was  none  the  le«»  liable  for  proflla  and  damages  aecoidiDj 
to  the  aee^^ted  rale. 
3.  Sahx— Costs— DxHAKD. 

A  dsmand  befbn  anit  is  not  uanally  neceakaiy  to  entitle  a  oomplatnant  to  eft's. 

On  motion  te  amend  decree.  i 

nADI-lfJLlK. 

jVr.  George  Putnam  Smith  for  the  motion. 
Mr.  BoKland  Cox,  eoHtra. 

KnCON,  J:  I 

This  is  a  m6tiou  to  strike  &-oiu  the  decree  entered  in  the  above  cum 
the  clauses  which  direct  an  accounting  and  the  payment  of  costs. 

First,  as  te  the  accounting.  The  counsel  for  the  defendant  rests  bi» 
application  to  strike  out  on  two  (prounda:  First,  because  the  proofs 
show  that  the  defendant  is  uot  tbe  person  liable  to  account  to  the  com- 
plainant. The  evidence  is  that  the  detiendaat  was  largely  engaged  in 
packing  blues  on  his  ovn  account  and  for  others  in  the  trade;  that  all 
the  blues  covered  by  the  infringing  trade-mark  irere  pnt  np  by  him  fur 
the  firm  of  James  S.  Barrou  &  Co.,  dealers  in  wooilen-ware,  rope,  and 
cordage  in  New  York,  who  placed  the  same  upon  tbe  market ;  that  be 
made  no  sales  to  any  one  of  the  articles  titns  packed,  but  received  \uy 
from  his  employers  solely  for  the  work  and  lalHtr  of  packing.  The  hill 
of  complaint  prays  for  an  iujanctiou  aud  for  profits  and  daniage-s. 
Having  been  adjudged  an  infringer  of  the  trade-mark  of  the  coniplaiu- 
aut,  an  injunction  has  been  issued  agaiust  hiui.  Under  the  above  state 
4>f  &ott,  should  he  be  compelled  to  account  for  profits  and  damage"- 
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We  hare  no  doabt  about  the  propriety  of  the  reference  or  of  the  liabil- 
ity of  the  defendant,  if  it  can  be  ahon-u  on  the  acooantiug  that  profits 
were  made  by  hia  work  and  btbor  or  that  damages  resnlted  to  the  com. 
pU^nant  therefrom.  If  he  did  not  sell,  the  profits  on  the  sales  are  not 
chai^^eable  to  him ;  but  if  any  profits  caiue  to  hiui  for  preparing  the 
article  for  those  ^bo  did  sell,  they  belong  to  the  complainant,  and  the 
object  of  the  accoantiuEr  is  to  ascertain  that  fact.  And  if  the  defendant 
has  damaged  the  complainant  by  the  unlawful  use  of  his  trade-iuark, 
the  nature  and  extent  of  the  damage  in  a  proper  subject  of  inquiry. 
Second,  because  the  complainant  haa  forfeited  his  right  to  an  account 
hy  laches  in  bringing  his  suit.  In  England  the  rule  is  stringent  in 
trade-mark  cases  that  lock  of  diligence  in  suing  deprives  the  complain- 
ant in  equity  of  the  right  either  to  an  injunction  or  an  account.  Our 
courts  are  more  liberal  in  this  respect.  A  long  lapse  of  time  will  not 
deprive  the  owner  of  a  trade-mark  of  an  injunction  against  an  infringer, 
but  a  reasonable  diligence  is  required  of  a  complainant  in  asserting  bis 
rights,  if  he  would  hold  a  wiong-doer  to  an  account  for  profits,  and  dam- 
ages. This  rule,  however,  apiilies  only  to  those  coses  where  there  has 
been  an  acquiescence  after  a  knowledge  of  the  infringement  in  brought 
home  to  the  complainant.  Such  is  not  the  present  case.  Although  the 
defendant  began  the  packing  of  bluing  in  the  packages  complained 
of  early  in  the  year  187S,  there  is  no  evidence  that  the  complainant 
knew  it  until  a  short  time  before  the  suit  was  bronght. 

Second,  as  to  the  matter  uf  costs.  Wc  find  notJiiag  in  tliiscase  to 
take  it  out  of  the  ordinary  rule  that  a  decree  for  an  infringement  and 
an  iiyuuction  carries  costs.  The  only  reason  suggested  by  the  counsel 
for  the  defendant  was  that  no  demand  was  made  before  suit  that  the 
defendant  should  cease  to  use  the  label.  We  have  never  understood 
that  in  such  cases  a  demand  was  necessary,  nor  that  au  infringer  who 
stoutly  contests  the  suit  to  the  end,  should  be  relieved  from  the  payment 
of  the  costs  which  have  been  incurred  in  consequence  of  his  wrong-doing 
and  bis  litigation. 

The  motion  to  strike  out  is  overruled,  but,  under  the  circumstances, 
without  costs,  on  the  motion,  to  the  complainants. 


(ITBllfid  stales  Circuit  Ccmit— Eutcro  Diatrict  of  reniuylvuiU.) 

Paillaied  V.  Gautschi. 

aO  O.  O.,  1903. 

Invention  Patektbd  Abroad— Liuitatiok  ok  thb  Gbant— Section  4987. 

Domeitic  patent  not  m  limited  ■•  to  exptre  with  foreigu  potent  of  wme  in- 
Tentor  held  to  be  Invalid. 
Mr.  Senr^  Baldwin  for  the  defendant. 
HoKsmTAH,  J.  : 

STATEMEST  OP  THE  CASE.  C.OO^SjIc 

[  So  opinion  was  rendered  iu  this  case,  but  it  appears  from  the  plead- 
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ings  that  defendant  entered  a  apecial  plea  to  the  validity  of  oompMiL- 
ant'i  pat«itt,  npon  which  the  plaintiff  joined  issue.  The  plea  set  forth 
that  complainant's  patent  was  null  and  void  onder  the  provisions  of 
aeotlon  48S7,  Bevlsed  Statutes,  by  reason  of  the  fact  that  the  alleged 
inventiOD  contained  therein  having  been  first  patented  or  caused  to  be 
patented  in  a  foreign  coontry,  the  domestio  patent  was  not  and  sbould 
have  been  bo  limited  as  to  expire  at  the  same  time  with  said  foreign 
patent.] 

Prooib  were  t^ea  and  arfcnment  had,  and  a  decree  was  entered  siib> 
taining  the  plea  and  dismissing  the  biU. 


b,Googlc 
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ITba  iiiiiiMaCiiaiiiteaua4»de«liiiBtwlbTUUt«clok(-J ;  Slate  court*  bf  adknwtt).] 

ABANDONED  APPLICATIONS.     Sm  Applioatumt,  2;  DOag,  1. 

1.  AppliMtiona  foe  pfttenta  will  b«  hereklter  examined  withont  refennce  to  former 

ftpplle*tioiii  forfeited  and  abaDdoned  by  operation  of  Motion  4697  ReviMd 
Statntea.  Ex  pari«  LMngiton,  i2. 
3.  The  doctrine  mar  >>ot  be  considered  as  well  eatablished  that  the  abandoiinieut 
of  BJi  opplioalitni  is  not  of  Itaelf  proof  that  the  applicant  haa  abandoned  his  in- 
ve»ti«;  and  the  preeamption  arising  therefrom  to  tliat  effect  is  overcome  when 
the  appUoaut  has  mouifoated  bii  intention  of  farther  prosecuting  his  ioTen* 
tion  by  filing  and  prosecnting  an  application  for  a  patent ;  and  there  is  noth- 
ing in  the  natare  of  an  application  abandoned  under  the  operation  of  section 
4iS7  which  makea  it  a  valid  anticipation  of  a  subsequent  inventor,  or  which 
makes  it  proof  as  against  the  applicant  himself  of  the  abandonment  of  his  in- 
vention. Id. 
ABANDONED  EXPERIMENTS. 

1  Prior  stinctnreaBomewhat  resembling  the  patented  device,  which  have  faUed  and 
been  abandoned  by  reason  of  certain  differences  in  construction,  which  ntade 
their  action  nncertain,  mnst  be  regarded  as  fatling  within  the  category  of  in- 
eomplete  esperimenta  toward  the  invention.    'Putnaai  ei  al.  v.  Fom  Bofe,  842. 

2.  When  a  single  bottle -stopper  was  made  and  used  tor  a  time  but  was  never  sent 

out  firom  the  shop,  and  &om  the  evidence  it  appeared  that  it  bad  never  been 
•nbjeoted  to  the  strain  necessary  to  close  the  battle  secuiely  and  tightly  suffl- 
oient  for  handling  and  transportation,  and  which  was  afterward  laid  away  in 
a  trnnk  and  the  recollection  of  it  was  only  stimulated  by  the  suoceae  of  an- 
other's invention,  Stld  that  the  tbiug  was  inchoate  and  amonnted  to  no  mo(« 
than  an  abandoned  experiment.    Tiitnam  et  al.  *.  SoUen4«r  el  al.,  24S. 

3.  Kandom  experiments,  doubtfol  in  Tesnlt,  abandoned  for  years,  and  only  revived 

under  tbe  strong  stimulns  of  another'rsncoess,  do  not  afford  the  character  of 
proof  necessary  to  the  overthrow  of  a  patent.    LewtUet  v.  Emart,  89. 

ABANDONED  INVENTIONS.    Beo  Abantloiiei  JppUoalwia. 

ABANDONUENT.  8w  Abandoned  ApplieatUm*  ;  Abandoned  EepeHmtnU ;  Cancellatum 
o/PaU»U,  2. 
UndeaseotionToftheMtofMsrchS,  m39(5U.  B.  State,  at  Large,  354),  no  potent 
is  invalidated  by  abandonment  or  pnblic  nee  noless  there  is  proof  of  actual 
abandonment  or  of  a  use  of  the  invention  with  the  knowledge  and  allowance 
of  tbe  inventor  more  titan  two  years  prior  to  his  application  for  a  patent. 
Andremt  «t «(.  v.  Crott,  231. 

ACQUIESCENCE.    See  .itondomaMl;  LdbtU.S;  Faiticular  Paientt,29. 

ADMISSION  OF  TESTIMONY.    Seo  Date  of  Infmtion,  %  3,  4,  5;  TmUmmy,  1. 

ADVERTISEMENT.     See  Infrlngmml,  5;  Injnnctioii,  3. 

AFFIDAVITS.    See  Date  of  Ineentwn,  i;  Public  Uee,  1 ;  Sehearmg,  3,  4. 

ALLEGATIONS  OF  EBROB.    See  Motion  for  BOumring,  1. 

AMBIGUITY.     See ^peoi/kaiioMd,  I.  Doiii--rii,GoO'^lc 

AMENDMENTS.    See  Date  qf  InvenUm,  2;  Bnuuet,  11,  33, 
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ANALOGOUS  DEVICES.  8«e  Cimttructlon  of  Spteifietittwni  PaUmU,  17;  Dtilgn 
3;  tmfii*tment,  13,  13,  14,  10,  17;  InjimtHow,  S;  Imta/eremen,  S;  PmrtiaHat 
PmtMU,  S,  e,  16,  34. 
ETidenee  of  the  Mftta  of  the  art  ■boiriiig  the  prior  exutenee  of  Minlogoaa  devicea  lor 
■abatantlally  the  aame  pnrpow,  bDt  not  folly  exhibiting  ibe  daTice  pat«Died, 
operstee  to  nairow  the  fleld  for  the  exerdae  of  InrentlTe  faenltj  and  limit  the 
range  of  the  patenta.  *  ffMAiNra  ^  Moeu  MaMffaduriiig  Compmty  tt  ol.  t. 
HmM,  76. 

ANSWEK  TO  BILL.    See  I»/ri»gimt»t,  15 ;  ProeUM  in  the  Cowt*,  tl,  13;  BAetuiai,  S. 

ANTICIPATION.     See  Jhan^ontd  ApplicatUmi,  3)  ConiirtKtiati  of  Spedfit^imu  and  Pat' 
tmli,  17,  2i,  30,  31;  DttigwM,  1;  Foreign  /Mrmliau,  1;  Fartie^lar  Fatenti,  16: 
Friorilg  of  I»rentioa,  3. 
1.  Similarity  in  shape  nnaccompanied  by  eiinilarity  in  fnuotion  cannot  be  relied 

upon  to  eatabliKh  anticipation.  *  Wilton  t.  Coon  it  at.,  180. 
3.  An  invention  in  steam  fli«-eugine  pumps,  wbereb;  snch  an  engine,  having  een- 
etant  power  for  diecharging  several  streams  of  water  through  lines  of  boee  of 
varioae  lengiha,  may  be  made  to  throw  fei-er  atreams  or  the  same  uomber 
through  longer  linea,  when  the  reeiHtance  A  diechai^e  will  be  ipvater,  with- 
ODt  varying  the  power  or  cansing  nndne  strain  npon  the  working  parte  or 
hoee,  by  meaneof  a  paeaage  from  tbe  discharge  to  the  sactlou  aide  of  tbepuAp 
regulated  by  a  valve,  is  not  anticipated  by  an  engine  provided  with  a  pawage 
for  wat«r  leading  from  the  sootion  to  the  diacharge  ude  of  the  engine,  wbieh 
can  be  opened  and  cloeed  by  a  valve,  for  the  ptirpoae  <d  having  water  carried 
thronghlit  and  past  the  pnmpiDg  apparatna  and  diacbargedthronghtbe  hoee- 
by  hydrant  pressare  when  the  pnmpe  are  not  operatjng;  nor  by  steam-piaton 
flre^Dginei  having  tnbes  leading  from  the  motion  and  diacharge  parte  of  the 
engine  toward  each  other  nutll  they  meet  and  diaohai^  in  one  tnbe  into  the 
boiler,  and  controllable  by  valves  for  the  pnrpcee  of  talcing  water  &om  either 
the  enction  or  discharge  side  of  the  holler,  it  not  appearing  that  either  of 
theae  devices  was  ever  before  that  time  need  for  the  pnrpoee  ofpassing  water 
from  the  dieetaarge  to  the  suction  side  of  the  engine  t«  relieve  nndnepreasore 
on  the  discharge  side,  caused  by  reducing  the  number  of  dlachai^ie-openlugs 
or  increaaiug  the  difficulties  of  diacharge  by  lengthineng  the  hoee.  'Cttmpbtll 
V.  r»e  Mayor,  fc,  of  Ntv,  York,  478. 

APPARATUS.     See  Froetu,  1,  2,  3;  ProceM  and  Pi'oduot,  3,  3. 

APPLICATIONS.  See  .itaiidoned  Jpplieatioiui  Forfeited  AppHaOioiii,!;  Joinder  of  In- 
vention, 1,  S;  Seneteed  AppUcdtione, 
1.  The  Btatate  and  the  decisions  of  the  courts  require  that  an  applicant  ahall  folly 
and  clearly  describe  his  invention,  and  that  he  shall  distinctly  claim  the  part 
or  impTOvement  made  by  him ;  bnt  when  he  ha*  done  this  the  Office  can  re- 
quire nothing  u  ore  in  that  regard  of  him.  Ex  parte  Skinner  et^.,  12. 
S.  It  results,  therefore,  that  sections  35  and  33  of  the  law  of  1870,  whioh  have  be- 
come sections  48£U  and  4997  of  the  Revised  Statutes,  were  designed  to  estab' 
lish  a  ooiform  limit  of  two  years  to  the  life  of  the  several  claeaea  of  appliea- 
tions  referred  to  therein,  compelling  the  various  applicants,  aftrr  that  period 
of  neglect,  to  file  new  and  independent  applications,  which  are  liable  to  be 
defeated  by  any  statutory  bar  that  may  have  arisen  in  the  mean  tine,  fir 
parte  Livinfiton,  43. 

ASSIGNEES.     Bee  Feme;  32. 

A6SIGNMENTB.     See  Lieentet;   Fartlei  to  Snit,  3,  5;  iieiHMS,  33;  Sale  of  Iklmt  »/ 
Order  o/ Cwif,  1,  3;  Title. 
An  assignment  purporting  to  convey  alt  thAight,  title,  and  interest  in  lettera  pat- 
ent "excepting  thirty-two  or  thirty-three  connties,  heretofore  BolA  and  as- 
signed," without  deeignating  the  counties  thus  previously  sold,  ie  not  M  far 
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ASSIONHENTB— Contlnned. 

•mbigDOQi  M  that  notMng  pawM  therebj,  the  rcMrratiaii  Mug  mitsb.  u  la 
capable  of  being  made  certain  hy  oompetent  evidenoe,  ibowing  wbat  eotiaties 
have  been  Aotaally  eonTefed.  'Watkhtm  4"  Mom  MMmfaeturint  Comgamfa- 
•I.  e.  flolih,  76. 

ATTACHMENT.    See  Mttiimfor  Jttadmumt 

BAE  TO  mVENTlON.    gee  fW^ii  /mmiiKm. 

BENEFITS.  See  ComtriteUon  of  Sjpei^UMtimu  and  PatMb,  IP. 

BOND  ON  APPEAL  TO  SUPREME  COURT.    Ota  CoiOmpt  (ff  Court,  9. 

BURDEN  OF  PROOF.    B«e  Dam<tg«»a»dPr^U,S. 

The  appellant,  upon  whom  reste  the  burden  of  proTlng  inMngemeft^-nrthftTinip 
pnidnoed  the  neoeaaary  proof,  the  decree  below  le  afflimed.  'Prtet  t.  KM$f 
US. 

CANCELLATION  OF  PATENTS.    See  CotulrwMom^  ataUtm. 

1.  Under  the  law  aa  It  stood  In  1866  a  patent  Surrendered  for  relnne  wm  oanoeled 
in  law  ae  well  when  the  application  waa  rejeoted  aa  when  it  was  granted. 
The  patentee  waa  In  the  same  circnmstwDcea  aa  he  wonld  h*Tfl  been  if  hla 
original  application  for  a  patent  had  be«n  i^ecud.  'Foot  t.  ColUm,  311. 
S.  Under  tiie  law  aa  it  then  atood  surrender  of  a  pat«nt  waa  an  abandonment  of  it, 
and  an  applicant  for  relssne  took  upon  himself  tha  risk  of  getting  a  reisin* 
or  of  losing  alL  The  question  of  bis  right  to  any  patent  at  aU  was  opened 
anew  the  same  aa  npon  an  original  application  for  a  patent.     *Id. 

CASES  COMMENTED  UPON.  Set,  Caen  OeerruUd ;  CoiutriuHiMof  Specificatioiu  an* 
Pattnu,  30;  DamagM  mi  FroJUt,  3;  I*lerf«r»noM,  i. 
1.  The  case  of  the  Hie  Oiani  Poteder  Compang  y,  T*e  CaHfonia  Vigorit  Powder  CW*- 
poMfl  etal.  (18  0.  O.,  1339)  considered  and  oommanted  npon.  'fiaiitA  et  at.  t. 
Merriam  et  al.,  138. 
S.  The  decisions  in  ffBeillg  v.  Hone  (16  How.,  Bi)  and  in  the  case  of  Nelson's  pat- 
ent for  the  bot-blMt  (Webster's  Report)  oommeated  npon  and  explained. 
•  TilflMUM  T.  Proctor  et  ol.,  163. 

3.  CommisBloner'a  decifdon  in  n  Muehet  (C.  D.,  1870,  106},  re  Ward  (lb.,  186), 

Se  Boner  (lb.,  130),  and  re  -dpperly  (lb.,  163),  commented  on.  *  Now  Ameri- 
can File  CompoHg  t.  NiehoUon  File  Compamg,  343. 

4.  The  natnre  of  plaintiff's  inTcnttoo  and  extent  of  hia  claims,  as  stated  and  oon- 

atraed  in  HammeriehUig  r.  Seattonl  (SO  0.  O.,  75),  atHrmed.  ' Bantrnvteklag  t, 
Seanumi,  441. 

5.  The  deolsioua  in  Lorillard  t.  McDou>*ll  (11  O.  0.,  640)  and  loHlUwd  v.  BidfetMt 

(16  O.  O.,  133)  uponthe  qne«tion  of  the  identity  of  the  rrisane  with  the  origl- 
.  nal  affirmed.    ■£ori7IanI^  Co.  t.  Do^mi,  Carroll 4- Co.,  460. 

6.  In  which  patents  of  Elias  S.  Ingalls.  May  B,  1860,  and  B.  Q.  Bndding,  Angoat 

IS,  1H63,  and  Hay  3,  1B64,  are  involved.  This  oaae  taming  on  the  preeiB» 
qneations  pnaented  in  the  caae  of  Sieeeteer,  TViute*,  t.  Helm*  (10  O.  Q.,  4), 
the  views  there  expressed  as  to  the  oonatmctlon  of  patent  and  npon  infringe- 
ment adopted.    *  Dodge  v.  ^eary  et  al.,  468. 

CASES  OVERRULED. 

The  decision  in  iflfokdil  v.  TUgiman  (IB  Wall.,  SSI)  reviewed  and  overmled,  and 
.  Tilgbman's  patent,  relating  to  the  mannfoctnra  of  fitt  acids,  eastidned  as  » 
patent  for  a  process.     Tilghman  v.  Proctor  et  al.,  163. 

CERTIFIED  COPIES,    gee  Evidence,  6,  7 ;  Foreign  Patentt. 

CHANGE  OF  FORM.    See  Change  qf  Structure;  Injringemmit,  171. 

CMANQE  OF  MOVEMENT.    »vt,  CKMge  of  SfrMtttrt, 'i;  ComMnattontfVi;  Pttriintlar 
Pal««(t,5.  C.OO'^lc 
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CHANGE  OF  8TRCCTURE.  Hen  AiauAmtd  E:^f«TimtnU,  1;  ComHaaUom,  11;  Com- 
■Irwilnio/CMM,  4,6;  CoMlrMliM«/^Mef|l«a««>ia>di>«iet>ii,  8,3,10,88,311 
IktigMlii;  At/HMfCMflit,  1,3,8,13, 14;  M«dimmi»tUSmi»Hlmta!  ParMexlor Pa^ 
Ml*,  94,  35, 36, 60,  61,  63. 

1.  CrevicM  or  openinga  in  tlia  wooden  tobacco-holder  ariaiiig  fhnu  dsreotive  mechftn- 
ic»l  ounatrnotioii,  if  not  large  enongh  to  defakt  the  operation  of  the  device, 
will  not  rcliere  the  apparatus  from  the  charge  of  infringenieub  'BMnmm 
»taLv.8mtUretal.,m. 

ft.  Whetlur  the  frame*  of  a  child's  eazriage  are  the  profilea  or  the  ontlinea  of  boiaei 
or  an  nlid,  or  whether  they  are  in  the  Ibim  of  hoisee  oi  of  caglee  or  of  an; 
other  bird  or  aulnial,  la  a  matter  purely  of  taste  or  de^gu,  and,  eo  &c  aa  any 
ueohanloal  affeot  or  nmlt  in  tbe  combination  ie  concerned,  i«  of  no  impor- 
tsnoe.    *  CrwwIaU  el  al  v.  JtM«niiM  et  oL,  274. 

3.  There  being  nothing  in  the  eTidenoe  or  caae  on  the  record  to  show  wherein  tb« 
die-di»wn  trap  la  different  ftom  and  better  than  Uie  old  and  well-knowa 
alraotore,  except  that  tbe  oM  ia  caat  or  molded  and  the  new  is  drawn  throng 
a  die,  whereby  their,  ootwaid  appearance  la  different,  the  old  and  new  ttapt 
held  to  be  alike  in  the  aenie  of  the  patent  law.     'MeClMkeg  v.  D»  Boit  el  al., 

■4.  Changing  the  location  of  the  thnnib-acrew  governing  a  tension  device  in  a  Bew- 
ing-macbine  to  the  Wp  of  the  face-plate,  where  it  wonld  be  readily  aoceaaiblt 
to  both  hands  of  tbe  operator,  held  to  be  a  patentable  Invention,  it  appear- 
ing that  new  mechaniam  had  to  be  devised  to  operate  the  diaka  ftom  tbe  atw 
jmaltion.  'Singer  Mtnn^aeturing  Comptmg  v.,H«iirg  Stemart  MannfaeUtriMf  Cdm- 
jMiay  «1  al,  342. 
CISCUIT  COUBTS.  SeeiVocliMiaUtCoarto;  P«rfl«*te«Bil. 
CITIZENSHIP.    aee.SmdeMM,3;  JNriwMcHim. 

No  claM  of  persons  being  prefiured  in  the  grant  of  patents  in  thia  constry,  an  Amec.    ' 
lean  citiaen  who  invents  and  patents  abroad  can  have  no  more  liberally  ii 
the  eonstmctiou  of  the  law  than  a  foreign  ml^ect,  so  aa  to  permit  him  to  gs    : 
behind  the  date  of  bia  foreign  patent  and  prore  the  actual  dat«  of  inventioii 
or  rvdnotion  to  practice.     iMI  v.  Bmoitt,  4. 
■CLAIMS.     See  CmOtaattoaa,  &,  12,  13;  Cmutruction  «f  GUimi;   CoMtntcttM  aj  Sft^- 
.  OOlioai  omA  PatenU,  11,  S8,  35 ;  JXvMoa  iff  Invention  ;  fi«f>»«t,  3, 11,  13,  16,  SI, 
33,  S3,  25,  ae,  36,  3a ;  SpecyUationa,  I. 

1.  When  tbe  scope  of  the  invention  ia  precisely  aacertained,  language  employed 

in  the  claim  of  broader  aigniflcation,  or  such  that  a  literal  oonstmction  tbtn- 
of  wonld  give  a  claim  of  wider  range,  ia  manifeatly  in  contravention  of  tbe 
spirit  as  well  aa  the  terms  of  the  statute,  whieh  requires  the  inventor  t*   . 
parttculaily  point  out  and  distinctly  claim  tbe  part,  improvement,  or  combi- 
nation which  he  claims  as  his  invention  or  discovery.    Andtrt  y.  BUliUni,  1.    ' 

2.  When  the  olaima  of  a  patent  present  neither  novelty  nor  utility  they  will  be  J 

considered  aa  frivolons  and  not  within  the  sphere  of  what  is  properly  patent- 
able. 'DeiuBtort  et  al.  v.  SeojUld  97. 
COMBINATIONS.  Bee  CoaifruetitfN  o/  Clotwa,  2,  3,  4,  6,6,7;  CeNriraotfrne/^Mfjies- 
Hont  and  Falente,  2S;  Infringement,  S,  6,  7,  10,  11,  16;  iNvmlian,  1;  OU  Ek- 
menu,  1,  2;  Paioite;  Prodnot,  1;  Btifoet,  30. 

1.  A  patentable  combination  defined.     Et  parte  SIAnntr  et  al.,  12. 

2.  A  combination  is  an  asaemblage  of  parts,  either  new  or  old,  ao  coacting  eilhe 

almultaneonsly  or  snoceasively  aa  to  produce  a  unitary  result.    Id. 

3.  It  is  not  neoMsary  to  speoit^  in  a  combination  the  connecting  or  openting  mrcb- 

anism  nnleea  claim  Is  made  thereto,  but  only  tbe  particular  part  or  pa 
which  invention  is  claimed.    Id. 

4.  A  claim  for  a  combination  is  not  iufiiuged  by  the  use  of  a  limited  number  ef  in 

element's.    'IFfoleT.  Ortmm,  182. 
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5.  A  claim  for  a  oombinatloa  mAy  be  valid,  ttltboagh  the  pRrtionlar  elements  or 

subcombinatioiu  embraced  in  it  ma;  be  separately  old.  Blake  tt  ol.  r.  Tkt 
MeJfab  4"  HarUin  Mam^factKring  Companj/  et  al.,  '.135. 

6.  The  prior  eiistciice  of  a  combiuation  of  tbree  dietiuct  and  iDdigpenaable  ele- 

ments 'Will  not  defeat  a  patent  lor  a  new  combioation  of  two  of  Mid  elements, 
whereby  the  third  element  is  dispeused  with.  'Strobiidge  v.  LindMEg,  Slerrilf 

7.  Wbere  a  iiatentee  olatms  as  bii  juveution  only  the  combination  which  be  de^ 

scribes,  the  sepKrate  constituent  parts  of  such  oombination  are  to  be  regarded 
as  old  or  common  and  pnblic.     'Rmvell  ttal.v.  latiilMgetal.,  363. 

S.  AoombinaUoumost  bemaintained  aeanentirety.  If  one  of  the  elements  is  given 
np  the  thing  claimed  diMppeois.  The  ditterent  parts  may  perform  more  or 
less  important  functions,  but  each  and  all  are  esaeutial  to  make  the  thing 
wbiah  the  patentee  has  claimed  as  hie  invention.    'Id. 

3.  A  combination  is  not  iufriuged  by  the  substitution  of  a  new  element  or  of  one 
that  performs  a  snlMtantially  dilferent  function,  or  by  the  substitution  of  an 
old  element  not  known  at  the  dat«  of  the  patent  as  a  proper  snbstltnte  fur  the 
omitted  ingredient,  or  by  a  new  combination  of  the  existing  elements  of  the 
patented  combination.    'Id. 

10.  When  there  is  a  new  and  beneficial  result  attained  by  anew  arrangement  of  the 

parts  of  a  combination,  there  is  a  new  combination,  altbongh  the  action  of 
certain  elemeuts  may  remain  unchanged.    'Fiick  et  al.  t.  Bragg  ^  Co.,  465. 

11.  When  in  a  tnap'hook  the  claim  was  for  a  combination  of  spring  and  recessed 

tongue,  the  recess  being  so  located  that  by  reason  of  the  new  location  of  the 
spring  the  book  was  made  cheaper  and  easier  t«  clean,  Sel4  that  it  was  im- 
material whether  the  action  of  the  springhsd  been  improved  or  not,  provided 
that  there  is  a  benefit  which  is  the  result  of  the  new  combination.     */d. 

12.  It  is  well  settled  that  it  is  dot  necessary  to  iuclndein  the  claim  for  the  combina- 

tion as  elements  thereof  all  parts  of  the  machine  which  are  necessary  to  its  ac- 
tion, save  as  they  may  be  nnderetood  as  entering  into  tJie  mode  of  combining 
and  arranging  the  elements  of  the  combination.     Stparle  Kitton,  49. 

13.  Questions  as  to  whether  claims  contain  or  embrace  complete  and  operative 

combinations,  and  whether  the  drawing  snffioiently  illiistrates  the  invention 

described  and  claimed,  go  to  the  merits  of  the  case.     Id. 
C0MMSRC£.     See  Taxation,  I. 
COMMIS8I0KEB  OF  PATENTS.     See  Examiners,   1;   Inoperatireiieu  of  Patents,  1; 

iVootioein  the  Fatent  Offie,  2;  Priorilg  of  Invention,  1  :  Seitsaet,  IS,  19,  20,  22; 

D-Mie-Harla,  2. 
L  The  courts  have  no  absolute  control  over  the  head  of  the  Patent  Office  in  the 

exercise  of  his  discretion  whether  a  given  invention  or  improvement  shall  b« 

embraced  in  one,  two,  or  more  letters  patent.     •  McKay,  Truttee,  ^o.,  v.  IH- 

bert,  236. 
3.  Even  if  under  the  circumstances  named  the  Office  should  be  thought  to  have 

exercised  its  discretion  improvidently  in  extending  the  patent,  there  is  no 

power  in  the  court  to  reverse  the  decision.     'A'cto  Juterican  I%U  Companf  v. 

A'icholton  File  Compaun,  343. 
3.  The  decision  of  the  Commissioner  that  a  case  provided  for  by  section  4916  existed 

is  not  reviewable.     '  Seldon  etah  v.  Tht  Stocimli  SttTf  lighnng  Gat  Burner  Con- 

pang,  431. 
COHHITHENT.    See  Conltmpt  of  Court.  7,  8,  9,  10. 

COMMON  U8E.     See  Couitmotion  <^ 8pteifieatU»u  and  Patents,  23:  PaJKo  Cm. 
<;OMP0UNtlS.     S^InfTingemtHt.W.  C.OOgIc 
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GONCEFnON  OF  AM  INVENTION. 

1.  Hm  <UMorei7  of  daibet,  MMUopuiied  by  ezperinMuU  «f  •  obuacter  dUfmnt 
frott  thoM  wUek  lead  to  the  obtainmmt  of  the  dealrad  nmedy ,  u  net  mth  * 
eoneeptioD,  in  oontemplatiou  of  l»w,  as  ui  Invrntor  wn  dm  in  giving  ni^ 
to  hit  nltlmftt*  iuTentloii,    Sttl  t.  Awokt,  4.  . 

S.  The  «arii«M  dM«  tbftt  oan  be  aatlgned  to  the  oonoepUou  of  w  ioTentloa  it  tb» 

time  when  the  idea  ot  t)i«or;  hu  been  detennined  npon  and  well  aettltd,  wd 

nothing  remain*  bat  to  cooBlatently  follow  ft  tip  and  give  it  embodiment.   U. 

COHSTBDCTION  OF  CLAIM B.    Bee  CiMMtnieriM  ^  apte^emthwi  oxf  FatenU,  ST,  35, 

36;  Ii^fHfmmt,  12,  U;  JiTwi-iialfatiiMHif,  1;  BeUtKtt,  36,  38. 

1.  The  wMd  "tight," need  in  theolaim  to  quOUytha  wooden  tobacoo-boldingTcs- 
■el,  HM  to  mean  Mifflelentl:r  tight  to  rabanre  the  pnipoae*  to  be  acooin- 
pllibed  by  the  invention.     "SoMmtfa  tt  al.  v.  Smtlv  el  ml.,  97.  . 

%  A  cdalm  for  a  awltoh  having  certain  capabilitiea,  without  leftrmoe  to  the  dmcIi- 
aniam  or  InstmmentaUtiee  whereby  those  oapabUitiei  or  fnnctlona  aie  ob- 
tained,  oonatnied  to  b«  for  the  combination  of  inBtnuneotaUtiee  whenbjr  Ht 
Mdted  eflhcta  or  ftinetlona  are  produoed.    *  Aadtn  t.  GtiUIoad,  1. 

8.  When  tiie  arrangement  of  the  maahlne  i«  ench  that  the  eombinaliou  of  all  it« 
MTM«]  element!  or  their  mechanical  equivalent  ia  ueeeasary  to  ita  eBQceegfiil    ' 
operation,  olaima  to  a  limited  nninber  of  theee  elements  ehoald  Biirly  be  ctn- 
stroed  to  include  the  leet.    *  meke  v.  Orlnm,  188. 

4.  A  claim  in  letten  patent  No.  37,06S,  for  an  improved  repeating  or  machine  gno 
framed  in  the  following  language;  "Preaenting  and  thrasting  the  cartridgf^ 
into  the  rear  of  the  revolving  barrel  Oi  series  of  snoh  barrels  in  one  point  in 
its  olrcnit,  confining  and  dischaiging  them  at  another  point  la  snoh  ciitnit 
and  removing  the  ahella  or  caaea  in  another  part  of  inch  elrotiit,-in  the  man- 
ner suTietaDtially  as  set  forth,"  oonstrned  to  be  for  the  combination  of  devicta 
for  effecting  the  specified  results,  consisting  In  three  sabcombinations,  one  for 
loading  cartridgeeintotheiearof  the  barrel  of  the  revolving  gnn  at  one  point 
Initocircnit,  another  for  confining  and  firing  inch  cartridge*  at  another  point, 
and  the  third  for  extracting  the  shells  of  the  cartridges  at  another  point  of 
the  olrcQit,  and  is  not  infringed  by  one  who  accomplishes  snbstantlally  the 
same  resnite  but  by  different  oombinationi  of  devices.  *  Palmer  t,  Hu  Git- 
Itnf  Onn  Compang.  366. 

6.  In  Reiwned  Letters  Patent  No.  7,704,  granted  to  the  complainant  fiiranin- 
provement  in  bedstead-frames,  Htld  that  the  first  claim,  when  conaidered  in 
connection  with  the  specifications,  most  be  constmed  to  mean  a  combinatitm 
of  Nde  bars,  inclined  doable-end  ban,  and  elastic  coiled-wire  &brlo  attached 
only  to  the  end  bars,  with  the  end  bars  of  the  frame  elevated  above  the  m&« 
bars,  so  that  the  fabric  will  be  anspeuded  above  the  side  bars  frcim  end  to  end 
of  the  frame;  and  that  the  second  claim,  in  its  reference  to  end  bare,  most  be 
constmed  to  mean  inclined  donble-end  bars.  'The  Womm  Wire  Mattrmi  Com- 
pang  V.  iSininiaiM  ct  at,,  376. 

6.  As  the  end  bare  of  defendants'  'bed-bottom  are  not  inclined,  and  in  view  of  tb> 

fbrther  f  act  to  be  considered  in  the  same  connection,  that  the  end  ban  are  not    j 
elevated  above  the  side  bars,  so  as  not  to  come  in  contact  with  them,  bnt  rest    ' 
directly  npon  the  side  bars,  and  that  the  angle-irons  of  defendants'  frame  an 
not  adjusted  to  hold  the  end  bars  above  the  side  bars  free  from  oontmct,  and    . 
in  view  of  the  limitations  to  be  necessarily  placed  on  thecomplainant'apatent 
becanse  of  the  stato  of  the  art.  Held  that  the  defendants  do  not  infringo.     'li. 

7,  Two  claims  in  the  sane  patent  or  In  different  patents  for  mbetantially  the  aame 

combination  or  device  will  not  both  be  nistained,  bnt  one  will  be  sostaiBed,  if 
otherwise  valid,  and  the  othei  rejected ;  and  tha  eonrt  vrlll  exerdae  ita  dltere- 
tlon  ae  to  which  claim  shall  nnder  the  oircnnutancea  be  held  good,  and  will 
snst^n  that  claim  which  best  protects  the  invention.  'Dederklt  v.  OaMcIf  tl 
al.,  413. 
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8.  A  claim  for  «  metbod  or  prooess  oonaiHting  merely  in  the  necenary  mode  of  oper- 

ation of  A  certain  machine  ii  to  be  conxtrned  an  a  claim  for  the  machlDe,  and 
not  foi»  method  or  process  indepeailent  of  tbe  raa^^hine.    'Id. 

9.  A.  aeedlesa  and  improper  mnltitilication  of  claims  In  a  reiMoe  doea  not  vitiate  tbe 

whole  patent,  bat  only  the  snperSnous  elaima.     'M. 

10.  When  the  claims  of  apalent  ire  susceptible  of  Tarlons  ueaniugs,  Ibatconetmc- 

tion  will  be  adopted  which,  in  vtsw  of  the  state  of  tbe  art,  limits  the  paten- 
tee to  and  gives  him  tbe  fnll  benefit  of  the  invention  he  has  mode.  "Fiteka 
al.  V.  Bragg  ^  Co.,  465. 

11.  Tbe  general  tonne  %nA  »ouietimes  special  words  in  the  claims  umst  receive  snch 

a  constmctioD  as  may  enlarge  or  contract  tLe  soope  of  tbe  claim,  so  as  to  np- 
bold  that  invention,  and  only  that  invention,  which  the  patentee  has  octnally 
made  and  described,  when  stucti  construction  is  not  absolutely  incousistent 
with  the  taugot^e  of  the  claim,     Entabrook  v.  Dunbar,  10  0.  G.,  309.     'Id. 

CONSTRUCTION  OF  DECISIONS. 

Ill  considering  anthoritk'S  cited  as  precedents,  general  observatioDA  by  a  Judge  or 
coart  iu  ileciiliug  n  case  mnst  alwiiys  be  read  in  vifw  of  the  facts  of  the  case 
thatwRSfNt  ^NdiM,  and  nre  not  necessarily  author!  tative,  «x  vi  termini,  in  anothmr 
cose  where  tbe  facts  ore  not  the  same,  although  entitled  to  consideration,  as 
are  the  views  of  a  text- writer  of  experience  and  repute.     *  Wilioitv.  Coou,  130. 

CONSTRUCTION  OF  ISSUE  IN  INTERFERENCE  CASES.     See  Inter/trence  5,  6,  7, 
8;  Molion /or  Sehtaritig. 

CONSTRUCTION  OF  RULES.     See  Date  oflnvemtion,  4. 

Taking  all  its  proviaions  together,  it  is  clearly  the  intent  of  Rnle  74  to  call  out  each 
facts  alone  as  wonld  serve  in  legal  contemplation  to  carry  the  date  of  tbe  ap- 
plicant's invention  hack  of  the  references  cited  in  bar.    Ex  parte  Lanfreg,  30. 

CONSTRUCTION  OF  SPECIFICATIONS   AND   PATENTS.     See    Catet   Oterraled; 
Claime,  1,2;  Con»lr»etionof  ClaiMt ;  Dra¥>ingt,l;  SxImtUm  of  FAlenle,  1,X;  /«. 
fiingement;  Portt«Mlar  PattnH;  Fateult  Graateii  by  Special  Act,  1;   lUtstuet; 
^ecifieatiout,  I,  3,  3, 
1.  In  a  suit  far  infringement  of  Reissned  Letters  Patent  No.  6,609,  granted  August 
24,  Vi7d,  to  Samnul  W.  Tyler,  for  an  improvement  In  harvesters,  two  defenses   - 
were  sat  np:  first,  want  of  novelty;  Be<«nd,  that  defendant's  macbiue  did  not 
infringe.    'Tj/Ier  et  al.  v.  Crane,  71. 
S.  Held  that  the  patentee's  device  of  placing  tbe  gearing  and  shafts  that  impart 
the  motion  to  the  cutters  upon  a  rigid  common  snpport  or  frame,  formed  in 
one  piece,  to  correct  the  practical  defects  of  twisting  and  warping  in  existing 
two-wheel  machines,  is  sustainable.     'Id. 

3.  That  defendants' machine  having  twowheels  with  connecting  ozle  and  contain- 

ing tbe  solid  piece  or  frame  made  of  a  single  casting  fbi  the  support  of  the  in- 
t«rmediate  draft  and  gearing  anstoined  by  tbe  axle,  differing  onlyfhim  the 
mechanism  of  the  patentee's  in  having  the  solid  piece  directly  and  not  medi- 
ately attached  to  the  axle  of  the  wheels,  is  on  infringement.    'Id. 

4.  The  process  detailed  in  the  description  of  a  patent  antecedent  to  tbe  claim,  and 

referred  to  thereby,  is  as  mncb  a  part  of  the  invention  as  are  tbe  materials  of 
which  the  product  is  composed,  both  ar«  necessary  elements  in  the  invention, 
and  both  tbe  material  of  which  the  product  is  composed  or  its  equivalent  and 
the  ptooBBS  of  constmcting  the  product,  or  an  equivalent  process,  must  he 
employed  to  constitute  on  infriBgement.  'Goodyear  Fuhanile  Company  v.  Davie, 
131. 
'5.  A  patent,  like  any  othsrwrittMi  instrument,  mnst  be  Interpreted  by  its  own' 
terms ;  but  when  a  patent  bean  on  its  face  a  particular  constmction  It  is 
ntsonable  to  hold  that  this  constarnction  may  be  couAnnad  by  what  the  pat- 
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entee  s«id  when  be  iras  making  his  dppUcfttion ;  and  £ui  thia  ]>itrpiMe  the  coi' 
reipoadeuoe  between  an  applicant  and  the  CommiBBtoaer  niay  be  employed, 
although  sacb  coireHpondeuce  would  not  be  allawed  to  enltuge,  diminiab,  or 
vaiy  tbe  langnage  of  the  patent.     'Id. 

fi.  Where  aii  invention  relating  to  the  method  of  forming  spii-al  tubea  was  described 
in  tenns  used  iu  the  art  of  making  welded  tnbes,  it  not  appeariaK  that  bheet- 
metal  tubes  eontd  be  made  in  the  mauuer  described,  H^d,  that  the  invention 
is  theteb;  limited  to  the  making  of  spiral  welded  tubes.  'Bootetal.  v.  Lami, 
'  IW. 

7.  In  de«cribing  bis  invention  a  patentee  may  misuse  words,  hut  in  seoking  his 
meaDing  the  ordinary  signification  of  tbe  words  be  nsea  must  have  weight. 
'Id. 

6.  A  patentee's  invention  cannot  be  given  a  broad  conBtruotion,  do  as  to  cover  later 
inventions,  when  it  appears  fioni  tbe  state  of  tbe  art  that  there  wai«  no  oppor- 
tunity for  a  great  original  discovery  and  the  claim  is  properly  limited  to  the 
speoiflc  imprnveiiitnt.     'Id. 

9.  It  is  the  duty  of  the  patentee,  under  Revised  Statutes,  section  4688,  to  point  oat 
in  bis  specification  the  itnprovenient  which  he  claims  to  be  his  invention,  and 
tbe  patent  must  be  taken  as  it  reads  in  the  lixbt  of  cmnraon  knowledge  until 
it  is  shown  to  cover  more  by  those  who  claim  it  does  cover  more.  'MeClotken 
V.  Dn  Bmtelal.,  236. 

10,  There  being  nothing  in  tbe  evidence  or  case  on  the  record  to  sfaow  wherein  the 

die-drawn  trap  Vs  different  from  'and  !>etter  {ban  tbe  old  and  well-known 
structure,  except  that  tbe  old- is  east  or  molded  and  the  new  is  drawn  tJirough 
a  die,  whereby  their  outward  appearance  is  different,  tbe  old  and  new  traps 
held  to  be  alike  in  tbe  sense  of  the  patent  law.     */d. 

11.  A  patent  la  not  for  what  is  described,  suggested,  or  hinted  at  anywhere  in  the 

patent,  hut  is  for  what  is  fairly  described  somewiiera  and  covered  by  the 
claims  of  the  patent,  atthougb  the  whole  is  to  l>e  looked  at  in  order  to  ascer- 
tain what  the  claims  do  really  cover.  '  ff Uls  v.  (ileaaon  Mannfatiuniif  Com- 
pang,  259. 
13.  Where  there  was  nothing  in  the  patent  about  employing  a  flat  center  or  disk  to 
be  securely  held  by  the  bnmer  screwed  down  over  it,  nor  any  allueioD  to  riV' 
eting  the  arms  to  the  disk  as  necessary  ot  otherwise,  except  that,  by  way  of 
description,  it  is  said  that  the  nrms  are  to  be  fastened  to  the  burner  in  any 
suitable  manner,  as  by  riveting  to  a  dink  having  a  central  aperture,  through 
which  the  bnmer  passes,  and  where  these  featuiee  are  not  refenvd  to  in  the 
claims.  Held  that  the  patent  is  not  limited  to  a  globe-holder  with  a  flat  cen- 
ter or  disk  with  arms  riveted  thereto.     'Id. 

13.  In  this  view  of  the  patent,  when  the  well  is  a  uon-flowiog  well,  the  use  to  pro- 

cure water  of  a  pump  In  a  well  thus  constructed  and  having  its  features  is  a 
use  of  the  process,  although  the  person  n^ng  the  well  and  the  pump  aud  tbe 
process  may  not  be  the  person  who  caused  the  rod  to  be  driven  or  the  hole  to 
be  made  or  the  tnbe  to  be  inserted  or  the  pump  to  be  attached.  'An^retet  et 
tti.'v.  CroM,  261. 

14.  It  may  be  that  an  iuveutocdocsuot  know  tlieacnentifie  principle  of  his  invenUtm, 

or  that,  knowing  it,  he  omitted,  from  accident  or  deeigu,  to  set  It  forth;  but  the 
patent  is  not  thereby  vitiated  if  he  sets  forth  the  process  or  mode  of  operation 
which  ends  iu  the  result  and  the  means  for  woi^ing  out  the  prooees  or  mode 
of  operation.     'Id. 

15.  A  patent  for  glassware  graduated  on  its  inner  face  is  not  anticipated  by  a  prior 

patent  for  a  graduated  cup,  "the  graduations  being  in  the  interior  if  the  enp 
be  of  metal,  or  blown  or  cut  on  its  exterior  if  tbe  cup  be  of  glass."  8noh  prior 
patent  does  not  show  or  in  the  remotest  degree  snggeat  internal  gnduatioue 
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npco  glaMwan  iw  an  J  matliod  of  [oodaeliic.theaMiw.  ^iMt««t«L  T.  MtK$ 
*t  oJ.,  991. 

16.  LMten  P*t«tit  No.  !0I(,9B8,  tmMd  to  8.  HninaMUag  Ovtoliwag,  1S7H,  fin  Im- 

pTOTement  in  w«ziii|  fvptr,  allofed  to  b«  kii  imptoveoMnt  oa  No.  183,887,  in 
glTing  to  the  jmpn  aaA  tbo  beatad  oyll&dvr  diShrmt  ratM  of  ipood,  to  lagn- 
late  th«  thlclmwi  of  the  layer  rf  wax  dopodtad  opon  ttw  paper,  aunatnied,  ia 
coniwctitni  with  tba  fiiniMrpat«Bt,toliidvdet)M«ara]^  tbaiain  eontalnad, 
withont  whiob  the  amtoiEMMnt  frooM  1m  inopctattTe  to  ptvdaea  tlM  dnlred 
matt,  and  tbnefim  Matalaed  om  Englid  Patent  No.  4,IS«  of  U17,  which 
■liowB  the  dilbrentiatim  vt  ^eed  is  tlie  opemtiMi  of  iliing  paper,  but  no 
tcraper  or  eqniTalcnt.    'giwwiwdHf  v.  Btimmi,  894. 

17.  Letters  Patent  No.  179,534,  iwied  to  N.  Wheder  Janaary  18, 1078,  Ac  a  proeeM 

for  filling  the  grain  and  finidiiiigtheiarliMwaof  wood*,  which  elalma"lnthe 
art  of  ailing  wood,  the  employiiiMit  of  flnelj-powdnrad  flinty  qnarta,  or  hld- 
fpar,  mixed  with  oil  or  other  flnent  •obetanee,  enbitantiaUy  as  deecrlbed," 
is  not  anticipated  bj  the  patent  to  James  Penj,  granted  in  1866,  for  the  nse  of 
Bilidons  marl  or  Inf  oiorial  lieart  for  a  similar  pnrpoee.  Thongh  tlie  two  classes 
ol  BalMtancM  retemble  each  other  ehemloally,  yet  practtoally  Itar  aae  ia  (he 
arts  the  ROpectiTe  rlsnfs  of  articlea  which  arc  named  in  the  two  patents 
possew  very  diflerent  qualities.  '  Tkt  Briigtpori  Wood  FtwitklA/  Companf  v. 
MMf«rttml.,W3. 

16.  The  MRitentt  of  a  raissne-applieation  flle  nay  IttfexaniiDed  in  order  to  determine 
the  scope  of  the  reissue  as  fprauted.  *  Tt«  ffujjMu  ^-  Dkttnmut  Jfaa^/'a«tari«g 
CimpvKg  T.  Coriiaet  al.,3ie. 

19.  The  patentee  is  entitled  to  all  the  lienefits  which  mult  Itom  his  indention, 
whether  he  has  HpeciAed  all  the  lienefltn  in  his  patent  or  not.  *  Cali/orn'M 
JriifielaX  SUt»t  Paving  Cottons  v.  rtriM,  'iCa. 

30.  Letters  Patent  Xo.  174,466,  issued  to  Bell  for  an  tmproTement  in  telegnyhy,  said 
in  the  apeeiftcation  to  eonslst  in  "  the  employment  of  a  vibrator;  or  nndalatory 
carreot  uf  FlectricUy,  in  contra  distinction  to  a,  merely  intenuitteul  uc  pulsa- 
tory current,  and  of  a  method  uC  iiad  apparatoH  for  yrodncing  elecMul  un- 
dulations upon  the  line-wire,"  dearly  descrilieg  a  method  and  apparatus  for 
transmitting  vocal  or  other  sounds  Telegrtiphically  by  oansing  electrical  nn- 
(Inlntiona  similar  in  fonn  to  vibrations  of  the  air  accomi>auyiiig  the  said  vvcal 
or  oilier  Miitnils.  The  fifth  claim  <tf  the  patent  is  therefore  valid,  and  is  in- 
fripged  by  the  use  of  a  method  and  apiiuratns  for  transntittiug  vocal  sounds 
which  TcHeuible  those  of  the  patent  in  proitnciQK  ulectiical  undulations co^iied 
from  tbe  vibrationsof  a  diaphragm,  though  theapecltic  method  of  prodncintc 
thone  eleetiieal  nndnlntionn  is  different.  'Awurican  BtU  r*IqiltoM  CMajMnji 
it  lil.  v.  Spemetr  tt  al. ,  332. 

SI.  If  the  Bell  patent  were  for  a  mere  arrangement  or  combiuatiou  of  old  devices  to 
pfndne%a  somewhat  better  lesnlt  in  a  known  art,  then  no  doubt  a  peisMi  who 
•obstituted  anew  element  not  known  at  the<late  of  the  patent  uif^t  escape  ■ 
tbi>  charge  of  infringement;  but  Bell  discovered  anew  art— tbatofteansinit- 
ting  speech  by  electricity— anil  has  a  right  to  hold  the  broadM  tHaim  for 
It  which  can  be  permitted  in  any  cose,  not  to  the  alMtract  right  of  sending 
sounds  by  tel^^iaph  withont  any  regard  to  means,  but  to  all  means  a^d  pro- 
cesasB  which  he  has  bath  inventeil  and  elaimal.    *Id. 

22.  The  invention  of  Bellia  not  anticipated  by  the  apparatus  made  by  Reis,  of  Ger- 
many, in  leeO,  and  described  in  several  publications  before  1876,  aa  that  ap- 
pantos  could  cmly  act  aa  a  transmitter  of  electrical  nndnlations  and  qot  a*  a 
nWelver,  and  that  only  by  an  adinstnieut  not  contcmplatett  by  the  Inventor, 
•Jd. 

33.  In  estimating  tbe  novelty  of  a  patented  device  the  courts  will  lake  Judicial 
notice  of  common  knowledge  and  use.    *  Jfo  Cloikej  t.  Du  BoU  tt  »1,,  336. 
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M.  It  la  tte  imtf  of  tba  pataitM,  under  B«TlMd  StotntM,  tMtloii  Mee,  to  jK^nt  on* 
in  Ua  apMlSoMioii  the  Improvemeat  which  he  cUima  to  be  hiilDTeDtlmi,  and 
the  palart  mnat  1w  tMfceii  aa  it  reads  io  the  llg>ht  of  ooumon  knowledge  until 
it  la  ibawn  to  aorer  mora  \tj  thoae  who  olaim  It  doea'covet  more.     "Id. 

tS.  Wbau  ftrm  ia  of  tbe  anbatanoa  of  the  iuroatira  It  ii  not  to  be  dliregaided. 
■Xm  Art  Amf  mad  BaM*i  CM^ng  v.  Hafhwa,  W. 

at.  Pataata  will  be  oonatraad,  If  poaalbh,  to  HHtaia  the  eMm,  and  aUtemeuta  in 
the  qwelfleatioB  that  eert^n  tblnga  ataown  to  be  old  an  the  equivalent  of  tha 
InnDtioB  taarbe  r^ectad.  'Tk*  MmUtrj  Jfawt/MaHaf  C^ipamyr,  Jfaiit 
«f«l.,4U. 

57.  IXMit  Fatmt  Ho.  74,3M  aonitrned  toeorwthe  eomblnatioDof  thebriia  of  a 

btt  witit  a  diM^nfapring-hoop  bent  or  twiated  in  snob  manner  M  to  impart 
m  dnopto  (ha  Ifamt  and  rear  of  the  bilm  and  an  elevation  to  the  aidea  thereof, 
aod  eaabraMa  a  patentable  Inventloa,  though  Mraight  tmtwisted  wirea  had 
baan  befweiiBed  on  brimamada  of  a  flexible  bbric,  and  althoagh  it  waa  well 
known  that  giving  a  pennanent  twlet  to  reailient  wire  would  permanently 
altw  lU  longitodloal  aet.    'Id. 

58.  Wbem  the  drawlnga  attached  to  the  origlDal  patent  ihow^d  a  case  for  tranepoit- 

ing  egga  with  only  two  layera  of  c«11a  ao  arranged  that  the  top  and  bottom  of 
tiw  boxea  fbnn  the  aidea  of  the  cella,.bDt  ihowed  man;  oella  in  each  lajer 
Inttrior  to  those  of  wbleh  the  aides  or  the  caae  form  one  aide,  and  where  the 
■paeiBeation  aett  fortB  aaeceaalve  lajern  of  anch  cells,  to  be  limited  only  by 
the  height  of  the  bozea.  Held  that  there  were  dearly  shown  cella  and  layen 
of  cella  formed  irrespective  of  the  walls  of  the  caae,  aa  well  as  cells  of  which 
the  wall  fbrmed  a  part,  and  that  the  interior  and  moat  safe  onee  were  a  part 
at  leaM  of  the  Invention  patented,  and  that  the  patent  mlBht,  under  the 
•tatnte,  well  be  reisnied  and  limited  to  that  part.  'Coiani  et  al.  v.  Sduvaht 
ft  aL,  4SS. 

90.  Constmotion  of  Beiasned  Letters  Patent  Nos,  3,355  and  2,3&6  set  forth  in  JWota- 
V.  Bnrditt  (6  Fed.  Reps.,  BOB)  adopted,  and  held  that  patent  not  anticipated 
by  a  prior  proceas  employing  a  thick  Aim  of  oil,  which  resnlted  in  depositing 
a  ooatinK  of  baked  size  over  the  oiidiied  Iron,    'dialer  v.  Sargtut  4"  C».,  406. 

3D.  The  we  of  screws,  nalla,  ooios,  and  other  similar  things  pressed  into  the  surface 
of  the  plagB  al  oartalu  stages  of  the  manufaetuie  to^dentlfy  some  particular 
pluga  to  the  mann&cturen  themselves,  aud  not  to  go  ont  into  the  market 
with  the  pings,  does  not  antloipate  a  mode  of  marking  and  identifying  eaeh 
separate  ping  of  tobacco  as  being  of  a  particular  quality,  origin,  or  tnannfitct- 
ure,  by  tin  labels  or  tags,  having  a  dvaired  inscription  upon  them,  and  prongs, 
extending  backward  fTom  their  edges,  preaaed  into  the  plugs  in  the  l*st  pro- 
ceases  of  mannfactnre,  with  their  faces  even  with  the  anrface  of  the  pluga, 
where  they  wonld  be  held  by  the  prongs  and  the  snrTDunding  tobacco. 
■Xorilford  4  Co.  v.  Dohen,  Carroll  4-  Co.,  460. 

31.  Beissned  Letters  Patent  Ko.  7,706,  being  a  teiasne  of  patent  granted  Lonis  Fiacher, 
March  30,  IMtEl,  for  improvement  in  vapor-burners,  Rtid  valid  and  infHnged 
by  hnraera  known  as  "  Globe  borner  "  and  "  Champion  bomer."  *  ^attms  v. 
City  of  ClMfaaatf,  463. 

38.  The  Fischer  patent  held  to  cover  vapor-bumers  having  a  tnbe  or  p swage 
arranged  to  conduct  a  portion  of  the  oiygeniaed  vapor  from  the  mixing  w 
gaa  chamber  to  a  point  below  where  the  commixture  takes  plaee,  in  ^er  to 
heat  the  dnid  in  the  lower  part  of  the  chamber.     'Ji. 

33.  Tarions  prior  patenta  dlsttngatshed  horn  the  Fiscbar  and  held  not  to  embody 

the  Invention  described  and  elalmed  In  it.    'Id. 

34.  In  view  of  the  section  of  the  law  whie&  requirea  an  appUoant  fbr  a  patent  not 

only  to  deliver  a  written  desoriptloD  of  hie  invention  or  diaooveiy,  hut  to 
partleularly  speeiiy  and  point  ont  the  part,  Improvement,  or  omnbinatlan 
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-whiclibeelsliiiaublsowit  iuTention  or  dlneorery,  andinviewaf  thapnwtiiM 
«f  tbe  PatBDt  OfflM  aodet  thew  proTidona  and  the  deciiiotu  of  thu  oonit  w« 
thinit  that  the  (oape  of  letlere  patent  tbfyalA  li«  limited  to  tbe  inventiini 
ooTered  by  tbe  alain,  and  that,  altbongb  the  claim  luay  be  illnstrated,  il 
cannot  be  enluged  by  Ike  langosge  need  In  other  parte  of  the  epeoiflcatioa. 
'Tit  Ltk^k  Tallv  Arilrow)  Compaiiji  and  Aim  Fmebtr,  Fmi4»»t  of  *ai4  Cuwj^nf , 
r.  MtlhM  tl  ah,  4HS. 
35.  An  inventor  oannvt  go  lieyond  what  be  bu  elaliDed  and  in^t  tltal  his  patent 
oorered  aomething  not  claimed  merDly  l>«owiw  It  ia  to  be  found  in  tbe  desorlp- 
ti*e  part  of  tlie  apeoifteationa.    'U. 

C0N8TBUCTI0N  OF  STATUTES.  See  AbaJUhmmtKl;  A]^Hoationi,3;  Cane»HmtU>» 
ofFaU*tM,l,i;  Citiit^kip i  Contnapt  o/ CoKri,  T,  6;  Cotutruotion  of  Speelfiea' 
liont  and  PatatU,  2t;  CoiiB  of  S»U,  I,  ^ ;  Etidenoe,3;  JEcfmitoa  o/ Potob,  1 ; 
Joind«rofIiivtitlUtn,l;  UM$,  6;  PatenUOranttdbf  8peeiatAol,l;  Public  Utt, 
1, 3 ;  Beiinti,  2,  9, 10, 15, 17,  27,  32,  33,  34 ;  Salt  of  Atml  by  Oritr  of  Court, 
1;  Spoeifieatioiit,  3;  Taxation,  1. 
Whatever  may  have  l>een  the  effect  of  the  uew  claoM  introduced  in  tbe  law  b;  the 
act  of  Jnly  8, 1870,  that  "  tbe  eniiender  shall  take  efiject  upon  the  iisne  of  the 
amended  patent  "in  eases  where  a  relwneisreAiseifiirotherreaaoiis,  it  would 
sttllseem  that  if  the  patentee's  title  to  the  invention  is  disputed  and  adjudged 
against  him  that  the  effect  of  snch  a  decision  sbonld  be  as  &ta1  to  his  original 
patent  as  to  bis  rigbt  to  a  reissue.    'Ptcl  v.  CoIUm,  211. 

COHTEMPT  OP  COUET. 

1.  In  proceedings  fbr  au  alleged  willfnl  contempt  a  clearcaae  must  be  made  In  otder 

to  warrant  tbe  court  in  exercising  its  power  in  the  way  of  aummacy  pnniJih- 
meut.  The  case  should  be  one  tbal  admits  of  uo  substantial  doubt  in  tbe  mind 
of  ihe  court  that  the  party  has  intentionally  disobeyed  tbe  injunction.  'AUit 
V.  SlomelJ,  I&3. 

2.  A  contempt  of  court  Is  a  specific  criminal  offense,  aud  the  imposition  of  a  fine 

for  such  contempt  la  a  Judgment  In  a  criminal  case.     'flwJirr  v.  Haifa,  3M. 

3.  Tbe  court  has  uo  power  to  vary  socb  Judgment  after  tbe  expiration  of  tbe  term 

at  whiob  the  fine  was  imposed,    '/if. 

4.  The  order  a^ludgii^  tbe  contempt  need  not  recite  the  offense  where  the  latter 

is  set  forth  with  snlBoient  partionlarity  lu  tbe  affidavits  and  reports  filed  in 
the  proceedings  and  tbe  order  is  connected  therewith  by  sufBclent  refer«uc«. 
'Id. 

5.  An  order  adjudging  contempt  for  the  violation  of  an  Injunction  need  not  recite 

that  aucb  injunction  was  lawfbl.     'td. 

6.  \n  proceedings  in  equity  between  parties  to  tbaauit  for  contempt  In  not  obeying 

an  order  in  tbe  oaose,  tbe  fine  for  sncb  contempt  can  t>%  Imiwwd  by  wi  wder 
made  in  the  original  suit.    *U. 

7.  An  order  adjudging  the  contempt  and  setting  on  foot  a  proceeding  for  ^e  pnr- 

pose  of  ascertaining  what  amount  of  pecuniary  fine  sbonld  be  Imposed  there- 
for and  directing  on  what  principle  and  by  what  mean*  it  should  be  fixed  do«a 
not  exhaust  tbe  power  of  the  court  to  make  a  sobaeiiuent  order  fixing  the 
amount  of  tbe  fine  aud  directing  commitment  nntil  the  same  sbonld  be  paid. 
'Id. 

8.  Where  a  statute  anthorizes  or  prescribes  the  infilctlon  of  a  fine  as  a  pnniabmeut 

for  a  contempt  of  court  it  Is  lawfnl  fbr  the  conrt  inflicting  the  fine  to  direct 
that  the  party  stand  committed  nntil  tbe  fine  is  paid,  althongh  there  be  no 
specific  affirmative  grant  of  power  in  the  statute  to  make  snch  direction,  'li, 
■9.  A  pHty  having  been  adjudged  guilty  of  criminal  contempt  in  the  violation  of 
an  li^nnetion  in  a  patent  suit  (6  Fed.  Bep.,  <i3),  and  a  warrant  of  commitment 
being  about  to  iasue  for  tbe  non-paymontof  the  fine  impoaed,  Stld,  if  thede- 
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Iwidtut  darired  to  anqtoad  Um  azMntlaB  ot  tha  wanaat  imtil  %  flmd  dtena 
Mold  W  had  aad  appMl  Mkan  to  tb«  fapr^e  Coort,  tiurt  lie  •bcwld  give  « 
Wad,  wltlt  matlM  to  p*r  ttw  asKKint  «f  mU  Ana  wbeaerer  ths  eonrt  dwald 
VMata  tha  aaqyaMtoa,  aod  that  a  naaonable  ttma  woold  be  allowed  to  give 
•ooli  b<nd  aftw  the  wamnt  waa  iMoed,  daiing  whioh  tima  the  exeeotaon  of 
aaid  wamnt  would  ha  aii^aadad.  'FMker  y.  Bmfm,  356. 
10.  Forai  of  praeeie  Sat  eanylng  isto  efieot  the  provliieii  of  the  otder  in  the  eon- 
tenpt  praeeeding*,  direetiiig  that  the  detsndant  rtud  eoBDOBitted  till  the  fine 
he  paid,  pnaerlbed  br  tha  eeart.    'lA. 

OOITTEHTB  OF  FILE.    See  iV«a«ea  to  fb  C*arf«,  U. 

COHTEaTED  CASES.    BeeI)Wla»/J«FMitfM,  S,  3,  4,  6. 

CCnrmnJOUB  APFUCATIOK.    see  Daa^,  l ;  Jbr/U(ed  ^j^HoaltoM,  1 ;  £c««Md  Af 
jriieaMtw,  1. 

COMTRACTS.    See  PortiM  M  AtU,  3. 

COPIES.     See  CVtjfM  Cqrfo*. 

COPTKIOHTB.    Bce£«Mt. 

COBEESPOlfDElTCE  TO  BE  USED  IN  CO^fSTEUINO  PATENTS.    Bee  CMMfrM)- 
Km  qf  ^pM^leaNMf  oaif  PaftKi*,  6. 

COSTS  OF  SUIT.     Sw  Damaga  aad  Froftt,  %  h;  Tnd^lfia^,  IS. 

1.  It  waa  DOt  the  Intent  of  the  atatote,  in  declariDgthat  If  apatenteeliaielaimed 
too  ni«eh  In  any  part  of  hii  paitant  be  Bball  not  Moover  eosta,  to  direct  that 
elalma  not  In  irwae  ahonld  be  ooateited  for  the  mere  porpoae  of  nettling  the 
ooata.  *Jm«Hm)i  Ml  Ttl«pk«nt  CompaHg  tt  al.  v.  5p«aMr  tt  a).,  XS. 
8,  OttJeotion  baaed  <m  lection  49il  SeviMd  Statntei  having  been  made  to  a  pro- 
poaed  Interloontory  decTM  bee  ante  an  acoonnt  uf  the  gains,  profiti,  cavingi, 
and  advantagM  of  Infilngemeiit  wa«  directed  iottead  of  profits  meiely ,  and 
beeanie  eo«t«  were  awarded  to  be  taxed  with  execntion  to  itaae  by  it  aa  drawn, 
fiitid,  flrat,  theiight  of  lecovery  for  infringement  doeit  not  wholly  rest  on  the 
ieotion  cited ;  second,  the  act  ctf  1670  enlarged  the  Jnrisdiotioa  of  odorta  of 
equity  by  proTiding  that  damages  in  addition  to  profits  to  be  aceonnted  for 
might  be  recovered,  bnt  this  did  not  restrict  the  right  to  raeover  for  gains, 
saving*,  or  advantages  reeovbrable  before ;  tblid,  all  ^nestloos  as  to  whether 
the  gdns,  aavings,  or  advantage*  are  ancb  aa  are  doe  to  the  infringement  and 
aa  the  defendant*  are  legally  aeconntable  for  will  arise  npon  the  aeconnling; 
fbnrth,  costs  do  not  follow  aa  a  matter  of  right  In  eqnlty  ptooeedinga  aa  in 
proceedings  at  law,  bat  are  snbjeot  K>  the  discretion  of  the  conrt,  and  an  to 
be  awsrded  a*  a  psit  of  the  decree,  or  they  cannot  be  leoovered,  although 
they  may  be,  and  generally  are,  taxed  afterthe  decree;  fifth,  the  determina- 
tion of  cost*  mnst  ordinarily  be  made  upon  the  hearing  in  chief;  sixth,  eorta 
cannot  b«  tsieil  fully  and  no  exeention  can  properly  isane  until  the  final  da- 
cree,  bnt  should  be  awarded  or  reftised  when  the  iuteiloontory  decree  is  pie- 
aented;  seventh,  execntlon  uannot  issne  nntil  after  the  final  deoree,  and  thsn 
an  appeal  and  supersedeas  seasonably  taken  ont  will  stay  the  exeenttoo. 
■Cotera  «f  si.  v.  Sakretder  et  al.,  403. 
3,  A.  demand  tiefnre  suit  is  not  osnally  necessary  to  entitle  a  complainant  to  eoala. 
•  Svfr  V.  Etilogg,  490. 

COTEHFOEANEOUS  TE8TI110NY.    Bet  IMt  nf  Intariiom,  Z. 

COUBTB  OF£<tUTTY.     6ee  CoiUtmpt  ^  CtMrt ;  Praotiet  la  tt«  Owrls. 

DAMAGES.    See  CosU  of  SuU,  3 ;  ZioMIify,  1 ;  Tiwie-Marit,  U. 

1.  Wheieabtllia  taken  pre  io«/«*is  and  the  oaaereGured  to  ania*lierto*»»Mrtaia 
tha  complainants'  damages  and  the  defendants'  profits  arising  from  infringe 
ment  of  a  patent,  and  tha  eomplaisanU  lUl  t«  isaka  sMMMlaiy  pnaf  then- 
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of  b«ftn  the  maiter,  be  can  npurt  otHy  nomlnil  duugci  afalnrt  the  deftnd- 
uta.  'FWc  itml.-r.Tk«  Wml  Brmdltf  mmi  Cvy  Mamffttwing  Ctw^attf,  137. 
%.  In  Bach  oaae,  if  {he  eomplBlBanta  exeept  to  tlie  maatM'*  report,  tnd  their  exccp- 
tlOD»Mm  oTMrnled  by  tbe  eonrt,  tbey  vill  be  allowed  eoeta  to  and  fnclndltig 
tbetnterlMiitoiydaaiM;  but  the  deftodanta  will  beallawedeoatathenaftra, 
tbeoue  tobe  wt  otfagalnat  the  other  to  the  extent  of  ita  amount,  and  tlie  ex- 
eeaatobereooTeredof  thepartj'agaiaat  whom  it  exist*.    */d. 

5.  Where  the  patent  ta  for  an  improvement  In  maehlnea  the  burden  ie  on  tiie  oom- 

plainant  to.aepaiate  the  profit*  dne  to  the  iraprorement  from  the  genwal 
pmfltaof  Uiebiiainaai.  Thiamle  ia  ncognized,  not  rerereed,  iaBHiaitlkv. 
Paitmmt  Comftrng  (7  Otto,  US).  *Xlr»|r  t.  JrmUvtv  «*  >!-.  1*6. 
4.  When  the  complainant  fklla  to  ibow  what,  if  tnj,  definite  part  of  the  whole 
prodta  wer«  prodveed  by  hia  improvement,  hi*  Taeovei7  moat  be  noiBiDal 
only.     "/A 

6.  Coat*  of  mftrenoe  taxed  againatoomplainant.    *Jd. 

6.  The  qoeatkm  in  eonteerewy  la,  "  What  aaylng  did  the  deteidant  dMire  from  tb» 

nae  of  the  Stetrana  br^e  fiw  the  period  oovered  by  that  patent  above  what  it 
wooldhavedarivadftmnthe  like  lueof  the  Hodge  brakedming  that  period  t" 
■bripfcT.  SBlMMMvaadOUeJbiib-SMtCeMjMHW,  1%. 

7.  The  difflenltie*  crfj^oring  the  exaet  money  Talne  of  thia  Having  are  exception- 

ally Mnbanaaaing.    'Id. 

6.  AUhongh  thi«  rata  mi^  poadbly  be  lew  than  tiie  de&ndant'a  aetnal  gain,  in  the 
aba^oe  of  mvn  exact  mean*  of  compntlug  what  that  gain  was,  the  court  de> 
tttminea  Dpon  twaity-flve  dollar*  per  oar  per  year  a*  the  proper  rate  of  pioflta 
to  be  deoeed  to  the  eomplalnant*  in  all  three  of  theae  caae*.    *IA. 

9.  On  theae  annu  the  court  doe*  not  allow  Interect.    *ld. 

10,  The  Teoovery  of  {voflt*  and  damagea  from  the  manofacturan  of  an  Infringing 

machine  debar*  the  patentee  from  reoorering  from  a  n*er  fbr  the  ate  of  ttie 
■am*  machine.    *S»oAHA  r,  Senert  et  al,,  SIS. 

11.  The  bet  that  plaintiff*'  device  waa  naed  i^aea  a  preanmption  that  there  ware, 

or  mi^t  have  been,  aoma  ptoflta,  and  be  ia  entitled  to  have  the  aeoount  talien. 
'Attinti*  U  al.  v.  Crttim*,  819. 
U.  Theaetof  1870(Bev.  Stat*.,  *ec.  49S1)  provldeafor  the  acoonntlngfor  damagea 
aa  well  a*  protlta.    "td. 
DATE  OF  INTENTION.    8ae  OIH>mi%;  C»iMtnMi«»ii0/ Jhitet,  I;  fbrwC^  JnvnMMi. 

1.  In  the  abaenee  of  oQier  evidence,  a  patented  invention  will  be  held  to  date 
from  the  time  of  ftling  the  application,  and  not  l^m  Qie  time  of  the  grant. 
•Pmataploa  <t  al.  v.  £)■$,  869. 

%  Where  an  applicant  personally  Introdnced  the  oontested  invention  into  hi*  ap- 
plieatio'nhy'ameo^timt  npder  eircumataneea  showing  that  he  hsdnotpre- 
vioosly  thought  of  the  invention,  he  thn*  made  an  ottcial  record  of  the  origin 
of  U*  Invention,  which  mn*t  be  taken  aaacontrolUt^  fret  in  fixing  the  date 
of  hi*  invention.    Ball  v.  Xevdm,  30. 

3.  Hie  foree  of  this  cotemporanaons  testimony  of  the  Inventor  as  evidence  In  a 
eoDatwal  praotedlag  1*  net  aSected  by  the  eircnmstonce  tliat  all  questions 
tanddng  the  propriety  of  the  ministerial  act  by  which  the  new  invention  was 
allowed  to  be  inoorporated  into  the  old  appllaation  are  now  closed.    Id. 

A.  Foreign  ^tplicants  will  be  permitted,  nnder  Snle  74,  following  the  practice  in 
oontested  cases,  to  make  oath  to  Ibota  ahowlng  that  they  have  made  biown 
or  practiced,  or  caused  t«  be  made  known  or  practiced,  In  this  connby  the 
completed  invention*  disclosed  In  their  spplieatloua  prior  to  the  date  ot  the- 
patent*  or  pubUeations  etted  in  bar ;  but  they  cannot  be  permitted  to  show 
tltatthey  made  or  need  their  inventimis  In  a  fcreignoonnby  before  t^dal«- 
«f  their  Ibreign  patenrs  tat  any  pnrpoae.    AsjMrte  Lm^nfi,  3D. 
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6.  Tte  Aim  at  EnglUi  kttm  patent  h  t^uoiom  •»  ortnome  bj  evidoiM 
•bowing  that  tha  doneitio  patonMe  made  the  iDTention  before  the  date  of 
tiM  flUng  <rf  the  foreign  ■peoifloatioii.  'ZM-iUAnf  f  Co.  t.  JMoh,  CenwU  ^ 
Ck,  460. 

DATE  OF  PATENT.    Bee  AtflU  ^ae{;leetle«(  ewl  Falcal*,  1. 

DECISI0K8.    See  Comtni^am  of  DtMimt. 

DEOSaOira  OF  COHHIHSIONEB  conclusive.     See  OMMiMiaMr  o/  FmtmU,% 
3;  7ii«pmlf«M«N(/PMMt,I;  .B«iM«et,  80,  29. 

DECREE.    SeeAwvtafi,  1;  JVoatiMialAs  Coartf,  4,  5,6;  JeJUxriiv.it. 

DEBICATION  TO  THE  PUBUC.    See  lt«tMMM,  36. 

DEFECTIVE  CL&IHa    Bee  SiUmm,  X3. 

DEFECTIVE  8PBCIE1CATI0KB.    8<w/wi>W«Nc«imw  V<>>f>nwitiim,- /iHqMrallMiiM 
o/Paf«Mt.  I;  /«t(r/«rMeM,S;  Stlt»^,9, 10,  Ifi,  18; 

DEFECTS.    See  CMaq>lim*  a^tm  /«mkHm,  1 ;  £«(mhm,  94. 

DEFENSES.    See  C^imilrwrfi«a  of  Spt^fbiaWnu  and  Patntt.l;  MoUim  t»  Etepat,  1; 
PraoHee  in  Ike  CourU,  6;  Proem*  nnd  Pndwst,  8. 
Debnie  that  the  aeta  uf  tnMogement  wen  done  under  a  lioeoae  ii  an  afllimattTe 
defonte  to  be  eetabliihed  bj  proof.    *  IFaUon  et  at.  v.  Smith  et  at.,  326. 

DELAT.    See  PraeHM  la  tke  PateM  Office,  S;  iVocew  and  PrwIiKt,  I. 

An  inventor  flled  an  ftppIioatioD  for  a  patent  in  1871.  Several  commnnieatLona  hav- 
ing paaoed  between  the  applicant  and  the  Office,  hie  application  waa  flnallj 
rejected  December  88,  1871.  A  new  application  for  the  same  invention  wH 
filed  April  9, 1879.  The  affidavits  filed  under  section  48M,  to  ehow  that  thia 
long  delay  was  unavoidable,  showed  that  the  Inventor  was  during  much  of 
the  Intervening  period  in  strughtened  clrcntustanoes,  and  that  he  expressed 
at  vaHons  times  a  desim  to  obtain  his  patent,  bnt  did  not  show  that  be  made 
any  effort  to  that  end,  BtHthat  the  delay  was  not  unavoidable,  that  the  sec- 
ond application  was  not  a  contlnooue  fllinK  with  the  former,  bnt  is  liable  to 
be  defeated  by  pnblio  nse  of  the  invention  occurring  more  than  two  years  prior 
to  its  date  of  filing.    Anflh  v.  iXsMwd,  34. 

DELAT  IN  BHINOING  SUIT.    See  Injunetlen,  7. 

DEMAND  BEFOBE  SUIT.    See  CmIi  of  Suit,  3. 

DEMUBBER.    Bm  Portia  to  JMt. 

DMnnner  to  bill  because  of  maltifariooaneas  sustained  for  reaaonsset  forth  in  Aqm 
V.  Daglan  (18  0.  O.,  1406).  'Hogtt  v.  BioIviJioHjil,  ST. 

DE8CBIPTI0N.    See  ^pjitioatlos/or  Potent;  Conttnii)HonQfSpeeiJliMHoni*mdP1t»lt, 
4,7,11,14;  BtUiuu,a. 

DESIGNa    See  Porficubir  PatoNfi,  64. 

1.  A  design  forjewetry-setting  is  not  anticipated  by  a  known  design  showing  cer- 

tain features  of  the  patented  design  but  nnlike  it  in  appearance  both  in  out- 
line and  detail.    *  Wood  v.  Dalbts  et  al,  340. 

2.  Two  designs  may  be  eabBtantlally  Identical  though  difiering  in  minn  details. 

'Id. 
SISCLAIMEBS.    See  Beima,  13. 

The  efTect  of  an  earllerluventlonvponthe  claim  of  a  patent  not  avoided  byaqieciflo 

disolaimer  in  the  specification  when  it  appears  that  such  disclainer  is  baaed 

npon  an  unsound  view  of  the  inventiou  to  which  it  relates.    'Baektmtt  «I.v. 

ifcf  etROH  et  <tl,  90. 
DIVISION  OF  CLAIMS.    See  Beiuttt,  14,  29. 
DIVISION  OF  INVENTION.    See  Comniutonir  of  Patent*,  1 ;  Joinder  o/  lamtJMM; 

JMmkm,  3&,  96. 
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The  United  BtatH  Mmrti  hkvliig  beld  diTiakmftl  pMMiti  nlld,  than  era  Iw  so  ob. 
}eetlon  to  eabdiTldlBg  an  luTentlin  into  dlrtlnet  elaisu.  *Awi*h  t.  Dtm  f 
Cq.  tt  «L,  100. 

DinSIOlT  OF  PATENTS.    See  GMuii»*tMi«r  0/  Ariot*;  Mate  ^  J«HWt(Mi;  P«^ 
«Mti;  £«liMUi36;  Sepantt  PatnU. 

DinSIOK  OF  BEIB8UBS.    8m  BtlMut,  98,  »,  3&,  38. 

ORAWINOS.    Bee  CmWuMoM,  13;  ZVtorUf  tffluMuHon,  fi;  JI«iwiM,  6,S0,3S,3& 
When  the  Patent  Office  modelhaibeendeetioyed,  an  alleged  mistake  In  the  patent- 
drawing  ah^old  be  werj  olearlf  eetallUhed  before  a  ooiiTt  ehonld  attempt  to 
change  by  decne  the  poeltion  of  a  part  repreaented  tn  anch  drawing.    'Jtayer 
T.  Bwtll  ^  Co.,  463. 

DUFUCATE  CLAIMS.    See  C^MtraolM  4^  CMm,  7. 

DUSATION  OF  PATENTS,    flee  XrtaMiM  ^  Pmlmtt,  1 ;  Pktmh  Brmntid  If  ^kM 
Jet,  I. 

DDTT  OF  BXAMDIIXS.    Bee  Sfmimen. 

EN6U8H  LETTERS  PATENT  AS  BEFEBENCEB.    See  D*t»  of  Invention,  S. 

ENGU8H  SPECIFICATIONS  AND  PATENTS. 

The  doctrine  that  the  date  of  the  enrollment  of  the  final  apeciQcatkin  ia  to  be  re- 
garded in  thia  oonntiy  a»  the  date  of  the  English  patent  Klterated.  StU  r. 
Brookt,  4. 

ENLABGEUENT  OF  CLAIMS.    See  Cautriictioa  of  CMmt,  11 ;  fiiiMMi,  SO. 

ENLABQEHENT  OF  OBIOINAL  PATENt.    See  iWtJwIw  Palmla,  38 ;  Sotunn,  5, 
6,  e,  13, 25,  26,  87,  SA,  89,  30,  31,  37,  33. 

EQUITY.    See  PrMMw  in  Me  Cowl*. 

EQUITALENTS.  B«e  Jnalefoat  Dtriea ;  CoHHr»etio*  of  SpteifUattoM  ond  PMtonU,  i, 
15;  IiifHngtmeiU,  3,  14,  16,  lU;  Xnttrfnem,  4;  MoA%*k»l  a»i*tStMt:  Hour 
JtnmHen;  PorMmtJar  PaiatU,  W,  4B. 
Whether  or  not  eqaivaJenta  are  claimed,  a  patentee  la  protected  against  eqnlva- 
lenta  of  any  part  of  hia  tnTention.  Bnt  whan  a  prodnot  aniT«d  at  b;  cer- 
tain defined  atageaor  pcoceaaea  iBpatented,  only  thoee  things  can  be  oonsid- 
CMdeqnivaleDtsfor  theelenieataof  the  manafaotnre  which  perfinm  the  same 
fODotion  Insabataatially  the  same  way.  "Jha  Qoodftar  Dmtml  FnUmnitt  Corn- 
pan)  T.  Datii,  131.  ' 

EBBONEOUS  CONCEPTION  OF  THE  ISSUE.    See  MotiOM  for  iMUwrtef ,  1. 

EBBOBS  OF  JUDQUENT.     See  RtUtM*.  3. 

ESTOPPEL. 

The  rule  npoa  thesafaject  of  eetoppel  is  generally  that  the  partieaandpiiTiea  are 
ooncladedbfthejadgmeut.  'MWwttal.  y.  T\«  UggtU  j- 3lprt  TAaoeo  Com- 
pmy,  315. 

EVIDENCE.  See  DaU  of  Itnetntiof,  3 :  FonAgu  /■rof  tJoa,  1 ;  P»'ac«a  in  U«  Cmrto,  a 
1.  Evidence  almoat  wholly  made  up  of  the  recollections  of  wltnewea  revlTed  after 
the  lapse  of  many  years,  and  contradicted  in  molt  inotanoee  by  explicit  testi- 
mony of  other  equally  credible  witueasea,  leaves  so  much  donbt  as  to  the 
aotnal  eilstenoe  of  the  device  as  to  make  it  nnsafe  to  defeat  a  patent  on  the 
gionnd  of  public  nse  thns  songht  to  be  established.  *  FTotiiani  j-  Mom  Man- 
H^UHa;  CusijHiNy  et  at.  v.  HaUk,  76. 
Sl  a  jMrleallldaTita  and  sworn  opiniouB  of  ezperts  as  to  novelty  and  Infringement, 
contradicted  by  evidence  of  eqnolly  tow  grade,  are  not  snfflcient  io  establish 
the  extent  or  validity  of  oomplatnauta'  patent  orltaiufringeinent.  'PmUmo* 
Mtd  PMlIaMm's  FaJate  Car  Ctmp»nf  v.  AtIfiMor«  anil  OAio  Sailroad  Om^ft^,  V6, 
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«o«bMm^  vh*tb«r  tk«  iDmtim  b*  that  of  ■! 
liiMonpatMitMdlBadmiMibl^tlw  BariMd  SMnlMarthe  UiOtad  BMW 
ftniMiiag  all  Mket  •rMsftw  of  iBvantiav  atuvad  tluw  tlxat  ibiiT«d  fioa 
pAtanta  oi  printed  pnUiCfttiraw.    Btlt  r.  a/mi»,  4. 
4.  ne  olianteteT  of  eTldenoc  raqnind  by  tlw  Ottae  to  MtkbHih  ih»  fket  of  InraD- 

tkm  U  the  MBM  M  it  i«  In  tho  ooorti.  U, 
K.  Tlw  Meoid  hi  »  Mit  wUflh  proMMlcd  to  Judgment  in  me  oirenCt  court  li  propo' 
•rldeDee  in  a  fnlt  in  maotfaer  when  tile  mfttter  in  controVeny  ia  iho  mane  ud 
the  defendMit  in  the  I*ter  aoit  employed  the  conoael  Mid  paid  thn  expenM* 
In  the  prior,  though  not  •  pM^  thereto.  CitiM  SUlm  and  Fartlfit  SalaaM- 
4tr  AMaf  C$m§mn  t.  Mtitm  Altiar  Cmip^y,  106. 
6.  Bj  itatote  "eopieeof  ■ayTeooids,  books,  or  paper*  belonging  to  the  Ffttent  Ot 
fleeaBdof  tettM*  patent  aathentioated  by  the  Mftl  and  eerti£ed  by  the  Ccw- 
niarieiMt  Ot  Aoting  Commiaaionei;  an  made  eridence  where  the  originab 
wonld  be  e\-idenoe.''  BeT.  SUta.,  aee.  SOSL  And  "ec^jae  of  tbe  ^eciSea- 
t4on  and  diawlngaof  fendgn  lettaia  patent,  eertiSed  aa  proylded  in  tbe  pn- 
ceding  section,  ahall  be  jiriMa/ada  evidence  of  the  &et  of  the  granting  of  mch 
letlcn  patent  and  of  the  date  and  coQtenta  thereof."  "ScAverke^y.  The  SK\/t 
f  Cottrtntf  and  Beechtr  JfaBn/aidi ria;  Compa»g,  855. 
T.  French  letters  patent  certified  by  the  Director  of  the  Conserratoin  ITatinMl 
de*  Arta  et  Metiers  of  France,  ocder  the  aeal  of  that  department,  vetifled  by 
the  MlDUterof  AgricnltRre  and  Commerce  and  the  Minister  of  Foreign  Affain^ 
under  their  eealB,  come  from  a  proper  aosrce,  properiy  anthentacatwl,  and  an 
admlamble  ■■  evidence  uodei  the  atalate.    *  M. 

EVIDENCE  OF  INVENTION.     See  Forttfit  fnmMiM^  1. 

EXAMINERS. 

I.  It  i*  Ae  duty  of  Primary  BxaHdneia  to  Mofonn  theit  praetioe  to  the  known  and 
expressed  views  of  the  Commisaion^,  whethM'  ttiay  agree  with  tfaeir  own 
Tiewa  or  not,  jind  than  is  no  excnaa  for  adhwing  to  a  practice  which  haa 
been  ovcnnlod  on  appeal.  Et  partt  Kitta»,  49. 
%  Diaapproval  expreeaed  of  the  practice  of  miltlplyiog  actions  aa  cases  on  qnn- 
tjont  of  mere  form  without  at  the  same  tia>e  tonobing  th^  merit*  of  the  caas. 
Booh  practice,  white  it  may  be  claimed  to  be  aeeerding  to  the  letter  erf'  Bale 
63,  ia  certainly  not  In  aeeordance  with  its  spirit.    Id. 

EX  PARTE  AIT IDAV1T8.    S«>  £rirf«p.M,  i. 

EX  PARTE  QUESTIONS.    See  Friorits  af  lMt»tum,  1. 

EXPENSES  OF  SUIT.    See  Dmmasr*  ani  Projiti,  %  5. 

EXFXSIMENTS.     See  Jbaaimti  Bxptrimenti;    CoHeqUJo*  of  a»  /Hwallon,  1;    Ert- 
dnce,  3. 

EXPERTS.    See  frideae^  3. 

EXTENSION  OF  PATENTS. 

1.  Tbe  general  and  broad  prevision  fbr  exteudtni;;  patents  granted  prior  to  IdGt 
made  no  dtHCilmlnation  againat  those  which  were  limited  to  fourteen  yean 
tmn  the  date  of  a  fbnlgB  patent,  anil  there  can  be  no  reoHonable  donbt  that 
CongretH,  iu  the  statnte  of  18T0,  intended  to  leave  patents  granted  befoie 
March  2, 1661,  exactly  where  they  were  belbre.  *.V«w  JMericoa  F%U  0»ai|Mnf 
v.  JMotvlM*  FlU  Caatjuay.  343. 
3.  A  patent,  therefore,  appHed  for  and  oqtained  under  the  61roninatanee«  naoMd 
and  dnly  extended  by  the  CommisaloDer  in  proper  tiuM  and  in  regnlar  fona 
is  valid,  mbject  to  the  ndinory  defenses. .  *fd, 

FEES.     Bee  IVaile-lIarl,,  1. 
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FINE.    See  Contempt  of  Coart,   S,  3,  7,  8,  9. 

FIEST  AND  OKIODJAL  INVENTOB.    See  PrioHIg  o/lMttnOon  ;  Proeem,  2. 

FOREIQN  APPLICANTS.    See  DaU  of  Ii,rmUo»,  A. 

FOREIGN  INVENTION. 

A  foreign  inTentian  imported  io  this  country  and  made  known  tootheiB  isevideQM 
of  inTeotioD  nnder  onr  laws,  aud,  if  such  invention  be  completed  and  reduced 
to  practice  in  this  country,  is  of  equal  weight  with  •  foreign  patent  to  rap- 
port the  title  of  the  inventor  or  to  bar  a  subsequent  discoverer.  Bxptuie  Lam^ 
fieg,  39. 

FOBEIGN  UA0I8TBATES.    B««  Ecidtitet,S;  Praetice  in  Hit  Court,  7. 

FOBEION  PATENTS.  See  Date  of  Imwrntum,  5;  £*;JuA  8p«afieaiM»f  amI  PattmU; 
Evidence,  3, 6,  7 ;  ExUmrioH  of  Pain»U,  1 ;  PaU»U  Granted  bg  Special  Act,  1. 
It  appeafinj;  that  bflhe  law  of  France  some  patent*  are  kept  secret,  and  it  appear- 
ing that  the  oop7  of  the  patent  in  question  was  certified  to  after  the  manner 
of  pabtic  records,  HeH  tbat  the  patent  must  be  taken  to  be  an  opui  patent. 
*5Gto«rjfc«t  T.  The  Suj/I  f  Ci/virt»^  and  BeeiAtr  Manufacturing  CoMjMuy,  S55. 

FORFEITED  APPLICATIONS. 

Ilie  "withheld"  application  referred  to  in  this  section  is  rat  gcturii,  having  neither 
the  incidents  of  a  nifected  nor  an  abandoned  application.  It  ii  an  applica- 
tion held  in  abeyanoe  and  liable  to  be  revived  upon  the  payment  of  a  new 
fee,  and  only  beoomea  abandoned  after  the  expiration  of  two  years,  reckon- 
ing fWim  the  date  of  allowance.     Ex  parte  Livintston,  IS. 

FRIVOLOUS  CLAIMS.     See  Claim*,  9. 

FUNCTION.     See  ^jHiroIeMd. 

IDENTITY  OF  DEVICES.     See ./Jeilf iw ;  Infriagemtnt,  12,  13,  16,  17;  InjHHction,  8; 
Interference*,  8;  MoUon/or  Attactnueat,  2. 

IMPROVEMENTS.     See  ConetnelioniofSpaifkatioiu  and  Patent»,li;  Infringement,  7; 
PiUcuiar  PataiU,  3C 

INCOMPLETE  EXPERIMENTS.  See  Jbaitdoned  ReperimenU;  Conctpthn of  m Inven- 
tion,!. 
INFRINGEMENT.  Sea  Ckange  of  Strttctnre,  1;  CoMbinations,  4,  9;  ComlriiBtion  of 
Claim*,  4,  6;  Conilmction  of  Sprcifioationi  and  Pateate.  1,  2.  3,  4,  13,  20,  31 ; 
Cottt  of  siit,  2;  D<^en»ei,  1;  Dteigni,  S;  Evidence,  2;  Injunction ;  LabeU,  9; 
Liabaity,  1;  MoHmfor  AHaekment,2;  Pardcular  Patents,  1,  5,  30,  34,  35,49,  5S, 
07;  Partiee  to  5a it,  I;  Praettce  in  lie  CourU,  6,  11,  13,  13;  Prooeis,  i;  lYade- 
Marki,  15. 
1.  AninTention(8eUer'spatent,  No.  91108,  granted  June  8, 1969,  to  A.  C.  FJetcher, 
fbr  postage-stamps)  consisting  of  a  postage  or  revenue  stamp  having  a  portion 
of  its  surface  composed'  of  thin  or  fragile  paper  or  other  suitable  material 
loosely  attached,  and  on  which  a  portion  of  the  design  or  other  natter  is 
printed,  is  not  infringed  b;  a  stai&p  composed  of  one  continuous  piece  of  paper, 
of  nnifonn  thiokneas,  upon  the  face  of  which  la  certain  printed  oi  engraved 
matter,  with  blank  spacea,  in  whicb  are  iusertied,  at  the  appropriate  time, 
certain  tigores  and  names  reqnited  by  law  to  appear  upon  revemie-stampe, 
which  blank  spaces  are  prevented  from  adhering  to  the  barrel  by  the  inter- 
position of  a  red  slip  of  blank  paper  attached  to  the  back  and  outside  edges 
of  the  stamp.     'Fletcher  v.  Blale,  87. 

2.  Mere  stmctnral  changes,  aside,  l^om  the  vital  operating  comhiuations,  are  not 

soch  changes  as  will  avoid  infringement.     *  The  Strate  Seioing  Machine  Corn- 
pang  V.  Eamet,  99. 

3.  Where  a  person  procures  a  patent  for  the  building  of  a  machine  which  produces 

certain  results  which  are  novel  and  otiefiil  by  reason  of  certain  mechanical 
contrivances  nod  appliances,  any  person  who  attempts  to  accomplish  the  same 
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nmitu  hj  men  MbaUtiiUoiw,  which  u»  eqalvalnta  of  tbe  muiu  naplojti 
by  (he  Ant  pfttentM,  U  m  infriuger.    *  fnU  *.  Gri»,  110. 

4.  An  iniHngMMDt  of  «  pMeot  cao  only  oocnr  by  the  >eta»t  making,  niing,  or  aell- 

iO|ofth»p»teut«dd«vic«.    *AUUr.  BtwU,  153. 

5.  DoQbted  u  to  wbcthor  a  mere  MlTeniMmeut  at  the  davioe  conMitDtaa  «n  Infiinge- 

ment  m  h  to  unonnt  U>  »  diaobedienoe  of  mi  fi(]iuto^D.     *  id. 

6.  A  combination  cUim  may  be  infiioged,  althongb  the  apecitii]  derioea  aaed  by  the 

defendant  wen  not  known  al  the  time  of  tbe  patentee'!  inTention.  'Fotttr 
It  al.  V.  SUnart,  193. 

7.  Aoy  im^oTemcnt  in  one  element  of  a  combiDatlon  which  doea  not  ^ect  its  man- 

ner of  co-operatiiMi  with  the  lemainlng  devioee  will  not  wrre  to  avoid  the 
eharge  of  infringement.    '  li. 

e.  When  the  defendant's  device  contain*  all  the  elements  of  the  patentee's  atmctiire, 
combined  in  tDbstantislly  the  same  way  and  having  sntNtantially  the  same 
mode  of  operation,  there  is  an  Infringement,  notwithstanding  mere  formal 
dilfferenees.    *  PutiMM  at  «l.  t.  Tost  A/<,  849. 

9.  A  patent  for  an  Improvement  in  cnltiratott  claimed  the  combination  of  a  alotted 
bean,  shaak,  brace-bar,  and  bolt  when  tbe  part*  wen  constmctod  and  ai- 
langed  to  operate  as  and  for  the  pnrpoae  spsoiBed ;  SM,  that  snob  patent 
was  not  infringed  by  a  machine  which  contained  snob  slotted  beam,  shank, 
and  bolt,  bat  did  not  include  the  brace-bar  or  any  meehanleal  eqaivalent  for 
tbe  same.     'SovtU  tt  al.  t.  Xisdiay  et  al.,  SSe. 

10.  A  patent  for  a  combination  of  known  parts  is  not  infringed  by  tbe  nae  of  any 

number  of  the  parte  leaa  than  the  whole.    '  li. 

11.  Wltere  some  of  the  parts  of  a  combinatiou  are  new  and  others  old,  and  where 

the  new  parts  are  distinctly  claimed  as  Inventions,  the  appropriation  of  a 
part  which  is  new  is  «u  infringemeDt.    '14. 
19.  Either  claim  in  the  defeoilant's  patent  may  be  valid  aa  a  whole,  and  yet  there 
may  be  no  right  to  make  the  whole  stmctiue  shown  in  its  drawings  withont 
a  licenae  auder  plaintiffs'  patent.    *  ColUgnon  «t  al.  v.  Hafm,  33S. 

13.  The  method  adopted  by  the  defendants  in  laying  artificial-stone  pavements  was 

aa  foUowa:  They  first  laid  down  a  section  as  wide  as  tbe  blocks  won  wanted 
and  tamped  it  down  «oIi<l.  When  partially  set  these  sections  were  cat  into 
blocks  of  proper  length  with  a  trowel,  tbe  trowel  cnLtingta  a  greater  or  Icea 
depth,  according  to  the  character  of  the  materiaL  Into  the  open  Joint  tlina 
made  with  the  trowel  was  floated  or  rnbbed  some  of  the  same  material  of 
wblch  tbe  block  was  composed.  Then  a  top  layer  of  finer  material  contain- 
ing a  larger  proportion  of  cement  was  laid  on  the  lower  section,  pleased  down, 
and  smoothed  over.  The  trowel  was  then  passed  along  the  top  layer,  cutting 
partially  or  wholly  throngh  it  directly  over  the  catting  betow.  The  joint 
thna  made  in  the  tipper  Isjer  was  then  smoothed  over,  and  a  joint-marker 
having  a  txmgae  trura  a  Hiiteentb  to  an  eigbtb  of  an  inch  in  depth  was  mn 
over  the  line  of  the  cuttings,  marking  off  the  Joints.  Artificial-stone  pave- 
ments constructed  in  tbe  niode  describe<l  as  need  by  the  defendants  an  in- 
fringements of  tbe  Schilbnger  patent.  *  California  Art^aal  Stoae  Pedsf 
CoMpans  V.  rtrine.    Same  v.  Molitor,  361. 

14.  In  the  pavemeata  so  made  by  the  respondents  open  joints  an  ia  each  case  made 

between  the  blocks  during  the  process  of  formation  into  which  ia  interpoeed 
mat«riBl  which  remains  there  permanently,  and  that  material  ia  for  the  de- 
sired purpoBu  and  to  some  degree  tbe  eqnivvlent  of  the  tar-paper  and  girea  to 
some  conddcrable  extent  tbe  advantages  of  tbe  Scbillinger  Invention.     'Ill, 

15.  Tbe  qneftion  of  the  infringement  of  a  patent  depends  very  mncb  on  theconstmc- 

tion  of  its  claims,  and  that  depends  very  mnch  on  prior  patents  on  tbe  same 
subject.     If  imcb  prior  patents  are  lu  be  put  in,  they  oaght  to  be  sat  up  in  an 
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•nm-ei  and  b«  pnt  in  once  for  a)l,  and  the  iisne  of  InfMngemtnt  ongbt  to  be- 
tried  Ijat  onoe,  and  nnder  an  austrer,  and  not  under  a  plea.  *  Sharp  r.  Eei»»- 
xr  «f  «l,  400. 

16.  A  patent  for  a  new  combination  of  old  elemeotti  is  infringed  whenerer  another 

employs  anbatanttally  the  same  combination  in  plan  and  elementa  whirfa  op- 
erates Id  the  same  manner  and  prodnees  Bnbatantlally  the  same  resnlts.  The 
doctrine  of  eqnivalenta,  with  slight  modifications,  applies  with  as  muoli  force 
to  snch  an  iuTention  as  to  any  other.     *  Dtderlet:  t.  CaaieU  et  al.,  413. 

17.  Where  the  defeDdaut's  machine  has  been  made  to  differ  in  form  from  that  of  the- 

complainant,  the  Bbsence  of  RdTsntage  snggeets  the  thongbt  that  these  dif- 
ftrences  were  resorted  toin  the  hope  of  escaping  responsibility  for  infringe- 
inent.    'Id. 

18.  The  artlele  called  "glnkofline"  is  a  componnd  made  by  a  mechanical  miitnie 

of  nitro-glyccrine  with  nitro-saccharose  (or  nitrated  sngar).  The  nitro-sac- 
charose  baa  no  chemical  relation  with  the  nitro- glycerine,  bnt  merely  acts 
as  an  absorbent  to  lahe  np  the  nitro-glycerine  and  render  the  resnlting  com- 
ponnd  more  practically  nseAiI  and  effective  at  an  esplonve  and  for  more 
■aft  and  convenient  for  handling,  storage,  and  transportation  than  nitro- 
glycerine in  its  ordinary  condition  nsa  tiqnid,  It  is  therefore  an  infringe- 
meut  of  Reissne  No.  .5,7!h>.  'Tie  Jtlaiifle  Giant  Powier  Company  v.  TIte  Dll- 
Mar  FoKitr  MaMH/aetHriiip  Compaof  el  al,  440. 
INJUNCnOK.  See  Contempt  of  C«nrl,  15;  Ipfrlnsrmnl,  5;  Moliox  far  Jllackmnt,  1, 
3;  ParlteKlar  FattKti,2B;  Practiet  in  the  Conrit,  5. 
1.  Hotiin  fbr  a  preliminary  injnnctlon  denied  when  the  eTidence  fliruished  doe» 
not  clearly  show  a  violation  of  the  complainant's  patent.  *  PullttaH  end 
PHlJmaH'i  Palace  Car  CovipaMg  \.  BaWmort  and  Ohio  BaWroad  CompaHg,  il5.  , 
3.  It  la  not  a  matter  of  course,  upon  the  presentation  of  a  pntent  which  prima 
fiieit  establishes  the  riglit  of  the  pntentee  to  the  thing  patented,  accompanied 
by  an  allegation  that  tbe  defendant  is  violating  it,  that  a  preliminary  iujiino- 
tionwill  issne;  bnt  it  tunst  appear  likewise  that  if  the  writ  of  injunction  does 
not  now  issne  the  complainants  will  be  irreparably  ii^nred,  and  that  no  sob- 
sequent  decree  of  the  conrt  can  snfllciently  ascertain  and  make  good  their 
damages.     'Id. 

3.  Wbile  the  mere  Act  of  the  defendant's  odvertisiog  a  machine  msy  not  eonstltnte 

a  violation  of  aa  ii^nuctton.  sncb  advertisement  would  be  regarded  ns  very 
strong  evidence  that  the  party  was  tranagressing  tbe  order  of  the  court,  and 
wonld  Jnatif^  a  complainant  In  applying  for  an  order  for  the  pnnishueut  of 
the  defendant  for  contempt  of  conrt.    'Jfff*  v.  StoireV,  153. 

4.  Where  machines  are  sold  prior  to  nn  injnnction  and  anhsequeutly  returned  to 

the  defendant,  and  ngnin  sold  by  him  after  sen-Ice  of  a  restraining  order,  there 
is  probable  ground  for  a  cinim  of  a  technical  violation  of  tbe  inJnncMoa,  titau 
which  the  defendant  can  only  be  relieved  by  allowing  thst  the  maGliine*  were 
not  only  iuclniled  in  the  nccoiiutiug  bnt  tbfit  tliey  had  l>een  iiaid  for.     'Id. 

5.  Prelimiuary  injunction  denied  on  the  gronnd  that  tbe  injury  likely  to  result  to 

the  plaintitTs  from  denying  it  will  bo  verj-  much  less  than  that  which  will  be 
suffered  by  the  ilefendante  if  granted,  defendant's  position  being  one  having 
strong  eiiniiies,  rwiulriiig  that  the  case  should  be  heard  on  ftUl  proofs  ^Tcire 
any  controlling  disposition  of  any  of  the  questions  involved  in  it  is  made. 
'Black  cl  al,  v.  tniaoK,  73. 

6.  Preliminary  injunction  granted  where  it  apptara  tbatthe  plaintifik  had  been 

maDnfnctnring  nnder  tlifir  patent  for  ten  years,  and  bad  never  been  interfered 
with  except  by  the  defcudunt,  whom  they  had  promptly  notified  to  cease  in- 
fringing.    'CoUignoii  ff  of.  v.  Bagt*,  332.  j 

7.  Mere  forlienrance  to  sne,  under  the  circumstances  stated,  after  the  notioc  gtveti, 


■512  INDEX 

INJUNCTION— Contteoed. 

ouiDOt,  in  the  abMDOs  of  aoy  aflimiktlve  encooragsuieut  to  the  defendant,  ba 
1>«1<1  to  affact  ttw  pIMntillii'  right  to  >  prcltmtuar;  iigunction  in  inch  a  plain 
case  aa  thia  ia.    *ld. 

8.  Where  in  defondant'a  device  coneapondiDg  parta  am  pUot»(l  together  and  fold 

together  in  like  waj  aud  by  the  identical  mode  of  operation  so  in  the  pUiot- 
iU'  device,  an  iqJuDction  irill  be  granted,  although  defendmut  ia  operating 
nodet  a  patent  the  olaina  of  vhicb  do  not  conflict  with  the  plaiutiffa'  patent, 
*JA 

9.  Motion  for  preliminary  iqjiinctioii,  jMadcHle  lUt,  denied  with  reference  to  certain 

of  the  pattoiti  iu  ((iieBtiou  which  had  never  been  niade  the  auliject  of  final  ad- 
judication, *5(MM  (iagt  attd  Laxttm  Cempang  #f  ai.  v.  Itilltr  if'  C(r.,  371). 
10.  Where  it  appeared  that  certain  of  the  patents,  thoagh  never  the  subject  of  Gnat 
a<UDdieatiou,  had  been  involved  in  litigation,  aud  that  the  defendant,  after  a 
protracted  aud  ex[teiuive  couteet  and  afler  earnest  eflbrta  at  comprotuiae,  had 
deliberately  ackiioirledgediufringement,  by  the  advice  of  skillful  conuHei,  and 
hadaettied  fbi  a  large  sum,  ^Wdlhat  this  litigation,  coupled  witbtheopiuion 
of  a  tircuit  judge  in  tuiot Iter  case  giving  a  broad  construction  to  the  claim  of 
the  jiateut,  goes  ver}'  far  to  answer  the  ivqaiienients  of  a  deliberate  examina- 
tion and  a  dtciaion  by  a  court,  and  tlut  the  question  has  been  bo  far  settled 
that  a  preliminary  itijuaction  abonld  not  be  refused  on  the  ground,  of  non-ad- 
judication.    'Id. 

INOPERATIVENESS  OF  AN  ISVESTIOX. 

A  patent  may  be  valid  and  operative  with  respect  to  what  it  claims  and  still  tie 
inoperative  from  a  defective  or  insnlllclent  description  because  it  fails  to elaim 
an  luuch  ati  was  reallv  iuveuted,     "It'iltOH  v.  Cook,  I'iO. 

ISOPERATIVENESS  OF  PATENT. 

The  question  as  to  wbetbertheoriginalpBtent  was  inoperative  or  invalid  by  reaaoo 
of  the  defective  or  iusuScientspeciticationisconclusively  decided  by  the  Com- 
missioner l>y  the  fact  of  his  granting  the  reissue,  '  Selden  et  al.  v.  Tkt  Stodi- 
KtU  Self-LlgkUng  Ga»  Burntr  Compang,  431. 

JNSUFFICIENT  DESCRIPTION.     See  Frioritg  of  Invftlon,  3. 

INTEBFEBEKCES.  See  Abandonetl  AppVicationa,  2;  Date  of  Jawsflo*,  9,  3 ;  Motto*  Sv 
Sehearing,!;  Prioritg  of  Inrentioti ;  Tiaie-2Iar1;s,  i,  3;  Void  PaltnU. 
1,  Where  the  original  patent  is  involved  in  interference,  but  not  the  reissue  appli- 
cation, it  is  the  better  practice  to  proceed  with  the  examination  of  tlie  reisMM 
application,  aud  upon  the  surrender  aud  cancellation  of  the  original  patent  ta 
eulMtilute  the  reisaued  patent  In  its  place  In  the  further  treatment  of  th* 
interference.  Etpartt  Zag,  20, 
S.  The  filing  of  an  applicatiuu  l)r  one  who  claims  to  have  made  the  invention  be- 
fore the  pateutee,  or  the  institution  of  a  proceeding  to  try  the  issue  Ihus  raisrd, 
cannot  impair  the  validity  of  the  patent,  and  should  not  be  allowed  to  servs 
the  piirpoHe  iit  tthriiigin^  the  legal  rights  of  the  patentee,  among  which  iatbe 
privilege  of  revising  and  correcting,  upon  proper  occasion,  his  defective  speci- 
hcation.    Id. 

3.  Particularly  is  this  true  where  the  reissue  application  contains  no  claim  to  the 

subject -inatter  involved  in  the  interference,  us  tlie  result  of  the  interferenea 
can  have  no  utfeut  upon  tliu  consideration  uf  tha  reissue  application.     Id. 

4.  These  views  are  in  accordance  with  thedecree  of  the  supreme  court  of  the  Dis- 

trict in  the  &ri>arf«  case  of  TkomuJ.  Magall  »nd  Frank  B.  IVUtiaHu,  reported  In 
Volume  11,  Ort'iciAL  Gazette,  page  1107,  and  arc  not  modified  by  any  views 
expmsso'l  iu  the  tjc i>arte  case  of  Plalti  v.  tlaldeii  (15  0.  0.,  3-27)  Td. 

5.  "When  the  declaration  of  the  issue  is  suseeptible  uf  various  interpretations,  that 

nicaoingwilllHiHdiipted  whicbHiistaiua  the  iuterl'ereuce  as  declared,  and  which 
is  uioat  conaiatent  with  tlte  specifications  of  the  parties.  Loeke  v,  LmMtf 
tt  <tl.,  36. 
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6.  The  iiat«at«e  bariog  »  Mparate  patent  for  tbe  inTeDtioD  whiob  the  ftpplioftnt 

contends  ia  in  iwae,  and  whlctk  patent  wm  not  Includad  in  the  interferauM, 
M  coDatmotion  wh  therebj  placed  npitn  tbe  spplicitnt'a  elatm  and  upon  the 
uane  wliich  Is  ooneltialve  on  all  parties.    Id. 

7.  Gathering  the  intentiDni  of  the  parties  from  tile  papen  on  file,  without  refereoee 

to  the  teetlmoDf  token  to  affect  the  reanlt  of  the  interferenoe,  it  is  held  that 
the  contested  invention  is  a  chain-link  with  a  central  opening  provided  wIUl 
an  open  hook  which  ia  adapted,  when  placed  in  an  nnnenal  positioa,  to  ha 
coupled  t«  and  nnconpled  frtun  other  centrally-open  links  wlthont  heading 
the  hooks.  Id, 
S.  Where  It  appeared  from  the  specifications  of  the  parties  that  the  invention  In 
controTcray  was  a  lamp  organized  to  prevent  the  heating  of  the  oil-ohamber 
and  to  rent.the  gnses  aceniuulated  in  the  wiok-chamber  and  oll-reservirin  at 
a  safe  distance  from  tbe  flame,  and  the  issne  was  defined  to  inolode,  am»ng 
other  features,  a  rrowfeoil-reeervolr  and  oalwardttrtMifiiig  vent- tube,  £eMtbat 
any  lamp  otherwise  similar  wonld  fall  within  the  spirit  of  the  iuventloa  and 
the  terms  of  the  issnein  which  the  oil-reeervoir  was  separate  anddlMinotfhHB 
the  wlck-tnbe,  and  iu  which  the  gases  from  the  wick-tnbe  and  otl-oluualMr 
aie  delivered  by  vent-tubea  away  from  and  at  a  safe  distance  from  the  flame 
of  the  lamp.    Snll  v.  LovtleM,  30. 

INTEBLOCUTORT  DECBEB.    See  PrMttcefa  fAe  Ci)art(,5,6. 

INTALID  PATENTS.    See  Inoperativenni  of  a*  IimetOan;  Foid  Paimtt. 

INTENTION.  See  Abaitdoiied  ApplieatioKt,  2;  Analogotu  Dfcicti ;  Ciineeplionofa»I»' 
emltos,  1,  9;  Date  of  iHvmttioH,  4;  Eeidence,  3,  4 ;  Ai>n-/ittimf  Joa ;  Xon~pattnt- 
aHlih/;  Old  Elaaentt,  1 ;  Partioilar  PattKtt,  SI,  ^. 

1.  Invention  appearing,  the  law  does  not  uttempt  to  measure  its  extent  or  degne. 

'  WaAfmrn  ^  Moen  Matinfactitring  Companji  et  at.  v.  HalMk,  76. 

2.  Utility  is  suggestive  of  originality,  aud  the  fact  of  the  acceptance  of  a  device  D^ 

combination  by  the  public  and  pntting  it  into  extensive  use  ia  accepted  a* 
evidence  that  it  was  the  product  of  invention.     'Id. 

3.  It  is  no  answer  to  siich  a  patent  to  say  that  the  combination  required  no  inven- 

tion, that  any  mechanio  might  Lave  aclevted  the  pirts  and  combined  them. 
The  fact  that  no  mechanic  did  Iwfore  select  and  combine  the  parts  and  prodnoe 
snch  a  mocbiue,  notwithstanding  the  great  ueed  for  it,  is  a  aufflcient  reply  to 
such  a  suggestion.     'Dtderick  v.  CoikU  et  al.,  41^. 

INVENTION  SHOWN  BUT  NOT  CLAIMED.  See  Coasti-MltoM  o/  3pee{fUalioHt  and 
Fatentt,  34,  35;  Reitiitu,  36,  3ti. 

JOINDEB  OF  ASSIGNOR.     See  Partim  to  Bull,  5. 

JOINDER  OF  INVENTIONS.     See  PaltMlo,  2;  StparaU  farealiasi,  1. 

1.  The  fair  coustniction  of  section  4tfe6ig  that  an  invention  or  discovery  for  which 
an  inventor  may  receive  a  pateut  is  a  single  invention  or  discovery,  not  aav- 
eral.     Ex  parte  Bancroft  and  Thornt,  55. 
S.  What  is  ft  single  invention  i«  left  to  the  ofHcera  whose  dutj:  It  is  to  execute  the 

law  to  determine.  U. 
3.  With  respect  to  the  Joinder  of  a  macbiue  and  manufacture  in  a  single  patent, 
tbe  true  rule  is  that  set  forth  iu  Ex  parU  niaHitrliek  (16  0.  G.,  404),  as  fbl- 
lows:  "If  the  macbiue  aud  the  inauufoctnre  are  so  related  that  the  former 
cannot  ojwrate  without  producing  tbu  latter,  aud  the  tatt«r  can  only  be  pro- 
diice<l  by  tbe  former,  both  may  be  united  iu  one  patent ;  but  this  ia  an  excep- 
tion to  the  genei-nl  rule,  which  forbids  the  Joinder  of  the  machine  and  Its  pro- 
duct iu  one  applicutiun."    Id. 

JOINT  IS VEXTORS.     S>x  Bihearing,  3,  i.  iiGoOqIc 

33  c  p  '"'""  ■'  ^ 
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JUDOHENT.  8eeCMr(Mpr^Con^S,3;  Eticppti ;  JVmMm  (n  tit  Cmrtt,2,t,  Mf 
»fP»tmt  It  OrHtTof  Cnmi,  1,  9. 
A  pemm  to  be  omoladad  by  Um  Ja<lgm«nt  miut  be  prir7  to  the  proceedinga  in  nch 
ft  Mnw  tliat  b*  may  eaniral  the  litigfttlcm  In  to  &r  m  nuking  mottou  in  tli» 
ewe,  rihring  eTldeneo,  eioM^xamlnlng  witneaM,  or  taking  an  appeal  in 
coDoenwd.    ' JflUer  X  «!.  *.  rjte  X^fvtt  f  Uyr*  IUmdo  CoMjNuy,  315. 

JUDGHEIIT  OP  THE  COMUISSIOyES.    Sm  Qm^inium  of  PniMt*;  Prterily^ 

/MVMfiMt,  1. 

JURISDICTION.    See  G»MMiwfo>«r  of  Falentt;  iHOptrxMaate-  ^f  FalfKt,  I;  Jtititr 
oflHveKHoH.ft;  A«iMNM,  19. 
If  JnriadiotioD  ia  given  by  tbe  •nbject-malter,  any  tasae  aa  to  the  oitiienabipof  tli» 
plsintiff  laiaed  by  tbe  pleaillnga  ia  immaterial.     'lUktr  t.  2MI,  144. 


1.  B;  the  act  of  Congieaa  of  June  18, 1874,  the  words  "  engraTing,"  "  cnt,"  anil 
"print"  are  defined  aa  applicable  only  to  pictorial  illnstratioiia  or  workscon- 
neeted  with  tlie  fine  arts,  which  are  made  regiatrable  in  the  Libnuy  of  Con- 
gre«.     'SAamadur  4-  Elllixgtr,  tz  parte,  18. 

9.  The  WMxU  "  print "  and  "  label,"  as  emplojed  in  aectlon  3  of  tbat  aet  to  delinc 
matter  r^^trable  In  the  Patent  Office,  mult  be  eonatmed  a*  aynoufiaoDa  and 
aignif^ng  a  printed  label.    'Id. 

3.  Tba  wi»d  "pappooae,"  acoompanied  by  a  pictorial  iUnatnttion,  doe*  not  come 

witbin  tbe  tenna  of  the  deflnitiim  of  a  l^»el ;  and  when  the  aame  ia  applied  to 
anything  except  tbat  which  ite  name  Indicates  it  is  pnraly  faueifiil  and  arbi- 
trary, and  if  so  applied,  aa  proposed  in  this  case,  would  constitute  a  trade- 

4.  When  a  print  is  of  sucb  a  character  tbat  its  usein  connection  with  the  merchas- 

dise  to  which  it  is  applied  ia  arbitrary  or  fancifnl  Its  regiatration  in  tbe  Pat- 
ent Office  as  a  Ial>e]  is  prohibited.  'M. 
6.  Neither  the  trade-mark  laws,  tbe  copyright  laws,  nor  the  label  law  appear  to- 
hare  intended  to  protect  mannfacturert  sjid  producers  of  symbols,  charaeters, 
or  designs  which  wilt  become  trade-marks  npoo  being  applied  to  other  artir 
cles  of  ntercbandiBe.     'Id, 

6.  Complainant,  a  roannfactnier  of  bloing,  nsed  a  btae  label  tn  the  form  of  a  wr^ 

per,  containing,  in  separate  compartmenta,  variotu  inscripUons  in  letteisof 
silver  bronze.  The  principal  compartment,  which  chiefly  served  to  Individ- 
nalixe  his  label,  contained  the  designation  "  Sawyer's  Ciyital  Bine  and  Bafety 
Bos,"  the  other  compartimGuts  being  in  finer  print  and  the  matter  embraced 
in  them  of  a  descriptive  nature.     'Sawyer  t,  Sillogg,  "^TI. 

7.  Defendant's  label,  which  was  applied  as  a  wrapiier,  was  of  the  same  color,  site, 

and  type,  and  of  tbe  same  general  appearance  as  that  of  the  eompiainaut^ 
being  divided  into  compartments  coiresiionding  with  thoM  in  his  label,  the 
chief  compartment  containing  the  inscription  "Sawin's  Soluble  Bine  and 
Pepper  Boi:.''     'Id. 

8.  It  appeared  that  the  complainant  was  in  the  habitof  using  a  nomber  of  marka 

of  a  conspicn mis  character,  which  liefendant  had  not  imitated;  that  the  nanM 
Sawin  was  that  of  a  manufactiiTPr  nho  had  licensed  its  nie  by  peraona  to 
whom  tbe  defendant  sold,  and  that  for  years  complainant  had  not  sought  to 
pnitect  his  label  except  indirectly  by  proceeding;  upon  a  patent  which  wa» 
finally  declared  to  be  invalid.     '14. 

9.  Htld,  that  defendant  bad  infringed  complainant's  rights,  and  that  thera  wa» 

'  not  anch  an  actjiiiescence  aa  to  stand  in  the  nay  of  his  being  granted  bill  i«- 
lief.    'M. 
LACHES.    See  irtfaj ;  Injnnrtioii,  7.  P  -1  -nl  > 
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LIABILITY.    See  ParUe*  to  S%U,  4. 

It  appeared  that  defendant  Iiad  used  tlie  falae  lalwl  on  goods  which  bad  heen 
packed  b;  him  for  a  nngle  flmi,  and  that  he  bad  not  aold  the  goods  in  the 
open  mailiet.  Held  that  he  was  none  the  leM  liable  fbr  prt^ti  and  damages 
according  to  the  accepted  rale.     "Satrfer  v.  EMofg,  490. 

LI  CEIT8EE&    See  JDrfautt,  1 ;  Xioe>«n. 

LICENSES.    See  InfriKgemttit,  13 ;  ParUei  to  Snit,  3,  4. 

1.  Ad  exelnaive  lioenaee,  noderagreement  to  render  an  aocoQDt  vithia  a  time  spec- 

ified, failing  to  do  w,  the  patentee  granted  an  exelnaife  license  to  a  tbiid 
party,  bnt  aubteijoently  accepted  the  tender  made  by  the  first  licensee  of  the 
amonot  dne,  and  continued  to  receive  royalty  firom  him :  Held,  that  the  time 
of  tlie  accounting  was  not  of  the  essence  of  the  agreement;  that  no  harm 
had  resulted  to  the  patentee  by  reason  of  the  delay ;  that  no  good  re^n  for 
canceling  the  first  agreement  was  shown,  and  that  the  second  license  was 
void.     'Dare  t.  BogUton,  148. 

2.  A  license  to  one  to  use  apatented  invention  in  his  own  proper  business  does  not 

anthoiise  one  to  grant  a  sub-license  and  collect  royalties  thereunder.  'Put- 
NAM  «1  ol.  V.  Holhndtr  tt  ah,  24Q. 

3.  In  the  absence  of  affirmative  authority  expressly  given  by  the  licensee  to  dis- 

pose of  the  license  to  others  aud  to  allow  it  to  be  availed  of  by  others,  it  must 
be  read  as  if  it  fbibade  a  dispoeition  of  it  to  others.    *Ii. 

LITIGATED  PATENTS.     See  fojHPiefioR,  9,  10. 

MACHINE  AND  ITS  PRODUCT.     See  Joinder  o/ fnnnitioa,  3. 

MAGISTRATE.    See  Practice  in  (Ae  Court*,  7. 

MASTER.     See  Damagti  anri  Profit*,  I,  2. 

MEASURE  OF  DAMAGES.     See  Danagai  and  ProfiU. 

MECHANICAL  CHANGE.  See  ChMfo  ofStrueturt;  CoaMMaOmu,  10;  Nen-fat«»UiUUt), 
3;  ParlicHlarJ'iiteN((,36. 

MECHANICAL  CONSTRUCTION    Sm  Changt  «f  Struetwa ;  Jswatfoi,,  3. 

MECHANICAL  SKILL.    See  Invtution,  3. 

MECHANICAL  SUBSTITUTE. 

Any  application  of  Icnown  mechanical  powers  which  will  prodace  that  reenlt,  al- 
thongh  different  in  form  from  the  means  employed  by  the  original  patentee, 
is  a  mechanical  snbstitnte  aud  equivalent  of  the  same.    *  Will  v.  Grisr,  116. 

MECHANISM.    See  Comiinalioiu,  4. 

MERITS  OF  THE  CASE.    See  CoMftiNafiaiw,  13. 

METHOD.     See  CoHftraeHM  of  Claimt,  6. 

MISTAKES.     See  Dramngt,  1 ;  AdMXW,  3,  19. 

MISUSE  OF  WORDS.     See  Corutr<tt:tio%  of  SpeeificntiOKt  aiid  Paiatli,  7. 

MODE  OF  OPERATION.     See  CoMtmctUm  o/  CUtim*,  ft;  Ifon-paieHlabaUg,  1;  Se. 
iMM«,  24. 

MODEL.    See  Beiuutt,  b. 

HODEL  DESTROYED.    See  Dra»iHg»,  I. 

MOTION  FOR  ATTACHMENT. 

1.  It  not  being  shown  that  anyof  the  machines  sent  to  Cincinnati  after  the  injone- 

tlon  was  issned  were  delivered  npon  previons  purohase,  were  sold,  or  were  to 
he  used  to  produce  the  prodoct  or  to  pass  away  from  the  control  of  the  direct 
agents  of  the  company,  the  injnnction  was  not  violated.  *  Jfof  ay,  TVuttst, 
4-e,  V.  The  SeoU  SoU  SneiHf  ifii«iliii«  Compang  et  at.,  331. 

2.  Motionfor  attachment  will  lie  againstparties  violating  a  preliminazyii^Dnction 

by  nringmerely  colorable  variationa  of  the  patented  invention.  *  The  Atlan- 
tic Giant  Povder  Coxtpang  v.  The  Ditmar  Powder  JVamt/iMteHiif  Companf  etol., 
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MOTION  FOR  SEHEASINQ.     Hm  JToNra  to  Benpn  ;  B^uxains- 

A  notiaii  to  rebe«r  npoD  tb*  ground  thftt  tli«  deouion  waa  ioimded  apoD  an  enoae- 
(HW  ooDception  of  Umimup,  uid  w>a  asminiit  the  weight  of  eTidencs  adduced 
on  tha  tri*l,  grained,  when  the  allegatiooj  of  ermr  affected  ever;  materiil 
flndiog  of  the  deciaion  and  pnaented  Dpoa  their  face  a  showing  of  nukoiirst 
and  material  emi.  HmU  r.-  Loteiem,  30. 
M OTIOIf 8.    See  PrmeUtm  ia  tJM  Owrtt,  5,  10 ;  Stktmrb»9, 1,  3. 

MOTION  TO  AMEND  AH8WEB.  '  i 

1,  Bevelauoy  of  new  natrer  not  eataUiahed.    Uoreovcr  with  reaaonable  diligene* 
it  might  have  been  aet  ap  in  the  original  anawer.    'Bickar^teu  v.  Cro/t  et  at, 
330. 
S.  Notice  of  a  motion  to  amend  aiiawer  treated  aa  a  notice  of  a  motion  for  leave  U 
renew  a  motion  to  amend.    'Biohtu^M*  t.  Croft  «t  at.,  347.  i 

MOTION  TO  BEOFEN.    See  JMMriaf .  ' 

1.  A  motion  to  reopen  a  caae  and  to  admit  newif-dlMOvered  defenaea  bawd  np«a 

certain  Engliah  letters  paten t'denied,  where  it  appeared  that  the  panip  de- 
scribed in  said  Engliah  patent  was  a  donble-aeting  exhansting  air-pump  for 
a  low-preasoie  engine,  and  was  otherwise  different  from  the  lifting-pump 
nlaimed  in  the  orator's  patent.     'Adair  r.  Tkaftr,  339. 

2.  A  motion  to  reopen  a  ease  for  the  eomtideration  of  a  new  lefwenee  cannot  be 

granted  when  there  is  snoh  differenoe  between  the  pat«nt  and  said  reforenoe 
that  if  the  reference  had  been  in  evidence  apon  the  trial  it  'wonid  not  ban 
changed  the  result.    'Id. 

MULTIPUCATION  ,0P  CLAIMS.    See  CoajfrsoHim  */  tiaimt,  8. 

MULTIPLYING  FORMAL  ACTIONS.    Bee  £nwia«n,  2. 

HEW  APPLICATIONS.     See  ApfUeoHom;  1. 

HEW  ART.     See  Conttraelbn  of  SpaeifteaOoni  and  PaUnit,  31. 

NEW  CLAIMS.    See  Beuiuti,  11. 

NEW  EVIDENCE.     See  Molioit  to  Beeinm  ;  Se/toarutg,  3,  4,  5. 

NEWLT-DISCOVERED  EVIDENCE.    See  BtiuAri»f,  2. 

NEW  MATTER.    See  Btiuuet,  39,  30,  31,  37. 

NE:W  mechanism    8e«  Chang*  of  Stnutnre,  4. 

NEW  REFERENCES.     See  Jfofioa  to  Boopat,  1,  2. 

NEW  TRIALS.    Ste  Motitnfor  B»li»ari»g,l,2;  Motion  to  Stopen. 

NEW  USE.    See  yon-patoitaMUtg,  3. 

NON-ADJUDICATED  PATENTS.    See  ttjuncKon,  9, 10. 

NON-INTENTION.    B««  2fo»-palmtaWUf ;  PorMmlor  PatMto,  7. 

Shawl-Btrapa  with  handles  attached  to  a  leather  oroM-piece  having  loops  at 
the  ends  being  old,  it  is  no  invention  to  stiffen  hy  artificial  ine«ns  tlu 
leather  cross-piece,  which  had  before  been  made  as  rigid  aa  it  eonld  be  1^ 
thickness,  doubling,  and  stitching.  The  nse  of  known  equivalents  for  sonM 
of  the  elements  of  former  structures,  to  make  them  somewhat  bettw,  ia  aot 
invention.     'Crouoh  t.  Boemtr,  202. 

NON-PATENTABILITY. 

1,  A  claim  for  the  principle  or  mode  of  operation  of  thmstlng  cartridges  into  tte 

rear  of  a  barrel  withoat  Joints,  without  reference  t«  the  partjcolar  deviM    i 
employed,  is  a  datm  for  a  resnlt,  and  is  not  patentable. .  'Palmer  t,  Z1«  Gat- 
U»g  Qu%  CoMptmg,  366.  ' 

2,  A  mere  aggregation  and  bringing  together  of  old  devices  or  inBtnunentalitiW 

ia  not  apatentable  invention  unless  some  new  result  is  obtained.  -The  result 
of  holding  firmly  the  enda  of  railioad-rails  by  means  cf  acrewa  or  bolts  sai 
by  a  plate  under  tbe  ends  is  well  known,  and  the  simple  adoption  and  apfU- 
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cMoa  of  ft  libbad  j/lmt«  irith  the  bolt  aenwad  to  ita  piMo  batwean  tba  ribs 

Uonlf  tiw  ^n^Ueatkm  of  two  old  davleea  wltbont  tha  ftttaiiuMnt  (rfanj  new 

remit.    JhjMrto  Jlito-,  381. 
S.  Bweot-HniiifaioaxtoiidlnKontiipon  tbebrimbftdootbaanMltelied  tothebrin 

\tj  atltebaa  axtendfng  perpandfcnlftrlj  auonfh  It  ontdde  tha  enwa-band 

befiwe ;  bat  as  raeh  •WAftt-linliiga  wen  known  «td  anob  itltohlnf  Waa  known, 

ftU  the  plaintiff  reftU  J  fbDDd  out  tbfttwaa  new  was  that  aoob  ■titeheawoaUbft 

naeftil  in  thfti  pUoa,    Thl*  WMmerel;  putting  old  ititehaa  to  ft  naw  oae,  and 

not  patentable.    'Aattir  t.  Bttgt*  et  ol.,  477. 
4.  The  Btitcbes  of  that  >ort  ftud  tbftt  bind  of  ■weat-Unirg  mar  neTer  kftTe  bean 

put  together  in  that  way  before ;  bnt  whether  they  bad  ot  not  they  do  not 

work  togedier  to  fteeompllah  any  new  laanlt  ftttrlbatftble  to  their  new  rel»- 

tloDe  to  each  other.    *Ii. 
NON-EESIDGNT  HAMUPACTURERS.    Bee  Tteoifeii,  1. 
MOVELTT.    See  Claim;  3 ;  CoulnwKoN  o/  ^t^ficsOMtt  «■<!  PmttnU,  17,  39,  S3. 

In  eatimating  tbe  norelty  of  a  patented  device  the  conrta  will  take  Jndloift]  netioe 

of  oMnmon  knowledge  and  nie.    *  JfoCIoffay  v.  Dm  JM*  H  •!.,  330. 
OBJECTlONe.    8eeJI«lU«rf«f,  1,  S;  TraluMBf,  1. 
OmCEBS  AND  BEAL8.    See  FrtMM  i»  0»  C^arU,  7. 
OFFICIAL  RECOBD.    Bee  DaU  oflTmHon,  2. 
OLD  ELEMENTS.    Seo  CtMnfUffStniclTe,!;  CmiUmKIoim,  6,  8,  JO,  11;  CM«lr>etfM 

of  SpteiJIcalion*  tad  Pataiii,  fl,  11 ;  In/riugeatnO,  5,  14 ;  Nmt-InvmOh* :  JAm- 

pateKtnbilitt,  2. 
I.  A  derice,  in  order  lo  be  patentable,  moat  be  the  reanlt  of  inventloni  bat  the  mere 

meehftnical  adftptation  of  old  thinK*  to  new  asea  is  not  UHOftlly  invention, 

onleee  in  combinatiou.     '  (F'luUNra  ^  Mom  Ma»nftietmrhig  Coatpamji  ttml.  f 

BtUMk,  7G. 
8.  Element*  which  are  well  known  in  other  conneotiona  may  fonn  a  novel  oombina- 

tion  when  biooght  together  in  amaehine  to  prodaoe  a  newreaolL    'Wkktv. 

Orh-im,  183. 
ORDER  OF  COHUISSIONEB.    See  ExamtiuTt,  I. 
ORDER  OF  COimT.    See  Conttmpt  ^  Cimn,  4,  &. 
ORIGINAL  INVENTOR.    Bee  Priority  0/ Jneeiitioa;  Pnetu,  2. 
ORIGINAL  PATENT  INOPERATIVE.     See  l»optraHve»«M  of  F»UKt. 
OWMEESHIP.    See  Farttra  to  Saii. 
PACKING  GOODS  iX)B  MARKET  CON8TITUTB8  LIABILITY  FOR  DAMAGES. 

See  iMMKtf. 
PARTICULAR  PATENTS. 

Albr  RJBO^i—BoWt-SU^ftr. 

1.  PfttentsNo.  8,38ft,  reiMiie,  and  No.  44,664,  iwned  to  Albert  Albertaon,  fbr  improve- 

ment in  bottle-stoppen,  construed  to  be  fbr  intemat  bottle-atoppers  which 
can  pan  easily  into  the  bottle,  and  which  ore  closed  by  ontword  preamre 
Bgftinat  a  leat  formed  in  the  snbstaDce  irf  the  bottle  Itaelf,  and  heooe  not 
infringed  by  defendauti'  botiles,  in  which  the  lotomal  stopper  la  a  plug  of 
wood  or  glaai  cloaing  by  being  drawn  into  ft  mbber  ring  placed  in  the  neok 
of  the  bottle  after  the  plog  is  inserted.    -  JfaHAnci  v.  Ckamien  #t  al.,  157. 

2.  Patent  No.  44,664,  claiming  "  making  the  entire  stopper  of  sncb  a  length  that 

it  cannot  tnru  over  in  the  body  of  the  bottle,"  ia  not  to  be  read  u  embracing 
'all  manner  ofintemBi  bottle-stoppers  having  the  specified  length,  irrespective 
of  other  diatingniabable  characteristics  and  modes  of  operation,  aa  each  feat- 
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on  is  Ml  old  and  well-known  expedient,  and  conettnad  so  broadly  the  claim 
conld  not  be  ■natalnad.    'Id. 

3.  The  Mid  claim,  bflinfiUiiiitedbjtbeapectfleation  to  a  atopper"  formed  aaahown," 

la  not  Infringed  bjr  defendant*,  eren  thoagh  tlieir  atoppen  are  too  long  to 
tun  over  in  tiie  bottle.    'li. 

Ball—Otm. 

4.  Beiaaned  Letter*  Patent  No.  4,036,  of  June  14,  1870,  granted  to  Hoeea  Ball, 

declared  to  be  invalid,  it  being  for  a  radically  diffeTcnt  inTentiou  from  that 
ooTsred  by  the  original  patent.    'GontMa  v.  Do*i«r,  Wegt  ^  Co.,  59. 

Barber— CtttUng  Jtiaelim«nl$far  Smrtng-Maeiina. 

5.  Beiaaue  LetUrs  Patent  7,660,  granted  Aoput  38, 1877,  to  Lyman  L.  Barber  for 

an  iropiOTement  in  cutting  attachment  for  aewing-maohines,  held  to  be  in- 
fringed by  defendant's  machine,  wherein  the  knl&  haa  a  slight  np-and-dOTii 
movement  in  addition  to  the  forward  movement,  and  moves  in  the  arc  of  a 
eircle  instead  of  in  a  straight  line,  it  appearing  that  most  of  the  cutting  is  done 
dnring  the  forward  movement,  and  that  foe  all  practical  pnrpoeea  the  aerie" 
of  small  ares  has  the  appekranee  of  a  straight  line.    *B»rb«r  v.  S«ll«tt,  336. 

6.  Flaintiff'apatentdBcIarwhiainvention  to  consist  of  a  reciprooatinglinifb  adapted 

to  trim  tlie  edges  of  leather  or  other  stock  while  it  is  being  stitched  and  in  a 
line  that  is  parallel  with  the  stitching:  Beld,  that  the  machine  differs  from 
prior  machinee  organized  to  ont  by  up  and  dow:n  movements  of  yarione  sorts 
or  by  a  drawing  movement  or  by  a  rotary  sawing  movement,  and  that,  in 
view  of  the  evidence,  there  is  utility  in  snob  change.    'Id. 

Bkatty— ifaf*. 

7.  Letters  Patent  So.  18ij,716,  grant«il  to  John  P.  Beatty  for  an  alleged  improve- 

ment in  hats,  consistinfr  in  extending  a  sweat-lining  well  ont  npon  the  brim, 
crimping  it  oret  the  angle  formed  by  the  brim  and  crown,  and  stitching  it  to 
the  brim  by  stitches  passing  perpeiidionlarly  through  the  brim  outside  of  the 
crown-baud,  are  not  fbr  a  patentable  iuvenllon.    * Awdjr  v.  Boiff  el  al.,  tT7. 

BzLi. — Ttlegrapk  jr. 

B.  Letters  Patent  No.  174,465,  issued  March  7,  1876,  to  Alexander  G.  Bell  for  im- 
provement in  telegraphy,  construed.  See  Comlmctio*  of  SpecifioatioKt  t»i 
Palmt»,  19,  SO,  21.  'AmerieaA  Btll  TeUpltoiit  Companf  el  ai.  v.  Speneer  tt  al., 
3S2. 

Beiucot— JfocAlJte/or  CHtling  FUe*. 

9.  LettersPatentNo.3b,336,  issued  to  EtieuDeBernot  July  34,  IdGO,  fur  an  imptove- 
ment  in  machines  for  cntting  filee,  extended  1874,  sustained.  See  £xt«Mies 
ofPateim,  1 ;  Pafaati  Granted  bg  Special  Act,  1.  *A>w  Awierieaa  File  Comf»»f 
V.  jyioiolsoa  Fife  Comptmy,  343. 

BoewoRTH — Sraiiag-if  oak  inc. 

10.  Beissne  No.  7,985  held  to  be  valid  after  a  comparison  of  the  same  with  the  orif;- 

inal  patent  No.  38,807  and  an  examination  of  the  state  of  the  art  as  diaelosBd 
by  the  record  in  this  case.    *Tkt  Stiaa  SeaiKg  iftuAins  Conpang  v.  James,  9). 

11.  There  Is  no  departure  in  the  reissue  from  the  original  patent  which  in  any  wsf 

afleets  the  validity  of  the  third  claim  of  the  reissue.    'Id. 
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12.  The  labBtitiitloa  of  an  iDt«rinlttent  ratftry  »eed-wUeel  lutviug  proper  devicca  fol 

effecting  enoh  ntuy  luutiou  iu  Lotten  Patent  Mo.  46,615,  iwiied  Febnuuy  38, 
1865,  to  George  W.  Browii  (wielued  April  20,  lSf75,  Ho.  6,384),  for  an  iniprovB- 
ment  in  •eed-plant«ra,  held  to  lia  a  valid  and  itnportaut  iiuproTement  ou  uit 
oecillatory  «eed-wheel.    "SrotB*  v.  Detrt  ^  Co.  tl  «l.,  106. 

Budding — Betl-PolithiHg  3f acini. 

13.  Letten  Patent  No.  39,546,  Angnst  18, 1863,  for  an  iniprovemeut  lu  lieel-polieli- 

iDg  maoliinea,  and  No.  4S,555,  Hay  3, 1864,  (br  an  improTeiueut  in  niacliiues 
for  polighlng  heels  of  boots  and  aboet,  granted  to  Beqjamm  Q.  Budding,  con- 
•tni»d  and  anatained.    Dodft,  Tnulee,  v.  Fearg  ttal.,  468. 

C  ABR—  n'attT-Clo*et. 

14.  BeiMued  Letten  Patent  No.  9TS,  granted  to  Wilbam  8.  Can,  Jane  12,  lfl60,  (at 

improTemeDts  iu  water^loieta,  are  not  anticipated  by  Engliiib  Letters  Patent 
No.  b,Vll  oi  1841.  ■BEofa  et  al  v.  Tkt  JfoA'oi  4-  HarU*  MauMfattttrtng  Com- 
jMuqi  ft  oI.,  225. 

15.  Where  iu  the  patent  and  iu  defeudAnt'a  machine  then  is  the  same  operation  of 

the  same  parts  acting  in  combination  with  each  utber  and  attaining  the  same 
reaallsy  a  change  by  the  defendant  of  the  poaition  of  one  eleuent  is  formal 
aud  not  snluitantial.     *Id. 

Cart  and  Qmvyrm»~S»$p«Hii«n-Riii$  for  BtaiKtu-Cardt. 

16.  Beisaned  Letten  Patent  No.  5,067,  granted  to  Josephine  Car;  and  Clemeutiiie 

Oriffltha,  September  24,  1972,  for  an  impruvml  sns|>enaion-ring  for  business- 
cards,  consisting  nf  a  ring  of  tbiii  sheet  metal  having  a  sbauic  or  bottom  piece 
provided  with  sharp  spurs,  which  are  pushed  through  the  card  aud  turq^ 
down  on  the  other  side,  are  anticipated  by  an  iimbrel la-fastener  consisting  of 
a  ring  of  sheet  metal  with  spurs  which  are  pushed  tlirougb  the  india-rubber 
baud,  which  serves  to  keep  a  folded  urnbcella  iu  place.  Giiffitlit  el  at.  v.  Htlme*, 
Bo»tli  ^  HatdtH*,  338. 

CBAXI>AU.-~CAiM'«  Carriagt. 

1.7.  Reissued  Letters  Patent  No.  4,333,  for  an  improveuieut  iu  children's  carriages, 
whicb  claimed,  inter  alia,  "(1)  a  riding  devit^e  cousistiug  of  the  profile-fhtmes 
A  A,  connected  together  by  a  seat,  so  as  to  allow  the  feet  of  the  rider  to  extend 
downwardly  between  said  frames,  snbstaiitially  as  described;  (2)  two  profile' 
frames  termioating  iu  rockers  below  aud  eonrected  together  bj  a  seat  and 
Awt-lK>ard;  (3)  the  combination  of  a  box,  D,  proflle-framea,  A  A,  and  a  suitable 
seat,  C  C,  aubstoutially  as  descrilied;  (5)  a  hinged  toy-lwz  arranged  between 
two  profile-frames,  subatantialiy  as  descritted:"  Htid,  that  the  patent  is  in- 
valid to  the  extent  of  these  claims  in  view  of  evidence  showtDg  that  the.iu- 
veution  had  been  in  use  long  prior  to  the  invention  of  the  patentee,  *Craa- 
dtll  tl  al.  V.  BickantMS  etal.,  274, 

CUMXIKUS— .IrHjtofal  Ohm  oniI  J'aUle. 

t8.  The  invention  covered  by  Reiaaue  Letters  No.  1,904  again  constnied  to  be  a  pnn 
duot  or  manufacture  made  in  adefined  manner,  and  not  a  product  alone  sepa- 
rated from  the  process  by  which  it  is  created.  'Tie  Oood$tar  Dental  VuXmM' 
Ut  CoMpiiNjr  V.  i>ari*. 


PiSnCULlB  FATENTB-Continiwd. 

D&TU  AXD  AuMX—OrmItt  DrOU. 

18.  Bdiwtd  L<Wm  PMent  Ko.  a^.grMitod  to  CliflM  F.  D*Tii  and  WUlimm  AJ- 
ka  FabruiT  IB,  1879,  Iter  Mt  l^prnvMnent  is  si»in-4riUft,  aotwtoned  and  n»- 
taiaad.    'i^Miiifal.  ▼.»»»•«<  «!.,  386. 


W.  Th«  ln(  elftin  of  BelHued  PktNit  No.  K,0O7,  to  IwbdU  EaoMt  Hid  OmiIm  A. 

BMI7,  Jnlj  SB,  UTS,  being  *  clain  for  "  ft  MMtp  BMdfl  by  inoOTpMVtlsg  oarbolle 
Mid  or  iti  •qnivaleiit  with  otdin^ir  Mwp,  wbrtiitiilly  m  ipodflad,"  .Orid-to 
b*  uttdpstcd  by  the  Engltah  pMcnt  4rf  Alexandei  HeDovfkll,  No.  2,510,  itf 
Oetobu  U,  1860,  fiw  "ImproTement  in  mfttolaU  or  OM&p«MitioD  for  d«sboy- 
inf  Twrnin  on  ahMp  ud  other  aninftla  and  fiv  pnrteetiiig  ttwvi  tlMvefrom.* 

U.  IfMeDoafkUibyiMing  witlialBt  HBdanalkftliaflnidaMrtMlioaeldoreMCMote 
which  did  not  contain  cwbolic  aeiddTOiM^lieaoidupiiMarueoaMntnted 
M  It  WM  afterwMd  akde,  produced  a  tme  aoep  developinf  tbe  propotlea  cf 
the  Mdde  refened  to,  then  WM-no  iuYentlon  In  BnlMeqiieiitly  Tuiag  the  pni«t 
attkle.    The  edTaaee  wm  only  one  of  degree.    'Id. 

IS.  Althoagh  eoepe  made  with  the  finer  oarboUe  add  exiating  at  the  date  of  plainb- 
Ub/  patent  may  be  applicable  to  pnrpoee*  to  which  eonpe  made  with  Oe  I«k 
pare  earbolie  aeld  eonM  not  be  applied,  that  ahowa  rally  a  diStoenee  in  degree 
and  not  invention.    */d. 

Faknkak— AnbtMui-fhHM. 

83.  Baieancd  Letters  Patent  Xo.  7,704,  ieraed  Hay  39, 1»T7,  to  J.  M.  Famhani  ftr 
impruvemeDi  in  bedstead -framea,  etmstmed.    *  TJte  IPmwa  Win  Mmttrtm  Cow- 


FieCHKR— Jfedtiiw/ar  Formiwg  Shttt-Xdal  Jfoldief. 

S4.  Claime  9  sod  4  of  Letter*  Patent  Ke.  74,068,  iwied  February  4,  1066,  to  Tslen- 
tine  Fischer  for  an  improvement  In  machines  for  forming  sheet-metal  mold- 
ing, conaUned,  nnil  the  tuTeotion  fonnd  not  to  be  antioipated  by  prior  Die  or 
'by  the  patent  to  W.  E.  Wotthen  and  H.  B.  Benwiclc.    ■nteker  v.  flajK*,  3(0. 

FiMCHKR—  rapor-Bamer. 

85.  Beiasne  Lettem  Patent  No.  7,706,  granted  to  Leois  Fischer  Hay  99,  HT?,  for  an 

improvemeut  in  vapor-lximers,  coostmed  and  sustained.    See  OaefnwHoa  ^ 
8fi«ciJicaliOHt  ajtd  Palenti,  Si.     •  WalkiKt  \.  CSt]f  tff  dmetitnali,  463. 

Fletch  ek — Fottage-Stiai  p. 

86.  Letters  Patent  No.  91,10i»,  granted  June  8,  1669,  t«  A.  C.  Fletther,  conatmed. 

'^efefterv.  0IaU,8T. 

Gkebser— ff>e  CafM. 

.S7.  Beitsne  Lettent  Patent  No.  H,594,  granteil  to  Hichael  Orebner  February  So,  187^ 
for  an  imiirovement  in  wire  cages,  declared  invalid.  'Jfeyer  <(  aL  v.  JVes* 
ktimtr,  m. 

QitEXS—Driren  ITtll. 

9U.  The  cODBtmctiun  jilaceil  upon  Reiraiie  Letters  Patent  Xo.  4,378  in  Andmci  t. 
CenneadSBIatcbf.,  C.  C.  R.i307)and  i4«dr«r»v.  TTrfjJK  (13  0.  0.,969)  aw- 
taiiied.    Tbv  claim  [or  "the  process  of  constmctiDg  well*  by  driving  or  fa(^ 
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ing  an  iiubmnent  iato  the  gronod  antil  it  ia  pnjeetod  into  the  w«t«t  wiUiont 
remoTing  tbe  Mrth  npwud,  aa  it  i«  in  boring,  rabataiitiaUy  m  herein  de- 
Mrib«d,"  wlien  read  In  oonnectioii  with  the  descriptive  portloa  of  the  speciA- 
OktiOD,  inelndiM  not  meiel;  the  driving  of  the  tnbe  o^  inatnuoent,  but  hATing  . 
the  air-tight  tube  in  the  earth  with  the  eMth  packed  aianod  it  and  the  em- 
ploymeiit  of  the  mechanical  aid  of  a  pomp  attached  to  the  tube  to  canM  » 
flow  of  water  when  the  well  is  a  non-flowing  well.    '  JadrnM  tt  aJ.  v.  Oom, 

HaWumcbuo— ITuJaf-P^ei^BeiaMM  No.  6,460,  No.  20a,3e&~PnUmimttrg  Ii^n»- 
Horn. 

S8.  A  preliminary  iqJiiDction  granted  on  elainu  1,  2,  3,  and  6  of  Belwae  No.  7,460 
and  claim  I  of  No.  flO0,XS,  noTclty  and  iD&ingpment  b^g  dead;  made  ontr 
and  thete  having  beoi  general  acquieacence  in  the  patentee'a  title.  See  Com- 
HnuMan  of  Spee{ftMitoiii and  Palaitt,  IS;  Avmm,  1.     *HammtnMmg-r.  Scam- 


30.'  Letiera  Patent  No.  133,306,  granted  to  J.  H.  Hobba,  October  IS,  1872,  foi  gUa»- 
ware  gradoatcd  on  ite  inner  face,  •nbatantlsUy  in  the  mviner  aet  forth,  ex- 
amined and  anatained.    "Sohb*  ttaL  v.  Xing  et  at.,  S91. 
31.  In  Hobba's  (complainant's)  improvement  the  desired  Ktadnationa  are  in  the  Arat 
instance  made  upon  the  iiaoe  of  the  plnnger,  and  thereby  oorreaponding 
gradnationa  are  made  in  the  glaaaware,  whiie  in  the  Block  (defbndaiit^a> 
plnnger  the  edges  of  the  rings  form  the  graduations;  bat  the  principle  otibb 
two  pluDgera  la  identical,  their  methoda  of  operation  pntotieallf  alike,  and 
the  resnit  anbalAntiallf  the  same.     The  extenafon  of  the  gradnatiMis  entirely 
aronnd  the  glaaa  may  have  ita  advantage;  bnl  if  It  were  conceded  that  sucb 
extenaion  is  a  patentable  improvement  npou  Hobba'a  invention,  atiU  thia  wonld 
not  Jnatif^  the  defendants  in  ooiDg  his  invention.    'Id. 
HuTTER — Bottlt-Stofiftr. 
3S.  Hie  novelty  and  scope  of  reiasoed  letters  patent  granted  to  Karl  Hnctei,  Jnn* 
b,  1B77,  examined,  in  light  of  Tarioiis  prior  foreign  and  domestic  patenta,  and 
held  to  coiwr,  broodly,  the  combination,  in  a  bottte-itopper,  by  three  pivotal 
connections,  of  a  botUe-stoiiper,  a  yoke  or  neck-ring,  ftttd  eccentric  lever,  op- 
erating aa  described  in  the  patent.     *  PutHaiH  v.  Vom  Hofe,  942. 
IxGALLS— jVadtiHc/or  Bumialiiiig  tht  Edge*  of  Boot  and  Shoe  Sola. 

33.  Letters  Patent  No.  38,1^1,  granted  to  E.  T.  Ingalla  May  8,  IdUO,  for  an  improve- 

ment in  machines  for  burnishing  the  edges  of  boota  and  ahoes,  cooMrned  and 
anataiued.    'Do<lgtv.  Feargetaf.,  46S. 

IR  wi> —  TtUpkatie-  Tra  iiimitter. 

34.  Claima  Noa.  1  and  2  of  Letters  Patent  No.  209,266,  grauted  to.John  H.  Irwin 

October22, 1878,  for  an  improvement  in  teiephoiie-trananjitter,  are  notjnfiiuged 
by  an  inatntment  io  ii-hlch  the  prasanre  of  the  electrodes  is  obtaineii  by  the 
direct  atnios  of  a  flat  spriug.  'Irm»  tl  al.  v.  Tie  Jfe(roj)o!i(aM  leltphottf  and 
Tekgroph  Compang  tt  eh,  450. 

In  w  IN — TtlepkoHt-  JVaaiaiflftr. 

35.  Claim  No.  3  of  Letters  Patent  No,  32u,3d8,  gmuted  t«  .lohn  H.  Irwin  JIarch  9, 

1B80,  for  an  Improvemt^ut  in  telephone-transmitter,  ia  not  infringed  by  an  iu- 
atrnment  in  wbicli  the  vibrating  disk  does  not  have  free  edge*  and  does  not 
vibrate  bodily  In  the  aenae  of  the  patent.    'Id. 
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JOKDAX  AND  SXITH— n>ai«l. 

•X.  RclMoed  Letters  Pafasnt  Kv.  6,294,  KnnteA  to  L.  Jordan  and  L.  E.  Smith 
Febniarj  SS,  1S73,  fbr  an  impnivcmeDt  in  wrencbct,  held  to  be  an  impiore- 
mMit  on  the  Coea  WTanoh,  which  improTenieut  conriated  in  adding  thereto  a 
not  nuder the Btep-plate.    'The Colliiu  Compang  r.  Comet  aL,  Ml. 

KjtiiB—Brtti-3faMM. 

31.  Beiaaned  Patent  Ko.  8,127,  to  Philip  H.Kelb,  March  19,  litTS,  for  an  improvo- 
mmt  in  brick-maofainw,  ia  Toid,  becaoac  a  machine  embodjing  the  inTention 
tbeiein  oUiiucd  was  on  tale  more  than  two  J; eara  before  the  application  tor 
the  original  patent  waa  filed.    'KtlU  v.  MoKmlt  et  al,  MS. 

KKLLs—Sritit-  Maekimt. 

36.  Th*ArBtfonreIa[maorKeiaanedPatentKo.d,867,  to  Philip  H.  Kella,ADgnat  19, 
1879,  lar  an  improveiiKnt  In  brick-machinM,  aie  void,  for  the  reaaon  that 
they  enlace  the  aoope  of  the  original  pateut.    'li. 

Lazear— GAf-ffmf#r, 

39.  The  inreotion  deacribed  in  the  patent  granted  to  H.  Y.  Lazear,  Jnly  14,  1868, 

for  an  improved  apparatus  for  broiling  steak  Ijy  gat,  and  claimed  iu  the  fiiat 
and  third  claims  of  the  patent,  ia  not  anticipated  by  Patents  Xo.  66, 911, 
irantedtoD.  C.Teller,  July  16, 186T,  and  No.  !»,7dl,  granted  to  WilliamF. 
Shaw,  June  19,  li60.     *  Siarp  t.  T1<  Dorer  Slamping  Company,  889. 

40.  A  bfoillnjc  apparatus  wherein  the  name  U  caused  to  enter  receptacles  in  the 

bottMD  of  a  cylindrical  vessel  through  two  eqnal  openings  and  in  two  equal 
eheets,  so  that  Irath  aides  uf  a  steak  mny  be  cooked  equally  and  at  the  same 
time,  is  not  anticipated  by  a  broiler  wherein  the  flame  is  caused  to  enter  the 
bottom  of  the  vexsel  in  the  fnrm  of  a  hollow  cylinder,  cooking  the  edge  of  the 
steak  more  rapidly  than  the  other  portions.    *  Id. 

Mallorv— ffofi. 

41.  Letters  Patent  Ko.  r4,3l>2,  granted  to  Gei>rge  Uallory  February  11, 1878,  fiw  an 

improvement  iu  tasts,  cootjlrned  and  snstnin'^.  '  The  HaUarg  Jfns^factiiHap 
fJompoMji  V.  ilarH  et  al.,  451. 

M.*  X II K I  IIF.R— Binf-  C'bjw. 

43.  Letters  Patent  :Cos.  162,200  and  21S.*a4,  granted  to  John  Maxlieimer  April  20, 

1^5,  ami  Aiiguitt  19,  1^9,  fur  an  iniprovement  in  bird-cagea,  oonstmed  and 
anstaioed.    *  Maj^ktimtr  v.  Mtger  el  al.,  410. 

McGiiKUOR  AND  Voi.L— Sosik-Xact*. 

i:t.  %isaued  Letters  Patent  N'o.  6,693,  issued  October  11,  I8T5,  to  George  HoQngar 
'Uul  George  Voll,  for  an  iupiovemeiit  iu  Msfa-locki,  conatrned.  *  He  Hpftbu 
4'  Diektnnn  Manufacturing  Company  v.  Corbin  et  ah,  318. 

HcKkn'XIK — Baker' »  Oeen. 

44.  Reimued  Letters  Patent  No.  f;,39;,  of  April  20,  liT.^  granted  to  Duncan  MoKon- 

x\t,  if  valid,  muitt  receli-v  a  very  limited  construction,  in  view  af  the  Hoaea 
Ball  patent  of  l/^BA  and  the  Jennison  pateut  of  Febniatf  t,  IH!U,  Ko.  £8,809. 
'Gar»tau  v.  Ihtier,  ll'tgl Jf  Co.,  W.  (       ^   *  il  ■ 
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UovcK—Taolpr  CaMiig  Ola$t. 

4&.  Letters  Patmt  Vo.  m,150,  to  S.  J.  Honce,  June  8,  18C9,  for  tool  fbr  cnUing  glua, 
ileclftred  iuTalld  in  Tiew  of  teMimony  esMbliahlng  the  fact  Uiat  ^milat  tool* 
bad  been  made  aad  used  before  the  ioreotion  tbereaf  by  Uonce.  *  Monee  t. 
Wood»»Td,  IK. 

No  DEL — Expia»ir»  CompotiKd. 

46.  Reisroe  Letter*  Patent  No.  5,799,  granted  to  Alfred  Nobel  March  17,  1874,  foi 

an  improvenient  in  explosive  compounds  conetrned.  (5m  InJHngemtitt,  18.) 
•  The  Alttutiie  Giant  Powder  Comimity  v.  The  Dittntar  Fowdrr  Mantf/aelurinf 
Companji  et  ah,  440. 

Palmer — Sepeating  6  am. 

47.  Letten  Patent  No.  :t7,058,  granted  to  C.  H.  Palmer  December  6,  IBOt,  for  an  im- 

pTOrement  in  repeatiDg  gnus,  oonatrned.  '  Palmer  y.  Tie  Oatllng  Gm  Com- 
pang,  366. 

PexSISGTOs  AST)  BKOOfi—LaiPJi-Sprintler. 

46.  Letten  Patent  No.  303,069,  granted  to  Peuningtou  and  Begga,  April  30, 1878, 
for  an  improTement  in  lawn-spriaklers,  which  d«»cribes,  iultr  alia,  "the  rose 
C,  provided  irith  a  nnniber  of  dlscharga-bolea,  d,  at  the  outer  cit«umllBreiic«, 
which  holes  are  placed  in  a  plane  paewng  preferably  throagli  the  hole  B,  bnt 
bored  at  a  certain  angle  of  iuclination  through  the  roK,  eo  as  to  produce  the 
revolving  motion  of  the  same  by  the  forcible  discharge  of  the  water  thiongli 
the  holes,"  is  not  anticipated  by  sprinklers  having  radial  arms  which  are 
caused  to  revolve  by  the  force  of  the  water  passing  out  through  one  and  the 
same  side  of  each  arm,  norhysprinklera  wherein  the  chamberpr  rose  is  caused 
to  revolve  by  forcing  the  water  thniufth  perforations  in  the  same  aide  of 
ridges  formed  on  its  convex  surfaoes.     *  Peiiiii»gto)i  et  at.  v.  King,  369. 

BoDiKaOK — Apparatuifor  Beatctating  Toiaeoo. 

49.  LetteisPatentNo.  216,293,  granted  June  10,  1879,  to  Abraham  Robinson,  forim 

pvovement  in  apparatus  for  resweatlng  tobacco,  shoiv  an  orgenlced  appa- 
ratus consisting  of  a  ateam  and  water  containing  chamber  and  a  wooden  to- 
bacco-boldei  specially  couatrnoted  for  that  purpose  suspended  iu  said  chamber. 
Tliedefendanteemploy  tbesteam  and  water  containing  chamber,  but,  instead 
of  using  a  wooden  tobacco-bolder  specially  made  for  that  purpose,  use  for  con- 
taining the  tobacco  iu  the  chamber  the  ordinary  wooden  tohaciso-case  iu  whioli 
leaf-tobacco  comes  packed:  J7«M  to  be  au  iufriugement.  '  Rohinton  etal,  v. 
$ufl«)'efaf.,  67. 

SOUSSKL,  Delaxore,  AVD  TUy&W— Decorating  Tin  Plateg,  Cam,  4e. 

50.  The  Beissned  Letters  Patent  No.  7,556,  dated  March  13, 1877,  for  improvement  in 

decorating  tin  plates,  cans,  &c.,  held  to  be  invalid,  as  1>eiug  an  uudne  expan- 
sion of  the  origiual  letters  pateut.     'Fowier  v.  £ayH«i',  111. 

SCAIFE — BoiJerfar  Store;  Ifangee,  ^'c. 

61.  Beissue  Letters  Patent  No.  4.487,  granted  July  It,  1971,  to  WillUni  B.  Scalfb, 
fbr  Imptovement  in  boilers  fbr  ranges,  stoves,  &c.,  declared  invalid  and  void. 
'Scai/^e,  AdmMetrator,  4e.,  v.  MagtM  4-  Co.,  163. 
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I.  LetMn  Patent  No.  I«,fin,  iwMd  to  J«tiii  J.  SohUUngw  Uuvh  1, 1875,  fiw  w 
lajpfOTMBMit  In  oatumte  jwremBnti,  infriJigML  'CaHfltmia  Jri^UM  Mm* 
iWaf  CMyMf  T.  Pwt»t,  961. 

BcHOXXKZir— JMA-Bos. 

I.  Patent  No.  68,104,  for  mfttoh-bosM,  in  whiohtbeeUimii  "eonneoting  the  htnpd 
pvt  of  the  oarer  of  an  Inner  ilfding  box  with  the  back  of  an  onter  eaoe  hj 
ineana  of  an  elaatio  band  ur  etrap,  sntwtantiallr  a«  and  for  the  porpoaee  de- 
MTibed:  "SM  to  be  antlcipaWdb;  Freneb  PateatNo.  Bli,WT,o(  IWi,  awt 
eertifloate  of  addition  thereto,  dated  April  39, 1861,  whieh  dtaeribea  a  aini- 
larairangemeutofpartf,  bnt  did  not  iiidioat«tbeplaoe  erf  faeteainsttie  band 
totbelJd.  *S(AMrjt«» r.  n«  J>4/1I  ^  CMirlMy  m4  JbMkar  jrMi(f!H(MrtMf  Om*- 
jwaif,»6. 


M.  BeiMne  Letters  Patent  No.  7,363,  granted  to  Chariea  Seidler  October  2t,  1876, 
for  an  improrement  in  plog-tobacco,  eomtmed  and  anatained.  *LoriUari  ^ 
Co.  V.  Dohati,  Carroll  f  Co.,  460. 

BTKVSX6— Cote*  for  Tra*tp«rtt»g  EgfM, 

56.  Beiame  Lettera  Patent  No.  S,Ofn,  granted  to  John  L.  Bterene  and  Oeorge  W. 

Sterena  Fcbrnary  19,  ISTH,  for  an  ImproTement  in  oasM  for  transporting  tgtgi 
cmwtnied  and  enstained.    'Cobtrii  d  a(.  t.  Serotirr  «t  at.,  456. 

Sw  Am— Water-  WieA 

SC.  Iteissne  Letters  Patent  No.  5,154,  granted  November  19,  1873,  to  Asa  H.  Swwn, 
awlgnor  to  the  Swain  Turbine  Companr  for  improTement  in  water-vheeli, 
construed  and  its  ctaima  reatricted  to  the  diatinot  limitation  of  the  inven- 
tion in  the  original  patent.  'TU  SwaU  Turbine  a»i  MauufaeltiTiiig  CaayMjr 
■V.  ifldii,62. 

Thompson— BiMkJv 

57.  Letters  Patent  No.  141,473,  granted  to  8.  R.  ThtHnpaon,  AognU  5,  lf«T3^  for  an 

improvement  in  bnahing  for  fanoet-holea,  declared  void  as  containing  new 
matter.     'Hev  York  Bmif  and  Ha»ki»g  Compani/  t.  Soffman,  447. 

Tucker — Broming  Iron. 

68,  Bei««ned  Letters  Patent  Nob.  3,:^  and  9,356,  granted  to  The  Tocker  Hannfko- 

tnrjng  Company,  as  assignee  of  Hiram  Tncker,  September  11, 1866,  one  pat- 
ent being  for  an  improved  process  of  bronzing  or  coloring  iron,  and  the  other 
being  fur  the  iron  thns  bronzed,  constmed  and  enatained.  JVckn*  v.  Sargent 
^  Co.,  455. 

T  V  LCR — Harvester. 

69.  In  a  suit  for  infiingment  of  Reissue  Letters  Pat«nt  No.  6,609,  granted  Angost 

S4,  1675,  to  Sainnel  W.  Tyler,  for  an  improvement  in  harTeateie,  two  defeosea 
were  set  np ;  first,  vant  of  novelty ;  second,  tbat  defendant's  machine  did  not 
infringe.-    TgUr  et  al.  v.  Crowe,  71. 
60.  Btid  tbat  the  patentee's  device  of  placing  the  gearing  and  shafts  that  impart 
the  motion  to  the  cotters  upon  a  rigid  common  support  or  frame  ^™»^  1b 
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one  piece,  to  oorreot  the  prkotieal  defects  of  twistiiig  uid  wuping  in  exialiog 
two-wheel  rnHhiaea,  is  uutainabU.  'lb. 
61.  That  dafenduit^B  tBAohine  having  two  wheels  with  conneotlog  axle  and  obutun* 
tug  the  Mlid  piece  or  frame  made  of  a  aiogle  oaating  for  the  support  of  the 
intermediate  draft  and  gearinK  saatained  b^  the  axle,  dlffeiing  only  &om  the 
mechaniitD  of  the  patentee's  in  having  the  solid  i^eoe  directly  and  not  me- 
diately attached  to  the  axle  of  the  wheels,  la  an  infringement.    *Ii. 

W&RIKO— PodM  C\Mti-Book. 

m.  BeiMne  of  Letten  Patent  No.  B.igu,  granted  to  G.  Waring,  Jr.,  April  23,  IBTS, 
held  to  be  valid.     '  Wming,  Jr.,  v.  Joknaon,  HM. 

63.  Where  an  iUTention  is  olaimed  bb  "the  oombinatioD,  in  a  cheek -book,  of  checks 
and  Btnb-pieeee  of  BnbslaDtiallj-  the  same  size,  so  united  that  two  checks  lie 
between  every  two  stnb-pieeee,  eabstantially  as  specified  and  set  forth,"  it  Is 
Immaterial,  in  view  of  the  state  of  the  art,  whether  the  defendamf  ■  book  has  . 
the  line  of  perforation  between  the  check  and  the  8tub4eaf  at  the  top  orbot- 
tMnofihestob-Ieaf  or  attheleaf  endof  thecheck.    'Id. 

WxRKBR— De*ifit  for  Trim»in§. 

61.  Letters  Patent  No.  11,166,  granted  to  Bobert  Wemet,  Hay  6,  18^9,  for  a  design 
for  trimming,  oonstmed  and  snatained.     *  Werner  v.  SeinJutril  et  tU.,  412. 

Wheeler— PitJiH0  Wood. 

46.  Letters  Patent  No.  173,534,  issned  to  N.  Wbeeler,  January  18,  ItSJe,  for  an  im- 
provement in  filling  wood,  conatraed  aid  sostained.  'Tke  Bridgeport  Wood 
FiniikiMg  Compang  v.  Hoofw  tt  al.,  303. 

V/miK—Globt-Solder. 

66.  Beissne  Letters  Patent  No.  7,S86,  for  an  improvement  in  globe-holders,  conetmed 

to  be  for  a  globe-bolder  with  elastic  arms  terminating  in  the  curved  ends  for 
holding  the  globe  and  a  center  with  an  aperture  for  the  gaH-bnmer,  as  an  im- 
provement npon  the  rigid  boldeis  with  letaining-screws  heretofore  employed, 
and  is  anticipated  by  a  globe-bolder  wherein  the  elastic  arms  are  attached  to 
a  collar  ot  tobe.     *  White  t.  Gleaeon  ManyfactHnHg  Conpany,  SS9. 

WllSOS—Omneotiug  BUnd-SlaU. 

67.  Lettws  Pat«Dt  No.  199,946,  granted  to  James  O.  Wilson,  Febraary  S,  1878,  fbr  an 

improvement  in  connecting  blind-alats,  infringed.     'Whitman  v.  Janet,  200L 
fARTIES  TO  SUIT.— .Sm  Eetoppel;  Judgmtnt. 

1.  A  party  who  contribntes  money  for  tbepnrpoee  of  employing  counsel  to  carry  on 

a  litigation  nnder  a  contract  with  a  party  of  record  must,  of  necessity,  be  held 
to  haTe  the  right  to  take  such  action  in  the  case  as  will  protect  his  own  inter- 
est in  it.     'Miller  et  al,  v.  The  Liggett  ^  Mgen  T^tbaeco  Company,  216. 

2.  The  decision  of  a  court  before  whom  a  case  is  tried  as  to  who  are  parties  and 

privies  thereto  is  final  and  conclusive  upon  the  parties.     'Id. 

3.  Certain  patentees  having  entered  int«  a  contract,  whereby  they  sold  for  a  term 

of  yean  the  exclusive  right  granted  by  thetr  patent,  reserving  certain  shop 
righta,  bring  snit  against  a  third  party  for  the  Infringemeut  of  their  letten 
patent.  The  defto&dants  demur  on  tbe  ground  that  the  patentees  cannot 
maintain  snit  In  theit  own  name,  because  of  the  sale  of  their  right  for  a  tenn 
of  years.  Eetd,  that  the  patentees  have  a  beneficial  interest  In  the  right  «e- 
onred  to  them  1^  their  letterspateut,  which  in  apropet  ease  they  may  piotect 
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in  a  court  of  Ja*tio».    The  p«ieiit«e«  eerUinly  own  tlie  remaning  imterast 
ftiter  the  Impae  of  five  yeus,  and  bave  a  Ti){ht  to  aoe  that  anoh  lutereat  i«  not 
d«rtrof«d.     Demwrer  ototthImI.     'SOU  4  Bn.  t.  Stadiag  et  ah,  394. 
4.  In  order  to  make  a  ;>riMa  facie  eajie  of  llabilitr  againat  a  third  party  It  must 
afflnuatively  appear  in  the  peMtion  that  Mioh  party  ianotnaing  theliivention 
under  the  aothority  of  the  patentees'  licenae.     *ttL 
K.  In  all  catea  where  an  awlgnment  does  not  paw  the  legal  title  and  is  not  abw- 
lat«  and  nncondltiooal,  or  there  are  remaining  rigbti  or  Uabilitiee  of  the  av 
ilgnor  which  may  be  affected  by  the  decree,  he  ia  a  iiftceaaary  party  to  th» 
niit.    'Coot  et  at.  v.  Bidmll,  397. 
FATENTABILTTY.    See  Cka»g»   of  StructHit,  2;  Comiinatlmu,  If  5,6,  7,  8,  11;  Om- 
$tra^i»H  o/ Spt^JleatioMt  and  ratatt;  07  i  BgttivaleitU;  Koti-FaleitUkWItg ;  Jfop- 
Wfy  ;  OM  EltmmU,  1 ;  FarlieMlar  Palehtt,  6,  7,  1^  36. 
PATENTS.     See  AhamdwuwttM ;  CaHoeUaticK  of  PatenU,  1,  S;  CtnutraUien of  ClaiKt; 
CMMfraeffea   of  Sptti/balioiit   and    Patent*;  Contlractimk  of  BtabtU* ;  E^gliA 
SfedJhmUont  ant  PatenU;  lajunotion,  U,   10;  /■ojwratfveaeM  o/ an  /itrMHim; 
JaoperativtHefofa  Patml,  1;  Joinder  of  Invention,  1,3;  Partiemlar  FaieJtt*  ;  Par^ 
tie*  to  Suit,  1 ;  Pttlentt  QruKt»d  bg  Special  Act,  1 ;  Proetu,  1,  2 ;  Propertg  SigiU; 
PMie  U*e;  Me  of  Patent  hy  Order  of  Court ;  Separate  PatenU ;   VaM  Pateate; 
Void  Patent*. 
1.  A  patent  oannot  he  defeated  b;  dividing  the  patented  device  into  two  part* 
which,  when  combined,  prodnce  the  aame  reenlt  in  substantially  the  same 
way.     "Stoiridge  v.  Lindiag,  SUrrit  f  Co.,  233. 
3.  InTentions  connected  together  by  being  appropriate  for  nse  in  the  same  article, 
for  the  common  pnrpose  of  making  the  article,  may  be  Joined  in  one  patent. 
■JfajchmiHer  t.  Meger  et  al,  410. 
PATENTS  GRANTED  BY  SPECIAL  ACT. 

When  a  foreign  patentee  bad  appliedfor  and  taken  ont  a  patent  inthisoountryon 
July  24,  1860,  for  a  term  of  fourteen  years  from  the  date  of  the  grant,  with- 
out reference  to  his  foreign  patent,  and  when  this  grant  was  aabsequently 
confirmed  by  a  special  act  of  Congress,  July  SS,  ISOM,  SelS,  that  the  patent 
was  goTemed  by  the  lawa  in  force  in  1860  and  not  by  the  laws  in  force  in 
1863.     'yeui  AmeHeaa  pile  Con^Mny  t.  yteholeon  tih  CmpMy,  343. 
PA-reNTS  NOT  LITIGATED.    Beo  Injunction  9. 
PATENTS  WITHOUT  DRAWINGS.    Sea  Prioritg  iff  Inetation,  2. 
PETITION  TO  REOPEN.    See  ifof wn  for  Behearlng,  I ;  Jfolioa  to  Beopen,  1 ;  JCekMria^ 

3,4. 
PLEA.    See  lnfrintm*nt,  lb ;  Praetict  in  the  CoHrtii,  6, 11, 13, 13. 

II  is  only  when  a  plea  is  unexceptionable  in  its  form  and  oharacter  that  it  is  to  be 
•et  down  fbr  argument  or  to  be  replied  to.    *Skarp  v.  R^uner  et'al.,  406. 
POWER  OF  THE  COURTS.    See  Commiitioner  of  PateaU,  2,  3 ;  Conteatpt  of  CWtrt,  3, 

7,8;  Iiioperatii:ene**ofFalenl,l;  Practice  in  the  CoitrU,  9. 
PRACTICE  IN  THE  COURTS.  Se«  Mrden  of  Proof  1;  ComnUetioeer  of  Pateiit»,9,3; 
Conetruetiom  of  Sfecijication*  and  Pate)>U,  32 ;  Contempt  of  Coart,  1,  2,  3,  4,  5,  9; 
Coit*  (tf  8uit,fi\  Damage*  and  Profit*,  3,  10;  Dratsimgi,  1;  Eetofftt;  Evidente, 
3;  Infnngeinent,  15;  hjunction,  3,  d,  10;  Interfereaeee,  3;  Judgment;  Jfottea  f0 
Amend  Anneer,  1,  3;  Motion  lo  Seopen,  2;  Novellg;  Partie*  to  SuU;  BOearins, 
1,  3,  3,  4 ;  Ttithnong,  I,  3,  3 ;  Hi le, 
t.  The  neofd  in  a  enit  which  proceeded  to  Jadgment  in  one  circuit  ooort  ia  proper 
evidence  in  a  snit  in  another  when  the  matter  in  ooutroTerey  is  the  same  and 
the  defendant  in  the  latt«r  snit  employed  the  oonnsel  and  paid  the  eipeuaea 
fn  the  prior,  thoogh  not  a  party  thereto.  '  United  Stale*  aad  Fortlg*  Salsaian- 
der  Felling  Campang  t.  Aeiutot  Felting  Companf,  108. 
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U.  The  defeadkDt  In  the  Ifttei  anit  is  oIn  concIodMl  by  the  jndgiueiit  in  thefonner 
M  to  the  nattera  therein  determined.     'Id. 

3.  Tlie  qn««tion  of  priority  of  iaventioii  having  been  detenained  in  »  rait  In  on* 

olrenlt,  the  record  of  nicb  suit  is  ftdniiMi1>le  »■  evidenoe  in  »  aoit  in  uiotliei 
circnit,  >nd  ie  coocltuiTe  oa  to  sach  qneation  when  tbe  defendant  in  the  ]ttt«r 
•ait  employed  the  conuael  and  pud  the  ezpensw  in  the  prior,  though  not  a 
party  thereto.    'H. 

4.  When  the  validity  and  infringement  of  the  lettete  patent  are  supported  by  Mate- 

ment  of  facts  admitted  by  defendant,  who  also  adtnits  the  want  of  any  valid 
defense,  the  judgment  mnat  be  (br  complainant  and  decree  aooordingjy.  "The 
Frani  4-  Papa  KmUing  Maekime  Compang  v.  The  Lnmi  Enittinf  MaeHna  Hanu- 
/admring  Compang  el  al.,  SOI. 

5.  In  case  of  moliooa  to  suspend  tbe  interlocutory  decree  for  a  perpetnaliqlnnotion 

each  conrt  Bhonld,  according  to  the  facts  preaanted,  decide  whether,  in  Justice 
to  the  parties,  the  interlocntory  decree  should  be  suspended  nntU  the  final  de- 
termination of  the  snit  or  take  immediate  effect.  'Jhown  v.  Deere,  Mattaw  f- 
Co.,  240. 

6.  It  is  not  a  sufflcient  reason  for  allowing  a  defendant  to  continne  to  infringe  in- 

termediBry,  Interlocutory,  and  final  decree  that  the  patent  luw  bat  a  year  to- 
run,  or  that  the  defendants  have  made  coutracts,  knowing  their  liability  to 
the  plaintiff.     'Id. 

7.  Following  the  common  law,  the  ooorts  of  this  country  take  Judicial  notice  of  all 

other  nations  and  their  seals  of  Btate,  lint  not  of  their  inferior  departmeuta 
Mid  their  officers  and  seals.  'Schoerken  y.  Tha  SK\fl  f  Coartmag  artd  Bekker 
McMufactmwtg  Compang,  256. 

S.  Rnle  34  of  the  Enles  of  Practice  prescribed  by  the  Supreme  Court  for  the  courta 
of  equity  of  tbe  United  States  requires  that  ou  overruling  a  plea  the  defondant 
shall  be  allowed  to  answer.  That  leave  must  be  given.  *  Wooatir  v.  filoJIw 
tt  al,  309. 

9.  It  is  within  the  power  of  the  ooiut,  in  the  exercise  of  its  discretion  nnder  Buleft 
66  and  69,  to  direct  that  the  replication  filed  and  proof  taken  after  the  time- 
prescribed  In  Rale  66  shall  stand  as  if  the  proceedings  had  severally  been  had 
within  the  time  prescribed.     *  Fittiter  v.  Saget,  309. 

10.  A  motion  to  auppreas  the  testimony  of  a  witness,  on  the  ground  that  he  wa» 

mistaken  as  to  tbe  occasion  in  regard  to  whioh  he  supposed  himself  to  be 
tetti^ing,  denied  when  it  appealed  that  the  examinatioD  was  regularly  taken 
in  proper  form  and  in  a  proper  manner,  on  foior  notice  to  the  other  side,  and 
that  tbe  nsnal  oath  was  administered  to  the  witness  by  the  examiner  before 
tbe  examination  began.     'flie\»r  v.  Haget,  315. 

11.  Tbeconteuls  of  aieiiane-application  file  may  beexamined  in  order  todetermine 

the  scope  of  the  reisane  as  granted.  *  Tke  HopkUu  awd  iJicUstoa  Mani^faetiiT- 
ing  Com/iang  v.  Corfri*  etal.,  31B. 
13.  Two  of  the  defendants  have  put  in  a  plea  to  the  bill  which  seta  forth  "  that 
neither  tbey  not  either  of  them  have,  since  the  issuing  of  the  patent  set  forth 
in  the  bill,  ever  made,  constructed,  need,  or  vended  to  others  to  be  used,  the 
invention  described  in  said  patent."  The  plea  also  denies  infringement  of  the 
patent  in  any  manner  whatever.  There  is  no  answer  to  any  part  of  the  bill. 
The  plaintiff  movn  that  tbe  plea  be  stricken  from  the  files  as  improper  or  else 
be  ordered  to  stand  as  an  answer.  Seld — if  the  plea  should  be  tried  oil  the 
&ct  of  infringement  and  the  issne  be  found  for  the  plaintiff,  and  the  plea 
be  thna  overrated,  it  would  leem  difflenit  under  equity  rules  34  and  37  to  ex- 
clude tbe  defeudnnt  from  contesting  again  nnder  an  answer.  'SMarp  r.  Reiae- 
iwref  sf.,4(M). 
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fBACnCB  IN  THE  COUBT8— C«itiiHied. 
13.  NoiM  of  tk»  adlBdl^**^  CMM  MnetloiL  in  a  out  like  thji  a  pl«a  meroly  of  uvu- 
InfriBgemMitandernilwof  pnctlMsnchMthoM  wfaiofagoTemtbiteaae.    On 
the  eontoaiy,  the  Mrtboritlea  ooftdemn  auch  a  plea.    'iA 
TBACnCS  IN  THE  PATEHT  OFFICE.    Bee  Atmiimed  AppUemtlotu  1 ;  ApplU»H&» 
/•rPMMrf;  ComMimMmm,  IS,  13 ;  Cm(fnt«(fMo/JI)(I«t,l;  i}«too/iitwftM««,S,  3) 
i;BvldeMi)e,3,  4;  E*amiutn,l,9;  FonignlimMHoiu.l;  FttrfatrdApgUoatkfn,!; 
/i«ln/«r«MM,  1,  3,  4 ;  Joiaierof  tmmitiim,  3 ;  Priority  o/  Jnmiiltoa,  1 ;  PtMie 
Dm,  1. 
1.  The  weQ-Mttled  practice  of  the  OflBce  ihoiiLd  not  b«  changed  nnlsM  a  cluiiige  U 
•beolntely  DeeesMrx-    BtabUity  in  praotloe  ia  at  easeDtial  as  atabilitr  in  the 
law.    E£pmrte8tinwtretaL,iS. 
S.   Proof*  offend  onder  tection  4894,  Beriied   Statute*,  to  ihow  that  delay  in 
pnaeontlng  an  applioatton  baa  been  nnsToidable  will  be  heard  and  deter, 
nrined  by  the  CommiNioner  In  peiaon.    Smitk  v.  Dimomi,  34. 

FSECEDENTS.    See  CmutnuHaii  of  Dtdiioni. 

PROU  FACIE  EVIDENCE.    See  EvUUiice.  6. 

PRINTED  PUBLICATIONS.    See  fridaoet,  3 ;  MelitMt,  36. 

FEINTS  AND  LABELS.    See  £«Wi. 

fRIOSITT  OF  raYENTION.  Bee  Aianianei  ApplleaHons,  3 ;  Ahandontd  R^erimtalf; 
AnUe^aUon;  Ctmo^ftM  of  a»  Invtwtitm,  1,  H;  ConitmctitHt  of  ^tdJicmttM* 
mU  Pamu,  21, 39 ;  Bviirttft,  1 ;  Dmisn*.  1 ;  Proetief  to  tHe  Coitr/t,  3. 
1.  The  flaal  Jodgment  of  the  Coinmitaioner  npon  the  qneatfon  of  priority  of  In- 
vention wilt  not  be  eaipended  to  await  the  determinBtion  of  tx  parte  qoea- 
thnu  relating  to  the  application  of  the  encceMfiil  party,  not  afiiecting  in  any 
mansei  the  righta  of  the  defeated  party.  SmiUi  v.  Dlmond,  34. 
S.  A  machine  tbr  automatically  waxing  paper  by  a  cootlnnou*  opecati<»i  ia  not 
anticipated  by  a,  prior  patent  nnaooompanled  by  drawings  which  merely  give* 
a  enggeetion  of  a  contiuuona  proceea,  hot  which  fiimiahed  anch  a  maagei 
Terbal  deacription  of  the  inatmmentalitiea  employed  that  ma  ordinary  me- 
chanic or  one  skilled  in  the  art  conld  not,  withont  experiment  and  without 
adding  to  the  deacription,  hnild  a  machine  to  accomplish  the  desired  CMnlt. 
'SammtrtMtig  t.  Setmumi,  441. 

PEIOK  PATENTS.     See  Infringcmtut,  15. 

.PBIOB  USE.  See  ParHcuUir  Pai*>tU,  17 ;  Pullio  U»t. 

PBOCEEDINaS  IN  EQUITT.    See  Cootempt  of  Coarl,  6 ;  Praetiat  in  tkt  Cavrfi. 

FBOCEEDQiaS  IN  THE  COURTS.     See  ConUnpt  of  Court,  6;  PraeUee  in  tlu  CoirU. 

:PE0CESS.  See  CoMlrucUoitofClaiMi,  8 ;  Conalractio* ofSpttifieaiUn* and Palmtt,*,  13, 
14;  PrioHtu  of  InvenlUm,  8;  Prodact,  1. 
1.  A  patent  for  a  piocegs,  irrespective  of  the  particolar  mode  or  form  of  apparatoa 
for  carrying  it  into  effect,  is  sdiDisaible  under  the  patent  laws  of  the  United 
Statea.  'Tllghmaii  v.  Procfor  et  al.,  163. 
3.  To  anstaiu  a  patent  for  a  process  the  patentee  should  be  the  first  and  original  in- 
ventor of  the  process,  should  claiui  it  in  hia  iiatent,  and,  if  the  nieous  of  cany- 
ing  it  out  ate  uot  obvious  t>o  au  ordinary  meclianic  skilled  lu  tlie  art,  his  apec- 
ideation  should  desGriI>e  some  mode  of  carrying  it  out  which  will  produce  a 
naeftal  result.    'Id, 

3.  If  a  subsequent  inventor  discover  a  new  mode  of  carrying  out  a  patented  iiro- 

oess,  though  be  may  have  a,  patent  for  such  new  uiodc,  he  will  not  be  entitled 
to  use  the  process  without  the  coneeut  of  the  patentee  thereof.     '  Jd. 

4.  Aproceaaof  waxing  paper,  which  coDsiata  in  spreading  n  uniform  layerof  melted 

wax  upon  the  paper,  in  heating  the  paper  from  ita  opposite  or  nawaxed  ude 
to  draw  and  fuse  the  was  into  the  body  of  the  paper,  ia  infringed  by  the  nM 
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of  a  inaehln«  which  poifoniu  M  theae  operationB  in  the  <ad»r  lutawd,  altlwiigh, 
tuMxmling  to  the  theory  of  the  defukduit,  the  wftx  is  In  the  fint  inrtMioe  im- 
mediktely  kbewbed  by  the  pkper,  uid  the  iron  pljtte,  over  which  the  Wftxed 
aide  of  the  paper  is  next  pasted  to  be  polished,  U  merely  heated  to  sUow  the 
Uws  of  natme  to  complete  the  diffusion  of  the  wax  throughout  the  paper, 
'AMtxHrieUaf  v.  SMmont,  SM. 
FBOCGSB  AND  PBODUCT.  Bee  CoMtruetion  qf  SpedJlcatloM  and  PateKU,  4;  fgaf^ 
aJ^nU;  FarHailAr  PaUnli,  IB. 
1.  If  an  Inventor,  after  obtainiog  his  first  pateiit  for  the  machine,  waits  for  mora 
than  two  years  before  applying  for  the  process  and  product  patents,  there  may 
intervene  snch  disoloeore  and  pablio  nse  that  the  Patent  OBioe  will  be  com' 
pelled,  nnder  the  provigidns  of  the  supplement  of  1839,  to  reject  the  subse- 
qnent  applications;  bnt  where  no  snch  time  has  elapsed  It  Is  competent  for 
the  patentee,  within  the  two  years,  to  take  out  his  process  an^  prodoot  paX- 
entB,  and  thns  to  guard  himself  against  the  danger  and  loss  that  Aiight  arise 
from  oihers  using  the  process  to  accomplish  other  resnlts  or  securing  the  pro- 
dnot  by  the  agency  of  other  meansoriDstmmentalitles.  'UeKagv.  DihtrlUSS, 
S.  While  I^e  product  patent  oontinuee  In  existence  the  mannfactnre  of  the  prodnet 
by  any  instrumentality  is  prohibited;  and  it  is  no  answer  to  the  charge  of  in* 
ftjngement  to  say  that  the  machine  patent  has  expired  and  that  the  particnlar 
mechanism  employed  is  public  property.  'Id. 
3.  If  the  machine  in  its  ordinary  and  natural  operation  can  only  be  used  to  manu- 
facture the  patented  product,  the  public  mnst  alwtaln  from  its  nse  until  the 
time  cornea  when  It  may  be  need  without  Infringing  the  rights  of  others,  'td. 
FBODUCTS.    SeeJMnNM,  96. 

Where  an  article  is  producedby  a  machine,  and.remainiag  temporarily  in  the  ma- 
chine, co-operates  therewith  to  produce  certain  mechanical  effects  upon  the 
articles  subsequently  produced,  it  cannot  be  claimed  in  combtuation  with  the 
machine.  Kot  withstanding  its  remaining  In  the  machiaeand, co-operating 
therewith.  It  la  still  merely  the  product,  and  Ihe  machine  must  be  claimed  In- 
dependently of  it.  'Dtdaiek  t.  Caitell,  US. 
fBOFITS.  See  D»magt»  and  PnJlU. 
PKOPEBTY  BIGHTS.     See  ParlU$  to  8»it,  i;  StUnti,  17. 

PatentSfWhen  rightfully  Issued,  are  property,  and  are  surrounded  by  the  aame 
rights  and  sanctions  which  attend  all  other  property.    'Detumore  »t  at.  t. 
8eo>eUeJaI.,»7. 
PUBLIC  USE.     See  Abandonment:  Combinalioni,  8;  Delag,l;  Evidaiot,  1;  iVoc«*«iiad 
FrtdiMtl. 
1.  To  overcome  any  preanmptlon  arising  under  section  4666,  BoTised  Statutes,  that 
the  invention  was  in  pnblio  use  prior  to  the  filing  of  the  former  application, 
applicants  will  be  required,  before  the  issuance,  of  their  patents,  to  furnish 
affidavits  showing  that  the  invention  has  not  bisea  in  public  use  more  than 
two  years  prior  to  the  filing  of  their  later  appUeations.    Expartt  Uvlngiton, 
43. 
8.  The  use  of  an  invention  iu  public  two  years  prior  to  the  filing  of  the  application 
will  not  Invalidate  the  patent  when  the  invention  la  of  suoh  a  nature  that  ita 
trial  can  only  be  conducted  in  public.     *  Campbtll  v.  The  Mayor,  ^e.,  of  Nag 
7or£,479. 
3.  Under  the  laws  of  1636  and  1639  use  or  sale  of  an  invention  to  defeat  a  patentee 
moet  be  with  the  consent  and  allowanoe  of  the  Inventor.    'Id. 
PUBLIC  USE  AND  SALE.     See  Evidenix,  1. 
BECEIVEB.    SteSaletifPaleiit  If  Older  of  Court. 
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RBCOBD  IN  A  SUIT.    8m  ETUmre,6;  Pnetk*  i»  tlu  Court*,  1,  a,  3. 
UBCORDS  OF  THE  FATEHT  OFFICE.    Sm  AUawM,  6. 
BECOBD.    Sm  DM*  tf  InmUen,  S. 

BEDUCnON  TO  PRACTICE.    Btt,  Ev(<[au»,  3;  Fanign  InamUtm. 
BEFERENCE8.     8m  C^ilnelioa  of  Ru.Ua,  1;  DtU  o/JavMittM,  5. 
KEHEARIKQ.    8m  Datt  »f  jRenfiM,  4;  Jfolioa/or  iM«Kto«;  Jf*«m  (c  JiMpss. 
1.  It  U  ft  Tftlid  objeotion  to  a  motion  for  relwMiiig  that  it  U  not  preMutcd  withio 

tha  time  preaerlbfld  by  Imw.    "Brvm*  v.  i?«CT«,  JfaMw  ^  Co.,  220. 
t.  It  is  a  vftUd  ol^eetfon  to  a  motion  for  nheftring  Dpan  tlio  grooud  of  newly  di»- 

ooveied  tcetimony  thjit,  eo  far  oe  the  motion  and  aooompanyiiig  affldavita 

diecloee,  tbere  1*  no  adeqnate  reaaon,  even  If  tke  tappoMd  new  matter  had 

been  preeented  in  time,  for  changing  the  decree.    *IA. 

3.  Jordan  and  Smith,  being  joint  applicant!  and  patentee*,  aold  their  patent  to 

plaintiffB  who,  after  soit,  obtained  an  interloontoty  decree.  On  petition  of 
defen'danta  to  open  the  caaeand  His  an  additional  aniwereettiug  up  the  newly- 
diecoTered  fact  that  Jordan  naa  the  tame  Inventor  of  the  aDbject-matter  cov- 
ered by  the  patent,  Mid  petition  being  baMd  upon  Jordan's  affidavit  that  be 
waa  theaole  Inventor,  oonpled  with  affidavits  of  other  parties  who  swear  tliat 
they  have  heard  Jordan  apeak  of  biineelf  as  the  inventor,  and  never  heai4 
Smith  make  any  snch  pretensions,  SitUthat  If  the  defendant!'  affidavits  alone 
and  nneoatradioted  were  the  evidence  at  a  flnal  hearing,  they  oonid  hardly 
avail  to  pertnade  the  oontt  that  the  invention  ^raa  wholly  Jordan's.  "Ikt 
CelHiu  CoMfan)  v.  Com  tt  tU.,  401. 

4.  Defendanta"  affidavits  being  niet  by  proof  that  Jordan  and  Smith  repeatedly 

spoke  of  the  Invention  as  Joint,  and  by  affirmative  evidence  that  Smith  made 
a  wrench  before  Gordon  befian  U>  experiment,  in  which  the  step-plat«  was  sus- 
tained by  a  set-screw,  the  defendants  contend  that  Smith  is  the  sole  inventor : 
Stli  that  the  wrench  which  Smith  made  wonld  be  an  infringement  of  the  pat- 
ent, but  that  fact  does  not  prove  that  it  anticipated  the  patent,  and  that  as 
made  by  Smith  it  was  merely  an  experiment  on  the  way  to  the  completed  in- 
vention, Mid  has  no  effect.    Leave  toopen  the  case  refneed.    "Id. 

5.  Amo^on  to  reopen  a  ease  &)r  the  introdnction  of  new  evidence  shonld  not  be 

granted  nnleaa  the  new  evidence  would  vary  the  case  and  probably  lead  to  a 

different  result.     *MeClotieg  v.D»  £oi(,23a. 
REISSUES.     Bm  CanctttatioH  of  Pafasti,  1,  3 ;  CawlnuXioa  of  StrnttOet;  OpattrHeMoa  of 

Claim*,  g ;  ConitmeHon  of  SpeeiJIeaHouM  ani  /Weals,  S8 ;  DMttom  of  AHwattea  ; 

jR^MnaUmcM  of  PoUnl,  1 ;  tmterftrmot,  1,  3 ;  Partteular  PtmU,  IS,  60,  56; 

ToldFatiKlt. 
1.  To  determine  accurately  the  estent  of  the  invention  seonred  by  any  reisaaed  laU 

ters  patent  the  state  of  the  art  at  the  time  the  original  patent  was  granted 

'  most  be  considered.    'Gamtau  v.  Dotier,  Wtyl^'  Co.,BB. 
8.  The  law  anthoriring  reisanesof  patents  was  never  intended  to  allow  thescope  of 

a  patent  to  bo  enlarged  so  as  to  inclnde  and  embraoe  within  it  matteta  and 

things  that  were  not  embraced  in  the  original  invention.     *Xie  Snaln  nirMis 

and  Maiu^/aetitTing  Comjmmji  v.  Ladd,  62. 
3.  Claims  improperly  mode,  or  which  had  bMn  made  too  broad,  may  be  reairioted, 

atid  mistakes  Inadvertently  made— not  errors  of  Judgment — may  be  corrected. 

•Id. 
i.  A  reissue  can  only  be  granted  for  the  same  Invention  which  was  originallj  pat- 
ented.   To  idiow  that  the  patentee,  bef(»e  obtaining  his  orlgiaal  patent,  had 

made  and  done  all  those  things  which  it  is  propoaed  to  tmbraM  in  w  cover  by 

the  reisaned  patent  is  nothing  to  the  pnrpose.    'Id. 

6.  Any  extension  of  a  reissued  patent  beyond  the  scope  of  the  invention  set  fortb 

and  Urly  indicated  In  the  original  specification,  drawings,  and  model  w««U 
be  fatal  to  the  patent  itself    *  Id. 
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6.  An  inrenMr  m»7  in  hii  nUtae  ■pecifloatlon  make  hla  dearriptioD  more  ftill  Mid 

aeonrat« ;  but  he  mnat  not  •nbatanttslly  cli»Dg«  It  ao  aa  to  describe  anothar 
deviM  or  ootbt  anything  not  iu  the  original.  *  fTMAtvni  4'  Mom  Maimfaetwr- 
ing  Companjf  at  at.  t.  /TaiaJi,  76. 

7.  Tbeorigioal  p»tent  waafoi  "the  method  of  proTiding  the  iri'.ei  Qf  a  wire  fenott 

with  a  aeriea  of  apDr-wheela,"  and  a  FdiMne  waa  obtained  for  a  "feooe-wire 
provided  with  apnra  fbr  the  parpoae  ipectfled :"  Held,  not  to  be  a  depattare 
ftom  the  original  invention,  the  only  change*  In  the  apeciSeation  aerring 
nteiely  to  give  point  or  direction  to  the  invention  clalned,    *  Id, 

S.  Hatter  ao  deacrilied  in  the  original  apecification  tliat  it  might  have  been  claimed 
in  tlie  original  patent  may  properly  be  claimed  lu  the  reiaane.    'Id. 

9.  The  Blatntory  proviaioDa  coDoeniDg  relaanea  require  that  the  original  pateut 
mnat  be  inoperative  or  invalid  either  from  a  defeotire  or  inanfficient  apeciflc*- 
tlon  or  &om  claiming  aa  new  more  th»n  tlie  patentee  haa  the  Tight  to  claim; 
and,  In  addition  to  thia,  the  error  which  ia  BOnght  to  be  ooireoted  mnat  have 
«Tiaen  by  InadTertenoe,  accident,  or  mistake,  and  without  any  ftandulent  or 
deceptive  intention.  If  the  party  lnter«ated  can  bring  himself  within  theae 
'Conditiona  and  limitation*,  the  CommiMioner  is  anthoriied  to  iaane  a  new 
patent  §ot  the  same  iaveotJon.  When  the  original  show*  apon  it«  Gmm  that 
the  gronnda  and  reasons  for  the  leiasne  do  not  exlat,  or  where  a,  oompariaou 
of  the  lettera  patent  discloses  different  inventions,  the  reiaaae  ia  void,  as  an 
act  nnanthoriaed  l>y  law.     '  Flower  v.  Bag»tr,  111. 

10.  The  word  "speclBcatiou,"  as  employed  in  section  4916,  means  deacription  and 

claim.  Therefore  a  reiaane  is  allowed  when  the  apociflcation  is  defective  or 
inanlflcieni  in  regard  to  eithetthe  deacription  or  the  claim,  or  to  both,  to  auch 
an  extent  as  to  render  the  patent  iuoperative  or  invalid  if  the  error  anwe  in 
the  manner  mentioned  in  the  statnte.     '  WiUon  v.  Coon  et  al.;  130. 

11.  A  patent  which  fhlly  des«iljes  and  illustrates  the  actual  invention  of  the  pat- 

entee, but  fails  to  claim  it,  rosy  properly  l>e  reiBsned  with  clnims  to  such  parte 
aa  were  really  the  invention  of  the  patentee,  such  new  claims  oouatituting  an 
amendment  of  the  "specification"  within  the  meaning  of  the  law.     *  Id. 

13.  A  Teiseaed  patent  is  not  tendered  invalid  simply  because  a  suit  conld  be  ana- 

tained  on  the  apeciflcation  and  claim  as  originally  granted.  'Id. 
i;i.  Doubts  expressed  aa  to  whether  reissued  letters  patent  can  be  sustained  when 
tliey  cunt^n  claims  which  have  ouoe  been  formally  disclaimed  by  the  pat- 
entee or  rejected  itith  his  acquiescence  and  he  haa  consented  to  snch  objeo- 
tion  in  order  to  obtain  his  patent.  *  Qoodyear  Diatel  Vuloaaite  CompaH]/  v. 
Davit,  131. 

14.  Where  the  thing  shown  and  described  in  the  original  patent  and  in  the  reissue 

is  the  same,  but  in  the  original  has  been  claimed  with  all  its  features  iu  com- 
bination, the  patentee  can  in  the  reissue  modify  or  divide  his  claims  bo  as  to 
embrace  severally  the  distinct  features  of  the  thing  invented.  *  Smitli  el  al, 
V.  MirriaM  et  al.,  138. 

15.  The  most  natural  construction  of  the  law  relating  to  reissues  (Rev.  Btats.,  sec. 

4916)  would  perhaps  be  that,  if  a  patent  should  be  inoperative  by  reason  of  a 
defective  speciflcation  or  invalid  for  claiming  too  much,  the  defect  might  be 
supplied  or  the  excessive  claim  be  reduced  by  reissue.    *  Id. 

16.  But  the  courts  tiave  given  a  very  different  interpretation,  much  wider  in  most 

reapecta  and  narrower  iu  only  one.  They  do  not  permit  a  defective  apecifloa- 
tion  to  be  supplied  excepting  from  the  drawings  or  model ;  but  they  do  per- 
mit the  claim  to  be  varied,  provided  the  same  invention  is  described  in  both 
patents.     *  Id, 

17.  The  law  ia  extremely  liberal,  perhaps  too  much  ao,  and  has  been  mnch  abused; 

hnt  if  we  change  it  anddenly  we  ahall  make  a  destruction  of  titles  which  it  ia 
irxxnuHtiia  ♦"  "nYi •  nm III* to  wSthout  ilismftv.     •  M 
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18.  Aa  to  tb»  men  qoMtioB  ot  the  n»eewity  fin  ft  i«ia«M,  BuppoaiiiK  tbe  new  pftt«nt 
itariftobennabjecttouble,  the  deeialonof  tlieCnniniMioner  Iwi  always  been 
held  to  be  flnkl,  and  thla  for  as  niiMUwenble  reMOii  thkt  no  patentee,  bow- 
•rerlioaeet  01  cBnifii),  can  be  Mift  in  obtelniuR  ereiiaaeif  beiatobeinformed 
trhen  be  gete  Into  eonrt  that  the  Jndge  U  nnable  to  eee  why  fae  ahonld  have 
•nneitdaied  hto  Snt  patent.  Tbe  aHghtei  and  and  inM«  obTionaly  anobjeo- 
tioaaUe  the  change  the  stnmger  will  be  the  argtiment  tiiat  there  was  no  oo- 
eadon  to  make  it,  eo  that  heneat  and  cacefbl  patenteeewillbe  tbe  moat  likely 
to  anffet.  '14. 
U.  A  miat^e  by  the  CommiMianer  aa  to  the  necemty  of  iMning  a  new  patent  la 
not  an  ezeeM  of  Jmiadlctlon,  bat  a  mistake  tn  a  matter  clearly  witliia  hie  ja- 
TiedlotioD,  and  tbe  real  qncation  ie  whether  it  ta  one  which  the  coorta  wiU 
eorrect  by  dCatroying  a  new  patent  after  the  old  one  baa  been  eanendered. 
•Id. 
90.  Urgent  reaaiMia  of  Jnatioe  require  that,  npon  the  mere  qneation  whether  tbe 
papet  called  a  reieeae  ehall  be  given,  the  finding  of  the  Commiasioner  should 
be,  aa  it  has  hitherto  alwaya  been  held  to  be,  oonoIneiTe.  'Id. 
SL  If  H  be  fonnd  that  tbe  claims  of  the  original  patent  were  valid,  and  that  the 
leiMQe  for  the  aame  invention  atatea  the  claim  or  claims  in  a  different  way, 
the  Jaw  ie  well  settled  that  tbe  change  doea  not  of  itaelf  Titiate  the  new  pat- 
ent, bnt  that,  on  the  contrary,  the  mrigioal  elaima  are  eonclosively  preeiimed 
to  have  been  made,  aa  they  were,  tbroogh  inadvertence,  accident,  or  mia- 
take.  'U. 
99.  It  baa  been  brongbt  ont  a  little  more  decidedly  by  the  later  cases  that  the  in- 
Tention  mnst  be  the  same ;  bnt  it  has  never  been  beld  in  the  Hnpreme  Court 
or  any  circuit  court  that  the  Commiasioner's  decision  is  not  flnal  aa  to  the 
propriety  of  a  leissne  aa  distingDisbed  from  its  validity  upon  what  may  be 
called  its  merits,  or  that  the  claims  may  not  be  varied  to  exprees  tbe  real  in- 
rention.  'M. 
23.  The  claim  is  part  of  the  speoiflcatton,  and  if  defective  may  be  amended.  */d. 
94.  It  is  of  no  consequence  that  a  relsene  states  that  certain  combinations  are  fonnd 
in  tbe  machine  which  will  act  in  a  certain  wayandeffeet  certain  reenlta,  when 
the  original  did  not  state  that  such  combinatioas  wore  found  there,  or  failed 
to  state  that  said  modes  of  operation  and  said  reantte  would  follow,  prorided 
tbe  said'  combination  in  faci  existed  in  a  machine  made  according  to  tbe 
drawings  and  description  in  the  otigiaal  patent,  or  provide«l  the  said  modee 
of  operation  and  tbe  said  leenlt  in  fact  followed  in  amaobine  so  made.  To 
supply  such  defects  ii  the  very  object  and  ofBoe  rf  a  reissue.  *  Fotler  el  al.  v. 
Stewart,  193. 
SS.  It  will  not  tuvaliilat<^  the  reissue  that  the  claim  is  broader  than  the  claim  of  tbe 
orlginol  pntent,  provided  tliat  it  in  "  for  the  same  invention"  shown  and  de- 
scribed in  tbe  specification  and  drawings,     'iroilnj,  jr.,  v.  Jpiaaoa,  201. 

96.  Beiasue  patents  fur  the  protlitct,  after  the  rejection  and  withdrawal  of  an  a  pli- 

cation for  a  patent  for  tbe  product  and  the  taking  out  of  a  patent  for  tbe 
naobiue  alone,  of  doubtful  validity.  ■  Tha  ^Msrioaa  Carpet  Xintoff  CeMjioay 
«f  al.  V.  The  Manhattan  Carpet  Ztiini9l,CinNpaHjr  at  al,  331. 

97.  The  statute  never  intended  to  allow  a  patent  to  be  enlarged  except  in  a  clear 

ease  of  mistake.     *  Mtger  et  al,  v.  JfajrKeinter,  409. 

98.  There  is  no  safe  or  Just  rale  but  that  nhii  h  confines  a  leisane  patent  to  the 

same  invention  which  waa  described  or  indicated  in  the  original.     'Id. 
29.  Extensive  division  and  enlargement  of  claims  afford  no  legal  gronnd  of  ol^Jee- 

tion  to  a  reiune  unless  new  matter  has  been  introdneed.    'Dtdtridi  v.  Olsett 

al  al,  413. 
3D.  Nothing  which  la  plainly  embraced  in  tbe  specifications,  model,  or  diawiugs  af 
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Mtmbinatioiui  ihoim  but  not  claimed  ia  the  original  ma;  be  lawfally  clainud. 
by^lMne.    </& 

31.  It  miut  cleailj  appear  that  new  matter  has  been  iotrodneed  b«A»e  a  reiaene  or 

its  olaima  can  be  rejected.    'Id. 

32.  Tbe  prlTilege  of  reissne  ander  taction  4895,  ReTiaed  Statntw,  is  not  oonflned  to 

the  immediate  assignee  of  the  inventor.  The  word  "  aaaignee,"  as  need  in  tbe 
■tatnte,  meaiu  the  "aHignee"  in  any  degree,  how erer  remote.  'Selden  rial. 
V.  The  StoehmU  Sel/LigMng  Oat  Burner  Company,  431. 

33.  The  pat«nt  waa  Iseaed  and  BMdgiunent  made  befiae  tiie  8th  day  of  Jnly,  1919, 

within  the  intent  of  section  469&,  if  an  aMignmentwaa  made  before  that  tiin» 
which  divested  the  inventor  of  hia  intereat  in  the  patent.    'Id. 

34.  There  may  be  a  reiesae  of  a  leiasne.    Beotion  4916,  Bevised  Statutes,  snthorizes 

the  reisane  of  "  any  patent."  Areiwne  patent  ianone-the  less  a  patent  within 
thia  section  becanee  it  is  a  reissue  psMnt.     *Ii. 

35.  Modified  forms  of  an  invention  clearly  shown  in  the  original  patent  fbrm  "dis- 

tinot  and  eeparate  parts  of  the  thing  patented,"  and  ma;  constitute  snbjeot- 
ma(t«r  of  sepanite  patents  npon  reiMne.     'li. 

36.  There  is  do  warrant  for  the  suggestion  "that  what  is  described  and  shown  in 

the  original  specification  and  drawings  is  neceHswity  to  be  regarded  as  so 
dedicated  to  the  public  that,  if  not  claimed  in  the  original,  it  cannot  be 
claimed  in  the  reissue."    'IA. 

37.  Where  the  original  patent  described  an  improvement  in  bangs  for  casks,  con- 

sisting of  a  wooden  bushing  inside  an  iron  one,  or  a  yielding  one  inside  a  rigid 
one,  but  made  the  double-conical  form  of  the  wooden  bushing  to  be  of  the 
very  essence  of  that  part  of  the  invention  and  of  the  cMimbination  rf  which  it 
was  an  important  part,  a  reissue  claiming  any  form  of  wooden  bushing  in  aa 
iron  one  StU  to  be  for  an  invention  not  described  in  the  original  patent  and 
void  as  containing  new  matter.  'Nta  TorJc  Biaig  and  BnMiig  Company  t. 
HoffKUM,  447. 

38.  A  reiSBDed  patent  is  not  valid  for  everything  which  mi^t  have  been  oUimsd  in 

the  original  patent,  nor  drjes  its  validity  depend  wholly  npon  the  fact  that  the 
new  features  attempted  to  be  secured  thereby  were  luggeeted  in  the  models, 
drawings,  or  specifications  of  the  original  patent.  Hence,  where  a  patentee 
in  his  specifications  claims  a»  his  invention  a  particular  pari;  of  a  machine, 
and  his  claims  are  all  limited  to  that  pari,  a  reisane  embracing  other  and  dis- 
tinct portions  of  the  machine  is  not  for  t)te  same  invention,  and  is  pro  tiiRr« 
void,  although  the  designs  accompanying  the  original  patent  show  all  the 
featnres  contained  in  thu  reissue.     'Kelt*  r.  MoEwae  «1  ol.,  468. 

BEIBBUE  OF  A  BEIBSDE.    Sen  Beiuutt,  34. 

REJECTED  APPLICATIONS.    See  Ca*otUati<^  if  Patmti,  3. 

EENEWED  APPLICATION. 

In  denominating  the  second  application  called  for  by  section  4897  a  "renewed 
application,"  it  is  expresal;  declared  in  words  that  admit  of  no  other  meaning 
that  BU''h  application  is  to  lie  regarded  as  a  continuation  or  renewal  of  the 
former  proceeding.     Ex  parte  Livingtto»,  4% 

BE8ULT8.      See  Combinaiioni,   10;  IiifringeiHt»t,  3,   16;  IfechaiOcal  SabalituU;  ifon- 
patentaUlitg,  1,  2;  Old  Elements,  2;  Acisiua,  24. 

BULES  OF  THE  OFFICE.     Bee  Canstrucfioa  o/^nIm. 

BALE  OF  MANITFACTURFJ)  ABTICLE8.     See  Stale  Xio«nM,  1. 

SALE  OF  PATENT  BY  OBDEB  OF  COUBT. 

1.  A  court  of  equity  may  direct  the  sale  of  the  interest  of  an  inventor  in  his  patent 
in  order  to  satisfy  a  judgment  obtained  against  him  in  a  court  of  law,  the- 
writ  of  execution  having  been  returned  nulla  bona,  and  for  that  purpose  will 
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icqnlie  the  p»t«ntoe  to  nutke  «d  aMignment  of  tlu  patent,  H  provided  in 
wetloa  4896  of  tbe  Bevieed  SUtntee  of  the  United  States,  uiiL  iivdebnlt  of 
encli  aadgnmsnt  within  a  limited  time  will  appoint  a  tnut«e,  with  authority 
to  execute  the  lame.  'Mmrag  r.  Agrr  tt  al.,  4tI3. 
tt.  A  patent  right  iisned  under  the  laws  of  the  United  States  may  be  required  to  be 
■Higned  to  a  reoeivet,  under  proceedings  supplemeataiy  to  exeoation,  wbo 
may  sell  the  same  and  applj  the  piooeeda  in  satis&otion  of  the  Judgment. 
tP»<^  Bank  t.  Bobimton,  499. 

SCOPE  OF  AN  INTENTION.    See  JMmnm,  1,  li. 

SCOPE  OF  A  PATENT.    Bee  CouilrKelim  of  SpteiJieaHitn*  »»i  PalenU ;  Seiintt;  SL 

.SCOPE  OF  PATENT  LXUITED  TO  CLAIM.     See  CoHitnetioH  of  SpeeiJitMlUnit  mI 
Potmti. 

SEALS  OF  OFFICE.     See  Praelieein  »«  CoNrti,  7. 

8EAI£  OF  STATE.     See  PracOee  t»  the  CoHrli,  7. 

fiECKETABY  OF  THE  DJTERIOE.    See  TVaA-Jfart*,  2. 

SEFABATE  INTENTIONS-    See  /oteder  »/  JhemKori; 

A  drill  and  the  meohaniam  by  which  it  is  made  held  to  be  two  distinct  and  sepa- 
rate inTentions,  it  i^pearing  that  the  drill  oau  be  made  by  other  mechanism 
than  Uiat  deaeribed  fn  the  application.    Ex  parte  Btmemft  anil  Thorn,  5&. 

SEP  ABATE  PABTS.    See  ComUmaHoM,  B;  Seittutt,  3&. 

SEPARATE  PATENTS.    See  Selma,  35. 

Separate  patent*  for  the  machine  and  the  proeeiw  and  tbe  pioduct  are  idlowahle. 
•JfcKay  T.  Dibert.  238. 

SIMILARITY  OF  DETICES.     See  Cttrngt  of  Slndare;  /Mtcr/airaoe,  S;  Intention,  3; 
Motimfor  AUaeJiment,  2 ;  Motion  to  Btoptn,  1,  2. 

SIMILARITY  OF  SHAPE.    See  Jnticipalion. 

SINGLE  INTENTION.    See  Joinder  of  Inxtnixont,  %. 

SPECIFICATIONS,     ^e  Conttmetion  of  Sprclfieationt  md  Pattnlt,  14,  U ;  Proom,  S  ■ 
A(I*Me«.  6,  II,  16. 

1.  Good  practice  requires  that  the  specifications  and  claims  In  a  patent  shall  mean 

just  what  tliej-  seem  to  mean — that  they  shall  be  free  flrom  ambignity.  "  Js- 
der»  V.  Gillilani,  I. 

2.  The  term  "specification"  as  employed  in  the  patent  laws  has  two  meanings: 

When  used  without  tbe  word  '* claim"  it  means  the  description  and  olaimi 
and  when  the  "claim"  ismentioued  in  connection  theiewith  it  embraces  the 
description  alone.    *infMn  v.  Coos,  130. 

*     3.  Tbe  word  "  speoifieatinn  "  as  employed  in  section  4916  means  dsscription  and 
claim.    'Id. 

SPECIAL  ACTS.    See  Fufenti  Granted  »y  Special  Act,  1. 

STATE  LICENSE. 

A  State  may  leqnire  the  taking  oat  of  a  license  &a  the  sale  of  a  mannfactnnd  ar- 
ticle, and  the  fact  that  the  article  is  produced  under  a  patent  will  not  defeat 
this  power.    'Webber  v.  Virginia,  386. 

STATE  OF  THE  ART.    Bee  CmistriioMoN  of  Claim*,  6, 10 ;  Jleisnisi,  1. 

STATL^ES.    See  CmulnietiOR  of  Statute*. 

STATUTORY  BAE.    See  ApphoaHone,  8. 

SUB-LICENSE.    Bee  Liotneee,  3,  3. 

8UBJECT-MATTEB.     See  S»hjtct-Matl*r  Indec. 

SUBSTITUTION  OF  MATEBIAL.     See  Combination;  10 ;  Itifringetnwt,  Vi.  \q 
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SUBSnTUnONOFMECHAinaALCONTIUTANCEB.    SMCtosfx/ Anw><«r«,3,4; 

ComNimMmm,  10;  Ii\fH»gemenl,  3;  Meduiniaal  SMittUate. 
BDFFICIENCT  OF  AFFmAVITS.    S«e  Sektaring,  1,  3; 
8UBKENDEB  OF  PATENTS.    See  Canctltation  of  PaUti-U,  I,  9;  CixMtruotiew  of  Slat- 

uU*;  Void  Falmti. 
TAXATION.    Se4iStatiLloiiiH,l. 

A  fan  apon  the  mMinfaotnren  of  anothet  State,  while  thow  of  the  State  Itself  u« 
freetonn  laoh  taxation,  ii  invalid,  since  it  discriniinateg  a|[a[nBt  the  rights  of 
f^' .  the  non-reaideDt  manufacturer  and  Tiolatea  the  constitutional  ptorisien  Test- 

ing all  oommerclal  oontrol  in  the  Fedenl  Qovenunent.     *  Webber  t.  Virginia,. 
326. 
TAXATION  OF  COSTS.    See  CeiU  of  Aift,  2. 
TECHNICAL  TEBHB.    Bee  CtnufriKfim  o/CIoIim,  1, 11;  ConttnutioiK^  Speoytoatioti* 

cmd  Fattnit,  6. 
TEBTIHONT.    See  Evidence.  1. 

1.  OtiJectioDB  to  the  admission  of  lestimonymnst  bemadeou  the  record,  and  If  not 
ao  made  all  ohjections  will  be  conaidered  as  having  been  waived!    If  a  general 
ohjeetion  ia  made  lint  no  ground  of  ohjectiou  is  a^eoified  the  ohjection  will 
not  be  cousideied.    If  a  ground  of  oltjection  ii  itated  all  gronnds  not  spec- 
ified are  conaidend  as  w^ved.    'FUher  v.  Xril,  144. 
3.  Where  the  defendant  procured  four  wella  to  be  pnt  down,  and  the  wells  put 
down  were  driven  wells,  the  plaintiff  permitted  to  show  hy  parol  testimony 
what  the  contract  actually  was,  though  it  was  in  writing  and  not  prodnced> 
'JxdreKt  et  at.  v.  Creegtm,  319. 
3.  Where  the  contract  was  read  to  the  workman  as  a  contract  for  constiucting 
plaintiff's  dsTice,  the  testimonj  of  the  workman  to  that  effeet  in  the  ainence 
of  all  other  testimony,  is  concluaive.    */d. 
TITLE.    See  Parlia  to  Suit ;  Beitiite,  17,  33 ;  Sale  of  FaUmI  b^  Or&rr  of  Court,  1,  S. 
Tlie  action  of  the  Patent  OfBce  in  rei«suing  a  patent  to  assignees  raiBes  a  presump- 
tion of  title  in  the  asBignees  named,  and  if  the  defendant  wished  to  raise  the- 
qaestlon  as  to  whether  a  resetvation  contained  in  an  assignment  inclnded  th» 
territory  in  controveny,  he  shonld  have  raised  it  in  his  answer,  or  at  least 
have  put  in  proof  tending  to  ihowsnoh  fact.     *  tVaskb^mi  ^  Moen  Maxt^actmr' 
ing  Conpany  et  aU  v.  Saitk,  76, 
TRADE-HASKS.     See  Label*,  &. 

Statutes  Declared  Unconstitutional.— Jfo  regiitraOon  exc«pi  KjKm  ^pedfio  rtquexi, 
1.  The  Supreme  Conrt  of  the  United  States  having  decided  in  the  case  of  VftiUd 
Stain  v.  SlefflMa,  Same  v.  Witleman,  Same  v.  Joknton  el  al,  (16  O.  O.,  999}  that 
the  statutes  relating  to  trade-marks  cannot  be  upheld  as  valid  and  constitn- 
tional,  none  will  be  registered  except  in  favor  of  such  persons  as,  notwith- 
standing such  decision,  make  application  and  volnntafily  pay  the  fee  hnreto- 
fore  required.     'Braun  ^  Co.  v.  Blackaell,  10. 
BAMK—Qite»iU>n*  of  priority  will  not  be  etnuidertd. 
3.  The  Secretary  of  the  Intfirior  having  determined,  in  view  of  the  decision  re- 
ferred to,  that  it  is  not  within  the  province  of  the  ConuaiasionBr  of  Patents  to- 
decide  between  conflicting  or  interfering  applications  fbr  registration,  no- 
question  of  priority  of  right  will  hereafter  be  decided  by  the  OHoe.    'Id. 
SAJix~All  inUrfereneei  diiaolted. 

3.  All  interferences  now  pending  in  trade-mark  oases  aie  disKiIved.    'Id. 
Samr — Applioanlt  to  be  notijled  andfarlker  aellon  lAtea  onlg  Mpm  demand. 

4.  Applicants  for  registration  of  trade-marks  will,  as  heretofore,  be  notified  of  tb* 

a1>ove-eited  decision  of  tlie  Supreme  Conrt,  and  if  aftw  such  notification  the- 
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appUcint  p«nuti  in  bU  demand,  and  tlio  propOMd  *nb}»ct-inBtter  be  foand  to 
oiwtitDte  a  pmp«r  tntde-mark,  the  appllcattou  will  be  ootiBidered  without 
refemnoe  to  any  peudinj;  applic«tiaD  or  pri«r  Togistration.     'Ji. 
EXAMINATIOH. 

K.  Und«r  the  trade-mark  aet  of  March  3, 16817 and  tbe  mlea  now  in  force  examinv 
tiou  will  be  made  of  the  preaomptlve  lawfblneae  of  the  trade-mark  propoeed 
fiir  regiattation.     Exfmit  Stnthurga-  ^  Co.,  S3. 
OiTLT  Lawful  Habks  Biqistkskd. 

6.  The  preaeut  act  exclndci  ftom  regiatratiou  proapeotire  trad»-markB  and  Iboae' 

not  DBcd  In  foreign  commerce  or  commerce  with  tbe  Indian  tribes;  bnt  there 
has  been  no  eneh  eneotial  change  in  the  law  as  to  warrant  the  Office  in  regU- 
tering  as  a  trade-mark  matter  which  tbe  conrte  wonld  not  regard  aa  snoh. 
li. 
DB0CRIITIOV. 

7.  The  words  "time-keeFcr"  an  not  tbe  proper  inbieot  for  a  trade-mark  for  watchear 

Qteit  onl;  office  being  to  indicate  the  nature  of  the  goods  to  which  they  are 
applied.    Id, 
COHPOCKD  Tradx-Uaus. 

8.  Proposed  trade-marks  conslatlug  In  part  of  mark*  already  registered  by  otheia 

are  objeetlonable  when  it  appears  that  they  wonld  be  liable  to  deceive  the 
general  parebaaer.    Id. 
Oath  as  to  Fobbio!!  Comhxrcz. 

9.  Under  section  3  of  tbe  present  aet  the  applicant  will  be  required  to  specify  some 

particnlai  foreign  or  Indian  tribe  witji  which  be  has  commercial  relations. 
lA. 

DlBTDfCTIOK  BBTWKEM  LABKLB   and  TOADE-MaBKS. 

10.  Tbe  proper  test  in  distingolshing  between  Izade-marks  that  savor  of  description 

and  labels  that  imperfectly  deaoribe  is  to  eoasider  whether  the  pnblic  will  on 
the  whole  regard  tbe  mark  as  an  arbitrary  symbol  denoting  only  the  origin 
and  ownerahlp  of  the  goods  or  as  ao  adTertisement  of  some  denrable  quality 
of  the  goods  themselves.    Eic  parit  Sri§kam,  38. 
Same— ■'^tfaPoIifA''  a  XoM. 

11.  Tbe  words  "Satin  Polish"  are  a  genoine,  if  imperfect,  attempt  to  describe  tite 

leading  obaracteristlc  of  the  goods  to  which  tbey  ate  attached,  and  may  form 
part  of  a  label  registration.    Id, 

PROPKB  Names. 

IS.  The  name  of  a  person  in  connection  with  other  marks  may  form  proper  subjeet- 
matler  for  trade-mark  registration  by  the  business  sncceaaors  of  sucb  peiaon. 
Mxpiirte  Fritbtrg  ^  Wmimm,  «. 

Bake — Name  of  App  licaat. 

13.  The  name  of  the  person,  firm,  or  corporation  does  not  acqnire  an  arbitrarj-  sig- 
nificance by.  association  with  an  otherwise  valid  trade-mark,  and  cannot 
therefore  be  included  as  on  essential  feature  of  such  ttUe-mark.  Exfcrtt 
Adriante,  Plett  4-  Co.,  52. 

Bake— Sane  of  ApplUiant—Eiitntial  and  KoH-EtitHtUit. 

U.  It  is  dedncible  both  fK>m  the  act  of  1870  nod  from  the  preseat  law  that  others 
may  use  with  impunity  tbe  name  of  the  registrant,  either  by  itself  or  iu  con- 
nection with  other  arbitrary  symbols  than  those  secnred  by  the  registration, 
lint  that  the  symbol  itself  cannot  be  used  by  others  iu  any  connection.  This 
distinction  may  l»e  expressed  by  (he  words  "material"  and  "inunateiial''  or 
"essential"  and  "  uon-esteutial,"  according  to  the  phraseology  pnferred.    M. 
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EXAMINATION— Continaed. 

IvrsiXGEUENT — Knowledge  of. 

15.  Defendwil  commenoed  to  oae  tlie  infringing  mark  early  in  1876.  Bait  wa«  inttl- 
tnted  in  Jnne,  1S19.  There  was  no  proof  that  oomplauumt  actually  knew  of 
the  lue  bf  the  dofendkal  of  the  infringing  mark  outil  ft  ihort  time  befiiie  tha 
bill  wae  61ed.  StU  that  ofHoplBinant  was  entitled  to  an  acconntiag  and  to 
moh  damages  h  he  oould  show,  with  coat*  of  the  anit.    *  Aawycr  r.  Ktliogg, 

TRUSTEK.     9m,  SaUofFattrnthy  Order  <tfCo»rt,\. 

mOTABY  RESULT.     See  CowMuatiotu,  2. 

USE.    See  Not^tg;  Pnctti,  3. 

UTILTTT.     See  Claiwit,  2;  Imvmtion,  2. 

VALIDITT  OF  PATENTS.    See  Abandtmed  J^perimoti,  3;  Aiandoiimmtt ;  CowUn«- 

UoM,  6 ;  ExtentUm  of  PaimU,  2 ;  BtiMiua,  12,  'il., 
VALID  PATENTS.    See  Partioxlar  Potealt,  6  Mrber;  S   Bell;   9  Benot;  10  Bott- 

iriek;  IS  Brvmi;  13  Bidding;  U  Carr;  19  Dam*  tmi  Attn;  S4  fUeker;  S& 

Ftiker;  38  Oram;  30  SobU;  3SS%tler;  33  Jngallt ;  39  Lmtear;  41  MaJUnT/; 

«t  Mat^uivier;   48  Btminglm  and  Bote;   54  SeidUr;   55  ateeau;   56  Jtoola; 

58  TnOier;  63  ITariay;  64  Werner;  65  IFttvItr. 
VOID  PATENTS.    See  OMtlruetkm  of  StaluUi ;  Particular  Patent*,  4  Adl ,-  7  ^tatly  ; 

16   Cory  and  Griffltlu ;   17   CriMdalE;   SO  Eamei  and  Stely;   2r  QrshMr;   37 

KelU;   38  EcIU;   45  Monet;   50  ^oiuacl,  i)cjaii?r«,  and  Ao^in;  51  3eatfe;  53 

SiAo«rt«H;  57  Tlumptoti;  SG  )rUt<;  £m«itei,  9. 

1.  Upon  a  Bunender  of  a  patent  for  leiMue,  an  iiiterfereDce  deolaied  thereon,  a  de- 

cixioQ  againat  the  patentee  and  aubeeqaentreftiaalof  a  reiaeue,  the  patent  be- 
comei  destitnte  of  validity  and  absoldtety  Toid.    'FerJc  v,  Collint,  Sll. 

2.  Reisaned  Letters  Patent  No.  5,067.  granted  to  Josephine  Gary  and  Clementine 

Griffiths  September  34,  1873,  for  an  improved  mapenBion-iing  for  bnitiueM- 
carda,  cousistiDg  of  a  ring  of  thin  aheet  metal  having  a  shank  or  bottom  piece 
provided  with  sharp  apart,  which  are  pushed  through  the  card  and  turned 
down  on  the  6ther  side,  ore  anticipated  by  an  umbrella-fMtener  ooneisting  of 
a  ring  of  sheet  metal  with  spnra  which  are  pnshed  through  the  india-mbber 
band,  which  serves  to  keep  a  folded  nmbrella  in  place.  'Grifiliuel  al.  v. 
Solmei,  BooA  ^  Hagdm*,  338, 

WARRANT  OF  COMMITMENT.     Bee  Contempt  of  Court,  9. 

WITHHELD  APPLICATION.     See  Forfeited  Aiiplieation. 
3S  C  P 
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